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As our men and women in uniform and their 


families sacrifice to keep our country safe, 
Congress must provide them with the support 
and equipment necessary to accomplish their 
mission. In this bill we have appropriated fund-
ing for equipment procurement, base oper-
ations, military healthcare and pay in order to 
address current defense needs and future 
challenges; to continue funding research and 
development; and to improve the essential 
health and quality of life programs for the men 
and women of the Armed Services and their 
families. 


In total, the bill allocates $530 billion for De-
fense Department operations and support. 
This funding cuts $9 billion from the Presi-
dent’s request while increasing overall base 
funding for the Department of Defense by $17 
billion. While I support this legislation, I believe 
we can meet all our national security needs 
with fewer resources. The testimony before 
the Budget Committee on July 8, 2011 made 
clear that we can reduce defense spending 
without compromising our national security. 
That is why I voted for the Frank Amendment 
that would have reduced the amount of this in-
crease by half. I also supported an amend-
ment offered by Representative MULVANEY 
that would have held funding in the bill to 
FY2011 levels. Unfortunately, both amend-
ments failed. 


The bill provides $32.3 billion for defense 
health programs, which is $119 million above 
the President’s request and $935 million 
above what was enacted in the FY2011 bill. 
This figure includes a $125 million increase 
over the president’s request for improved 
treatment and research of traumatic brain in-
jury and psychological health conditions, $30 
million for orthopedic research and $15 million 
for restorative transplant research, and $2.3 
billion for family support and advocacy pro-
grams. 


To help financially struggling military families 
cope in this challenging economy, the bill also 
includes military pay funding of $5.4 billion 
above last year’s level and includes a pay 
raise of 1.6% and a comparable increase for 
housing and subsistence funding. 


To ensure that all the funds allocated are 
used properly and for their intended purpose, 
the bill also contains enhanced oversight and 
accountability measures. 


Mr. Chair, our troops deserve our support 
for the daily sacrifices they make for the secu-
rity of the Nation. They depend on us to en-
sure that they have the resources they need 
to do their jobs. 


They also count on us to see to it that the 
health and welfare of their families are as-
sured so they can focus on the mission at 
hand. That is what this bill is about and I en-
courage my colleagues to join me in sup-
porting it. 


f 


H.R. 1249, THE ‘‘AMERICA INVENTS 
ACT’’ 


HON. HENRY C. ‘‘HANK’’ JOHNSON, JR. 
OF GEORGIA 


IN THE HOUSE OF REPRESENTATIVES 
Friday, July 8, 2011 


Mr. JOHNSON of Georgia. Mr. Speaker, I 
rise today in support of the ‘‘America Invents 
Act.’’ I strongly support this bill, which will fos-
ter innovation, economic growth, and help 
America maintain its global competitive edge. 


If we are going to have a healthy economy 
and be a global leader, we must have a 
healthy intellectual property system. In order 
to have a healthy intellectual property system, 
we must modernize our laws. Patent reform is 
integral to our economy. 


Currently, the United States is the world 
leader in issuing patents. In order to maintain 
our position and solidify our position as a glob-
al leader, we must enact patent reform as 
soon as possible. 


America is now on its way to the most sig-
nificant patent reform in more than half a cen-
tury. Our current patent system is outdated 
and in need in major reform. Pursuant to Arti-
cle I, Section 8, Clause 8, ‘‘Congress shall 
have Power . . . [t]o promote the Progress of 
Science and useful Arts, by securing for lim-
ited Times to Authors and Inventors the exclu-
sive Right to their respective Writings and Dis-
coveries.’’ This bill will strengthen our patent 
system and encourage innovation and drive 
economic growth. 


The ‘‘America Invents Act’’ includes much 
needed improvements to the patent system 
that will help to maintain America’s place at 
the forefront of innovation. America’s ability to 
drive economic growth and job creation 
through innovation is currently hampered by a 
massive backlog at the U.S. Patent and 
Trademark Office, USPTO. There is currently 
a backlog of approximately 700,000 patent ap-
plications. 


While I preferred Section 22 of H.R. 1249, 
as reported by the Judiciary Committee, that 
would allow the USPTO to retain all of its user 
fees, I am supportive of the USPTO funding 
agreement that was reached in the House. It 
is intended to end fee diversion and provide 
the USPTO access to its user fees. Moreover, 
I believe in the overall goal of the bill to effi-
ciently issue patents to businesses—especially 
small businesses and startups—to develop 
new products and create jobs. This com-
promise will allow the USPTO to process ap-
plications more efficiently and produce higher- 
quality patents which makes them less likely 
to be subject to a court challenge. 


It is imperative that the USPTO have the re-
sources it needs to hire more patent exam-
iners and pay overtime to decrease this back-
log. Every state in the United States of Amer-
ica has patent applications pending. In 2010, 
2,194 patents were granted to residents in my 
home state of Georgia. The ‘‘America Invents 
Act’’ will ensure that residents in Georgia, and 
each and every State across the Nation, are 
granted patents in a speedy fashion. 


This bill will help inventors like Lonnie John-
son in Atlanta, Georgia. He invented the 
Super Soaker that generated hundreds of mil-
lions of dollars in profits, created jobs and be-
came the number one selling toy in America. 
Lonnie Johnson currently holds over 80 pat-
ents and has over 20 more pending. The 
sooner this 700,000 patent application backlog 
is cut down, the sooner Lonnie Johnson, and 
other inventors, can get their inventions to 
market, grow the economy, and create jobs. 


Further, the ‘‘America Invents Act’’ will tran-
sition the United States from a first-to-invent 
system to a first-inventor-to-file system. This 
will bring the United States up to par with 
every other industrialized nation in the world. 
As business and competition becomes more 
global, patent applicants are increasingly filing 
patent applications in other countries for pro-
tection of their inventions. The first-to-invent 


filing system in the United States differs from 
that in other patent-issuing jurisdictions. This 
can cause confusion and inefficiencies for 
American companies and innovators. 


In a first-inventor-to-file system, the filing 
date of the application is most relevant: it is an 
objective date and is simple to determine be-
cause it is listed on the face of the patent. In 
contrast, in a first-to-invent system, the date 
the invention claimed in the application was 
actually invented is the determinative date. 
Unlike the objective date of filing, the date 
someone invents something is often uncertain, 
and, when disputed, typically requires corrobo-
rating evidence. 


The first-inventor-to-file system will simplify 
the patent application system and harmonize it 
with the rest of the industrialized world, reduce 
costs, and improve the competitiveness of 
American inventors seeking protection glob-
ally. These changes are necessary for true, 
comprehensive patent reform. 


I am extremely proud that our nation’s uni-
versities will benefit from this bill. The patent 
system plays a critical role in enabling institu-
tions like Georgia Institute of Technology and 
colleges belonging to the Atlanta University 
Center to transfer the discoveries arising from 
basic research into the commercial sector for 
development into products and processes that 
benefit society. 


Patent reform is not a partisan issue, but an 
issue of the fairest way to encourage inventors 
and investors to create and develop new prod-
ucts that will benefit universities, create jobs, 
and spur economic growth. 


Today marks a major milestone in moving 
this country forward. I was a freshman when 
patent reform last moved through the House in 
the 110th Congress. I am proud to be a part 
of this moment in history. The American peo-
ple have waited long enough; Congress 
should act now to pass this important piece of 
legislation. 


I strongly support the ‘‘America Invents Act’’ 
and urge my colleagues to do the same. We 
are close to the finish line and need to push 
on and finish the race. 


f 


THE REPUBLIC OF SOUTH SUDAN’S 
DECLARATION OF INDEPENDENCE 


HON. MICHAEL T. McCAUL 
OF TEXAS 


IN THE HOUSE OF REPRESENTATIVES 
Friday, July 8, 2011 


Mr. MCCAUL. Mr. Speaker, I rise today to 
speak in recognition and support of Republic 
of South Sudan which will tomorrow become 
Africa’s 54th country. As a co-chair of the 
House Sudan Caucus, I am grateful for the 
accomplishment of this successful milestone in 
the Comprehensive Peace Agreement process 
that has ended Sudan’s 22-year civil war. In 
the past two decades, this civil war and fam-
ine took the lives of approximately two million 
people in Sudan. 


The ability for South Sudan to declare for 
itself its own country is a testament to what 
can be achieved when a unified international 
community made of nation states, international 
organizations, and non-governmental organi-
zations all come together to foster peace and 
assist in the resolution of difference between 
peoples. 


Yet, the people of South Sudan still face 
many challenges. There is more infrastructure 
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NOT VOTING—10 


Akaka 
Ayotte 
Boozman 
Gillibrand 


Inhofe 
Lieberman 
McCain 
Paul 


Rockefeller 
Toomey 


The nomination was confirmed. 
The PRESIDING OFFICER. The mo-


tions to reconsider are laid on the 
table. The President will be imme-
diately notified of the Senate’s action. 


f 


LEGISLATIVE SESSION 


The PRESIDING OFFICER. The Sen-
ate will now resume legislative session. 


f 


PATENT REFORM ACT OF 2011— 
Resumed 


Mr. LEAHY. Mr. President, I under-
stand that the Senator from Colorado 
has an amendment that could be dis-
posed of quickly and which is agreeable 
to both sides. 


I yield to the Senator from Colorado. 
The PRESIDING OFFICER. The Sen-


ator from Colorado is recognized. 
AMENDMENT NO. 116 


Mr. BENNET. Mr. President, I thank 
Chairman LEAHY, Senator GRASSLEY, 
Senator HATCH, and all of the members 
of the Judiciary Committee for their 
hard work on patent reform. Moving 
this bill forward has been a difficult 
task. I look forward to supporting the 
bill as we are in the process of amend-
ing it and improving it. 


This legislation is critical for our 
economic growth if we are going to re-
build our economy and win the future. 
We need to make sure our patent sys-
tem promotes research and develop-
ment, investment, job creation, and 
global competitiveness. 


This evening, I want to call up two 
amendments to this legislation that I 
believe address the need for efficiency 
and quality at the U.S. Patent and 
Trademark Office. 


Mr. President, I call up amendment 
No. 116, which is at the desk. 


The PRESIDING OFFICER. Without 
objection, the pending amendment is 
set aside. 


The clerk will report. 
The assistant legislative clerk read 


as follows: 
The Senator from Colorado [Mr. BENNET] 


proposes an amendment numbered 116. 


Mr. BENNET. Mr. President, I ask 
unanimous consent that reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To reduce the fee amounts paid by 


small entities requesting prioritized exam-
ination under Three-Track Examination) 


On page 86, between lines 8 and 9, insert 
the following: 


(i) REDUCTION IN FEES FOR SMALL ENTITY 
PATENTS.—The Director shall reduce fees for 
providing prioritized examination of utility 
and plant patent applications by 50 percent 
for small entities that qualify for reduced 
fees under section 41(h)(1) of title 35, United 
States Code, so long as the fees of the 
prioritized examination program are set to 
recover the estimated cost of the program. 


On page 86, line 9, strike ‘‘(i)’’ and insert 
‘‘(j)’’. 


Mr. BENNET. My first amendment, 
cosponsored by Senator AYOTTE, can 
help small businesses utilize the Pat-
ent Office’s Track I program by reduc-
ing their fees for participating. Track I 
allows applicants to get their patent 
processed more quickly, but the cost 
can be burdensome for small entities. 
This amendment would reduce small 
business costs by 50 percent. 


This Track I program will give appli-
cants the opportunity for prioritized 
examination of a patent within 12 
months of its filing date. On average, 
the pendency period for first action 
was 25.7 months in 2010 and 35.3 months 
for final disposition. By moving this 
process along for small businesses, we 
will stimulate business activity and 
create jobs. 


The 50-percent discount is in line 
with other small entity filing fee dis-
counts offered by the Patent and 
Trademark Office and will ensure 
startups and smaller inventors will be 
at a more level playing field in order to 
take advantage of Track I. 


I encourage my colleagues to support 
my small business amendment at the 
appropriate time. 


Mr. President, I yield to the chair-
man. 


Mr. LEAHY. Mr. President, I appre-
ciate the amendment of the Senator 
from Colorado. When it comes to a 
vote, I think it will probably be unani-
mous. I suspect there will not even be 
a requirement for a rollcall vote. It 
does have this mandatory reduction in 
fees for small businesses at the Patent 
Office. I know the Senator is a strong 
advocate for small business in Colo-
rado. The Patent Office has a backlog 
of more than 700,000 applications that 
haven’t yet had a first response. This 
hits small businesses and independent 
ventures particularly hard because 
they can least afford a delay in receiv-
ing their rights. They have done a lot 
to reduce that backlog, but they need 
this legislation to finish it. They have 
the fast track process, where appli-
cants pay additional fees to cover the 
costs and the examiners work over-
time. Not all small businesses can af-
ford the fast track application fee, and 
the Senator from Colorado, Mr. BEN-
NET, wisely recognized that not all can 
afford that. 


His amendment will ensure that 
small businesses and independent ven-
dors will receive a 50-percent reduction 
in the fee. When the time comes for a 
vote, I will strongly support the 
amendment. I suspect both sides will 
strongly support it. I thank the Sen-
ator. 


The PRESIDING OFFICER. The Sen-
ator from Colorado is recognized. 


Mr. BENNET. I thank the Senator 
from Vermont for his leadership and 
for his kind words about the amend-
ment. 


AMENDMENT NO. 117 
At this time, I ask unanimous con-


sent to set aside the pending amend-


ment and call up my second amend-
ment, which is currently at the desk. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The legislative clerk read as follows: 
The Senator from Colorado [Mr. BENNET] 


proposes an amendment numbered 117. 


Mr. BENNET. Mr. President, I ask 
unanimous consent that reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To establish additional USPTO 


satellite offices) 
On page 104, between lines 22 and 23, insert 


the following: 
SEC. 18. SATELLITE OFFICES. 


(a) ESTABLISHMENT.—Subject to available 
resources, the Director shall establish 3 or 
more satellite offices in the United States to 
carry out the responsibilities of the Patent 
and Trademark Office. 


(b) PURPOSE.—The purpose of the satellite 
offices established under subsection (a) are 
to— 


(1) increase outreach activities to better 
connect patent filers and innovators with 
the Patent and Trademark Office; 


(2) enhance patent examiner retention; 
(3) improve recruitment of patent exam-


iners; and 
(4) decrease the number of patent applica-


tions waiting for examination and improve 
the quality of patent examination. 


(c) REQUIRED CONSIDERATIONS.—In select-
ing the locale of each satellite office to be 
established under subsection (a), the Direc-
tor shall— 


(1) ensure geographic diversity among the 
offices, including by ensuring that such of-
fices are established in different States and 
regions throughout the Nation; and 


(2) rely upon any previous evaluations by 
the Patent and Trademark Office of poten-
tial locales for satellite offices, including 
any evaluations prepared as part of the Pat-
ent and Trademark Office’s Nationwide 
Workforce Program that resulted in the 2010 
selection of Detroit, Michigan as the first 
ever satellite office of the Patent and Trade-
mark Office. 


(d) PHASE-IN.—The Director shall satisfy 
the requirements of subsection (a) over the 3- 
year period beginning on the date of enact-
ment of this Act. 


(e) REPORT TO CONGRESS.—Not later than 
the end of the first fiscal year that occurs 
after the date of the enactment of this Act, 
and each fiscal year thereafter, the Director 
shall submit a report to Congress on— 


(1) the rationale of the Director in select-
ing the locale of any satellite office required 
under subsection (a); 


(2) the progress of the Director in estab-
lishing all such satellite offices; and 


(3) whether the operation of existing sat-
ellite offices is achieving the purposes re-
quired under subsection (b). 


(f) DEFINITIONS.—In this section, the fol-
lowing definitions shall apply: 


(1) DIRECTOR.—The term ‘‘Director’’ means 
the Director of the United States Patent and 
Trademark Office. 


(2) PATENT AND TRADEMARK OFFICE.—The 
term ‘‘Patent and Trademark Office’’ means 
the United States Patent and Trademark Of-
fice. 


On page 104, line 23, strike ‘‘SEC. 18.’’ and 
insert ‘‘SEC. 19.’’. 


Mr. BENNET. Mr. President, my 
amendment provides for the establish-
ment of three regional satellite PTO 
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CONGRESSIONAL RECORD — SENATE S957 February 28, 2011 
offices in the next 3 years. The Patent 
and Trademark Office has struggled to 
hire and retain over 6,000 examiners at 
a single location in Alexandria, VA. 
This has resulted in one-third of patent 
examiners having been with the U.S. 
Patent and Trademark Office for less 
than 3 years. Ideally, the Patent and 
Trademark Office would recruit exam-
iners from all across the country, 
leveraging regional expertise. 


The PTO recently recognized this 
weakness in our patent infrastructure 
by announcing an initial satellite pilot 
in Detroit, MI. My amendment seeks to 
support this effort and further connect 
innovators to the U.S. Patent and 
Trademark Office. 


The establishment of satellite offices 
will help the USPTO to recruit and re-
tain workers from across the country. 
Regional offices will draw local sci-
entists, engineers, and patent attor-
neys into the USPTO, which add real- 
world expertise to the patent review 
process. 


Regional satellite offices will also in-
crease outreach activities and connec-
tion to patent filers, enhance the abil-
ity of the USPTO to recruit and retain 
patent examiners, and improve the 
quality and pendency for patent appli-
cations. 


Europe currently uses four patent of-
fices as a recruitment tool and is 
known for the ability to attract and re-
tain highly qualified examiners. In 
short, the limitations of our lone pat-
ent office are placing our economy at a 
competitive disadvantage. It is essen-
tial, therefore, that we establish sat-
ellite offices in locations that will con-
nect innovators and businesses across 
the country. 


I ask Senators to support my amend-
ment at the appropriate time. 


Again, I thank the chairman for his 
leadership, and I look forward to work-
ing with him and the rest of this body 
to craft a good piece of legislation that 
helps America take the lead in the 
world’s increasingly competitive inno-
vation economy. 


Mr. LEAHY. Mr. President, I know 
the Senator has advocated for satellite 
offices. His amendment speaks for geo-
graphic diversity. Otherwise, every one 
of us would be asking for one in our 
State. Vermont, which receives more 
patents per capita than any other 
State in the Union, would be asking for 
one, and so forth. He does not try to 
tilt the balance in favor of a particular 
State but he calls for geographic diver-
sity. That is very wise. When the 
amendment comes to a vote, I will be 
there to support it. 


Mr. President, parliamentary in-
quiry: What is pending? 


The PRESIDING OFFICER. Amend-
ment No. 117. 


Mr. LEAHY. Was that set aside so he 
could introduce his second amend-
ment? 


The PRESIDING OFFICER. That is 
his second amendment. 


Mr. LEAHY. That is what is pending 
now? 


The PRESIDING OFFICER. That is 
correct. 


Mr. LEAHY. I thank the Chair. 
The PRESIDING OFFICER. The Sen-


ator from Utah is recognized. 
AMENDMENT NO. 115 


Mr. LEE. Mr. President, I ask unani-
mous consent that the pending amend-
ment be set aside, and I call up amend-
ment No. 115 and ask for its immediate 
consideration. 


The PRESIDING OFFICER. Is there 
objection? 


Mr. LEAHY. Mr. President, once the 
Senator has introduced his amendment 
and has spoken, will he be willing to 
set that aside so that other amend-
ments on the patent bill can come up? 


Mr. LEE. Yes. 
The PRESIDING OFFICER. The 


clerk will report. 
The legislative clerk read as follows: 
The Senator from Utah [Mr. LEE] proposes 


an amendment numbered 115. 
(Purpose: To express the sense of the Senate 


in support of a balanced budget amend-
ment to the Constitution) 
At the appropriate place, insert the fol-


lowing: 
SEC. lll. SENSE OF THE SENATE. 


It is the sense of the Senate that Congress 
should pass and the States should agree to 
an amendment to the Constitution requiring 
a Federal balanced budget. 


The PRESIDING OFFICER. The Sen-
ator from Utah. 


Mr. LEE. This is a self-explanatory 
amendment. I am a supporter of this 
legislation, the patent reform bill. I 
also point out that this amendment 
does not bring about any substantive 
change to that legislation, nor does it 
lock anyone into a particular variation 
of a balanced budget amendment pro-
posal. 


I am happy to work out an agree-
ment as to the timing for a possible 
vote, and I hope we can get to that 
sometime soon. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Idaho is recognized. 
Mr. CRAPO. Mr. President, I ask 


unanimous consent to speak as in 
morning business for up to 15 minutes, 
with the time to be shared between 
myself and Senator RISCH. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


RELATIVE TO THE DEATH OF 
FORMER SENATOR JAMES A. 
MCCLURE 


Mr. CRAPO. Mr. President, Senator 
RISCH and I are here today—in fact, I 
note we are joined on the floor by our 
former colleague Senator Larry Craig— 
to honor one of Idaho’s greatest states-
men who passed away on Saturday. We 
rise to honor the distinguished life of 
Senator James A. McClure, a mentor 
and a dear friend of mine. As I indi-
cated, Senator Craig is here. Senator 
Craig is the one who followed Senator 
McClure into the seat in the Senate. 
We appreciate him making the effort 
to get here to also share his concerns 


and condolences, and frankly, to help 
honor Senator McClure. 


I join Senator McClure’s wife Louise 
and their family and friends and all of 
Idaho in mourning the passing of Sen-
ator McClure and honoring his great 
legacy. His sound guidance, strong ad-
vocacy for Idaho, and his personal en-
couragement will be missed by all of 
us, but definitely not forgotten. 


Throughout his decades of public 
service, Jim McClure set a standard for 
public servants that will endure for 
generations. Senator McClure dedi-
cated much of his life to honorable 
service to our Nation. At the age of 18, 
he joined the U.S. Navy and served 
honorably in World War II. He then re-
turned to Idaho and attended law 
school at the University of Idaho, 
worked as a prosecuting attorney for 
Payette County, and served in the 
Idaho State Senate. With 6 years in the 
U.S. House of Representatives, and 18 
years in the U.S. Senate, his exemplary 
service in the Congress spanned 24 
years. 


His unfailing good will, respect for 
others, and his essential Western con-
servatism helped him to maintain 
throughout his life the kind of service 
that is still the best model for how to 
engage in today’s public policy debates. 
He was recognized by all as a gen-
tleman but a powerful advocate. 


Senator McClure’s legacy as a Con-
gressman and a Senator is broad, and 
on many issues, such as energy and 
natural resource management, his 
service to Idaho is historic. Jim uti-
lized his service as chairman of the 
Senate Committee on Energy and Nat-
ural Resources to advocate for Idaho 
issues and their ideals. He also helped 
to guide the Senate through his chair-
manship of the Senate Republican Con-
ference from 1981 to 1985. Jim worked 
diligently to achieve solutions to Idaho 
and national challenges. He also had a 
forward-thinking focus on fiscal dis-
cipline—one that we could well use in 
the Senate today—and on energy inde-
pendence, another critical issue which 
we continue to battle for today. These 
are critical issues he helped set the 
foundation for and, frankly, which his 
wisdom would have helped to solve. 


Jim was a friend and a role model for 
me and I am sure for many others in 
Idaho and throughout the Nation. His 
dedication, kind treatment of others, 
and skillful proactive and principled 
approach are long going to endure. He 
will be sorely missed, but his lifetime 
of accomplishments will be with the 
people of Idaho forever. 


I offer my sympathy and my love to 
Louise and to the entire McClure fam-
ily and to Jim’s many friends and asso-
ciates. 


Mr. President, I yield the time to 
Senator RISCH. 


The PRESIDING OFFICER. The Sen-
ator from Idaho. 


Mr. RISCH. Mr. President, we have 
come to the floor to mourn the loss of 
a great statesman in Idaho. Jim 
McClure was loved uniformly across 
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CONGRESSIONAL RECORD — SENATES1030 March 1, 2011 
cosponsor, with my colleague from 
West Virginia, Senator ROCKEFELLER, a 
resolution I hope our colleagues will 
support unanimously, to allow this last 
in a generation of heroes to be recog-
nized by the Congress of the United 
States, either in a service or by lying 
in honor in the Rotunda, a privilege 
that is held for very few but one that I 
think rises to the occasion of the last 
hero of a generation, an individual and 
a generation that played such a part in 
the values of this country. We will 
have an opportunity to celebrate the 
life of this man, but, more impor-
tantly, to cherish the fruits of his com-
mitment to those freedoms and those 
liberties that are protected still today. 


I yield the floor. 
I suggest the absence of a quorum. 
The ACTING PRESIDENT pro tem-


pore. The clerk will call the roll. 
The assistant legislative clerk pro-


ceeded to call the roll. 
Mr. LEAHY. Madam President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


f 


CONCLUSION OF MORNING 
BUSINESS 


The ACTING PRESIDENT pro tem-
pore. Morning business is closed. 


f 


PATENT REFORM ACT OF 2011 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, the 
Senate will resume consideration of S. 
23, which the clerk will report by title. 


The assistant legislative clerk read 
as follows: 


A bill (S. 23) to amend title 35, United 
States Code, to provide for patent reform. 


Pending: 
Leahy amendment No. 114, to improve the 


bill. 
Vitter/Toomey amendment No. 112, to re-


quire that the government prioritize all obli-
gations on the debt held by the public in the 
event that the debt limit is reached. 


Bennet amendment No. 116, to reduce the 
fee amounts paid by small entities request-
ing prioritized examination under Three- 
Track Examination. 


Bennet amendment No. 117, to establish 
additional USPTO satellite offices. 


Lee amendment No. 115, to express the 
sense of the Senate in support of a balanced 
budget amendment to the Constitution. 


Mr. LEAHY. Madam President, yes-
terday the Senate began debating the 
America Invents Act. We adopted the 
committee amendments, and we pro-
ceeded to have five additional amend-
ments offered to the bill. This morning 
I will be offering a managers’ amend-
ment, along with the distinguished 
Senator from Iowa, Mr. GRASSLEY, that 
incorporates additional improvements 
being made at the suggestions of Sen-
ator COBURN, Senator SCHUMER, Sen-
ator COONS, Senator BENNET, and oth-
ers. 


When we adopt this managers’ 
amendment, I believe we will move 


very close to a consensus bill the Sen-
ate can and should pass to help create 
good jobs, encourage innovation, and 
strengthen our recovery and economy. 


I ask unanimous consent to have 
printed in the RECORD the Statement 
of Administration Policy from the 
Obama administration and the Edward 
Wyatt article. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


STATEMENT OF ADMINISTRATION POLICY 
S. 23—PATENT REFORM ACT OF 2011 


(Sen. Leahy, D–Vermont, and 11 cosponsors, 
Feb. 28, 2011) 


The Administration supports Senate pas-
sage of S. 23. As a whole, this bill represents 
a fair, balanced, and necessary effort to im-
prove patent quality, enable greater work 
sharing between the United States Patent 
and Trademark Office (USPTO) and other 
countries, improve service to patent appli-
cants and the public at the USPTO, and offer 
productive alternatives to costly and com-
plex litigation. 


By moving the United States to a first-to- 
file system, the bill simplifies the process of 
acquiring rights. This essential provision 
will reduce legal costs, improve fairness, and 
support U.S. innovators seeking to market 
their products and services in a global mar-
ketplace. Further, by providing authority for 
the USPTO to establish and adjust its fees to 
reflect changes in costs, demand, and work-
load, the bill would enhance productivity— 
reducing delay in the patent application 
process—and ensure full cost recovery at no 
taxpayer expense. Senate passage of this bill 
is consistent with the Administration’s com-
mitment to support and encourage innova-
tion that leads to improved competiveness, 
economic prosperity, and job growth—with-
out adding a penny to the deficit. 


Finally, the Administration understands 
that several stakeholders have suggested 
that the provisions on damages and venue 
are no longer needed in the legislation in 
light of recent court decisions in these areas. 
The Administration would not object to re-
moval of these provisions from the final 
version of the legislation. 


The Administration looks forward to con-
tinuing to work with the Congress to craft 
patent reform legislation that reflects sound 
policy and meets the needs of the Nation’s 
innovators. 


U.S. SETS 21ST-CENTURY GOAL: BUILDING A 
BETTER PATENT OFFICE 


(By Edward Wyatt, Feb. 20, 2011) 
WASHINGTON.—President Obama, who em-


phasizes American innovation, says modern-
izing the federal Patent and Trademark Of-
fice is crucial to ‘‘winning the future.’’ So at 
a time when a quarter of patent applications 
come from California, and many of those 
from Silicon Valley, the patent office is 
opening its first satellite office—in Detroit. 


That is only one of the signs that have 
many critics saying that the office has its 
head firmly in the 20th century, if not the 
19th. 


Only in the last three years has the office 
begun to accept a majority of its applica-
tions in digital form. Mr. Obama astonished 
a group of technology executives last year 
when he described how the office has to print 
some applications filed by computer and 
scan them into another, incompatible com-
puter system. 


‘‘There is no company I know of that would 
have permitted its information technology 
to get into the state we’re in,’’ David J. 
Kappos, who 18 months ago became director 


of the Patent and Trademark Office and un-
dersecretary of commerce for intellectual 
property, said in a recent interview. ‘‘If it 
had, the C.E.O. would have been fired, the 
board would have been thrown out, and you 
would have had shareholder lawsuits.’’ 


Once patent applications are in the sys-
tem, they sit—for years. The patent office’s 
pipeline is so clogged it takes two years for 
an inventor to get an initial ruling, and an 
additional year or more before a patent is fi-
nally issued. 


The delays and inefficiencies are more 
than a nuisance for inventors. Patentable 
ideas are the basis for many start-up compa-
nies and small businesses. Venture capital-
ists often require start-ups to have a patent 
before offering financing. That means that 
patent delays cost jobs, slow the economy 
and threaten the ability of American compa-
nies to compete with foreign businesses. 


Much of the patent office’s decline has oc-
curred in the last 13 years, as the Internet 
age created a surge in applications. In 1997, 
2.25 patents were pending for every one 
issued. By 2008, that rate had nearly tripled, 
to 6.6 patents pending for every one issued. 
The figure fell below six last year. 


Though the office’s ranks of patent exam-
iners and its budget have increased by about 
25 percent in the last five years, that has not 
been enough to keep up with a flood of appli-
cations—which grew to more than 2,000 a day 
last year, for a total of 509,000, from 950 a day 
in 1997. 


The office, like a few other corners of the 
government, has long paid its way, thanks to 
application and maintenance fees. That in-
come—$2.1 billion last year—has made it an 
inviting target for Congress, which over the 
last 20 years has diverted a total of $800 mil-
lion to other uses, rather than letting the of-
fice invest the money in its operations. 


Applications have also become far more 
complex, said Douglas K. Norman, president 
of the Intellectual Property Owners Associa-
tion, a trade group mainly of large tech-
nology and manufacturing companies. 


‘‘When I was a young patent lawyer, a pat-
ent application would be 20 to 25 pages and 
have 10 to 15 claims,’’ Mr. Norman said. A 
claim is the part of the patent that defines 
what is protected. ‘‘Now they run hundreds 
of pages, with hundreds, and sometimes 
thousands, of claims.’’ 


Lost in the scrutiny of the office’s logjam, 
however, was the fact that the number of 
patents issued reached a record last year— 
more than 209,000, or 29 percent more than 
the average of 162,000 a year over the pre-
vious four years. Rejections also hit a high 
of 258,000—not a measure of quality, Mr. 
Kappos said, but a sign of greater efficiency. 


Between the backlog of 700,000 patents 
awaiting their first action by an examiner 
and the 500,000 patents that are in process, a 
total of 1.2 million applications are pending. 


Sitting in his suburban Virginia office, not 
far from a model of the light bulb Edison 
presented for patent in November 1879 (which 
was approved two and a half months later), 
Mr. Kappos proudly ticked off figures that he 
said proved the agency was heading in the 
right direction. 


The backlog has actually declined about 10 
percent from a peak of 770,000 at the end of 
2008. 


‘‘We were able to work a 13-month year 
last year,’’ he said, referring to the produc-
tivity increase in 2010 over 2009. ‘‘We are 
processing a far larger workload with the 
same number of examiners.’’ 


Still, Mr. Kappos wants to add more than 
1,000 examiners in each of the next two 
years, a 30 percent increase. Mr. Obama’s 
2012 budget calls for a 28 percent increase in 
spending, to $2.7 billion, over 2010. In two 
consecutive sessions, Congress has defeated a 
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bill that would allow the patent office to 
keep all of the fees it collects. While another 
similar effort is under way, a big staffing in-
crease will not be easy in a climate of cuts. 


Mr. Kappos, a former electrical engineer 
and lawyer who joined the patent office in 
2009 after 27 years at I.B.M., has improved re-
lations with the union representing patent 
examiners. He and the union agreed on per-
formance evaluation measures last year, the 
first time in 5o years that the yardsticks had 
been revised. 


‘‘I give David Kappos a good deal of credit 
for seeing where the problems have been and 
being willing to address them,’’ said Robert 
D. Budens, president of the union, the Patent 
Office Professional Association. ‘‘I think it’s 
a little early to see the full extent of the 
changes. But we have seen an increase in mo-
rale and a decrease in attrition, which is now 
almost the lowest it’s been since I came 
here’’ in 1990. 


Patent applications come from all over the 
United States, and the office has forgone sat-
ellite offices—until now. Last year, the of-
fice announced it would put about 100 exam-
iners in Detroit. Some prominent lawmakers 
from Michigan have worked on patent issues, 
including Representative John Conyers Jr., a 
Detroit Democrat who, when the decision 
was made, was chairman of the House Judici-
ary Committee, which oversees patents. 


Mr. Kappos said he chose Detroit because 
it had large communities of patent lawyers 
and agents, nearby universities and trans-
portation centers, and relatively low costs of 
living and real estate. ‘‘Detroit has long been 
an innovation center,’’ he said. ‘‘It’s under-
valued, and that is where we want to invest.’’ 
He said it would also attract a work force 
with more varied skills. 


Mr. Kappos is also pushing an initiative 
that would charge patent applicants a higher 
fee to guarantee that their applications will 
receive a ruling within a year. But that ini-
tiative and others are not enough, said Paul 
R. Michel, who recently retired as chief 
judge for the United States Court of Appeals 
for the Federal Circuit in Washington, the 
main forum for patent appeals. 


‘‘The office can’t be made efficient in 18 
months without a vast increase in finances,’’ 
said Mr. Michel, who has made evangelizing 
for an overhaul of the office a pet cause. 
‘‘Small efficiency improvements will only 
make a small difference in the problem.’’ 


Mr. LEAHY. I thank all of those with 
the administration who worked on the 
matter, and particularly Secretary 
Locke, Director Kappos of the Patent 
and Trademark Office, and former Sec-
retary Daley, now Chief of Staff at the 
White House. 


The statement describes the bill as 
representing a fair, balanced, and nec-
essary effort to improve patent qual-
ity. It concludes: ‘‘Senate passage of 
this bill is consistent with the Admin-
istration’s commitment to support and 
encourage innovation that leads to im-
proved competitiveness, economic 
prosperity, and job growth—without 
adding a penny to the deficit.’’ 


It also notes that transition to a 
first-to-file system simplifies the proc-
ess of acquiring rights and describes it 
as an ‘‘essential provision [to] reduce 
legal costs, improve fairness, and sup-
port U.S. innovators seeking to market 
their products and services in a global 
marketplace.’’ 


I agree. I believe it should help small 
and independent inventors. On Presi-
dent’s Day, just over a week ago, the 


New York Times included an article on 
its front page entitled ‘‘U.S. Sets 21st- 
Century Goal: Building a Better Patent 
Office.’’ 


That is what we are trying to do with 
our bill, the bipartisan Leahy-Grass-
ley-Hatch Patent Reform Act or, as it 
has become known, the America In-
vents Act. We have to reform our pat-
ent office and our patent laws. They 
have not been updated for 60 years. We 
have to help to create good jobs, en-
courage innovation, and strengthen our 
economy. 


The reporter notes the growth in pat-
ent applications to more than 2,000 a 
day last year. That is not a typo-
graphical error—2,000 a day last year. A 
record 209,000 patents were issued in 
2010. But there remains a backlog of 
700,000 patents awaiting initial action 
at the U.S. Patent and Trademark Of-
fice, and another 500,000 being proc-
essed. That is 1.2 million applications 
in the pipeline. Among them could be 
the next medical miracle, the next en-
ergy breakthrough, the next leap in 
computing ability, the next killer app. 
We should all do what we can to help 
PTO Director Kappos and the dedicated 
women and men of the PTO to mod-
ernize and reform. 


It makes no sense that it takes 2 
years for an inventor to get an initial 
ruling on his or her patent application, 
then another year or more to get the 
patent. 


As New York Times reporter Edward 
Wyatt notes: 


The delays and inefficiencies are more 
than a nuisance for inventors. . . . [P]atent 
delays cost jobs, slow the economy, and 
threaten the ability of American companies 
to compete with foreign businesses. 


We are not going to be the leader we 
are today if we allow that to continue. 
But the Senate has before it bipartisan 
legislation that can lead to long-need-
ed improvements in our patent laws 
and system. We should be focused on it 
and moving ahead to pass it without 
delay. It is a measure that can help fa-
cilitate invention, innovation, and job 
creation, and do so in the private sec-
tor. This can help everyone from 
startups and small businesses to our 
largest cutting-edge companies. 


This is the time for the Senate to 
serve the interests of the American 
people by concentrating on the impor-
tant legislation before us. We should 
not be distracted. It is a bipartisan bill. 
We should not be diverted into extra-
neous issues but focus our debate on 
those few amendments that Senators 
feel need to be debated to perfect this 
bill and which are germane to this bill. 


I mentioned in my opening statement 
the anticipated amendment on fee di-
version. I appreciate the efforts of the 
Senator from Oklahoma to end patent 
fee diversion. It is a reform that Sen-
ator HATCH and I have long supported. 
I appreciated him working with me and 
withholding his amendment during 
committee consideration. So we are in-
corporating his amendment in the 
managers’ amendment. 


We also incorporate in the managers’ 
amendment an amendment from Sen-
ator SCHUMER that concerns business 
method patents. We provide a process 
for their reexamination by the Patent 
and Trademark Office. This would also 
improve patent quality. 


We incorporate suggestions from 
Senator BENNET and Senator COONS to 
remove certain damages and venue pro-
visions that are no longer necessary in 
light of recent court decisions. The ad-
ministration noted in its statement 
that it would not object to the removal 
of these provisions. 


Senator BENNET came forward last 
night with sound amendments that he 
explained. They are included in this 
amendment, along with the change to 
the definition of a ‘‘microentity’’ made 
at the suggestion of the majority lead-
er, and my amendment to conform the 
name of the legislation to the America 
Invents Act. I hope we adopt this 
amendment without delay. 


I understand there may be Senators 
who do not agree with the first-to-file 
reform to update and simplify our sys-
tem. If they intend to bring an amend-
ment, they should do so without delay. 
We should be able to complete action 
on this bill today or tomorrow. Then 
the Senate can turn its full attention 
to another important matter, the fund-
ing resolution needed to be enacted 
this week by Congress. What we should 
not do is delay or sacrifice the job-cre-
ating potential of this bill to a side de-
bate about the debt limit or whether 
we amend the Constitution of the 
United States. Those are debates I will 
be happy to have in their own right. We 
must not allow other countries around 
the world to have such a competitive 
advantage because we are too slow in 
moving on this bill. 


The bipartisan American Invents Act 
is too important to be turned into a 
mere vehicle to launch speeches and 
debates about pet causes. It is not the 
bill to have debates about whether if 
the United States were to reach its 
debt ceiling, the government should 
favor paying creditors such as China 
before meeting its other obligations to 
the American people. 


That theoretical debate has nothing 
to do with the patent reforms in this 
bill, and there will be a bill that you 
can have the debate on if you want. In 
fact, this bill is one that does not spend 
taxpayers’ money or raise the debt one 
dollar. Accordingly, I will ask the sup-
port of our lead Republican sponsors 
and the bipartisan Senate leadership to 
promptly table extraneous amend-
ments so we can complete our work on 
this legislation and serve the interests 
of the American people. 


I have a managers’ amendment. I de-
scribed part of it already. I will send it 
to the desk and ask unanimous consent 
that the pending amendments be set 
aside and this be considered. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


The clerk will report. 
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AMENDMENT NO. 121 


The assistant legislative clerk read 
as follows: 


The Senator from Vermont [Mr. LEAHY], 
for himself, Mr. GRASSLEY and Mr. KYL, pro-
poses an amendment numbered 121. 


Mr. LEAHY. I ask unanimous con-
sent that the reading of the amend-
ment be dispensed with. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


(The amendment is printed in today’s 
RECORD under ‘‘Text of Amendments.’’) 


Mr. LEAHY. I ask for agreement on 
the managers’ amendment. 


Madam President, I suggest the ab-
sence of a quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


The PRESIDING OFFICER (Mr. 
TESTER.) The Senator from South 
Carolina. 


Mr. DEMINT. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection—— 


Mr. LEAHY. Reserving the right to 
object—I would ask if the distinguished 
Senator could hold off—— 


The PRESIDING OFFICER. The Sen-
ator cannot reserve. 


Mr. LEAHY. I suggest the absence of 
a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. LEAHY. I ask unanimous con-
sent that the order for the quorum call 
be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Madam President, I un-
derstand Senator DEMINT will be offer-
ing an amendment in the first degree 
which will require setting aside the 
managers’ amendment. My under-
standing is, once he has done that, we 
will then set aside his amendment and 
go back to the managers’ amendment. 


I yield to the distinguished Senator. 
The PRESIDING OFFICER. The Sen-


ator from South Carolina. 
AMENDMENT NO. 113, AS MODIFIED 


Mr. DEMINT. Mr. President, I ask 
unanimous consent that the pending 
amendment be set aside so I can call up 
amendment No. 113, as modified. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The assistant legislative clerk read 


as follows: 
The Senator from South Carolina [Mr. 


DEMINT], for Mr. VITTER, proposes an 
amendment numbered 113, as modified. 


Mr. DEMINT. Mr. President, I ask 
unanimous consent that the reading of 
the amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 


(Purpose: To require that the Government 
give equal priority to payment of social se-
curity benefits and payment of all obliga-
tions on the debt held by the public in the 
event that the debt limit is reached) 
At the appropriate place add the following: 
(c) PRIORITIZE PAYMENT OF SOCIAL SECU-


RITY BENEFITS.—Notwithstanding subsection 
(b), in the event that the debt of the United 
States Government, as so defined, reaches 
the statutory limit, the authority described 
in subsection (b) and the authority of the 
Commissioner of Social Security to pay 
monthly old-age, survivors’, and disability 
insurance benefits under title II of the Social 
Security Act shall be given equal priority 
over all other obligations incurred by the 
Government of the United States. 


Mr. DEMINT. I yield the floor. 
Mr. LEAHY. Mr. President, I ask 


unanimous consent that the pending 
amendment now be set aside and that 
the managers’ amendment be the pend-
ing amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. I suggest the absence of 
a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. COONS. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. COONS. Mr. President, I rise 
today to speak to the America Invents 
Act. To put it simply, this bill, the 
America Invents Act, is about creating 
jobs. It is about protecting and pro-
moting American ingenuity and giving 
American ideas the opportunity to be-
come American products. The America 
Invents Act is about restoring Amer-
ican competitiveness and leadership in 
our global economy. 


America has been at the forefront of 
global innovation throughout our Na-
tion’s great history. We invented the 
lightning rod, the cotton gin, the me-
chanical reaper and thresher. Thomas 
Edison, perhaps the most noted Amer-
ican inventer, invented the electric 
light, electric power transmission, the 
motion picture camera, the phono-
graph, and x-ray photography. The 
transistor, carbon fiber, GPS, Kevlar, 
recombinant DNA, the personal com-
puter, and the Internet are all Amer-
ican inventions as well. Even more re-
cently, American companies have in-
vented the iPod and the iPhone and the 
Segway. 


Inventors in Delaware and across 
America are right now working on crit-
ical advances in wind turbines, fuel cell 
technology, and electric cars. These 
technical innovations and so many oth-
ers have improved our standard of liv-
ing and spurred job growth, giving rise 
to entire industries that would not 
have been possible without the ad-
vancements of applied science. 


I believe innovation will be key to re-
igniting the American manufacturing 
sector as well. 


As low-skilled jobs have moved off-
shore, the only solution is to create 


highly skilled jobs here to replace 
them. These jobs will be founded on 
American ideas and advancements. 


In today’s high tech world, however, 
the cost of innovation can be high. In 
my home State of Delaware, DuPont 
invests about $1.3 billion annually in 
research and development. Nationwide, 
according to the Organization for Eco-
nomic Cooperation and Development, 
U.S. companies invest over $370 billion 
in R&D each year. In the pharma-
ceutical industry, which is also impor-
tant to my home State, experts esti-
mate that each new drug requires an 
initial investment of between $800 mil-
lion and $2 billion. 


Innovation is absolutely critical to 
the continued growth of our Nation. 


Our Founding Fathers recognized 
that investment in innovation will not 
occur without a system of patent 
rights to allow inventors to reap the 
fruits of their labor, and they placed 
with the Congress the authority to pro-
vide for the issuance of patent rights. 


Article 1, section 8, clause 8 states 
that Congress shall have the power: 


To promote the Progress of Science and 
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries. 


However complicated applied 
sciences were in 1836, when Congress 
established the forerunner to the U.S. 
Patent and Trademark Office, they are 
infinitely more complicated today. 
Never has PTO been more central to 
ensuring that the system of nationwide 
patents contemplated by our Founding 
Fathers is possible today. PTO must 
have clear, objective guidelines that 
enable an applicant to predict whether 
his or her application will be approved. 
That application process must move 
expeditiously. At the end of that proc-
ess, when PTO issues a patent, the in-
ventor and the industry must have con-
fidence that the patent is of good qual-
ity and will provide good defense 
against future challenges. 


In recent years, however, PTO has 
fallen short of these objectives. Today, 
a patent applicant must wait over 2 
years before an examiner first picks up 
that application. Two years. At this 
moment, more than 700,000 applications 
simply sit at PTO awaiting consider-
ation. Each one of those applications 
represents an idea that could create a 
job or 10 jobs or 100 or 1,000. If you file 
a patent application at PTO today, you 
can expect to wait just over 31⁄2 years 
for an initial disposition. Should PTO 
make an error in their examination, it 
would take about 3 more years to ap-
peal it. 


In a world in which startup compa-
nies depend on patents to secure ven-
ture capital and other funding, these 
times are just too long. While PTO Di-
rector Kappos has achieved some suc-
cess and has begun to right the ship at 
PTO, he simply cannot accomplish ac-
ceptable reform without our action. 


The America Invents Act takes a 
number of steps to improve the effi-
ciency with which this country handles 
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patents, all of them designed to make 
the U.S. more competitive in the glob-
al economy. 


First, the America Invents Act will 
give PTO the tools it needs to address 
the unacceptably long backlog of pat-
ent applications. In February 2009, de-
spite an increasing need for qualified 
patent examiners, PTO instituted a 
hiring freeze. PTO is a user-fee sup-
ported organization and so it should be 
able to pass through the costs of staff-
ing needs to patent applicants. This 
bill would finally give the PTO the au-
thority to set its own fees rather than 
having to wait for an act of Congress to 
do so. 


Another source of the backlog is the 
issue of patent fee diversion. Currently, 
the fees paid by applicants for the pur-
pose of funding the costs of patent ex-
amination can be diverted away from 
PTO to the Treasury without justifica-
tion. Patent fee diversion cripples the 
ability of PTO to do its job and is es-
sentially a tax on innovation. In the 
past 20 years, more than $800 million 
have been diverted from PTO and 
though in recent years almost no 
money has been diverted thanks to the 
determined leadership of my colleague, 
Senator MIKULSKI, PTO funding should 
never depend on shifting political for-
tunes. Even in times of political favor, 
the mere possibility of fee diversion is 
harmful because it robs PTO of the 
ability to plan with confidence that a 
varying workload will be matched by 
funding. 


This bill does not currently address 
the issue of patent fee diversion, but 
that is something that I and others are 
working to change. Ending fee diver-
sion is perhaps the single most effec-
tive thing that we can do to empower 
PTO to reduce the patent backlog over 
the long term. That is why I look for-
ward to supporting Dr. COBURN’s 
amendment, which would ensure that 
PTO has access to the fees that it 
charges, subject to continuing congres-
sional oversight, of course. 


The second thing the America In-
vents Act does to make the United 
States more competitive is to improve 
the predictability and accuracy of the 
patent examination process. By 
transitioning to a ‘‘first to file’’ sys-
tem, this bill brings the U.S. into line 
with the rest of the world. Under ‘‘first 
to file,’’ PTO’s task of determining the 
priority of a patent application will be 
more straightforward because patent 
priority will depend on objective, pub-
lic facts, rather than on secret files. To 
smaller inventors who are concerned 
that ‘‘first to file’’ will allow large 
companies to beat them out in a race 
to the patent office, this bill contains 
important protections for all inven-
tors. Even under ‘‘first to file,’’ an in-
ventor’s patent priority is protected 
for a year if he or she is the first to 
publicly disclose an invention. 


Not only does the America Invents 
Act make the patent process fairer to 
inventors, but it will actually improve 
the quality of patents issued by the 


PTO by leveraging the knowledge of 
outside parties. This bill permits third 
parties to provide submissions regard-
ing prior art before a patent is issued, 
enhancing the ability of examiners to 
determine whether an application is for 
a truly innovative idea worthy of the 
protection of a patent. 


The bill takes another step toward 
improving patent quality by changing 
the way the issuance of patents can be 
challenged. The America Invents Act 
introduces a 9-month post-grant review 
process during which third parties can 
challenge a patent on any grounds. 
When you combine the new pre- 
issuance submission process and the 
new post-grant review process, what 
you get is a more rigorous and more 
thorough vetting of patent applica-
tions. 


We will get stronger, higher quality 
patents because of the America Invents 
Act. 


Chairman LEAHY, along with his Re-
publican cosponsors Senators HATCH, 
KYL and SESSIONS, deserve enormous 
credit for the bill that was reported 
unanimously by the Judiciary com-
mittee just 4 weeks ago. The America 
Invents Act reflects years of hard- 
fought negotiations between the af-
fected stakeholders. 


At a time when bipartisanship is too 
frequently a platitude than actual 
process, it should be noted that the 
America Invents Act shares wide bipar-
tisan support. Senators from both par-
ties worked together on the bill we 
consider today, and both sides of the 
aisle should be proud of what we ac-
complished. 


I applaud Leaders REID and MCCON-
NELL for their commitment to the open 
amendment process. Despite the broad 
agreements that have been reached so 
far, the Senate can and should consider 
suggestions to change the bill. I know 
that I will support Dr. COBURN’S 
amendment on fee diversion. I also 
hope that the Senate will accept an 
amendment that I have filed which 
would remove the section of the bill 
dealing with venue. 


While venue-shopping is a serious 
problem, the current language in the 
bill risks stunting the development of 
case law, which has begun to address 
the problem of plaintiffs’ manufac-
turing venue in districts that have a 
reputation of being hospitable for pat-
ent suits. In fact, companies such as 
Oracle and HP, while they initially 
supported legislative reform of venue, 
now fear that this provision will do 
more harm than good. I look forward 
to debating all of these amendments in 
the future. 


Let me conclude my remarks on S. 23 
by renewing my call to my fellow Sen-
ators to carefully consider and support 
this legislation. The America Invents 
Act is complicated and the subject 
matter may seem daunting, but I be-
lieve it is critical to protecting Amer-
ican innovation and defending Amer-
ican competitiveness. 


The playing field for economic inno-
vation has never been more crowded. 


The United States faces rivals growing 
in strength and number, which is why 
our government should be encouraging 
innovation, not stifling it. 


The America Invents Act will create 
jobs in Delaware and throughout the 
United States by removing some of the 
administrative roadblocks currently 
preventing inventors from becoming 
successful entrepreneurs. This bill will 
improve the speed, quality and reli-
ability of the Patent and Trademark 
Office and it will ensure that America 
retains its place in the world as the 
leader of invention and innovative 
thinking. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. KIRK. Mr. President, I ask unan-
imous consent that the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 123 
Mr. KIRK. Mr. President, I ask unan-


imous consent to set aside the pending 
amendment and call up the Kirk-Pryor 
amendment No. 123. 


The PRESIDING OFFICER. Is there 
objection? 


Mr. LEAHY. Mr. President, reserving 
the right to object, and I do not intend 
to object, my understanding is the Sen-
ator from Illinois will offer his amend-
ment and then will not object to his 
amendment then being set aside and we 
go back to the managers’ amendment; 
is that correct? 


Mr. KIRK. That is correct. 
Mr. LEAHY. I will not object. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. The clerk 
will report. 


The bill clerk read as follows: 
The Senator from Illinois [Mr. KIRK], for 


himself and Mr. PRYOR, proposes an amend-
ment numbered 123. 


Mr. KIRK. Mr. President, I ask unan-
imous consent that the reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To provide a fast lane for small 


businesses within the U.S. Patent and 
Trademark Office to receive information 
and support regarding patent filing issues) 
On page 104, between lines 22 and 23, insert 


the following: 
SEC. 18. PATENT OMBUDSMAN PROGRAM FOR 


SMALL BUSINESS CONCERNS. 
Subject to available resources, the Direc-


tor may establish in the United States Pat-
ent and Trademark Office a Patent Ombuds-
man Program. The duties of the Program’s 
staff shall include providing support and 
services relating to patent filings to small 
business concerns. 


Mr. KIRK. Mr. President, the Kirk- 
Pryor amendment seeks to assist some 
of our greatest innovators by providing 
a fast lane within the U.S. Patent and 
Trademark Office for small businesses 
to receive information and assistance 
regarding their patent applications. 
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Small businesses are the economic 


engine of the American economy. Ac-
cording to the Small Business Adminis-
tration, small businesses employ just 
over half of all private sector employ-
ees and create over 50 percent of our 
nonfarm GDP. Illinois alone is home to 
258,000 small employers and more than 
885,000 self-employers. 


Small businesses are helping to lead 
the way on American innovation. 
These firms produce 13 times more pat-
ents per employee than large patenting 
firms, and their patents are twice as 
likely to be among the most cited 
among all patents. Small business 
breakthroughs led to the development 
of airplanes, FM radio, and the per-
sonal computer. Unfortunately, the 
share of small-entity patents is declin-
ing, according to a New York Univer-
sity researcher. 


While S. 23 takes great strides in re-
forming our patent system, it can still 
be daunting for a small business owner 
or inventor to obtain a patent. In many 
instances, the value of a patent is what 
keeps that new small business afloat. 


It is vital for America’s future com-
petitiveness, her economic growth, and 
her job creation that these innovators 
spend their time developing new prod-
ucts and processes that will build our 
future, not wading through govern-
ment redtape. Our amendment would 
help small firms navigate the bureauc-
racy by establishing the U.S. Patent 
and Trademark Office Ombudsman 
Program to assist small businesses 
with their patent filing issues. The pro-
vision was first conceived as part of the 
Small Business Bill of Rights, which I 
introduced in the House, to expand em-
ployment and help small businesses 
grow. The Small Business Bill of 
Rights and this amendment are en-
dorsed by the National Federation of 
Independent Business. I am proud to 
have this as part of a 10-point plan to 
be considered here in the Senate. 


I wish to thank Senator MARK PRYOR 
of Arkansas, who is the lead Demo-
cratic cosponsor of this amendment. He 
is a strong and consistent supporter of 
small business, and I appreciate his 
partnership on this important pro-
gram. I also thank Chairman LEAHY 
and Ranking Member GRASSLEY and 
their staffs for working with us on this 
amendment and for preserving this 
critical legislation. 


Our Founding Fathers recognized the 
importance of a strong patent system 
that protects and incentivizes innova-
tors. I look forward to supporting S. 23, 
which will provide strong intellectual 
property rights to further our techno-
logical advancement. 


In sum, we should help foster innova-
tion by protecting innovators, espe-
cially small business men and women, 
and I urge adoption of the amendment. 


Mr. President, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
AMENDMENT NO. 121 


Mr. LEAHY. Mr. President, I thank 
the Senator from Illinois for his con-
tribution to this effort. 


I ask unanimous consent that we set 
aside the Kirk-Pryor amendment and 
go back to the pending business, which 
is the managers’ amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I under-
stand there will be another Senator 
who will come down and speak, and in 
the meantime I suggest the absence of 
a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the distin-
guished Senator from Michigan, Ms. 
STABENOW, be recognized as though in 
morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The Senator from Michigan. 
(The remarks of Ms. STABENOW are 


printed in today’s RECORD under 
‘‘Morning Business.’’) 


f 


RECESS 


The PRESIDING OFFICER. Under 
the previous order, the Senate stands 
in recess until 2:15 p.m. 


Thereupon, the Senate, at 12:34 p.m., 
recessed until 2:15 p.m. and reassem-
bled when called to order by the Pre-
siding Officer (Mr. WEBB). 


f 


PATENT REFORM ACT OF 2011— 
Continued 


The PRESIDING OFFICER. The Sen-
ator from Pennsylvania. 


Mr. TOOMEY. Mr. President, it is a 
great privilege and honor for me to be 
able to represent the big, wonderful, di-
verse Commonwealth of Pennsylvania 
in the Senate. Pennsylvania is a won-
derful State. It has a terrific range of 
great attributes. It has big, bustling 
cities such as Philadelphia and Pitts-
burgh at opposite ends; has all 
throughout the Commonwealth beau-
tiful, historical boroughs such as Em-
maus and Gettysburg. We go from the 
banks of the Delaware all the way to 
the shores of Lake Erie. 


In a State this big, of course, we have 
a wide range of very vital industries. 
We have old industries that we have 
had for a long time and are still very 
important employers: agriculture, 
coal, steel, and many others. We are a 
big manufacturing State, manufac-
turing goods of all kinds. We have a 
huge service sector, especially in the 
fields of education, medicine, finance, 
tourism, and many others. We have 
some relatively new and very exciting 
industries in our Commonwealth that I 
am very hopeful will lead to an accel-
eration of job growth soon. I am think-
ing in particular of the natural gas and 
the Marcellus shale. I am thinking of 


the life sciences, all across the Com-
monwealth, especially in greater Phila-
delphia and greater Pittsburgh as well 
as in points in between. The medical 
device sector and pharmaceutical in-
dustries are offering some of the most 
exciting opportunities for economic 
growth anywhere in the Common-
wealth. 


So when I think about the diversity 
and the strength of our Common-
wealth, I am convinced that Penn-
sylvania’s best days are ahead of us. 


That said, despite all of the under-
lying strengths and advantages we 
have, we have an economy that is 
struggling. We have job creation that 
is far too slow. As I said repeatedly 
throughout my campaign for the Sen-
ate seat and as I have said since then, 
I think there are two vital priorities 
that we need to focus on first and fore-
most here in Washington. The first is 
economic growth and the job creation 
that comes with it, and the second is 
restoring fiscal discipline to a govern-
ment that has lost all sense of fiscal 
discipline. These two, of course, are 
closely related. We will never have the 
kind of job growth we need and we de-
serve until we get our fiscal house in 
order. 


But I look at them as separate issues. 
I think they should be at the top of our 
priority list. I am absolutely convinced 
we can have terrific economic growth, 
terrific job growth. We can have the 
prosperity we have been looking for. 


In fact, it is actually inevitable if the 
Federal Government follows the right 
policies, remembering first and fore-
most that prosperity comes from the 
private sector, it does not come from 
government itself, but that govern-
ment creates an environment in which 
the private sector can thrive and cre-
ate the jobs we so badly need. I would 
argue that the government does that 
by doing four things and doing them 
well. 


The first is to make sure we have a 
legal system that respects property 
rights, because the clear title and own-
ership and ability to use private prop-
erty is the cornerstone of a free enter-
prise system. 


It requires, second, that the govern-
ment establish sensible regulations 
that are not excessive, because exces-
sive regulation—and frankly we have 
seen a lot of excessive regulation re-
cently—too much regulation always 
has unintended consequences that curb 
our ability to create the jobs we need. 


A third thing a government always 
needs to do is provide a stable cur-
rency, sound money, because debasing 
one’s currency is the way to ruin, not 
the way to prosperity. 


Fourth, governments need to live 
within their means. They cannot be 
spending too much money and they 
cannot have taxes at too high a level. 


It is so important that government 
spending remain limited and, frankly, 
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Senate 
The Senate met at 2 p.m. and was 


called to order by the Honorable JIM 
WEBB, a Senator from the Common-
wealth of Virginia. 


PRAYER 


The Chaplain, Dr. Barry C. Black, of-
fered the following prayer: 


Let us pray. 
God of new beginnings, the author 


and sustainer of our faith, thank You 
for this fresh start as we begin this fall 
session of the Senate. Bless our law-
makers to strive to do Your will, em-
powering them with greater knowledge 
and discernment so that they may ap-
prove the things that are excellent. 
Lord, give them a productivity that 
comes from the power of Your spirit, 
using them to do Your work on Earth. 
Show them Your greatness and Your 
mighty hand, for You are the God of 
our salvation. You are our rock, our 
fortress, and our deliverer; we will 
trust in Your strength to preserve this 
land we love. 


We pray in Your great Name. Amen. 


f 


PLEDGE OF ALLEGIANCE 


The Honorable JIM WEBB led the 
Pledge of Allegiance, as follows: 


I pledge allegiance to the Flag of the 
United States of America, and to the Repub-
lic for which it stands, one nation under God, 
indivisible, with liberty and justice for all. 


f 


APPOINTMENT OF ACTING 
PRESIDENT PRO TEMPORE 


The PRESIDING OFFICER. The 
clerk will please read a communication 
to the Senate from the President pro 
tempore (Mr. INOUYE). 


The bill clerk read the following let-
ter: 


U.S. SENATE, 
PRESIDENT PRO TEMPORE, 


Washington, DC, September 6, 2011. 
To the Senate: 


Under the provisions of rule I, paragraph 3, 
of the Standing Rules of the Senate, I hereby 


appoint the Honorable JIM WEBB, a Senator 
from the Commonwealth of Virginia, to per-
form the duties of the Chair. 


DANIEL K. INOUYE, 
President pro tempore. 


Mr. WEBB thereupon assumed the 
chair as Acting President pro tempore. 


f 


RECOGNITION OF THE MAJORITY 
LEADER 


The ACTING PRESIDENT pro tem-
pore. The majority leader is recog-
nized. 


f 


SCHEDULE 


Mr. REID. Following leader remarks, 
the Senate will proceed to a period of 
morning business until 5 p.m. During 
that period of time, Senators will be 
permitted to speak for up to 10 minutes 
each. 


At 5 p.m., the Senate will proceed to 
executive session to consider the nomi-
nation of Bernice Bouie Donald of Ten-
nessee to be U.S. circuit judge for the 
Sixth Circuit. There will be 30 minutes 
of debate, equally divided, prior to the 
vote on confirmation of the nomina-
tion. 


Upon disposition of the Donald nomi-
nation, the Senate will resume consid-
eration and vote on the motion to pro-
ceed to invoke cloture on the patent 
reform bill. Senators should expect two 
rollcall votes this evening about 5:30 
p.m. 


JOBS AGENDA 


Mr. President, first of all, I welcome 
the Presiding Officer and everyone 
back to the Senate after the August re-
cess, as well as my good friend, the Re-
publican leader. 


I look forward to the No. 1 priority 
we have; that is, job creation. This 
isn’t just a conversation among those 
of us in the Senate. The American peo-
ple agree that is the No. 1 priority we 
should have. 


I am sorry to say Republicans have 
distracted Congress from its most im-


portant responsibility—getting our 
economy back to work and back on 
track. That means jobs. We have been 
distracted time and time again. They 
have filed endless amendments on leg-
islation that should engender bipar-
tisan support. They have killed good 
bills with obstructionism and stall tac-
tics. They have dragged out votes to 
continue funding the government. 
They did that on the CR we worked on 
for weeks and weeks, and all we were 
trying to do was to fund the govern-
ment until October 1 and to avert a de-
fault crisis. Votes that normally had 
been routine under Democratic and Re-
publican administrations were not with 
this Republican obstructionism we 
have had. 


President Reagan asked Congress to 
extend the debt ceiling 18 times, and it 
was done 18 times. But this year—not 
like the era of President Reagan, when 
the debt was increasing significantly as 
a result of his agenda—our jobs agenda 
was held up and set aside for months. 
The work of Congress and our ability 
to do something about the economy 
was being held hostage. Rather than 
working with Democrats to pass job- 
creating legislation, Republicans in-
sisted on reckless cuts that hurt our 
economic recovery. 


Economists—take, for example, Mark 
Zandi, certainly a person who has 
shown some bipartisanship, worked for 
JOHN MCCAIN as his economic adviser 
and who is now in the private sector— 
have said we have to cut spending, and 
we have all acknowledged that. We 
agree with Mark Zandi. But we also 
agree with economist Mark Zandi in 
saying we have to be very careful about 
how we cut now because of the difficult 
times we are going through. We cut 
significantly in programs that create 
jobs, but we did it because we have to 
get this debt under control. 


As my friend said, his No. 1 goal is to 
defeat President Obama—my friend the 
Republican leader. With that as the No. 
1 goal, it makes it very difficult to get 
things done around here. 
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The August employment report, re-


leased last week, should be a wake-up 
call to every Member of Congress— 
Democrats and Republicans. We cannot 
waste any more time, as has been wast-
ed over the last 8 months. The private 
sector added less than 20,000 jobs last 
month, and that was offset by the fur-
ther unemployment that came in the 
ranks of government. So the net job in-
crease was basically zero. Although 
August marked the 18th straight 
month of private sector job growth, a 
stagnant unemployment rate is simply 
not good enough. Congress must act 
very quickly to jump-start the econ-
omy, and in doing that it will help the 
recovery. 


We have to bring the unemployment 
rate down. It is time for us to get down 
to work, as we should have been doing 
all along, and we look forward to work-
ing with the Republicans who have de-
layed our ability to work together for 
some 8 months. That is going to take 
cooperation, which has been in short 
supply, it seems, in Washington in the 
last 8 months. I am hopeful we can 
begin a new work period, where our 
constituents’ voices will be fresh in our 
minds. 


I just returned from Nevada—as we 
all have returned from our States—and 
I had the time to talk with my friends 
in Nevada, people whom I have known 
for many years. I was talking to one of 
my friends in Reno today, and I said to 
him: Pete, it is very hard to look as 
you drive by these strip malls and see 
the for lease signs all over, in Reno and 
in Las Vegas. It is not good. They are 
struggling. Nevada leads the Nation in 
unemployment. That is not something 
of which we are proud. 


People are having trouble finding 
steady work not only in Nevada but 
around the country and in all segments 
of our economy. Public radio had a 
piece on law schools, where enroll-
ments have been cut way back. As I un-
derstood the piece they had on the 
radio, 16 percent of law school grad-
uates can’t find work—not in the legal 
profession or anyplace. So it is not 
only Nevada, it is all over the country. 
People are having trouble finding 
steady work—people with education 
and people without education. People 
are having trouble making their mort-
gage payments and even putting food 
on the table. So our constituents are 
going to be watching very closely this 
fall to see whether we have heard their 
message: We need some jobs. 


We must set aside partisanship and 
we must do it for the sake of America 
and jobs. The American people are not 
going to be satisfied with the same ob-
structionism and gridlock they saw in 
the spring and summer. They know, as 
I do, that the Nation’s economy de-
pends on dedicated men and women— 
Democrats, Republicans, and Independ-
ents—working together to put bipar-
tisan bills together and get America 
back to work. 


We are going to waste no time in the 
Senate getting down to business. 


Today, we will hold a vote on legisla-
tion to streamline the patent system, 
which will help entrepreneurs start 
new businesses. The America Invents 
Act—which passed the beginning of 
this Congress—will significantly re-
form the patent system for the first 
time in some 60 years. It passed the 
House with more than 300 votes, and it 
passed the Senate with 95 votes. This is 
exactly the kind of job-creating legis-
lation our country needs to get our 
economic recovery back in motion. 
This bill will promote innovation, cre-
ate American jobs, and grow our econ-
omy without adding a penny to the def-
icit. 


I have to say, the patent bill was not 
held up by Republicans in the Senate; 
it was held up by Republicans in the 
House who held that bill for months 
and months. It is here now, and I am 
going to do everything I can—I think 
we all feel this way—to move this leg-
islation along. Today, there are 700,000 
patent applications—3 years’ worth, at 
least—waiting to be reviewed. Who 
knows what is in that pile of patents. 
Could it be another Google? Could it be 
another software system that will rev-
olutionize different parts of our soci-
ety? Of course, there could be and like-
ly is. We need to get through that 
backlog, and we need to unlock the job- 
creating potential of each patent. 


This bill will also lower fees for small 
business applicants by up to 75 percent, 
helping put more people to work. 


It is time our patent system became 
a tool to spark innovation, which is 
important, and so we need to move for-
ward. The American Invents Act is the 
kind of bipartisan effort Americans 
have demanded and deserve from Con-
gress, though I acknowledge it is only 
a beginning, a downpayment on the ag-
gressive jobs agenda we understand is 
necessary. 


We will hold a cloture vote on this 
legislation tonight, which I hope will 
allow us to get on the bill. I hope we 
will not have to file cloture on the bill 
itself. I have told my Republican col-
leagues, if there are amendments that 
need to be offered—a reasonable num-
ber of amendments—let’s get them 
done. We have too much to do to waste 
weeks on this piece of legislation. We 
have already done that. So I hope we 
will have final passage in the next few 
days. This is important legislation, and 
we have had plenty of time to debate 
this in Congress. It is time to move on 
to other job-creating measures. 


This work period is 3 weeks long. I 
hope we don’t have to extend it into 
the following week. We have a holiday 
on the Wednesday following the Friday 
we intend to leave here. I hope we don’t 
have to work into that work period, so 
we are going to do everything we can 
to avoid that. But during this work pe-
riod we must extend the authorization 
of the Federal Aviation Administra-
tion. This is important. 


As we know from what happened last 
month, 80,000 Americans were put out 
of work. I think it was certainly some-


thing which had some impact on the 
safety of what was going on around the 
country. We had safety inspectors who 
were paying their own way to go 
around the country. They were buying 
their own tickets and their own meals. 
We can’t afford another FAA shutdown. 
It would put air travelers at risk and, 
as I indicated, immediately lay off 
80,000 workers—thousands of them con-
struction workers and 4,000 of them 
permanent employees. 


This bill was held up for one reason 
and one reason only, to protect one air-
line company—one airline company— 
that is all. All the other excuses are 
only excuses. We need to move forward 
with this legislation and make this leg-
islation pass on a permanent basis. We 
have had 20-plus temporary extensions 
of this legislation. We have to move on, 
but we certainly have to get an exten-
sion until after the first of the year. 
We can no longer be wanting to protect 
one airline—one airline of all the air-
lines in America. Only one airline com-
pany is complaining. Neither can we af-
ford a disruption in the collection of 
the gasoline taxes or delay highway 
and mass transit construction projects 
that employ—I believe Senator BOXER 
indicated—1.7 million people. She is 
the chairman of that committee. 


So before the end of the month, we 
must authorize Federal spending for 
the Nation’s highways. Even Grover 
Norquist, the person who goes around 
telling everybody which bills are good 
to vote for and which aren’t, has said 
advancing the highway bill is not a tax 
increase. And he, as I understand, is 
clearly one who won’t oppose this cru-
cial legislation which extends the high-
way bill we hope until the first of Feb-
ruary or thereabouts. 


During this work period, Congress 
also must make sure that FEMA, the 
Federal Emergency Management Agen-
cy, has the resources it needs to help 
American families rebuild their lives 
after some of the most deadly disasters 
in the history of this country. No. 1 
was Hurricane Irene. We don’t know for 
sure, but it will be in the top 5 or 10 of 
the most costly disasters in American 
history. We have to free this money. 
Right now, because of FEMA running 
out of money because of these disas-
ters—just this past month, we had an 
earthquake here in the East, which 
surprised everyone. It was in the Pre-
siding Officer’s State but had impact in 
a lot of other places. The National Ca-
thedral was damaged significantly, the 
Washington Monument was closed. 
FEMA has frozen long-term aid to Jop-
lin, MO. We had almost 30 people 
killed, Mr. President. FEMA is there to 
lend a helping hand, and that hand has 
been drawing back because they are 
running out of money. So we need to 
fund FEMA and help the victims of 
Hurricane Irene and to make sure, with 
those other disasters taking place, we 
can also complete that work. We plan 
for these disasters as best we can. We 
put money in our budgets for what we 
anticipate will be disasters. But no one 
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CONGRESSIONAL RECORD — SENATE S5317 September 6, 2011 
can have a crystal ball and determine 
all these disasters are going to take 
place. So we need to understand these 
are emergency monies. If there ever 
were an emergency—it is these people 
who have been hurt by these dev-
astating storms and emergencies. 


On Thursday, I look forward to hear-
ing President Obama’s speech. It is a 
joint session of Congress. He is going to 
talk about job creation. It will be cru-
cial for Congress to work together with 
the President to jump-start our flag-
ging economy. It won’t be easy for Con-
gress to tackle all the things this fall— 
and I am only talking about things we 
need to do this work period—but it has 
never been more important than now 
to put our jobs agenda ahead of either 
party’s political agenda. 


I look forward to a productive work 
period during which colleagues on both 
sides of the aisle will work together for 
the good of our economy and the good 
of this great Nation. 


f 


RECOGNITION OF THE MINORITY 
LEADER 


The ACTING PRESIDENT pro tem-
pore. The Republican leader. 


f 


CONTROL OF THE ECONOMY 


Mr. MCCONNELL. Mr. President, it is 
good to see my friend the majority 
leader. I agree with him that I think 
we can make some significant progress 
in the next few weeks on some issues 
on which both sides have largely 
agreed. However, there are other things 
where clearly there remains differences 
among us. 


As lawmakers return to Washington 
this week, every one of us, I am sure, is 
aware of the fact that many Americans 
are not only frustrated with the state 
of our economy but also with the state 
of their government. I don’t think any 
one of us is under any illusion that the 
American people were particularly 
eager to see us come back. And who 
could blame them? After 21⁄2 years of 
being told that Washington had the an-
swer to everything from the high cost 
of health care to high unemployment, 
people have every reason to be skep-
tical. For more than 21⁄2 years under 
the administration, Americans have 
been hearing about the wonders gov-
ernment spending would do for our 
economy and about the dangerous con-
sequences of failing to apply bold solu-
tions to big problems. And what has it 
gotten them? As Washington has grown 
bigger and bigger, Americans have con-
tinued to lose jobs. The national debt 
has exploded literally out of sight. And 
for the first time in our history, Amer-
ica’s once pristine credit rating has 
been downgraded by a major rating 
agency. The average length of unem-
ployment recently surpassed 40 weeks 
for the first time ever, and just last 
week we learned that in the month of 
August not a single new job was cre-
ated in this country—not one. But here 
is the bottom line. In the 21⁄2 years 


since President Obama signed his sig-
nature jobs bill—the so-called stim-
ulus—there are 1.7 million fewer jobs in 
our country. 


Statistics such as these help us to 
understand the dimensions of the eco-
nomic challenges so many Americans 
continue to face. But most people don’t 
need to read the morning papers or 
wait for the monthly jobs report to 
know they are struggling. And no 
amount of speeches, however carefully 
crafted to appeal to the anxieties of the 
moment, will convince them that some 
politician here in Washington, from the 
President on down, has the solution. 
The truth is, President Obama did 
more for jobs last week by reversing 
himself on a single government-im-
posed regulation than he has done in 
all the speeches he has given put to-
gether. 


At this point, I think most people 
have safely concluded that the problem 
with our economy isn’t that Wash-
ington is doing too little but that 
Washington is doing too much already. 
That is why in the coming weeks and 
months many of us will continue to 
press for an entirely new approach, one 
that puts individuals and businesses at 
the center of our recovery instead of 
Washington, one that clears away the 
redtape and the regulatory overreach, 
one that lifts the cloud of uncertainty 
that has been holding job creators back 
and enables the American people to 
move our economy in the direction 
they want instead of having it dictated 
to them from above by the President. 


It is time for an approach that is 
based on the simple principle that if 
the American people are going to have 
control of their own destiny, they need 
to have more control of their economy. 
They have seen where consolidating 
every economic decision in Washington 
has gotten us. They see that folks in 
Washington seem to be doing just fine. 
Millions of Americans may have lost 
their homes over the past few years, 
millions more may owe more on their 
homes than those homes are worth, but 
home values here in Washington are 
going up—going up. Countless Ameri-
cans outside of Washington may have 
seen their savings dry up or have been 
forced to decide between making a car 
repair or a tuition payment, but you 
would never know that here. As count-
less economic tragedies unfolded in 
homes across the country over the past 
few years, the Washington metropoli-
tan area was working on a new distinc-
tion: the highest median income in 
America—the highest median income 
in America right here in Washington. I 
assure you, these folks aren’t getting 
rich off of farming. While most of the 
rest of the country continues to strug-
gle, Washington is booming. And that 
is not the kind of change people voted 
for 3 years ago. 


So before we get into the details 
about what many of us believe will suc-
ceed in reigniting the economy outside 
of Washington, we need to be clear 
about what hasn’t because while I have 


no doubt that the President will pro-
pose many things on Thursday night 
that when looked at individually sound 
pretty good or that he will call them 
all bipartisan, I am equally certain 
that, taken as a whole, they will rep-
resent more of the same failed ap-
proach that has only made things 
worse over the past few years and re-
sulted in fewer jobs than when we 
started. 


Over the weekend, the President test-
ed a few of the lines I expect we will 
hear on Thursday. His central message, 
evidently, is that anyone who doesn’t 
rubberstamp his economic agenda is 
putting politics above country. 


Well, with all due respect, Mr. Presi-
dent, there is a much simpler reason 
for opposing your economic proposals 
that has nothing whatsoever to do with 
politics, and it is this: They don’t 
work. 


We can trace these failures to the 
President’s very first days in office. 
One of the first things he did upon as-
suming office was to direct Congress to 
send him the stimulus. Here was one of 
the single most expensive pieces of leg-
islation Congress has ever approved. 
The interest payments alone were pro-
jected to cost an average of $100 mil-
lion a day. This was the President’s 
way of jump-starting an agenda that, 
in his words, ‘‘began with jobs.’’ The 
agenda, he said, began with jobs, and 
he knew some of us were skeptical it 
would work. That is why shortly after 
it became law he asked if he could 
come up to Capitol Hill and use his 
very first speech to a joint session of 
Congress to explain exactly what it 
would achieve. Here is what the Presi-
dent told us. The stimulus, he said, 
would save or create 3.5 million jobs— 
3.5 million jobs, he said—and ulti-
mately that is how he will measure its 
success, on whether it created jobs. To 
reassure those of us who thought gov-
ernment couldn’t be counted on to 
spend this kind of money wisely, he in-
sisted that anyone who received it 
would be held strictly accountable. 


Then he said something some people 
may have forgotten: He said the stim-
ulus was just a first step. The primary 
purpose of the stimulus, he said, was to 
help the economy in the short term. 
But the only way to fully restore 
America’s economic strength, he told 
us then, was through a 10-year budget 
that would reach into all areas of the 
economy that the stimulus did not. 


Just like the stimulus, the unifying 
theme of the President’s budget was 
more government. And once again, he 
felt in selling it that he needed to 
speak to the skeptics first. Here is 
what he said about that. The goal of 
the budget, he said, wasn’t to replace 
private enterprise but to catalyze it, 
not to stifle business but to create the 
conditions for entrepreneurs and busi-
nesses to adapt and thrive. Well, how 
did that work out? As government con-
tinued to grow, the economy sputtered, 
and it is still sputtering. Yet the Presi-
dent wants to know why the people are 
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Small businesses are the economic 


engine of the American economy. Ac-
cording to the Small Business Adminis-
tration, small businesses employ just 
over half of all private sector employ-
ees and create over 50 percent of our 
nonfarm GDP. Illinois alone is home to 
258,000 small employers and more than 
885,000 self-employers. 


Small businesses are helping to lead 
the way on American innovation. 
These firms produce 13 times more pat-
ents per employee than large patenting 
firms, and their patents are twice as 
likely to be among the most cited 
among all patents. Small business 
breakthroughs led to the development 
of airplanes, FM radio, and the per-
sonal computer. Unfortunately, the 
share of small-entity patents is declin-
ing, according to a New York Univer-
sity researcher. 


While S. 23 takes great strides in re-
forming our patent system, it can still 
be daunting for a small business owner 
or inventor to obtain a patent. In many 
instances, the value of a patent is what 
keeps that new small business afloat. 


It is vital for America’s future com-
petitiveness, her economic growth, and 
her job creation that these innovators 
spend their time developing new prod-
ucts and processes that will build our 
future, not wading through govern-
ment redtape. Our amendment would 
help small firms navigate the bureauc-
racy by establishing the U.S. Patent 
and Trademark Office Ombudsman 
Program to assist small businesses 
with their patent filing issues. The pro-
vision was first conceived as part of the 
Small Business Bill of Rights, which I 
introduced in the House, to expand em-
ployment and help small businesses 
grow. The Small Business Bill of 
Rights and this amendment are en-
dorsed by the National Federation of 
Independent Business. I am proud to 
have this as part of a 10-point plan to 
be considered here in the Senate. 


I wish to thank Senator MARK PRYOR 
of Arkansas, who is the lead Demo-
cratic cosponsor of this amendment. He 
is a strong and consistent supporter of 
small business, and I appreciate his 
partnership on this important pro-
gram. I also thank Chairman LEAHY 
and Ranking Member GRASSLEY and 
their staffs for working with us on this 
amendment and for preserving this 
critical legislation. 


Our Founding Fathers recognized the 
importance of a strong patent system 
that protects and incentivizes innova-
tors. I look forward to supporting S. 23, 
which will provide strong intellectual 
property rights to further our techno-
logical advancement. 


In sum, we should help foster innova-
tion by protecting innovators, espe-
cially small business men and women, 
and I urge adoption of the amendment. 


Mr. President, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
AMENDMENT NO. 121 


Mr. LEAHY. Mr. President, I thank 
the Senator from Illinois for his con-
tribution to this effort. 


I ask unanimous consent that we set 
aside the Kirk-Pryor amendment and 
go back to the pending business, which 
is the managers’ amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I under-
stand there will be another Senator 
who will come down and speak, and in 
the meantime I suggest the absence of 
a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the distin-
guished Senator from Michigan, Ms. 
STABENOW, be recognized as though in 
morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The Senator from Michigan. 
(The remarks of Ms. STABENOW are 


printed in today’s RECORD under 
‘‘Morning Business.’’) 


f 


RECESS 


The PRESIDING OFFICER. Under 
the previous order, the Senate stands 
in recess until 2:15 p.m. 


Thereupon, the Senate, at 12:34 p.m., 
recessed until 2:15 p.m. and reassem-
bled when called to order by the Pre-
siding Officer (Mr. WEBB). 


f 


PATENT REFORM ACT OF 2011— 
Continued 


The PRESIDING OFFICER. The Sen-
ator from Pennsylvania. 


Mr. TOOMEY. Mr. President, it is a 
great privilege and honor for me to be 
able to represent the big, wonderful, di-
verse Commonwealth of Pennsylvania 
in the Senate. Pennsylvania is a won-
derful State. It has a terrific range of 
great attributes. It has big, bustling 
cities such as Philadelphia and Pitts-
burgh at opposite ends; has all 
throughout the Commonwealth beau-
tiful, historical boroughs such as Em-
maus and Gettysburg. We go from the 
banks of the Delaware all the way to 
the shores of Lake Erie. 


In a State this big, of course, we have 
a wide range of very vital industries. 
We have old industries that we have 
had for a long time and are still very 
important employers: agriculture, 
coal, steel, and many others. We are a 
big manufacturing State, manufac-
turing goods of all kinds. We have a 
huge service sector, especially in the 
fields of education, medicine, finance, 
tourism, and many others. We have 
some relatively new and very exciting 
industries in our Commonwealth that I 
am very hopeful will lead to an accel-
eration of job growth soon. I am think-
ing in particular of the natural gas and 
the Marcellus shale. I am thinking of 


the life sciences, all across the Com-
monwealth, especially in greater Phila-
delphia and greater Pittsburgh as well 
as in points in between. The medical 
device sector and pharmaceutical in-
dustries are offering some of the most 
exciting opportunities for economic 
growth anywhere in the Common-
wealth. 


So when I think about the diversity 
and the strength of our Common-
wealth, I am convinced that Penn-
sylvania’s best days are ahead of us. 


That said, despite all of the under-
lying strengths and advantages we 
have, we have an economy that is 
struggling. We have job creation that 
is far too slow. As I said repeatedly 
throughout my campaign for the Sen-
ate seat and as I have said since then, 
I think there are two vital priorities 
that we need to focus on first and fore-
most here in Washington. The first is 
economic growth and the job creation 
that comes with it, and the second is 
restoring fiscal discipline to a govern-
ment that has lost all sense of fiscal 
discipline. These two, of course, are 
closely related. We will never have the 
kind of job growth we need and we de-
serve until we get our fiscal house in 
order. 


But I look at them as separate issues. 
I think they should be at the top of our 
priority list. I am absolutely convinced 
we can have terrific economic growth, 
terrific job growth. We can have the 
prosperity we have been looking for. 


In fact, it is actually inevitable if the 
Federal Government follows the right 
policies, remembering first and fore-
most that prosperity comes from the 
private sector, it does not come from 
government itself, but that govern-
ment creates an environment in which 
the private sector can thrive and cre-
ate the jobs we so badly need. I would 
argue that the government does that 
by doing four things and doing them 
well. 


The first is to make sure we have a 
legal system that respects property 
rights, because the clear title and own-
ership and ability to use private prop-
erty is the cornerstone of a free enter-
prise system. 


It requires, second, that the govern-
ment establish sensible regulations 
that are not excessive, because exces-
sive regulation—and frankly we have 
seen a lot of excessive regulation re-
cently—too much regulation always 
has unintended consequences that curb 
our ability to create the jobs we need. 


A third thing a government always 
needs to do is provide a stable cur-
rency, sound money, because debasing 
one’s currency is the way to ruin, not 
the way to prosperity. 


Fourth, governments need to live 
within their means. They cannot be 
spending too much money and they 
cannot have taxes at too high a level. 


It is so important that government 
spending remain limited and, frankly, 
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much less than we have today, for sev-
eral reasons. One, of course, govern-
ment spending is the political alloca-
tion of capital rather than the alloca-
tion of free people and a free economy. 
The political allocation is always less 
efficient than that of men and women 
engaging in free enterprise. 


Secondly, the reason too much spend-
ing is problematic is because it ulti-
mately always has to be paid for with 
higher taxes. Higher taxes clearly im-
pede economic growth and prevent job 
creation. They do that in many ways, 
not the least of which is diminishing 
the incentives to make investments, to 
take risks, to launch new enterprises, 
to hire new workers. 


I would argue that of these four pri-
orities, the government is not doing 
such a great job. The failure is most 
egregious when it comes to the level of 
spending that has recently developed in 
this town. The recent surge in spending 
amounts to about a 25-percent increase 
in the size of the government virtually 
overnight. 


The government is now spending— 
this Federal Government alone—fully 
25 percent of our entire economic out-
put. Frankly, this huge surge in spend-
ing has not worked. The unemploy-
ment rate has stayed near to 10 per-
cent, our deficits are now over $11⁄2 tril-
lion in a single year. That is more than 
10 percent of our entire economy. 


Of course, when you run annual defi-
cits where you are spending more than 
you bring in, that shortfall is made up 
for with new borrowings. So we have 
been adding to our debt at what I think 
is an alarming pace. I would argue that 
this mounting debt is already today 
costing us job growth. It is costing us 
jobs because it creates a tremendous 
uncertainty in our economic future 
when we are not on a sustainable fiscal 
path. That uncertainty itself discour-
ages entrepreneurs and job creators 
from doing the kinds of things we need. 


The risks are very real. History is re-
plete with examples of countries that 
have accumulated too much debt. 
Frankly, it never ends well. Very often 
it leads to very high rates of inflation. 
It can lead to much higher interest 
rates, which can have a crippling effect 
on job growth. It can even lead to fi-
nancial disruptions which can be very 
harmful, as we have recently seen. 


With the recent acceleration in the 
size of our deficits and the increase in 
our debts, we are now rapidly closing 
in on the statutory limit to the 
amount of money that the Federal 
Government is permitted to borrow 
under law. That is an amount of over 
$14 trillion, but the truth is we are rap-
idly closing in on that limit. We will 
get there fairly soon. 


The administration has suggested 
that we ought to, here in Congress, 
vote to raise that limit with no condi-
tions attached. I have to tell you I 
think it is a very bad idea. This brings 
to mind the case of a family that is 
routinely living beyond their means. 
They routinely are spending more than 


their income and making up for the dif-
ference by running up to the limit on 
their credit cards. When this family 
reaches the limit on all of the credit 
cards they have, who thinks it is a 
good idea to give them another credit 
card? 


I think most folks in Pennsylvania 
think it is probably time to reexamine 
the spending and look at the real prob-
lem that has gotten the family in this 
situation. I think that is where we are 
as a government. I think we need to 
fundamentally reexamine the spending 
we have been engaged in. 


I will say clearly, I think failure to 
raise the debt limit promptly upon 
reaching it is not optimal and it would 
be very disruptive. I hope that does not 
come to pass. But I happen to think 
the most irresponsible thing we could 
do is simply raise this debt limit and 
run up even more debt without making 
changes to the problems that got us 
into this fix. 


Specifically what I think we need to 
do is have real cuts in spending—now, 
not later, not at some distant hypo-
thetical point in time in the future but 
now. That is one. 


Second, I think we need real reform 
in the spending process, reform in the 
way Congress goes about its business, 
because the process is part of what has 
gotten us here. 


I wish to see a balanced budget 
amendment, one with real teeth, one 
that requires our books to be balanced, 
one that limits the total spending to a 
reasonable percentage of our economy, 
and one that makes it harder to raise 
taxes. I think that would be a very 
good development. But that will take 
several years, at best, if we can get 
that implemented. Of course, all of the 
States have to agree. 


In the meantime, I would hope we 
could have statutory spending caps, 
limits to how much the Federal Gov-
ernment can spend, and a mechanism 
that would redress the problem if for 
some reason we exceeded those limits. 


As we have had this debate over 
whether we should attach these condi-
tions to raising the debt limit, some 
have suggested this is a very dangerous 
discussion to have, because failure to 
immediately raise the debt limit, some 
have suggested, amounts to a default 
on our Treasury securities, on the bor-
rowings we have already incurred. 


That is not true. I think it is irre-
sponsible to suggest that. The fact is 
the ongoing revenue from taxes that 
will be collected whether or not we im-
mediately raise the debt limit—the on-
going revenue is more than 10 times all 
the money needed to stay current on 
our debt service. In fact, in the last 20 
years, there have been four occasions 
when we have reached the debt limit 
without immediately raising it, and we 
never defaulted on our debt. This coun-
try never will. So I do not think we 
should have a discussion about some-
thing that is not going to happen. But 
since some in the administration have 
raised the specter of a default, I have 


introduced legislation that would 
clearly take that risk off the table en-
tirely. My bill is called the Full Faith 
and Credit Act. It simply says, in the 
event we reach the debt limit without 
having raised it, it instructs the Treas-
ury to make sure the debt service is 
the top priority. This guarantees that 
we would not default on our Treas-
uries, we would not create a financial 
crisis of any kind, and maybe, more 
importantly, it would be a great reas-
surance to the millions of Americans 
who have lent this government their 
money, the millions of Americans who 
hold Treasury bonds in their IRAs, 
their 401(k)s, their pension plans. 


The retirees who live in Allentown, 
PA, who have lived modestly, saved 
money, and with their retirement sav-
ings have invested in the U.S. Treas-
ury, I think those folks deserve the 
peace of mind of knowing that the first 
priority is going to make sure we 
honor the obligations and stay current 
on our debts. 


I want to take a moment to thank 
Senator VITTER, because yesterday he 
came down to the floor and introduced 
my legislation as an amendment to the 
current patent reform bill. I hope we 
will be able to soon pass my amend-
ment. I hope we will soon get to a vote 
here on the Senate floor. The real rea-
son is, I want to remove this false spec-
ter of a default on our debt, so we can 
have an honest debate over how we are 
going to get spending under control— 
what kind of spending cuts we are 
going to have right now, and what kind 
of reforms we are going to make to the 
process going forward. 


I do not think we can kick this can 
down the road anymore. We have been 
doing that for a long time. As I said 
earlier, it never ends well when govern-
ments continue taking on too much 
debt. Nobody here that I know wants to 
see a government shutdown. Nobody 
wants to see the disruption that would 
come from failing to raise the debt 
limit at some point. But nor can we 
proceed with business as usual. 


All across Pennsylvania I hear every 
day when I am back home how impor-
tant it is that this government learn to 
live within its means as Pennsylvania 
businesses and families have done. 


Let me close by saying I still remain 
absolutely convinced we can have a 
terrific economic recovery. We can 
have a booming economic growth and 
the tremendous job creation that goes 
with it. It is overdue, but it can still 
arrive if we pass the kind of policies 
that create the right environment. 


I am convinced the 21st century will 
be another great American century and 
Pennsylvania will be at the forefront. 


I yield the floor. 
The PRESIDING OFFICER. The Re-


publican leader. 
Mr. MCCONNELL. Mr. President, I 


want to extend my congratulations to 
the Senator from Pennsylvania for his 
initial speech, including his comments 
about his important amendment, which 
is actually pending to the patent bill 
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which hopefully we will have an oppor-
tunity to vote on in the very near fu-
ture. 


I yield the floor. 
Mr. ALEXANDER. Mr. President, I 


suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant bill clerk proceeded to 


call the roll. 
Mr. LEAHY. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I am soon 
going to ask for a vote on the Leahy- 
Grassley-Kyl managers’ amendment. It 
resolves a number of issues in the bill, 
including fee diversion and business 
method patents damages, venue issues. 
Senators COBURN, SCHUMER, BENNET, 
WHITEHOUSE, COONS, and others worked 
with us on those issues. I would like to 
vote on that and then go to the amend-
ment offered yesterday by Senator 
BENNET on satellite patent offices, with 
a modification, as well as the modified 
amendment offered by Senator KIRK 
and Senator PRYOR on ombudsman. If 
we can do that, we can get much of this 
finished. But while I am waiting for 
the—just so everybody will know, I am 
going to ask for a vote on that very 
soon. But I am waiting for the ranking 
member to come back. 


I see the distinguished senior Senator 
from Minnesota, and I yield to her. 


Ms. KLOBUCHAR. Mr. President, 
first, I commend Chairman LEAHY and 
the entire Judiciary Committee for 
their work on this bill. The chairman 
has endured so many ups and downs 
and different versions, and we would 
not be here today if not for him. 


I rise to speak in support of the 
America Invents Act, a bill to overhaul 
our patent system, which plays such a 
critical role in our economy. It is one 
of the main reasons America has been 
able to maintain its competitive edge. 


The Commerce Department esti-
mates that up to 75 percent of the eco-
nomic growth in our Nation since 
World War II is due to technological in-
novation—innovation made possible by 
a patent system that protects the 
rights to that innovation. 


I have seen the importance and suc-
cess of the patent system firsthand in 
Minnesota, which has brought the 
world everything from the pacemaker 
to the Post-it note. In Minnesota, we 
know how important the patent system 
is to our economy. We rank sixth in 
the Nation in patents per capita and 
have the second highest number of 
medical device patents over the last 5 
years. Companies such as 3M, Ecolab, 
and Medtronic are well-known leaders 
in innovation, but Minnesota also sup-
ports innovative small businesses such 
as NVE Corporation and Arizant 
Healthcare. We are now first per cap-
ita, in fact, for Fortune 500 companies 
in our State, and that is in large part 
because of innovation. So many of 
these companies started small, in-


vented products, and got patents which 
were protected. People weren’t copying 
their products, and they were able to 
grow and produce jobs in our country. 


Having a patent system that works 
for small business is particularly crit-
ical to creating jobs in America. But 
our patent laws haven’t had a major 
update since 1952. The system is out-
dated and has become a burden on our 
innovators and entrepreneurs. Because 
of these outdated laws, the Patent and 
Trademark Office faces a backlog of 
over 700,000 patent applications and too 
often issues low-quality patents. One of 
these 700,000 patents may be the next 
implantable pacemaker or new therapy 
for fighting cancer, but it just sits in 
that backlog. 


Our current system also seems 
stacked against small entrepreneurs. I 
have spoken to small business owners 
and entrepreneurs across our State of 
Minnesota who are concerned with the 
high cost and uncertainty of protecting 
their inventions. For example, under 
the current system, when two patents 
are filed around the same time for the 
same invention, the applicants must go 
through an arduous and expensive 
process called an interference to deter-
mine which applicant will be awarded 
the patent. Small inventors rarely, if 
ever, win interference proceedings be-
cause the rules for interference are 
often stacked in favor of companies 
with deep pockets. This needs to 
change. 


Our current patent system also ig-
nores the realities of the information 
age in which we live. 


In 1952, back when the patent bill 
came about, the world wasn’t as inter-
connected as it is today. There was no 
Internet. People didn’t share informa-
tion the way they do in this modern 
age. They had party telephone lines 
then. In 1952, most publicly available 
information about technology could be 
found in either patents or scientific 
publications. So patent examiners only 
had to look to a few sources to deter-
mine if the technology described in a 
patent application was both novel and 
nonobvious. 


Today, as we all know, there is a vast 
amount of information readily avail-
able everywhere you look. 


It is unrealistic to believe a patent 
examiner would know all of the places 
to look for this information, and even 
if the examiner knew where to look, it 
is unlikely he or she would have the 
time to search all of these nooks and 
crannies. The people who know where 
to look are the other scientists and 
innovators who also work in the field. 
But current law doesn’t allow partici-
pation by third parties in the patent 
application process despite the fact 
that third parties are often in the best 
position to challenge a patent applica-
tion. Without the benefit of this out-
side expertise, an examiner might 
grant a patent for technology that sim-
ply isn’t a true invention—it is simply 
not an actual invention—and these 
low-quality patents clog the system 
and hinder true innovation. 


Our Nation can’t afford to slow inno-
vation anymore. While China is invest-
ing billions in its medical technology 
sector, we are still bickering about reg-
ulations. While India encourages inven-
tion and entrepreneurship, we are still 
giving our innovators the runaround, 
playing a game of red light/green light 
with the R&D tax credit. 


America can no longer afford to be a 
country that churns money and shuf-
fles paper, a country that consumes, 
imports, and spends its way through 
huge trade deficits. We need to be a na-
tion that makes things again, that in-
vents stuff, that exports to the world, a 
country where you can walk into any 
store on any street in any neighbor-
hood, purchase the best goods, and be 
able to turn it over and see the words 
‘‘Made in the USA.’’ 


In the words of New York Times col-
umnist and Minnesota native Tom 
Friedman, we need to be focusing on 
‘‘nation building in our own Nation.’’ 
Well, as innovators and entrepreneurs 
across Minnesota have told me, our 
country needs to spawn more of them. 
The America Invents Act would do just 
that. 


First, the American Invents Act in-
creases the speed and certainty of the 
patent application process by 
transitioning our patent system from a 
first-to-invent system to a first-inven-
tor-to-file system. This change to a 
first-inventor-to-file system will in-
crease predictability by creating 
brighter lines to guide patent appli-
cants and Patent Office examiners. By 
simply using the filing date of an appli-
cation to determine the true inventor, 
the bill increases the speed of the pat-
ent application process, while reward-
ing novel, cutting-edge innovations. 


To help guide investors and inven-
tors, this bill allows them to search the 
public record to discover with more 
certainty whether their idea is patent-
able, helping eliminate duplication and 
streamlining the system. At the same 
time, the bill still provides a safe har-
bor of a year for inventors to go out 
and market their inventions before 
having to file for their patents. This 
grace period is one of the reasons our 
Nation’s top research universities, such 
as the University of Minnesota, sup-
port this bill. The grace period protects 
professors who discuss their inventions 
with colleagues or publish them in 
journals before filing their patent ap-
plication. The grace period will encour-
age cross-pollination of ideas and 
eliminate concerns about discussing in-
ventions with others before a patent 
application is actually filed. 


Moreover, this legislation helps to 
ensure that only true inventions re-
ceive protection under our laws. By al-
lowing third parties to provide infor-
mation to the patent examiner, the 
America Invents Act helps bridge the 
information gap between the patent ap-
plication and existing knowledge. 


The legislation also provides a mod-
ernized, streamlined mechanism for 
third parties who want to challenge re-
cently issued, low-quality patents that 
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should never have been issued in the 
first place. Eliminating these poten-
tially trivial patents will help the en-
tire patent system by improving cer-
tainty for both users and inventors. 


The legislation will also improve the 
patent system by granting the U.S. 
Patent and Trademark Office the au-
thority to set and adjust its own fees. 
Allowing the Office to set its own fees 
will give it the resources to reduce the 
current backlog and devote greater re-
sources to each patent that is reviewed 
to ensure higher quality patents. 


The fee-setting authority is why 
IBM, one of the most innovative com-
panies around—by the way, the host of 
the ‘‘Jeopardy’’-winning Watson—well, 
the IBM facility there that actually de-
veloped Watson was in Rochester, MN. 
In fact, IBM, which has its facilities in 
Rochester and the Twin Cities, as well 
as many other places in this country, 
was granted a record 5,896 patents in 
2010. IBM supports this bill. It allows 
the Patent Office to set its own fees 
and run itself like a business, and that 
is good for companies such as IBM, as 
well as for small entrepreneurs. 


Mr. President, as chair of the Sub-
committee on Competitiveness, Inno-
vation, and Export Promotion, I have 
been focused on ways to promote inno-
vation and growth in the 21st century. 
Stakeholders from across the spectrum 
agree that this bill is a necessary step 
to ensure that the United States re-
mains a world leader in developing in-
novative products that bring pros-
perity and happiness to those in our 
country. Globalization and techno-
logical advancement have changed our 
economy. This legislation will ensure 
that our patent system truly rewards 
innovation in the 21st century. Our 
patent system has to be as sophisti-
cated as those who are inventing these 
products and those who at times are 
trying to steal their ideas. That is 
what this is about. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont is recognized. 
AMENDMENT NO. 121, AS MODIFIED 


Mr. LEAHY. Mr. President, we have 
the Leahy-Grassley managers’ amend-
ment at the desk. I have a modification 
to it. I ask that the amendment be so 
modified. 


The PRESIDING OFFICER. The 
amendment will be so modified. 


The amendment, as modified, is as 
follows: 


On page 1, strike line 5, and insert the fol-
lowing: ‘‘ ‘America Invents Act’ ’’. 


On page 9, line 8, strike ‘‘1 year’’ and insert 
‘‘18 months’’. 


On page 32, strike line 12 and all that fol-
lows through page 35, line 2, and insert the 
following: 
SEC. 4. VIRTUAL MARKING AND ADVICE OF 


COUNSEL. 
On page 37, line 1, strike ‘‘(b)’’ and insert 


‘‘(a)’’. 
On page 37, line 20, strike ‘‘(c)’’ and insert 


‘‘(b)’’. 
On page 38, line 3, strike ‘‘(d)’’ and insert 


‘‘(c)’’. 
On page 38, line 13, strike ‘‘(e)’’ and insert 


‘‘(d)’’. 


On page 57, strike lines 17 through 23, and 
insert the following: 


‘‘(b) PRELIMINARY INJUNCTIONS.—If a civil 
action alleging infringement of a patent is 
filed within 3 months of the grant of the pat-
ent, the court may not stay its consideration 
of the patent owner’s motion for a prelimi-
nary injunction against infringement of the 
patent on the basis that a petition for post- 
grant review has been filed or that such a 
proceeding has been instituted.’’. 


On page 59, strike lines 13 through 19. 
On page 59, line 20, strike ‘‘(g)’’ and insert 


‘‘(f)’’. 
On page 65, line 21, strike ‘‘18 months’’ and 


insert ‘‘1 year’’. 
On page 66, line 3, strike ‘‘18 months’’ and 


insert ‘‘1 year’’. 
On page 66, lines 4 and 5, strike ‘‘and shall 


apply only to patents issued on or after that 
date.’’ and insert ‘‘and, except as provided in 
section 18 and in paragraph (3), shall apply 
only to patents that are described in section 
2(o)(1).’’. 


On page 66, line 8, after the period insert 
the following: ‘‘During the 4 year period fol-
lowing the effective date of subsections (a) 
and (d), the Director may, in his discretion, 
continue to apply the provisions of chapter 
31 of title 35, United States Code, as amended 
by paragraph (3), as if subsection (a) had not 
been enacted to such proceedings instituted 
under section 314 (as amended by subsection 
(a)) or under section 324 as are instituted 
only on the basis of prior art consisting of 
patents and printed publications.’’. 


On page 69, line 2, strike ‘‘18 months’’ and 
insert ‘‘1 year’’. 


On page 69, line 14, strike ‘‘18 months’’ and 
insert ‘‘1 year’’. 


On page 74, line 22, strike ‘‘18 months’’ and 
insert ‘‘1 year’’. 


On page 75, line 16, strike ‘‘18 months’’ and 
insert ‘‘1 year’’. 


On page 75, line 22, strike ‘‘18 months’’ and 
insert ‘‘1 year’’. 


On page 76, line 5, strike ‘‘18 months’’ and 
insert ‘‘1 year’’. 


On page 77, strike line 23 and all that fol-
lows through page 78, line 6. 


On page 78, line 7, strike ‘‘(b)’’ and insert 
‘‘(a)’’. 


On page 78, line 20, strike ‘‘(c)’’ and insert 
‘‘(b)’’. 


On page 79, strike lines 1 through 17, and 
insert the following: 


(1) IN GENERAL.—The Director shall have 
authority to set or adjust by rule any fee es-
tablished, authorized, or charged under title 
35, United States Code, and the Trademark 
Act of 1946 (15 U.S.C. 1051 et seq.), notwith-
standing the fee amounts established, au-
thorized, or charged thereunder, for all serv-
ices performed by or materials furnished by, 
the Office, provided that patent and trade-
mark fee amounts are in the aggregate set to 
recover the estimated cost to the Office for 
processing, activities, services, and mate-
rials relating to patents and trademarks, re-
spectively, including proportionate shares of 
the administrative costs of the Office. 


On page 79, lines 19–21, strike ‘‘filing, proc-
essing, issuing, and maintaining patent ap-
plications and patents’’ and insert: ‘‘filing, 
searching, examining, issuing, appealing, and 
maintaining patent applications and pat-
ents’’. 


On page 86, between lines 8 and 9, insert 
the following: 


(i) REDUCTION IN FEES FOR SMALL ENTITY 
PATENTS.—The Director shall reduce fees for 
providing prioritized examination of utility 
and plant patent applications by 50 percent 
for small entities that qualify for reduced 
fees under section 41(h)(1) of title 35, United 
States Code, so long as the fees of the 
prioritized examination program are set to 
recover the estimated cost of the program. 


On page 86, line 9, strike ‘‘(i)’’ and insert 
‘‘(j)’’. 


On page 91, between lines 14 and 15, insert 
the following: 


(b) NO PROVISION OF FACILITIES AUTHOR-
IZED.—The repeal made by the amendment in 
subsection (a)(1) shall not be construed to 
authorize the provision of any court facili-
ties or administrative support services out-
side of the District of Columbia. 


On page 91, line 15, strike ‘‘(b)’’ and insert 
‘‘(c)’’. 


On page 91, line 23, strike ‘‘under either 
subsection’’ and all that follows through 
‘‘shall certify’’ on page 92, line 2. 


On page 92, line 7, before the semicolon in-
sert the following: ‘‘, not including applica-
tions filed in another country, provisional 
applications under section 111(b), or inter-
national applications filed under the treaty 
defined in section 351(a) for which the basic 
national fee under section 41(a) was not 
paid’’. 


On page 92, between lines 7 and 8, insert 
the following: 


‘‘(3) did not in the prior calendar year have 
a gross income, as defined in section 61(a) of 
the Internal Revenue Code (26 U.S.C. 61(a)), 
exceeding 3 times the most recently reported 
median household income, as reported by the 
Bureau of Census; and’’. 


On page 92, strike lines 8 through 25. 
On page 93, line 1, strike ‘‘(3) has not as-


signed, granted, conveyed, or is’’ and insert 
‘‘(4) has not assigned, granted, conveyed, and 
is not’’. 


On page 93, lines 4 and 5, strike ‘‘has 5 or 
fewer employees and that such entity has’’ 
and insert ‘‘had’’. 


On page 93, line 7, strike ‘‘that does’’ and 
all that follows through line 11, and insert 
the following: ‘‘exceeding 3 times the most 
recently reported median household income, 
as reported by the Bureau of the Census, in 
the calendar year preceding the calendar 
year in which the fee is being paid, other 
than an entity of higher education where the 
applicant is not an employee, a relative of an 
employee, or have any affiliation with the 
entity of higher education.’’. 


On page 93, strike lines 12 through 17, and 
insert the following: 


‘‘(b) APPLICATIONS RESULTING FROM PRIOR 
EMPLOYMENT.—An applicant is not consid-
ered to be named on a previously filed appli-
cation for purposes of subsection (a)(2) if the 
applicant has assigned, or is under an obliga-
tion by contract or law to assign, all owner-
ship rights in the application as the result of 
the applicant’s previous employment. 


‘‘(c) FOREIGN CURRENCY EXCHANGE RATE.— 
If an applicant’s or entity’s gross income in 
the preceding year is not in United States 
dollars, the average currency exchange rate, 
as reported by the Internal Revenue Service, 
during the preceding year shall be used to 
determine whether the applicant’s or enti-
ty’s gross income exceeds the threshold spec-
ified in paragraphs (3) or (4) of subsection 
(a).’’. 


On page 94, between lines 18 and 19, insert 
the following: 


(c) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed to imply that 
other business methods are patentable or 
that other business-method patents are 
valid. 


On page 94, line 19, strike ‘‘(c)’’ and insert 
‘‘(d)’’. 


On page 103, between lines 11 and 12, insert 
the following: 


‘‘(c) DERIVATIVE JURISDICTION NOT RE-
QUIRED.—The court to which a civil action is 
removed under this section is not precluded 
from hearing and determining any claim in 
such civil action because the State court 
from which such civil action is removed did 
not have jurisdiction over that claim.’’. 
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On page 103, line 12, strike ‘‘(c)’’ and insert 


‘‘(d)’’. 
On page 105, between lines 22 and 23, insert 


the following: 
SEC. 18. TRANSITIONAL PROGRAM FOR COVERED 


BUSINESS-METHOD PATENTS. 
(a) REFERENCES.—Except as otherwise ex-


pressly provided, wherever in this section 
language is expressed in terms of a section or 
chapter, the reference shall be considered to 
be made to that section or chapter in title 
35, United States Code. 


(b) TRANSITIONAL PROGRAM.— 
(1) ESTABLISHMENT.—Not later than 1 year 


after the date of enactment of this Act, the 
Director shall issue regulations establishing 
and implementing a transitional post-grant 
review proceeding for review of the validity 
of covered business-method patents. The 
transitional proceeding implemented pursu-
ant to this subsection shall be regarded as, 
and shall employ the standards and proce-
dures of, a post-grant review under chapter 
32, subject to the following exceptions and 
qualifications: 


(A) Section 321(c) and subsections (e)(2), (f), 
and (g) of section 325 shall not apply to a 
transitional proceeding. 


(B) A person may not file a petition for a 
transitional proceeding with respect to a 
covered business-method patent unless the 
person or his real party in interest has been 
sued for infringement of the patent or has 
been charged with infringement under that 
patent. 


(C) A petitioner in a transitional pro-
ceeding who challenges the validity of 1 or 
more claims in a covered business-method 
patent on a ground raised under section 102 
or 103 as in effect on the day prior to the 
date of enactment of this Act may support 
such ground only on the basis of— 


(i) prior art that is described by section 
102(a) (as in effect on the day prior to the 
date of enactment of this Act); or 


(ii) prior art that— 
(I) discloses the invention more than 1 year 


prior to the date of the application for pat-
ent in the United States; and 


(II) would be described by section 102(a) (as 
in effect on the day prior to the date of en-
actment of this Act) if the disclosure had 
been made by another before the invention 
thereof by the applicant for patent. 


(D) The petitioner in a transitional pro-
ceeding, or his real party in interest, may 
not assert either in a civil action arising in 
whole or in part under section 1338 of title 28, 
United States Code, or in a proceeding before 
the International Trade Commission that a 
claim in a patent is invalid on any ground 
that the petitioner raised during a transi-
tional proceeding that resulted in a final 
written decision. 


(E) The Director may institute a transi-
tional proceeding only for a patent that is a 
covered business-method patent. 


(2) EFFECTIVE DATE.—The regulations 
issued pursuant to paragraph (1) shall take 
effect on the date that is 1 year after the 
date of enactment of this Act and shall apply 
to all covered business-method patents 
issued before, on, or after such date of enact-
ment, except that the regulations shall not 
apply to a patent described in the first sen-
tence of section 5(f)(2) of this Act during the 
period that a petition for post-grant review 
of that patent would satisfy the require-
ments of section 321(c). 


(3) SUNSET.— 
(A) IN GENERAL.—This subsection, and the 


regulations issued pursuant to this sub-
section, are repealed effective on the date 
that is 4 years after the date that the regula-
tions issued pursuant to paragraph (1) take 
effect. 


(B) APPLICABILITY.—Notwithstanding sub-
paragraph (A), this subsection and the regu-


lations implemented pursuant to this sub-
section shall continue to apply to any peti-
tion for a transitional proceeding that is 
filed prior to the date that this subsection is 
repealed pursuant to subparagraph (A). 


(c) REQUEST FOR STAY.— 
(1) IN GENERAL.—If a party seeks a stay of 


a civil action alleging infringement of a pat-
ent under section 281 in relation to a transi-
tional proceeding for that patent, the court 
shall decide whether to enter a stay based 
on— 


(A) whether a stay, or the denial thereof, 
will simplify the issues in question and 
streamline the trial; 


(B) whether discovery is complete and 
whether a trial date has been set; 


(C) whether a stay, or the denial thereof, 
would unduly prejudice the nonmoving party 
or present a clear tactical advantage for the 
moving party; and 


(D) whether a stay, or the denial thereof, 
will reduce the burden of litigation on the 
parties and on the court. 


(2) REVIEW.—A party may take an imme-
diate interlocutory appeal from a district 
court’s decision under paragraph (1). The 
United States Court of Appeals for the Fed-
eral Circuit shall review the district court’s 
decision to ensure consistent application of 
established precedent, and such review may 
be de novo. 


(d) DEFINITION.—For purposes of this sec-
tion, the term ‘‘covered business method pat-
ent’’ means a patent that claims a method or 
corresponding apparatus for performing data 
processing operations utilized in the prac-
tice, administration, or management of a fi-
nancial product or service, except that the 
term shall not include patents for techno-
logical inventions. Solely for the purpose of 
implementing the transitional proceeding 
authorized by this subsection, the Director 
shall prescribe regulations for determining 
whether a patent is for a technological in-
vention. 


(e) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed as amending 
or interpreting categories of patent-eligible 
subject matter set forth under section 101. 
SEC. 19. TRAVEL EXPENSES AND PAYMENT OF 


ADMINISTRATIVE JUDGES. 
(a) AUTHORITY TO COVER CERTAIN TRAVEL 


RELATED EXPENSES.—Section 2(b)(11) of title 
35, United States Code, is amended by insert-
ing ‘‘, and the Office is authorized to expend 
funds to cover the subsistence expenses and 
travel-related expenses, including per diem, 
lodging costs ,and transportation costs, of 
non-federal employees attending such pro-
grams’’ after ‘‘world’’. 


(b) PAYMENT OF ADMINISTRATIVE JUDGES.— 
Section 3(b) of title 35, United States Code, is 
amended by adding at the end the following: 


‘‘(6) ADMINISTRATIVE PATENT JUDGES AND 
ADMINISTRATIVE TRADEMARK JUDGES.—The 
Director has the authority to fix the rate of 
basic pay for the administrative patent 
judges appointed pursuant to section 6 of 
this title and the administrative trademark 
judges appointed pursuant to section 17 of 
the Trademark Act of 1946 (15 U.S.C. 1067) at 
not greater than the rate of basic pay pay-
able for Level III of the Executive Schedule. 
The payment of a rate of basic pay under 
this paragraph shall not be subject to the 
pay limitation of section 5306(e) or 5373 of 
title 5.’’. 
SEC. 20. PATENT AND TRADEMARK OFFICE FUND-


ING. 
(a) DEFINITIONS.—In this section, the fol-


lowing definitions shall apply: 
(1) DIRECTOR.—The term ‘‘Director’’ means 


the Director of the United States Patent and 
Trademark Office. 


(2) FUND.—The term ‘‘Fund’’ means the 
public enterprise revolving fund established 
under subsection (c). 


(3) OFFICE.—The term ‘‘Office’’ means the 
United States Patent and Trademark Office. 


(4) TRADEMARK ACT OF 1946.—The term 
‘‘Trademark Act of 1946’’ means an Act enti-
tled ‘‘Act to provide for the registration and 
protection of trademarks used in commerce, 
to carry out the provisions of certain inter-
national conventions, and for other pur-
poses’’, approved July 5, 1946 (15 U.S.C. 1051 
et seq.) (commonly referred to as the ‘‘Trade-
mark Act of 1946’’ or the ‘‘Lanham Act’’). 


(5) UNDER SECRETARY.—The term ‘‘Under 
Secretary’’ means the Under Secretary of 
Commerce for Intellectual Property. 


(b) FUNDING.— 
(1) IN GENERAL.—Section 42 of title 35, 


United States Code, is amended— 
(A) in subsection (b), by striking ‘‘Patent 


and Trademark Office Appropriation Ac-
count’’ and inserting ‘‘United States Patent 
and Trademark Office Public Enterprise 
Fund’’; and 


(B) in subsection (c), in the first sentence— 
(i) by striking ‘‘To the extent’’ and all that 


follows through ‘‘fees’’ and inserting ‘‘Fees’’; 
and 


(ii) by striking ‘‘shall be collected by and 
shall be available to the Director’’ and in-
serting ‘‘shall be collected by the Director 
and shall be available until expended’’. 


(2) EFFECTIVE DATE.—The amendments 
made by paragraph (1) shall take effect on 
the later of— 


(A) October 1, 2011; or 
(B) the first day of the first fiscal year that 


begins after the date of the enactment of 
this Act. 


(c) USPTO REVOLVING FUND.— 
(1) ESTABLISHMENT.—There is established 


in the Treasury of the United States a re-
volving fund to be known as the ‘‘United 
States Patent and Trademark Office Public 
Enterprise Fund’’. Any amounts in the Fund 
shall be available for use by the Director 
without fiscal year limitation. 


(2) DERIVATION OF RESOURCES.—There shall 
be deposited into the Fund on or after the ef-
fective date of subsection (b)(1)— 


(A) any fees collected under sections 41, 42, 
and 376 of title 35, United States Code, pro-
vided that notwithstanding any other provi-
sion of law, if such fees are collected by, and 
payable to, the Director, the Director shall 
transfer such amounts to the Fund, provided, 
however, that no funds collected pursuant to 
section 9(h) of this Act or section 1(a)(2) of 
Public Law 111-45 shall be deposited in the 
Fund; and 


(B) any fees collected under section 31 of 
the Trademark Act of 1946 (15 U.S.C. 1113). 


(3) EXPENSES.—Amounts deposited into the 
Fund under paragraph (2) shall be available, 
without fiscal year limitation, to cover— 


(A) all expenses to the extent consistent 
with the limitation on the use of fees set 
forth in section 42(c) of title 35, United 
States Code, including all administrative 
and operating expenses, determined in the 
discretion of the Under Secretary to be ordi-
nary and reasonable, incurred by the Under 
Secretary and the Director for the continued 
operation of all services, programs, activi-
ties, and duties of the Office relating to pat-
ents and trademarks, as such services, pro-
grams, activities, and duties are described 
under— 


(i) title 35, United States Code; and 
(ii) the Trademark Act of 1946; and 
(B) all expenses incurred pursuant to any 


obligation, representation, or other commit-
ment of the Office. 


(d) ANNUAL REPORT.—Not later than 60 
days after the end of each fiscal year, the 
Under Secretary and the Director shall sub-
mit a report to Congress which shall— 
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(1) summarize the operations of the Office 


for the preceding fiscal year, including finan-
cial details and staff levels broken down by 
each major activity of the Office; 


(2) detail the operating plan of the Office, 
including specific expense and staff needs for 
the upcoming fiscal year; 


(3) describe the long term modernization 
plans of the Office; 


(4) set forth details of any progress towards 
such modernization plans made in the pre-
vious fiscal year; and 


(5) include the results of the most recent 
audit carried out under subsection (f). 


(e) ANNUAL SPENDING PLAN.— 
(1) IN GENERAL.—Not later than 30 days 


after the beginning of each fiscal year, the 
Director shall notify the Committees on Ap-
propriations of both Houses of Congress of 
the plan for the obligation and expenditure 
of the total amount of the funds for that fis-
cal year in accordance with section 605 of the 
Science, State, Justice, Commerce, and Re-
lated Agencies Appropriations Act, 2006 
(Public Law 109–108; 119 Stat. 2334). 


(2) CONTENTS.—Each plan under paragraph 
(1) shall— 


(A) summarize the operations of the Office 
for the current fiscal year, including finan-
cial details and staff levels with respect to 
major activities; and 


(B) detail the operating plan of the Office, 
including specific expense and staff needs, 
for the current fiscal year. 


(f) AUDIT.—The Under Secretary shall, on 
an annual basis, provide for an independent 
audit of the financial statements of the Of-
fice. Such audit shall be conducted in ac-
cordance with generally acceptable account-
ing procedures. 


(g) BUDGET.—The Fund shall prepare and 
submit each year to the President a busi-
ness-type budget in a manner, and before a 
date, as the President prescribes by regula-
tion for the budget program. 


On page 105, line 23, strike ‘‘SEC. 18.’’ and 
insert ‘‘SEC. 21.’’. 


At the end, add the following: 
SEC. 22. BUDGETARY EFFECTS. 


The budgetary effects of this Act, for the 
purpose of complying with the Statutory 
Pay-As-You-Go-Act of 2010, shall be deter-
mined by reference to the latest statement 
titled ‘‘Budgetary Effects of PAYGO Legisla-
tion’’ for this Act, submitted for printing in 
the Congressional Record by the Chairman of 
the Senate Budget Committee, provided that 
such statement has been submitted prior to 
the vote on passage. 


Mr. LEAHY. Mr. President, we are 
prepared to go to a rollcall vote on this 
right now. I don’t see the ranking 
member. As a courtesy, I am willing to 
wait a few more minutes before calling 
for the vote. While we are waiting for 
my friend, the distinguished Senator 
from Iowa, I will note that what we are 
talking about is bipartisan legislation; 
it is supported by both business and 
labor. 


People ask whether Congress can 
work together and whether, with all 
the problems facing America, Repub-
licans and Democrats can come to-
gether to get work done, make things 
work, and do things that can make 
America stronger and more competi-
tive in the world. This is a bill that 
does that. That is why we have a broad 
group of cosponsors in both parties 
across the political spectrum. It en-
ables us to actually do something. 


We have a decades-old patent system, 
which may have made sense in the 


time when you had patents that might 
not be superseded by new inventions 
for years. Now they can be superseded 
the day they come in. That is why we 
have 700,000 patents applications wait-
ing to be processed. It is also why 
countries such as China and others are 
beginning to surpass us in their inno-
vation, because we have been slow to 
catch up. We are in a situation where 
we are unable to compete with the rest 
of the industrialized nations. Their 
patent laws are ahead of ours. So this 
is a case where we in America have a 
chance to catch up. We do it without 
adding a cent to the deficit, but we also 
create jobs. Every major manufacturer 
in this country and inventors have said 
this is where we will create jobs. 


I look at it, of course, with the point 
of view that my little State of 
Vermont on a per capita basis has more 
patents than any other State. We even 
had more than some States larger than 
ours. The distinguished Presiding Offi-
cer comes from a State that has spent 
a great deal of time and effort on inno-
vation and is one of the leaders in the 
number of patents, especially in the 
high-tech area, in this country. But the 
patents don’t help us compete unless 
we are able to move with them. We in 
Vermont have a long history of innova-
tion and invention. The first patent in 
the United States was signed by George 
Washington after being cleared by 
Thomas Jefferson and granted to a 
Vermonter. 


Mr. President, I suggest the absence 
of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. LEE. Mr. President, I ask unani-
mous consent the order for the quorum 
call be rescinded. 


The PRESIDING OFFICER (Mr. 
FRANKEN). Without objection, it is so 
ordered. 


Mr. LEE. Mr. President, I rise to 
speak on an issue that is very impor-
tant to me. The immediate subject I 
am going to address is an amendment I 
am going to propose to our pending 
patent reform legislation. This amend-
ment calls upon the Senate to get the 
sense of the Senate that we need a bal-
anced budget amendment to the U.S. 
Constitution. 


As I prepared for this day, I reviewed 
the maiden speeches of a number of 
Senators who served in this august 
body, and I have seen a consistent 
theme in the speeches that have been 
given over the course of the last 50 or 
60 years. Over and over, they address 
spending. These issues have spilled 
over, Congress after Congress, until the 
point we have reached today, the point 
at which our national debt stands at an 
astounding figure, close to $15 trillion. 


As I like to say, $15 trillion is a lot of 
money. A lot of people do not make $15 
trillion in a whole year. Even when you 
divide $15 trillion by 300 million Ameri-
cans, you are left with a figure of about 
$50,000 a head. This is not an incon-
sequential number. 


This is not a problem any of us cre-
ated. It is a problem each of us inher-
ited. Yet it is a problem I think none of 
us wants to leave to our successors. It 
is a problem that requires us to do 
something different than we have done 
in the past, and by this I mean I think 
we need procedural, structural, and in-
deed constitutional reform. We need to 
put Congress in a straitjacket because 
we have been unwilling or unable in 
the past to make the difficult spending 
decisions that have to be made. 


In the past, there has been a great 
debate between, on the one hand, some 
Republicans who have been unwilling 
to cut some programs, to consider in 
any context cuts in the area of, say, 
national defense; you have had others, 
perhaps from the other party, who have 
been unwilling to consider any cuts to 
any entitlement program. But we are 
now faced with a scenario in which 
both sides of the aisle can understand 
that our perpetual deficit spending 
habit places in jeopardy every single 
aspect of the operations of the Federal 
Government. 


To paint one scenario, I would like to 
point out that the budget projections 
produced by the White House just a 
couple weeks ago predicted, based on a 
fairly optimistic set of projections, 
that over the next 10 years we will ac-
quire enough new debt that, when 
added to our existing debt, will cause 
us to be spending almost $1 trillion 
every single year just on interest on 
our national debt. To put that in per-
spective, $1 trillion is more than we 
currently spend on Social Security in 
an entire year. It is more than we cur-
rently spend on Medicare and Medicaid 
combined in an entire year. It is sig-
nificantly more than we spend on na-
tional defense in any year. This $1 tril-
lion number is one that could actually 
be much larger if some of these projec-
tions turn out not to be correct. 


We now face a moment when both 
liberals and conservatives, Republicans 
and Democrats, regardless of what they 
most want to protect in their Federal 
Government, have to realize that what 
we most want to protect is placed in 
grave jeopardy by our current spending 
practices. 


I am troubled by the fact that as we 
approach debate surrounding a con-
tinuing resolution this week, a con-
tinuing resolution that is likely to op-
erate for just a few weeks to keep the 
Government funded, we are still talk-
ing about adding, on an annualized 
basis, to our national debt at a rate ex-
ceeding $1.5 trillion a year. I think the 
American people deserve better. I know 
they demand better. 


Some of the things we saw in the 2010 
election cycle portend something much 
greater for what we are going to see in 
the 2012 election cycle. The polls sup-
port the fact that what we can see from 
the 2010 election cycle is that Ameri-
cans want Congress to balance its 
budget. They want us to do something 
more than just talking about it. They 
want us to put ourselves in a strait-
jacket. 
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Benjamin Franklin used to say: He 


will cheat without scruple who can 
without fear. I think the congressional 
corollary to that might be that Con-
gress, which can continue to engage in 
perpetual deficit spending, will con-
tinue to do so unless or until they are 
held accountable by the people or re-
quired by that Congress to put itself in 
a straightjacket. That is the straight-
jacket we need. That is why I am pro-
posing this amendment so, at a min-
imum, before this patent reform legis-
lation, which I support wholeheartedly, 
moves forward, we can all agree as 
Members of this body that we need a 
constitutional amendment to keep us 
from doing what is slowly killing the 
economy of the United States and 
gradually mounting a severe challenge, 
an existential threat to every Federal 
program that currently exists. 


I invite each of my colleagues to vote 
for and support this amendment and to 
support S.J. Res. 5, a constitutional 
amendment I have proposed that would 
put Congress in this type of strait-
jacket. 


Here is, in essence, what S.J. Res. 5 
says: If adopted by Congress by the req-
uisite two-thirds margins in both 
Houses and approved by the States, 
three-fourths of them as required by 
article V of the Constitution, it would 
tell Congress it may not spend more 
than it receives in a given year, it may 
not spend more than 18 percent of GDP 
in a year, it may not raise taxes, and it 
may not raise the national debt ceiling 
without a two-thirds supermajority 
vote in both Houses of Congress. That 
is the kind of permanent binding con-
stitutional measure I think we need in 
order to protect the government pro-
grams we value so highly and upon 
which 300 million Americans have 
come to depend, in one way or another. 


I urge each of my colleagues to sup-
port this amendment and to support 
S.J. Res. 5. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant editor of the Daily Di-
gest proceeded to call the roll. 


Mr. KYL. I ask unanimous consent 
that the order for the quorum call be 
rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. KYL. Mr. President, I rise today 
to speak on the Patent Reform Act of 
2011, which I understand will be re-
titled as the ‘‘America Invents Act.’’ 


When this bill was marked up in the 
Judiciary Committee in 2007 and again 
in 2009, I voted against it, and I sub-
mitted minority views to the com-
mittee report for the bill. In the 2009 
committee report, Senators Russ Fein-
gold and TOM COBURN joined me in 
identifying a set of issues that we felt 
needed to be addressed before the bill 
was ready for consideration by the full 
Senate. Chief among these were con-
cerns about the bill’s system of 
postissuance administrative review of 


patents. Senior career staff at the Pat-
ent Office had expressed deep mis-
givings about the office’s ability to ad-
minister this system. In response, at 
the conclusion of the 2009 mark up, 
Chairman LEAHY pledged to invite the 
Patent Office to work with the com-
mittee to address these concerns and to 
try to develop a system that the office 
would be able to administer. 


Chairman LEAHY carried through on 
his pledge and held those meetings 
later that year. As a result, important 
changes were made to the bill, eventu-
ally resulting in a managers’ amend-
ment that was announced in 2010 by 
Chairman LEAHY and then-Ranking 
Member SESSIONS. The 2010 managers’ 
amendment, which is also the basis of 
the present bill, substantially ad-
dressed all of the concerns that Sen-
ators Feingold and COBURN and I raised 
in the 2009 Minority Report. As a re-
sult, I became a cosponsor of that 
amendment, and am proud to cospon-
sor and support the bill that is before 
us today. 


I will take a few moments today to 
describe the key changes that led to 
the 2010 breakthrough on this bill. But 
first, I would like to address an impor-
tant aspect of the bill that has recently 
become the subject of some con-
troversy. This is the bill’s change to a 
first-inventor-to-file patent system. 


About two-thirds of the present bill 
has never been controversial and has 
been included in all of the various 
iterations of this bill ever since the 
first patent reform act was introduced 
in 2005 by Mr. LAMAR SMITH, who was 
then the chairman of the House Intel-
lectual Property Subcommittee. Mr. 
SMITH’s 2005 bill, H.R. 2795, included 
the following proposals: it switched the 
United States from a first-to-invent 
patent system to a first-inventor-to- 
file system. The Smith bill enacted 
chapter 32 of title 35, creating a first- 
window, post-grant opposition proce-
dure. It authorized third parties to sub-
mit and explain relevant prior art to 
the Patent Office with respect to an ap-
plication before a patent is issued. The 
Smith bill amended the inventor’s 
oath, and expanded the rights of as-
signees to prosecute a patent applica-
tion under section 118. And it also 
eliminated subjective elements from 
the patent code, and included the first 
proposal for creating derivation pro-
ceedings. All of these elements of Mr. 
SMITH’s original 2005 bill are retained 
in the bill that is before us today, and 
are, in fact, the most important parts 
of the bill. And, until recently, these 
provisions had not proven controver-
sial. 


After the announcement of the 2010 
managers’ amendment, however, mem-
bers of the Judiciary Committee began 
to hear more from critics of the bill’s 
move to a first-to-file system. Under 
current law’s first-to-invent system, a 
patent applicant or owner has priority 
against other patents or applications, 
or against invalidating prior art, if he 
conceived of his invention before the 


other inventor conceived of his inven-
tion or before the prior art was dis-
closed. Under the first-to-file system, 
by contrast, the same priority is deter-
mined by when the application for pat-
ent was filed. Whichever inventor files 
first has priority, and third-party prior 
art is measured against the filing date, 
and is invalidating if it disclosed the 
invention before the date when the ap-
plication was filed, rather than the 
date when the invention was conceived. 


In commentary that was published 
on Sunday, February 27, Mr. Gene 
Quinn, the writer of the IP Watchdog 
Web site, made some worthy points 
about the present bill’s proposed move 
to a first-to-file system. Responding to 
critics of first to file, Mr. Quinn first 
noted that: in practical effect, we al-
ready have a first inventor to file sys-
tem. For example, since the start of 
fiscal year 2005 on October 1, 2004, there 
have been over 2.9 million patent appli-
cations filed and only 502 Interferences 
decided. An Interference Proceeding 
occurs when multiple inventors file an 
application claiming the same inven-
tion, and is the hallmark of a first to 
invent system . . . . On top of the pal-
try 502 Interferences over nearly 7 
years, a grand total of 1 independent 
inventor managed to demonstrate they 
were the first to invent, and a grand 
total of 35 small entities were even in-
volved in an Interference. 


In other words, as Mr. Quinn notes, 
although the first-to-invent system is 
supposed to help the little guy, over 
the last seven years, only one inde-
pendent inventor has managed to win 
an interference contest and secure the 
benefits of the first to invent system. 
And again, this is out of nearly 3 mil-
lion patent applications filed over this 
period. 


Mr. Quinn’s comments also debunk 
the notion that an interference pro-
ceeding is a viable means of securing 
first-to-invent rights for independent 
and other small inventors. He notes 
that: 


On top of this, the independent inventors 
and small entities, those typically viewed as 
benefiting from the current first to invent 
system, realistically could never benefit 
from such a system. To prevail as the first to 
invent and second to file, you must prevail 
in an Interference proceeding, and according 
to 2005 data from the AIPLA, the average 
cost through an interference is over $600,000. 
So let’s not kid ourselves, the first to invent 
system cannot be used by independent inven-
tors in any real, logical or intellectually 
honest way, as supported by the reality of 
the numbers above. . . . [F]irst to invent is 
largely a ‘‘feel good’’ approach to patents 
where the underdog at least has a chance, if 
they happen to have $600,000 in disposable in-
come to invest on the crap-shoot that is an 
Interference proceeding. 


Obviously, the parties that are likely 
to take advantage of a system that 
costs more than half a million dollars 
to utilize are not likely to be small and 
independent inventors. Indeed, it is 
typically major corporations that in-
voke and prevail in interference pro-
ceedings. The very cost of the pro-
ceeding alone effectively ensures that 
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it is these larger parties that benefit 
from this system. In many cases, small 
inventors such as start ups and univer-
sities simply cannot afford to partici-
pate in an interference, and they sur-
render their rights once a well-funded 
party starts such a proceeding. 


Mr. Quinn’s article also responded to 
critics who allege that the present bill 
eliminates the grace period for patent 
applications. The grace period is the 
one-year period prior to filing when the 
inventor may disclose his invention 
without giving up his right to patent. 
Mr. Quinn quotes the very language of 
this bill, and draws the obvious conclu-
sion: 


Regardless of the disinformation that is 
widespread, the currently proposed S. 23 
does, in fact, have a grace period. The grace 
period would be quite different than what we 
have now and would not extend to all third 
party activities, but many of the horror sto-
ries say that if someone learns of your inven-
tion from you and beats you to the Patent 
Office, they will get the patent. That is sim-
ply flat wrong. 


Mr. Quinn is, of course, referring to 
the bill’s proposed section 102(b). Under 
paragraph (1)(A) of that section, disclo-
sures made by the inventor, or some-
one who got the information from the 
inventor, less than 1 year before the 
application is filed do not count as 
prior art. And under paragraph (1)(B), 
during the 1-year period before the ap-
plication is filed, if the inventor pub-
licly discloses his invention, no subse-
quently disclosed prior art, regardless 
of whether it is derived from the inven-
tor, can count as prior art and invali-
date the patent. This effectively cre-
ates a ‘‘first to publish’’ rule that pro-
tects those inventors who choose to 
disclose their invention. An inventor 
who publishes his invention, or dis-
closes it at a trade show or academic 
conference, or otherwise makes it pub-
licly available, has an absolute right to 
priority if he files an application with-
in one year of his disclosure. No appli-
cation effectively filed after his disclo-
sure, and no prior art disclosed after 
his disclosure, can defeat his applica-
tion for patent. 


These rules are highly protective of 
inventors, especially those who share 
their inventions with the interested 
public but still file a patent applica-
tion within a year. These rules are also 
clear, objective, and transparent. They 
create unambiguous guidelines for in-
ventors. An inventor who wishes to 
keep his invention secret must file an 
application promptly, before another 
person discloses the invention to the 
public. And an inventor can also share 
his invention with others. If his activi-
ties make the invention publicly avail-
able, he must file an application within 
a year, but his disclosures also pre-
vents any subsequently disclosed prior 
art from taking away his right to pat-
ent. The bill’s proposed section 102 also 
creates clear guidelines for those who 
practice in a technology. To figure out 
if a patent is valid against prior art, all 
that a manufacturer needs to do is look 
at the patent’s filing date and figure 


out whether the inventor publicly dis-
closed the invention. If prior art dis-
closed the invention to the public be-
fore the filing date, or if the inventor 
disclosed the invention within a year of 
filing but the prior art predates that 
disclosure, then the invention is in-
valid. And if not, the patent is valid 
against a prior-art challenge. 


Some critics of the first-to-file sys-
tem also argue that it will be expensive 
for inventors because they will be 
forced to rush to file a completed appli-
cation, rather than being able to rely 
on their invention date and take their 
time to complete an application. These 
critics generally ignore the possibility 
of filing a provisional application, 
which requires only a written descrip-
tion of the invention and how to make 
it. Once a provisional application is 
filed, the inventor has a year to file a 
completed application. Currently, fil-
ing a provisional application costs $220 
for a large entity, and $110 for a small 
entity. 


One of Mr. Quinn’s earlier columns, 
on November 7, 2009, effectively rebuts 
the notion that relying on invention 
dates offers inventors any substantial 
advantage over simply filing a provi-
sional application. As he notes: 


If you rely on first to invent and are oper-
ating at all responsibly you are keeping an 
invention notebook that will meet evi-
dentiary burdens if and when it is neces- 
sary to demonstrate conception prior to the 
conception of the party who was first to 
file. . . . 


[Y]our invention notebook or invention 
record will detail, describe, identify and date 
conception so that others skilled in the art 
will be able to look at the notebook/record 
and understand what you did, what you 
knew, and come to the believe that you did 
in fact appreciate what you had. If you have 
this, you have provable conception. If you 
have provable and identifiable conception, 
you also have a disclosure that informs and 
supports the invention. . . . [And] [i]f the 
notebook provably demonstrates conception, 
then it can be filed as a provisional patent 
application at least for the purpose of stak-
ing a claim to the conception that is detailed 
with enough specificity to later support an 
argument in a first to invent regime. 


In other words, the showing that an 
inventor must make in a provisional 
application is effectively the same 
showing that he would have to make to 
prove his invention date under the 
first-to-invent system. A small inven-
tor operating under first-to-invent 
rules already must keep independently- 
validated notebooks that show when he 
conceived of his invention. Under first- 
to-file rules, the only additional steps 
that the same inventor must take are 
writing down the same things that his 
notebooks are supposed to prove filing 
that writing with the Patent Office, 
and paying a $110 fee. 


Once the possibility of filing a provi-
sional application is considered, along 
with this bill’s enhanced grace period, 
it should be clear that the first-to-file 
system will not be at all onerous for 
small inventors. And once one con-
siders the bill’s clean, clear rules for 
prior art and priority dates, its elimi-


nation of subjective elements in patent 
law, its new proceeding to correct pat-
ents, and its elimination of current 
patent-forfeiture pitfalls that trap le-
gally unwary inventors, it is clear that 
this bill will benefit inventors both 
large and small. 


Allow me to also take a moment to 
briefly describe the concerns that Sen-
ators Feingold and COBURN and I raised 
in our 2009 Minority Report, and how 
the present bill addresses those con-
cerns. 


Senators Feingold and COBURN and I 
proposed that the bill impose a higher 
threshold showing for instituting an 
inter partes, or post-grant review. This 
had long been a top priority for the 
Patent Office, both under the previous 
administration and under the current 
one. The Patent Office made clear that 
a higher threshold is necessary to weed 
out marginal challenges and preserve 
the office’s own resources, and that a 
higher threshold would also force par-
ties to front-load their cases, allowing 
these proceedings to be resolved more 
quickly. The present bill imposes high-
er thresholds, requiring a reasonable 
likelihood of invalidity for inter partes 
review, and more-likely-than-not inva-
lidity for post-grant review. 


Senators Feingold and COBURN and I 
also recommended that the Patent Of-
fice be allowed to operate inter partes 
reexamination as an adjudicative pro-
ceeding, where the burden of proof is 
on the challenger and the office simply 
decides whether the challenger has met 
his burden. The present bill makes this 
change, repealing requirements that 
inter partes be run on an 
examinational model and allowing the 
PTO to adopt an adjudicative model. 


The 2009 Minority Report also rec-
ommended that the bill restrict serial 
administrative challenges to patents 
and require coordination of these pro-
ceedings with litigation. We also called 
for limiting use of ex parte reexamina-
tion to patent owners, noting that al-
lowing three different avenues for ad-
ministrative attack on patents invites 
serial challenges. The present bill does 
coordinate inter partes and post-grant 
review with litigation, barring use of 
these proceedings if the challenger 
seeks a declaratory judgment that a 
patent is invalid, and setting a time 
limit for seeking inter partes review if 
the petitioner or related parties is sued 
for infringement of the patent. The 
present bill does not, however, bar the 
use of ex parte reexamination by third 
parties. The Patent Office and others 
persuaded me that these proceedings 
operate reasonably well in most cases 
and are not an undue burden on patent 
owners. The present bill does, however, 
impose limits on serial challenges that 
will also restrict the use of ex parte re-
examination. The bill’s enhanced ad-
ministrative estoppel will effectively 
bar a third party or related parties 
from invoking ex parte reexamination 
against a patent if that third party has 
already employed post-grant or inter 
partes review against that patent. 
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Also, the bill allows the Patent Office 
to reject any request for a proceeding, 
including a request for ex parte reex-
amination, if the same or substantially 
the same prior art or arguments pre-
viously were presented to the Office 
with respect to that patent. 


Senators Feingold and COBURN and I 
also recommended that the PTO be al-
lowed to delay implementation of post- 
grant review if the office lacks the re-
sources to implement that new pro-
ceeding. The present bill includes a 
number of safeguards that are the 
product of discussions with the PTO. 
Among other things, the present bill 
authorizes a ramp-up period, allowing 
the office to limit the number of pro-
ceedings that can be implemented dur-
ing the first 4 years after the new pro-
ceeding becomes effective. 


The 2009 Minority Report also rec-
ommended that treble damages be pre-
served as a meaningful deterrent to 
willful or calculated infringement of a 
patent. The present bill does so, elimi-
nating the restrictive three-buckets 
approach and broad safe harbors that 
appeared in the bill in 2009. The report 
also recommended that the bill remove 
subjective elements from patent law, 
such as the various deceptive-intent 
elements throughout the code and the 
patent-forfeiture doctrines. The 
present bill effectively makes both 
changes. In fact, the 2007 bill had al-
ready been modified in mark up to 
eliminate the patent forfeiture doc-
trines, a point elucidated in that year’s 
committee report and confirmed by a 
review of the relevant caselaw. 


This last point should also help ad-
dress a question that Mr. Quinn raised 
in his column on Sunday regarding pro-
posed section 102(b)’s use of the word 
‘‘disclosure,’’ and whether it covers 
public use or sale activities of the in-
ventor. I would have thought that the 
meaning of the word would be clear: a 
disclosure is something that makes the 
invention available to the public—the 
same test applied by section 102(a) to 
define the scope of relevant prior art. 
And ‘‘available to the public’’ means 
the same thing that ‘‘publicly acces-
sible’’ does in the context of a publica-
tion. Subject matter makes an inven-
tion publicly accessible or available if 


an interested person who is skilled in 
the field could, through reasonable 
diligence, find the subject matter and 
understand the invention from it. Obvi-
ously, Congress would not create a 
grace period that is narrower in scope 
than the relevant prior art. Thus for 
example, under this bill, any activity 
by the inventor that would constitute 
prior art under section 102(a)(1) would 
also invoke the grace period under sec-
tion 102(b)(1). As a result, the inventor 
would be protected against his own ac-
tivities so long as he files within a 
year, and under the bill’s ‘‘first to pub-
lish’’ provisions, he would also be pro-
tected by any other person’s disclosure 
of the invention, regardless of whether 
he could prove that the other person 
derived the invention from him. 


The present bill is the product of al-
most a decade of hard work, including 
three Judiciary Committee mark ups, 
and the untold hours of work by Mr. 
SMITH and other members of the House 
of Representatives that led to the in-
troduction of the Patent Reform Act of 
2005, the foundation of today’s bill. 
This is a bill that will protect our her-
itage of innovation while updating the 
patent system for the current century. 
It will fix problems with current ad-
ministrative proceedings, create new 
means for improving patent quality, 
and will generally move us toward a 
patent system that is objective, trans-
parent, clear, and fair to all parties. I 
look forward to the Senate’s passage of 
this bill and its enactment into law. 


I ask unanimous consent that Mr. 
Gene Quinn’s columns of February 27, 
2011, and November 7, 2009, with correc-
tions of a few typos and enhancements 
of punctuation, be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 
SENATE TO VOTE ON PATENT REFORM, FIRST 


TO FILE FIGHT LOOMS 
(By Gene Quinn, President & Founder of 


IPWatchdog, Inc., Feb. 27, 2011) 
It appears as if the time has finally arrived 


for an up or down vote on patent reform in 
the United States Senate. It has been widely 
reported that the full Senate will take up 
patent reform upon returning from recess 
this week, and it is now believed by many on 
the inside that the Senate will take up pat-


ent reform on Monday, February 28, 2011, the 
first day back. Some are even anticipating 
that the Senate will vote on patent reform 
bill S. 23 late in the day on Monday, Feb-
ruary 28, 2011. See ‘‘Crunch Time: Call Your 
Senators on Patent Reform.’’ That would 
seem exceptionally quick, particularly given 
the rancorous issues and Amendments still 
to be presented, but nothing will surprise 
me. 


As we get closer to a vote in the Senate the 
rhetoric of those for and against patent re-
form is heating up to a fever pitch. The big 
fight, once again, is over first to file, with 
battle lines drawn that run extremely deep. 
Senator Diane Feinstein (D–CA) is expected 
to file an Amendment stripping the first to 
file provisions, which could be supported by 
Senate Majority Leader Harry Reid (D–NV). 


Before tackling the first to file issue I 
would like to point out that regardless of 
whether first to file is supported or opposed, 
everyone, and I do mean everyone, unani-
mously agrees that the USPTO should be al-
lowed to keep the fees it collects to reinvest 
in the agency and to do the work promised. 
An overwhelming majority also seem to sup-
port giving the USPTO fee setting authority. 
Fee setting authority is present in S. 23 (see 
Section 9) and Senator Tom Coburn plans to 
introduce an Amendment that would once 
and for all eliminate fee diversion and let 
the USPTO keep the fees it collects. So while 
there is argument about first to file, hope-
fully we won’t lose sight of the fact that 
most everyone is on the same team relating 
to fixing the USPTO. 


With respect to first to file, in practical ef-
fect, we already have a first inventor to file 
system. For example, since the start of fiscal 
year 2005 on October 1, 2004, there have been 
over 2.9 million patent applications filed and 
only 502 Interferences decided. An Inter-
ference Proceeding occurs when multiple in-
ventors file an application claiming the 
same invention, and is the hallmark of a 
first to invent system because it is possible 
in the United States to file a patent applica-
tion second and then be awarded the patent 
if the second to file can demonstrate they 
were the first to invent. On top of the paltry 
502 Interferences over nearly 7 years a grand 
total of 1 independent inventor managed to 
demonstrate they were the first to invent, 
and a grand total of 35 small entities were 
even involved in an Interference. A small en-
tity can be an independent inventor, univer-
sity, non-profit or a company with 500 or 
fewer employees. Thus, we have a de facto 
first to file system and the ‘‘first to invent’’ 
system that supposedly favors independent 
inventors is overwhelmingly dominated by 
large companies with over 500 employees. 
See chart below. 


2005 2006 2007 2008 2009 2010 2011* Total 


Filings .................................................................................................................................................................................... 381797 417453 468330 496886 486499 509367 153997 2914329 
Allowances ............................................................................................................................................................................. 151077 162509 184376 182556 190122 233127 93390 1197157 
Interferences decided ............................................................................................................................................................ 96 107 95 74 63 50 17 502 
Junior party winners .............................................................................................................................................................. 18 15 21 25 14 17 3 113 
Small entity winners ............................................................................................................................................................. 7 2 3 6 1 5 1 25 
Independent Inventor winners ............................................................................................................................................... 0 0 1 0 0 0 0 1 
Small Entity losers ................................................................................................................................................................ 1 2 2 2 1 2 0 10 


On top of this, the independent inventors 
and small entities, those typically viewed as 
benefiting from the current first to invent 
system, realistically could never benefit 
from such a system. To prevail as the first to 
invent and second to file you must prevail in 
an Interference proceeding, and according to 
2005 data from the AIPLA the average cost 
through an interference is over $600,000. So 
let’s not kid ourselves, the first to invent 
system cannot be used by independent inven-


tors in any real, logical or intellectually 
honest way, as supported by the reality of 
the numbers above. So first to invent is 
largely a ‘‘feel good’’ approach to patents 
where the underdog at least has a chance, if 
they happen to have $600,000 in disposable in-
come to invest on the crap-shoot that is an 
Interference proceeding. 


I will acknowledge, however, that one of 
the best arguments I have seen against first 
to file was prepared by Hank Nothhaft, 


President & CEO of Tessera and a frequent 
contributor to IPWatchdog.com. In his op-ed 
in The Hill Hank concludes by asking: ‘‘Why 
risk that by weakening the incentives for 
startups?’’ As I can point to the fact that we 
have a de facto first to file system already, 
Hank and others can say—so why the need 
for change? I readily acknowledge that the 
small ‘‘c’’ conservative thing to do, which I 
normally promote, would be to do nothing 
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and keep the status quo. That is a fine argu-
ment, but it would keep the USPTO devoting 
precious resources on a complex Interference 
system that really mirrors a first to file sys-
tem anyway. Of course, if patent reform 
gives the USPTO fee setting authority and 
an end to fee diversion, then the resources 
problem isn’t nearly the concern and Con-
gress could layer on responsibilities for the 
Patent Office and Team Kappos could deliver 
and still reduce the backlog. 


Some others who challenge the first to file 
changes in the patent reform bill say the In-
terference analysis above is misplaced be-
cause first to file is not about whether the 
first to invent will obtain the patent. As il-
logical as that sounds, they have a point. No-
tice, however, that the Interference data 
does clearly demonstrate there is no need 
whatsoever for a first to invent system in 
the United States. Thus, many who chal-
lenge the first to file system don’t seem to 
question that first to file is acceptable, but 
they do not like the loss of the familiar 12 
month grace period. 


The truth is, however, that relying on a 12 
month grace period is extremely dangerous, 
but it does have its place. As Bryan Lord cor-
rectly explains in ‘‘Crunch Time: Call Your 
Senators on Patent Reform,’’ many start-up 
companies rely on the grace period, which is 
critical ‘‘to companies that rely upon exter-
nal collaborations or have comparatively 
limited resources.’’ There is absolutely no 
argument with the fact that a grace period 
does factor into the equation for small busi-
nesses and start-up companies that are 
strapped for cash and already need to make 
choices about how much, and which, innova-
tions to protect. I also like Lord’s ques-
tioning the rush to harmonize. I always like 
to point out that harmonization is fine, but 
why can’t we do what makes for a good sys-
tem and not just what everyone else does. 
Let’s harmonize what the world does better 
and let’s lobby the world to adopt what our 
system clearly gets right. 


Having said all of this, there is absolutely 
no reason why we cannot move from a first 
to invent system to a first inventor to file 
system that would still retain a real and sub-
stantial grace period and still retain the 
right for patent applicants to swear behind 
references to demonstrate an earlier date of 
invention, at least with respect to pieces of 
prior art that are not the progeny of earlier 
filed patent applications. 


Regardless of the disinformation that is 
widespread, the currently proposed S. 23 
does, in fact, have a grace period. The grace 
period would be quite different than what we 
have now and would not extend to all third 
party activities, but many of the horror sto-
ries say that if someone learns of your inven-
tion from you and beats you to the Patent 
Office, they will get the patent. That is sim-
ply flat wrong. 


As it stands now, the currently proposed 
102 in S. 23 says, in relevant part: 
§ 102. CONDITIONS FOR PATENTABILITY; NOV-


ELTY 
(a) NOVELTY; PRIOR ART.—A person shall be 


entitled to a patent unless— 
(1) the claimed invention was patented, de-


scribed in a printed publication, or in public 
use, on sale, or otherwise available to the 
public before the effective filing date of the 
claimed invention; or 


(2) the claimed invention was described in 
a patent issued under section 151, or in an ap-
plication for patent published or deemed 
published under section 122(b), in which the 
patent or application, as the case may be, 
names another inventor and was effectively 
filed before the effective filing date of the 
claimed invention. 


(b) EXCEPTIONS.— 
(1) DISCLOSURES MADE 1 YEAR OR LESS BE-


FORE THE EFFECTIVE FILING DATE OF THE 


CLAIMED INVENTION.—A disclosure made 1 
year or less before the effective filing date of 
a claimed invention shall not be prior art to 
the claimed invention under subsection (a)(1) 
if— 


(A) the disclosure was made by the inven-
tor or joint inventor or by another who ob-
tained the subject matter disclosed directly 
or indirectly from the inventor or a joint in-
ventor; or 


(B) the subject matter disclosed had, be-
fore such disclosure, been publicly disclosed 
by the inventor or a joint inventor or an-
other who obtained the subject matter dis-
closed directly or indirectly from the inven-
tor or a joint inventor. 


Looking at the proposed 102(b), it becomes 
clear that despite the claims of critics, there 
is a grace period within S. 23. I find it sad, 
yet amusing, that some who challenge the 
bill simply refuse to quote 102(b), and even 
outright claim ‘‘there is no grace period.’’ 
Obviously, there is a grace period. 


The proposed 102(b) seeks to eliminate 
from the universe of prior art disclosures 
made by the inventor or which owe their 
substance to the inventor. So if the inventor 
discloses his or her invention less than a 
year before filing a patent application, the 
patent can still be awarded. If someone 
learns of the invention from the inventor 
and discloses less than a year before filing a 
patent application, the patent can likewise 
still be awarded. What is notably missing 
here are several things. First, a definition 
for ‘‘disclosure.’’ Second, an exception that 
applies to third-party activities where the 
third party acted without learning of infor-
mation from the inventor but yet did not file 
a first application themselves. So the grace 
period set up by proposed 102(b) excepts dis-
closures (whatever they are) made by or 
through an inventor less than 1 year before 
the inventor files, but does not extend to dis-
closures (whatever they are) made by others 
less than 1 year before the inventor files. 


The proposed 102(b) is a departure from the 
current law of novelty. Nevertheless, it is 
simply wrong to claim there is no grace pe-
riod in an attempt to manipulate inde-
pendent inventors, small businesses and oth-
ers to support elimination of first to file. 


In any event, under the current 102(b), a 
patent applicant is entitled to a patent un-
less—the invention was patented or de-
scribed in a printed publication in this or a 
foreign country or in public use or on sale in 
this country, more than one year prior to the 
date of the application for patent in the 
United States . . . 


Under current 102(b) an inventor can create 
their own bar to patentability as a result of 
activity such as publication, public use in 
the U.S. or sale in the U.S. if it occurs more 
than 1 year before a U.S. patent application 
is filed. A bar can likewise be created if a 
third party, either known or unknown to the 
inventor, engages in the same activity more 
than one year before a U.S. patent applica-
tion is filed. What this necessarily means, 
and has long been interpreted to mean, is 
that a patent can be awarded so long as the 
invention has not been patented, published, 
on public use in the U.S. or on sale in the 
U.S. for more than 1 year. The current 102(b) 
provides a solid grace period that applies 
across the board, the proposed 102(b) does 
not. 


Independent inventors and start-ups are 
rightly concerned about whether they will be 
able to enjoy a grace period relative to third 
party activities. They are rightly concerned 
to wonder whether the term ‘‘disclosure’’ in 
102(b) would mean that the exception applied 
to their own public use or sale activities, 
which is anything but clear. Inventors and 
start-ups are also rightly concerned about 
whether they will be able to swear behind 


and prove prior inventorship relative to prior 
art not associated with an earlier filed pat-
ent application. In short, I see no reason why 
we cannot have a first inventor to file sys-
tem that does away with Interference pro-
ceedings, awards patents to the first inven-
tor who files a patent application, but which 
also preserves a 12 month grace period under 
current law. 


Of course, if first to file as stated in 102(b) 
becomes the law of the land, it will encour-
age independent inventors to do exactly 
what they should do, which is file patent ap-
plications earlier in the process. I hear the 
most ridiculous strategies from independent 
inventors who almost universally don’t un-
derstand the requirements to prove they 
were the first to invent, see ‘‘Much Ado 
About Nothing,’’ so a simpler system that 
they can understand will no doubt benefit 
them. Small businesses and start-ups should 
likewise file earlier in the process, and 
frankly that is why there is so much opposi-
tion to first to file. 


Small businesses and start-up companies 
do need a grace period to try and figure out 
what to pursue, and the proposed grace pe-
riod should keep much of the law in its place 
[but] will not be as widespread as currently 
enjoyed. While resources are always limited 
with start-ups, I think they incorrectly 
argue that there is an over-burdensome cost 
in terms of both money and time associated 
with filing provisional patent applications to 
preliminarily protect rights. In fact, I have 
offered to demonstrate just how the prepara-
tion and filing of streamlined provisional 
patent applications can be accomplished to 
many of those making the argument that it 
is too costly and time consuming to prepare 
quality provisional patent applications. As 
yet I have had no takers. So if cost and time 
are such concerns, why aren’t they willing to 
consider a better, faster, cheaper way? 


I think Bryan Lord’s call to reach out to 
your Senators is absolutely the right thing 
to do. Get involved and be heard! 


MUCH ADO ABOUT NOTHING OVER FIRST TO 
FILE 


(By Gene Quinn, President & Founder of 
IPWatchdog, Inc., Nov. 7, 2009) 


Just about 24 hours ago I posted an article 
relating to my changing position with re-
spect to first to file, and already there is 
something of a firestorm. I understand there 
are those who feel I have abandoned them 
and adopted a naive view of the world. But 
excuse me for recognizing the new tone and 
identifiable actions taking place at 600 
Dulany Street. Yes, I have been an ardent 
supporter of first to invent for years, but I 
have been questioning my views for some 
time, as I speak with attorneys, inventors 
and others. Then several things recently 
caused me to realize the benefits of first to 
file for the independent inventor commu-
nity, and then I heard USPTO Director David 
Kappos explain that in 2007 only 7 cases were 
decided in favor of an individual who in-
vented first and filed second. Kappos ex-
plained, ‘‘we already have a de facto first to 
file system.’’ All this arguing for 7 cases? 
Cases where once the rule changes, behaviors 
will change to the point where some, perhaps 
most, or even all of those 7 cases will never 
happen again because everyone will know 
they need to file rather than wait. On top of 
that, it is inarguably good, correct, legally 
sound and business-appropriate advice to file 
sooner rather than later. 


In a spirited comment chain associated 
with the aforementioned first to file article 
many supporters of first to invent are com-
ing out in force, and they don’t even realize 
they are making arguments that hardly sup-
port their position and in fact support the 
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exact opposite position. I would like to ad-
dress several here. 


First, it seems that many believe it is not 
appropriate to file provisional patent appli-
cations because many of the applications 
that are filed are inadequate and insuffi-
cient. It has been brought up that an appro-
priate and good provisional patent applica-
tion needs to be identical to a nonprovisional 
patent application, perhaps without having 
been spell-checked. Obviously this is a gross 
overstatement of the law, and not correct. It 
is true that a provisional patent application 
needs to be as complete as a nonprovisional 
patent application in terms of disclosure, but 
nothing more. There are no formalities that 
need to be met, and it is the substance that 
matters. Nonprovisional patent applications 
exalt form over substance in large part, but 
a good provisional patent application needs 
to focus on substance. Whatever someone of 
skill in the art would understand to be de-
scribed and disclosed has been described and 
disclosed. So those who think they need to 
write a nonprovisional patent application 
and file it as a provisional are overstating, 
don’t understand the law or have not devel-
oped a sophisticated strategy. But don’t 
vilify those who do understand the law, busi-
ness realities and have developed fundamen-
tally sound strategies. 


Second, there seems to be a belief that 
first to invent can be relied upon while pro-
visional patent applications are inappro-
priate to rely upon if an invention matters. 
But what exactly does this mean? If you rely 
on first to invent and are operating at all re-
sponsibly you are keeping an invention note-
book that will meet evidentiary burdens if 
and when it is necessary to demonstrate con-
ception prior to the conception of the party 
who was first to file. You are also keeping an 
invention record that will demonstrate dili-
gence as well, but let’s focus on the sub-
stance of what is in the notebook or record 
for a moment. Appropriate notebooks and/or 
invention records will be able to identify 
conception and when it occurs. Of course you 
never want to box yourself in when you 
present evidence to say a date certain was 
the date of conception, but you had better 
have an appropriate record for if and when it 
does matter, as it did in Oka v. Youssefyeh, 
where the senior party and junior party both 
were able to prove the same date of concep-
tion. Ultimately the Federal Circuit said any 
ties go to the senior party, so it is not fan-
ciful to identify an oddball fact pattern 
where actual dates matter. Here is a real 
case, and given the extremely limited num-
ber of interference proceedings even one case 
is a statistically relevant sample. 


Now, if you are relying on first to invent 
and keeping the records that you should be 
keeping, your invention notebook or inven-
tion record will detail, describe, identify and 
date conception so that others skilled in the 
art will be able to look at the notebook/ 
record and understand what you did, what 
you knew, and come to the believe that you 
did in fact appreciate what you had. If you 
have this, you have provable conception. If 
you have provable and identifiable concep-
tion, you also have a disclosure that informs 
and supports the invention. It is pure folly to 
suggest that a provisional patent applica-
tion, albeit perhaps not as formally struc-
tured as a nonprovisional patent application, 
is a waste of time but also believe that the 
cryptic notes of an engineer or scientist are 
superior and even preferable. If the notebook 
provably demonstrates conception then it 
can be filed as a provisional patent applica-
tion at least for the purpose of staking a 
claim to the conception that is detailed with 
enough specificity to later support an argu-
ment in a first to invent regime. 


Finally, let me address the matter of what 
gets included in a typical invention note-


book or invention record. It is almost unbe-
lievable for me to hear patent attorneys 
state that they prefer the notes of inventors, 
scientists and engineers with respect to de-
tailing and describing conception over a pro-
visional patent application. Every patent at-
torney and patent agent knows the level of 
detail that is provided by inventors, even 
those who work for large corporations. The 
invention disclosures are as a rule laughably 
inadequate. One paragraph passes for a 
‘‘complete’’ explanation of the invention. 
The truth is that patent attorneys are typi-
cally given very little from an inventor at 
the beginning of the process. In fact, inven-
tors give such little information that at 
times the true inventor on the patent appli-
cation that is actually filed should really be 
the patent attorney, not the inventor. That 
is obviously not always the case, but this is 
the big joke in the patent attorney commu-
nity. Getting information from inventors is 
a little like herding cats. They are creative 
and they understand their invention, and 
they seem to universally believe that cryptic 
information ought to suffice. Remember, the 
goal is not to explain the invention so that 
the inventor understands, the goal is to ex-
plain the invention so that those who are not 
the inventor understand. 


It borders on the absurd to prefer cryptic 
invention notes and invention records over 
provisional patent applications that are 
drafted by an attorney or agent who under-
stands the legal requirements for providing 
an enabling disclosure that also satisfies the 
written description requirement. It also 
strikes me as particularly odd to say that 
those with nothing more than an idea will 
not have any time to figure out the particu-
lars required to describe their invention. 
Why exactly are we worried that those with-
out an invention may be impacted by first to 
file? They are already negatively impacted 
under first to invent because they have not 
yet invented and have no conception. 


Most are undoubtedly familiar with the 80– 
20 rule, which goes something like this—it 
takes 20% of the time to complete 80% of the 
project, and the remaining 20% of the project 
takes 80% of the time to complete. That is 
true certainly with respect to software, 
which is my area of expertise, and it is true 
for many other areas of invention. It also 
happens to be true for writing patent appli-
cations as well, at least if you think outside 
the box and adopt a business friendly ap-
proach to writing patent applications, min-
ing inventions, and identifying open space 
that can be filed. I realize that somewhere 
between 70–80% of patent attorneys and pat-
ent agents start by writing the claims, and 
then write the specification. I do it the other 
way, and I can’t for the life of me understand 
those who write claims first. It is not wrong, 
just a different approach, but not the way I 
think. 


I write text and then translate into claim 
language, which I find much easier to do. By 
doing this, and starting with a thorough pat-
ent search, patentability assessment, some 
mapping, and working with the inventor to 
continually refine understanding of what is 
most unique compared with the prior art, I 
am able to identify the base target, describe 
it in English, layer on specifics that take the 
form of alternative embodiments and 
versions and ultimately create an extraor-
dinarily detailed specification that will sup-
port a multitude of claims. To do this takes 
about 20% of the time. The remaining 80% of 
the time is spent explaining how hip bone 15 
is connected to thigh bone 18, writing sets of 
claims, and going back to continue to expand 
upon the disclosure to continually mine new 
areas and expand scope. I do not support fil-
ing crappy provisional patent applications, 
and it doesn’t mean that a provisional pat-


ent application cooperatively created be-
tween inventor and patent attorney is ‘‘easy 
to get around’’ or at all inferior compared to 
an invention notebook or invention record. 


Stop looking at first to file as a curse. It 
is an opportunity for inventors, small busi-
nesses and start-ups that are willing to see 
opportunity rather than obstacles. Venture 
capitalists who are savvy and willing to ex-
plore new methods and models for protecting 
early-stage technologies will be handsomely 
rewarded. Savvy independent inventors, 
closely held businesses and businesses that 
are ordered to take direction from venture 
capitalists or lose funding will clean up, and 
clean up big. And for crying out loud, when 
only 7 cases out of nearly 500,000 applications 
a year change as a result of first to file 
versus first to invent, there is no way that 
first to file will cripple the economy or cost 
jobs. 


Mr. KYL. I would urge my colleagues 
to fully participate in this debate, 
come to the floor with any questions or 
comments they have, and at the end of 
this process Chairman LEAHY will fi-
nally be rewarded with a bill that will 
bear his imprimatur and support, a bill 
that will be extraordinarily important 
to the future well-being of the people of 
the United States of America. 


Mr. LEAHY. Mr. President, the Sen-
ator has been involved in this right 
from the beginning. We have worked at 
having a bill that would be in the best 
interests of the Senate under both Re-
publicans and Democrats across the po-
litical spectrum. We have worked very 
closely together. 


We run the risk of countries in Asia 
and Europe out-innovating the United 
States, and the patent systems in other 
countries are well ahead of us. If we 
want to compete, as I know the Sen-
ator from Arizona does, and I know I 
do, we want to have the best tools to 
compete. I believe Americans can com-
pete with any country in the world, but 
they should at least have the tools to 
do it and be able to play—it becomes 
almost a clich, but we have to play on 
a level playing field. This will allow us 
to do that. 


I compliment the Senator from Ari-
zona for the way he has worked in his 
constant efforts in the committee, the 
public meetings, but that is the tip of 
the iceberg; it is the hundreds of hours 
of behind-the-scenes working to reach 
where we are. So I hope sometime in 
the next few minutes or so we can at 
least vote on the managers’ package 
and then get going with the bill, be-
cause this is something that can be 
voted on, can be passed. We have been 
working, as the Senator from Arizona 
knows, very closely with our counter-
parts in the other body. I know Chair-
man SMITH would like to move quickly. 
We could have a bill on the President’s 
desk in a relatively short time. 


I thank the Senator for his kind 
words. 


Mr. KYL. I thank the chairman of 
the committee. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Louisiana. 


AMENDMENT NO. 112 
Mr. VITTER. Madam President, I ask 


for regular order on the Vitter amend-
ment. 
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The ACTING PRESIDENT pro tem-


pore. The amendment is now pending. 
Mr. LEAHY. Madam President, I 


thought the amendment pending is the 
managers’ amendment. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Louisiana has 
just called for the regular order with 
respect to his amendment. 


AMENDMENT NO. 112, AS MODIFIED 
Mr. VITTER. Madam President, I 


now send a modification to the desk. 
The ACTING PRESIDENT pro tem-


pore. The amendment is so modified. 
The amendment, as modified, is as 


follows: 
At the appropriate place, insert the fol-


lowing: 
SEC. lll. FULL FAITH AND CREDIT ACT. 


(a) SHORT TITLE.—This section may be 
cited as the ‘‘Full Faith and Credit Act’’. 


(b) PRIORITIZE OBLIGATIONS ON THE DEBT 
HELD BY THE PUBLIC.—In the event that the 
debt of the United States Government, as de-
fined in section 3101 of title 31, United States 
Code, reaches the statutory limit, the au-
thority of the Department of the Treasury 
provided in section 3123 of title 31, United 
States Code, to pay with legal tender the 
principal and interest on debt held by the 
public shall take priority over all other obli-
gations incurred by the Government of the 
United States. 


(c) PRIORITIZE PAYMENT OF SOCIAL SECU-
RITY BENEFITS.—Notwithstanding subsection 
(b), in the event that the debt of the United 
States Government, as so defined, reaches 
the statutory limit, the authority described 
in subsection (b) and the authority of the 
Commissioner of Social Security to pay 
monthly old-age, survivors’, and disability 
insurance benefits under title II of the Social 
Security Act shall be given equal priority 
over all other obligations incurred by the 
Government of the United States. 


Mr. VITTER. Madam President, I 
will be happy to explain the context to 
the chairman of the committee. 


This modification simply merges 
what was previously a separate 
Toomey amendment and a separate 
Vitter amendment. We had hoped to 
have votes on those as a first-degree 
and second-degree amendment. That 
wasn’t possible, so this is a merged 
amendment. Let me explain what this 
amendment does. 


The basis of this amendment is Sen-
ator TOOMEY’s Full Faith and Credit 
Act. It is very important. It simply 
says if we ever as a country reach our 
debt ceiling, then even if we go beyond 
the debt ceiling, we will use all the 
tools available to the Treasury Sec-
retary to continue for as long as pos-
sible to pay to make good on U.S. debt, 
we are not going to immediately de-
fault on U.S. debt. 


There have been a lot of scare tac-
tics, in my opinion, suggesting that if 
we ever reach that day of bumping up 
against our statutory debt ceiling, the 
very next day, the very next hour, the 
United States would default on its 
debt—not make good on our obliga-
tions of the U.S. Treasury. That isn’t 
true. It doesn’t have to be true. This 
important reform will ensure that it is 
not true. We get far more revenue into 
the U.S. Treasury than has to be spent 


simply to service the debt. So the un-
derlying Toomey bill, which is the 
heart of this amendment, says we will 
make good on those obligations. They 
will be the top priority. 


The original Vitter amendment, 
which is now merged together with the 
Toomey amendment, says the exact 
same thing with regard to Social Secu-
rity payments. I am sure we would all 
agree that seniors on fixed incomes de-
pend on their Social Security checks. 
So the Vitter part of this now merged 
Toomey-Vitter amendment says we 
will honor Social Security payments in 
the same status as debt payments and 
we will use Federal revenues first for 
those purposes before we do anything 
else. What that means is, if we ever do 
bump up on the debt ceiling, we would 
not stop Social Security checks the 
next day. We would not stop Social Se-
curity checks the next month. We 
could have many weeks—probably a 
few months—honoring all of those com-
mitments in the areas of Social Secu-
rity and debt on U.S. Treasury notes. 


So that is the purpose of this now 
merged Toomey-Vitter amendment. We 
are not suggesting that it is nec-
essarily a good idea to bump up the 
debt ceiling. We are saying, Let’s all 
take a deep breath, let’s not use scare 
tactics, let’s not use hysteria, and let’s 
plan ahead. 


What we hope will be the outcome is 
that we will not only deal with the 
debt ceiling in a responsible way, but 
before that, we will also deal with our 
underlying fiscal crisis in a responsible 
way. We will make real and serious 
budget reforms to get on a fiscally sus-
tainable path which we are clearly not 
on right now. 


This morning Senator TOOMEY and I 
were in the Banking Committee hear-
ing where Chairman Ben Bernanke of 
the Federal Reserve testified. Chair-
man Bernanke said again, as he has nu-
merous times over the last year and 
more, that the fiscal path we are on as 
a Federal Government is completely 
unsustainable. He also said that is the 
single biggest long-term threat to our 
economy, and he also said while it is a 
long-term problem, it could manifest 
itself in serious negative consequences 
in the short term. So this could rattle 
our economy and even begin to create 
an economic crisis—who knows when— 
possibly in the short term. 


So the clock is ticking and we need 
serious budget reform, and this com-
bined Toomey-Vitter amendment 
would take the hysteria out of the dis-
cussion and hopefully urge us to take 
concrete action on that serious budget 
reform before it is too late. 


With that, I wish to yield to my dis-
tinguished colleague from Pennsyl-
vania. 


Mr. LEAHY. Madam President, be-
fore he does that, would the Senator 
yield for a question? 


Mr. VITTER. Yes. 
Mr. LEAHY. The Senator from Lou-


isiana has been talking about amend-
ment No. 112. Does that mean you are 
withdrawing 113? 


Mr. VITTER. Yes. We will be seeking 
a single vote on the amendment, as 
modified. 


Mr. LEAHY. So am I correct that 
amendment No. 113 is withdrawn? 


The ACTING PRESIDENT pro tem-
pore. It is not withdrawn at this time. 


Mr. VITTER. First of all, as I under-
stand it, it has been modified, so it has 
become—— 


Mr. LEAHY. You modified No. 112. I 
didn’t know what you wanted to do 
with amendment No. 113. 


Mr. VITTER. If I could yield to my 
colleague from Pennsylvania, I think 
he can help answer the question. But to 
clarify from my point of view, we are 
seeking a vote—a single vote, which I 
think we are very close to locking in— 
on the new modified amendment, which 
is a combination of the separate Vitter 
and Toomey amendments. 


Mr. TOOMEY. Madam President, I 
thank my colleague for yielding. I 
would say that as soon as we can work 
out the specifics with the staff, that is 
exactly the intention that Senator 
VITTER and I came to. So a single vote 
on the merger of two amendments. 


I would take a moment to thank Sen-
ator VITTER for his help. Senator 
VITTER was kind enough to offer the 
text of my legislation as an amend-
ment to the patent reform bill. What 
he is adding is suggesting that the leg-
islation should require the Treasury to 
prioritize not only the debt service so 
we can avoid under all circumstances a 
default by the U.S. Government, but 
also making sure Social Security pay-
ments get the priority they deserve. 


The fact is, in the unlikely—and I 
would say certainly unfortunate— 
event that we were to reach the debt 
limit without having raised it, the Fed-
eral Government would still take in 
more than enough revenue to pay all of 
the interest service on the debt and all 
Social Security benefits. It is entirely 
manageable from an operational and 
functional point of view. Total revenue 
to the government from taxes alone is 
on the order of 70 percent of all ex-
pected expenditures. Debt service is 
only about 6 percent. 


I appreciate the help of the Senator 
from Louisiana. By combining this, 
what we do—if we can pass this legisla-
tion, which I hope we will—is take off 
the table the specter of a default. We 
can take off the table the specter of 
any senior citizen not getting their So-
cial Security payment. What we can 
then do is have an honest discussion 
about how are we going to reform a 
process that has gotten us into this 
fix—gotten us to the point where we 
are running a deficit of 10 percent of 
GDP, where our total debt is screaming 
toward totally unsustainable levels. 


I can tell my colleagues, the folks in 
Pennsylvania know very well we can-
not continue living beyond our means 
as this government has been. I see this 
as a very constructive, important op-
portunity to begin to have this discus-
sion about how we are going to get this 
process under control. 
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I appreciate the help from Senator 


VITTER, and I yield. 
Mr. VITTER. Madam President, I 


thank my distinguished colleague. 
Again, this amendment, as modified, 
simply says that if we were ever to 
reach the statutory debt limit for the 
Federal Government, then revenue 
coming in would go first to service two 
things: Social Security checks and in-
terest on the Federal debt. So that 
would not be put in jeopardy for 
months down the line. 


The purpose of this amendment is to 
try to take, quite frankly, some of the 
scare tactics and some of the hysteria 
out of the debate and to urge us to act. 
None of us wants to bump up on the 
debt ceiling. None of us is advocating 
that. What we are advocating is to 
take action now, real serious budget 
reform, to put us on a more fiscally 
sustainable path. We need to do that 
now. That is why we came to the floor 
with these concerns on the patent bill. 
We need to do that now. We need to act 
now. We need to get on a fiscally sus-
tainable path now. The clock is tick-
ing, as Chairman Bernanke reminded 
us before the Banking Committee this 
morning. 


With that, I look forward to locking 
in a vote on this matter, and in the 
consent that establishes that, we will 
be happy to withdraw the other amend-
ment and simply have one vote on the 
now combined Toomey-Vitter amend-
ment. 


With that, I suggest the absence of a 
quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. COBURN. Madam President, I 
ask unanimous consent that the order 
for the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mr. COBURN. Madam President, I 
wish to thank the chairman of the 
committee for his work on this patent 
bill. I still have a few small problems 
with it, but I am extremely grateful for 
his consideration of our amendment. 
Most people don’t understand there are 
no tax dollars taken from the general 
fund for the Patent Office. It is all fees 
paid when you file a patent or a trade-
mark or a copyright. Unfortunately, 
over the last 10, 15 years, $800 million 
of those fees have not been left at the 
Patent Office. They have been taken 
and used somewhere else. So when you 
pay a fee for a patent, that money isn’t 
going to pay for the examination of the 
patent. 


Right now, we find ourselves with 
718,000 patents waiting for first action. 
If I file a patent today, what we will 
see is that 26 months from now my pat-
ent will have first action—the first 
reading by an examiner. 


If we want to create jobs and stay on 
top of the world in terms of innovation, 
we cannot allow that process to con-
tinue. So what the amendment does is 


say we are not going to take the money 
people use to pay for a patent applica-
tion and spend it somewhere else; we 
are actually going to spend it on pat-
ent applications. That is what it was 
set up for. 


Quite frankly, it is immoral to take 
money for a specific purpose for 
advantaging an American company or 
inventor or a university and not apply 
that money for the intended purpose 
under the statute. Although this is 
controversial, most Americans would 
think, if you are paying $10 on a toll 
road, the money is going to keep the 
toll road up. Yet we haven’t been doing 
that with the Patent Office. 


We are in trouble not because of our 
Patent Office but because we have not 
enforced intellectual property rights 
owned by Americans around the world. 
So as we work on getting a patent bill 
and blending it with whatever the 
House passes, it is as important— 
again, I thank the chairman because he 
was kind enough to have a hearing on 
the intellectual property for us, in 
terms of its enforcement. 


There are two key points for Amer-
ican innovation to bring jobs to Amer-
ica. One is when you get a good idea 
and have an ability to get it patented 
and can defend the patent. The other 
side of that is to enforce that patent 
throughout the world with our own 
Justice Department, in terms of our 
State Department and in terms of the 
intellectual property rights. 


It is amazing how much of our intel-
lectual property is being stolen by 
China today. I wish to relate a con-
versation I had with their Secretary of 
Commerce—their equivalent to ours— 
in China 3 years ago. I asked him about 
intellectual property rights. He was 
bold in his statement to say: We are 
not going to honor them. We are a de-
veloping nation and you would not 
have honored them either—even 
though they are a signatory to the 
World Trade Organization. It is impor-
tant we understand whom we are deal-
ing with—people who will cheat and 
steal intellectual property from Amer-
ica. Fixing the patent apparatus will 
help us get there, but it is just as im-
portant to have tough laws on our 
books that create sanctions on nations 
that do not honor intellectual prop-
erty. 


Again, this is a simple, straight-
forward, moral response to an immoral 
act: collecting fees for something and 
not spending it on that, which has put 
us behind the curve. This will bring us 
back. We have a wonderful new Direc-
tor, over the last 18 months, in the Pat-
ent Office. It is being run better than 
ever. They are catching up. But last 
year we took $53 million of the fees 
that were for patents and spent it else-
where. What this amendment does is 
stop that. 


It may come to a time in this bill 
that we allow the Patent Office to set 
their fees. It will come to a time when 
we have to say: Wait a minute. You are 
charging too much. You have to be 
more efficient. 


We don’t do anything with oversight. 
We still have the oversight capability 
of all the Appropriations Committees. 
We have the ability to change this in 
the future in terms of their fee setting. 
If we do the proper oversight, we will 
spring forward with tremendous new 
technology that is protected and en-
able that capital expenditure that was 
spent to get that technology to flour-
ish in terms of American jobs. 


Again, I thank the chairman. He 
worked with me judiciously. It has 
been a pleasure to work with him. I 
thank him for his efforts on my behalf 
and that of the American inventors in 
this country. 


Mr. LEAHY. Madam President, the 
Senator raised some questions with 
me, both in committee and out of the 
committee, with respect to each oth-
er’s positions. I appreciate his work in 
the committee to expedite getting the 
bill out of the committee. Like him, I 
believe it is extraordinarily important 
to level the playing to allow American 
innovators to compete in the world and 
within our country. I compliment the 
Senator and, as he knows, I have in-
cluded his proposal in the managers’ 
amendment because I thought it was a 
good proposal. 


Madam President, I ask unanimous 
consent that the time until 5 p.m. be 
for debate on the Leahy-Grassley 
amendment No. 121, as modified, which 
I believe is pending, and the Vitter for 
Toomey amendment No. 112, as modi-
fied, en bloc, and divided between the 
two leaders or their designees; that 
upon the use or yielding back of time, 
the Senate proceed to a vote in rela-
tion to the Leahy-Grassley amendment 
No. 121, as modified; that upon disposi-
tion of the Leahy-Grassley amend-
ment, the Senate vote in relation to 
the Vitter for Toomey amendment No. 
112, as modified; that the motions to 
reconsider be considered made and laid 
upon the table with no intervening ac-
tion or debate; and that there be no 
amendments in order to any of the 
amendments listed in this agreement 
prior to the vote; further, that the 
Vitter amendment No. 113, as modified, 
be withdrawn. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mr. LEAHY. Madam President, I sug-
gest the absence of a quorum, and I ask 
unanimous consent that the time be 
charged equally. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. The clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. LEAHY. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


The Senator from Iowa. 
Mr. GRASSLEY. Madam President, I 


would like to express my strong sup-
port for Senator COBURN’s proposal to 
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end Patent and Trademark Office fee 
diversion. It is a commonsense, entre-
preneur friendly solution to many of 
the problems plaguing the Patent and 
Trademark Office. 


Over the years, we have heard numer-
ous complaints from constituents 
about the long time it takes the Patent 
and Trademark Office to review patent 
applications and render a final disposi-
tion. It is my understanding that in 
most cases, it takes almost 3 years for 
the Patent and Trademark Office to 
make a final decision on an application 
which can be costly to the applicant. 


We have also heard from Patent and 
Trademark Office officials about the 
difficulties that have arisen because of 
their lack of control over the agency’s 
funding model. There are 1.2 million 
patent applications currently pending 
at the Patent and Trademark Office 
but not enough resources to tackle the 
workload. The patent application back-
log situation, while improving, is still 
a significant problem. 


Senator COBURN’s proposal strikes at 
the heart of both of these concerns by 
creating a revolving fund at the Treas-
ury Department where patent and 
trademark fees that are paid to the 
Patent and Trademark Office are di-
rectly allocated back to the office. 
That way those funds can be utilized in 
a fashion most beneficial to inventors, 
small businesses, and academic institu-
tions. 


At his confirmation hearing in 2009, 
Patent and Trademark Office Director 
David Kappos told the Judiciary Com-
mittee that one of the most immediate 
challenges facing the office was ‘‘the 
need for a stable and sustainable fund-
ing model.’’ The financial crisis affect-
ing the Patent and Trademark Office is 
a direct result of its current funding 
structure. The Patent and Trademark 
Office receives no taxpayer funds—it is 
solely funded by patent and trademark 
user fees. Yet, those fees are not depos-
ited within the Patent and Trademark 
Office. They are instead diverted to the 
Treasury Department, forcing the Pat-
ent and Trademark Office to ask for 
funds generated by their own office to 
be appropriated back to them. 


The Patent and Trademark Office 
often requests lower than the amount 
generated by patent and trademark 
fees, which results in any extra fees 
being diverted by Congress to address 
‘‘general revenue purposes.’’ In fact, 
since 1992, Congress has diverted more 
than $750 million from the Patent and 
Trademark Office. 


For example, as recent as 2007, 12 
million user-fee generated dollars were 
diverted from the Patent and Trade-
mark Office for ‘‘other purposes.’’ With 
1.2 million patent applications pend-
ing—735,000 of which are simply wait-
ing for a patent examiner to take a 
first action—it is clear that the Patent 
and Trademark Office is in dire need of 
those funds. I believe those fees belong 
to the Patent and Trademark Office 
and are needed by their offices to make 
the patent and trademark process more 


accessible and efficient for America’s 
innovators. 


By ending fee diversion and allowing 
the Patent and Trademark Office to 
structure its own funding model, re-
sources would be directly allocated to 
areas of most concern for both the Pat-
ent and Trademark Office and Amer-
ican innovators. The Coburn proposal 
does both, and ensures that the ever 
expanding backlog of unexamined pat-
ent applications and the timeframe for 
actual examination would be addressed 
in an efficient manner. It is time for 
Congress to take action and allow the 
Patent and Trademark Office to con-
trol the user fees that we think they 
deserve so they can effectively serve 
our Nation’s inventors and small busi-
nesses. 


Madam President, I suggest the ab-
sence of a quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. GRASSLEY. Madam President, I 
ask unanimous consent that the order 
for the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mr. GRASSLEY. I ask unanimous 
consent that the quorum call be equal-
ly charged to both sides. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mr. GRASSLEY. I suggest the ab-
sence of a quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mrs. BOXER. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


MEMBERS’ PAY 
Mrs. BOXER. Madam President, I 


think the managers are aware that I 
am going to make a unanimous con-
sent request shortly on a bill that deals 
with Members’ pay in the event of a 
government shutdown. I have been told 
we are waiting to see—there is appar-
ently one objection on the Republican 
side. If we can clear it, then this will be 
passed. If not, then I will be back later 
to make the same request. 


I say to my friend from Vermont and 
my friend from Iowa that I support the 
managers’ package. It is terrific. One 
of the things in there is a Coburn- 
Boxer amendment that would keep the 
patent fees in the Patent Office. I am 
so glad the chairman sees it that way 
because we have such a tremendous 
backlog. 


I will be happy to yield to my friend. 
Mr. LEAHY. Madam President, I 


wish to ask a question about the pro-
posal that the Senator from California 
will make on pay, which is fine with 
me. Can we not have an alternative in 
the bill that we give the money to 


charity so somebody would actually 
see it? This would be one one-hundred 
thousandth of 1 percent, according to 
the Treasury. The last time we had a 
shutdown, I just voluntarily gave 
$4,000, $5,000 to charity. Would it not 
make a lot more sense, and actually 
people might get some benefit from it, 
especially places such as homeless 
shelters? They are going to be hurt by 
a government shutdown. Why not do 
something where they would get the 
money directly? 


Mrs. BOXER. That is a good idea. 
The reason I have done it this way is 
because I am trying to say that we in 
the Senate and in the House have an 
obligation to keep the government run-
ning, and we should be treated just like 
other Federal employees. That is the 
simplicity of this legislation. We can-
not force a Member to give money to 
charity. 


Mr. LEAHY. We could, actually, by 
saying either return it to the Treasury 
or give an equal amount to charity and 
file with the Secretary of the Senate to 
which charity they gave it. 


Mrs. BOXER. Again, that is treating 
us differently than other Federal em-
ployees. That would be a tax writeoff. 


Mr. LEAHY. Not if one gives the full 
amount. 


Mrs. BOXER. It is a tax writeoff to 
give to charity. All I am saying is that 
is certainly another option if my friend 
wanted to change it. 


I just think it is simple. We just want 
to be treated the same as other Federal 
employees, and that is how I have 
structured it. 


I spoke about this issue this morn-
ing. I wrote this bill with the support 
of CASEY, MANCHIN, TESTER, NELSON of 
Nebraska, BENNET, WARNER, WYDEN, 
COONS, HARKIN, HAGAN, MENENDEZ, 
STABENOW, MERKLEY, and ROCKE-
FELLER. There is a growing consensus 
that we want to avoid a shutdown at 
any cost. I am hoping we will avoid it. 
There could come a moment where it is 
forced upon us. There are lots of sto-
ries—who will get the blame for this, 
that, and the other. To me, that is not 
important. What is important to me is 
that we sacrifice—we in the Senate and 
in the House as well. 


I am hopeful that if we get this done 
and send this over to Speaker BOEHNER 
that he will get it through his body 
over there, and we can get this done 
and send it to the President. It impacts 
the President too. We say the Presi-
dent cannot get paid either because the 
deal is we have to work with the Presi-
dent to come up with a compromise. 


Senator LEAHY has a good sugges-
tion. Some people might like that op-
tion better. I believe this should be 
kept very simple; that in the case of a 
government shutdown we are treated 
the same way as other Federal employ-
ees. The reason we have to do this is 
Members of Congress and the President 
are paid by separate statute rather 
than by the annual appropriations 
process. We have to pass a separate 
statute on this issue. It is a very sim-
ple bill. 
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Again, I hope we never have to come 


to this, where we have any type of a 
shutdown. Maybe this bill will make 
some colleagues who believe they will 
be protected from sacrifice realize it is 
painful. It is painful for a lot of people. 
Certainly, it would be painful if some-
body on Social Security or disability 
cannot get their payment. It is painful 
if veterans who are on disability do not 
get their check. It is certainly painful 
if a citizen is planning a trip and can-
not get a passport. It is painful if 
Superfund sites cannot be cleaned up. 
It is painful if there is, God forbid, an 
oil well explosion because we did not 
have people there to inspect the oil 
well. 


For our business people who are gov-
ernment contractors it is painful if 
they do not get paid. Export licenses 
must be granted, and our troops should 
be paid. So there is no reason why we 
should shut down this government, and 
I am very hopeful we will have unani-
mous consent to do it. 


I have a parliamentary inquiry to 
ask the Chair: Is it true that we no 
longer have secret objections here; that 
a person has to identify themselves if 
they are objecting? 


The ACTING PRESIDENT pro tem-
pore. There are provisions that address 
people objecting to unanimous consent 
requests. 


Mrs. BOXER. So would I be correct if 
I said that if someone objects, we 
would know who that individual is so 
we can speak with that individual? You 
said there are provisions. Could you be 
more specific about that? 


The ACTING PRESIDENT pro tem-
pore. If the Senator will hold for a 
minute. 


Mrs. BOXER. Certainly. 
The ACTING PRESIDENT pro tem-


pore. We will get the provision and 
read it to you. 


Mr. LEAHY. While the Senator is 
waiting for that, if I might ask the 
Senator a question. 


Article 2 of the Constitution says: 
The President shall, at stated times, re-


ceive for his services, a compensation, which 
shall neither be increased nor diminished 
during the period for which he shall be elect-
ed. 


Would the Senator’s amendment be 
constitutional under that provision? 
And remember that we voted to in-
crease the pay of the President when 
President Clinton—if I could have the 
attention of the Senator— 


Mrs. BOXER. I know this issue, yes. 
Mr. LEAHY. Between the time when 


President Clinton was in office, but it 
did not take effect until President 
George W. Bush came in and it doubled 
the salary for President Bush but not 
President Clinton. How do you, by stat-
ute, change, even for a matter of days, 
a Presidential salary? Doesn’t it vio-
late article 2 of the Constitution? 


Mrs. BOXER. We did check this with 
legal counsel, and they told us that the 
legislation, as drafted, does not in-
crease or diminish the annual salary of 
the President. It withholds pay during 


a shutdown or failure to raise the debt 
ceiling. 


There are definitely standing ques-
tions, and we are told that only the 
President would be able to challenge 
this legislation in a court of law. 


Mr. LEAHY. But you are saying that 
even though it goes directly against 
the Constitution, which says his com-
pensation shall neither be increased 
nor diminished during the period for 
which he shall be elected, that unless 
he objected—well, by the same token, 
why couldn’t we raise the pay of a 
President unless he objected? 


Mrs. BOXER. Well, I will repeat what 
I said. This legislation— 


Mr. LEAHY. It seems to be a total 
violation of the Constitution. 


Mrs. BOXER. This legislation, as 
drafted, does not increase or decrease 
the salary. If you withhold it, and if 
the President felt that was a violation, 
he himself would have to challenge it. 


Mr. LEAHY. But we have some re-
sponsibility in this body to actually 
pass laws that are constitutional. It 
would, if there were a shutdown, and if 
upon a per-diem basis his salary was 
decreased, why isn’t that de facto a 
violation of the Constitution? 


Mrs. BOXER. Because we are not 
changing—diminishing—his salary. 


Mr. LEAHY. Of course you are. 
Mrs. BOXER. It is only in the case of 


an extraordinary event—a government 
shutdown. 


Mr. LEAHY. The Constitution 
doesn’t say anything about an extraor-
dinary event. 


Mrs. BOXER. The Senator may op-
pose it. 


Mr. LEAHY. That is not my question. 
Mrs. BOXER. I will repeat. We don’t 


diminish, we withhold it during a pe-
riod of a government shutdown or a 
failure to raise the debt ceiling. There 
is a reason we do it. It is very rare we 
have a government shutdown, but, in 
my view, and in the view of the cospon-
sors, this is a major function of our 
body and of the President—to avert a 
government shutdown. We don’t think 
it is fair to treat some people dif-
ferently than others. If other Federal 
employees are going to get their pay 
cut and your Social Security recipients 
don’t get their checks, we think the 
Congress and the President ought to 
have a bite taken out of their pay as 
well. 


Mr. LEAHY. I don’t disagree with 
anything the Senator is saying, but 
how do you get—it would be like reduc-
ing a judge’s salary. The Constitution 
specifically prohibits that. You say it 
is not reducing, but of course it is. If 
you say we are shut down 5 days, take 
whatever percentage 5 days of the 
President’s annual salary is, you with-
hold it—you are not going to give it 
back when the government comes back 
into service—you have decreased his 
salary. 


I am not suggesting not doing it for 
the Congress, but I don’t see how—I am 
not sure what kind of example we set if 
we pass a piece of legislation which on 


the face of it violates the Constitution. 
I am not talking about Members of 
Congress. As I said, the last time we 
had a shutdown I took whatever was 
my amount and added it to the thou-
sands and thousands of dollars I give 
every year to charity. I added it to 
that. But in this case, you go against 
article 2 by decreasing the President’s 
salary. 


Mrs. BOXER. No, we do not. 
Mr. LEAHY. Of course you do. 
Mrs. BOXER. We are not changing a 


penny of the President’s pay. What we 
are saying is, in the event of a govern-
ment shutdown, he will be treated the 
same way other Federal employees are 
treated and be treated in the same way 
we are treated. He can determine if he 
wants to challenge this in a court of 
law. 


We hope we don’t ever face this. So 
we are not in any way changing his sal-
ary. We hope never to have to use this. 


Mr. LEAHY. So is the Senator saying 
we set the right example by passing a 
bill which, on the face of it, violates 
the Constitution, but it is okay unless 
somebody challenges it? 


Mrs. BOXER. No, I am not. I will re-
iterate again what I said, which is this: 
We do not increase or decrease the 
President’s pay. 


Mr. LEAHY. You just cut it for those 
days. 


Mrs. BOXER. Can I finish? I let you 
talk. Now I think I have a turn. I don’t 
have a legal degree, my friend has. It is 
common sense. It seems to me it is a 
question of fairness. Those of us who 
are responsible for keeping this govern-
ment open— 


The ACTING PRESIDENT pro tem-
pore. The Senator’s time has expired. 


Mrs. BOXER. Then I will finish this 
thought. 


We are responsible to keep this gov-
ernment open. If we fail to do that, we 
ought to be punished. 


I am going to make a unanimous con-
sent request at this time, and I under-
stand there is an objection. 


I suggest the absence of a quorum. 
The ACTING PRESIDENT pro tem-


pore. The clerk will call the roll. 
Mrs. BOXER. Madam President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mrs. BOXER. Madam President, I 
have just been told a Republican col-
league objects to this. I don’t under-
stand why. I don’t think it is a con-
stitutional objection. I don’t know the 
reason. 


The ACTING PRESIDENT pro tem-
pore. The Senator is out of time. 


Mrs. BOXER. Madam President, I ask 
unanimous consent to make my re-
quest. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Louisiana. 


Mr. VITTER. On behalf of Senator 
COBURN, I object. 


The ACTING PRESIDENT pro tem-
pore. Objection is heard. 
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Mrs. BOXER. Madam President, I 


suggest the absence of a quorum. 
The ACTING PRESIDENT pro tem-


pore. The Senator does not have 
enough time under her control to sug-
gest the absence of a quorum. 


The Senator from Louisiana. 
Mr. VITTER. Madam President, I rise 


in strong support of the Toomey-Vitter 
amendment, which we will vote on in 
the series of two votes starting at 5 
p.m. The idea behind the Toomey- 
Vitter amendment is very simple. It 
says if we ever reach the debt ceiling, 
the government, as a top first priority, 
will use revenue to pay two things: 
first, proper interest payments on our 
U.S. Government debt; and secondly, 
Social Security checks to seniors. 


The motivation behind this amend-
ment is simple. First, those two things 
should be legitimately a top priority. 
No one should want the U.S. Govern-
ment to default on its debt and no one 
should want the immediate stoppage, 
or the stoppage at any time, of Social 
Security checks to seniors. So first, it 
is legitimate to rank those two func-
tions as an absolute top priority. 


The second motivation behind this 
amendment is to take some of these 
scare tactics and hysteria out of this 
debate. Too many people, in my opin-
ion, have been saying if we ever reach 
the debt ceiling, the next day all Social 
Security checks will stop and all pay-
ments will stop on U.S. Treasury 
bills—on government debt. That is not 
true. There is no reason it has to be 
true. This amendment, when passed 
into law, will ensure it is not true. It 
will ensure we look at this situation 
with focus and calmness and not 
hysteria and scare tactics. 


The goal, I am certain—and I know it 
is for Senator TOOMEY, my distin-
guished colleague from Pennsylvania— 
is not that we not default on our debt 
and not that we reach the debt ceiling, 
but it is that we take strong, respon-
sible action well ahead of any threat-
ened event to put us on a fiscally sus-
tainable path. 


Just this morning, both Senator 
TOOMEY and I were in a hearing of the 
Senate Banking Committee and the 
witness—the only witness—was Ben 
Bernanke, Chairman of the Board of 
Governors of the Federal Reserve. He 
said very clearly several things di-
rectly pertinent to this discussion. 
First, he said we are on a fiscally 
unsustainable path. Our budget situa-
tion is absolutely unsustainable. Sec-
ond, he said that is the biggest long- 
term threat to our economy—the big-
gest threat. Third, he said that al-
though it is a long-term problem, it 
could create a short-term crisis. It 
could create a crisis that could hit im-
mediately, at any time. So we need to 
act and we need to act strongly. 


Madam President, I yield time to the 
distinguished Senator from Pennsyl-
vania. 


The ACTING PRESIDENT pro tem-
pore. The Senator from California. 


Mrs. BOXER. Madam President, I 
want say I object to the Vitter-Toomey 


bill. I am not going to pay China before 
I pay people. 


The ACTING PRESIDENT pro tem-
pore. The Senator has no time. The 
Senator’s time has expired. 


Mrs. BOXER. I ask unanimous con-
sent that the Homeland Security and 
Governmental Affairs Committee be 
discharged from— 


The ACTING PRESIDENT pro tem-
pore. The Senator’s time has expired. 


Mrs. BOXER. I ask unanimous con-
sent to speak to make a unanimous 
consent request. 


Mr. VITTER. Madam President, I 
think I control the floor and I yield to 
the Senator from Pennsylvania. 


The ACTING PRESIDENT pro tem-
pore. Is there objection to the Sen-
ator’s request for unanimous consent 
to make a unanimous consent request? 


Mr. VITTER. I object. 
The ACTING PRESIDENT pro tem-


pore. Objection is heard. 
Mrs. BOXER. I want an answer, 


please, to my question: Can people ob-
ject to a unanimous consent request 
without saying who they are, No. 1? 
And No. 2, what is the parliamentary 
procedure here? 


The ACTING PRESIDENT pro tem-
pore. The Senator from Louisiana ob-
jected to the unanimous consent re-
quest on behalf of the Senator from 
Oklahoma, Senator COBURN. The Sen-
ator from Louisiana objected to the ex-
tension of the unanimous consent re-
quest for additional time on his own 
behalf. 


Mrs. BOXER. So it is the Senator 
from Oklahoma, Senator COBURN, who 
objects to the bill we have that would 
say we don’t get paid in the case of a 
shutdown; is that correct? Senator 
COBURN is objecting to that? 


The ACTING PRESIDENT pro tem-
pore. That is the Chair’s under-
standing. 


All time remaining is under control 
of the minority. 


Mrs. BOXER. Thank you. 
The ACTING PRESIDENT pro tem-


pore. The Senator from Pennsylvania. 
Mr. TOOMEY. Madam President, I 


wish to thank Senator VITTER for 
yielding his time and for his help on 
this effort. I want to be very clear. 
First, I am not aware of anybody in 
this body or anybody I know who wants 
to see a government shutdown. I am 
not aware of anybody who wants to see 
the disruption that would result from 
failing to raise the debt ceiling at the 
appropriate time. But I also feel 
strongly it is critical we take this op-
portunity to begin to address the struc-
tural problems we have. 


The fact is we have a burden of debt 
right now that is costing us jobs in this 
country today. The uncertainty it cre-
ates, the cost of financing this, the 
question of whether and for how long 
we can roll this over, the extent to 
which inflation becomes a problem, all 
of these risk factors are already weigh-
ing on our economy and our ability to 
create jobs now. For the future, it is an 
even bigger risk. 


Senator VITTER and I have taken this 
step so we can have an honest discus-
sion about how we are going to bring 
this spending under control and the 
process reforms we are going to make 
so we can hopefully get off this 
unsustainable path and get on a sus-
tainable trajectory for the economic 
growth we need. That is ultimately 
what this measure is all about. It sim-
ply says that in the event we reach the 
debt limit without having raised it 
first—and let’s face it, we have been 
there before. This has happened in the 
past. In the last 20 years, it has hap-
pened on several occasions. So it is en-
tirely possible that, despite the best ef-
forts of those of us who want to avoid 
it, it could happen again. 


If it were to happen again, we want 
to make sure that we have no default 
on our debt, that interest is paid, and 
that Social Security checks go to the 
recipients as they should. There will be 
plenty of resources from ongoing tax 
revenue to make sure that happens, 
and anything less would be very irre-
sponsible. 


I urge my colleagues to vote in favor 
of this amendment. 


DAMAGES LANGUAGE 
Mrs. FEINSTEIN. Madam President, 


I commend the chairman of the Judici-
ary Committee for his hard work in 
putting together this managers’ 
amendment and building consensus for 
this bill. Part of the managers’ amend-
ment strikes most of section 4 of the 
bill, relating to damages. As the chair-
man knows, I worked very hard on the 
‘‘gatekeeper’’ damages language in this 
section of the bill. That language rep-
resented a compromise between high- 
technology companies, many located in 
my State of California, which believed 
that the law relating to patent dam-
ages needed reform, and other inter-
ests, including universities, biotech, 
pharmaceutical companies, and small 
inventors, who were greatly concerned 
that the preferred solution of the high- 
technology companies, namely appor-
tionment of damages, would be de-
structive to the value of patents. How-
ever, since then, the courts have fur-
ther developed the law relating to dam-
ages, so I understand that the chair-
man proposes to now strike the gate-
keeper damages language from the bill. 


Mr. LEAHY. Yes, the Senator is cor-
rect. I thank her for her hard work in 
putting together the gatekeeper dam-
ages language with Senator Specter 
and myself in committee last Congress. 
It was instrumental in helping to move 
this bill forward. However, as the Sen-
ator from California recognizes, the 
courts have advanced the law regarding 
damages since then. For example, in 
Uniloc USA, Inc. v. Microsoft Corp., de-
cided just this year, the Federal Cir-
cuit held that expert testimony regard-
ing a ‘‘rule of thumb’’ for allocating 
profits between a patent user and a 
patent owner did not meet the Daubert 
test for expert testimony, and was in-
admissible. And in Lucent Tech-
nologies Corp. v. Gateway, Inc., the 
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Federal Circuit found that no rational 
jury could have concluded a ‘‘tiny fea-
ture of one part of a much larger soft-
ware program with numerous features 
. . . appear[ing] to account for the 
overwhelming majority of consumer 
demand’’ was worth an 8% royalty.’’ 
This represented a new, greater level of 
review for jury damages assessment. In 
light of cases like these, it no longer 
appears necessary for this bill to con-
tain language regarding the assessment 
of damages. 


Mrs. FEINSTEIN. Yes, many busi-
nesses in my State agree. I also believe 
that if the bill remains silent on dam-
ages, as the managers’ amendment 
would do, that no harm will be done to 
the value of patents, which is so impor-
tant for encouraging innovation. Is it 
the chairman’s intention, in future dis-
cussions with the House of Representa-
tives, to continue to have the bill re-
main silent on damages? 


Mr. LEAHY. Yes, it is. The courts 
have been making good progress in de-
veloping the law in this area, and I do 
not believe patent reform legislation 
should interfere with this progress. 
Should the House propose or pass some 
language on damages, I will certainly 
consult with the Senator from Cali-
fornia to obtain her views on that lan-
guage. 


Mrs. FEINSTEIN. I thank the chair-
man, very much, for his consideration. 


The PRESIDING OFFICER (Mr. 
CASEY). All time has expired. 


Mr. LEAHY. Mr. President, I ask for 
the yeas and nays on the Leahy-Grass-
ley-Kyl, et al., managers’ amendment. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There is a sufficient second. 
The question is on agreeing to the 


amendment. 
The clerk will call the roll. 
The legislative clerk called the roll. 
Mr. DURBIN. I announce that the 


Senator from Hawaii (Mr. AKAKA) is 
necessarily absent. 


The PRESIDING OFFICER. Are there 
any other Senators in the Chamber de-
siring to vote? 


The result was announced—yeas 97, 
nays 2, as follows: 


[Rollcall Vote No. 27 Leg.] 


YEAS—97 


Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cantwell 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Conrad 


Coons 
Corker 
Cornyn 
Crapo 
DeMint 
Durbin 
Ensign 
Enzi 
Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Johnson (WI) 


Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 
Merkley 
Moran 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Paul 


Portman 
Pryor 
Reed 
Reid 
Risch 
Roberts 
Rockefeller 
Rubio 
Sanders 


Schumer 
Sessions 
Shaheen 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 


Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NAYS—2 


Mikulski Shelby 


NOT VOTING—1 


Akaka 


The amendment (No. 121) was agreed 
to. 


Mr. LEAHY. Mr. President, I move to 
reconsider the vote. 


Mr. BAUCUS. I move to lay that mo-
tion on the table. 


The motion to lay upon the table was 
agreed to. 


The PRESIDING OFFICER. The Sen-
ator from Montana. 


Mr. BAUCUS. Mr. President, I ask 
unanimous consent for 1 minute equal-
ly divided for each side to explain this 
next amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. BAUCUS. Mr. President, the next 
amendment is Vitter amendment No. 
112, which potentially says the United 
States must pay its interest debt and 
Social Security benefits before it 
makes any other government obliga-
tions. I think that is a bad idea. That 
would bring economic chaos to our 
country. If we default, we default. 


Just because the bondholders in 
China would get priority over our 
troops overseas or get priority over tax 
refunds does not mean we are not in de-
fault. Besides, it is bad policy anyway. 
This amendment would bring chaos. If 
we were ever to get to the point of 
being unable to raise our debt, it would 
bring chaos to pay the Chinese bond-
holders first before we pay anybody 
else. That is the wrong thing to do. 


I do not think we want to get into a 
situation where we are going to tell the 
American people they are second to 
foreign investors. I strongly urge that 
this amendment be defeated. At the ap-
propriate time I will move to table the 
amendment. 


The PRESIDING OFFICER. The Sen-
ator from Pennsylvania. 


Mr. TOOMEY. Mr. President, if I can 
take the minute to rebut my colleague, 
first of all, it is true it would be very 
disruptive and there would be some 
chaos if we had a shutdown or if we 
eventually failed to raise the debt 
limit. This amendment, of course, does 
not cause that. This amendment, in 
fact, is designed precisely to prevent 
the kind of chaos that might otherwise 
ensue by simply ensuring that under no 
circumstances whatsoever would the 
United States Government default on 
its debt. 


I think we all agree that the last 
thing we should ever tolerate would be 
a situation in which the United States 
Government would default on our debt. 
The chaos that would result from that 
would be devastating. So this is an 
amendment that says, in the event the 


debt limit is not raised when we reach 
it—and, by the way, we have been there 
before, so it is not inconceivable—that 
we would make sure we, under no cir-
cumstances, would default on the debt. 


Because Senator VITTER offered a 
modification to this amendment, es-
sentially the merger of these amend-
ments ensures that Social Security 
payments would also go out. By the 
way, there is more than sufficient rev-
enue from ongoing taxes to ensure that 
could be done. So in the interests of 
avoiding the chaos of an actual default, 
I think this absolutely should occur. 


By the way, I think it is also impor-
tant to note that a majority of all of 
the debt issued by this government is 
held by Americans. They are held by 
senior citizens who live in Allentown, 
PA, and who have saved their whole 
life and invested that savings in U.S. 
Treasury securities. 


I think it is very important that we 
send the message to them that even if 
we are not able to get our work done 
and raise the debt limit, as I hope we 
will at the appropriate time, we cer-
tainly would not default on the debt 
they hold. 


I yield the floor. 
VOTE ON AMENDMENT NO. 112 


Mr. BAUCUS. Mr. President, I move 
to table the Vitter-Toomey amendment 
No. 112, as modified, and ask for the 
yeas and nays on my motion to table. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There appears to be a sufficient sec-
ond. 


The question is on agreeing to the 
motion. 


The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
Mr. DURBIN. I announce that the 


Senator from Hawaii (Mr. AKAKA) is 
necessarily absent. 


The PRESIDING OFFICER. Are there 
any other senators in the Chamber de-
siring to vote? 


The result was announced—yeas 52, 
nays 47, as follows: 


[Rollcall Vote No. 28 Leg.] 


YEAS—52 


Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Boxer 
Brown (OH) 
Cantwell 
Cardin 
Carper 
Casey 
Conrad 
Coons 
Durbin 
Feinstein 
Franken 
Gillibrand 
Hagan 


Harkin 
Inouye 
Johnson (SD) 
Kerry 
Klobuchar 
Kohl 
Landrieu 
Lautenberg 
Leahy 
Levin 
Lieberman 
Manchin 
McCaskill 
Menendez 
Merkley 
Mikulski 
Murray 
Nelson (NE) 


Nelson (FL) 
Pryor 
Reed 
Reid 
Rockefeller 
Sanders 
Schumer 
Shaheen 
Stabenow 
Tester 
Udall (CO) 
Udall (NM) 
Warner 
Webb 
Whitehouse 
Wyden 


NAYS—47 


Alexander 
Ayotte 
Barrasso 
Blunt 
Boozman 


Brown (MA) 
Burr 
Chambliss 
Coats 
Coburn 


Cochran 
Collins 
Corker 
Cornyn 
Crapo 
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DeMint 
Ensign 
Enzi 
Graham 
Grassley 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Isakson 
Johanns 


Johnson (WI) 
Kirk 
Kyl 
Lee 
Lugar 
McCain 
McConnell 
Moran 
Murkowski 
Paul 
Portman 


Risch 
Roberts 
Rubio 
Sessions 
Shelby 
Snowe 
Thune 
Toomey 
Vitter 
Wicker 


NOT VOTING—1 


Akaka 


The motion was agreed to. 
Mr. LEAHY. I want to thank all Sen-


ators for supporting adoption of the 
Leahy-Grassley-Kyl managers’ amend-
ment. This consensus amendment is a 
compromise that resolves a number of 
the key outstanding issues in the bill, 
including fee diversion, business meth-
od patents, damages and venue. I want 
to take a moment to discuss the impor-
tance of these provisions. 


First, the provisions in this man-
agers’ amendment that end fee diver-
sion from the PTO are supported by all 
corners of the patent community. 
Today, users fund 100 percent of the 
PTO’s operations. The PTO does not 
take a dime of taxpayer money. For all 
of the improvements that this legisla-
tion makes to our patent system, the 
Patent Office will always be hindered if 
it cannot retain the funds it generates 
to more adequately plan for its future. 
Today, as we ask our Patent Office to 
unleash the best in innovation from 
our businesses, our Patent Office does 
not have the funding to do the same for 
itself. Ending fee diversion will better 
equip the patent office with the re-
sources to tackle the complexities of 
the 21st century. 


Second, the managers’ amendment 
creates a temporary proceeding at the 
Patent Office to reexamine certain 
business method patents. I appreciate 
the work that Senator SCHUMER has 
done on this issue, and the provisions 
included in the managers’ amendment 
represents a middle-ground that 
bridges a divide on this issue between 
the financial and tech communities 
that reside in all of our States. 


Third, the managers’ amendment 
strikes provisions on damages and 
venue. Removing these provisions ad-
dresses recent concerns voiced by cer-
tain Members of the House, and raised 
by the high-tech community. 


Finally, this managers’ amendment 
wraps in Senator BENNET’s previously 
offered amendment to provide a 50-per-
cent reduction in fees for small busi-
ness accelerated patent applications at 
the PTO, as well as some technical 
amendments. This break for small 
businesses, which drive innovation and 
create jobs, will better enable them to 
compete with the demands of the 21st 
century. 


As we return to the America Invents 
Act, I encourage any Senator who has 
a germane amendment to come and de-
bate it now. This is bipartisan legisla-
tion that our economy desperately 
needs. It will allow the PTO to func-
tion, and our inventors and innovators 
to flourish. If any other Senators have 


amendments, this is the time. We need 
to move on to other pressing matters 
as soon as we complete work on this 
bill. 


Mr. BENNET. Mr. President, I would 
like to speak briefly on my amendment 
to strike the damages and venue provi-
sions from this legislation. I thank the 
chairman and committee for working 
with my office on this important 
amendment and incorporating it into 
the managers’ amendment. 


I know the committee has been work-
ing tirelessly to address concerns with 
this bill, and I applaud their efforts for 
trying to build consensus. 


As I discussed yesterday, I believe a 
well-functioning patent system is crit-
ical for our economic growth. The re-
forms in this legislation will promote 
innovation and create jobs. 


In my State alone, nearly 20,000 pat-
ent applications have been granted be-
tween the years 2000 and 2009. These ap-
plications have created the foundation 
for our clean energy economy and 
emerging tech and bio industries. 


Small inventors start new Colorado 
companies, and more established com-
panies are able to expand their oper-
ations in a very competitive, knowl-
edge-based economy. 


An efficient and high-quality U.S. 
Patent and Trademark Office is essen-
tial to maintaining American leader-
ship in innovation. The improvements 
to the patent system in this bill will 
help us grow new industries and will 
help cure the backlog and delay that 
has stunted the ability of inventors to 
patent their ideas. 


Right now, the average pendency pe-
riod for a patent application is 36 
months. That is unacceptable if we are 
to compete with the rest of the world. 
This doesn’t even account for those 
patents that have been tied up in years 
of litigation after they are granted. 


This is why we need to ensure that 
patent owners have certainty. Consist-
ency, uniformity, and fairness are es-
sential to innovation. 


Prolonged litigation and legal uncer-
tainty only serve to stifle the incentive 
to innovate. We need clarity and effi-
cient review by the courts to make 
sure we don’t have a system where pat-
ents are tied up for years. Likewise, we 
also need to make sure there is a fair 
outcome where there is an infringe-
ment. Those whose rights are infringed 
have every right to take their case to 
court and receive the appropriate dam-
ages. 


This is why I introduced my amend-
ment on damages and venue. We need 
more certainty for patent owners, and 
I think portions of the bill may not do 
enough in this regard, in the face of 
litigation. In fact, the venue and dam-
ages portions of the bill may actually 
generate more uncertainty, not less. 


The Federal Circuit Court of Appeals 
has made significant progress on dam-
ages and venue issues. The courts are 
moving in the right direction, and I be-
lieve it is wiser to allow this process to 
run its course than to add a new layer 


of laws that could only serve to confuse 
patent litigants. So in my view, con-
gressional intervention on damages 
and venue is not needed at this time. 


I would like to close by again thank-
ing the chairman for his leadership and 
willingness to take into account the 
views of others on these important 
issues. 


The PRESIDING OFFICER. The Sen-
ator from California is recognized. 


f 


PROHIBITING MEMBERS OF CON-
GRESS AND THE PRESIDENT 
FROM RECEIVING PAY DURING 
GOVERNMENT SHUTDOWNS 


Mrs. BOXER. Mr. President, I ask 
unanimous consent that the Homeland 
Security and Governmental Affairs 
Committee be discharged from further 
consideration of S. 388 and the Senate 
proceed to its immediate consider-
ation. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The assistant legislative clerk read 


as follows: 
A bill (S. 388) to prohibit Members of Con-


gress and the President from receiving pay 
during Government shutdowns. 


There being no objection, the Senate 
proceeded to consider the bill. 


Mrs. BOXER. Mr. President, I ask 
unanimous consent that the bill be 
read the third time and passed; that 
the motion to reconsider be laid upon 
the table, with no intervening action 
or debate; and that any statements re-
lating to the matter be printed in the 
RECORD. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The bill (S. 388) was ordered to be en-
grossed for a third reading, was read 
the third time, and passed, as follows: 


S. 388 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 
SECTION 1. PROHIBITION ON PAY DURING GOV-


ERNMENT SHUTDOWN. 
(a) IN GENERAL.—Members of Congress and 


the President shall not receive basic pay for 
any period in which— 


(1) there is more than a 24-hour lapse in ap-
propriations for any Federal agency or de-
partment as a result of a failure to enact a 
regular appropriations bill or continuing res-
olution; or 


(2) the Federal Government is unable to 
make payments or meet obligations because 
the public debt limit under section 3101 of 
title 31, United States Code, has been 
reached. 


(b) RETROACTIVE PAY PROHIBITED.—No pay 
forfeited in accordance with subsection (a) 
may be paid retroactively. 


Mrs. BOXER. Mr. President, in 1 
minute or less, I thank the occupant of 
the Chair very much for his strong co-
sponsorship of this bill, along with 
other colleagues. 


Basically, we are saying that if we 
fail to keep this government open, or 
to lift the debt ceiling, we Members of 
Congress should not receive our pay. It 
is pretty straightforward. 
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not so much to do more but for the 
first time in a long time to do less so 
they can finally do what it takes to get 
this economy moving again. 


I yield the floor. 


f 


RESERVATION OF LEADER TIME 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, leader-
ship time is reserved. 


f 


MORNING BUSINESS 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, the 
Senate will be in a period of morning 
business until 5 p.m., with Senators 
permitted to speak therein for up to 10 
minutes each. 


The Senator from Arizona. 
Mr. KYL. Mr. President, I ask unani-


mous consent to speak for as much 
time as I might consume. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


f 


AMERICA INVENTS ACT 


Mr. KYL. Mr. President, I rise today 
to urge my colleagues to support H.R. 
1249, the Leahy-Smith America Invents 
Act. Some other responsibilities may 
take me from the Senate floor during 
this coming week when we will be de-
bating the act and therefore I wanted 
to lay out my views at this time, 
strongly urging my colleagues to sup-
port the bill. 


Although the present bill originates 
in the House of Representatives, it is 
actually based on and is substantially 
identical to the bill that passed the 
Senate in March by a vote of 95 to 5. 
Also, before Chairman SMITH brought 
his bill to the House floor, he nego-
tiated final changes to the bill with the 
lead supporters of the measure in the 
Senate Judiciary Committee. The 
House and Senate have now been work-
ing on patent reform for 6 years. The 
present bill is a good bill. It reflects a 
genuine compromise between the 
House and the Senate. It is a bill that 
will provide substantial benefits to the 
U.S. economy in the coming years, so I 
hope that, as I said, the Senate will 
adopt this legislation and be able to 
pass it on directly to the President for 
his signature. 


The overarching purpose and effect of 
the present bill is to create a patent 
system that is clearer, fairer, more 
transparent, and more objective. It is a 
system that will ultimately reduce liti-
gation costs and reduce the need to 
hire patent lawyers. The bill will make 
it simpler and easier to obtain valid 
patents and to enforce those patents, 
and it will cure some very clear litiga-
tion abuses that have arisen under the 
current rules, abuses that have done 
serious harm to American businesses. 


By adopting the first-to-file system, 
for example, the bill creates a rule that 
is clear and easy to comply with and 


that avoids the need for expensive dis-
covery and litigation over what a pat-
ent’s priority date is. By adopting a 
simple definition of the term ‘‘prior 
art,’’ the bill will make it easier to as-
sess whether a patent is valid and 
cheaper for an inventor to enforce his 
patent. By recognizing a limited prior 
user right, the bill creates a powerful 
incentive for manufacturers to build 
factories and create jobs in this coun-
try. By allowing post-grant review of 
patents, especially low quality, busi-
ness method patents, the bill creates 
an inexpensive substitute for district 
court litigation and allows key issues 
to be addressed by experts in the field. 
By eliminating the recent surge of 
false-marking litigation, the bill effec-
tively repeals what amounts to a liti-
gation tax on American manufac-
turing. 


Let me take a few moments to de-
scribe how the provisions of this bill 
will provide concrete benefits to Amer-
ican inventors, both large and small, 
and to the American manufacturing 
economy. First, prior commercial use 
defense. 


A new provision of the present bill 
that was added by the House of Rep-
resentatives will provide important ad-
vantages to U.S. manufacturers. Sec-
tion 5 of the bill creates a new defense 
to patent infringement of prior com-
mercial use. This new defense will en-
sure that the first inventor of a new 
process, or of a product used in a man-
ufacturing process, can continue to use 
the invention in a commercial process 
even if a subsequent inventor later pat-
ents the idea. For many manufacturing 
processes the patent system presents a 
Catch-22. If the manufacturer patents 
the process, he effectively discloses it 
to the world. But patents for processes 
that are used in closed factories are 
difficult to police. It is all but impos-
sible to know if someone in a factory in 
China, for example, is infringing such a 
patent. As a result, unscrupulous for-
eign and domestic inventors will sim-
ply use the invention in secret without 
paying licensing fees. Patenting such 
manufacturing processes effectively 
amounts to giving away the invention 
to foreign manufacturers. 


On the other hand, if the U.S. manu-
facturer does not patent the process, a 
subsequent party may obtain a patent 
on it and the U.S. manufacturer will be 
forced to stop using a process that he 
was the first to invent and which he 
has been using for years. 


The prior commercial use defense 
provides relief to U.S. manufacturers 
from this Catch-22, allowing them to 
continue to use a manufacturing proc-
ess without having to give it away to 
competitors or running the risk that it 
will be patented out from under them. 
To establish a right to this defense, 
however, the America Invents Act re-
quires the manufacturer to use the 
process in the United States. As a re-
sult, the AIA creates a powerful incen-
tive for manufacturers to build their 
factories and plants in the United 


States. Currently, most foreign coun-
tries recognize some prior user rights 
that encourage manufacturers to build 
facilities in those countries. This bill 
corrects this imbalance and creates a 
strong incentive for businesses to cre-
ate manufacturing jobs in this country. 


Second, something called supple-
mental examination. A provision of 
this bill that will particularly benefit 
small and startup investors is section 
12, which authorizes supplemental ex-
amination of patents. It is one of the 
reasons the bill has such strong sup-
port in the small business community. 
Currently, even minor and inadvertent 
errors in the patent application process 
can lead to expensive and very unpre-
dictable and very inequitable conduct 
litigation. It is often the case that 
startup companies or university re-
searchers cannot afford to hire the 
very best patent lawyers. Their patents 
are prosecuted by an in-house attorney 
who does a good enough job but who is 
unfamiliar with all of the sharp corners 
and pitfalls of the inequitable conduct 
doctrine, such as the need to present 
cumulative studies and prior art. 
Later, when more legally sophisticated 
investors evaluate the patent for po-
tential investment or purchase, these 
minor flaws in prosecution can deter 
the investor from purchasing or fund-
ing the development of the invention. 
An investor would not risk spending 
hundreds of millions of dollars to de-
velop a product if a potential inequi-
table conduct attack may wipe out the 
whole investment. 


Parties on both sides of these ex-
changes report that investors routinely 
walk away from inventions because of 
their inability under current law to re-
solve uncertainties whether a flaw in 
prosecution was, in fact, inequitable 
conduct. These decisions not to invest 
in a new invention represent important 
new cures never tested and brought to 
market and other important inventions 
that are never developed. 


The America Invents Act provides a 
solution to this problem by authorizing 
supplemental examination of patents. 
This new proceeding will allow inven-
tors or patent purchasers to return to 
the Patent Office with additional ma-
terial and have the Patent Office re-
evaluate the patent in light of that ma-
terial. If the patent is invalid in light 
of the new material, the Patent Office 
will cancel the claims. But if the office 
finds that the patent is valid, the par-
ties will have a patent that they can be 
legally certain will be upheld and en-
forced. The authorization of supple-
mental examination will result in 
path-breaking inventions being devel-
oped and brought to market that oth-
erwise would have lingered on the shelf 
because of legal uncertainty over the 
patent. It will ensure that small and 
startup companies with important and 
valid patents will not be denied invest-
ment capital because of legal tech-
nicalities. 


Let me talk about what I think is un-
doubtedly the most important among 
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the bill’s changes to current law, and 
that is its transition to the first-to-file 
system. This long overdue reform will 
create a system for establishing a pat-
ent’s priority date that is official, sim-
ple, transparent, and fair. Priority 
dates not only establish priorities be-
tween competing patent applications 
for the same invention but are also 
used to measure a patent against po-
tentially invalidating prior art. 


Currently, establishing a priority 
date requires expensive litigation and 
discovery into what the inventor’s 
notebooks show and when they show it 
and whether the inventor diligently 
perfected his invention after he con-
ceived of it. 


Also, for businesses seeking legal cer-
tainty, our current system can be a 
nightmare. A company hoping to bring 
a new product to market in a par-
ticular field of technology has no way 
of knowing whether a competitor that 
belatedly sought the patent on its new 
product will succeed in securing a valid 
patent on the product. It all depends on 
the invention date the competitor will 
be able to prove relative to the com-
pany that the company developing the 
product can prove. 


Given that both the product devel-
oper and competitor can rely on their 
own secret documents that the other 
side will not see until litigation over 
the patent commences, neither of these 
two parties can gain a clear picture of 
whether a patent is valid without years 
of litigation and millions of dollars of 
discovery and other litigation costs. 
Under first to file, by contrast, inven-
tors will file informal and inexpensive 
provisional applications. These appli-
cations need only disclose what the in-
vention is and how to make it, infor-
mation the inventor already needs to 
have in his possession anyway in order 
to establish a priority date under the 
current system. Under first to file, 
once the inventor files this information 
with the Patent Office, he has a pri-
ority date that is both secure and pub-
lic. The application is a government 
document. There is no need to litigate 
over its priority date. We know that. 


Other industry participants will be 
able to easily determine the patent’s 
priority date, allowing them to meas-
ure the patent against prior art and de-
termine if it is valid. There will be no 
opportunity to fraudulently backdate 
the priority date. That date will de-
pend on a government document, not 
privately held files. 


Most U.S. businesses already effec-
tively operate under the first-to-file 
system. They file applications prompt-
ly because it is difficult and risky to 
rely on proof of invention dates to de-
feat a competing application that was 
filed earlier. Also, because the rest of 
the world uses first to file, U.S. inves-
tors need to secure first-to-file priority 
if they want their patents to be valid 
anywhere outside of this country. 


For many U.S. businesses the Amer-
ica Invents Act does not change the 
system under which they operate. 
Rather, it simply allows American 
businesses to comply with just one set 


of rules rather than being forced to op-
erate under two different systems. 


Another one of the bill’s clear im-
provements over current law is its 
streamlined definition of the term 
‘‘prior art.’’ Public uses and sales of an 
invention will remain prior art, but 
only if they make the invention avail-
able to the public. An inventor’s con-
fidential sale of his invention, his dem-
onstration of its use to a private group, 
or a third party’s unrestricted but pri-
vate use of the invention will no longer 
constitute private art. Only the sale or 
offer for sale of the invention to the 
relevant public or its use in a way that 
makes it publicly accessible will con-
stitute prior art. 


The main benefit of the AIA public 
availability standard of prior art is 
that it is relatively inexpensive to es-
tablish the existence of events that 
make an invention available to the 
public. Under current law, depositions 
and litigation discovery are required in 
order to identify all of the inventor’s 
private dealings with third parties and 
determine whether those dealings con-
stitute a secret offer for sale or third 
party use that invalidates the patent 
under the current law’s forfeiture doc-
trines. The need for such discovery is 
eliminated once the definition of 
‘‘prior art’’ is limited to those activi-
ties that make the intention accessible 
to the public. This will greatly reduce 
the time and cost of patent litigation 
and allow the courts and the PTO to 
operate much more efficiently. 


Both of these last two changes—the 
first to file and the new definition of 
‘‘prior art’’—will also protect Amer-
ican inventors against theft of their in-
vention both at home and abroad. 
Under current law, if an American in-
ventor sells or otherwise discloses his 
invention, there is a risk that an un-
scrupulous third party will steal the 
idea and file a U.S. patent for it. If the 
thief claims he himself made the inven-
tion before the U.S. inventor, then the 
U.S. inventor will need to prove the in-
vention was stolen from him. Current 
law even allows activities that occur in 
a foreign country to establish a pri-
ority date for a U.S. patent. Thus, if a 
U.S. inventor who has been a victim of 
theft is unable to prove that activities 
alleged to have occurred in China or 
India, say, never actually took place, 
he not only loses his patent but the 
foreign thief can obtain a U.S. patent 
and block the U.S. inventor from prac-
ticing his own invention. 


Finally, under current law, even if 
the U.S. inventor files a patent applica-
tion right away, his rights still are not 
secure. Under current law, an early fil-
ing date can be defeated by another ap-
plicant’s claim that he conceived of the 
invention earlier. Thus a foreign thief 
can claim he came up with the idea in 
his overseas laboratory, and the U.S. 
inventor would bear the burden of 
proving that a fraud had been per-
petrated in a foreign country. 


Under the America Invents Act, by 
contrast it will be much harder for 
thieves, both foreign and domestic, to 
steal a U.S. inventor’s invention. 


Under this bill, if a U.S. inventor pub-
licly discloses his invention, no third 
party’s application filed after that date 
can be valid because the filing date is 
what will determine priority, not a 
purported date of conception. Nor can a 
third party easily contrive fake prior 
art to defeat the patent. Under the 
AIA, only those actions that made the 
invention publicly available will con-
stitute prior art, and these are much 
harder to fake than are claims of hav-
ing secretly made the invention in a 
private laboratory, again, say, in 
China. Under new section 102(b)(1)(B), 
once the U.S. inventor discloses his in-
vention, no subsequent prior art can 
defeat the invention. The U.S. inventor 
does not need to prove that the third 
party disclosures following his own dis-
closures are derived from him. He can 
thus take full advantage of the grace 
period and disclose his invention in 
academic papers and at trade shows 
without worrying that such disclosures 
will lead to theft or fraudulent invali-
dation of his patent. 


Similarly, under the America Invents 
Act, once the U.S. inventor files even a 
provisional application, his rights will 
be secured. Under this bill, no one can 
file a later application but claim an 
earlier priority date because the pri-
ority date is set by the filing date. The 
provisional application also con-
stitutes section 103 prior art as of its 
filing date. As a result, a third party’s 
patent for a trivial or obvious vari-
ation of the patent will be invalid and 
will not crowd out the original inven-
tor’s patent rights. 


Finally, validating prior art will de-
pend on publicly accessible informa-
tion, not private activities that take 
place, for example, in a foreign land. As 
a result, it will be impossible for a 
third party who derived the invention 
from a U.S. inventor’s public disclosure 
or patent application to steal the in-
vention or sabotage the U.S. inventor’s 
patent. The only way to obtain priority 
or invalidate the invention would be to 
file or publicly disclose the invention 
before the U.S. inventor has done so— 
something that will obviously be im-
possible for the deriver to do. 


Finally, I would like to talk about 
false marking for a moment. I would 
like to describe the bill’s important re-
forms to the false marking statute. 
The America Invents Act reins in 
abuses that are reflected in a recent 
surge in false marking litigation. It al-
lows such suits to be brought only by 
those parties who have actually suf-
fered a competitive injury as a result 
of false marking. 


Currently, such suits are often 
brought by parties asserting no actual 
competitive injury from the marking— 
or who do not even patent or manufac-
ture anything in a relevant industry. 
Many cases have been brought by pat-
ent lawyers themselves claiming the 
right to enforce a fine of $500 for every 
marked product. One manufacturer of 
plastic cups who stamped his patent 
number on his cups was recently sued 
by a lawyer for $500 for each disposable 
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cup that was sold, for a gargantuan 
total of $9 trillion. 


In reality, the bulk of these suits set-
tle for their nuisance value, the costs 
of continuing to litigate. They rep-
resent a tax that patent lawyers are 
imposing on domestic manufacturing— 
a shift in wealth to lawyers that comes 
at the expense of manufacturing jobs. 
Well, this bill prevents such abuses by 
repealing the statute’s qui tam action 
while still allowing parties who have 
separate actual injury from false 
marking to sue and allowing the 
United States to enforce a $500-per- 
product fine where appropriate. Qui 
tam statues are a relic of the 19th cen-
tury and generally produce far more 
litigation than is in the public interest. 
Almost all of these statutes have been 
repealed. 


The America Invents Act continues 
this trend. By repealing the false 
marking qui tam statute, the AIA will 
allow American companies to spend 
money hiring new workers rather than 
fighting off frivolous false marking 
suits. 


In conclusion, the America Invents 
Act will provide important benefits to 
U.S. inventors of all sizes, to startup 
companies, to domestic manufacturing, 
and to the U.S. economy generally. I 
look forward to its passage by the Sen-
ate and its enactment into law. 


As the majority leader stated in his 
remarks in leader time, I hope those 
who may have amendments will imme-
diately file those amendments so the 
Senate can take them up in good order, 
have plenty of time to debate them, 
and dispose of them in the appropriate 
way. It would be my hope the Senate 
will end up passing the bill adopted by 
the House of Representatives so our ac-
tion can result in sending the bill di-
rectly to the President for his signa-
ture. That is an accomplishment that 
could be achieved with cooperation be-
tween the House and the Senate, be-
tween Democrats and Republicans, be-
tween the legislative and executive 
branches, and I think it would cer-
tainly begin to mark the time when 
the American people could see their 
legislative representatives begin to 
work together on their behalf. 


Mr. President, I note the absence of a 
quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. REID. Mr. President, I ask unan-
imous consent that the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
FRANKEN). Without objection, it is so 
ordered. 


f 


CARSON CITY SHOOTING 


Mr. REID. Mr. President, I was sad-
dened to hear just a few minutes ago of 
a senseless act of violence committed 
in our capital, Carson City, NV. It hap-
pened at a restaurant. There are few 
details of what happened and what led 


to this tragedy that occurred just a few 
minutes ago, but according to early re-
ports three people are now dead and six 
others have been wounded by a single 
gunman. 


So I extend my deepest sympathies 
to all of those who have been affected. 
The victims and their families are in 
my thoughts and will be every day, and 
certainly they have been during the 
last several minutes. I am disturbed to 
hear that two of the victims were serv-
ing this Nation proudly as part of the 
Nevada National Guard. 


I commend the brave first responders 
who rushed to the scene for their pro-
fessionalism. 


Carson City is a wonderful place. I 
have spent time there through three 
legislative sessions. There are the 
beautiful Sierra, NV, mountains. It is a 
peaceful, quiet place; and to have 
something such as this happen is very 
difficult to accept. 


I note the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The bill clerk proceeded to call the 


roll. 
Mr. SANDERS. Madam President, I 


ask unanimous consent that the order 
for the quorum call be rescinded. 


The PRESIDING OFFICER (Mrs. 
SHAHEEN). Without objection, it is so 
ordered. 


f 


HURRICANE IRENE 


Mr. SANDERS. Madam President, as 
I suspect you know, Vermont has been 
hit very hard by Hurricane Irene. The 
storm caused widespread flooding, re-
sulting in a number of deaths, the loss 
of many homes and businesses, and 
hundreds of millions of dollars in dam-
age to property and infrastructure. 


I have visited many of the most hard- 
hit towns in the past week, including 
Ludlow, Wilmington, Brattleboro, Ber-
lin, Moretown, and Waterbury. I was 
shocked and moved by the extent of 
the damage I saw. Many towns still 
have very limited access because the 
roads and bridges that link them to the 
world have been destroyed. This dis-
aster will go down in history as one of 
the very worst natural disasters in the 
history of the State of Vermont. 


Let me take this opportunity to per-
sonally thank the emergency rescue 
teams and all those aiding the victims 
of the floods for their outstanding 
work. Local crews, along with the 
Vermont National Guard, and Guard 
units from other States, such as New 
Hampshire, Maine, and Illinois, have 
airline-lifted food, water, blankets, and 
medicine to the worst hit towns. Po-
lice, fire, and local officials have also 
done an extraordinary job. 


We still don’t know the cost of this 
disaster—it probably will not be tab-
ulated for a while—but let me share a 
few figures in terms of what we have 
experienced. Just days after the dec-
laration of a major disaster by the 
President, more than 2,000 Vermonters 
had already registered with FEMA— 


2,000. To date, there have been more 
than 700 homes confirmed as severely 
damaged or destroyed. 


I had the opportunity to go to some 
trailer parks in Berlin, in central 
Vermont, and I was down in the south-
ern part of the State in Brattleboro 
and it is an incredibly sad sight to see. 
Mobile homes, where senior citizens 
were living, have been destroyed. They 
are now forced to relocate. It was a 
very tragic circumstance. 


Further, the storm has knocked out 
135 segments of the State highway sys-
tem, as well as 35 State bridges, com-
pletely isolating 13 communities for 
several days. An unknown number of 
farms and businesses have been de-
stroyed. 


I was down in Wilmington, a beau-
tiful town in the southern part of the 
State on Route 9. Virtually their entire 
downtown business community has 
been severely damaged, and that is 
clearly undermining the fabric not 
only of the economy of that town but 
of towns throughout the State. 


Our Amtrak and freight rail services 
were completely suspended as tracks 
literally washed into rivers. So we had 
tracks underwater. The State’s largest 
office complex is located in Waterbury, 
VT, a few miles from our capital, 
Montpelier, and I visited that facility. 
It had been completely flooded. There 
are 1,700 people who work there. For a 
small State, that is a lot of people— 
1,700 people—who work in our major of-
fice complex in Waterbury. That has 
now been shut down for an indefinite 
period of time. That impacts, obvi-
ously, the State’s ability to provide 
services to the people of Vermont. 


At least 65 public schools were im-
pacted and could not open on time. 
School is just beginning, with 65 public 
schools not able to open on time. This 
is just a short list of some of the devas-
tation that is going on in the State. 


I also want to call to the attention of 
the Senate another extraordinary trag-
edy in our State, and that is the death 
of a gentleman named Michael 
Garafano. Mr. Garafano was an em-
ployee of the city of Rutland, and Rut-
land was very hard hit by this disaster. 
He and his son went up to a local dam 
to inspect the condition of the dam. 
They were hit by a flash flood and both 
of them lost their lives. So here we 
have an extraordinary public servant, 
trying to protect the well-being of the 
people of Rutland, and he gave his life 
in that effort. Mr. Garafano’s effort 
will never be forgotten. 


As we go forward—not just for 
Vermont but for New Jersey, for North 
Carolina, and we know upstate New 
York was also hard hit—I have every 
confidence the Senate and the House 
will do for Hurricane Irene as we have 
done for other natural disasters that 
have impacted different parts of our 
country, and I look forward to working 
with my colleagues to make sure, as 
Americans, we rebuild the commu-
nities in Vermont and in other sections 
of the country that were devastated by 
this terrible flood. 
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CONGRESSIONAL RECORD — SENATES1052 March 1, 2011 
I thank Senator COBURN. He had ob-


jected earlier. He backed off of his ob-
jection. He will make his own case for 
the RECORD. 


He is making the case that Federal 
employees, such as nurses, or Super-
fund cleanup workers, or Border Patrol 
agents never get 1 penny of reimburse-
ment or back pay. I think that is, in 
essence, unfair, if we have a govern-
ment shutdown, to put it on the backs 
of the middle-class people who don’t 
want to stay home; they want to work. 
I am glad he is allowing this to move 
forward. 


We certainly will now ask our friends 
on the other side of the Capitol and 
Speaker BOEHNER to take this bill up 
post haste and get it going. Let’s avoid 
a shutdown but make it clear that if 
there is one, we are going to take our 
lumps just like other Federal workers. 
I hope this will help avert a shutdown. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from New Jersey. 


f 


PATENT REFORM ACT OF 2011— 
Continued 


AMENDMENT NO. 124 


Mr. MENENDEZ. Mr. President, I ask 
unanimous consent to set aside the 
pending business and I call up amend-
ment No. 124, which is at the desk. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The legislative clerk read as follows: 
The Senator from New Jersey [Mr. MENEN-


DEZ] proposes an amendment numbered 124. 


Mr. MENENDEZ. Mr. President, I ask 
unanimous consent that reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To provide for prioritized examina-


tion for technologies important to Amer-
ican competitiveness) 


On page 104, strike line 23, and insert the 
following: 
SEC. 18. PRIORITY EXAMINATION FOR TECH-


NOLOGIES IMPORTANT TO AMER-
ICAN COMPETITIVENESS. 


Section 2(b)(2) of title 35, United States 
Code, is amended— 


(1) in subparagraph (E), by striking ‘‘; and’’ 
and inserting a semicolon; 


(2) in subparagraph (F), by striking the 
semicolon and inserting ‘‘; and’’; and 


(3) by adding at the end the following: 
‘‘(G) may, subject to any conditions pre-


scribed by the Director and at the request of 
the patent applicant, provide for 
prioritization of examination of applications 
for products, processes, or technologies that 
are important to the national economy or 
national competitiveness, such as green 
technologies designed to foster renewable en-
ergy, clean energy, biofuels or bio-based 
products, agricultural sustainability, envi-
ronmental quality, energy conservation, or 
energy efficiency, without recovering the ag-
gregate extra cost of providing such 
prioritization, notwithstanding section 41 or 
any other provision of law;’’. 
SEC. 19. EFFECTIVE DATE. 


Mr. MENENDEZ. Mr. President, the 
goal of the patent reform legislation is 


to incentivize investment in the Amer-
ican economy, to create jobs, and allow 
this great country to continue to win 
in the global marketplace. 


The amendment I am offering here 
today would do just that. It would 
incentivize innovation and investment 
by prioritizing patents that are vital to 
the American economy and American 
competitiveness. It will enable us, in 
essence, to incentivize that innovation 
by creating that prioritizing. 


My amendment would allow the Pat-
ent Office to prioritize patent applica-
tions that are vital to our national in-
terests. 


Specifically, the amendment says the 
Patent Office Director may prioritize 
the examination of applications for 
technologies that are important to the 
national economy or national competi-
tiveness, such as green technologies de-
signed to foster renewable energy, 
clean energy, biofuels, agricultural 
sustainability, environmental quality, 
conservation, or energy efficiency. 


Currently, the Patent Office runs a 
green technology pilot program. An ap-
plication for green technologies may be 
fast-tracked, leading to an expedited 
decision. This fast-track process is re-
served for a small number of applica-
tions that are vitally important, so it 
has little to no adverse impact on 
other patent applications. 


Currently, the patent process is rath-
er lengthy. Patent decisions regularly 
take 2 to 3 years for a final decision. 
Our country is at risk of having vital 
new technologies buried in a sea of pa-
perwork at the Patent Office. We want 
to make sure patents that are impor-
tant to our national economy are fast- 
tracked rather than sidelined. 


The goal here is to create jobs at 
home. We have to make sure the Pat-
ent Office has the resources and ability 
to prioritize patents that do just that— 
create jobs, incentivize investment, 
and support innovation. The Patent Of-
fice supports this amendment because 
they need the tools to make sure this 
bill reaches its intended goal of im-
proving America’s economy. 


This amendment will create green 
jobs and support America’s trans-
formation to a self-sustaining economy 
that, among other things, is not reliant 
on foreign oil. 


It is vitally important we do our best 
to ensure that all Americans have 
good-paying jobs and that we secure 
our Nation’s economic future. 


I ask my colleagues to support this 
amendment. It codifies an existing, 
successful program at the Patent Of-
fice. It is good commonsense policy 
that can help America propel forward 
in the 21st century. 


Mr. WHITEHOUSE. Mr. President, I 
rise today to speak about the America 
Invents Act of 2011. As we all know, in-
novation, hard work, and ingenuity 
long have been the fuel of the Amer-
ican dream. This bill will make much 
needed improvements to our patent 
system to unleash the full power of 
American innovation once again. I am 
proud to be a cosponsor. 


Before I speak in more detail about 
the importance of this bill, I would like 
to recognize the hard work of Senator 
LEAHY, the chairman of the Judiciary 
Committee. He long has sought to 
change our patent system from a drag 
on innovation into a driver of innova-
tion. Chairman LEAHY has led bipar-
tisan negotiations on this bill, seeking 
input from all segments of the Amer-
ican intellectual property community. 
I applaud his work with Senator 
GRASSLEY, Senator HATCH, and others 
of our colleagues in bringing this much 
needed legislation to the floor. 


I take particular interest in this bill 
because of Rhode Island’s long and 
proud history of innovation, from the 
birth of the American industrial revo-
lution to the high-tech entrepreneurs 
leading our State forward today. An 
area has developed in Providence, for 
example, that is rightfully known by 
the nickname ‘‘the Knowledge Dis-
trict’’ for its remarkable innovation. 
We need to take every opportunity to 
support such work across our Nation. 


Make no mistake, this legislation 
will drive innovation and create high- 
quality jobs. It will secure the founda-
tions of new small businesses, encour-
age the discoveries made every day in 
our universities, and allow American 
companies to continue to lead the 
world in technology, medicine, and me-
chanical science. 


Patent reform may be complicated, 
but these are not abstract issues. In my 
conversations with innovators in 
Rhode Island, it has become clear to 
me that the problems in our patent 
system are real and need to be fixed. 
Fail to do so and we will pay the price 
in jobs and international competitive-
ness. 


Perhaps the most consistent concern 
I have heard back home has related to 
delays in the issuance of patents. Mas-
sive backlogs of patent applications 
persist at the Patent and Trademark 
Office, causing years of uncertainty 
over whether an innovator in fact has 
secured intellectual property rights in 
his or her invention. We have to fix 
this problem. Innovators in Rhode Is-
land and elsewhere in this country 
must be able to gain patent protection 
for their inventions within a reason-
able timeframe. Uncertainty and delay 
in patent protection will dampen and 
frustrate innovation. 


The America Invents Act takes on 
this problem by allowing the Patent 
and Trademark Office discretion to set 
its own fees. Coupled with exceptions 
that will ensure low fees for small busi-
nesses, this provision will enable the 
Patent and Trademark Office to better 
manage its resources and reduce exam-
ination times. 


I also support Senator COBURN’s 
amendment to restrict fee-diversion 
and enable the Patent and Trademark 
Office, which does not depend at all on 
taxpayer funding, to be properly 
resourced with examiners who can 
work through the patent application 
backlog. This provision raises issues 
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CONGRESSIONAL RECORD — SENATE S1053 March 1, 2011 
beyond the jurisdiction of the Judici-
ary Committee and as a result was not 
considered previously, but I trust it 
will win the support of our colleagues 
on the floor. I am glad that this provi-
sion has been included in the man-
agers’ amendment, of which I am a co-
sponsor. 


My conversations with Rhode Island 
inventors also made clear that the fear 
of protracted litigation also dampens 
innovation. Unfortunately, numerous 
poor-quality patents have issued in re-
cent years, resulting in seemingly end-
less litigation that casts a cloud over 
patent ownership. Administrative proc-
esses that should serve as an alter-
native to litigation also have broken 
down, resulting in further delay, cost, 
and confusion. 


The America Invents Act will take 
on these problems by ensuring that 
higher quality patents issue in the fu-
ture. This will produce less litigation 
and create greater incentives for 
innovators to commit the effort and re-
sources to create the next big idea. 
Similarly, the bill will improve admin-
istrative processes so that disputes 
over patents can be resolved quickly 
and cheaply without patents being tied 
up for years in expensive litigation. 


This body must not pass up this 
chance to enhance innovation and en-
ergize our economy. We must see this 
bill through the Senate, and we must 
work with the House to see it passed 
promptly into law. It is true that the 
bill is a compromise and may not re-
flect all of everyone’s priorities. Im-
provements to the bill may still be pos-
sible. To that end, I expect a produc-
tive debate on the floor and a construc-
tive dialog with the House. I look for-
ward to continuing to work with the 
chairman, my colleagues, and all inter-
ested parties to craft a bill that gen-
erates the broadest consensus possible. 


But we must not lose sight of the 
need for action. Our patent system has 
gone 60 years without improvements. It 
needs repair. Now is the time to ener-
gize our innovation economy, to create 
jobs, and to secure continuing Amer-
ican leadership in the fields of medi-
cine, science, and technology. Hard 
work and ingenuity long have been the 
backbone of this country. Let’s not get 
in their way. 


Mr. President, I suggest the absence 
of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. MENENDEZ. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. BEN-
NET). Without objection, it is so or-
dered. 


f 


MORNING BUSINESS 


Mr. MENENDEZ. Mr. President, I ask 
unanimous consent that the Senate 
proceed to a period for the transaction 
of morning business, with Senators 


permitted to speak therein for up to 10 
minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. MENENDEZ. Mr. President, I 
suggest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. SCHUMER. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


AMERICA INVENTS ACT 


Mr. SCHUMER. Mr. President, I rise 
to speak in support of the America In-
vents Act generally and about the 
managers’ amendment specifically. 
The America Invents Act, also known 
as the patent reform bill, has been 
pending for many years and has been 
the subject of extensive debate, nego-
tiation, and revisions. In its current 
draft, it does much needed good to help 
protect the American innovation econ-
omy by updating and modernizing our 
patent system. 


The patent system in the United 
States is designed to protect innova-
tion and inventions and investment. 
But over the last several decades, the 
Patent and Trademark Office has be-
come bogged down and overburdened 
by inefficient process and outdated 
law. The result is a heavy burden on 
the innovative work that is the engine 
of our economy. 


I wish to commend Senator LEAHY. 
He has gone the extra mile for this bill 
for many years. I am proud and glad he 
is seeing his work come to fruition as 
we finally debate the bill on the floor. 
Passage of the bill is in sight. I also 
wish to commend the ranking member 
of the Judiciary Committee, Senator 
GRASSLEY, who worked with him, as 
well as Senator KYL, who has taken a 
leading role on the Republican side, for 
their hard work in crafting a bill that 
effectively modernizes the patent sys-
tem, while paying attention to the 
many and varied demands different 
sectors of the economy exert upon it. 


I am particularly pleased the chair-
man has decided to adopt the Schumer- 
Kyl amendment on business method 
patents into the managers’ amend-
ment. It is a critical change that this 
bill finally begins to address the 
scourge of business method patents 
currently plaguing the financial sector. 
Business method patents are anathema 
to the protection the patent system 
provides because they apply not to 
novel products or services but to ab-
stract and common concepts of how to 
do business. 


Often, business method patents are 
issued for practices that have been in 
widespread use in the financial indus-
try for years, such as check imaging or 
one-click checkout. Because of the na-
ture of the financial services industry, 
those practices aren’t identifiable by 


the PTO as prior art and bad patents 
are issued. The holders of business 
method patents then attempt to ex-
tract settlements from the banks by 
suing them in plaintiff-friendly courts 
and tying them up in years of ex-
tremely costly litigation. 


This is not a small problem. Around 
11,000 new applications for patents on 
business methods are filed every year, 
and financial patents are being liti-
gated almost 30 times more than pat-
ents as a whole. This is not right, it is 
not fair, and it is taking desperately 
needed money and energy out of the 
economy and putting it into the hands 
of a few litigants. So I am very pleased 
Congress is going to fight it. 


The Schumer-Kyl amendment, which 
was included in the managers’ package 
we just adopted, will allow companies 
that are the target of one of these friv-
olous business method patent lawsuits 
to go back to the PTO and dem-
onstrate, with the appropriate prior 
art, that the patent shouldn’t have 
been issued in the first place. That way 
bad patents can be knocked out in an 
efficient administrative proceeding, 
avoiding costly litigation. 


One of the most critical elements of 
this amendment has to do with the 
stay of litigation while review of the 
patent is pending at the PTO. The 
amendment includes a four-factor test 
for the granting of a stay that places a 
very heavy thumb on the scale in favor 
of the stay. Indeed, the test requires 
the court to ask whether a stay would 
reduce the burden of the litigation on 
the parties and the court. Since the en-
tire purpose of the transitional pro-
gram at the PTO is to reduce the bur-
den of litigation, it is nearly impos-
sible to imagine a scenario in which a 
district court would not issue a stay. 


In response to concerns that earlier 
versions of the amendment were too 
broad, we have modified it so it is nar-
rowly targeted. We want to make sure 
to capture the business method patents 
which are at the heart of the problem 
and avoid any collateral cir-
cumstances. 


In conclusion, I believe the amend-
ment takes an important step in the 
direction of eliminating the kinds of 
frivolous lawsuits the jurisprudence on 
business method patents have allowed. 
I am very grateful to the chairman and 
the ranking member, Senator KYL, and 
I support the managers’ amendment 
and the America Invents Act as a 
whole. 


Finally, I would like to say a few 
words about Senator COBURN’s proposal 
on fee diversion. I think his idea, which 
is incorporated in the managers’ 
amendment, makes a lot of sense; that 
is, to let the PTO keep the fees they 
charge so they are self-funded and we 
don’t have to spend taxpayer money to 
fund them every year. 


Last year, when we were debating the 
Wall Street reform bill, Senator JACK 
REED and I made a similar proposal for 
the SEC, which ultimately didn’t make 
it into the final bill. I just wanted to 
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leader, will not affirm that we need to 
make these choices because it is a seri-
ous threat to America. Admiral 
Mullen, who is the Chairman of the 
Joint Chiefs, has stated that the great-
est threat to our security is the na-
tional debt. Every expert tells us that 
the greatest threat to our country is 
the debt. In my opinion, it dwarfs any 
other threat this Nation faces. Yet ac-
cording to the Associated Press, the 
President’s speech is going to talk 
about spending and nothing about how 
to deal with the debt, or nothing sig-
nificant about that. 


So the rhetoric needs to confront re-
ality. The President has given a num-
ber of speeches about creating jobs and 
reducing the deficit. But a speech is no 
substitute for a budget or for a detailed 
plan. The only plan the President has 
ever put on paper—the only plan that 
can be reviewed by the press, the pub-
lic, and Congress—is his February 
budget. He reaffirmed that plan last 
week, sending Congress a midsession 
review that made no policy changes in 
his budget he submitted earlier. He had 
the 500-person Office of Management 
and Budget staff working for him. Is it 
too much to ask for a real plan? What-
ever he may say on Thursday night, on 
paper—officially—he remains com-
mitted to this budget plan that grows 
the debt by about $12 trillion and raises 
taxes by about $2 trillion. What it does 
is it increases spending and increases 
taxes significantly, but the increase in 
spending is greater than the increase in 
taxes. So the net result is that the 
President’s plan makes the budget pro-
jections we have from the Congres-
sional Budget Office worse than they 
would be if we didn’t have this budget 
plan. 


America needs the confidence that 
only a concrete plan can provide. The 
constant threat of more Federal tax-
ing, borrowing, and regulating under-
mines confidence, certainty, and pre-
dictability in our economy, that which 
our economy so desperately needs. 


This isn’t a question simply of ide-
ology; it is a question of leadership. We 
need and have to grow the economy, 
not the government. We need to grow 
the economy. America needs a budget 
plan that recognizes a core truth. Our 
Nation’s strength does not lie in the 
size of our government, but in the 
scope of our freedoms and in the cre-
ativity of our people. We need to focus 
on policies that unleash the enormous 
productive potential of the private sec-
tor. We need to focus on policies that 
remove instability fostered by the 
President’s refusal to put forward a co-
herent economic plan that will actu-
ally reduce debt, not make it worse, 
and that would end the threat of high 
taxes and improve conditions for our 
job creators. Instead of the failed tax- 
and-spend approach the voters rejected 
in the last election, we need to focus on 
policies that create jobs—not more bu-
reaucracy—helping to steady the econ-
omy in these difficult, uncertain times. 
That would include such things as en-


ergy production. We have definitely 
damaged and delayed significantly the 
production of energy in the gulf far be-
yond what was necessary. Only now is 
it beginning to come back. We are hav-
ing incredibly increased regulations of 
every kind on our economy, and we 
have failed to undertake the kind of se-
rious tax reform that could help create 
growth and productivity. So these are 
very dangerous things. 


I wish to remind our colleagues that 
the debt problem can’t all be blamed on 
President Bush. I was a critic of some 
of his spending programs. But, for ex-
ample, in the last 3 years of President 
Bush’s plans compared to the first 3 
years of President Obama’s, he has in-
creased spending for education 67 per-
cent. His budget for the next fiscal 
year beginning October 1, which was 
defended a few weeks ago in the Appro-
priations Committee, calls for a 13.5- 
percent increase in the Education De-
partment. His budget plan calls for a 
10.5-percent increase in the Energy De-
partment. I affectionately call them 
the Department of Anti-Energy, the 
Anti-Energy Department. The State 
Department is looking at a 10.5-percent 
increase. At a time when we are bor-
rowing 40 cents of every dollar we 
spend, how can this be reality? Now we 
are talking about $300 billion which 
will be thrown in on top of this to 
stimulate the economy again. I hope 
and trust there are some things the 
government can do to improve the 
economy, but I am afraid we are at a 
point where borrowing more money is 
not one of them. 


Look what the Europeans have done. 
They are facing a similar crisis. Do 
they think they should borrow more 
and spend more? Is that what they are 
doing? No. They are taking their medi-
cine. Italy is attempting to pass a $65 
billion austerity plan that would bal-
ance their budget by 2013. The budget 
the President submitted to us does not 
even come close to balancing in 10 
years. In fact, the projected annual 1- 
year deficit under the President’s plan 
for the tenth year of his 10-year budget 
is $1 trillion plus. The highest budget 
deficit President Bush ever had was 
$450 billion. He will average almost $1 
trillion a year—$1,000 billion average— 
over 10 years. The interest payment 
last year was $240 billion. The CBO 
projects in the tenth year after Presi-
dent Obama has doubled the deficit 
based on his budget, interest in 1 year 
will be $840 billion, crowding out things 
such as aid to education, which is $100 
billion, Federal aid to highways, $40 
billion. 


We cannot continue on this path. 
Italy is making a change. What about 
Spain? These are three of the so-called 
‘‘PIGS’’ in Europe, the ones that are in 
financial trouble. Spain is planning a 
constitutional amendment and com-
plementary law that will require close 
to balanced budgets at the Federal and 
State levels and to limit Federal debt 
to 60 percent of their economy. The en-
acted austerity plan reduces salaries of 


public sector workers and cuts public 
sector spending. 


Portugal has a 4-year consolidation 
plan that will reduce Federal spending 
by 7 percent of GDP and would balance 
the budget by 2015. We have no plan to 
balance the budget, nothing close to it. 
Indeed, the plan the President has sub-
mitted to us—and I am not exag-
gerating. This is in the record books. 
We have the two-volume budget he sent 
to us, and it has been analyzed by the 
Congressional Budget Office. It will av-
erage $1 trillion a year in deficits, 
which I suppose is why, when I brought 
it up, the Senate voted 97 to 0 to reject 
the budget. We do not have one. That is 
the only one that is pending. 


Our Democratic colleagues cancelled 
the budget markup in the Budget Com-
mittee in which I am the ranking Re-
publican—we never even pretended to 
produce a budget this year. Senator 
REID, the majority leader, said it would 
be ‘‘foolish’’ to do so. 


So we are now looking at a crisis 
that involves millions of Americans, 
the jobs they, hopefully, have now and 
hope to continue, and those who have 
lost their jobs. Unemployment has al-
most doubled. So we are facing a dif-
ficult time. I know the pressure is on 
to just do something so we can politi-
cally say we did something. But that is 
not sufficient now. We need mature, 
strong, detailed leadership, a detailed 
plan that will put us on a path to a 
sound economy. 


The ACTING PRESIDENT pro tem-
pore. The Senator’s time has expired. 


Mr. SESSIONS. We need a plan. I 
hope the President will do more than 
the article in the newspaper says and 
provide the kind of specific leadership 
that can help us move forward from the 
economic difficulties we face. 


I yield the floor. 


f 


CONCLUSION OF MORNING 
BUSINESS 


The ACTING PRESIDENT pro tem-
pore. Morning business is closed. 


f 


LEAHY-SMITH AMERICA INVENTS 
ACT—MOTION TO PROCEED 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, the 
Senate will resume consideration of 
the motion to proceed to H.R. 1249, 
which the clerk will report by title. 


The assistant legislative clerk read 
as follows: 


Motion to proceed to the consideration of 
H.R. 1249, an act to amend title 35, United 
States Code, to provide for patent reform. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Vermont. 


Mr. LEAHY. Madam President, every 
time I hear discussion about how we 
balance the budget, especially coming 
from the other side of the aisle—maybe 
because I have been here long enough— 
I remember the last time we did bal-
ance the budget during President Clin-
ton’s term. We balanced the budget. We 
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created an amazing surplus. We created 
millions and millions of new jobs. 


But you know what. Not a single Re-
publican voted for that. It passed in 
the Senate only because the Vice Presi-
dent of the United States cast the de-
ciding vote. No Republican voted—we 
actually had to do more than just have 
a bumper sticker ‘‘Let’s Balance the 
Budget.’’ We actually did balance the 
budget, which required some very 
tough choices. No Republican voted for 
that. 


In fact, they all condemned it saying: 
This would bring about wrack and ruin, 
and on and on. It did not. It created an 
enormous budget surplus and created 
22 million new jobs. We were paying 
down the national debt. We left a very 
large surplus to President Clinton’s 
successor, President Bush, who imme-
diately wasted it on a needless war in 
Iraq and tax cuts, both of which I voted 
against. 


It is also interesting to be lectured 
by the other side of the aisle about bal-
ancing the budget when they voted to 
go into two of the longest wars in our 
history, and for the first time in our 
history voted to pay for them by bor-
rowing the money. Now look where 
trillions of dollars will have gone be-
cause of Iraq and Afghanistan, and now 
to be told that to continue to pay for 
unnecessary wars we must cut out 
things for Americans such as edu-
cation, medical care, housing, sci-
entific research, and things such as 
finding cures for cancer, Alzheimer’s, 
repairing our aging bridges, roads— 
even hearing a Member of the other 
body saying: We cannot respond to the 
tragedies caused by Irene in the distin-
guished Presiding Officer’s home State, 
mine and others, unless we take the 
money from other needs in this coun-
try. Yet that same Member supported 
an unnecessary war in Iraq and sup-
ports paying for it on the credit card. 
Come on. Let’s be real. Let’s start 
thinking about things in America. 


The Senate began debate last night 
on the America Invents Act. Unfortu-
nately, as has happened so many times, 
we had to invoke cloture on a motion 
to proceed to something that has 
strong support. I would note that 93 
Senators, Republicans and Democrats 
alike, voted to invoke cloture on the 
motion to proceed. 


This is a bipartisan consensus bill. It 
is largely similar to the legislation the 
Senate passed in March. Incidentally, 
we passed that on a vote of 95 to 5. 
Some would say these days that we 
cannot even have a vote like that on a 
resolution saying the Sun rises in the 
east. Here Republicans and Democrats 
came together 95 to 5. The Senate can 
and should move immediately to pass 
this bill. It will create good jobs. It will 
encourage innovation. It will strength-
en our recovering economy, and it will 
not cost the taxpayers anything. 


I want to commend Senator HATCH, 
the longtime Republican lead sponsor 
of this measure; Senator GRASSLEY, the 
ranking Republican on the Senate Ju-


diciary Committee; and Senator KYL, 
the Republican whip, for their support 
of the bill and for their commitment to 
making patent reform become a re-
ality. 


This is an effort we have worked on 
for nearly 6 years. I sometimes shudder 
to think of the amount of time my 
staff and I have spent on this issue. 
During those 6 years it has become 
even more important to the economy. 
The time has come to enact this bipar-
tisan, bicameral legislation. 


I ask unanimous consent to have 
printed in the RECORD the Statement 
of Administration Policy on H.R. 1249 
from the Obama administration. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


STATEMENT OF ADMINISTRATION POLICY 
H.R. 1249—AMERICA INVENTS ACT 


(Rep. Smith, R–Texas, and 5 cosponsors, 
June 21, 2011) 


The Administration supports House pas-
sage of H.R. 1249 as modified by the Man-
ager’s Amendment, but final legislative ac-
tion must ensure that fee collections fully 
support the Nation’s patent and trademark 
system. 


The bill’s much-needed reforms to the Na-
tion’s patent system will speed deployment 
of innovative products to market and pro-
mote job creation, economic growth, and 
U.S. economic competitiveness—all at no 
cost to American taxpayers. The bill rep-
resents a balanced and well-crafted effort to 
enhance the services to patent applicants 
and America’s innovators provided by the 
United States Patent and Trademark Office, 
USPTO. It does so by supporting the 
USPTO’s efforts to improve patent quality 
and reduce the backlog of patent applica-
tions, reducing domestic and global pat-
enting costs for U.S. companies, providing 
greater certainty with respect to patent 
rights, and offering effective administrative 
alternatives to costly and complex litiga-
tion. 


By adopting a first-inventor-to-file system, 
the bill simplifies the process of acquiring 
intellectual property rights. This provision 
provides greater certainty for innovators, re-
duces legal costs that often burden small 
businesses and independent inventors, and 
makes it easier for innovators to market 
their inventions in the global marketplace. 
This legislation also provides authority for 
the USPTO to establish and adjust its fees to 
reflect the actual costs of the services it pro-
vides. In addition, the Manager’s Amend-
ment provides important authority for a 15 
percent surcharge on patent fees and addi-
tional fees for ‘‘fast-track’’ patent applica-
tions, which will enable the USPTO to re-
duce the backlog. Finally, to increase the 
quality and certainty of patent rights and 
offer cost-effective, timely alternatives to 
district court litigation, the Administration 
also supports provisions in the legislation 
that would enhance the opportunities for 
post-grant review of patents by the USPTO. 


To carry out the new mandates of the leg-
islation and reduce delays in the patent ap-
plication process, the USPTO must be able 
to use all the fees it collects to serve the 
users who pay those fees. In this light, the 
Administration is concerned that Section 22 
of the Manager’s Amendment to H.R. 1249 
does not by itself ensure such access. The 
Administration looks forward to working 
with Congress to provide additional direction 
that makes clear that the USPTO will have 
timely access to all of the fees collected, 


subject to the congressional oversight provi-
sions in the bill. 


House passage of H.R. 1249 would foster in-
novation, improve economic competitive-
ness, and create jobs at no expense to tax-
payers—all of which are key Administration 
goals. The Administration looks forward to 
working with Congress to finalize this im-
portant bipartisan legislation and ensure 
that the USPTO can effectively accomplish 
its mission to support America’s innovators. 


Mr. LEAHY. The statement describes 
the bill as a balanced and well-crafted 
effort to enhance the services to patent 
applicants and America’s innovators 
provided by the U.S. Patent Office. 


The Statement of Administration 
Policy emphasizes the bill supports the 
USPTO’s efforts to improve patent 
quality, reduce the backlog of patent 
applications, reducing domestic and 
global costs for U.S. companies. I un-
derscore these points because they are 
exactly the goals Chairman SMITH of 
the other body and I set out to achieve 
when we first introduced patent reform 
legislation 6 years ago. It has been over 
half a century since our patent laws 
were updated. 


Look at the changes that have oc-
curred during that time. We have be-
come even more of a global economy 
than ever before. We have become more 
of an innovative economy than ever be-
fore. Improving patent quality will 
benefit businesses across the economic 
spectrum. The America Invents Act 
will improve patent quality by expand-
ing the role of third parties to the pat-
ent examination process, creating a 
streamlined first-window, postgrant re-
view to quickly challenge and weed out 
patents that never should have been 
issued in the first place. 


It improves the funding mechanism 
for the Patent Office to confront its 
backlog of nearly 700,000 patent appli-
cations. Those are patents that could 
be creating jobs and improving our 
economy. For years, low-quality pat-
ents have been a drain on our patent 
system, and in turn our economy, by 
undermining the value of what it 
means to hold a patent. Higher quality 
patents will bring greater certainty in 
the patent system. That is going to 
make it easier to get investment in 
American businesses, create jobs, and 
grow our economy. This act is bipar-
tisan legislation. It is going to lead to 
long-needed improvements in our pat-
ent system and laws. I would note that 
no one Senator, no industry, no inter-
est group, got everything it wanted in 
this bill. I suggested that if we were 
going to write this bill exactly the way 
we wanted in this body, we would have 
100 separate bills. But we can only pass 
one. That is the nature of compromise. 


This bill represents a significant step 
forward in preparing the Patent Office 
and, in turn businesses, to deal with 
the challenges of the 21st century. Sup-
port for the bill has grown over time. It 
is now endorsed by an extensive list of 
supporters across the political spec-
trum. Look at who we have here. How 
often do you see this kind of a break-
down? 
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The National Association of Manu-


facturers, the United Steelworkers, the 
U.S. Chamber of Commerce, the Asso-
ciation of American Universities, the 
American Intellectual Property Law 
Association, Coalition for the 21st Cen-
tury Patent Reform, Small Business 
and Entrepreneurship Council, the Na-
tional Retail Federation, the Financial 
Services Roundtable, the American Bar 
Association, the United Inventors As-
sociation of America, the Association 
of Competitive Technology, the Asso-
ciation of University Technology Man-
agers, the Information Technology 
Council, American Institute of Cer-
tified Public Accountants, and so many 
more. 


I cannot remember a time in my 
years in the Senate where we have seen 
such a broad coalition come together: 
business, labor, high-tech, and others, 
coming together to pass legislation. We 
should grant this legislation final ap-
proval. 


The Senate and the House have now 
both considered it. A host of associa-
tions, interested parties from the pri-
vate sector have endorsed passing the 
bill without further amendment. At a 
time when we can do something to cre-
ate jobs and not cost the taxpayers 
money, every day we wait, every day 
we delay is another day before those 
jobs are created. Every day we wait, 
every day we delay is another day that 
we hold back the innovative genius of 
America. Every day we wait, every day 
we delay is another day we are unable 
to compete with the rest of the world 
on a level playing field. 


Any amendment—any amendment, 
including ones I might like—would 
force reconsideration by the House, and 
more unnecessary delay, and longer be-
fore we can create those jobs, longer 
before we can innovate, longer before 
we can compete with the rest of the 
world. I can think of a half dozen 
amendments that I would like to have 
in the bill. 


I will vote against them because it is 
time to get this done. Patent reform 
legislation has been debated exhaus-
tively in both the Senate and the 
House for the past four Congresses. It 
is the product of dozens of hearings and 
weeks of committee markups. We 
should proceed to the bill and pass it. 


Let’s not have any one person feeling 
they have the magic point everybody 
else has somehow overlooked. That is 
not the way the legislative process 
works. There are 100 here in the Senate 
and 435 in the House. Nobody gets 
every single thing they want. But here, 
the vast majority of Republicans and 
Democrats in the House and the Senate 
are getting what they feel is best for 
America. 


It is time for the Senate to serve the 
interests of the American people by 
passing the legislation before us. We 
have before us a consensus bill that 
will facilitate invention, innovation, 
and job creation today. This can help 
everybody from startups and small 
businesses to our largest cutting-edge 
corporations. 


Let’s put Americans back to work. 
Let’s show the American people that 
the Congress can actually accomplish 
something and do it for America. Here 
is something on which both Repub-
licans and Democrats can come to-
gether. Let’s not delay any longer. We 
have taken 6 years to get here. We had 
a vote yesterday where over 90 Sen-
ators voted to proceed, which indicates 
it is time to get moving, it is time to 
stop debating, and it is time to vote. 


Madam President, I yield the floor 
and suggest the absence of a quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. CARPER. Madam President, I 
ask unanimous consent that the order 
for the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


THE ECONOMY 
Mr. CARPER. Madam President, it is 


quiet in here. Tomorrow night, down at 
the other end of the Capitol, hopefully 
it won’t be this quiet. The President is 
going to give a speech that is to be fo-
cused on the next steps of getting our 
economy moving and getting people 
back to work. That is something which 
is on all of our minds. 


As a guy who used to make my living 
as Governor of my State, I focused a 
lot on the economy. These are issues of 
great interest to me and certainly to 
the people I represent. The thought 
that occurs to me as we anticipate the 
President’s speech is that I don’t know 
that there is any one particular jobs 
bill that will do the trick. I would like 
to think there is a silver bullet, but I 
don’t know that there is. 


I have always focused on and what we 
try to focus on in our State is how to 
create a nurturing environment for job 
creation and job preservation. How do 
we do that? We try to make sure we in-
vest wisely in infrastructure—roads, 
highways, bridges, ports, trains, water, 
sewer, broadband. We try to invest in 
the workforce and make sure we have 
people who are coming out of our 
schools who can read, write, do math, 
and who have the skills that will en-
able them to fill the kinds of jobs that 
will exist in the 21st century. The 
other part of what we focus on is trying 
to help promote research and develop-
ment, and not just any kind but R&D 
that can be used to create products 
that can be commercialized and sold 
not only in this country but in other 
places as well. 


Hopefully, the President will talk 
about some of those things tomorrow 
night. I look forward to whatever he 
talks about. I hope he talks about that 
kind of nurturing environment and 
what we can do to allow them to plow 
the fields so that companies, large and 
small, can actually grow some jobs 
here. 


Part of the nurturing environment 
for job creation is infrastructure. We 
have been trying for many months 


since the beginning of this year to 
work on the airport infrastructure in 
our country, to try to bring the FAA 
and air traffic control system into the 
21st century because it is not and it 
needs to be. We need resources to mod-
ernize our airports across the country, 
and it is important that we actually 
pay for it and not add to the deficit. 


Legislation was passed earlier this 
year that does that—modernizes the 
FAA and brings the air traffic control 
system into the 21st century, provides 
some agreement between the airlines 
and the general aviation community on 
how to come up with the resources we 
need to modernize our airports. It is a 
good approach, but it has been hung up 
in the House since then. We need to get 
that done. 


Today and this week, another part of 
that infrastructure needs to be worked 
on. This is the infrastructure that al-
lows companies that have a good idea— 
and inventors—to get a patent on their 
idea and the patent doesn’t end up 
being litigated on and on, maybe for 
years, in the courts. Too often, it takes 
years when somebody comes up with a 
good idea. They submit it to the Pat-
ent Office, and it takes a long time to 
get to the top of the list and for some-
body to pay attention to the applica-
tion. Somebody may come in and say: 
I had the same idea before he did, and 
then it ends up in litigation. We need 
to stop that. We worked out a com-
promise that provides that whoever 
files first is essentially the winner. It 
is not necessarily the one who came up 
with the idea sooner. We need to get 
that legislation done and deal with 
that one aspect of uncertainty and un-
predictability that businesses face. It 
would be great if we could make 
progress on that front this week. 


Another part of the infrastructure 
for job creation and preservation is the 
Postal Service. Not a lot of people pay 
much attention to the Postal Service 
until they get into trouble. The Postal 
Service is in trouble. I describe the sit-
uation as dire, but it is not hopeless. 
The Postal Service finds itself in a sit-
uation not unlike that of the auto in-
dustry a couple of years ago. The auto 
industry was losing market share, and 
their products weren’t especially good. 
They were losing market share, and 
they essentially concluded that we 
have more people than we need for the 
size of the market to which we now 
sell. We need to reduce our head count. 
They said: We have to make our wage- 
benefit structure more competitive for 
the people we are hiring in the future 
in order to be competitive. Third, they 
said: We have too many plants, and the 
wage-benefit structure was out of 
whack. 


In the Postal Service today, we are 
seeing an enormous diversion of people 
using traditional mail, first-class mail, 
and a diversion into electronic media. 
As a naval flight officer in the Vietnam 
war, I remember how excited I was— 
and we have been joined by Senator 
MCCAIN, who went for a long time 
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without getting much mail at all when 
he was a POW. Those of us who were 
more fortunate, while deployed it was 
exciting to get mail—postcards, let-
ters, cards, packages, magazines, news-
papers. It was some connection from 
home. 


Senator KLOBUCHAR has been over to 
Afghanistan, as have Senator MCCAIN 
and I. Our soldiers, sailors, airmen, and 
marines Skype. They communicate 
through different social media such as 
Facebook, Twitter, Internet, and cell 
phones. We never had that stuff, even 
30, 35 years ago, in Southeast Asia or 
around the world. But people don’t use 
the mail too much, especially first- 
class mail. 


The situation the Postal Service is in 
today—and they lost last year—is they 
are on track to lose about $10 billion. 
They can only borrow $15 billion on a 
line of credit with the Federal Govern-
ment. That is it. They are looking to 
lose more money. If we don’t let them 
do something, they are going to lose 
more next year. At the end of this 
year—they can default by the end of 
the month if we do nothing. If they 
don’t do something, by the end of next 
September, they could be out of busi-
ness. That is not good for them, for us, 
or for the 7 or 8 million jobs that de-
pend on the Postal Service. 


The situation with the Postal Service 
is similar to that of the auto industry 
a couple of years ago, but it is different 
too. The U.S. auto industry—not Ford 
but Chrysler and GM—was looking for, 
if you will, a taxpayer bailout. They 
got that and have repaid most of that 
to the Treasury. 


The Postal Service is not asking for 
a bailout. They want to be allowed to 
be treated like a real business, run like 
a real business. They say, like the auto 
industry, we have too many people— 
more than they need. They need to 
continue to reduce the headcount 
through attrition and to incentivize 
the 120,000-or-so people who are eligible 
to retire, to retire by giving them early 
payments—maybe $10,000 or $20,000— 
and allowing them to maybe get credit 
for a couple extra years, but get the 
people who are eligible to retire and 
encourage them to do so, incentivize 
them to retire—not to be fired or laid 
off but to retire. So there are too many 
people. 


Two, there are too many post offices. 
There are 33,000 post offices around the 
country. The post office doesn’t want 
to close them all. They are saying: 
Let’s look at 3,000 of them, and let’s 
have a conversation with the commu-
nities there. Do all of these 3,000 post 
offices in those communities need to 
stay open? Are there some that could 
locate services elsewhere? Say, if you 
go to a convenience store that is open 
24/7 or a pharmacy that is open maybe 
7 days a week or if you go into a super-
market that is open 7 days a week, you 
can get your postal services there. 
They could locate those post offices 
there, and all those services in one 
place adds more convenience to con-


sumers. That is what the Postal Serv-
ice wants to do. 


The last thing the Postal Service has 
too much of is mail processing centers. 
They have over 500 of them around the 
country, which is probably twice the 
number they need. They need to be 
able to reduce those. 


The Postal Service needs to be treat-
ed fairly, and they have been paying 
into the Civil Service Retirement Sys-
tem for many years for some of the 
older employees and more recently the 
Federal Employees Retirement System 
for the newer employees. Two separate 
audits done by the Segal Company and 
by a consulting company called the 
Hay Group have concluded that the 
Postal Service has overpaid its obliga-
tion into the Civil Service Retirement 
System by $50 billion or more. They 
have estimated they have overpaid 
their obligation to the Federal Em-
ployees Retirement System by about $7 
billion more. The Postal Service has 
asked to be reimbursed for those over-
payments. They would like to use 
those overpayments, on the one hand, 
to help meet their obligation to pay 
the heavy health care cost for folks 
who are retiring from the Postal Serv-
ice or about to retire. They want to 
prefund that. It is an obligation they 
have under the 2006 law, and they 
would like to use some of the $7 billion 
overpayment into the Federal Employ-
ees Retirement System to actually 
incent people who are eligible to retire 
from the Postal Service to go ahead 
and retire. 


Eighty percent of the cost of the 
Postal Service is people—80 percent. 
The Postal Service has reduced its 
head count from about 800,000 people 
to, say, 600,000 people over the last 7 or 
8 years. They need to be able to con-
tinue to reduce that in the years to 
come—roughly 100,000 over the next 2 
or 3 years through attrition and maybe 
another 120,000 by incentivizing people 
to retire. 


The Senator from Minnesota is still 
standing here waiting for me to stop, 
and I have a lot more I wish to say, but 
I am going to stop and come back 
maybe later today to finish my com-
ments, but let me conclude with this. 


We need to act so the Postal Service 
can save itself. We don’t need to bail 
them out. We need to let them act as a 
real company. The situation is dire, 
but it is not hopeless. They need to be 
able to address, as the auto industry 
did, too many people. They need to be 
able to close and consolidate some post 
offices and colocate those services in 
places that make more sense and are 
more convenient to consumers, they 
need to be able to close some of their 
mail processing centers, and they need 
to be treated fairly with respect to 
their overpayments into both the Civil 
Service Retirement System and the 
Federal Employees Retirement Sys-
tem. We can do this, and we don’t need 
to do it next year; we need to do it this 
year. 


I yield the floor to our friend from 
Minnesota. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Minnesota. 


f 


AMERICA INVENTS ACT 


Ms. KLOBUCHAR. I thank very much 
the Senator from Delaware, and I ap-
preciate the ability to go ahead. I know 
the Senator from Arizona is waiting as 
well. 


I rise to speak in support of the 
America Invents Act, a bill to revamp 
our patent system. As a member of the 
Judiciary Committee, I worked on this 
bill. I was one of the cosponsors, and I 
also helped manage the bill the last 
time it was on the floor. I am here to 
make sure we get it over the finish 
line. 


It is without dispute that intellec-
tual property is one of our Nation’s 
most valuable assets, and our patent 
system plays a vital role in maintain-
ing the value of our intellectual prop-
erty. In fact, the Commerce Depart-
ment estimates that up to 75 percent of 
economic growth in our Nation since 
World War II is due to technological in-
novation—innovation that was made 
possible, in part, by our patent system. 


I see firsthand the importance of suc-
cess of a robust patent system when-
ever I am visiting Minnesota compa-
nies and talking with business leaders 
in our State, as I did many times over 
the past month. Minnesotans have 
brought the world everything from the 
pacemaker to the Post-It-Note. These 
innovations would not have been pos-
sible without the protection of the pat-
ent system. This strong commitment 
to innovation and development is why 
our State ranks sixth in the Nation in 
patents per capita, and we are No. 1 per 
capita for Fortune 500 companies. 


Companies such as 3M, Ecolab, and 
Medtronic need an efficient patent sys-
tem. But it is also medium-sized com-
panies, such as Imation in Oakdale and 
Polaris in Medina, that rely on patents 
to grow their companies and create 
jobs in America. In fact, from 1980 to 
2001, all the net job growth in our coun-
try came from companies that were 
less than 5 years old. It is the person in 
the garage building a mousetrap or, in 
the case of Medtronic, the first bat-
tery-powered pacemaker who drives 
our economy forward and creates the 
products Americans can make and sell 
to the world. 


I truly believe, to get out of this eco-
nomic rut, we need to be a country 
that makes stuff again, that invents, 
that exports to the world. That is why 
it is so critical we pass the America In-
vents Act. 


Unfortunately, our patent laws 
haven’t had a major update since 1952. 
The system is outdated, and it is 
quickly becoming a burden on our 
innovators and entrepreneurs. Because 
of these outdated laws, the Patent and 
Trademark Office faces a backlog of 
over 700,000 patent applications. Many 
would argue that all too often the of-
fice issues low-quality patents. One of 
these 700,000 patents may be the next 


VerDate Mar 15 2010 23:39 Sep 07, 2011 Jkt 099060 PO 00000 Frm 00010 Fmt 0624 Sfmt 0634 E:\CR\FM\G07SE6.010 S07SEPT1pw
al


ke
r 


on
 D


S
K


5T
P


T
V


N
1P


R
O


D
 w


ith
 S


E
N


A
T


E





				Superintendent of Documents

		2011-09-08T05:52:37-0400

		US GPO, Washington, DC 20401

		Superintendent of Documents

		GPO attests that this document has not been altered since it was disseminated by GPO












CONGRESSIONAL RECORD — SENATE S1089 March 2, 2011 
Mr. UDALL of New Mexico. Madam 


President, I ask for the yeas and nays. 
The ACTING PRESIDENT pro tem-


pore. Is there a sufficient second? 
There is a sufficient second. 


The question is on passage of the 
joint resolution. 


The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
The result was announced—yeas 91, 


nays 9, as follows: 
[Rollcall Vote No. 29 Leg.] 


YEAS—91 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cantwell 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
DeMint 
Durbin 
Ensign 


Enzi 
Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 
Merkley 


Mikulski 
Moran 
Murkowski 
Nelson (NE) 
Nelson (FL) 
Portman 
Pryor 
Reed 
Reid 
Roberts 
Rockefeller 
Rubio 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NAYS—9 


Crapo 
Harkin 
Hatch 


Lee 
Levin 
Murray 


Paul 
Risch 
Sanders 


The joint resolution (H.J. Res. 44) 
was passed. 


Mr. LEAHY. I move to reconsider the 
vote and I move to lay that motion on 
the table. 


The motion to lay on the table was 
agreed to. 


f 


PATENT REFORM ACT OF 2011 
The ACTING PRESIDENT pro tem-


pore. Under the previous order, the 
Senate will resume consideration of S. 
23, which the clerk will report. 


The assistant legislative clerk read 
as follows: 


A bill (S. 23) to amend title 35, United 
States Code, to provide for patent reform. 


Pending: 
Leahy amendment No. 114, to improve the 


bill. 
Bennet amendment No. 116, to reduce the 


fee amounts paid by small entities request-
ing prioritized examination under Three- 
Track Examination. 


Bennet amendment No. 117, to establish 
additional USPTO satellite offices. 


Lee amendment No. 115, to express the 
sense of the Senate in support of a balanced 
budget amendment to the Constitution. 


Kirk-Pryor amendment No. 123, to provide 
a fast lane for small businesses within the 
U.S. Patent and Trademark Office to receive 
information and support regarding patent 
filing issues. 


Menendez amendment No. 124, to provide 
for prioritized examination for technologies 
important to American competitiveness. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Texas. 


(The remarks of Mrs. HUTCHISON are 
printed in today’s RECORD under 
‘‘Morning Business.’’) 


The ACTING PRESIDENT pro tem-
pore. The Senator from Vermont. 


Mr. LEAHY. Madam President, yes-
terday, we were finally able to make 
progress when the Senate proceeded to 
a vote on the managers’ amendment, 
the Leahy-Grassley-Kyl amendment, to 
the America Invents Act. That was a 
very important amendment, with con-
tributions from many Senators from 
both sides of the aisle. It should ensure 
our moving forward to make the 
changes needed to unleash American 
innovation and create jobs without 
spending a single dollar of taxpayer 
money. In fact, according to the Con-
gressional Budget Office, enactment of 
the bill will save millions of dollars. 


I also thank those Senators who have 
stayed focused on our legislative effort, 
and who joined in tabling those amend-
ments that have nothing to do with the 
subject of the America Invents Act. Ex-
traneous amendments that have noth-
ing to do with the important issue of 
reforming our out-of-date patent sys-
tem so that American innovators can 
win the global competition for the fu-
ture have no place in this important 
bill. They should not be used to slow 
its consideration and passage. If Amer-
ica is to win the global economic com-
petition, we need the improvements in 
our patent system that this bill can 
bring. 


I continue to believe, as I have said 
all week, that we can finish this bill 
today, and show the American people 
that the Senate can function in a bi-
partisan manner. We have not been as 
efficient as I would have liked. We have 
been delayed for hours at a time, and 
forced into extended quorum calls rath-
er than being allowed to consider rel-
evant amendments to this bill. None-
theless, we are on the brink of dis-
posing of the final amendments and 
passing this important legislation. 


Today we should be able to adopt the 
Bennet amendment on satellite offices 
and the Kirk-Pryor amendment regard-
ing the creation of an ombudsman for 
patents relating to small businesses. I 
hope that we can adopt the Menendez 
amendment on expediting patents for 
important areas of economic growth, 
like energy and the environment, as 
well. I am prepared to agree to short 
time agreements for additional debate, 
if needed, and votes on those amend-
ments. 


The remaining issue for the Senate 
to decide will be posed by an amend-
ment that Senator FEINSTEIN has filed 
to turn back the advancement toward a 
first-inventor-to-file system. 


I want to take a moment to talk 
about an important component of the 
America Invents Act, the transition of 
the American patent system to a first- 
inventor-to-file system. I said yester-
day that the administration strongly 
supports this effort. The administra-


tion’s Statement of Administration 
Policy notes that the reform to a first- 
inventor-to-file system ‘‘simplifies the 
process of acquiring rights’’ and de-
scribes it as an ‘‘essential provision 
[to] reduce legal costs, improve fair-
ness and support U.S. innovators seek-
ing to market their products and serv-
ices in a global marketplace.’’ I agree, 
and believe it should help small and 
independent inventors. 


This reform has broad support from a 
diverse set of interests across the pat-
ent community, from life science and 
high-tech companies to universities 
and independent inventors. Despite the 
very recent efforts of a vocal minority, 
there can be no doubt that there is 
wide-ranging support for a move to a 
first-inventor-to-file patent system. A 
transition to first-inventor-to-file is 
necessary to fulfill the promises of 
higher quality patents and increased 
certainty that are the goals of the 
America Invents Act. 


This improvement is backed by 
broad-based groups such as the Na-
tional Association of Manufacturers, 
the American Intellectual Property 
Law Association, the Intellectual Prop-
erty Owners Association, the American 
Bar Association, the Association for 
Competitive Technology, the Business 
Software Alliance, and the Coalition 
for 21st Century Patent Reform, among 
others. All of them agree that 
transitioning our outdated patent sys-
tem to a first-inventor-to-file system is 
a crucial component to modernizing 
our patent system. I also commend the 
assistant Republican leader for his re-
marks yesterday strongly in favor of 
the first-inventor-to-file provisions. 


A transition to a first-inventor-to- 
file system is needed to keep America 
at the pinnacle of innovation by ensur-
ing efficiency and certainty in the pat-
ent system. This transition is also nec-
essary to better equip the Patent and 
Trademark Office, PTO, to work 
through its current backlog of more 
than 700,000 unexamined patent appli-
cations through work-sharing agree-
ments with other patent-granting of-
fices. 


The Director of the PTO often says 
that the next great invention that will 
drive our economic growth may be sit-
ting in its backlog of applications. The 
time consuming ‘‘interference pro-
ceedings’’ that are commonplace in our 
current, outdated system are wasting 
valuable resources that contribute to 
this delay, and unfairly advantage 
large companies with greater re-
sources. 


A transition to a first-inventor-to- 
file system was recommended in the 
2004 Report by the National Academy 
of Sciences. The transition has been a 
part of this bill since its introduction 
four Congresses ago. This legislation is 
the product of eight Senate hearings 
and three markups spanning weeks of 
consideration and many amendments. 
Until very recently, first-inventor-to- 
file had never been the subject of even 
a single amendment in committee. 
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Senator FEINSTEIN has worked with 


me on this bill, has cosponsored it in 
the past and has voted for it. 


I urge Senators who support the 
goals of the America Invents Act to 
vote against this amendment to strike 
the bill’s important reform represented 
by the first-inventor-to-file provision. 
Every industrialized nation other than 
the United States uses a patent pri-
ority system commonly referred to as a 
‘‘first-to-file’’ system. In a first-inven-
tor-to-file system, the priority of a 
right to a patent is based on the earlier 
filed application. This adds simplicity 
and objectivity into a very complex 
system. By contrast, our current, out-
dated method for determining the pri-
ority right to a patent is extraor-
dinarily complex, subjective, time-in-
tensive, and expensive. The old system 
almost always favors the larger cor-
poration and the deep pockets over the 
small, independent inventor. 


The transition to a first-inventor-to- 
file system will benefit the patent com-
munity in several ways. It will simplify 
the patent application system and pro-
vide increased certainty to businesses 
that they can commercialize a patent 
that has been granted. Once a patent is 
granted, an inventor can rely on its fil-
ing date on the face of the patent. This 
certainty is necessary to raise capital, 
grow businesses, and create jobs. 


The first-inventor-to-file system will 
also reduce costs to patent applicants 
and the Patent Office. This, too, should 
help the small, independent inventor. 
In the outdated, current system, when 
more than one application claiming 
the same invention is filed, the priority 
of a right to a patent is decided 
through an ‘‘interference’’ proceeding 
to determine which applicant can be 
declared to have invented the claimed 
invention first. This process is lengthy, 
complex, and can cost hundreds of 
thousands of dollars. Small inventors 
rarely, if ever, win interference pro-
ceedings. In a first-inventor-to-file sys-
tem, however, the filing date of the ap-
plication is objective and easy to deter-
mine, resulting in a streamlined and 
less costly process. 


Importantly, a first-inventor-to-file 
system will increase the global com-
petitiveness of American companies 
and American inventors. As business 
and competition are increasingly glob-
al in scope, inventors must frequently 
file patent applications in both the 
United States and other countries for 
protection of their inventions. Since 
America’s current, outdated system 
differs from the first-inventor-to-file 
system used in other patent-issuing ju-
risdictions, it causes confusion and in-
efficiencies for American companies 
and innovators. Harmonization will 
benefit American inventors. 


Finally, the first-inventor-to-file pro-
visions that are included in the Amer-
ica Invents Act were drafted with care-
ful attention to needs of universities 
and small inventors. That is why the 
bill includes a 1-year grace period to 
ensure that an inventor’s own publica-


tion or disclosure cannot be used 
against him as prior art, but will act as 
prior art against another patent appli-
cation. This will encourage early dis-
closure of new inventions, regardless of 
whether the inventor ends up trying to 
patent the invention. 


For these reasons among others, the 
transition is supported by the over-
whelming majority of the patent com-
munity and American industry, as well 
as the administration and the experts 
at the Patent and Trademark Office. 


This past weekend, the Washington 
Post editorial board endorsed the tran-
sition, calling the first-inventor-to-file 
standard a ‘‘bright line,’’ and stating 
that it would bring ‘‘certainty to the 
process.’’ The editorial also recognizes 
the ‘‘protections for academics who 
share their ideas with outside col-
leagues or preview them in public sem-
inars’’ that are included in the bill. 


The Small Business & Entrepreneur-
ship Council has expressed its strong 
support for the first-inventor-to-file 
system, writing that ‘‘small firms will 
in no way be disadvantaged, while op-
portunities in the international mar-
kets will expand.’’ 


The Intellectual Property Owners As-
sociation calls the first-inventor-to-file 
system ‘‘central to modernization and 
simplification of patent law’’ and ‘‘very 
widely supported by U.S. companies.’’ 


Independent inventor Louis Foreman 
has said the first-inventor-to-file tran-
sition will help ‘‘independent inventors 
across the country by strengthening 
the current system for entrepreneurs 
and small businesses.’’ 


And, in urging the transition to the 
first-to-file system, the Association for 
Competitive Technology, which rep-
resents small and mid-size IT firms, 
has said the current first-to-invent sys-
tem ‘‘negatively impacts entre-
preneurs’’ and puts American inventors 
‘‘at a disadvantage with competitors 
abroad who can implement first inven-
tor to file standards.’’ 


If we are to maintain our position at 
the forefront of the world’s economy, if 
we are to continue to lead the globe in 
innovation and production, if we are to 
win the future through American inge-
nuity and innovation, then we must 
have a patent system that is stream-
lined and efficient. The America In-
vents Act, and a transition to a first- 
inventor-to-file system in particular, 
are crucial to fulfilling this promise. 


Madam President, in summary, as I 
said, yesterday we were finally able to 
make progress when the Senate pro-
ceeded to a vote on the managers’ 
amendment, the Leahy-Grassley-Kyl 
amendment, to the America Invents 
Act. It was a very important amend-
ment, with contributions from many 
Senators from both sides of the aisle. 


I think it was a little bit frustrating 
for the public to watch. They saw us 
several hours in quorum calls and then 
having an amendment that passed 97 to 
2. I would hope we might, in doing the 
Nation’s business, move with a little 
bit more speed. But I do thank those 
Senators who supported it. 


The Leahy-Grassley-Kyl amendment 
should ensure our moving forward to 
make the changes needed to unleash 
American innovation and create jobs 
without spending a single dollar of tax-
payer money. In fact, according to the 
Congressional Budget Office, enact-
ment of the bill will save millions of 
dollars. These are not bumper slogan 
ideas of saving money. These are actu-
ally doing the hard work necessary to 
save money. 


I thank those Senators who have 
stayed focused on our legislative effort 
and who joined in tabling nongermane 
amendments that had nothing to do 
with the subject of the America In-
vents Act. 


Extraneous amendments that have 
nothing to do with the important issue 
of reforming our out-of-date patent 
system so American innovators can 
win the global competition for the fu-
ture have no place in this important 
bill. 


We are at a time when China and Eu-
rope and the rest of Asia are moving 
ahead of us. We need the tools to keep 
up. We should not waste time with a 
lot of sloganeering amendments that 
would stop the bill. What we ought to 
focus on is making America good and 
making sure we can compete with the 
rest of the world. We should not have 
amendments used to slow this bill’s 
consideration and passage. If America 
is going to win the global economic 
competition, we need the improve-
ments in our patent system this bill 
can bring. 


I continue to believe, as I have said 
all week, we can finish the bill—we ac-
tually could have finished it yesterday, 
when you consider all the time wasted 
in quorum calls—but I believe we can 
finish it today and show the American 
people the Senate can function in a bi-
partisan manner. 


We have not been as efficient as I 
would have liked. We have been de-
layed for hours at a time and forced 
into extended quorum calls rather than 
being allowed to consider relevant 
amendments to the bill. But we are on 
the brink of disposing of the final 
amendments and passing this impor-
tant legislation. 


We should be able to adopt the Ben-
net amendment on satellite offices ei-
ther by a voice vote or a rollcall, I 
would hope in the next few minutes, 
and the Kirk-Pryor amendment regard-
ing the creation of an ombudsman for 
patents relating to small businesses. 


I hope we can adopt the Menendez 
amendment on expediting patents for 
important areas of economic growth, 
such as energy and the environment, as 
well. I am prepared to agree to very 
short time agreements for additional 
debate, if needed. If a rollcall is called 
for, I am happy to have those. 


The remaining issue for the Senate 
to decide will be posed by an amend-
ment Senator FEINSTEIN filed to turn 
back the advancement toward a first- 
inventor-to-file system. 


I wish to take a moment to talk 
about an important component of the 
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America Invents Act, the transition of 
the American patent system to a first- 
inventor-to-file system. This is strong-
ly supported by the administration and 
by the managers of this package. The 
administration’s Statement of Admin-
istration Policy notes that the reform 
to a first-inventor-to-file system ‘‘sim-
plifies the process of acquiring rights,’’ 
and it describes it as an ‘‘essential pro-
vision [to] reduce legal costs, improve 
fairness and support U.S. innovators 
seeking to market their products and 
services in a global marketplace.’’ I 
agree. I also believe it should help 
small and independent inventors. 


This reform has broad support from a 
diverse set of interests across the pat-
ent community, from life science and 
high-tech companies to universities 
and independent inventors. Despite the 
very recent efforts—and they were very 
recent efforts; after all, we have been 
working on this bill for years—of a 
vocal minority, there can be no doubt 
that there is wide-ranging support for a 
move to a first-inventor-to-file patent 
system. 


A transition to first-inventor-to-file 
system is necessary to fulfill the prom-
ises of higher quality patents and in-
creased certainty that are the goals of 
the America Invents Act. This im-
provement is backed by broad-based 
groups such as the National Associa-
tion of Manufacturers, the American 
Intellectual Property Law Association, 
the Intellectual Property Owners Asso-
ciation, the American Bar Association, 
the Association for Competitive Tech-
nology, the Business Software Alli-
ance, and the Coalition for 21st Cen-
tury Patent Reform, among others. All 
of them agree that transitioning our 
outdated patent system to a first-in-
ventor-to-file system is a crucial com-
ponent to modernizing our patent sys-
tem. 


I commend the assistant Republican 
leader for his remarks yesterday 
strongly in favor of the first-inventor- 
to-file provisions. It actually allows us 
to put America at the pinnacle of inno-
vation by ensuring efficiency and cer-
tainty in the patent system. 


This transition is also necessary to 
better equip the Patent and Trademark 
Office to work through its current 
backlog. That backlog has more than 
700,000 unexamined patent applications. 


A transition to a first-inventor-to- 
file system will benefit the patent com-
munity in several ways. It will simplify 
the patent application system and pro-
vide increased certainty to businesses 
that they can commercialize a patent 
that has been granted. 


The first-inventor-to-file system will 
also reduce costs to patent applicants 
and the Patent Office. Importantly, a 
first-inventor-to-file system will in-
crease the global competitiveness of 
American companies and American in-
ventors. Also, the first-inventor-to-file 
provisions that are included in the 
America Invents Act were drafted with 
careful attention to needs of univer-
sities and small inventors. For these 


reasons, among others, this transition 
is supported by the overwhelming ma-
jority of the patent community and 
American industry, as well as the ad-
ministration and experts at the Patent 
and Trademark Office. 


At this time I wish to have printed in 
the RECORD a few letters of support for 
the transition to first-to-file. 


The Small Business & Entrepreneur-
ship Council says that ‘‘by moving to a 
first-inventor-to-file system, small 
firms will in no way be disadvantaged, 
while opportunities in international 
markets will expand.’’ 


The Intellectual Property Owners As-
sociation says the transition to first- 
inventor-to-file ‘‘is central to mod-
ernization and simplification of patent 
law and is very widely supported by 
U.S. companies.’’ 


BASF says the first-to-file system 
will ‘‘enhance the patent system in 
ways that would benefit all sectors of 
the U.S. economy.’’ 


And the American Bar Association 
refutes claims that the first-to-file sys-
tem would disadvantage small and 
independent inventors, saying that the 
legislation ‘‘makes it clear that the 
award goes to the first inventor to file 
and not merely to the first person to 
file.’’ 


I ask unanimous consent that copies 
of these letters be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


SMALL BUSINESS 
& ENTREPRENEURSHIP COUNCIL, 


Oakton, VA, February 28, 2011. 
Hon. PATRICK LEAHY, 
U.S. Senate, Russell Senate Bldg., 
Washington, DC. 


DEAR SENATOR LEAHY: The Small Business 
& Entrepreneurship Council (SBE Council) 
and its members across the nation have been 
strong advocates for patent reform. We are 
pleased that you have introduced the Patent 
Reform Act (S. 23), and we strongly endorse 
this important piece of legislation. 


An effective and efficient patent system is 
critical to small business and our overall 
economy. After all, the U.S. leads the globe 
in entrepreneurship, and innovation and in-
vention are central to our entrepreneurial 
successes. Indeed, intellectual property— 
most certainly including patents—is a key 
driver to U.S. economic growth. Patent re-
form is needed to clarify and simplify the 
system; to properly protect legitimate pat-
ents; and to reduce costs in the system, in-
cluding when it comes to litigation and the 
international marketplace. 


Make no mistake, this is especially impor-
tant for small businesses. As the Congres-
sional Research Service has reported: ‘‘Sev-
eral studies commissioned by U.S. federal 
agencies have concluded that individuals and 
small entities constitute a significant source 
of innovative products and services. Studies 
have also indicated that entrepreneurs and 
small, innovative firms rely more heavily 
upon the patent system than larger enter-
prises.’’ 


The Patent Reform Act works to improve 
the patent system in key ways, including, 
for example, by lowering fees for micro-enti-
ties, and by shortening time periods for pat-
ent reviews by making the system more pre-
dictable. 


During the debate over this legislation, it 
is expected that two important areas of re-
form will come under attack. 


First, the U.S. patent system is out of step 
with the rest of the world. The U.S. grants 
patents on a first-to-invent basis, rather 
than the first-inventor-to-file system that 
the rest of the world follows. First-to-invent 
is inherently ambiguous and costly, and 
that’s bad news for small businesses and in-
dividual inventors. 


In a 2004 report from the National Re-
search Council of the National Academies 
(titled ‘‘A Patent System for the 21st Cen-
tury’’), it was pointed out: ‘‘For those sub-
ject to challenge under first-to-invent, the 
proceeding is costly and often very pro-
tracted; frequently it moves from a USPTO 
administrative proceeding to full court liti-
gation. In both venues it is not only evidence 
of who first reduced the invention to prac-
tice that is at issue but also questions of 
proof of conception, diligence, abandonment, 
suppression, and concealment, some of them 
requiring inquiry into what an inventor 
thought and when the inventor thought it.’’ 
The costs of this entire process fall more 
heavily on small businesses and individual 
inventors. 


As for the international marketplace, pat-
ent harmonization among nations will make 
it easier, including less costly, for small 
firms and inventors to gain patent protec-
tion in other nations, which is critical to 
being able to compete internationally. By 
moving to a first-inventor-to-file system, 
small firms will in no way be disadvantaged, 
while opportunities in international markets 
will expand. 


Second, as for improving the performance 
of the USPTO, it is critical that reform pro-
tect the office against being a ‘‘profit cen-
ter’’ for the federal budget. That is, the 
USPTO fees should not be raided to aid Con-
gress in spending more taxpayer dollars or to 
subsidize nonrelated programs. Instead, 
those fees should be used to make for a 
quicker, more predictable patent process. 


Thank you for your leadership Senator 
Leahy. Please feel free to contact SBE Coun-
cil if we can be of assistance on this impor-
tant issue for small businesses. 


Sincerely, 
KAREN KERRIGAN, 


President & CEO. 


INTELLECTUAL PROPERTY 
OWNERS ASSOCIATION, 


Washington, DC, February 25, 2011. 
Re Amendments to S. 23, the ‘‘Patent Re-


form Act of 2011.’’ 


Honorable ll, 
U.S. Senate, 
ll Senate Office Building, Washington, DC. 


DEAR SENATOR ll: Intellectual Property 
Owners Association (IPO) is pleased that the 
Senate is planning to proceed with consider-
ation of S. 23, the ‘‘Patent Reform Act of 
2011.’’ 


IPO is one of the largest and most diverse 
trade associations devoted to intellectual 
property rights. Our 200 corporate members 
cover a broad spectrum of U.S. companies in 
industries ranging from information tech-
nology to consumer products to pharma-
ceuticals and biotechnology. 


We wish to give you our advice on amend-
ments that we understand might be offered 
during consideration of S. 23: 


Vote AGAINST any amendment to delete 
the ‘‘first-inventor-to-file’’ and related pro-
visions in section 2 of the bill. First-inven-
tor-to-file, explained in a 1-page attachment 
to this letter, is central to modernization 
and simplification of patent law and is very 
widely supported by U.S. companies. 


Vote FOR any amendment guaranteeing 
the U.S. Patent and Trademark Office access 
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to all user fees paid to the agency by patent 
and trademark owners and applicants. Cur-
rent delays in processing patent applications 
are totally unacceptable and the result of an 
underfunded Patent and Trademark Office. 


Vote AGAINST any amendment that 
would interpose substantial barriers to en-
forcement of validly-granted ‘‘business 
method’’ patents. IPO supports business 
method patents that were upheld by the U.S. 
Supreme Court in the recent Bilski decision. 


For more information, please call IPO at 
202–507–4500. 


Sincerely, 
DOUGLAS K. NORMAN, 


President. 


FIRST-INVENTOR-TO-FILE IN S. 23, THE 
‘‘PATENT REFORM ACT OF 2011’’ 


Section 2 of S. 23 simplifies and modernizes 
U.S. patent law by awarding the patent to 
the first of two competing inventors to file 
in the U.S. Patent and Trademark Office 
(PTO), a change from the traditional system 
of awarding the patent, in theory, to the 
first inventor to invent. First-inventor-to- 
file in S. 23 has these advantages: 


Eliminates costly and slow patent inter-
ferences proceedings conducted in the PTO 
and the courts to determine which inventor 
was the first to invent. 


Creates legal certainty about rights in all 
patents, the vast majority of which never be-
come entangled in interference proceedings 
in the first place, but which are still subject 
to the possibility under current law that an-
other inventor might come forward and seek 
to invalidate the patent on the ground that 
this other inventor, who never applied for a 
patent, was the first to invent. 


Encourages both large and small patent 
applicants to file more quickly in order to 
establish an early filing date. Early filing 
leads to early disclosure of technology to the 
public, enabling other parties to build on and 
improve the technology. (Applicants who 
plan to file afterward in other countries al-
ready have the incentive to file quickly in 
the U.S.) 


Makes feasible the introduction of post- 
grant opposition proceedings to improve the 
quality of patents, by reducing the issues 
that could be raised in a post-grant pro-
ceeding, thereby limiting costs and delay. 


Follows up on changes already made by 
Congress that (1) established inexpensive and 
easy-to-file provisional patent applications 
and, (2) in order to comply with treaty obli-
gations, allowed foreign inventors to partici-
pate in U.S. patent interference proceedings. 


BASF, 
Florham Park, NJ, February 28, 2011. 


Hon. FRANK LAUTENBERG, 
Hon. BOB MENENDEZ, 
U.S. Senate, 
Washington, DC. 


DEAR SENATORS LAUTENBERG AND MENEN-
DEZ: On behalf of BASF’s North American 
headquarters located in Florham Park, New 
Jersey, I am writing to urge your support for 
S. 23, the Patent Reform Act of 2011. 


At BASF, We Create Chemistry, and we 
pride ourselves on creating technological ad-
vances through innovation. We recognize 
that America’s patent system is crucial to 
furthering this innovation and that the sys-
tem is in need of modernization and reform. 
The United States desperately needs to en-
hance the efficiency, objectivity, predict-
ability, and transparency of its patent sys-
tem. 


BASF likes S. 23 because we feel it will 
preserve the incentives necessary to sustain 
America’s global innovation and spur the 
creation of high-wage, high-value jobs in our 
nation’s economy. In particular, the shift to 


a ‘‘first to file’’ system, an appropriate role 
for the court in establishing patent damages, 
and improved mechanisms for challenging 
granted patents enhance the patent system 
in ways that would benefit all sectors of the 
U.S. economy. 


I want to stress that BASF supports S. 23 
in the form recently passed out of the Senate 
Judiciary Committee via a bipartisan 15–0 
vote. This bill represents a great deal of 
work and hard fought consensus. We ask that 
you reject amendments on the floor that 
would substantively alter the bill, including 
one that would reportedly strike the ‘‘first 
to file’’ provision. 


Please note, however, that BASF does sup-
port a planned amendment that would end 
the practice of diverting funds from the U.S. 
Patent and Trademark Office to other agen-
cies. This amendment is necessary, since the 
USPTO is funded entirely by user fees and 
does not get any taxpayer money. 


Our patent system has helped foster U.S. 
innovation and protect the intellectual prop-
erty rights of inventors for more than 200 
years, and it can continue to do so if it is up-
dated to make sure it meets the challenges 
facing today’s innovators, investors, and 
manufacturers. I urge you to work with your 
colleagues in the Senate to pass S. 23 with-
out substantive amendment to the patent 
provisions and with language that would pre-
vent diversion of USPTO funds. 


Sincerely, 
STEVEN J. GOLDBERG, 


Vice President, 
Regulatory Law & Government Affairs 


AMERICAN BAR ASSOCIATION, 
Chicago, IL, February 28, 2011. 


DEAR SENATOR: This week the Senate will 
be considering S. 23, the ‘‘Patent Reform Act 
of 2011.’’ I am writing to express the support 
of the Section of Intellectual Property Law 
of the American Bar Association for Senate 
approval of S. 23, and our opposition to any 
amendment that may be offered to strike the 
‘‘first-inventor-to-file’’ provisions of the bill. 
These views have not been considered by the 
American Bar Association’s House of Dele-
gates or Board of Governors and should not 
be considered to be views of the American 
Bar Association. 


S. 23 is a bi-partisan product of six years of 
study and development within the Judiciary 
Committee. By necessity, it contains a num-
ber of provisions that are the result of nego-
tiation and compromise and it is unlikely 
that all of the Judiciary Committee co-spon-
sors favor each and every provision. We too 
would have addressed some issues dif-
ferently. However, the perfect should not be 
the enemy of the good and we believe that 
this is a good bill. S. 23 and S. 515, its close 
predecessor in the 111th Congress, are the 
only bills that we have endorsed in the six 
years that we have been following this legis-
lation. The enactment of S. 23 would sub-
stantially improve the patent system of the 
United States and we support that enact-
ment. 


At the same time, we want to express our 
strong opposition to an amendment that 
may be offered to strike the provisions of S. 
23 that would switch the U.S. patent system 
to one that awards a patent to the first in-
ventor who discloses his invention and ap-
plies for a patent (‘‘first-inventor-to-file’’), 
rather than awarding a patent based on win-
ning the contest to show the earliest date of 
conception or reduction to practice of the in-
vention (‘‘first-to-invent’’). 


The United States is alone in the world in 
retaining the first-to-invent system. While a 
first-inventor-to-file system encourages in-
ventors to file for a patent and disclose their 
inventions at an early date, the first-to-in-
vent standard increases opportunity for com-


peting claims to the same invention, and fa-
cilitates protracted legal battles in adminis-
trative and court proceedings, which are ex-
tremely costly, in both time and money. 


Some have long thought that small and 
independent inventors would be disadvan-
taged in a first-inventor-to-file environment 
and that competitors with more resources 
might learn of their inventions and get to 
the U.S. Patent Office first with an applica-
tion. This current legislation, however, 
makes it clear that the award goes to the 
first inventor to file and not merely to the 
first person to file. 


Equally important, recent studies show 
that, under the present U.S. patent system, 
small and independent inventors who are 
second to file but who attempt in the U.S. 
Patent Office and court proceedings to estab-
lish that they were the first to invent, actu-
ally lose more patents than they would ob-
tain had the United States simply awarded 
patents to the first inventor to file. 


Moreover, since 1996, an inventor based in 
the United States faces a much more dif-
ficult task of ever obtaining a patent. For in-
ventions made after 1996, the U.S. patent 
system has been open to proofs of inventions 
made outside the United States—creating for 
many U.S.-based inventors a new and poten-
tially even more expensive obstacle to ob-
taining a patent under the current first-to- 
invent rule. 


Finally, U.S. inventors more and more are 
facing the need to file patent applications 
both at home and abroad to remain competi-
tive in our global economy. Requiring com-
pliance with two fundamentally different 
systems places undue additional burdens on 
our U.S. inventors and puts them at a com-
petitive disadvantage in this global econ-
omy. 


We urge you to support enactment of S. 23 
and to oppose any amendment to strike the 
‘‘first-inventor-to-file’’ provisions. 


Sincerely, 
MARYLEE JENKINS, 


Chairperson, 
Section of Intellectual Property Law. 


Mr. LEAHY. Madam President, we 
are now ready to go forward on the 
Bennet and Kirk-Pryor amendments. I 
am prepared to call them up for a vote 
in the next few minutes if we could get 
somebody on the floor. 


AMENDMENT NO. 117, AS MODIFIED 
I understand there is a modification 


at the desk of Bennet amendment No. 
117. 


The ACTING PRESIDENT pro tem-
pore. Without objection, the amend-
ment is so modified. 


The amendment, as modified, is as 
follows: 


On page 104, between lines 22 and 23, insert 
the following: 
SEC. 18. SATELLITE OFFICES. 


(a) ESTABLISHMENT.—Subject to available 
resources, the Director may establish 3 or 
more satellite offices in the United States to 
carry out the responsibilities of the Patent 
and Trademark Office. 


(b) PURPOSE.—The purpose of the satellite 
offices established under subsection (a) are 
to— 


(1) increase outreach activities to better 
connect patent filers and innovators with 
the Patent and Trademark Office; 


(2) enhance patent examiner retention; 
(3) improve recruitment of patent exam-


iners; and 
(4) decrease the number of patent applica-


tions waiting for examination and improve 
the quality of patent examination. 


(c) REQUIRED CONSIDERATIONS.—In select-
ing the locale of each satellite office to be 
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established under subsection (a), the Direc-
tor— 


(1) shall ensure geographic diversity among 
the offices, including by ensuring that such 
offices are established in different States and 
regions throughout the Nation; and 


(2) may rely upon any previous evaluations 
by the Patent and Trademark Office of po-
tential locales for satellite offices, including 
any evaluations prepared as part of the Pat-
ent and Trademark Office’s Nationwide 
Workforce Program that resulted in the 2010 
selection of Detroit, Michigan as the first 
ever satellite office of the Patent and Trade-
mark Office. 


(3) Nothing in the preceding paragraph 
shall constrain the Patent and Trademark 
Office to only consider its prior work from 
2010. The process for site selection shall be 
open. 


(d) PHASE-IN.—The Director shall satisfy 
the requirements of subsection (a) over the 3- 
year period beginning on the date of enact-
ment of this Act. 


(e) REPORT TO CONGRESS.—Not later than 
the end of the first fiscal year that occurs 
after the date of the enactment of this Act, 
and each fiscal year thereafter, the Director 
shall submit a report to Congress on— 


(1) the rationale of the Director in select-
ing the locale of any satellite office required 
under subsection (a); 


(2) the progress of the Director in estab-
lishing all such satellite offices; and 


(3) whether the operation of existing sat-
ellite offices is achieving the purposes re-
quired under subsection (b). 


(f) DEFINITIONS.—In this section, the fol-
lowing definitions shall apply: 


(1) DIRECTOR.—The term ‘‘Director’’ means 
the Director of the United States Patent and 
Trademark Office. 


(2) PATENT AND TRADEMARK OFFICE.—The 
term ‘‘Patent and Trademark Office’’ means 
the United States Patent and Trademark Of-
fice. 


On page 104, line 23, strike ‘‘SEC. 18.’’ and 
insert ‘‘SEC. 19.’’. 


AMENDMENTS NOS. 117, AS MODIFIED, AND 123 
Mr. LEAHY. Madam President, I ask 


unanimous consent that the Senate re-
sume consideration of Bennet amend-
ment No. 117, as modified, with the 
changes at the desk and Kirk amend-
ment No. 123 en bloc; further, that the 
amendments be agreed to en bloc and 
the motions to reconsider be consid-
ered made and laid upon the table, with 
no intervening action or debate. 


The ACTING PRESIDENT pro tem-
pore. Is there objection? 


Mr. GRASSLEY. Madam President, 
reserving the right to object, and I will 
not object, I wish to say as manager of 
my side of the aisle that we support 
this. We think both of these amend-
ments are good amendments and that 
we ought to move forward. I appreciate 
very much the majority working with 
us to accomplish this goal. 


I yield the floor. 
The ACTING PRESIDENT pro tem-


pore. Is there objection? 
Without objection, it is so ordered. 
The amendments, Nos. 117, as modi-


fied, and 123, were agreed to en bloc. 
Mr. LEAHY. Madam President, I am 


ready to go to third reading unless 
there are others who are otherwise tied 
up who knows where, but I wish they 
would take the time to drop by if they 
have amendments. Senator GRASSLEY 
and I spent hours on the floor yester-


day just waiting for people to bring up 
amendments. We went through a num-
ber of quorum calls. We are talking 
about something that is going to be a 
tremendous boost to businesses and in-
ventors. Those who are watching are 
wondering probably why we have spent 
years getting this far. So much time is 
being wasted. 


I just want everybody to know the 
two of us are ready to vote. Yesterday 
we took hours of delay to vote on the 
Leahy-Grassley, et al. amendment, and 
then it passed 97 to 2. 


So I would urge Senators who have 
amendments to come to the floor. As 
the gospel says, ‘‘Many are called, but 
few are chosen.’’ It may be the same 
thing on some of the amendments, but 
ultimately we will conclude. Before my 
voice is totally gone, unless the Sen-
ator from Iowa has something to say, I 
yield to the Senator from Iowa. 


Mr. GRASSLEY. Madam President, 
supporting what the chairman has just 
said, outside of the fact that there 
might be one or two controversial non-
germane amendments to this legisla-
tion, we have to look at the underlying 
product. The underlying product is 
very bipartisan. Most economic inter-
ests within our country are supporting 
this patent reform legislation. Every-
body agrees it is something that prob-
ably should have been passed a Con-
gress ago. 


I join my Democratic manager and 
the chairman of the committee in urg-
ing Senators on my side of the aisle 
who have either germane amendments 
or nongermane amendments to come to 
the floor and offer them so the under-
lying piece of legislation can be passed 
and sent on to the House of Represent-
atives. 


I yield the floor. 
The ACTING PRESIDENT pro tem-


pore. The Senator from Vermont. 
Mr. LEAHY. Madam President, I also 


wish to associate myself with the dis-
tinguished senior Senator from Iowa. 
He has worked very hard to help us get 
to the floor. Considering the enormous 
amount of time that has been spent by 
both sides of the aisle on this bill, the 
amount of time that has been spent 
working out problems, I wish we could 
complete it. I understand there are a 
couple Senators who may have amend-
ments. I am not sure where they are, 
but I am sure they will show up at 
some point. In the meantime, I suggest 
the absence of a quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mrs. FEINSTEIN. Mr. President, I 
ask unanimous consent that the order 
for the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
UDALL of New Mexico). Without objec-
tion, it is so ordered. 


AMENDMENT NO. 133 
Mrs. FEINSTEIN. Mr. President, I 


call up amendment No. 133, and I ask 
unanimous consent to set aside the 
pending amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The assistant legislative clerk read 


as follows: 
The Senator from California [Mrs. FEIN-


STEIN], for herself, Mr. RISCH, Mr. REID, Mr. 
CRAPO, Mrs. BOXER, and Mr. ENSIGN, proposes 
an amendment numbered 133. 


The amendment is as follows: 
On page 2, line 1, strike ‘‘FIRST INVEN-


TOR TO FILE.’’ and insert ‘‘FALSE MARK-
ING.’’ 


On page 2, strike line 2 and all that follows 
through page 16, line 4. 


On page 16, line 5, strike ‘‘(1) IN GENERAL.— 
’’ and insert ‘‘(a) IN GENERAL.—’’ and move 2 
ems to the left. 


On page 16, line 7, strike ‘‘(A)’’ and insert 
‘‘(1)’’ and move 2 ems to the left. 


On page 16, line 11, strike ‘‘(B)’’ and insert 
‘‘(2)’’ and move 2 ems to the left. 


On page 16, line 18, strike ‘‘(2) EFFECTIVE 
DATE.—’’ and insert ‘‘(b) EFFECTIVE DATE.—’’ 
and move 2 ems to the left. 


On page 16, line 19, strike ‘‘subsection’’ and 
insert ‘‘section’’. 


On page 16, strike line 22 and all that fol-
lows through page 23, line 2. 


On page 23, strike line 3 and all that fol-
lows through page 31, line 15, and renumber 
sections accordingly. 


On page 64, strike line 18 and all that fol-
lows through page 65, line 17. 


On page 69, line 10, strike ‘‘derivation’’ and 
insert ‘‘interference’’. 


On page 69, line 14, strike ‘‘derivation’’ and 
insert ‘‘interference’’. 


On page 71, line 9, strike ‘‘DERIVATION’’ and 
insert ‘‘INTERFERENCE’’. 


On page 71, lines 9 and 10, strike ‘‘deriva-
tion’’ and insert ‘‘interference’’. 


On page 71, line 14, strike ‘‘derivation’’ and 
insert ‘‘interference’’. 


On page 72, line 3, strike ‘‘derivation’’ and 
insert ‘‘interference’’. 


On page 72, line 8, strike ‘‘derivation’’ and 
insert ‘‘interference’’. 


On page 73, line 1, strike ‘‘derivation’’ and 
insert ‘‘interference’’. 


On page 73, between lines 5 and 6, insert 
the following: 


(d) CONFORMING AMENDMENTS.—Sections 41, 
134, 145, 146, 154, 305, and 314 of title 35, 
United States Code, are each amended by 
striking ‘‘Board of Patent Appeals and Inter-
ferences’’ each place that term appears and 
inserting ‘‘Patent Trial and Appeal Board’’. 


On page 73, line 6, strike ‘‘(d)’’ and insert 
‘‘(e)’’. 


On page 93, strike lines 6 through 8, and in-
sert the following: by inserting ‘‘(other than 
the requirement to disclose the best mode)’’ 
after ‘‘section 112 of this title’’. 


On page 98, strike lines 20 and 21, and in-
sert the following: 
‘‘SEC. 17. EFFECTIVE DATE. 


Except as otherwise provided 
On page 99, strike lines 1 through 14. 


Mrs. FEINSTEIN. Mr. President, I 
ask unanimous consent that at the 
conclusion of my remarks the amend-
ment be set aside and the Senate re-
turn to the previously pending busi-
ness. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mrs. FEINSTEIN. Thank you very 
much. 


I rise today to offer an amendment to 
strike the first-to-file provisions of 
this bill. I am joined in this effort by 
my cosponsors, Senator RISCH, Major-
ity Leader REID, and Senators CRAPO 
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and BOXER. I also ask unanimous con-
sent that Senator ENSIGN be added as a 
cosponsor of the amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mrs. FEINSTEIN. I know the bill has 
contained these provisions for some 
time now, and I acknowledge I have 
voted for different versions of it that 
contain these provisions. However, I 
have heard more and more in the past 
2 years from small inventors, startup 
companies, small businesses, venture 
capitalists, and, yes, even large compa-
nies from all around our country, but 
especially in my State of California, 
that this proposed transition from our 
first-to-invent system to a first-to-file 
system would be severely harmful to 
innovation, and especially burdensome 
on small inventors, startups, and small 
businesses. And I have become con-
vinced it is the wrong thing to do. 


For the benefit of my colleagues who 
have not been so embroiled in this 
rather technical issue, let me provide a 
little background. For over a century, 
our country has awarded patents to the 
first inventor to come up with an idea, 
even if somebody else beat them to the 
Patent Office—a first-to-invent sys-
tem. And we have done very well under 
the first-to-invent system. This bill 
would change that, so that the first 
person to file an application for a pat-
ent for a particular invention would be 
entitled to that patent, even if another 
person actually created the invention 
first. This is what is known as the 
first-to-file system. 


Now, the argument that is made for 
transitioning to first-to-file is that the 
rest of the world follows first-to-file, 
and that will harmonize our system 
with theirs. This is supported by big 
companies that have already made it, 
that have an international presence. 
Therefore, I understand their support 
for first-to-file. But under first-to-in-
vent, we have been the world’s leader 
in innovation, and the first-to-file 
countries have been playing catchup 
with our technological advances. So 
with all due respect, I wouldn’t trade 
America’s record of innovation for that 
of virtually any other country or cer-
tainly any first-to-file country. 


The genius of America is inventions 
in small garages and labs, in great 
ideas that come from inspiration and 
perspiration in such settings and then 
take off. So many of America’s leading 
companies—Hewlett Packard, Apple, 
Google, even AT&T arising from Alex-
ander Graham Bell’s lab, for example— 
started in such settings and grew spec-
tacularly, creating jobs for millions of 
Americans and lifting our economy and 
standard of living. 


A coalition of affected small business 
groups, including the National Small 
Business Association and others, re-
cently said first-to-file ‘‘disrupts the 
unique American start-up ecosystem 
that has led to America’s standing as 
the global innovation leader . . .’’ 


I believe it is critical that we con-
tinue to protect and nurture this cul-


ture of innovation, and preserving the 
first-to-invent system that has helped 
foster it is essential to do this. 


Moreover, this bill would not actu-
ally harmonize our patent priority sys-
tem with that of the rest of the world. 
Many first-to-file countries allow more 
extensive use of prior art to defeat a 
patent application and provide for 
greater prior user rights than this bill 
would provide. Europe does not provide 
even the limited 1-year publication 
grace period this bill does. 


An important part of this debate is 
the change the bill makes to the so- 
called grace period that inventors have 
under U.S. current law. Presently, a 
person’s right to their invention is also 
protected for 1 year from any of the 
following: No. 1, describing their inven-
tion in a printed publication; No. 2, 
making a public use of the invention; 
or, No. 3, offering the invention for 
sale. This is called the grace period, 
and it is critical to small inventors. 


Mr. President, 108 startups and small 
businesses wrote last year that: 


U.S. patent law has long allowed inventors 
a 1-year ‘‘grace period,’’ so that they can de-
velop, vet, and perfect their invention, begin 
commercialization, advance sales, seek in-
ventors and business partners, and obtain 
sufficient funds to prosecute the patent ap-
plication. During the grace period, many in-
ventors learn about starting a technology- 
based business for the first time. They must 
obtain investment capital and must learn 
from outside patent counsel (at considerable 
expense) about patenting and related dead-
lines and how to set up confidentiality agree-
ments. Many startups or small businesses 
are in a race against insolvency during this 
early stage. The grace period protects them 
during this period from loss of patent rights 
due to any activities, information leaks or 
inadvertent unprotected disclosures prior to 
filing their patent applications. 


S. 23 eliminates this grace period 
from offering an invention for sale or 
making a public use of it, leaving only 
a grace period from ‘‘disclosure’’ of the 
invention. 


There are two problems with this. 
First, ‘‘disclosure’’ is not defined in the 
bill. This will generate litigation while 
the courts flesh out that term’s mean-
ing. While this plays out in the courts, 
there will be uncertainty about wheth-
er many inventions are patentable. 
This uncertainty will, in turn, chill in-
vestment, as venture capitalists will be 
reluctant to invest until they are con-
fident that the inventor will be able to 
patent and own their invention. 


Secondly, because of this lack of defi-
nition, some patent lawyers interpret 
‘‘disclosure’’ to mean a disclosure that 
is sufficiently detailed to enable a per-
son of ordinary skill in the particular 
art to make the invented item. In prac-
tical terms, this means a patent appli-
cation or a printed publication. 


Now, this does provide some protec-
tion to universities, it is true. They 
often publish about their inventions. 
However, it is scant protection for the 
small inventor. They don’t publish 
about their inventions, until they file a 
patent application. As the 108 small 
businesses put it, ‘‘no business will-


ingly publishes complete technical dis-
closures that will tip-off all competi-
tors to a company’s technological di-
rection. . . . Confidentiality is crucial 
to small companies.’’ 


The grace period from offering for 
sale or public use is critical for their 
protection; eliminating it will have the 
effect, in the words of these small busi-
nesses, of ‘‘practically gutting the 
American 1-year grace period.’’ The 
National Small Business Association 
wrote recently: 


The American first-to-invent grace period 
patent system has been a major mechanism 
for the dynamism of small business innova-
tion. . . . It is clear that the weak or (en-
tirely absent) [sic] grace periods used in the 
rest of the world’s first-to-file patent system 
throttles small-business innovation and job 
creation. 


Our amendment would preserve 
America’s world-leading system. 


I am also very concerned that first- 
to-file would proportionately disadvan-
tage small companies and startups 
with limited resources. I have become 
convinced that this change would im-
pede innovation and economic growth 
in our country, particularly harming 
the small, early-stage businesses that 
generate job growth. 


Obviously, the process of innovation 
starts with the generation of ideas. 
Small California companies and inven-
tors have described to me how most of 
these ideas ultimately do not pan out; 
either testing or development proves 
they are not feasible technologically, 
or they prove not to be viable economi-
cally. 


Unfortunately, first-to-file incenti-
vizes inventors to ‘‘race to the Patent 
Office,’’ to protect as many of their 
ideas as soon as possible so they are 
not beaten to the punch by a rival. 
Thus, first-to-file will likely result in 
significant overfiling of these ‘‘dead 
end’’ inventions, unnecessarily bur-
dening both the Patent and Trademark 
Office and inventors. As Paul Michel, 
former chief judge of the Court of Ap-
peals for the Federal Circuit, and Greg-
ory Junemann, president of the Inter-
national Federation of Professional 
and Technical Engineers, put it in a re-
cent letter to the committee: 


As Canada recently experienced, a shift to 
a first-to-file system can stimulate mass fil-
ing of premature applications as inventors 
rush to beat the effective date of the shift or 
later, filings by competitors. 


This presents a particular hardship 
for independent inventors, for startups, 
and for small businesses, which do not 
have the resources and volume to em-
ploy in-house counsel but must instead 
rely on more-costly outside counsel to 
file their patents. This added cost and 
time directed to filing for ideas that 
are not productive will drain resources 
away from the viable ideas that can 
build a patent portfolio—and a busi-
ness. 


At a time when the Patent and 
Trademark Office has a dramatic back-
log of over 700,000 patents waiting to be 
examined and a pendency time of some 
3 years, Congress should be careful to 
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ensure that any legislative changes 
will not increase patent filings that are 
unfruitful. 


The counter-argument is made that a 
small inventor could file a cheap ‘‘pro-
visional patent application,’’ and that 
is sufficient protection. However, pat-
ent lawyers who work with small cli-
ents have said that they advise their 
clients not to treat a provisional appli-
cation any less seriously than a full 
patent application. If there is part of 
an invention that is left out of the pro-
visional application, that will not be 
protected. And the parts that are in-
cluded in the provisional application 
will be vulnerable too, under an attack 
that the inventor failed to disclose the 
‘‘best mode’’ of the invention by leav-
ing out necessary information. 


The argument is made that first to 
file will establish a simple, clear pri-
ority of competing patent applications. 
Proponents of first to file argue that it 
will eliminate costly, burdensome pro-
ceedings to determine who actually 
was the first to invent, which are 
known as ‘‘interference proceedings.’’ 


However, the reality is that this is 
not a significant problem under our 
current system. There are only about 
50 ‘‘interference proceedings’’ a year to 
resolve who made an invention first. 
This is out of about 480,000 patent ap-
plications that are submitted each 
year—in other words, one-one hun-
dredth of 1 percent of patent applica-
tions. 


Another problem with the bill’s first 
to file system is the difficulty of prov-
ing that someone copied your inven-
tion. 


The bill’s proponents assert that it 
protects against one person copying 
another person’s invention by allowing 
the first inventor to prove that ‘‘such 
other patent was derived from the in-
ventor of the invention . . .’’. 


Currently, you as a first inventor can 
prove that you were first by presenting 
evidence that is in your control—your 
own records contemporaneously docu-
menting the development of your in-
vention. But to prove that somebody 
else’s patent application came from 
you under the bill, was ‘‘derived’’ from 
you, you would have to submit docu-
ments showing this copying. Only if 
there was a direct relationship between 
the two parties will the first inventor 
have such documents. 


If there was only an indirect rela-
tionship, or an intermediary—for ex-
ample, the first inventor described his 
invention at an angel investor presen-
tation where he didn’t know the identi-
ties of many in attendance—the docu-
ments that would show ‘‘derivation’’— 
copying—are not going to be in the 
first inventor’s possession; they would 
be in the second party’s possession. 
You would have to find out who they 
talked to, e-mailed with, et cetera to 
trace it back to your original disclo-
sure. But the bill doesn’t provide for 
any discovery in these ‘‘derivation pro-
ceedings,’’ so the first inventor can’t 
prove their claim. 


For these reasons, and many others, 
the first to invent system, which I be-
lieve has made our Nation the leader in 
the world, which our amendment would 
preserve, is supported by numerous 
people and businesses around the coun-
try, including the National Small Busi-
ness Association; Coalition for Patent 
Fairness, a coalition of large high-tech 
companies; IEEE, Institute of Elec-
trical and Electronics Engineers, which 
has 395,000 members; the International 
Federation of Professional and Techno-
logical Engineers, AFL–CIO; the Uni-
versity of California System; the Uni-
versity of Kentucky; Paul Michel— 
Former Chief Judge of the U.S. Court 
of Appeals for the Federal Circuit, 
which plays the critical role of hearing 
appeals in patent cases; the U.S. Busi-
ness and Industry Council; American 
Innovators for Patent Reform; Na-
tional Association of Patent Practi-
tioners; Professional Inventors Alli-
ance USA; CONNECT, a trade associa-
tion for small technology and life 
science businesses; and many small in-
ventors, as represented, for instance, in 
a letter signed by 108 startups and 
small businesses from all over the 
country. 


Mr. President, I ask unanimous con-
sent that a copy of this letter be print-
ed in the RECORD following my re-
marks. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


(See exhibit 1.) 


Mrs. FEINSTEIN. Mr. President, I 
don’t often agree with the organization 
Gun Owners of America, a group that 
thinks the National Rifle Association 
is too liberal. But I do agree with them 
on this issue. They are part of a coali-
tion of 23 conservative organizations 
that wrote to the leaders about this, 
arguing: ‘‘Our competitors should have 
to ‘harmonize up’ to our superior intel-
lectual property regime, rather than 
our having to weaken our patent sys-
tem and ‘harmonize down’ to their lev-
els.’’ Other signatories on this letter 
include Phyllis Schlafly of the Eagle 
Forum; Edwin Meese III, former Attor-
ney General under President Reagan; 
the American Conservative Union; and 
the Christian Coalition. 


I think this is really a battle between 
the small inventors beginning in the 
garage, like those who developed the 
Apple computer that was nowhere, and 
who, through the first-to-invent sys-
tem, were able to create one of the 
greatest companies in the world. Amer-
ica’s great strength is the cutting-edge 
of innovation. The first-to-invent sys-
tem has served us well. If it is not 
broke, don’t fix it. I don’t really be-
lieve it is broke. 


I am delighted to see that my cospon-
sor, the distinguished Senator from 
California, is also on the floor on this 
matter, and I welcome her support. 


I yield the floor. 


EXHIBIT 1 


JUNE 1, 2010. 
Re Effective repeal of the one-year ‘‘grace 


period’’ under S. 515, the Patent Reform 
Act of 2010. 


Hon. HARRY REID, 
Majority Leader, U.S. Senate, 
Washington, DC. 
Hon. MITCH MCCONNELL, 
Minority Leader, U.S. Senate, 
Washington, DC. 


DEAR SENATORS, on behalf of the under-
signed companies and organizations whose 
survival and new job creations depend on 
patent protection, we are writing regarding 
the patent reform legislation, S. 515. We 
write today to draw renewed attention to a 
proposed rewrite of 35 U.S.C. § 102, which ef-
fectively eliminates the American one-year 
grace period during which current law per-
mits an inventor to test and vet an inven-
tion, publically demonstrate it to obtain ad-
vance sales revenue and seek investors be-
fore filing the patent application. No rep-
resentatives of small business were called to 
testify during five years of Senate hearings 
on patent legislation. This issue has been 
overshadowed by the debate on other provi-
sions of S. 515, but it is no less disruptive to 
the technology investments fostered by the 
patent system. The proposed sweeping 
changes in § 102 is another issue where some 
large, incumbent firms are seeking a change 
to the detriment of small companies, new en-
trants, startup innovators, independent in-
ventors, and future businesses. 


U.S. patent law has long allowed inventors 
a one-year ‘‘grace period,’’ so that they can 
develop, vet, and perfect their invention, 
begin commercialization, advance sales, seek 
investors and business partners, and obtain 
sufficient funds to prosecute the patent ap-
plication. During the grace period, many in-
ventors learn about starting a technology- 
based business for the first time. They must 
obtain investment capital and often must 
learn from outside patent counsel (at consid-
erable expense) about patenting and related 
deadlines and how to set up confidentiality 
agreements. Many startups or small busi-
nesses are in a race against insolvency dur-
ing this early stage. The grace period pro-
tects them during this period from loss of 
patent rights due to any activities, informa-
tion leaks or inadvertent unprotected disclo-
sures prior to filing their patent applica-
tions. 


Small businesses and startups are signifi-
cantly more exposed than large firms in this 
regard because they must rely on far greater 
and earlier private disclosure of the inven-
tion to outside parties. This is often required 
for raising investment capital and for estab-
lishing strategic marketing partnerships, li-
censing and distribution channels. In con-
trast, large established firms have substan-
tial patenting experience, often have in- 
house patent attorneys and often use inter-
nal R&D investment funds. They can also 
use their own marketing, sales and distribu-
tion chains. Therefore, they seldom need 
early disclosure of their inventions to out-
side parties. 


S. 515 amends § 102 to confer the patent 
right to the first-inventor-to-file as opposed 
to the first-to-invent as provided under cur-
rent law. This change is purportedly made 
for the purpose of eliminating costly con-
tests among near-simultaneous inventors 
claiming the same subject matter, called 
‘‘interferences.’’ The goal of eliminating 
interferences is achievable by simple amend-
ment of only § 102(g) to a first-inventor-to- 
file criterion. However, under the heading of 
First-Inventor-To-File, S. 515 does far more, 
it changes all of § 102, redefining the prior art 
and practically gutting the American one- 
year grace period. 
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Without the grace period, the patent sys-


tem would become far more expensive and 
less effective for small companies. It would 
create the need to ‘‘race to the patent office’’ 
more frequently and at great expense before 
every new idea is fully developed or vetted. 
The pressure for more filings will affect all 
American inventors—not only a few that end 
up in interferences under current law. Be-
cause filing decisions must be made based on 
information that will be preliminary and im-
mature, the bill forces poor patenting deci-
sions. Applicants will skip patent protection 
for some ultimately valuable inventions, and 
will bear great costs for applications for in-
ventions that (with the additional informa-
tion that is developed during the grace pe-
riod year of current law) prove to be useless, 
and subsequently abandoned. The evidence 
for this high abandonment trend under sys-
tems having no grace period is readily avail-
able from European application statistics. 


The proponents of S. 515 suggest that the 
harm of the weak grace period of proposed 
§ 102(b) can be overcome if an inventor pub-
lishes a description of the invention, allow-
ing filing within a year following such publi-
cation. Underlying this suggestion are two 
errors. First, no business willingly publishes 
complete technical disclosures that will tip 
off all competitors to a company’s techno-
logical direction. We generally do not, and 
will not, publish our inventions right when 
we make them, some 2.5 years before the 18- 
month publication or 5–7 years before the 
patent grant. Confidentiality is crucial to 
small companies. 


Second, even if we were to avail ourselves 
of such conditional grace period by pub-
lishing first before filing, we would instantly 
forfeit all foreign patent rights because such 
publication would be deemed prior art under 
foreign patent law. No patent attorney will 
advise their client to publish every good idea 
they conceive in order to gain the grace pe-
riod of S. 515. The publication-conditioned 
‘‘grace period’’ in S. 515 is a useless con-
struct proposed by parties intent on compel-
ling American inventors to ‘‘harmonize’’ de 
facto with national patent systems that lack 
grace periods. S. 515 forces U.S. inventors to 
make the ‘‘Hobson’s Choice’’ of losing their 
foreign patent rights or losing the American 
grace period. It should be clear that the only 
way for American inventors to continue to 
benefit from a grace period and be able to ob-
tain foreign patent rights, is to keep intact 
the current secret grace period that relies on 
invention date and a diligent reduction to 
practice. 


The American grace period of current law 
ensures that new inventions originating in 
American small companies and startups—the 
sector of the economy that creates the larg-
est number of new jobs—receive patent pro-
tection essential for survival and that Amer-
ican small businesses’ access to foreign mar-
kets is not destroyed. We urge you to amend 
S. 515 so that § 102 remains intact in order to 
preserve the American grace period in its 
full scope and force. 


Thank you for your consideration of our 
views and concerns. 


Sincerely, 
(SIGNED BY 108 COMPANIES). 


The PRESIDING OFFICER. The Sen-
ator from Utah. 


Mr. HATCH. Mr. President, I ask 
unanimous consent that the Senator 
from California be permitted to speak, 
and then I ask that the remaining time 
be granted to me. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mrs. BOXER. Mr. President, will the 
Chair cut me off at 1 minute? 


The PRESIDING OFFICER. Yes. 
Mrs. BOXER. Mr. President, I thank 


Senator HATCH so much. I thank my 
friend and colleague, Senator FEIN-
STEIN, for this critical amendment. 


Mr. President, I rise in support of the 
amendment offered by my dear friend 
and colleague, Senator FEINSTEIN. 


The amendment would strike the 
first-to-file provision in the patent re-
form bill. 


I was pleased to work with my col-
league, Dr. COBURN, in support of his 
amendment to allow the patent office 
to keep its user fees, which was accept-
ed into the managers’ amendment that 
passed yesterday. 


To me, that was one of the most im-
portant reforms we could enact in this 
legislation—giving the PTO the re-
sources it needs to serve the public. 


I support efforts to improve our pat-
ent system. And there are some good 
things in this bill, including efforts to 
help small businesses navigate the 
PTO. 


But I strongly disagree with chang-
ing the core principle of our patent sys-
tem—awarding a patent to the true in-
ventor—for the sake of perceived ad-
ministrative ease. 


Unlike other countries, our patent 
system is rooted in our Constitution. 
We are the only country in the world 
whose Constitution specifically men-
tions ‘‘inventor.’’ 


Article I, section 8 states ‘‘The Con-
gress shall have the power . . . To pro-
mote the progress of science and useful 
arts, by securing for limited times to 
authors and inventors the exclusive 
right to their respective writings and 
discoveries.’’ 


Our system recognizes the complete 
process of invention—from conception 
to completion. 


The United States is still the heart of 
innovation in the world, and its patent 
system is its soul. 


Despite our rich history, the bill be-
fore us today seeks to erase over 200 
years of invention and achievement, 
and replace it with a weaker system. 


Let’s talk about those changes. 
Section 2 of the bill awards a patent 


to the first person to file, regardless of 
whether that person was the true in-
ventor—the one who first conceived 
and developed the invention to comple-
tion. 


That goes directly against the ex-
press language of the Constitution, 
which awards patents to the inventor, 
not the fastest to the PTO. 


Section 2 of the bill also provides a 
weaker grace period than current law. 
This is a big change that will have a 
significant economic effect on 
startups, entrepreneurs and individual 
inventors. 


I believe it is a change that we can-
not afford, especially in these tough 
economic times when we need our 
small businesses to create new jobs. 


Current law allows an inventor to ob-
tain a patent if an application is filed 
within a year of a public use, sale or 
publication of information about the 
invention. 


That year is called the grace period, 
during which an inventor’s right to 
apply is protected from disclosures or 
applications by others related to his in-
vention. 


The grace period is important be-
cause it allows smaller entities, like 
startups or individual inventors, time 
to set up their businesses, seek fund-
ing, offer their inventions for sale or li-
cense, and prepare a thorough patent 
application. 


Put another way, the grace period is 
an integral part of the formation of a 
small business. 


The grace period has been a part of 
our patent system since 1839, and it 
was implemented to encourage inven-
tors to engage in commercial activity, 
such as demonstrations and sales nego-
tiations, without fear of being beaten 
to the patent office by someone with 
more resources. 


The new grace period in the bill, how-
ever, would no longer cover important 
commercial activities such as sales or 
licensing negotiations. 


The new provision also contains 
vague, undefined terms that will inject 
more uncertainty into the system at a 
time when inventors and investors 
need more certainty. 


Proponents of first-to-file will argue 
that there have been studies or reports 
that show that a first-to-file system 
does not harm small entities. For ex-
ample, they often mention the report 
of the National Academies of Science 
that reached that conclusion. 


However, those studies and reports 
only analyzed the rare cases where two 
parties claimed to be the first inventor. 


Do you know how rare those cases 
are? Last year, there were 52 cases out 
of over 450,000 applications filed—.01 
percent of all applications ended up in 
a contest. 


I do not think we should change over 
170 years of protection for small enti-
ties based on cases that happen with 
the frequency of a hole in one in golf— 
1 out of 12,500, or .01 percent. 


Listen to the conclusion of a report 
analyzing the business effects of Can-
ada’s switch to a first-to-file system: 


The divergence between small entities and 
large corporations in patenting after the Re-
forms supports the idea that a switch to a 
first-to-file system will result in relatively 
less inventive activity being carried out by 
independent inventors as well as small busi-
nesses, and more being channeled through 
large corporations instead. 


In closing, I believe there are things 
we can do to improve our patent sys-
tem. 


But I also believe that the foundation 
of our Constitution-based system—a 
patent is awarded to the inventor—has 
worked well for over 220 years, and we 
should not change that core. 


It has produced inventors such as 
Thomas Edison, the Wright Brothers, 
and George Washington Carver. 


We should not change the core of our 
system, and I urge my colleagues to 
vote for the Feinstein amendment. 


Mr. President, I will conclude in this 
way. The Feinstein amendment is nec-
essary. It is necessary because the first 
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person to invent should get the protec-
tion from the Patent Office. We believe 
that if this amendment does not pass, 
it goes against the express language of 
the Constitution which awards patents 
to the inventor, not the fastest one to 
run down to the Patent Office. Senator 
FEINSTEIN has explained why this is a 
matter of fairness and is better for con-
sumers. I am hopeful that the amend-
ment passes. 


I thank the Chair. 
The PRESIDING OFFICER. The Sen-


ator from Utah. 
Mr. HATCH. Mr. President, I have 


been following the debate on the patent 
bill closely. I wish to again voice my 
strong support for passage of this very 
important legislation. 


We have been working on this bill for 
a number of years and it is satisfying 
to finally see the full Senate consider 
it now. As I have said before, the pat-
ent reform bill is about moving our Na-
tion toward the future. It will equip 
America’s inventors with an improved 
patent system that will enable them to 
better compete in today’s global econ-
omy. Toward that end, I would like to 
discuss some of the key provisions of 
this bill and what they will do to im-
prove and modernize our patent sys-
tem. 


There are some misconceptions about 
the proposed first-inventor-to-file pro-
vision. Some have questioned why we 
cannot maintain the current first-to- 
invent system, in which priority is es-
tablished by determining which appli-
cant actually invented the claimed in-
vention first. Under this system, if 
there is a dispute, it costs applicants 
an average of $500,000 in legal fees to 
prove they were the first-to-invent. 
This amount does not include extra ex-
penses that can follow if the decision is 
appealed. Unfortunately, many small 
businesses and independent inventors 
do not have the resources to engage in 
the process we have now. 


Conversely, moving to a first-inven-
tor-to-file system would provide inven-
tors a cost-effective and certain path 
to protect one’s invention through the 
filing of a provisional application, at a 
much more reasonable cost of about 
$100. 


The purpose of the proposed transi-
tion is certainly not to hurt small busi-
nesses or independent inventors. Quite 
the contrary. These innovators are too 
important to our Nation’s economic 
health. But let’s consider some facts: 
in the past 7 years, more than 3,000,000 
applications have been filed, and only 
25 patents were granted to small enti-
ties that were the second inventor to 
file, but later proved that they were 
first to invent. Of those 25, only one 
patent was granted to an individual in-
ventor who was the second to file. 
Thus, in the last 7 years, only one in-
ventor in over 3,000,000 patent filings 
would have gotten a different outcome 
if we, like the rest of world, used a 
first-inventor-to-file patent system. I 
assure you that I do not want to mini-
mize the reluctance that some have 


with changing to this new system; 
however, the facts speak for them-
selves. Simply put, moving to a first- 
inventor-to-file system does not appear 
to have the level of risk some have 
feared. 


Additionally, the American Bar Asso-
ciation’s Section of Intellectual Prop-
erty Law recently confirmed the im-
portance of the proposed transition by 
stating: 


For inventions made after 1996, the U.S. 
patent system has been open to proofs of in-
ventions made outside the United States— 
creating for many U.S.-based inventors a 
new and potentially even more expensive ob-
stacle to obtaining a patent under the cur-
rent first-to-invent rule. Finally, U.S. inven-
tors more and more are facing the need to 
file patent applications both at home and 
abroad to remain competitive in our global 
economy. Requiring compliance with two 
fundamentally different systems places 
undue additional burdens on U.S. inventors 
and puts them at a competitive disadvantage 
in this global economy. 


Indeed, the transition to the first-in-
ventor-to-file system is long overdue 
and will help our U.S. companies and 
inventors out-compete their global 
challengers. 


The proposed legislation would also 
give the USPTO rulemaking authority 
to set or adjust its own fees, without 
requiring a statutory change every 
time an adjustment is needed. Pro-
viding the USPTO the ability to adjust 
its own fees will give the agency great-
er flexibility and control, which, in the 
long run, will benefit inventors and 
businesses. 


Speaking of greater fiscal flexibility 
for the USPTO, let me take a moment 
to discuss the importance of ensuring 
full access to the fees the agency col-
lects. 


American inventors, who create jobs 
and keep our economic engine running, 
should not have to wait for years after 
they have paid their fees to have their 
patent applications processed. This is 
tantamount to a tax on innovation and 
it creates disincentives for inventors 
and entrepreneurs. 


A fully funded USPTO, with fiscal 
flexibility, would—at the very least— 
mean more and better trained patent 
examiners, greater deployment of mod-
ern information technologies to ad-
dress the agency’s growing needs, and 
better access to complete libraries of 
prior art. 


Over the years, fee diversion has 
forced a vicious cycle of abrupt starts 
and stops in the hiring, training, and 
retention of qualified office personnel. 
To make matters worse, under current 
conditions, outdated computer systems 
are not keeping pace with the volume 
of work before the agency. It is clear to 
most that the USPTO has yet to re-
cover from the negative impact of di-
verting close to a billion dollars from 
its coffers, for its own use. That has 
not only been wrong, it is obscene. 


I agree with what has been said that 
there cannot be true patent reform 
without full access to collected fees 
from the USPTO. We owe it to our in-


ventor community to do this. We all 
have a vested interest in ensuring that 
our country’s unique spirit of inge-
nuity and innovation continues to 
thrive and flourish. Last night, an 
overwhelming majority of the Senate 
voted to finally put an end to fee diver-
sion from the USPTO. It was a historic 
moment, and I hope our House col-
leagues will maintain this momentum. 
I understand some people on the Appro-
priations Committee do not like it. 
They do not like it because they like to 
be able to play with that money. But it 
is disastrous to not have that money 
stay with the USPTO so we can move 
forward faster, better and get a lot 
more done and still be the leading in-
novative nation in the world. 


The legislation also enables 
patentholders to request a supple-
mental examination of a patent if new 
information arises after the initial ex-
amination. By establishing this new 
process, the USPTO would be asked to 
consider, reconsider or correct infor-
mation believed to be relevant to the 
patent. The request must be made be-
fore litigation commences. Therefore, 
supplemental examination cannot be 
used to remedy flaws first brought to 
light in the course of litigation, nor 
does it interfere with the court’s abil-
ity to address inequitable conduct. 
That is an important point. Further, 
this provision does not limit the 
USPTO’s authority to investigate mis-
conduct or to sanction bad actors. 


In a nutshell, the supplemental ex-
amination provision satisfies a long- 
felt need in the patent community to 
be able to identify whether a patent 
would be deemed flawed if it ever went 
to litigation and enables patentees to 
take corrective action. This process en-
hances the quality of patents, thereby 
promoting greater certainty for pat-
entees and the public. 


The America Invents Act also creates 
a mechanism for third parties to sub-
mit relevant information during the 
patent examination process. This pro-
vision would provide the USPTO with 
better information about the tech-
nology and claimed invention by 
leveraging the knowledge of the public. 
This will also help the agency increase 
the efficiency of examination and the 
quality of patents. 


The pending legislation also provides 
a new postgrant review opposition pro-
ceeding to enable early challenges to 
the validity of patents. This new but 
time-limited postgrant review proce-
dure will help to enhance patent qual-
ity and restore confidence in the pre-
sumption of validity that comes with 
issued patents. 


Finally, this bipartisan patent bill 
provides many improvements to our 
patent system which include, among 
other provisions, just some of the fol-
lowing: 


Changes to the best mode disclosure 
requirement, increased incentives for 
government laboratories to commer-
cialize inventions, restrictions on false 
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marking claims, removal of restric-
tions on the residency of Federal cir-
cuit judges, clarification of tax strat-
egy patents, providing assistance to 
small businesses through a patent om-
budsman program, establishing addi-
tional USPTO satellite offices, and cre-
ation of a transitional postgrant pro-
ceeding specific to business method 
patents. 


As we can see, this bipartisan bill 
represents significant changes to our 
patent laws. They will enable our great 
country to more effectively compete in 
the 21st century global economy. I en-
courage my colleagues to take action 
and vote in favor of this bill. We can-
not afford to allow this opportunity to 
pass us by. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Minnesota. 
Ms. KLOBUCHAR. Mr. President, I 


thank the Senator from Utah for his 
strong statement of support for the 
America Invents Act, a bill that is, at 
its heart, all about moving our econ-
omy forward. When we think about the 
brass tacks of our country, we think 
about ideas, we think about inventions. 
It was our inventors who developed the 
light bulb, the assembly line, the Inter-
net, the iPod, and, of course, my 15- 
year-old daughter’s favorite invention, 
Facebook. This all came from our great 
country. 


I wish to comment, briefly—I know 
Senator ROCKEFELLER has an impor-
tant issue to talk about, the issue we 
have just been discussing. 


First of all, we have heard from 
stakeholders from across the spec-
trum—from high tech and life sciences 
to universities and small inventors—in 
support of the transition to the first- 
to-file system. 


I ask unanimous consent to have 
printed in the RECORD a list of sup-
porters of the transition to the first-to- 
file system that is contained in the 
America Invents Act. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


SUPPORTERS OF THE FIRST-TO-FILE 
TRANSITION 


AdvaMed; American Bar Association; 
American Council on Education; American 
Intellectual Property Law Association; Asso-
ciation of American Medical Colleges; Asso-
ciation for Competitive Technology; Associa-
tion of American Universities; Association of 
Public and Land-grant Universities; Associa-
tion of University Technology Managers; 
BASF, the Chemical Company; Bio-
technology Industry Organization; Business 
Software Alliance; Caterpillar; Coalition for 
21st Century Patent Reform; Council on Gov-
ernmental Relations; Gary Michelson, Inde-
pendent Inventor; Genentech; Intellectual 
Property Owners Association; Louis J. Fore-
man, Enventys, independent inventor; Na-
tional Association of Manufacturers; Small 
Business and Entrepreneurship Council; and 
Software & Information Industry 
Association. 


Ms. KLOBUCHAR. Mr. President, we 
have heard also on the floor that there 
is, as Senator HATCH mentioned, strong 
support throughout the Senate for this 


change. In fact, Commerce Secretary 
Locke emphasizes that support in a 
column appearing in the Hill news-
paper today. He states: 


[P]atent reform adopts the ‘‘first-inventor- 
to-file’’ standard as opposed to the current 
‘‘first-to-invent’’ standard. First inventor to 
file is used by the rest of the world 
and would be good for U.S. businesses, pro-
viding a more transparent and cost-effective 
process that puts them on a level playing 
field. . . . 


I could not agree more. Small busi-
nesses, independent investors, and 
stakeholders across the spectrum sup-
port this important transition. 


I wish to mention one other aspect of 
this system. With the current first-to- 
invent system, when two patents are 
filed around the same time for the 
same invention, it also creates prob-
lems. It means the applicants must go 
through an arduous and expensive 
process called an interference to deter-
mine which applicant will be awarded 
the patent. 


Small inventors rarely, if ever, win 
interference proceedings because the 
rules for interferences are often 
stacked in favor of companies that can 
spend more money. We believe this 
needs to change. There was a recent ar-
ticle about this in the Washington Post 
in which David Kappos, the Director of 
the Patent Office and Under Secretary 
for Intellectual Property, described the 
current system is similar to parking 
your car in a metered space and having 
someone else come up and say they had 
priority for that space and then having 
your car towed. Instead, we need a sys-
tem in which, if you are the first to 
pull in and pay your fee, you can park 
there and no one else can claim it is 
their space. 


The America Invents Act would cre-
ate that system. It transitions our pat-
ent system from a first-to-invent sys-
tem to a first-inventor-to-file system. 
By simply using the file date of an ap-
plication to determine the true inven-
tor, the bill increases the speed of a 
patent application process, while also 
rewarding novel, cutting-edge inven-
tions. 


A first-to-file system creates more 
certainty for inventors looking to see 
if an idea has already been patented. 
At the same time, the bill still provides 
a safe harbor of 1 year for inventors to 
go out and market their inventions be-
fore having to file for their patent. 
This grace period is one of the reasons 
our Nation’s top research universities, 
such as the University of Minnesota, 
support the bill. The grace period pro-
tects professors who discuss their in-
ventions with colleagues or publish 
them in journals before filing their 
patent application. 


Mr. President, I know Senator 
ROCKEFELLER is here to discuss a very 
important issue. 


The PRESIDING OFFICER. The Sen-
ator from West Virginia. 


Mr. ROCKEFELLER. Mr. President, I 
ask unanimous consent to set aside the 
pending amendment so I may call up 
amendment No. 134. 


The PRESIDING OFFICER. Is there 
objection? 


The Senator from Utah. 
Mr. HATCH. Mr. President, I have to 


object on behalf of the manager of the 
bill who is not here right now. If the 
Senator can at least wait until Senator 
GRASSLEY returns to make his request. 


Mr. ROCKEFELLER. I know the Sen-
ator from Utah, and I remind him he 
was the lead author of the Hatch-Wax-
man Act, creating the 180-day period 
for generics. 


Mr. HATCH. I object right now, but 
as soon as Senator GRASSLEY gets 
back—— 


Mr. ROCKEFELLER. Will the Sen-
ator from Utah object if I talk about 
it? 


Mr. HATCH. No. 
The PRESIDING OFFICER. An objec-


tion has been heard. 
The Senator from West Virginia is 


recognized. 
AMENDMENT NO. 134 


Mr. ROCKEFELLER. Mr. President, 
my amendment is based on legislation 
I introduced earlier this year, obvi-
ously quite recently. The cosponsors of 
that bill, which is called the Fair Pre-
scription Drug Competition Act, are 
Senator SHAHEEN, Senator LEAHY, who 
chairs the Judiciary Committee, Sen-
ator INOUYE, Senator STABENOW, and 
Senator SCHUMER, who is on the Judici-
ary Committee. 


I wish to acknowledge that the man-
agers of this bill, Chairman LEAHY and 
Senator GRASSLEY, have been steadfast 
partners in pushing the Federal Trade 
Commission to investigate further con-
sumer access to generic drugs, which is 
a huge problem. We do a lot of talking 
about the health care bill and a lot of 
other things about saving money and 
saving consumers money. This is a bill 
which would do this, if I were allowed 
to actually proceed to it. 


This amendment eliminates one of 
the most widely abused loopholes that 
brand-name drug companies use to ex-
tend their shelf life, their monopoly, 
and limit consumer access to lower 
cost generic drugs which are just as 
good and just the same, but they have 
a system to work on that. It ends the 
marketing of so-called authorized ge-
neric drugs during the 180-day mar-
keting exclusivity period that Congress 
designed to give real low-cost generics 
a major incentive to enter the market. 


What was happening was the brand- 
name drug companies had their 18 
years of exclusivity. That is a monop-
oly time unrivaled. Then somebody 
else would come in with a cheaper way 
of doing the same thing, an FDA-ap-
proved drug, but it would be a generic 
drug. It would be the same drug, have 
the same effect, but it would be much 
cheaper. Since millions of people buy 
these drugs, that would seem to be a 
good thing in a budget-conscious era 
for American families, as well as for 
the government. 


As I say, this amendment ends the 
so-called authorized generic drugs dur-
ing the 180-day marketing exclusivity 
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period Congress designated to give real 
low-cost generics a major incentive to 
enter the market. You have to be able 
to enter the market to compete and to 
get your lower priced, equally good 
drugs out there. They do that by chal-
lenging a brand-name patent. That is 
the only way they can do it. 


An authorized generic drug is a 
brand-name prescription drug produced 
by the same brand manufacturer yet 
repackaged as a generic. That is clever, 
but it is also a little devious. Many 
brand-name drug manufacturers are re-
packaging their drugs as generics for 
the purpose of extending their market 
shares after their patents expire. They 
have a little subsidiary which produces 
something which they shift over to 
them. 


Unfortunately, this often eliminates 
the incentive for an independent ge-
neric to enter the marketplace. There-
fore, the price of drugs remains much 
higher, and that would seem to be not 
in the interest of the American people. 


In 1984, Congress passed the Hatch- 
Waxman Act to provide consumer ac-
cess to lower cost generic drugs. Under 
the law which the Senator from Utah 
led, if a true generic firm successfully 
challenges a brand-name patent, the 
generic firm is provided a 180-day pe-
riod for that drug to exclusively enter 
the market. This is a crucial incentive 
for generic drug companies to enter 
that market and make prescription 
drugs more affordable for consumers. It 
would seem to me this would be a very 
laudable pursuit. 


Every American agrees on the need 
to reduce health care costs. Generic 
drugs save consumers an estimated 
total of $8 billion to $10 billion a year— 
$8 billion to $10 billion-a-year savings 
for the same quality of drug. Of course, 
they get that at the retail pharmacies 
where the prescription is handed out. 
For working families, these savings 
can make a huge difference, particu-
larly during very tough economic 
times, which we are going through. 


This amendment would restore the 
main incentive generic drug companies 
have to challenge a brand-name patent 
and enter the market. We give them 
the incentive to challenge the brand- 
name prescriber. 


That is what this amendment is 
about. It is profoundly important. It 
has been before this body many times. 
I guess it is a question of do we want to 
help people who have to take a lot of 
prescriptions and older people—any 
kind of people. Do we want to help 
them pay less? I guess it divides into if 
you do or if you don’t. I am in the 
camp of, yes, I want to have people pay 
less. So I would just say that. 


Mr. President, I yield the floor for 
the time being. 


The PRESIDING OFFICER. The Sen-
ator from Kansas. 


Mr. ROBERTS. Mr. President, I ask 
unanimous consent to speak as in 
morning business for approximately 20 
minutes, and I probably will not use all 
of that time and will yield back. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. The Senator 
is recognized. 


Mr. ROBERTS. I thank the Chair. 
EXECUTIVE ORDER ON REGULATIONS 


Mr. President, I rise today to speak 
again about President Obama’s Janu-
ary 18 Executive order that directed all 
Federal agencies within the adminis-
tration to review or repeal those sig-
nificant regulatory actions that are du-
plicative, overly burdensome, or would 
have a significant economic impact on 
ordinary Americans. 


The President went on to say—I am 
paraphrasing from his words—they are 
costly, they are duplicative, in many 
cases they aren’t necessary, we need to 
review them, and in some cases, actu-
ally, they are stupid. That is a direct 
quote from the President. I am para-
phrasing, but he did say the word ‘‘stu-
pid.’’ 


Probably ‘‘stupid’’ would be the 
word, or maybe ‘‘egregious’’ or ‘‘fed 
up’’ that almost any group or any orga-
nization back home would use when 
you visit with them. I know Senators, 
on their past break or our work period, 
if you will, probably spoke to a lot of 
groups. I will tell you what happened 
to me. 


I would walk into a group—any orga-
nization, be it farmers, ranchers, edu-
cators, health care, whatever—and 
they would say: PAT, what on Earth are 
you doing back there, passing all these 
regulations, a wave of regulations that 
do not make common sense and do not 
fit the yardstick, if you will, of cost 
and benefit? We can’t even wake up 
any morning without some new regula-
tion popping up across the desk, and we 
just don’t have the people to do this. 
You are about to put us out of busi-
ness. 


The first thing I say is, I am not a 
‘‘you guy,’’ I am an ‘‘us guy.’’ And I am 
very much aware of these regulations. 
We have to do something about it. I 
brought up the fact the President him-
self recognized these problems. 


But I have to say that while I ap-
plauded this decision by the President, 
I noted there were some loopholes in 
his Executive order, and they are 
roughly these—if I could sort of sum-
marize them: No. 1, if you are doing 
something for the public good—and, ob-
viously, the secretary of any agency is 
going to say: Sure, we are doing some-
thing for the public good—well, then, 
you are exempt. That is a pretty big 
loophole to drive the truck through. 


Secondly, it was if you are an inde-
pendent agency. Well, let’s try the IRS. 
I think more people than most would 
say: Yes, we have some regulatory 
problems with the IRS. 


Several more, and I won’t go into 
those. Then you have this paragraph, 
which I am going to read, that agencies 
can apply to their decision as to wheth-
er they are going to review the regula-
tions they have on the books and regu-
lations coming down the pike. They 
can apply this to see if they are ex-
empt, and this is within the Executive 
order. 


In applying these principles, each agency is 
directed to use the best available techniques 
to quantify anticipated present and future 
benefits and costs as accurately as possible. 


I can’t imagine anybody being op-
posed to that. 


Where appropriate and permitted by law, 
each agency may consider and discuss quali-
tatively values that are difficult or impos-
sible to quantify— 


I don’t know how you do that— 
including equity, human dignity, fairness 
and distributive impacts. 


That is about as amorphous as any 
language that I could possibly put to-
gether. If any secretary, or anybody in 
any agency who promulgates all the 
regulations they think they are forced 
to under some congressional act or per-
haps an Executive order they are try-
ing to issue applies this language, of 
course, they are exempt. 


So there are loopholes, again, that 
you can drive trucks through in re-
gards to the fact that this Executive 
order is basically not going to be ad-
hered to because everybody will stand 
up and say: We are exempt. We are 
doing public good. We are doing this 
language—whatever that means. 


So while I applaud the decision by 
the President, I decided last week I 
would introduce legislation to 
strengthen and codify his Executive 
order. All that means is, when I say we 
codify it, we say: OK, the Executive 
order stands but, sorry, no exemptions. 


What a day that would bring to 
Washington, with all the Federal agen-
cies saying: Whoa, stop. We are going 
to take a look at all the regulations we 
have out there now, and we are going 
to take a look at all the ones we are 
promulgating—which are hundreds of 
them. And, I might just note, there 
were 44 major regulatory decisions that 
cost the American business community 
$27 billion just last year, according to 
one study. We are finding more and 
more people coming to Washington 
who have an agenda in regards to these 
regulations, but the folks out there 
who are being impacted seem to be 
overlooked. 


I have 30, 32, 35 cosponsors on this 
bill. I asked on both sides of the aisle 
for cosponsors. I think it is a good bill. 
It would be a brandnew day in Wash-
ington if every Federal agency had to 
stop and say: Whoa, wait a minute. 
Let’s apply a cost-benefit yardstick. 
The Executive order sort of goes into 
what that would mean. They have one 
individual who is supposed to be doing 
all of this, so they could report to him, 
although that would be quite a load. 
My goodness, if all the Federal agen-
cies stopped their regulatory process, 
there would be a cheer out in the hin-
terland in regards to every business I 
can think of. 


Well, as the administration moves 
forward with this review, I am going to 
have something to say in several areas: 
health care, energy, and financing, to 
people who are lending agencies and 
the effect of the regulatory reform. But 
today I want to talk about agriculture. 
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Today I want to talk about the EPA 
and what is going on in regards to what 
I think is regulatory overkill for sure. 


I am privileged to be the ranking Re-
publican and to serve with the Senator 
from Michigan, our chairwoman of the 
committee, Senator STABENOW. Basi-
cally, as the administration moves for-
ward with its review, I recommend the 
President and his advisers pay particu-
larly close attention to the activities 
of three specific agencies when they 
are determining which proposed regula-
tions will place the greatest burden on 
agriculture—a key component of our 
Nation’s economy and the ability to 
feed this country and a troubled and 
hungry world—the Environmental Pro-
tection Agency, the Department of Ag-
riculture, and the Commodity Futures 
Trading Commission. 


Since fiscal year 2010, 10 new regula-
tions promulgated—that is a fancy 
word in Washington which means 
issued—by the EPA have accounted for 
over $23 billion in new cost to the 
American taxpayer. Now, that is out-
rageous, and they are just getting 
started. The EPA has several new pro-
posals, many of which will have imme-
diate negative impacts on the ability 
of America’s farmers and ranchers to 
continue to produce enough food to 
feed our communities, our States, our 
country, and, yes, the world. Think of 
how valuable that is as we look down 
the road with about a 9.3 billion in-
crease in population compared to 6 bil-
lion today. We are going to have to 
double agriculture production, and I 
will talk about that a little later. 


Why on Earth would we want to do 
anything to the farmer and rancher 
whose job it is to do that? That is be-
yond me. I will highlight two such pro-
posals that many producers have 
brought to my attention. I just ad-
dressed the Commodity Classic in Kan-
sas, in Great Bend, of about 200 farm-
ers. Guess what their No. 1 concern 
was. Overregulation, regulation that 
could put them out of business. They 
are concerned about the farm bill and 
they are concerned about lending and 
they are concerned about debt. But 
first, in only 7 short weeks, the EPA 
will require farmers—who are applying 
pesticide to kill pests so they can save 
the crop—to obtain a permit under the 
Clean Water Act, even though that ac-
tivity is already highly regulated 
under the Federal pesticide law. The 
President said we don’t need regula-
tions that are duplicative. We don’t 
need two agencies having a different 
agreement on one regulation. We prob-
ably don’t even need that regulation 
because we have very strong regula-
tions under the FIFRA act that we 
have right now. 


Farmers and other pesticide applica-
tors, under this regulatory impact, 
would not be facing these requirements 
if the administration had chosen to 
vigorously defend its longstanding pol-
icy that protections under the Federal 
pesticide law were sufficient to protect 
the environment. 


Excuse me, Mr. President. That was 
probably a phone call from some farm-
er listening to this and saying: Go 
ahead and give them you know what, 
PAT. 


Unfortunately, the administration 
chose a different path and now esti-
mates suggest this duplicative regula-
tion will require 365,000 individuals to 
get a Clean Water Act permit—365,000 
individuals—a requirement that will 
cost $50 million and require 1 million 
hours per year to implement. Bottom 
line, it will not add any environmental 
protection. 


This layer of redtape will place a 
huge financial burden on the shoulders 
of farm families all across the country, 
as well as State governments respon-
sible for enforcement while at the same 
time facing dire budget situations. 
Last month, John Salazar, a former 
Member of the House of Representa-
tives and newly appointed Colorado 
Commissioner of Agriculture stated in 
his testimony before the House: 


It is no secret that States across the coun-
try face dire budget situations and many 
have had to close State parks, cancel trans-
portation projects and cut funding to higher 
education. It is very difficult to justify di-
verting even more resources to manage pa-
perwork for a permit that is duplicative of 
other regulatory programs and has no appre-
ciable environmental benefits. However, if 
Colorado’s estimates are reflective of the sit-
uation in other States, the true cost to 
States will quickly outstrip EPA’s esti-
mates. More than 365,000 individuals, $50 mil-
lion, and 1 million hours per year to imple-
ment on the backs of our farmers and ranch-
ers. 


Mr. President, these expenses are not 
just limited to the cost of compliance 
and enforcement. The April 9 effective 
date is near. There is still significant 
confusion and uncertainty about what 
pesticide applications will fall under 
these new regulations. This means 
farmers and other pesticide applicators 
may very well find themselves subject 
to massive penalties. On top of the fact 
that they shouldn’t be filling out the 
paperwork in the first place, if they do 
not, they could be held responsible for 
massive penalties for minor paperwork 
violations to the tune of—get this— 
$37,500 per day per violation. Unbeliev-
able. 


Beyond agency enforcement, they 
will also now be exposed to the threat 
of litigation under the clean water 
law’s citizen suit provisions. With the 
volatile nature of agricultural markets 
and increased demand, these sort of 
risks and resulting costs are something 
that producers and the hungry mouths 
who depend on them simply cannot af-
ford. 


Next, EPA is undertaking an effort 
to control particulate matter—this is a 
favorite of mine—otherwise known as 
dust. They call it rural fugitive dust. 
This is a dust-off of the old 1970s effort 
to control rural fugitive dust. I remem-
ber that. Somebody must have pulled it 
from the file. This is part of the EPA’s 
review of the PM standard under the 
Clean Air Act. 


The agency is currently considering 
the most stringent regulations on farm 
dust that have ever been proposed. I fi-
nally reached the person who, when 
they first proposed this, was in charge 
of promoting it, or she was going to 
promulgate these regulations on rural 
fugitive dust. Before I could get a word 
in—I finally reached the person in 
charge; it took me 3 days—finally, be-
fore I could get a word in, she said: Did 
you realize—at that point I was a Con-
gressman, and she said: Do you realize, 
Mr. ROBERTS, you have a lot of dust in 
your part of the country? 


I said: I think I know that. That is 
why we had the Great Plains Conserva-
tion Program. Each farmer has to have 
a conservation program if they are 
going to apply or for it to be applicable 
to the farm bill. We have a Conserva-
tion Reserve Program. We are doing ev-
erything we can to control dust, rest 
assured. Nobody likes that. 


I said: What would you have us do to 
comply with rural fugitive dust rules? 


She said: You know the grain trucks 
at harvest go up and down gravel roads, 
and they cause a lot of dust. 


No kidding. 
I said: What would you have us do? 
She said: Why don’t you send out 


water trucks at 10 o’clock in the morn-
ing and 2 in the afternoon to every 
community in Kansas that has those 
gravel roads where you harvest wheat. 


I said: Great idea. That would be 
marvelous. Maybe we could get a 
grant. Today, that would be a stimulus 
grant to small communities in regard 
to rural areas where we are doing the 
wheat harvest to, No. 1, buy the trucks 
and, No. 2, find the water. 


That is just how ridiculous this is 
with rural fugitive dust. To put it sim-
ply, this defies common sense, whether 
it is cattle kicking up dust in a feedlot 
in Dodge City, KS, or Larned, KS, or 
anywhere in Kansas during harvest on 
a hot afternoon on the high plains in 
June. Dust is a naturally occurring 
event. Standards beyond the current 
limit would be impossible to meet, par-
ticularly in the western portion of the 
Nation where rainfall is often scarce. I 
don’t even know why I am taking this 
seriously in regard to that kind of reg-
ulation. 


In a bipartisan June letter, 23 Mem-
bers of this body wrote a letter to ex-
press these concerns to Administrator 
Jackson stating: 


Considering the Administration’s focus on 
rural America and rural economic develop-
ment, a proposal such as this could have a 
negative effect on those very goals . . . Com-
mon sense requires the EPA to acknowledge 
that the wind blows and so does dust. 


As we think about EPA’s actions im-
pacting agriculture, it is critical to 
recognize that no one cares more about 
maintaining a clean environment than 
the American farmer and rancher. Pro-
ducers across the country manage their 
operations responsibly because of their 
desire to keep farming and to one day 
pass along that ranch or field to their 
sons, daughters and grandchildren if 
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they can. They know firsthand that 
clean air and water and healthy soil go 
hand-in-hand with a healthy economy. 
Our producers deserve respect and ap-
preciation from the EPA, not costly 
and redundant and yes, even ridiculous 
regulation. 


Shifting departments now, the De-
partment of Agriculture’s Grain In-
spection, Packers and Stockyards Ad-
ministration—GIPSA—released a pro-
posed rule that would dramatically in-
crease the redtape governing the busi-
ness relationships surrounding produc-
tion and marketing of livestock in the 
United States. The rule was initially 
proposed last summer without the ben-
efit of a meaningful cost-benefit anal-
ysis—something we have been trying to 
get and something the administration 
should have included. 


However, the proposal has since re-
ceived significant criticism from 
ranchers, industry and members of 
Congress alike and is now being further 
evaluated by USDA officials. 


As written, the proposal would dra-
matically reduce consumer choice and 
increase costs. The proposal exposes 
packers to liability for use of alter-
native marketing arrangements and 
other innovative procurement meth-
ods, thereby ultimately depressing the 
prices received for America’s most effi-
cient and successful producers while 
potentially reducing the quality avail-
able to consumers. 


Further, the proposed rule would ac-
tually increase concentration in the 
sector as businesses are forced to 
change their current organizational 
structure—exacerbating the very issue 
the rule is allegedly designed to ad-
dress. For example, in Kansas, we have 
a highly successful rancher-owned 
company made up of individual pro-
ducers who own both cattle and shares 
in the company’s processing infrastruc-
ture. Under this proposal, many of the 
individual members of the company 
may now be prohibited from selling 
cattle directly to other processors, cre-
ating the need for a middleman that 
would then lower the price the pro-
ducer actually receives. 


If implemented, the GIPSA rule poses 
a substantial threat to the continued 
viability of the domestic livestock sec-
tor. In Kansas, this industry contrib-
utes over $9.5 billion to our economy. 
With an economic footprint of this 
magnitude, the GIPSA regulation is a 
burden that Kansas and many other 
rural States and many of the livestock 
producers simply cannot afford. 


Another agency falling through the 
President’s Executive order loophole is 
the Commodity Futures Trading Com-
mission. As a result of the Dodd-Frank 
Act, the CFTC is charged with devel-
oping dozens of new regulations im-
pacting participants up and down the 
swaps and futures chain. 


Shouldn’t these regulations be held 
to the same standard of cost-effective-
ness and undue burden as others? Yes— 
but no. I talked to Chairman Gensler in 
my office just a couple of days ago. He 


is a very nice man, very pleasant. He 
believes very strongly that the CFTC is 
exempt from the President’s Executive 
order because the President said it was 
exempt. I indicated that I didn’t think 
so, especially since the CFTC is pres-
ently pushing 40-plus rules out the door 
in 1 year with little or no priority. 


We were told the intent of Dodd- 
Frank was to reduce systemic risk in 
the financial marketplace. However, 
several of CFTC’s proposals appear to 
increase risk management costs on 
those who do not pose a systemic 
threat. The CFTC must be mindful that 
increased costs through high margin 
and capital requirements on certain 
segments of the marketplace may de-
crease a user’s ability to use appro-
priate risk management tools. 


A rigorous cost-benefit analysis is 
tailor-made for the CFTC’s current sit-
uation: dozens of economically signifi-
cant rules; the potential to negatively 
impact risk management costs of 
American businesses; and a simple 
question needing to be answered—do 
the benefits of this proposed regula-
tion—we are talking about anywhere 
from 40 to 60 now—in the form of lower 
systemic risk in our financial system 
outweigh the increased costs on busi-
nesses? 


Let me say something. In talking 
with Chairman Gensler—again, I really 
appreciate him coming by the office 
and talking. It became obvious to me 
that with all these regulations, maybe 
the first one ought to be a definition 
regulation. What is a swap? Who is a 
dealer? It has not been done yet. So we 
are going to propose 39 more regula-
tions and we have not even defined 
whom the regulations will affect and 
what the subject matter is that they 
are going to regulate. That is really 
unbelievable. 


We are going to have a hearing to-
morrow in the Senate Agriculture 
Committee. Chairman Gensler will at-
tend and give his testimony. We are 
going to be very welcoming to him in 
regard to the committee, but that is 
something I am going to ask him. Why 
on Earth are you going ahead with 40 
regulations and you can’t even define 
whom you are going to regulate or 
what you are going to regulate? There 
is no definition. That, to me, is pretty 
bad. You have the cart before the horse 
there. 


In closing, I wish to make two points. 
First, in many rural areas of Kansas 
and the rest of the country, agriculture 
is the cornerstone of the economy. Sec-
ond, in the coming decades we will be 
even more reliant on America’s farm-
ers and ranchers to feed an ever-grow-
ing world population. I said that be-
fore. 


We must truly commit to a real and 
robust—here is a good Senate word— 
robust review and revocation of any 
and all unduly burdensome regulations 
that could inhibit American agri-
culture’s ability to produce the safest, 
most abundant, and affordable food, 
feed, and fiber supply in the world. 


What are we talking about? We are 
talking about 9.3 billion people. What 
are we talking about? The ability for 
our agriculture—for everybody in agri-
culture to double our production, all 
the farmers and ranchers. Why on 
Earth would we want this whole busi-
ness of regulatory impact—most of 
which is highly questionable, none of 
which fits the President’s Executive 
order to take a look at the cost-ben-
efit—why on Earth would we do this to 
the very person whose job it is to feed 
this country and the hungry world? 


Look at the Mideast—in turmoil. I 
remember one interview on TV where 
somebody stuck a microphone in and 
asked one of the protesters in Libya: 
What are you protesting for? Democ-
racy? 


He said: No, a loaf of bread. 
Where people are hungry and mal-


nourished, you have no economic op-
portunity. Where you have people who 
are hungry, they will go and join ex-
tremist groups, even on over into ter-
rorism groups. 


I had the privilege of being the chair-
man of the Intelligence Committee 
here in the Senate. That was one of the 
big considerations we had in whole 
areas of the world where people do not 
have the ability to feed themselves, 
where they are in a food-deficient area. 
It really poses problems for the future 
of that part of the world. Yet here we 
ask our farmers and ranchers to double 
our ag production in a couple of dec-
ades. I don’t know how we are going to 
do this with this regulatory nightmare. 


Let’s hope we wake up soon. I hope 
everybody will take a look at my bill 
to codify the President’s Executive 
order—I give him credit for doing 
that—but not with all these loopholes 
that are going to drive us nuts out 
there in rural, smalltown America. 


I yield the floor. 
I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The legislative clerk proceeded to 


call the roll. 
Mr. BARRASSO. I ask unanimous 


consent that the order for the quorum 
call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. BARRASSO. I ask unanimous 
consent to speak as in morning busi-
ness. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


SECOND OPINION 
Mr. BARRASSO. Mr. President, I 


come to the floor today as someone 
who has practiced medicine in Wyo-
ming, taken care of families there for a 
quarter of a century, working with peo-
ple all across our great State, as a phy-
sician who has also served in our State 
senate. 


Both in my practice, as well as in my 
service in the State senate, I have 
dealt with the issue of Medicaid, a pro-
gram that was set up to help low-in-
come Americans obtain health care. So 
I came today with a doctor’s second 
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opinion about recent developments and 
findings with regard to the health care 
law because, day after day, we see news 
reports showing States all across the 
country facing extreme financial budg-
et pressures, even bankruptcy. One of 
the key factors exacerbating State fis-
cal troubles is the Medicaid Program. 
Over the next 10 years, Washington will 
spend about $4.4 trillion on Medicaid. 
At the State level, Medicaid spending 
now consumes roughly one-quarter of 
the budgets of each of the States. 


Increases in Medicaid costs often 
force Governors and State legislators 
to make drastic cuts to local priorities, 
such as education, law enforcement, 
public safety. As I mentioned, I did 
serve in the Wyoming State Legisla-
ture—5 years in the Wyoming State 
Senate—and was there last week to ad-
dress the legislatures, the Wyoming 
State Senate and House, to talk with 
them, listen to them about their con-
cerns. 


In the State of Wyoming, we are re-
quired, on an annual basis, to balance 
our budget. We do it every year. So I 
know from a firsthand experience that 
tough choices need to be made. That is 
why I can tell you this current health 
care law, President Obama’s health 
care law, is not going to make it any 
easier for our States to close the budg-
et gaps they are facing, and, as a mat-
ter of fact, it is going to make the situ-
ation worse. 


The President’s health care law cre-
ated the biggest Medicaid expansion in 
history. The law says every State must 
provide Medicaid for every one of their 
citizens who earns up to 133 percent of 
the Federal poverty limit. This does 
not work for the States, and it does not 
work for the people who will be forced 
onto Medicaid. 


The health care law does not provide 
additional resources to States that are 
already strapped for cash in order to 
try to deal with paying for this incred-
ible expansion of Medicaid, and it cer-
tainly does not give States additional 
financial help so they can pay health 
care providers enough to participate in 
Medicaid—because about 40 percent of 
physicians across the country refuse to 
see Medicaid patients. My partners and 
I took care of everyone in Wyoming 
who would call or come to our office, 
regardless of ability to pay, but across 
the country about 40 percent of physi-
cians refuse to see Medicaid patients. 


So I have said, over and over 
throughout this health care reform de-
bate over the last year or so, that hav-
ing a health care government insur-
ance card does not mean someone will 
automatically have access to medical 
care. The President frequently talks 
about making sure people have cov-
erage, but that does not necessarily 
mean they will have access to care. 


So I wish to be very clear. The 
States, especially my home State of 
Wyoming, do an incredible job of run-
ning the Medicaid programs. They do it 
with limited resources. But a weak 
economy, combined with a high unem-


ployment rate, drove Medicaid enroll-
ment to record levels. So it is not a 
surprise that Medicaid is quickly con-
suming greater and greater portions of 
State budgets, cutting into money that 
is being used to pay for teachers, for 
police, and for firefighters. 


Former Governor Phil Bredesen of 
Tennessee, a Democrat, said it best 
when he called the health care law’s 
Medicaid expansion ‘‘the mother of all 
unfunded mandates.’’ Governor 
Bredesen went on to say that ‘‘Med-
icaid is a poor vehicle for expanding 
coverage.’’ Let me repeat that. Med-
icaid, which the President has used as 
the approach to expand coverage, the 
Governor, the Democratic Governor, 
says Medicaid is a poor vehicle for ex-
panding coverage. He want to say: 


It’s a 45-year-old system originally de-
signed for poor women and their children. 
It’s not health care reform to dump more 
money into Medicaid. 


Well, the former Governor of Ten-
nessee is not alone. On November 9, 
2010, Governor Brian Schweitzer, of my 
neighboring State of Montana, also a 
Democrat, met with his State’s health 
industry leaders to talk about Med-
icaid, the challenges they are facing. 


What he said was: ‘‘As the manager 
of Montana’s budget, I am worried be-
cause there are only three states that 
will increase the number of people on 
Medicaid at a faster rate than Mon-
tana, thanks to the new health care 
bill.’’ 


He said: ‘‘My job is to try and find 
ways to go forward that Montana can 
continue to fund Medicaid and not be 
like 48 other States . . . broke.’’ 


So, in January, 33 Governors and 
Governors-elect sent a letter to Presi-
dent Obama, to Congressional leader-
ship, and to Health and Human Serv-
ices Secretary Sebelius. What did they 
say? Well, the letter asks Federal law-
makers to lift the constraints placed 
on them by the health care law’s man-
dates. The Governors are begging Con-
gress for help. 


They each have very unique Medicaid 
Programs across the country, the dif-
ferent States, and they want, they 
asked, they need the flexibility to 
manage their programs, their indi-
vidual programs as effectively and effi-
ciently as possible. 


Well, they all need to make tough 
but necessary budget decisions, and 
they cannot do it when Washington bu-
reaucrats and the enduring wisdom of 
those in Washington will not allow it. 
You want to add insult to injury? This 
week, the President claimed, as he was 
addressing Governors at the National 
Governors Association, that the health 
care law offers States flexibility to cre-
ate their own health care plans. 


This was Monday in an address to the 
National Governors Association. The 
President made an announcement. He 
announced: ‘‘If your state can create a 
plan that covers as many people as 
affordably and comprehensively as the 
Affordable Care Act does—without in-
creasing the deficit—you can imple-
ment that plan.’’ 


Well, that is quite a tall and almost 
impossible order. The American people 
and certainly the Governors who were 
listening to him in the audience on 
Monday saw right through the Presi-
dent’s PR stunt. The President’s plan 
requires States to create health care 
plans that imitate his health care law, 
rather than actually offering States 
true freedom to innovate better solu-
tions. There are better solutions out 
there than what this body and the 
House of Representatives passed and 
the President signed into law almost 1 
year ago. 


It seems to me the President wants 
to have his cake and eat it too. He tells 
the States they already have the abil-
ity to craft a different health care 
plan, but, of course, there is a catch. 
What the President does not say, what 
he would not tell the Governors, is that 
States can only design different health 
care plans if—if, and only if—they meet 
the health care law’s litany of Wash-
ington mandates. 


States still must pass legislation 
mandating all its citizens buy health 
insurance. States must still provide 
Washington-approved insurance cov-
erage—Washington levels, Washington 
approved—limiting use of innovative 
health care products such as health 
savings accounts. Oh, no, that is not al-
lowed by the President. States are still 
locked into the law’s Medicaid expan-
sion spending requirements. During 
these tough economic times, the States 
need certainty, they need consistency, 
not more Washington doublespeak. 


Last month, I introduced, along with 
Senator LINDSEY GRAHAM, a bill giving 
the States exactly what they need: 
flexibility, freedom, and choice. The 
bill is called the State Health Care 
Choice Act. This legislation is simple, 
it is straightforward, and it protects 
States rights by allowing them to vol-
untarily opt out of portions of the 
health care law. 


Specifically, our bill offers States the 
chance to opt out of the law’s indi-
vidual mandate, to opt out of the law’s 
employer mandate and penalties, to 
opt out of the Medicaid expansion, and 
to opt out of the insurance benefit 
mandates. 


Why should the Federal Government, 
why should Washington, force the 
States to adopt a one-size-fits-all 
health care plan? States can decide 
what works best for them. They need 
to be able to act on those decisions. 
They do not need Washington to tell 
them what to do. 


Well, some of the most innovative 
health care policy ideas truly do origi-
nate at the State and local levels. Gov-
ernors, State legislators, State insur-
ance commissioners, each have much 
greater insight into what works for 
their citizens and what does not. 
States are feeling trapped by the new 
health care law’s mandates. 


My bill, the one along with Senator 
GRAHAM, gives the States the sov-
ereignty to pursue their own reform 
ideas and approaches. Each State de-
serves the right—let me repeat that: 
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each State deserves the right—to pur-
sue health care reforms they think ac-
tually help the citizens of their State. 


The States have always been the lab-
oratories of democracy, the labora-
tories to test good ideas. Unfortu-
nately, this health care law locks them 
into a one-size-fits-all approach. The 
States want their freedom. The States 
deserve their freedom. Our bill gives it 
to them, offering the flexibility needed 
to generate better health care reform 
solutions, solutions that do not require 
the States to follow a Washington plan 
that may ultimately leave them broke. 


In writing the State Health Care 
Choice Act, I started with the assump-
tion that people generally can be trust-
ed to do the right thing, and society 
prospers when government has less to 
say about how people run their lives. 
Others, many in this body, start by as-
suming Washington knows best and 
should take more authority over every-
one else. 


Well, the States, the American peo-
ple are telling us they want health care 
reform. But they are telling us loudly 
and clearly that they do not want this 
health care law. So it is time to give 
the States the autonomy to create 
health care systems that work best for 
them, and we do not have to dismantle 
the Nation’s current health care sys-
tem, build it up in the image of big 
government, shift costs to the States, 
add billions to our national debt, and 
then try to sell it as reform. 


There are better ideas, and I have put 
forward mine. I ask all Senators to join 
me in cosponsoring the State Health 
Care Choice Act. 


I yield the floor. 
The PRESIDING OFFICER (Mr. 


MERKLEY). The Senator from Mary-
land. 


Mr. CARDIN. Mr. President, I ask 
unanimous consent to speak as in 
morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 
COMMISSION ON SECURITY AND COOPERATION IN 


EUROPE 
Mr. CARDIN. Mr. President, we have 


all watched in awe during the past 
weeks as the unquenchable desire for 
liberty and human dignity has inspired 
the people of the Middle East to lift 
themselves from oppression and move 
their country toward a new dawn. 


Sadly, we now also watch in horror 
the brutality of Colonel Qadhafi, who 
murders his own people as he clings to 
power. I join President Obama in call-
ing for Colonel Qadhafi to leave Libya 
immediately and support our efforts, in 
concert with the international commu-
nity, to help the Libyan people. 


What happens next? No one knows. I 
certainly do not have the answer. I 
pray that peace and stability comes 
quickly to Libya and hope the people of 
Egypt and Tunisia make a swift and 
concrete progress in establishing demo-
cratic institutions and the rule of law. 


While each country in the region 
must find its own path in this journey, 
I would suggest the international com-


munity currently has a process in place 
that can serve as a way forward for the 
countries in the Middle East and North 
Africa in establishing a more demo-
cratic process, that guarantees free 
elections and free speech. 


I am referring to the Organization for 
Security and Cooperation in Europe, 
the OSCE. The OSCE traces its origins 
to the signing of the Helsinki Accords 
in 1975, and for more than 35 years has 
helped bridge the chasm between East-
ern and Western Europe and Central 
Asia, by ensuring both military secu-
rity for member countries and the in-
alienable human rights of its citizens. 


There are three baskets in OSCE. One 
basket deals with human rights be-
cause it is critically important that 
the countries respect the rights of 
their citizens. Another basket deals 
with security because you cannot have 
human rights unless you have a se-
cured country that protects the secu-
rity of its people. The third basket 
deals with economics and environment 
because you cannot have a secure coun-
try and you cannot have human rights 
unless there is economic opportunity 
for your citizens and you respect the 
environment in which we live. The 
three baskets are brought together. 


In the United States, the Congress 
passed the U.S. Helsinki Commission 
that monitors and encourages compli-
ance by the member states in the 
OSCE. 


I am privileged to serve as the Senate 
chairman of the U.S. Helsinki Commis-
sion, and I represent our Commission 
on most, on these issues. Today Egypt 
and Tunisia, along with Algeria, Israel, 
Jordan, and Morocco, are active Medi-
terranean partners within the OSCE 
and have made a commitment to work 
toward the principles of the organiza-
tion. 


In 1975, the Helsinki Final Act recog-
nized that security in Europe is closely 
linked with security in the Mediterra-
nean and created this special partner-
ship between the signatory states and 
the countries in the Mediterranean as a 
way to improve relations and work to-
ward peace in the region. Libya was an 
original partner in this endeavor but, 
regrettably—and, in my view, to its 
detriment—ultimately, turned its back 
on the organization. 


More recently, the U.S. Helsinki 
Commission has made the Mediterra-
nean partnership a priority on our 
agenda. Parliamentary assembly meet-
ings have taken place in which all of 
the member states were present, in-
cluding our partners, and we have had 
sidebar events to encourage the 
strengthening of the relationship be-
tween our Mediterranean partners for 
more cooperation to deal with human 
rights issues, to deal with free and fair 
elections, to deal with their economic 
and environmental needs, including 
trade among the Mediterranean part-
ners and, yes, to deal with security 
issues to make sure the countries and 
the people who live there are safe. 


A Helsinki-like process for the Mid-
dle East could provide a pathway for 


establishing human rights, peace, and 
stability in Egypt, Tunisia, and other 
countries in the Middle East. As a 
member of the Helsinki Commission 
since 1993, I have discussed the possi-
bility of a Helsinki-like process for the 
region with Middle Eastern leaders, a 
process that could result in a more 
open, democratic society with a free 
press and fair elections. The Helsinki 
process, now embodied in the Organiza-
tion for Security and Cooperation in 
Europe, bases relations between coun-
tries on the core principles of security, 
cooperation, and respect for human 
rights. These principles are imple-
mented by procedures that establish 
equality among all the member states 
through a consensus-based decision-
making process, open dialog, regular 
review of commitments, and engage-
ment with civil society. 


We have seen the Helsinki process 
work before in a region that has gone 
through generations without personal 
freedom or human rights. Countries 
that had been repressed under the to-
talitarian regime of the Soviet Union 
are now global leaders in democracy, 
human rights, and freedom. One need 
only look as far as the thriving Baltic 
countries to see what the Middle East 
could aspire to. Lithuania now chairs 
both the OSCE and the Community of 
Democracies. Estonia has just joined 
the Unified European common cur-
rency, and Latvia has shown a commit-
ment to shared values as a strong new 
member of the NATO alliance. 


Enshrined among the Helskini Ac-
cord’s 10 guiding principles is a com-
mitment to respect human rights and 
fundamental freedoms, including free 
speech and peaceful assembly. The Hel-
sinki process is committed to the full 
participation of civil society. These as-
pects of the Helsinki process—political 
dialog and public participation—are 
critical in the Middle East, and we 
have watched these principles in action 
today in Egypt and Tunisia. 


The principles contained in the Hel-
sinki Accords have proven their worth 
over three decades. These principles 
take on increasing importance as the 
people of the Middle East demand ac-
countability from their leaders. Wheth-
er the countries of the region choose to 
create their own conference for secu-
rity and cooperation or, as some have 
suggested, the current OSCE Medi-
terranean partners and their neighbors 
seek full membership in the OSCE, I 
believe such an endeavor could offer a 
path for governments in the region to 
establish human rights, establish a free 
press, and institute fair elections. 


Finally, as the citizens of both Tuni-
sia and Egypt demand more freedom, I 
urge both countries to permit domestic 
and international observers to partici-
pate in any electoral process. The 
OSCE and its parliamentary assembly 
have extensive experience in assessing 
and monitoring elections and could 
serve as an impartial observer as both 
countries work to meet the demands of 
openness and freedom of their citizens. 
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The election monitoring which takes 


place within the OSCE states is a com-
mon occurrence. During our midterm 
elections, there were OSCE observers 
in the United States. So they are 
present in most of the OSCE states be-
cause we find this a helpful way to 
make sure we are doing everything we 
can to have an open and fair election 
system. Free and fair elections are 
critical, but they must be built upon 
the strengthening of democratic insti-
tutions and the rule of law. I believe 
the principles contained in the Hel-
sinki Accords have a proven track 
record and could help guide this proc-
ess. 


With that, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Arizona. 
AMENDMENT NO. 133 


Mr. KYL. Mr. President, I wish to get 
back to the underlying patent legisla-
tion to talk on a particular amend-
ment. I am talking about the America 
Invents Act, legislation that would 
modernize our patent laws, legislation 
which I believe will have very strong 
support as soon as we are able to bring 
our debate to a close and have a vote. 


There is one amendment that would 
be very troublesome if adopted. It is of-
fered by my friend from California, 
Senator FEINSTEIN. It would strike the 
bill’s first-to-file provisions. This 
would not be a good idea. In fact, it 
would be a very bad idea. I wish to de-
scribe why. 


First-to-file, which is just a concept, 
the filing date of the patent dates to 
the time one files it, is not new. The 
question is whether we would codify 
that. It has been a subject of debate 
now for about 20 years. But at this 
point it has been thoroughly explored 
by hearings before the House and Sen-
ate Judiciary Committees. We consid-
ered this at the outset of the drafting 
of our patent reform legislation, and it 
has been in every version of the bill 
since 2005. 


Importantly, this provision we have 
in the bill that would be taken out by 
the Feinstein amendment is supported 
by all three of the major patent law or-
ganizations that represent all indus-
tries across the board. It has the sup-
port of the American Bar Association’s 
Intellectual Property Law section. It is 
supported by Intellectual Property 
Owners, which is a trade group or asso-
ciation of companies which own pat-
ents and cuts across all industrial sec-
tors. And, very importantly, our lan-
guage also has the support of inde-
pendent inventors, many of whom have 
signed letters to the Senate in support 
of the codification of the first-to-file 
rule embedded in the Leahy bill. 


The bottom line is there is a strong 
consensus to finally codify what is the 
practice everywhere else in the world; 
namely, that patents are dated by 
when they were filed, which obviously 
makes sense. 


Let me respond to a couple argu-
ments raised in favor of the Feinstein 
amendment. One argument is that the 


current first-to-invent system is better 
for the little guy, the small inde-
pendent inventor. It turns out that is 
actually not only not true but the op-
posite is the case. 


Under the first-to-invent system, if 
the big company tries to claim the 
same innovation that a small inno-
vator made, that innovator would pre-
vail if he could prove that he actually 
invented first, even if he filed last. But 
to prove he invented first, the inde-
pendent inventor would need to prevail 
in what is called an interference pro-
ceeding. These are proceedings before 
the Patent and Trade Office in which 
there is a determination by the PTO of 
who actually invented first. The PTO 
looks at all the parties’ notebooks and 
other documents to determine issues 
such as conception of the idea and re-
duction to practice, the elements of a 
workable patent. 


Yesterday I quoted from commentary 
published on Sunday, February 27, by 
Mr. Gene Quinn, a patent lawyer who 
writes for the IP Watchdog Web site. I 
quoted his commentary noting that 
only one independent inventor has ac-
tually prevailed in an interference pro-
ceeding in the last 7 years. In other 
words, if the idea is that we need to 
preserve something that is used by 
small inventors, by independent inven-
tors, it just isn’t the case that first-to- 
invent actually does that. 


In his column, Mr. Quinn does a very 
good job of explaining why the inter-
ference proceeding is largely an illu-
sory remedy for small or independent 
inventors. I will quote from what he 
said: 


[T]he independent inventors and small en-
tities, those typically viewed as benefiting 
from the current first to invent system, real-
istically could never benefit from such a sys-
tem. To prevail as the first to invent and 
second to file, you must prevail in an Inter-
ference proceeding, and according to 2005 
data from the AIPLA, the average cost 
through an interference is over $600,000. So 
let’s not kid ourselves, the first to invent 
system cannot be used by independent inven-
tors in any real, logical or intellectually 
honest way, as supported by the reality of 
the numbers above. . . . [F]irst to invent is 
largely a ‘‘feel good’’ approach to patents 
where the underdog at least has a chance, if 
they happen to have $600,000 in disposable in-
come to invest on the crap-shoot that is an 
Interference proceeding. 


Obviously, the parties that are likely 
to take advantage of a system that 
costs more than $1⁄2 million to utilize 
are not likely to be small and inde-
pendent inventors. Indeed, it is typi-
cally major corporations that invoke 
and prevail in interference proceedings. 
The very cost of the proceeding alone 
effectively ensures that it is these larg-
er parties that can benefit from this 
system. In many cases, small inventors 
such as startups and universities sim-
ply cannot afford to participate in an 
interference, and they surrender their 
rights once a well-funded party starts 
such a proceeding. 


I think that first argument is unas-
sailable. Since only one small inventor 
in the last 7 years has prevailed in such 


a proceeding, it doesn’t seem it is 
something that favors the small or 
independent inventor. 


Mr. Quinn’s article also responded to 
critics who allege that the present bill 
eliminates the grace period for patent 
applications. The grace period is the 1- 
year period prior to filing when the in-
ventor may disclose his invention with-
out giving up his right to patent. Mr. 
Quinn quotes the very language of the 
bill and draws the obvious conclusion: 


Regardless of the disinformation that is 
widespread, the currently proposed S. 23 
does, in fact, have a grace period. The grace 
period would be quite different than what we 
have now and would not extend to all third 
party activities, but many of the horror sto-
ries say that if someone learns of your inven-
tion from you and beats you to the Patent 
Office, they will get the patent. That is sim-
ply flat wrong. 


He, of course, is referring to the bill’s 
proposed section 102(b). Under para-
graph (1)(A) of that section, disclosures 
made by the inventor or someone who 
got the information from the inventor 
less than one year before the applica-
tion is filed do not count as prior art. 
Under paragraph (1)(B), during the 1- 
year period before the application is 
filed, if the inventor publicly discloses 
his invention, no subsequently dis-
closed prior art, regardless of whether 
it is derived from the inventor, can 
count as prior art and invalidate the 
patent. 


This effectively creates a first-to- 
publish rule that protects those inven-
tors who choose to disclose their inven-
tion. An inventor who publishes his in-
vention or discloses it at a trade show 
or academic conference, for example, 
or otherwise makes it publicly avail-
able has an absolute right to priority if 
he files an application within 1 year of 
his disclosure. No application effec-
tively filed after his disclosure and no 
prior art disclosed after his disclosure 
can defeat his application for the pat-
ent. 


These rules are highly protective of 
inventors, especially those who share 
their inventions with the interested 
public but still file a patent applica-
tion within 1 year. 


These rules are also clear, objective, 
and transparent. That is what we are 
trying to achieve with this legislation, 
so that there is uniformity, clarity, 
and it is much easier to defend what 
one has done. In effect, the rules under 
the legislation create unambiguous 
guidelines for inventors. A return to 
the proposal of Senator FEINSTEIN 
would create the ambiguity we are try-
ing to get away from. 


The bottom line is, an inventor who 
wishes to keep his invention secret 
must file an application promptly be-
fore another person discloses the inven-
tion to the public or files a patent for 
it. An inventor can also share his in-
vention with others. If his activities 
make the invention publicly available, 
he must file an application within a 
year, but his disclosure also prevents 
any subsequently disclosed prior art 
from taking away his right to patent. 
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The bill’s proposed section 102 also 


creates clear guidelines for those who 
practice in a technology. To figure out 
if a patent is valid against prior art, all 
a manufacturer needs to do is look at 
the patent’s filing date and figure out 
whether the inventor publicly disclosed 
the invention. If prior art disclosed the 
invention to the public before the fil-
ing date, or if the inventor disclosed 
the invention within a year of filing 
but the prior art predates that disclo-
sure, then the invention is invalid. If 
not, then the patent is valid against a 
prior art challenge. 


Some critics of the first-to-file sys-
tem also argue that it will be expensive 
for inventors because they will be 
forced to rush to file a completed appli-
cation rather than being able to rely 
on their invention date and take their 
time to complete an application. But 
these critics ignore the possibility of 
filing a provisional application which 
requires only a written description of 
the invention and how to make it. 


Once a provisional application is 
filed, the inventor has a year to file the 
completed application. Currently, fil-
ing a provisional application only costs 
$220 for a large entity and $110 for a 
small entity. 


So this is easily accomplished and 
quite affordable. 


In fact, one of Mr. Quinn’s earlier 
columns, on November 7, 2009, effec-
tively rebuts the notion that relying 
on invention dates offers inventors any 
substantial advantage over simply fil-
ing a provisional application. Here is 
what he says: 


If you rely on first to invent and are oper-
ating at all responsibly you are keeping an 
invention notebook that will meet evi-
dentiary burdens if and when it is necessary 
to demonstrate conception prior to the con-
ception of the party who was first to file . . . 


[Y]our invention notebook or invention 
record will detail, describe, identify and date 
conception so that others skilled in the art 
will be able to look at the notebook/record 
and understand what you did, what you 
knew, and come to believe that you did in 
fact appreciate what you had. If you have 
this, you have provable conception. If you 
have provable and identifiable conception, 
you also have a disclosure that informs and 
supports the invention. . . . [And] [i]f the 
notebook provably demonstrates conception, 
then it can be filed as a provisional patent 
application. . . . 


In other words, what you would ordi-
narily have in any event can be used as 
the provisional application. 


In other words, the showing that an 
inventor must make in a provisional 
application is effectively the same 
showing that he would have to make to 
prove his invention date under the 
first-to-invent system. A small inven-
tor operating under the first-to-invent 
rules already must keep independently 
validated notebooks that show when he 
conceived of his invention. Under first- 
to-file rules, the only additional steps 
the same inventor must take are writ-
ing down the same things his note-
books are supposed to prove, filing that 
writing with the Patent Office, and 
paying a $110 fee. 


Once the possibility of filing a provi-
sional application is considered, along 
with the bill’s enhanced grace period, 
it should be clear that the first-to-file 
system will not be at all onerous for 
small inventors. Once one considers the 
bill’s clean, clear rules for prior art and 
priority dates, its elimination of sub-
jective elements in patent law, its new 
proceeding to correct patents, and its 
elimination of current patent-for-
feiture pitfalls that trap legally 
unweary inventors, it is clear this bill 
will benefit inventors both large and 
small. 


So because this issue has been con-
sidered from the inception of the de-
bate about the legislation, in all of the 
testimony and markups in every 
version of the bill since 2005, is sup-
ported by all the industry groups who 
believe patent reform is necessary, 
conforms to the rules of all other coun-
tries in the world, and provides clear 
and easily demonstrable evidence of 
your patent, we believe the first-to-file 
rule is the best rule—date it from the 
date you filed your patent rather than 
this rather confusing notion of first-to- 
invent, which has not worked espe-
cially well, and certainly has not 
worked well for the small inventor, 
which is the point, I gather, of the 
amendment proposed by Senator FEIN-
STEIN. 


I urge my colleagues, if there are 
questions or confusion about this, 
those of us who have been involved in 
this will be happy to try to answer 
them. I will be happy to be on the Sen-
ate floor to discuss it further. But at 
such time as we have a vote, I hope my 
colleagues would go along with what 
the committee did and what all of the 
versions of the bill have written in the 
past and support the bill as written and 
not approve this amendment. 


The PRESIDING OFFICER. The Sen-
ator from Minnesota. 


Ms. KLOBUCHAR. Mr. President, I 
thank the Senator from Arizona for his 
very strong comments and also for his 
support for this important bill. As you 
know, this has come through the Judi-
ciary Committee. Senator KYL is a 
member of that committee, as I am, as 
well. We appreciate Senator LEAHY’s 
leadership on this bill, as well as all 
the other Senators who have worked so 
hard on a difficult bill where there are 
so many interests. But in the end, what 
guided us to get this America Invents 
Act on this floor was the fact that in-
novation is so important to our econ-
omy, that the protection of ideas in 
America is what built our economy 
over the years. So I want to thank Sen-
ator KYL. 


Before we hear from Senator BINGA-
MAN, who is here on another matter, I 
just want to support Senator KYL’s 
statements about the need to transi-
tion to the first-inventor-to-file sys-
tem. As I noted before, we have heard 
from many small inventors and entre-
preneurs who support this transition. 
Independent inventor Louis Foreman 
has said the first-to-file system will 


strengthen the current system for en-
trepreneurs and small businesses. We 
have heard from nearly 50 small inven-
tors in more than 20 States who share 
Mr. Foreman’s view. 


I ask unanimous consent that a list 
of those supporters, as well as Mr. 
Foreman’s letter to the Judiciary Com-
mittee in support of the America In-
vents Act, be printed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


The following independent inventors post-
ed support for S. 23 on EdisonNation.com: 


Krissie Shields, Palm Coast, Florida 32164; 
Sarkis Derbedrosian, Glendale, CA 91206; 
Frank White, Randleman, North Carolina; 
Ken Joyner, Pasadena, CA 91109; Charlie 
Lumsden, Kula, HI 96790; Timothy J. Mont-
gomery, Altoona, PA 16601; Katherine Hardt, 
Escanaba, MI 49829; Toni Rey, Houston, TX 
77095; Shawn Head, Delaware, OH 43015; 
Emily Minix, Niceville, Florida; Betsy Kauf-
man, Houston, Texas; Eric Huber, San Juan 
Capistrano, CA 92675; Perry Watkins, Dun-
edin, FL; Jim Hacsi, Pueblo, Colorado; Brian 
Neil Smith, Orlando, FL; Clint Baldwin, 
Roseburg, Oregon 97471; Paul Wightman, 
Cedar City, Utah 84721; Shalon Cox, Beverly 
Hills, CA 90209; Darwin Roth, Jacksonville, 
Florida 32256; Dorinda Splant, Eatonton, GA 
31024. 


Don Francis, Vista, CA 92083; Greg Bruce, 
Galveston, Texas; Sandra McCoy, Longwood, 
FL 32750; Jerry Bradley, Joliet, IL 60435; 
Phillip L. Avery, Bethlehem, PA 18015; Julie 
Brown, Yuma, AZ 85367; Eduardo Negron, 
Beach Park, IL 60083; Betty Stamps, Greens-
boro, NC 27407; Victor Hall, Compton, CA; 
Todd Bouton, Janesville, WI 53548; Denise 
Sees, Canal Fulton, OH; Kevin McCarty, An-
tioch, IL 60002; Jerry Vanderheiden, Aurora 
NE 68818; Sherri English, Savannah, TX; 
Amy Oh, Portland, OR; Mark Stark, St. 
Louis, MO 63123; Toni LaCava, Melbourne, 
Florida 32935; Luis J. Rodriguez, South Or-
ange, NJ 07079; Michael Pierre, Newark, New 
Jersey; Patricia Herzog-Mesrobian, Mil-
waukee, Wisconsin. 


Derrick L. James, Beloit, WI 53511; Richard 
J. Yost, Newman Lake, Washington; Ken 
Espenschied, Cleveland, OH; Roger Brown, 
North Augusta, SC 29861; Jared Joyce, Boze-
man, MT; Jane Jenkins, Clayton, Ohio; 
Tammy Turner, McDonough, GA; Diane 
Desilets, North Attleboro, MA; John 
Nauman, Hollywood, Florida 33020. 


FEBRUARY 14, 2011. 
Hon. PATRICK J. LEAHY, 
Chairman, 
Hon. CHUCK GRASSLEY, 
Ranking Member, U.S. Senate, Committee on 


the Judiciary, Dirksen Senate Office Build-
ing, Washington, DC. 


DEAR CHAIRMAN LEAHY AND RANKING MEM-
BER GRASSLEY: First, please accept my con-
gratulations on the overwhelming, bipar-
tisan Judiciary Committee vote on com-
promise patent reform legislation. I strongly 
urge you to continue your efforts toward 
comprehensive reform by pushing for a vote 
on the Senate floor at the first available op-
portunity. 


Your bill will make independent inventors, 
such as myself, more competitive in today’s 
global marketplace. America’s economic fu-
ture rests on our ability to innovate new 
technologies that change the way people 
work, live and play. Yet, as you know, to-
day’s patent system hinders this process, 
rather than cultivating entrepreneurship and 
the new ideas needed to create more jobs and 
foster economic growth. 


As executive producer of the Emmy Award- 
winning series, ‘‘Everyday Edisons,’’ and 
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publisher of Inventors Digest, a long-stand-
ing publication serving the independent-in-
ventor community, I am continually in con-
tact with individuals across the country 
dedicating their lives in search of the next 
big idea. Some of these efforts bear fruit, 
while others falter. However, what ensures 
the continuity of their efforts, are the legal 
protections afforded under U.S. patent law. 


I started my first business as a sophomore 
in college and twenty years later, I can point 
to 8 successful start-ups, along with being an 
integral part of twenty additional ventures. 
As a result, I have registered ten U.S. pat-
ents and my firm has helped develop and file 
another 400 patents. These experiences have 
shaped my views on how the current system 
functions at a practical level for those at-
tempting to translate their inventions into a 
profitable business endeavor. Let me begin 
by commending the USPTO for its tireless 
efforts to make the current system work in 
an efficient manner. Unfortunately, the 
USPTO is hampered by a system that is in 
dire need of reform. 


From my perspective, the Judiciary Com-
mittee-passed bill helps independent inven-
tors across the country by strengthening the 
current system for entrepreneurs and small 
businesses by including the following: 


Lower fees for micro-entities; 
Shorter times for patent prosecution cre-


ating a more predictable system; 
First-Inventor-to-File protections to har-


monize U.S. law with our competitors abroad 
while providing independent inventors with 
certainty; 


Stronger patent quality and reliability by 
incorporating ‘‘best practices’’ into patent 
application examination and review, making 
it easier for independent inventors to attract 
start-up capital; and 


Resources for the USPTO to reduce the 
current patent backlog of 700,000 patents. 


Your efforts in the Committee represent a 
critical milestone for passage of comprehen-
sive reform and highlight an opportunity for 
progress. I also hope that Committee action 
paves the way for vigorous bicameral discus-
sions on enacting legislation in the near fu-
ture. 


We cannot afford to wait. The need for 
these types of common sense reforms dates 
back to 1966 when the President’s Commis-
sion to the Patent System issued thirty-five 
recommendations to improve the system. 
Some of these measures have been enacted 
over the years, but the economic challenges 
inherent in today’s global market neces-
sitate a broader modernization of the patent 
system. The 2004 National Research Council 
of the National Academy of Sciences report 
echoed this sentiment pointing to how eco-
nomic and legal changes were putting new 
strains on the system. 


America’s economic strength has always 
rested on our ability to innovate. While a 
number of positive economic indicators pro-
vide hope for the future, the environment for 
small businesses remains mixed. Patent 
modernization is a tangible way to help 
America’s small entrepreneurs in a fledgling 
economy. Not only will these reforms help 
create new jobs and industries, but they will 
help ensure our economic leadership for 
years to come. 


Please do not hesitate to contact me if I 
can be of any assistance in helping expedite 
passage of this critical legislation. 


Sincerely, 
LOUIS J. FOREMAN, 
Chief Executive Officer. 


Ms. KLOBUCHAR. Mr. President, I 
know Senator BINGAMAN is here to 
speak. 


The PRESIDING OFFICER. The Sen-
ator from New Mexico. 


Mr. BINGAMAN. I appreciate the 
chance to speak as in morning busi-
ness. 


WORLD OIL SUPPLIES 
Mr. President, I want to take a few 


minutes to discuss the increasing oil 
prices that we are observing each day 
and the evolving situation in the Mid-
dle East and North Africa. 


From an oil market perspective, the 
turmoil in the Middle East changed 
course just over a week ago, and it 
changed course when Libya joined the 
group of countries that are witnessing 
historic popular uprisings. Libya is the 
first major energy exporter in the re-
gion to experience such an uprising. 


At the moment, as much as 1 million 
barrels per day of Libya’s total 1.8 mil-
lion barrels per day of oil production is 
offline, with continued political turbu-
lence threatening to take even more 
oil offline before order is restored. 


It appears that international oil com-
panies, which are responsible for over 
40 percent of Libyan oil production, 
have removed their personnel from the 
country, and that has led to shutdowns 
of most fields operated by those inter-
national companies. 


For the moment, it appears that the 
Libyan national oil companies them-
selves are mostly continuing to 
produce and export oil, although there 
might be some limited production 
losses in national oil company produc-
tion as well. 


There is reason to be concerned that 
the situation in Libya and throughout 
the region could become worse before 
it improves. I do not know that it is 
useful to try to predict the most likely 
outcome for what is occurring in the 
country, but the reality is that many 
of the potential scenarios that have 
been thought of are not good for the 
stability of world oil flows. 


Fortunately, Saudi Arabia is widely 
believed to have enough spare oil pro-
duction capacity to offset any losses in 
Libyan oil production. The Saudis have 
already publicly committed to compen-
sating for any Libyan shortfall and 
very likely have already ramped up 
production to make good on that prom-
ise. 


However, the additional Saudi crude 
oil will not be of the same quality as 
the lost Libyan barrels of oil, which 
are light sweet crude. About three- 
quarters of Libyan exports go to West-
ern Europe, and the refineries in West-
ern Europe generally cannot manage 
the heavier and sour crudes that come 
out of the Persian Gulf region. There 
will be some crude oil dislocation, as 
higher quality crudes are rerouted to 
Europe, and incremental Saudi barrels 
of oil head for refineries that are able 
to handle the lower grade oil they 
produce. 


Between the lost production in 
Libya, the crude oil dislocation associ-
ated with additional Saudi production, 
and the prospect of further turmoil in 
the region, we are now unquestionably 
facing a physical oil supply disruption 
that is at risk of getting worse before 
it gets better. 


For this reason, I believe it would be 
appropriate for the President to be 
ready to consider a release of oil from 
our Strategic Petroleum Reserve if the 
situation in Libya deteriorates further. 
Any additional oil market disturb-
ance—such as turmoil spreading from 
Libya to Algeria, or from Bahrain to 
Saudi Arabia—would clearly put us 
into a situation where there would be a 
very strong argument in favor of a sale 
from the Strategic Petroleum Reserve. 


While I do not think high oil prices 
alone are sufficient justification for 
tapping the Strategic Petroleum Re-
serve, I do believe the announcement of 
a Strategic Petroleum Reserve sale 
would help to moderate escalating 
prices. 


My recommendation that we stand 
ready to release oil from the SPR is 
squarely in the traditional policy we 
have had in our government for SPR 
use, going back to the Reagan adminis-
tration in the 1980s. In testimony be-
fore the Committee on Energy and Nat-
ural Resources on January 30, 1984, 
President Reagan’s Secretary of En-
ergy Donald Hodel stated that the ad-
ministration’s SPR policy in the event 
of an oil supply disruption was to ‘‘go 
for an early and immediate draw-
down.’’ The SPR would be used to send 
a signal, a strong signal, to oil markets 
that the United States would not allow 
a physical oil shortage to develop. 


The SPR policy carried out during 
the 1990–1991 Desert Storm operation 
offers an example of this ‘‘early and in 
large volumes’’ policy in action. 


On January 16, 1991, President George 
H.W. Bush announced that the allied 
military attack against Iraq had 
begun. Simultaneously, he announced 
that the United States would begin re-
leasing SPR stocks as part of an inter-
national effort to minimize world oil 
market disruptions. Less than 12 hours 
after President Bush’s authorization, 
the Department of Energy released an 
SPR crude oil sales notice, and on Jan-
uary 28, 1991, 26 companies submitted 
offers. 


Then-Secretary of Energy Watkins 
noted: 


We have sent an important message to the 
American people that their $20 billion in-
vestment in an emergency supply of crude 
oil has produced a system that can respond 
rapidly and effectively to the threat of an 
energy disruption. 


According to an analysis posted on 
the Department of Energy’s Web site 
during the George W. Bush administra-
tion: 


The rapid decision to release crude oil 
from government-controlled stocks in the 
United States and other OECD countries 
helped calm the global oil market, and prices 
began to moderate. . . . World oil markets 
remained remarkably calm throughout most 
of the war, due largely to the swift release of 
the Strategic Petroleum Reserve oil. 


In recent years, the policy signals 
surrounding SPR use have not been as 
clear. Some SPR sales were criticized 
as efforts to manipulate oil prices. The 
SPR was then ignored during other oil 
supply disruptions—including simulta-
neous oil supply disruptions due to a 
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strike in Venezuela, political turmoil 
in Nigeria, and the initiation of the 
current war in Iraq. 


I believe the Reagan administration 
set the correct course for SPR deci-
sionmaking. The current administra-
tion would be well served in consid-
ering that example and should be 
ready, in my view, to make a decision 
to calm world oil markets should the 
threat to world oil supplies increase in 
the coming days and weeks. 


Mr. President, I yield the floor. 
I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant legislative clerk pro-


ceeded to call the roll. 
Mr. GRASSLEY. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. GRASSLEY. Mr. President, I ask 
unanimous consent to address the Sen-
ate as in morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The Senator from Iowa is recognized. 
Mr. GRASSLEY. I thank the Chair. 
(The remarks of Mr. GRASSLEY per-


taining to the introduction of S. 454 are 
printed in today’s RECORD under 
‘‘Statements on Introduced Bills and 
Joint Resolutions.’’) 


Mr. LEE. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mrs. 
HAGAN). Without objection, it is so or-
dered. 


AMENDMENT NO. 115 
Mr. LEE. Madam President, I am on 


the floor to speak again in support of 
amendment No. 115, which I propose in 
connection with the patent reform bill, 
a bill I support and a bill I intend to 
vote for and a bill that is going to be 
used as a vehicle for this amendment 
that calls for the sense of the Senate 
on support for the need of a balanced 
budget amendment. I am grateful to 
have the support of my good friend, the 
former Governor of West Virginia, now 
the junior Senator from West Virginia, 
JOE MANCHIN, who is cosponsoring this 
amendment with me. 


Here is what it does. It calls on us as 
Senators to come forward and vote on 
whether we think we should amend the 
Constitution and submit that to the 
States for ratification to restrict our 
power to engage in perpetual deficit 
spending. 


We, as Members of Congress, are au-
thorized, pursuant to article I, section 
8, clause 2 to incur debt in the name of 
the United States. This power has been 
abused over time to such a degree that 
we are now almost $15 trillion in debt. 
By the end of the decade, we will have 
amassed annual interest payments that 
will be approaching $1 trillion. This 
threatens every government program 
under the Sun. Whether you most want 
to protect Social Security or national 
defense or any other government pro-
gram, you should be concerned about 


this practice that will threaten the 
livelihood of so many Americans who 
depend on these programs one way or 
another, whether it is to fund their 
day-to-day existence or fund programs 
that provide for our safety and security 
as a nation. 


We do have an increased reason to be 
optimistic about this for a few reasons. 
First, we have recent polling data 
showing Americans overwhelmingly 
support the idea of a balanced budget 
amendment. Secondly, a recent GAO 
report shows we could find at least $100 
billion annually in wasteful govern-
ment spending. This is the type of 
wasteful Washington spending we 
ought to have eliminated a long time 
ago, that we could eliminate and would 
be forced to eliminate if we, in fact, 
had a balanced budget amendment. 


It would also require us to address 
issues that will confront our children 
and grandchildren. As a proud and 
happy father of three, I can tell you, as 
difficult as the choices we will have to 
make may be, I am unwilling, as a fa-
ther, to pass these problems on to my 
children and my grandchildren who are 
yet unborn. I am unwilling to pass 
along to them a system that mortgages 
the future of coming generations for 
the simple purpose of perpetuating gov-
ernment largess and wasteful Wash-
ington spending. 


All this amendment does is call on 
Members of the Senate to come for-
ward and say they support the idea. By 
voting in favor of this amendment, 
they do not have to embrace any par-
ticular balanced budget amendment 
proposal. But what they do say is that 
they want the wasteful Washington 
spending to stop, they want the per-
petual deficit spending practice to 
stop, and they want us to stop the 
practice of mortgaging the future of 
coming generations. This is immoral, 
it is unwise, and it ought to be illegal. 
Soon it will be. With this amendment, 
we will set in motion a sequence of 
events that will lead to just that. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Pennsylvania. 
Mr. TOOMEY. Madam President, I 


rise this afternoon to express my very 
strong support for Senator LEE’s 
amendment and the underlying con-
stitutional amendment I hope this 
body will take up at some point soon. 
I commend Senator LEE for his leader-
ship on this issue, for offering this 
amendment now. 


I feel a tremendous sense of urgency. 
I do not think we have time to waste, 
time to wait, time to kick this can 
down the road anymore. We have done 
that too long. 


The fact is, a balanced budget amend-
ment to our Constitution would pro-
vide the kind of fiscal straitjacket this 
government clearly needs. If we oper-
ated the way many States did, if we op-
erated the way all businesses did, if we 
operated the way families did and we 
lived within our means, then maybe 
this would not be necessary. But it has 


become obvious to anybody that we are 
not living within our means—not even 
close. 


We are running a budget deficit this 
year of $1.6 trillion. That is 10 percent 
of the size of our entire economy—just 
this year alone. Last year, it was $1.5 
trillion. If we do not do something very 
serious about this now—not soon, not 
in the next few years but now—if we do 
not do something about this now, this 
is already at unsustainable levels. 


In 1988, the total debt as a percentage 
of our economy was about 40 percent. 
In 2008, the total debt as a percentage 
of our economy was about 40 percent. 
Today it is at about 63 percent, and by 
October it will be 72 percent. These 
numbers are staggering, and they are 
not sustainable. It is already costing us 
jobs because this huge level of debt and 
the ever-increasing debt from the ongo-
ing deficits raise real doubts in the 
minds of investors and entrepreneurs 
and small business owners what kind of 
financial future is in store for us. The 
threat of serious inflation, high inter-
est rates, even a financial disruption 
grows dramatically as we keep piling 
on this debt. This is not just specula-
tion or theory. We have seen this with 
other countries that have gone down 
this road. 


The good news is it is not quite too 
late; we can do this; we can get our 
spending under control. And I am abso-
lutely convinced we can have tremen-
dous prosperity and a tremendously ro-
bust recovery and the job creation we 
need if we follow some basic funda-
mental principles that have always led 
to prosperity wherever they have been 
tried. 


There are several—I will not go 
through all of them—but one of the 
fundamental ones is a government that 
lives within its means. I would define 
‘‘means’’ as keeping a budget that is 
balanced. This amendment today, of 
course, only expresses the will of the 
Senate that we ought to do this. I 
strongly hope all our colleagues will 
join Senator LEE in this very construc-
tive amendment. 


I yield the floor. 
Mr. GRASSLEY. Madam President, I 


suggest the absence of a quorum. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. The clerk 
will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. DURBIN. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. DURBIN. Madam President, I 
know personally the extraordinary ef-
forts made by the chairman of the Sen-
ate Judiciary Committee to bring this 
patent reform bill to the floor. I have 
worked with him in the past, and it has 
not been an easy task. I know that 
many times he felt he was close to hav-
ing the right bill at the right moment, 
and then it slipped away. But his deter-
mination and his capacity to bring peo-
ple together has resulted in this mo-
ment where the bill is before us. And it 
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is important that it is, not just because 
of his hard work but because of what it 
means for this country. 


I don’t know whether it has formally 
been done, but this bill is being re-
characterized as the America Invents 
Act instead of the Patent Reform Act 
because those few words tell a much 
bigger story. We are talking about the 
kind of innovation and research in 
America that will create successful 
companies and good American jobs, 
and that is why this bill is important. 


It has been a long time—going back 
to our origins as a nation—since we 
recognized the right for those who in-
vent things to have some proprietary 
personal interest in those inventions, 
and we set up the Patent and Trade-
mark Office for that purpose. Unfortu-
nately, that office of the Federal Gov-
ernment isn’t keeping pace with the 
creativity of our country, and that is 
why Senator LEAHY has brought this 
bill to the floor. 


This is bipartisan legislation. I com-
mend him for his work on it, and I 
commend my Republican colleagues for 
joining him. Senators GRASSLEY, KYL, 
SESSIONS, and HATCH have also worked 
diligently on this. 


This may not be the simplest area of 
the law. I can remember that when I 
was in law school here in town, there 
was one student—he was the only Afri-
can-American student in my class, and 
that goes back to the days of George-
town Law, Senator LEAHY, when there 
were few minorities and few women. He 
was African American. He wore a white 
shirt and tie to class every day. 


I went up to him one day and said: So 
tell me your background. 


He said: Well, I am an engineer, and 
I want to be a patent lawyer. 


And I quickly moved to another table 
because I realized there wasn’t any-
thing we could talk about. I knew 
nothing about his world. But it is a 
specialized world, and one in which I 
am sure he was very successful. Patent 
law is something that is very hard to 
explain, and I think that is part of the 
reason this bill has taken some time to 
come here. 


But economic growth is driven by in-
novation, and if you have a good idea 
for a new product in America, you can 
get a patent and turn that idea into a 
business. Millions of good American 
jobs are created this way. The list is 
endless. 


Patents have been the source of great 
American stories. Joseph Glidden, a 
farmer from DeKalb, IL, patented 
barbed wire fence in 1874. It dramati-
cally changed the way ranchers and 
cattlemen and others were able to do 
their business as they settled the fron-
tier in America. I might add that the 
DeKalb High School nickname is ‘‘The 
Barbs’’ as a consequence of this one 
discovery. Glidden’s invention made 
him a wealthy man, but his legacy in-
cluded granting the land for what be-
came Northern Illinois University in 
DeKalb. Ives McGaffey of Chicago in-
vented and patented one of the first 


vacuum cleaners in 1869. Josephine 
Cochran of Shelbyville, IL, once said, 
‘‘If nobody else is going to invent a 
dishwashing machine, I’ll do it my-
self.’’ In 1886, she did it and got a pat-
ent for it. The company she created is 
now known as Whirlpool. 


Our patent laws set the rules of the 
road for American innovation. By giv-
ing inventors exclusive rights over 
their inventions for a term of 20 years, 
patents provide great incentive for in-
vestment. Patents enable inventions to 
be shared with the public so new inno-
vations can be based upon them. 


It has been a long time since we have 
looked at our patent laws and really 
updated them. Just think about this, 
putting it into perspective. It has been 
over 50 years. And I commend Senator 
LEAHY for tackling this. It has not 
been easy. The pace and volume of in-
novation has quickened a great deal 
since we looked at this law over 50 
years ago, and the Patent and Trade-
mark Office has struggled to keep up. 


Over the last few years, Congress has 
debated how best to modernize our pat-
ent law. It has been a tough issue. We 
have one set of patent laws governing 
the incredibly diverse range of inven-
tions and industries. In trying to up-
date our laws, we have to be careful 
not to make changes that benefit some 
industries but undermine innovation in 
others. The bill before us strikes the 
right balance. That is why I voted for 
it in Committee and support it. It is a 
product of years of bipartisan negotia-
tion. It is a good compromise. It is con-
sensus legislation passed out of the Ju-
diciary Committee a few weeks ago 
with a unanimous 15-to-0 vote. 


The bill is supported by the Obama 
administration and his Cabinet officers 
and a broad and diverse group of stake-
holders, all the way from the American 
Bar Association, to the AFL-CIO, to 
the Biotechnology Industry Organiza-
tion. The list is very long. 


In my own home State, I went to the 
major manufacturing companies and 
said: You look at it because these in-
ventions are your future. You have to 
be confident that what we do to the 
law is consistent with new inventions, 
new innovations, and new jobs not just 
at your company but at other places. 


I am happy to say that those sup-
porting it include the Illinois Tool 
Works, Caterpillar—the largest manu-
facturer in my State—Motorola, Mon-
santo, Abbott, IBM, and PepsiCo. 


The bill will improve the ability of 
the Patent and Trademark Office to 
award high-quality patents. Right now, 
there is a backlog of over 700,000 patent 
applications, which they are struggling 
to clear. Think about that—700,000 in-
ventions and ideas that are waiting to 
be legally recognized so that they can 
go forward in production. This bill will 
streamline the operations and adjust 
the user fees to make sure the agency 
clears the backlog. 


The bill takes steps to improve sub-
mission of information to the PTO 
about pending patent applications. I 


would note that it keeps user fees low 
for small startups and individual inves-
tors. 


In past years, there were some parts 
of the bill that generated controversy, 
including provisions relating to dam-
ages and venue in patent infringement 
lawsuits. The good efforts in this bill 
that have been negotiated have re-
sulted in these provisions no longer 
being a subject of controversy. 


I know we will have some amend-
ments offered on the bill, and I expect 
we will have a good debate on them. At 
the end of the day, I expect we will 
have a strong bipartisan vote in pass-
ing this bill. Senator LEAHY is now try-
ing to get this train into the station. 
There are a lot of people bringing cars 
here who want to hook on because they 
know this is an important bill and like-
ly to pass. 


There are some areas, I might add, 
which we did not discuss in committee 
and which I considered raising in an 
amendment on the floor but held back. 
One of them relates to the controver-
sial issue of gene patenting, which I 
have been learning about recently. It is 
my considered opinion this is now 
working its way through the courts 
and to try to intervene on the floor 
here would be premature. The courts 
have to decide whether people can pat-
ent genes. 


There was a recent story I saw on ‘‘60 
Minutes’’ where a company known as 
Myriad had patented the gene for 
breast cancer. They have now created a 
test, incidentally, to determine wheth-
er a woman has this gene. The test is in 
the range of $4,000 to $5,000. The actual 
cost of the test should be much lower, 
and the obvious question the courts are 
deciding is, How can you claim owner-
ship of a gene that occurs in nature in 
human bodies you didn’t create? That 
is the question before the courts. We 
could have debated it here for a long 
time and maybe never resolved it, but 
depending on how the courts come out 
on the issue, we may visit it again. 


I hope the House will take this bill 
up quickly. I know they want to look it 
over from their perspective, but we 
need to pass this. If we are talking 
about creating jobs in successful, thriv-
ing businesses in America, this bill 
needs to pass. 


I thank Chairman LEAHY for his lead-
ership and for his hard work on this 
issue. I am honored to serve with him 
on the Senate Judiciary Committee. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. LEAHY. I thank the distin-


guished senior Senator from Illinois, 
who has been an invaluable member of 
the Judiciary Committee all the time I 
have been there. This has been very 
helpful. I appreciate what he said. I 
found interesting the list of patents 
from his home State of Illinois, and I 
think each one of us can point to some 
of those with pride. If we are going to 
stay competitive with the rest of the 
world, we have to get this bill passed. 


VerDate Mar 15 2010 01:13 Mar 03, 2011 Jkt 099060 PO 00000 Frm 00032 Fmt 0624 Sfmt 0634 E:\CR\FM\G02MR6.050 S02MRPT1sm
ar


tin
ez


 o
n 


D
S


K
B


9S
0Y


B
1P


R
O


D
 w


ith
 S


E
N


A
T


E







CONGRESSIONAL RECORD — SENATE S1109 March 2, 2011 
It has been more than 60 years since we 
updated our patent law. We are way be-
hind the rest of the world. We have to 
be able to compete, so I thank the Sen-
ator. 
FURTHER MODIFICATION TO AMENDMENT 121, AS 


MODIFIED 
Madam President, I have cleared this 


with the Senator from Iowa. Notwith-
standing the adoption of the Leahy- 
Grassley amendment No. 121, as modi-
fied, I ask unanimous consent the 
amendment be modified further with 
the changes that are at the desk. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The further modification is as fol-
lows: 


On page 3 of the amendment, delete lines 8 
through 17. 


Mr. LEAHY. Madam President, we 
are down to very few things. I hate to 
put in another quorum call and then 
hear from Senators calling they want 
some time to speak about amendments. 
I know sometimes we follow the ‘‘Drac-
ula’’ rule, being that we do not legis-
late until it is dark and Dracula comes 
out. Maybe, since the days are getting 
longer, we could do some things during 
daytime hours. I send out a call, a 
pleading call: If people want their 
amendments, come forward, let’s have 
a vote up or down on them and be done 
with it. 


I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant bill clerk proceeded to 


call the roll. 
Mr. VITTER. Madam President, I ask 


unanimous consent the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 115 
Mr. VITTER. Madam President, I rise 


in strong support of the Lee amend-
ment, which is a sense of the Senate 
that this body and the House should 
pass a constitutional amendment re-
quiring a balanced budget. Clearly, I 
think in the mind of every American, 
our top domestic challenge is to get 
hold of our fiscal situation to move us 
to a sustainable path, to tighten the 
belt of the Federal Government just 
like every American family has been 
doing for many years in this recession. 


We are making a start, a real but 
modest start, in terms of this year’s 
budget. I was happy the Senate fol-
lowed the lead of the House and passed 
a 2-week CR today that has substantial 
cuts, the exact level of cuts as the 
House passed for the rest of the fiscal 
year. I support that important start in 
terms of this year’s budget. Of course, 
we need to finish the job by passing a 
spending bill for the entire rest of the 
fiscal year with that level of cuts or 
more. 


That is a start, but it is only a start. 
The other thing I think we need to do 
is create reform, a structure that de-
mands that Congress stay on that path 
to a balanced budget until we get 
there. I believe the most important 


thing we can create to demand that is 
a straitjacket for Congress, if you will, 
a balanced budget constitutional 
amendment. Unfortunately, I think 
Congress, time and time again over 
years and decades, has proved we need 
to put Congress in that straitjacket if 
we are ever going to get to a sustain-
able fiscal situation, a balanced budg-
et. 


This is not some academic debate. 
This is about the future of our kids, 
our grandkids, and our immediate fu-
ture because we could be put into eco-
nomic chaos at any time because of our 
untenable fiscal situation. Forty cents 
of every $1 the Federal Government is 
spending is borrowed money—so much 
of that money borrowed from the Chi-
nese. This is about whether we are 
going to remain the most free, most 
prosperous country in human history. 
This is about if we are going to remain 
our own masters or if we are going to 
have to look to the folks who are lend-
ing us all this money, including the 
Chinese, for consent in terms of how we 
map our future. 


Is that the future we want to hand to 
our kids? It is certainly not the future 
I want to hand to my kids. That is 
what it is all about. Again, it is not far 
off in the distance. This is an imme-
diate challenge. 


This could lead to an immediate eco-
nomic crisis unless we get ourselves on 
the path to a balanced budget quickly. 
Again, step 1 is cuts this year, a budget 
that is going back to 2008 levels, 
prestimulus, pre-Obama budget, this 
year. That is step 1. 


But step 2 is some sort of important 
structural reform such as a balanced 
budget constitutional amendment that 
puts a straitjacket on Congress, that 
demands that we get there in a reason-
able period of time. 


The huge majority of States operate 
under exactly this type of constitu-
tional amendment. The huge majority 
of municipalities, towns, cities, other 
jurisdictions, operate under this sort of 
constraint. It is hard sometimes. It de-
mands tough choices. In times such as 
these, in a recession, it demands real 
cuts. 


But guess what. Just like a family 
does sitting around their kitchen table 
making their family budget fit reality, 
States do that, cities do that, towns do 
that, and Congress should have to do 
that for the Federal Government. Con-
gress should have to tighten its belt, 
like families do reacting to their budg-
et reality sitting around the kitchen 
table. 


I think it is perfectly clear we are 
not going to get there, unless and until 
we are made to through some sort of 
mechanism such as the balanced budg-
et constitutional amendment. 


Even beyond the deadline imposed by 
the expiration of the current or any 
other CR spending bill, we have an-
other looming deadline, which is, 
whenever the United States Federal 
Government hits up on the current 
debt ceiling. That is going to happen 


sometime between late March and May 
is the projection. 


I firmly believe it would be enor-
mously irresponsible to address that 
issue until and unless we put ourselves 
on this road to reform, until and unless 
we pass something like a meaningful 
balanced budget constitutional amend-
ment. So this sense of the Senate is 
meant as a first step. I applaud Senator 
LEE for putting it before us as that 
first step. Let’s say yes. Let’s say we 
are going to do it. 


Then, of course, most important, 
let’s do it. Let’s do it now. The clock is 
ticking. Let’s do it now, well before we 
reach any crisis point such as coming 
up on the debt limit I spoke about. 


Let’s act responsibly, which means 
acting now. Let’s take up the Nation’s 
important business, which is spending 
and debt. Let’s avoid the economic ca-
lamity that is threatened if we stay on 
the current path, which is completely, 
utterly unsustainable. It is not just me 
saying that, it is everybody knowing 
it, including Ben Bernanke, Chairman 
of the Federal Reserve Board. He testi-
fied before us at the Banking Com-
mittee yesterday and said exactly the 
same thing. 


Ben Bernanke is not some ideologue. 
He is not some tea party conservative. 
But he said yesterday, very clearly, 
three important things. First of all, 
the greatest medium and long-term 
challenge we face as a country is our 
fiscal posture. Secondly, the fiscal path 
we are on is completely and utterly 
unsustainable. Third, while that is a 
long-term challenge, it poses short- 
term, immediate consequences. 


If we do not get on a sustainable path 
now, immediately in the short term, 
we could have immediate short-term 
consequences, even economic crisis. 
Let’s avoid that. Let’s do right by our 
children. Let’s tighten our belt, as 
American families have been for sev-
eral years in this recession, and let’s 
demand that we keep on that path with 
a balanced budget constitutional 
amendment. 


I yield the floor. 
The PRESIDING OFFICER (Mr. 


WHITEHOUSE.) The Senator from 
Vermont. 


Mr. LEAHY. I ask unanimous con-
sent that an article written for The 
Hill by the distinguished Secretary of 
Commerce Gary Locke, dated March 2 
of this year, be printed in the RECORD. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


(See exhibit 1.) 
Mr. LEAHY. Mr. President, it is in-


teresting, I do not want to embarrass 
the person whom I wanted to speak 
about at all, but I was interested in lis-
tening to my dear friend, Senator DUR-
BIN, speak about his time at George-
town Law School. Both he and I grad-
uated from the Georgetown Law 
School. He talked about a classmate of 
his who was in patent law, and he real-
ized this was a complex subject, one 
that is not the sort of law that he, Sen-
ator DURBIN, was going to go into, any 
more than I would have. 


VerDate Mar 15 2010 02:24 Mar 03, 2011 Jkt 099060 PO 00000 Frm 00033 Fmt 0624 Sfmt 0634 E:\CR\FM\G02MR6.051 S02MRPT1sm
ar


tin
ez


 o
n 


D
S


K
B


9S
0Y


B
1P


R
O


D
 w


ith
 S


E
N


A
T


E







CONGRESSIONAL RECORD — SENATES1110 March 2, 2011 
But I also think of another graduate 


of Georgetown Law Center who was an 
engineer, had a degree in engineering, 
studied patent law, and became one of 
the most distinguished patent lawyers, 
litigators in this country, and is now a 
member of the Federal circuit court of 
appeals and that is Judge Richard 
Linn. 


It was interesting hearing the Sen-
ator from Illinois, himself one of the 
finest lawyers in this body. My wife 
Marcella and I had the honor of being 
out in Chicago with Judge Linn and his 
wife Patty for a meeting of the Richard 
Linn American Inn of Court in Chi-
cago. He serves with great distinction. 
In fact, a major part of this legislation 
reflects an opinion he wrote. 


But I digress. I ask unanimous con-
sent the Senate resume consideration 
of the Lee amendment No. 115, with the 
time until 5:15 equally divided between 
the two leaders or their designees; that 
upon the use or yielding back of time, 
the Senate proceed to vote in relation 
to the Lee amendment No. 115; that the 
Lee amendment be subject to a 60-vote 
threshold; that upon disposition of the 
Lee amendment, the Senate resume 
consideration of the Menendez amend-
ment No. 124; that Senator MENENDEZ 
be recognized to modify his amend-
ment with the changes at the desk and 
the amendment, as modified, be agreed 
to; that the motions to reconsider be 
considered made and laid upon the 
table, with no intervening action or de-
bate; and there be no amendments in 
order to the amendments prior to the 
vote. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. I thank the superb staff 
for writing that out because I am not 
quite sure I could have done that on 
my own. 


I had hoped as we began debate on 
this important bill to modernize Amer-
ica’s patent system that the Senate 
would focus specifically on this meas-
ure designed to help create jobs, ener-
gize the economy and encourage inno-
vation. 


I had hoped that we would consider 
relevant amendments, and pass the 
bill. The America Invents Act is a key 
part of any jobs agenda. We can help 
unleash innovation and promote Amer-
ican invention, all without adding a 
penny to the deficit. 


This is commonsense, bipartisan leg-
islation. I said at the outset that I 
hoped the Senate would come together 
to pass this needed legislation and do 
so in the finest tradition of the Senate. 
I thank the Republican manager of the 
bill and the assistant Republican lead-
er for their support and efforts on this 
bill. 


Unfortunately, we have become 
bogged down with nongermane, nonrel-
evant, extraneous discussions and 
amendments. 


Earlier this week, Senators who were 
focused on our legislative effort and re-
sponsibilities joined in tabling an 
amendment that has nothing to do 


with the subject matter of the America 
Invents Act. 


Extraneous amendments that have 
nothing to do with the important 
issues of reforming our out-of-date pat-
ent system so that American 
innovators can win the global competi-
tion for the future have no place on 
this important bill. They should not be 
slowing its consideration and passage. 


If America is to win the global eco-
nomic competition, we need the im-
provements in our patent system that 
this bill can bring. 


We must now dispose of another such 
amendment so that we may proceed to 
final passage of the America Invents 
Act and help inventors, American busi-
nesses and our economic recovery. 


I take proposals to amend the Con-
stitution of the United States seri-
ously. I take seriously my oath as a 
Senator to support and defend the Con-
stitution and to bear true faith and al-
legiance to it. 


Over the years I have become more 
and more skeptical of recent efforts to 
amend the design that established the 
fundamental liberties and protections 
for all Americans. I believe the Found-
ers did a pretty good job designing our 
fundamental charter. 


I likewise take seriously the stand-
ard set in article V of the Constitution 
that the Congress propose amendments 
only when a supermajority of the Con-
gress deem it ‘‘necessary.’’ While there 
have been hundreds of constitutional 
amendments proposed during my serv-
ice in the Senate, and a number voted 
upon during the last 20 years, I have 
been steadfast in my defense of the 
Constitution. 


The matter of a so-called balanced 
budget amendment to the Constitution 
is not new to the Senate. Indeed, I be-
lieve the first matter Senator HATCH 
moved through the Judiciary Com-
mittee when he chaired it and I served 
as the ranking member was his pro-
posed constitutional amendment to 
balance the budget. 


I strongly opposed it, but I cooper-
ated with him in his effort to have the 
committee consider it promptly and 
vote. 


I wish others would show the man-
agers of this bill that courtesy and co-
operation and not seek to use this bill 
as a vehicle for messages on other mat-
ters. 


The Judiciary Committee has consid-
ered so-called balanced budget amend-
ments to the Constitution at least nine 
times over the last 20 years. The Sen-
ate has been called upon to debate 
those amendments several times, as 
well, in 1982, 1986, 1992, 1994, 1995 and 
1997. Despite the persistent and ex-
traordinary efforts of the senior Sen-
ator from Utah, they have not been 
adopted by the Congress. 


The only time the Senate agreed to 
the proposed constitutional amend-
ment was in 1982. On that occasion, the 
House of Representatives thought the 
better of it. On the subsequent five oc-
casions, as Senators came to under-


stand how the proposed amendment un-
dercut the Constitution, it was de-
feated. 


Now another Senator has adopted 
this cause. 


He has proposed a different, even 
more complicated proposed constitu-
tional amendment. That will require 
study in order to be understood. It will 
require working with the chairman of 
the Judiciary Committee Sub-
committee on the Constitution, Civil 
Rights and Human Rights. 


While the new Senator from Utah is 
a member of the Judiciary Committee 
and a member of the Constitution sub-
committee, he has not consulted with 
me about his proposal, nor, as far as I 
know, with the chairman of the sub-
committee, the senior Senator from Il-
linois. 


Instead, he preemptively seeks to 
raise the matter on this important bill, 
which is designed to create jobs, en-
courage American innovation and 
strengthen our economy. 


For the last 20 years, the so-called 
balanced budget amendment has been a 
favorite slogan for some. For some oth-
ers of us, we have done the hard work 
to actually produce a balanced budget 
and, indeed, a surplus. 


Rather than defile the Constitution, 
we have worked and voted to create a 
balanced budget and a budget surplus. 
In 1993, without a single Republican 
vote to help us, Democrats in the Con-
gress passed a budget that led to a bal-
anced budget and, indeed, to a budget 
surplus of billions of dollars by the end 
of the Clinton administration. 


That surplus was squandered by the 
next administration on tax breaks for 
the wealthy and an unnecessary war 
that cost trillions but went unpaid for. 
Those misjudgments were compounded 
by financial fraud and greed that led to 
the worst economic recession since the 
Great Depression. That is what we 
have been seeking to dig out from 
under since 2008. 


At this time, I ask unanimous con-
sent to have printed in the RECORD a 
letter received from American Federa-
tion of State, County and Municipal 
Employees, AFSCME, in opposition to 
the Lee amendment. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


AFSCME, 
Washington, DC, March 2, 2011. 


DEAR SENATOR: On behalf of the 1.6 million 
members of the American Federation of 
State, County and Municipal Employees, I 
am writing to urge you to oppose Senator 
Lee’s amendment to S. 23, providing that it 
is the sense of the Senate that Congress 
should pass and the states should agree to an 
amendment to the Constitution requiring a 
Federal balanced budget. 


A constitutional balanced budget amend-
ment is a simplistic answer to a complicated 
issue and would serve only to further weaken 
our economy and move us away from fiscal 
responsibility at a time of much economic 
uncertainty. It would require large, indis-
criminate spending cuts during economic 
downturns, precisely the opposite of what is 
needed to stabilize the economy and avert 
recessions. 
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The immediate result of a balanced budget 


amendment would be devastating cuts in 
education, homeland security, public safety, 
health care and research, transportation and 
other vital services. Any cuts made to ac-
commodate a mandated balanced budget 
would fall most heavily on domestic discre-
tionary programs, but ultimately, there 
would be no way to achieve a balanced budg-
et without cuts in Social Security and other 
entitlement programs as well. A balanced 
budget amendment would likely dispropor-
tionately affect unemployed and low-income 
Americans. 


There are also serious concerns about the 
implementation of such an amendment and 
how it would involve the courts in matters 
more appropriately resolved by the legisla-
tive and executive branches of government. 
Budgetary decisions should be made by offi-
cials elected by the people, not by unelected 
court officials with no economic or budget 
expertise. 


I urge you to oppose the Lee amendment 
and to oppose any effort to adopt an amend-
ment to the Constitution requiring a bal-
anced budget. 


Sincerely, 
CHARLES M. LOVELESS, 


Director of Legislation. 


Mr. LEAHY. We have stabilized the 
economic freefall and begun to revive 
the economy. 


Everyone knows that economic 
growth is the path toward budget bal-
ance. Economic growth and winning 
the future through American innova-
tion is what the bipartisan American 
Invents Act is all about. 


Accordingly, for all these reasons as 
well as the reasons for which I opposed 
the efforts to amend the Constitution 
in 1982, 1986, 1992, 1994, 1995 and 1997, I 
oppose amendment No. 115. 


EXHIBIT 1 


[From the Hill, Mar. 2, 2011] 


DELIVERING INNOVATION AND JOBS THROUGH 
PATENT REFORM 


(By Commerce Secretary, Gary Locke) 


Today, there are more than 700,000 
unexamined patent applications log-jammed 
at the U.S. Patent and Trademark Office 
(USPTO).Many of them represent inventions 
that will come to market and launch new 
businesses and create new, high-paying jobs. 


But without a patent, securing the funds 
needed to get a business or innovation off 
the ground is nearly impossible, for both 
small and large inventors alike. 


Patent reform legislation the Senate is 
considering this week can change that. 


And it can build on the progress USPTO 
Director David Kappos has already made in 
reducing the time it takes to process the av-
erage patent—currently nearly 3 years. 


New programs have been introduced to 
fast-track promising technologies, reforms 
have been made to help examiners more 
quickly process applications, and the Patent 
Office recently announced a plan to give in-
ventors more control over when their patent 
is examined. 


The result? The backlog of patents is de-
creasing for the first time in years, even as 
new applications have actually increased 7 
percent. 


But if the USPTO is to speed the move-
ment of job-creating ideas to the market-
place, it will take more than internal, ad-
ministrative reforms alone. That’s where the 
patent reform legislation comes in. 


Here’s what it promises to do: First, it al-
lows the USPTO to set its own fees—a major 
part of ensuring that the agency has reliable 


funding. This will enable the USPTO to hire 
more examiners and bring its IT system into 
the 21st century so it can process applica-
tions more quickly and produce better pat-
ents that are less likely to be subject to a 
court challenge. 


Second, it decreases the likelihood of ex-
pensive litigation because it creates a less 
costly, in-house administrative alternative 
to review patent validity claims. 


Also, the pending legislation would add 
certainty to court damages awards, helping 
to avoid excessive awards in minor infringe-
ment cases, a phenomenon that essentially 
serves as a tax on innovation and an impedi-
ment to business development. 


Finally, patent reform adopts the ‘‘first-in-
ventor-to-file’’ standard as opposed to the 
current ‘‘first-to-invent’’ standard. First in-
ventor to file is used by the rest of the world, 
and would be good for U.S. businesses, pro-
viding a more transparent and cost-effective 
process that puts them on a level playing 
field with their competitors around the 
world. 


There is some concern among some small, 
independent inventors, who feel like the cur-
rent system is better for them, but it’s our 
strong opinion that the opposite is true. 


Here’s why: The cost of proving that one 
was first to invent is prohibitive and re-
quires detailed and complex documentation 
of the invention process. In cases where 
there’s a dispute about who the actual inven-
tor is, it typically costs at least $400,000 in 
legal fees, and even more if the case is ap-
pealed. By comparison, establishing a filing 
date through a provisional application and 
establishing priority of invention costs just 
$110. The 125,000 provisional applications cur-
rently filed each year prove that early filing 
dates protect the rights of small inventors. 


In the past seven years, of almost 3 million 
applications filed, only 2 patents were grant-
ed to small entities that were the second in-
ventor to file but were able to prove they 
were first to invent. Of those 25, only one 
patent was granted to an individual inventor 
who was the second to file. Thus, in the last 
seven years, only one independent inventor 
in nearly 3 million patent filings would have 
gotten a different outcome under the ‘‘first- 
inventor-to-file’’ system. 


Many proposals in this legislation have 
been debated for a decade, but we now have 
core provisions with broad support that will 
undoubtedly add more certainty around the 
validity of patents; enable greater work 
sharing between the USPTO and other coun-
tries; and help the agency continue with 
operational changes needed to accelerate in-
novation, support entrepreneurship and busi-
ness development, and drive job creation and 
economic prosperity. 


And thanks to the leadership of Senate and 
House Judiciary Committee Chairmen, Pat-
rick Leahy1 and Lamar Smith, getting this 
bipartisan jobs legislation passed is a top 
priority. 


There’s a clear case for it. As President 
Obama said in his State of the Union ad-
dress, ‘‘The first step in winning the future is 
encouraging American innovation.’’ 


Reforming our patent system is a critical 
part of that first step. 


Speeding the transformation of an idea 
into a market-making product will drive the 
jobs and industries of the future and 
strengthen America’s economic competitive-
ness. 


The PRESIDING OFFICER. Under 
the previous order, all time has now ex-
pired. 


The question is on agreeing to the 
Lee amendment No. 115. 


Mr. LEAHY. Mr. President, even 
though I oppose this amendment and 


would simply allow it to go for a voice 
vote because the proponent of the 
amendment is not even on the floor, I 
will, to protect his right and notwith-
standing his not following the normal 
policy, ask for the yeas and nays. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There appears to be a sufficient sec-
ond. 


The question is on agreeing to the 
amendment. 


The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
Mr. DURBIN. I announce that the 


Senator from North Dakota (Mr. 
CONRAD), and the Senator from Lou-
isiana (Ms. LANDRIEU) are necessarily 
absent. 


I further announce that, if present 
and voting, the Senator from Louisiana 
(Ms. LANDRIEU) would vote ‘‘no.’’ 


The PRESIDING OFFICER. Are there 
any other Senators in the Chamber de-
siring to vote? 


The result was announced—yeas 58, 
nays 40, as follows: 


[Rollcall Vote No. 30 Leg.] 
YEAS—58 


Alexander 
Ayotte 
Barrasso 
Begich 
Bennet 
Blunt 
Boozman 
Brown (MA) 
Brown (OH) 
Burr 
Carper 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Corker 
Cornyn 
Crapo 
DeMint 


Ensign 
Enzi 
Graham 
Grassley 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Isakson 
Johanns 
Johnson (WI) 
Kirk 
Kohl 
Kyl 
Lee 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 


McConnell 
Moran 
Murkowski 
Nelson (NE) 
Nelson (FL) 
Paul 
Portman 
Risch 
Roberts 
Rubio 
Sessions 
Shelby 
Snowe 
Thune 
Toomey 
Udall (CO) 
Vitter 
Wicker 


NAYS—40 


Akaka 
Baucus 
Bingaman 
Blumenthal 
Boxer 
Cantwell 
Cardin 
Casey 
Coons 
Durbin 
Feinstein 
Franken 
Gillibrand 
Hagan 


Harkin 
Inouye 
Johnson (SD) 
Kerry 
Klobuchar 
Lautenberg 
Leahy 
Levin 
Menendez 
Merkley 
Mikulski 
Murray 
Pryor 
Reed 


Reid 
Rockefeller 
Sanders 
Schumer 
Shaheen 
Stabenow 
Tester 
Udall (NM) 
Warner 
Webb 
Whitehouse 
Wyden 


NOT VOTING—2 


Conrad Landrieu 


The PRESIDING OFFICER. On this 
vote, the yeas are 58, the nays are 40. 
Under the previous order requiring 60 
votes for the adoption of this amend-
ment, the amendment is rejected. 


Under the previous order, the Sen-
ator from New Jersey is recognized. 


AMENDMENT NO. 124, AS MODIFIED 
Mr. MENENDEZ. Mr. President, pur-


suant to the previous order, I ask that 
my amendment be modified with the 
changes that are at the desk. 


The PRESIDING OFFICER. Under 
the previous order, the amendment is 
so modified. 


The amendment, as modified, is as 
follows: 
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On page 104, strike line 23, and insert the 


following: 
SEC. 18. PRIORITY EXAMINATION FOR TECH-


NOLOGIES IMPORTANT TO AMER-
ICAN COMPETITIVENESS. 


Section 2(b)(2) of title 35, United States 
Code, is amended— 


(1) in subparagraph (E), by striking ‘‘; and’’ 
and inserting a semicolon; 


(2) in subparagraph (F), by striking the 
semicolon and inserting ‘‘; and’’; and 


(3) by adding at the end the following: 
‘‘(G) may, subject to any conditions pre-


scribed by the Director and at the request of 
the patent applicant, provide for 
prioritization of examination of applications 
for products, processes, or technologies that 
are important to the national economy or 
national competitiveness without recovering 
the aggregate extra cost of providing such 
prioritization, notwithstanding section 41 or 
any other provision of law;’’. 
SEC. 19. EFFECTIVE DATE. 


Mr. MENENDEZ. Mr. President, this 
modified amendment, cosponsored by 
Senator BENNET, would allow the Pat-
ent Office Director to prioritize patents 
that are important to the national 
economy or national competitiveness. 
The amendment will ensure that pat-
ents that are vital to our national in-
terests do not languish in any backlog 
at the Patent Office and that they ulti-
mately promote the national economy 
and national competitiveness. 


My understanding is that by previous 
agreement the amendment, as modi-
fied, is agreed to. 


The PRESIDING OFFICER. That is 
correct. Under the previous order, the 
amendment, as modified, is agreed to. 


Mr. MENENDEZ. Thank you, Mr. 
President. 


With that, I yield the floor and sug-
gest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant editor of the Daily Di-
gest proceeded to call the roll. 


The PRESIDING OFFICER. The Sen-
ator from Colorado. 


Mr. BENNET. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Without objection, the motions to re-
consider on the two previous amend-
ments are laid upon the table. 


Ms. MIKULSKI. Mr. President, I rise 
to explain my vote against the man-
agers’ amendment to S. 23, the Amer-
ica Invents Act. 


I agree wholeheartedly with the 
chairman of the Judiciary Committee 
that we must enable our inventors to 
out innovate and produce the products 
and jobs of the future. 


However, a provision in the man-
agers’ amendment would take the Pat-
ent and Trademark Office, PTO, off- 
budget. I cannot support this provision 
for three reasons. 


First, the provision is unnecessary. 
Proponents argue that it will prevent 
the diversion of PTO’s fees. However, 
since fiscal year 2005, the Appropria-
tions Committee has rejected the prac-
tice of diverting PTO fees for other 
purposes and instead has consistently 


recommended that PTO retain every 
dollar it collects from inventors. In 
fact, the Appropriations Committee 
has on several occasions approved bills 
to allow PTO to spend up to $100 mil-
lion in excess of PTO’s appropriation if 
fee revenue is higher than the appro-
priations level. 


Second, the amendment would reduce 
oversight. Rather than being subject to 
the annual appropriations process, this 
agency—with a budget of more than $2 
billion—would be on autopilot. The un-
derlying bill seeks to reduce the back-
log of pending patent applications. Cur-
rently, it takes PTO nearly 3 years to 
process a patent application. The back-
log of applications stands at over 
700,000. Some progress has been made 
in this area, thanks to the annual over-
sight provided in appropriations bills 
which has succeeded in forcing man-
agement reforms that have slowed the 
growth of PTO’s backlog. 


The amendment requires PTO to sub-
mit annual budget requests and spend-
ing plans to Congress. However, this 
approach eliminates the requirement 
for an annual legislative vehicle to 
closely examine and approve expendi-
tures of taxpayer dollars and fee rev-
enue. Instead the amendment would re-
strict accountability for an agency 
that struggles to keep up. While our in-
ventors are standing in line for pat-
ents, their ideas can be stolen to fuel 
another country’s economy. I am very 
encouraged by Director Kappos’ new 
leadership at PTO, but much more 
progress and greater management over-
sight are still necessary to give Amer-
ican inventors the protections they de-
serve. 


Finally, the amendment may hamper 
PTO operations in the future. PTO has 
adequate fee revenue now, but that has 
not always been the case. As recently 
as fiscal year 2009, PTO experienced a 
revenue shortfall due to lower than ex-
pected fee collections. To keep PTO’s 
operations whole and to help tackle the 
patent backlog, we gave PTO a direct 
appropriation to bridge their financial 
gap when fees weren’t enough. In fact, 
PTO fee collections have fallen short of 
appropriations levels by more than $250 
million since fiscal year 2005. Unfortu-
nately, should such a gap occur in fu-
ture years, the Appropriations Com-
mittee would not be poised to step in if 
PTO’s fee collections are not adequate 
to cover operations. 


Again, I applaud the Judiciary Com-
mittee, under Chairman LEAHY’s lead-
ership, for pushing PTO to continue its 
progress as part of our Nation’s innova-
tion engine. Unfortunately, this 
amendment will only send PTO drifting 
on autopilot with little congressional 
accountability. 


AMENDMENT NO. 133 
Mr. REID. Mr. President, I support 


Senator Feinstein’s amendment to re-
store the grace period under current 
law and eliminate the so-called first- 
inventor-to-file provisions of the legis-
lation. This is the No. 1 outstanding 
issue of concern my constituents have 


raised with me, particularly small and 
independent inventors. It is a technical 
and complex issue, one about which ex-
perts in patent law have strong dis-
agreements. But I think the bill would 
be much better without these provi-
sions. 


For shorthand, a lot of people talk 
about this issue as first-inventor-to-file 
versus ‘‘first-to-invent.’’ But, in my 
view, this terminology just confuses 
the issue. My constituents are most 
concerned about the loss of the uncon-
ditional 1-year grace period under cur-
rent law. Both a first-to-invent and a 
first-inventor-to-file system could have 
the grace period; there is no inherent 
inconsistency. I am not sure why the 
two issues have been merged. Frankly, 
people who talk about priority fights 
and interferences are completely miss-
ing the point. The concerns are all 
about the grace period. 


My constituents tell me that the cur-
rent law grace period is crucial to 
small and independent inventors, for 
numerous reasons. First, it comports 
with the reality of the inventive proc-
ess. An idea goes through many trials, 
errors, and iterations before it becomes 
a patent-worthy invention. Small in-
ventors in Nevada tell me that some-
times they may have conceived an idea 
as an improvement to the apple; and it 
turns out to be a new type of orange. 
The grace period allows inventors the 
time to refine their inventions, test 
them, talk issues through with others, 
all without worry of losing their rights 
if these activities result in an acci-
dental disclosure or the development of 
new ‘‘prior art.’’ 


Second, the grace period comports 
with the reality of small entity financ-
ing through friends, family, possible 
patent licensees, and venture capital-
ists. The grace period allows small in-
ventors to have conversations about 
their invention and to line up funding, 
before going to the considerable ex-
pense of filing a patent application. 


In fact, in many ways, the 1-year 
grace period helps improve patent 
quality—inventors find out which ideas 
can attract capital, and focus their ef-
forts on those ideas, dropping along the 
way other ideas and inventions that 
don’t attract similar interest and may 
not therefore be commercially mean-
ingful. 


These inventors therefore believe 
that the effective elimination of the 
grace period in the law is therefore a 
serious blow. They tell me that now 
they will have to try to file many more 
applications, earlier in the process. 
They tell me that the balm of ‘‘cheap 
provisionals’’ is snake oil, because a 
provisional still has to meet certain 
legal standards, meaning that you still 
have to spend a lot for patent counsel, 
which is the biggest single expense of 
filing an application. Because they 
can’t afford to file that many applica-
tions, regular or provisional, they will 
have to give up on some inventions al-
together. If that is so, it wouldn’t just 
be bad for them, it would be bad for the 
creation of innovation in America. 
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They also are concerned that it will 


be harder to get VC funding because 
they will have filed applications on in-
ventions that weren’t quite the right 
ones. The added risk about whether 
they can ensure that the provisional 
application will be adequate to provide 
protection to this slightly modified but 
commercially more meaningful inven-
tion will be enough to scare off already 
difficult to obtain venture capital 
funding. 


The legislation doesn’t turn a blind 
eye to these problems. It provides a 
type of grace period, triggered by in-
ventor disclosures. Will this new, sig-
nificantly more scaled back grace pe-
riod work? Maybe. I don’t know. I can 
tell you that the independent inventors 
in Nevada swear by a code of secrecy 
and nondisclosure until they are far 
enough along to get patent protection. 
It would require a sea change in cul-
ture to be able to benefit from this 
very limited inventor’s disclosure-trig-
gered grace period. 


Further, there are legitimate ques-
tions about how this new disclosure 
provision would work—for instance, 
what happens when an invention that 
is disclosed leads to other, different 
ideas and disclosures that update the 
state of the art before the application 
has been filed? How is an inventor 
going to be able to prove that changes 
in an ‘‘ecosystem of technology’’ were 
necessarily derived from her disclo-
sure? 


I would also note that I appreciate 
that PTO Director Kappos has been 
doing great work in terms of reaching 
out to small inventors, trying to make 
things cheaper and more efficient for 
them; trying to demystify the PTO for 
them. If any PTO Director could make 
this work, I feel confident he is the one 
who can do it. 


But, you know what, if it ain’t broke, 
don’t fix it. Our current system has 
helped make America the most innova-
tive country in the world; I will ven-
ture to say the most innovative society 
in world history. Our innovation sys-
tem is the envy of the world. We don’t 
need to harmonize with them; they are 
trying to figure out how we do it. This 
is one area where nothing is broken, 
and I am very worried about unin-
tended consequence, especially when a 
lot of the folks arguing about this issue 
are not even talking about the thing 
that matters—the grace period. 


Accordingly, I support the Feinstein 
amendment. And I encourage my col-
leagues to support it too. I am not 
making this argument as the Senate 
majority leader, but as the Senator 
from Nevada—if the current grace pe-
riod isn’t broke, then we absolutely 
shouldn’t fix it with something that 
my constituents tell me, with alarm, 
may make it harder for them to patent 
their innovations. 


Mr. ISAKSON. Mr. President, I ask 
unanimous consent to be recognized as 
in morning business. 


The PRESIDING OFFICER (Mr. BEN-
NET). Without objection, it is so or-
dered. 


RISK RETENTION 
Mr. ISAKSON. Mr. President, I come 


at the end of a long day for all of us to 
talk about a subject that is off the sub-
ject from the bill on the floor but is 
one of tremendous importance to the 
United States and the recovery of our 
economy. 


I want to also point out for the 
record—and hopefully also for the right 
people—that we are at a critical point 
in terms of housing in America, with 
Dodd-Frank having been passed and 
newly promulgated rules. It is essential 
that we don’t make the mistakes that 
led us to the last collapse that caused 
the tragedy in the housing market in 
2007, 2008, and 2009. 


In the Dodd-Frank bill, there was an 
amendment called the qualified resi-
dential mortgage, which was offered by 
Senators LANDRIEU, HAGAN, and myself 
to ensure that the risk retention provi-
sions of Dodd-Frank would not apply to 
a well-underwritten, well-qualified 
loan. Risk retention, as the Chair re-
members, is the 5-percent retention re-
quirement of any lender who made a 
residential mortgage that was not 
qualified, but they were not specific in 
their definition of what a qualified 
mortgage would be. So we took the 
point to take the historical under-
writing standards that have proven to 
work so well in this country and write 
them into the Dodd-Frank bill, which 
were that a mortgage that may be ex-
empted from a risk retention would 
have to have 20 percent down, and if 
there was more than 80 percent loan to 
value, that amount above 80 percent 
would have to be covered by private 
mortgage insurance. We required third- 
party verification of bank deposits, 
third-party verification of employ-
ment, third-party verification of an in-
dividual’s ability to make the pay-
ments and service the debt, credit 
records, and all the underwriting 
standards. As the Chair remembers, 
what got us into so much trouble from 
2000 to 2007 is that we made subprime 
loans, used stated income, didn’t do 
debt checks or anything else we should 
have done. We made bad mortgages. 


My point is this. There is a com-
mittee that has been formed—made up 
of very distinguished Americans—that 
is promulgating the rules to carry out 
the intent of Dodd-Frank. That com-
mittee includes Sean Donovan from 
HUD; Ben Bernanke; Edward DeMarco, 
Acting Director of the Federal Housing 
Finance Agency; John Walsh, Acting 
Comptroller of the Currency; Mary 
Shapiro, head of the SEC; and Sheila 
Bair, head of FDIC. That is a very au-
gust group. They are in the process of 
promulgating rules to carry out the in-
tent of Dodd-Frank. The rumors com-
ing out of those negotiations—and I 
say rumors because I cannot verify it 
because I am not there. But I know the 
articles I have read in the papers in the 
last couple of days send a troubling sig-
nal to me. 


Just for a few minutes, I wish to 
make the points that I think are so 
critical. 


No. 1, it is my understanding they 
are considering memorializing 80 per-
cent as the maximum amount of loan 
to value for a loan that would fall as a 
qualified residential mortgage and do 
not address private mortgage insurance 
for coverage above 80 percent. 


Without getting technical, what that 
would mean is the only qualified resi-
dential mortgage that could be made 
and not require risk retention would 
have to have a minimum of a 20-per-
cent downpayment. In the olden days 
of standard lending in the eighties, sev-
enties, and sixties, when you borrowed 
more than 80 percent but not over 95 
percent, you had private mortgage in-
surance to insure the top 30 percent of 
the loan made so the investors had the 
insurance of knowing, if there was a 
default, the top portion of that loan, 
which was the most in terms of loan to 
value, would be insured and would be 
paid. 


If it is, in fact, correct that this com-
mittee is going to recommend a quali-
fied residential mortgage require a 20- 
percent downpayment and not make 
provisions for PMI, we will be making 
a serious mistake because two things 
will happen. One, very few people will 
be able to get a home loan in the entry- 
level market or even in the move-up 
market because a 20-percent downpay-
ment is significant. Second, by not uti-
lizing PMI, we will be turning our back 
on 50 years of history in America, 
where PMI has been used to satisfac-
torily insure risk and insure qualified 
lending. 


We must remember what happened in 
terms of the collapse of Freddie Mac 
and Fannie Mae. What happened was 
Congress directed they buy a certain 
percentage of their portfolio in what 
were called affordable loans, which be-
came subprime securities, which be-
came 13 percent of their portfolio, 
which brought them down when 
subprime securities collapsed. If we all 
of a sudden, through fiat, decide to 
pass regulations to define a qualified 
residential mortgage that is so prohibi-
tive we run everybody to FHA, which is 
exempt, then we will be putting a bur-
den on FHA that is unsustainable and 
create a situation of another collapse 
or another inability of the United 
States to meet housing needs through 
the private sector and through well un-
derwritten loans. 


My reason for coming to the floor to-
night is, hopefully, to send a message, 
before the decisions are made, to be 
thoughtful in determining what the pa-
rameters will be on a qualified residen-
tial mortgage. Yes, I do think an 80- 
percent or less loan should be qualified 
and avoid risk retention. But a well- 
paid, well-verified, well-credit-evalu-
ated individual who borrows more than 
80 percent but less than 75 should be 
able to do so and be excluded from the 
risk retention as long as they have pri-
vate mortgage insurance covering that 
top 30 percent of the debt created by 
that loan. 


If you do that, you protect the equity 
provisions, you protect the investor, 
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you make the qualified loan, you do 
not put the country at risk, but most 
important of all, you do not force ev-
erybody to FHA. That is what we are 
about to do because FHA is, by defini-
tion under Dodd-Frank, exempt from 
risk retention. All other loans are not, 
except those that will fall under the 
QRM, qualified residential mortgage. It 
would be a disaster for the recovery of 
American housing to force Americans 
to only one source of money to finance 
their home and put so much stress on 
the Federal Housing Administration 
that it collapses under the burden. 


We need to be pragmatic when we 
look at issues facing housing. We need 
to be practical in taking Dodd-Frank 
and making it work for the American 
people. We need to recognize the value 
of private mortgage insurance, the 
value of good, solid underwriting and 
not put a risk retention in that is so 
high that we take most American 
mortgage lenders out of the business, 
isolated only for a few who dictate and 
write the parameters they want to 
write for housing. We are at a critical 
time in our recovery. Housing has hit 
the bottom, and it has bounced along 
the bottom, but it is showing some 
signs of coming back. Now would be 
the worst time to send a signal that 
mortgage money is going to be harder 
to get, the banks are going to have to 
hold 5 percent risk retention on even 
the best of loans and, worst of all, it 
would give the American people only 
one alternative for lending; that is, the 
Federal Housing Administration which, 
in and of itself, is already under a bur-
den and stressed. 


I appreciate the time tonight to 
bring this message to the floor that as 
we write the rules to promulgate the 
intent of the Dodd-Frank bill in terms 
of residential housing and finance, we 
be sure we do so in such a way that we 
meet the demands of a vibrant market-
place rather than restricting it, put-
ting a burden on FHA, and protracting 
what has already been a long and dif-
ficult housing recession. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. REID. Mr. President, I ask unan-
imous consent that the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


MORNING BUSINESS 


Mr. REID. Mr. President, I ask unan-
imous consent that we proceed to a pe-
riod of morning business with Senators 
allowed to speak for up to 10 minutes 
each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


TEXAS INDEPENDENCE DAY AND 
THE LETTER FROM COLONEL 
WILLIAM BARRET TRAVIS 
Mrs. HUTCHISON. Mr. President, I 


rise to read the letter from COL Wil-
liam Barret Travis from the Alamo, 
something I have done every year since 
Senator Phil Gramm retired. He read 
the letter on Texas Independence Day 
every year after Senator Tower left of-
fice. So we have a tradition every 
Texas Independence Day of a Texas 
Senator reading the very moving 
speech from William Barret Travis. 


Today is the 175th anniversary of our 
independence from Mexico. 


This past Sunday, I had the honor of 
participating in the Washington-on- 
the-Brazos’ 175th anniversary celebra-
tion of the Texas Declaration of Inde-
pendence signing. It was a special occa-
sion that brought together almost all 
the 59 signers’ descendants. Thousands 
of proud Texans came to commemorate 
this most pivotal event in Texas’s leg-
acy of freedom and patriotism. 


My great-great-grandfather, Charles 
S. Taylor, was willing to sign the docu-
ment that declared Texas free from 
Mexico. I am humbled to occupy the 
Senate seat from Texas that was first 
held by Thomas Jefferson Rusk, who 
was another signer of the Texas Dec-
laration of Independence. 


Those 59 brave men did not just come 
in and sign a paper. They took great 
risk. They put their lives, their treas-
ures, and the lives of their families on 
the line to do this. One hundred sev-
enty-five years later, sometimes you do 
not think of how hard it was for them 
to declare this separation from Mexico 
and know that there was going to be a 
war fought over it because the Mexican 
Army was in San Antonio at the 
Alamo, getting ready to take the 
Alamo from William Barret Travis and 
the roughly 180 men who were there 
who were trying to defend that for-
tress. 


The accounts of the revolution have 
been some of our most dramatic stories 
of patriotism in both Texas and Amer-
ica. 


We remember the sacrifice of William 
Barret Travis, Davy Crockett, Jim 
Bowie, and the others who died bravely 
defending the Alamo against Santa 
Anna and his thousands of trained 
Mexican troops. 


They were outnumbered by more 
than 10 to 1. For 13 days of glory, the 
Alamo defenders bought critical time 
for GEN Sam Houston, knowing they 
would probably never leave the mission 
alive. 


The late Senator John Tower started 
the tradition of reading a stirring ac-
count by Alamo commander William 
Barret Travis, and Senator Gramm and 
now I have continued that tradition. 


From within the walls of the Alamo, 
under siege by Santa Anna’s Mexican 
Army of 6,000 trained soldiers, Colonel 
Travis wrote this letter to the people 
of Texas and all Americans: 


Fellow Citizens and Compatriots: I am be-
sieged with a thousand or more of the Mexi-


cans under Santa Anna. I have sustained a 
continual Bombardment and cannonade for 
24 hours and have not lost a man. The enemy 
has demanded surrender at discretion, other-
wise, the garrison is to be put to the sword, 
if the fort is taken. I have answered the de-
mand with a cannon shot, and our flag still 
waves proudly over the wall. I shall never 
surrender our retreat. 


Then I call on you in the name of Liberty, 
of patriotism, of everything dear to the 
American character, to come to our aid with 
all dispatch. The enemy is receiving rein-
forcements daily and will no doubt increase 
to three or four thousand in four or five 
days. If this call is neglected I am deter-
mined to sustain myself as long as possible 
and die like a soldier who never forgets what 
is due his honor and that of his country— 
Victory or Death. 


—William Barrett Travis, Lt. Col. 
Commander. 


Steadfast to the end and independent 
to the core, that is the essence of 
Texas. 


Had Colonel Travis and his men not 
laid down their lives in the Battle of 
the Alamo, Sam Houston’s victory at 
San Jacinto just 2 months later would 
never have been possible. Texas’s free-
dom might not have been won. 


It is important that every generation 
of Texas pause to remember the patri-
ots of the Texas revolution: each sol-
dier who gave his life at the Alamo, 
Goliad, and San Jacinto; the 59 men 
who met at Washington-on-the-Brazos, 
putting their lives in danger by signing 
that Declaration of Independence and 
becoming heroes for a cause; and the 
bravery of the women who gave up an 
easier life in the East to join the strug-
gle to make Texas the marvelous place 
it is today. 


My great-great-grandmother was one 
of those brave women. She took her 
four children in what was called the 
Runaway Scrape, trying to flee east-
ward from Nacogdoches, where they 
lived, to try to escape the advancing 
Mexican Army and the Indian raids 
that were happening all over east 
Texas. 


My great-great-grandmother lost all 
four of her living children during that 
sad and hard time for Texas. But that 
was not the last chapter in the revolu-
tion. She came back to Nacogdoches, 
met my great-great-grandfather, who 
was there signing the Texas Declara-
tion of Independence, and had nine 
more children. 


So the women also were heroes and 
heroines of this time. 


It is my honor to memorialize the 
Texas legacy of freedom and patriotism 
in this way. 


I ask unanimous consent that my 
speech at the Washington-on-the-Braz-
os celebration this past weekend be 
printed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


WASHINGTON-ON-THE-BRAZOS CELEBRATION 
REMARKS 


(Delivered February 27, 2011 at Washington- 
on-the-Brazos Historic Site) 


Thank you so much. What a great rep-
resentative Lois Kolkhorst is for this area 
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without getting much mail at all when 
he was a POW. Those of us who were 
more fortunate, while deployed it was 
exciting to get mail—postcards, let-
ters, cards, packages, magazines, news-
papers. It was some connection from 
home. 


Senator KLOBUCHAR has been over to 
Afghanistan, as have Senator MCCAIN 
and I. Our soldiers, sailors, airmen, and 
marines Skype. They communicate 
through different social media such as 
Facebook, Twitter, Internet, and cell 
phones. We never had that stuff, even 
30, 35 years ago, in Southeast Asia or 
around the world. But people don’t use 
the mail too much, especially first- 
class mail. 


The situation the Postal Service is in 
today—and they lost last year—is they 
are on track to lose about $10 billion. 
They can only borrow $15 billion on a 
line of credit with the Federal Govern-
ment. That is it. They are looking to 
lose more money. If we don’t let them 
do something, they are going to lose 
more next year. At the end of this 
year—they can default by the end of 
the month if we do nothing. If they 
don’t do something, by the end of next 
September, they could be out of busi-
ness. That is not good for them, for us, 
or for the 7 or 8 million jobs that de-
pend on the Postal Service. 


The situation with the Postal Service 
is similar to that of the auto industry 
a couple of years ago, but it is different 
too. The U.S. auto industry—not Ford 
but Chrysler and GM—was looking for, 
if you will, a taxpayer bailout. They 
got that and have repaid most of that 
to the Treasury. 


The Postal Service is not asking for 
a bailout. They want to be allowed to 
be treated like a real business, run like 
a real business. They say, like the auto 
industry, we have too many people— 
more than they need. They need to 
continue to reduce the headcount 
through attrition and to incentivize 
the 120,000-or-so people who are eligible 
to retire, to retire by giving them early 
payments—maybe $10,000 or $20,000— 
and allowing them to maybe get credit 
for a couple extra years, but get the 
people who are eligible to retire and 
encourage them to do so, incentivize 
them to retire—not to be fired or laid 
off but to retire. So there are too many 
people. 


Two, there are too many post offices. 
There are 33,000 post offices around the 
country. The post office doesn’t want 
to close them all. They are saying: 
Let’s look at 3,000 of them, and let’s 
have a conversation with the commu-
nities there. Do all of these 3,000 post 
offices in those communities need to 
stay open? Are there some that could 
locate services elsewhere? Say, if you 
go to a convenience store that is open 
24/7 or a pharmacy that is open maybe 
7 days a week or if you go into a super-
market that is open 7 days a week, you 
can get your postal services there. 
They could locate those post offices 
there, and all those services in one 
place adds more convenience to con-


sumers. That is what the Postal Serv-
ice wants to do. 


The last thing the Postal Service has 
too much of is mail processing centers. 
They have over 500 of them around the 
country, which is probably twice the 
number they need. They need to be 
able to reduce those. 


The Postal Service needs to be treat-
ed fairly, and they have been paying 
into the Civil Service Retirement Sys-
tem for many years for some of the 
older employees and more recently the 
Federal Employees Retirement System 
for the newer employees. Two separate 
audits done by the Segal Company and 
by a consulting company called the 
Hay Group have concluded that the 
Postal Service has overpaid its obliga-
tion into the Civil Service Retirement 
System by $50 billion or more. They 
have estimated they have overpaid 
their obligation to the Federal Em-
ployees Retirement System by about $7 
billion more. The Postal Service has 
asked to be reimbursed for those over-
payments. They would like to use 
those overpayments, on the one hand, 
to help meet their obligation to pay 
the heavy health care cost for folks 
who are retiring from the Postal Serv-
ice or about to retire. They want to 
prefund that. It is an obligation they 
have under the 2006 law, and they 
would like to use some of the $7 billion 
overpayment into the Federal Employ-
ees Retirement System to actually 
incent people who are eligible to retire 
from the Postal Service to go ahead 
and retire. 


Eighty percent of the cost of the 
Postal Service is people—80 percent. 
The Postal Service has reduced its 
head count from about 800,000 people 
to, say, 600,000 people over the last 7 or 
8 years. They need to be able to con-
tinue to reduce that in the years to 
come—roughly 100,000 over the next 2 
or 3 years through attrition and maybe 
another 120,000 by incentivizing people 
to retire. 


The Senator from Minnesota is still 
standing here waiting for me to stop, 
and I have a lot more I wish to say, but 
I am going to stop and come back 
maybe later today to finish my com-
ments, but let me conclude with this. 


We need to act so the Postal Service 
can save itself. We don’t need to bail 
them out. We need to let them act as a 
real company. The situation is dire, 
but it is not hopeless. They need to be 
able to address, as the auto industry 
did, too many people. They need to be 
able to close and consolidate some post 
offices and colocate those services in 
places that make more sense and are 
more convenient to consumers, they 
need to be able to close some of their 
mail processing centers, and they need 
to be treated fairly with respect to 
their overpayments into both the Civil 
Service Retirement System and the 
Federal Employees Retirement Sys-
tem. We can do this, and we don’t need 
to do it next year; we need to do it this 
year. 


I yield the floor to our friend from 
Minnesota. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Minnesota. 


f 


AMERICA INVENTS ACT 


Ms. KLOBUCHAR. I thank very much 
the Senator from Delaware, and I ap-
preciate the ability to go ahead. I know 
the Senator from Arizona is waiting as 
well. 


I rise to speak in support of the 
America Invents Act, a bill to revamp 
our patent system. As a member of the 
Judiciary Committee, I worked on this 
bill. I was one of the cosponsors, and I 
also helped manage the bill the last 
time it was on the floor. I am here to 
make sure we get it over the finish 
line. 


It is without dispute that intellec-
tual property is one of our Nation’s 
most valuable assets, and our patent 
system plays a vital role in maintain-
ing the value of our intellectual prop-
erty. In fact, the Commerce Depart-
ment estimates that up to 75 percent of 
economic growth in our Nation since 
World War II is due to technological in-
novation—innovation that was made 
possible, in part, by our patent system. 


I see firsthand the importance of suc-
cess of a robust patent system when-
ever I am visiting Minnesota compa-
nies and talking with business leaders 
in our State, as I did many times over 
the past month. Minnesotans have 
brought the world everything from the 
pacemaker to the Post-It-Note. These 
innovations would not have been pos-
sible without the protection of the pat-
ent system. This strong commitment 
to innovation and development is why 
our State ranks sixth in the Nation in 
patents per capita, and we are No. 1 per 
capita for Fortune 500 companies. 


Companies such as 3M, Ecolab, and 
Medtronic need an efficient patent sys-
tem. But it is also medium-sized com-
panies, such as Imation in Oakdale and 
Polaris in Medina, that rely on patents 
to grow their companies and create 
jobs in America. In fact, from 1980 to 
2001, all the net job growth in our coun-
try came from companies that were 
less than 5 years old. It is the person in 
the garage building a mousetrap or, in 
the case of Medtronic, the first bat-
tery-powered pacemaker who drives 
our economy forward and creates the 
products Americans can make and sell 
to the world. 


I truly believe, to get out of this eco-
nomic rut, we need to be a country 
that makes stuff again, that invents, 
that exports to the world. That is why 
it is so critical we pass the America In-
vents Act. 


Unfortunately, our patent laws 
haven’t had a major update since 1952. 
The system is outdated, and it is 
quickly becoming a burden on our 
innovators and entrepreneurs. Because 
of these outdated laws, the Patent and 
Trademark Office faces a backlog of 
over 700,000 patent applications. Many 
would argue that all too often the of-
fice issues low-quality patents. One of 
these 700,000 patents may be the next 
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implantable pacemaker or a new and 
improved hearing aid. 


Our current patent system also 
seems stacked against small entre-
preneurs. I have spoken to small busi-
ness owners and entrepreneurs across 
Minnesota who are concerned with the 
high cost and uncertainty of protecting 
their inventions. For example, under 
the current system, when two patents 
are filed around the same time for the 
same invention, the applicants must go 
through an arduous and expensive 
process called an interference, to deter-
mine which applicant will be awarded 
the patent. Small inventors rarely, if 
ever, win interference proceedings be-
cause the rules for interferences are 
often stacked in favor of companies 
with deep pockets. This needs to 
change. 


Our current patent system also ig-
nores the realities of the information 
age we live in. In 1952, the world wasn’t 
as interconnected as it is today. There 
was no Internet and people didn’t share 
information, as they do in this modern 
age. In 1952, most publicly available in-
formation about technology could be 
found either in patents or scientific 
publications. So patent examiners only 
had to look to a few sources to deter-
mine if the technology described in the 
patent application was both novel and 
nonobvious. Today, there is a vast 
amount of information readily avail-
able everywhere we look. It is unreal-
istic to believe a patent examiner 
would know all the places to look for 
this information. Even if the examiner 
knew where to look, it is unlikely he or 
she would have the time to search in 
all these nooks and crannies. The peo-
ple who know where to look are the 
other scientists and innovators who 
also work in the field. But current law 
does not allow participation by third 
parties in the patent application proc-
ess, despite the fact that third parties 
are often in the best position to chal-
lenge a patent application. Without the 
benefit of this outside expertise, an ex-
aminer might grant a patent for tech-
nology that simply isn’t a true inven-
tion, and those low-quality patents 
clog the system and hinder true inno-
vation. 


Our Nation can’t afford to slow inno-
vation any more. While China is invest-
ing billions of dollars in its medical 
technology sector, we are still bick-
ering about the regulations. While 
India encourages invention and entre-
preneurship, we are still giving our 
innovators the runaround—playing red 
light, green light, with stop-and-go tax 
incentives. The truth is, America can 
no longer afford to be a country that 
simply exists on churning money and 
shuffling paper, a country that con-
sumes imports and spends its way to 
huge trade deficits. What we need to be 
is that Nation that invents again, that 
thinks again, and that exports to the 
world, a country where we can walk 
into any store and pick up a product 
and turn it over and it says ‘‘Made in 
the USA.’’ That is what our country 


needs to be. It is what Tom Friedman, 
who writes for the New York Times 
and is a Minnesota native, calls nation 
building in our own nation. 


As innovators and entrepreneurs 
across Minnesota have told me, we 
need to rejuvenate our laws to ensure 
that our patent system supports the 
needs of a 21st century economy. The 
America Invents Act does just that. 


First, the America Invents Act in-
creases the speed and certainty of a 
patent application process by 
transitioning our patent system from a 
first-to-invent system to a first-inven-
tor-to-file system. This change to a 
first-inventor-to-file system will in-
crease predictability by creating 
brighter lines to guide patent appli-
cants and Patent Office examiners. 


By simply using the filing date of an 
application to determine the true in-
ventors, the bill increases the speed of 
the patent application process while 
also rewarding novel, cutting-edge in-
ventions. To help guide investors and 
inventors, this bill allows them to 
search the public record to discover 
with more certainty whether their idea 
is patentable, helping eliminate dupli-
cation and streamlining the system. At 
the same time, the bill still provides a 
safe harbor of 1 year for inventors to go 
out and market their inventions before 
having to file for their patent. 


This grace period is one of the rea-
sons our Nation’s top research univer-
sities, such as the University of Min-
nesota, support the bill. The grace pe-
riod protects professors who discuss 
their inventions with colleagues or 
publish them in journals before filing 
their patent application. The grace pe-
riod, along with prior user rights, will 
encourage cross-pollination of ideas 
and eliminate concerns about dis-
cussing inventions with others before a 
patent application is filed. 


This legislation also helps to ensure 
that only true inventions receive pro-
tection under our laws. By allowing 
third parties to provide information to 
the patent examiner, the America In-
vents Act helps bridge the information 
gap between the patent application and 
existing knowledge. 


The legislation also provides a mod-
ernized, streamlined mechanism for 
third parties who want to challenge re-
cently issued, low-quality patents that 
should never have been issued in the 
first place. Eliminating these potential 
trivial patents will help the entire pat-
ent system by improving certainty. 


The legislation will also improve the 
patent system by granting the U.S. 
Patent and Trademark Office the au-
thority to set and adjust its own fees. 
Allowing the office to set their own 
fees will give them the resources to re-
duce the current backlog and devote 
greater resources to each patent that is 
reviewed to ensure higher quality. The 
fee-setting authority is why IBM—one 
of the most innovative companies 
around, that has facilities in Roch-
ester, MN, and in the Twin Cities—was 
granted a record 5,896 patents in 2010 


and why they support this bill. They 
want to bring even more inventions 
and more jobs to America. 


As chair of the Subcommittee on 
Competitiveness, Innovation, and Ex-
port Promotion, I have been focused on 
ways to promote innovation and 
growth in the 21st century. Stake-
holders from across the spectrum agree 
this bill is a necessary step to ensure 
the United States remains the world 
leader in developing innovative prod-
ucts that bring prosperity and happi-
ness to our citizens. Globalization and 
technology have changed our economy. 
This legislation will ensure that our 
patent system rewards the innovation 
of the 21st century. 


I know this is not the exact bill we 
passed in the Senate earlier this year, 
but the major components of that ear-
lier bill are in the one on the floor 
today. Those components are vital to 
bringing our patent system into the 
21st century and unleashing American 
ingenuity as never before. Sometimes 
it is obvious how one can get a job, but 
sometimes it is harder to see, such as 
when one has to get an invention devel-
oped and get it approved and get the 
patent on it and get it to market. That 
is the hard work that goes on in this 
bill. 


I urge my colleagues to support this 
bill, and I yield the floor to my col-
league and friend from Arizona, Sen-
ator MCCAIN. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Arizona. 


Mr. MCCAIN. Madam President, I ask 
unanimous consent to address the Sen-
ate as in morning business, and I addi-
tionally ask unanimous consent that I 
be joined in a colloquy with Senator 
GRAHAM from South Carolina and Sen-
ator LIEBERMAN from Connecticut. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


f 


IRAQ 


Mr. MCCAIN. Madam President, yes-
terday, we learned from media reports 
the Obama administration has made a 
decision to sharply reduce the number 
of U.S. forces it is proposing for a post- 
2011 security agreement with Iraq to 
roughly 3,000 troops. That media report 
has not been contradicted yet by any-
one in the administration, so one has 
to assume that is the direction which 
the administration is headed. 


As is well known, 3,000 troops is dra-
matically lower than what our mili-
tary commanders have repeatedly told 
us, on multiple trips to Iraq, would be 
needed to support Iraq’s stability and 
secure the mutual interests our two 
nations have sacrificed so much to 
achieve. Our military leaders on the 
ground in Iraq have told us, in order to 
achieve our goal—which is a stable, 
self-governing Iraq, and as a partner in 
fighting terrorism and extremism— 
they need a post-2011 force presence 
that is significantly higher than 3,000 
troops. 
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The election monitoring which takes 


place within the OSCE states is a com-


mon occurrence. During our midterm 


elections, there were OSCE observers 


in the United States. So they are 


present in most of the OSCE states be-


cause we find this a helpful way to 


make sure we are doing everything we 


can to have an open and fair election 


system. Free and fair elections are 


critical, but they must be built upon 


the strengthening of democratic insti-


tutions and the rule of law. I believe 


the principles contained in the Hel-


sinki Accords have a proven track 


record and could help guide this proc-


ess. 
With that, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Arizona. 


AMENDMENT NO. 133 


Mr. KYL. Mr. President, I wish to get 


back to the underlying patent legisla-


tion to talk on a particular amend-


ment. I am talking about the America 


Invents Act, legislation that would 


modernize our patent laws, legislation 


which I believe will have very strong 


support as soon as we are able to bring 


our debate to a close and have a vote. 
There is one amendment that would 


be very troublesome if adopted. It is of-


fered by my friend from California, 


Senator FEINSTEIN. It would strike the 


bill’s first-to-file provisions. This 


would not be a good idea. In fact, it 


would be a very bad idea. I wish to de-


scribe why. 
First-to-file, which is just a concept, 


the filing date of the patent dates to 


the time one files it, is not new. The 


question is whether we would codify 


that. It has been a subject of debate 


now for about 20 years. But at this 


point it has been thoroughly explored 


by hearings before the House and Sen-


ate Judiciary Committees. We consid-


ered this at the outset of the drafting 


of our patent reform legislation, and it 


has been in every version of the bill 


since 2005. 
Importantly, this provision we have 


in the bill that would be taken out by 


the Feinstein amendment is supported 


by all three of the major patent law or-


ganizations that represent all indus-


tries across the board. It has the sup-


port of the American Bar Association’s 


Intellectual Property Law section. It is 


supported by Intellectual Property 


Owners, which is a trade group or asso-


ciation of companies which own pat-


ents and cuts across all industrial sec-


tors. And, very importantly, our lan-


guage also has the support of inde-


pendent inventors, many of whom have 


signed letters to the Senate in support 


of the codification of the first-to-file 


rule embedded in the Leahy bill. 
The bottom line is there is a strong 


consensus to finally codify what is the 


practice everywhere else in the world; 


namely, that patents are dated by 


when they were filed, which obviously 


makes sense. 
Let me respond to a couple argu-


ments raised in favor of the Feinstein 


amendment. One argument is that the 


current first-to-invent system is better 
for the little guy, the small inde-
pendent inventor. It turns out that is 
actually not only not true but the op-
posite is the case. 


Under the first-to-invent system, if 
the big company tries to claim the 
same innovation that a small inno-
vator made, that innovator would pre-
vail if he could prove that he actually 
invented first, even if he filed last. But 
to prove he invented first, the inde-
pendent inventor would need to prevail 
in what is called an interference pro-
ceeding. These are proceedings before 
the Patent and Trade Office in which 
there is a determination by the PTO of 
who actually invented first. The PTO 
looks at all the parties’ notebooks and 
other documents to determine issues 
such as conception of the idea and re-
duction to practice, the elements of a 
workable patent. 


Yesterday I quoted from commentary 
published on Sunday, February 27, by 


Mr. Gene Quinn, a patent lawyer who 


writes for the IP Watchdog Web site. I 


quoted his commentary noting that 


only one independent inventor has ac-


tually prevailed in an interference pro-


ceeding in the last 7 years. In other 


words, if the idea is that we need to 


preserve something that is used by 


small inventors, by independent inven-


tors, it just isn’t the case that first-to- 


invent actually does that. 
In his column, Mr. Quinn does a very 


good job of explaining why the inter-


ference proceeding is largely an illu-


sory remedy for small or independent 


inventors. I will quote from what he 


said: 


[T]he independent inventors and small en-


tities, those typically viewed as benefiting 


from the current first to invent system, real-


istically could never benefit from such a sys-


tem. To prevail as the first to invent and 


second to file, you must prevail in an Inter-


ference proceeding, and according to 2005 


data from the AIPLA, the average cost 


through an interference is over $600,000. So 


let’s not kid ourselves, the first to invent 


system cannot be used by independent inven-


tors in any real, logical or intellectually 


honest way, as supported by the reality of 


the numbers above. . . . [F]irst to invent is 


largely a ‘‘feel good’’ approach to patents 


where the underdog at least has a chance, if 


they happen to have $600,000 in disposable in-


come to invest on the crap-shoot that is an 


Interference proceeding. 


Obviously, the parties that are likely 


to take advantage of a system that 


costs more than $1⁄2 million to utilize 


are not likely to be small and inde-


pendent inventors. Indeed, it is typi-


cally major corporations that invoke 


and prevail in interference proceedings. 


The very cost of the proceeding alone 


effectively ensures that it is these larg-


er parties that can benefit from this 


system. In many cases, small inventors 


such as startups and universities sim-


ply cannot afford to participate in an 


interference, and they surrender their 


rights once a well-funded party starts 


such a proceeding. 
I think that first argument is unas-


sailable. Since only one small inventor 


in the last 7 years has prevailed in such 


a proceeding, it doesn’t seem it is 
something that favors the small or 
independent inventor. 


Mr. Quinn’s article also responded to 
critics who allege that the present bill 
eliminates the grace period for patent 
applications. The grace period is the 1- 
year period prior to filing when the in-
ventor may disclose his invention with-
out giving up his right to patent. Mr. 
Quinn quotes the very language of the 
bill and draws the obvious conclusion: 


Regardless of the disinformation that is 


widespread, the currently proposed S. 23 


does, in fact, have a grace period. The grace 


period would be quite different than what we 


have now and would not extend to all third 


party activities, but many of the horror sto-


ries say that if someone learns of your inven-


tion from you and beats you to the Patent 


Office, they will get the patent. That is sim-


ply flat wrong. 


He, of course, is referring to the bill’s 


proposed section 102(b). Under para-


graph (1)(A) of that section, disclosures 


made by the inventor or someone who 


got the information from the inventor 


less than one year before the applica-


tion is filed do not count as prior art. 


Under paragraph (1)(B), during the 1- 


year period before the application is 


filed, if the inventor publicly discloses 


his invention, no subsequently dis-


closed prior art, regardless of whether 


it is derived from the inventor, can 


count as prior art and invalidate the 


patent. 
This effectively creates a first-to- 


publish rule that protects those inven-


tors who choose to disclose their inven-


tion. An inventor who publishes his in-


vention or discloses it at a trade show 


or academic conference, for example, 


or otherwise makes it publicly avail-


able has an absolute right to priority if 


he files an application within 1 year of 


his disclosure. No application effec-


tively filed after his disclosure and no 


prior art disclosed after his disclosure 


can defeat his application for the pat-


ent. 
These rules are highly protective of 


inventors, especially those who share 


their inventions with the interested 


public but still file a patent applica-


tion within 1 year. 
These rules are also clear, objective, 


and transparent. That is what we are 


trying to achieve with this legislation, 


so that there is uniformity, clarity, 


and it is much easier to defend what 


one has done. In effect, the rules under 


the legislation create unambiguous 


guidelines for inventors. A return to 


the proposal of Senator FEINSTEIN 


would create the ambiguity we are try-


ing to get away from. 
The bottom line is, an inventor who 


wishes to keep his invention secret 


must file an application promptly be-


fore another person discloses the inven-


tion to the public or files a patent for 


it. An inventor can also share his in-


vention with others. If his activities 


make the invention publicly available, 


he must file an application within a 


year, but his disclosure also prevents 


any subsequently disclosed prior art 


from taking away his right to patent. 
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The bill’s proposed section 102 also 


creates clear guidelines for those who 


practice in a technology. To figure out 


if a patent is valid against prior art, all 


a manufacturer needs to do is look at 


the patent’s filing date and figure out 


whether the inventor publicly disclosed 


the invention. If prior art disclosed the 


invention to the public before the fil-


ing date, or if the inventor disclosed 


the invention within a year of filing 


but the prior art predates that disclo-


sure, then the invention is invalid. If 


not, then the patent is valid against a 


prior art challenge. 
Some critics of the first-to-file sys-


tem also argue that it will be expensive 


for inventors because they will be 


forced to rush to file a completed appli-


cation rather than being able to rely 


on their invention date and take their 


time to complete an application. But 


these critics ignore the possibility of 


filing a provisional application which 


requires only a written description of 


the invention and how to make it. 
Once a provisional application is 


filed, the inventor has a year to file the 


completed application. Currently, fil-


ing a provisional application only costs 


$220 for a large entity and $110 for a 


small entity. 
So this is easily accomplished and 


quite affordable. 
In fact, one of Mr. Quinn’s earlier 


columns, on November 7, 2009, effec-


tively rebuts the notion that relying 


on invention dates offers inventors any 


substantial advantage over simply fil-


ing a provisional application. Here is 


what he says: 


If you rely on first to invent and are oper-


ating at all responsibly you are keeping an 


invention notebook that will meet evi-


dentiary burdens if and when it is necessary 


to demonstrate conception prior to the con-


ception of the party who was first to file . . . 
[Y]our invention notebook or invention 


record will detail, describe, identify and date 


conception so that others skilled in the art 


will be able to look at the notebook/record 


and understand what you did, what you 


knew, and come to believe that you did in 


fact appreciate what you had. If you have 


this, you have provable conception. If you 


have provable and identifiable conception, 


you also have a disclosure that informs and 


supports the invention. . . . [And] [i]f the 


notebook provably demonstrates conception, 


then it can be filed as a provisional patent 


application. . . . 


In other words, what you would ordi-


narily have in any event can be used as 


the provisional application. 
In other words, the showing that an 


inventor must make in a provisional 


application is effectively the same 


showing that he would have to make to 


prove his invention date under the 


first-to-invent system. A small inven-


tor operating under the first-to-invent 


rules already must keep independently 


validated notebooks that show when he 


conceived of his invention. Under first- 


to-file rules, the only additional steps 


the same inventor must take are writ-


ing down the same things his note-


books are supposed to prove, filing that 


writing with the Patent Office, and 


paying a $110 fee. 


Once the possibility of filing a provi-


sional application is considered, along 


with the bill’s enhanced grace period, 


it should be clear that the first-to-file 


system will not be at all onerous for 


small inventors. Once one considers the 


bill’s clean, clear rules for prior art and 


priority dates, its elimination of sub-


jective elements in patent law, its new 


proceeding to correct patents, and its 


elimination of current patent-for-


feiture pitfalls that trap legally 


unweary inventors, it is clear this bill 


will benefit inventors both large and 


small. 
So because this issue has been con-


sidered from the inception of the de-


bate about the legislation, in all of the 


testimony and markups in every 


version of the bill since 2005, is sup-


ported by all the industry groups who 


believe patent reform is necessary, 


conforms to the rules of all other coun-


tries in the world, and provides clear 


and easily demonstrable evidence of 


your patent, we believe the first-to-file 


rule is the best rule—date it from the 


date you filed your patent rather than 


this rather confusing notion of first-to- 


invent, which has not worked espe-


cially well, and certainly has not 


worked well for the small inventor, 


which is the point, I gather, of the 


amendment proposed by Senator FEIN-


STEIN. 
I urge my colleagues, if there are 


questions or confusion about this, 


those of us who have been involved in 


this will be happy to try to answer 


them. I will be happy to be on the Sen-


ate floor to discuss it further. But at 


such time as we have a vote, I hope my 


colleagues would go along with what 


the committee did and what all of the 


versions of the bill have written in the 


past and support the bill as written and 


not approve this amendment. 
The PRESIDING OFFICER. The Sen-


ator from Minnesota. 
Ms. KLOBUCHAR. Mr. President, I 


thank the Senator from Arizona for his 


very strong comments and also for his 


support for this important bill. As you 


know, this has come through the Judi-


ciary Committee. Senator KYL is a 


member of that committee, as I am, as 


well. We appreciate Senator LEAHY’s 


leadership on this bill, as well as all 


the other Senators who have worked so 


hard on a difficult bill where there are 


so many interests. But in the end, what 


guided us to get this America Invents 


Act on this floor was the fact that in-


novation is so important to our econ-


omy, that the protection of ideas in 


America is what built our economy 


over the years. So I want to thank Sen-


ator KYL. 
Before we hear from Senator BINGA-


MAN, who is here on another matter, I 


just want to support Senator KYL’s 


statements about the need to transi-


tion to the first-inventor-to-file sys-


tem. As I noted before, we have heard 


from many small inventors and entre-


preneurs who support this transition. 


Independent inventor Louis Foreman 


has said the first-to-file system will 


strengthen the current system for en-
trepreneurs and small businesses. We 
have heard from nearly 50 small inven-
tors in more than 20 States who share 
Mr. Foreman’s view. 


I ask unanimous consent that a list 
of those supporters, as well as Mr. 
Foreman’s letter to the Judiciary Com-
mittee in support of the America In-
vents Act, be printed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


The following independent inventors post-


ed support for S. 23 on EdisonNation.com: 
Krissie Shields, Palm Coast, Florida 32164; 


Sarkis Derbedrosian, Glendale, CA 91206; 


Frank White, Randleman, North Carolina; 


Ken Joyner, Pasadena, CA 91109; Charlie 


Lumsden, Kula, HI 96790; Timothy J. Mont-


gomery, Altoona, PA 16601; Katherine Hardt, 


Escanaba, MI 49829; Toni Rey, Houston, TX 


77095; Shawn Head, Delaware, OH 43015; 


Emily Minix, Niceville, Florida; Betsy Kauf-


man, Houston, Texas; Eric Huber, San Juan 


Capistrano, CA 92675; Perry Watkins, Dun-


edin, FL; Jim Hacsi, Pueblo, Colorado; Brian 


Neil Smith, Orlando, FL; Clint Baldwin, 


Roseburg, Oregon 97471; Paul Wightman, 


Cedar City, Utah 84721; Shalon Cox, Beverly 


Hills, CA 90209; Darwin Roth, Jacksonville, 


Florida 32256; Dorinda Splant, Eatonton, GA 


31024. 
Don Francis, Vista, CA 92083; Greg Bruce, 


Galveston, Texas; Sandra McCoy, Longwood, 


FL 32750; Jerry Bradley, Joliet, IL 60435; 


Phillip L. Avery, Bethlehem, PA 18015; Julie 


Brown, Yuma, AZ 85367; Eduardo Negron, 


Beach Park, IL 60083; Betty Stamps, Greens-


boro, NC 27407; Victor Hall, Compton, CA; 


Todd Bouton, Janesville, WI 53548; Denise 


Sees, Canal Fulton, OH; Kevin McCarty, An-


tioch, IL 60002; Jerry Vanderheiden, Aurora 


NE 68818; Sherri English, Savannah, TX; 


Amy Oh, Portland, OR; Mark Stark, St. 


Louis, MO 63123; Toni LaCava, Melbourne, 


Florida 32935; Luis J. Rodriguez, South Or-


ange, NJ 07079; Michael Pierre, Newark, New 


Jersey; Patricia Herzog-Mesrobian, Mil-


waukee, Wisconsin. 
Derrick L. James, Beloit, WI 53511; Richard 


J. Yost, Newman Lake, Washington; Ken 


Espenschied, Cleveland, OH; Roger Brown, 


North Augusta, SC 29861; Jared Joyce, Boze-


man, MT; Jane Jenkins, Clayton, Ohio; 


Tammy Turner, McDonough, GA; Diane 


Desilets, North Attleboro, MA; John 


Nauman, Hollywood, Florida 33020. 


FEBRUARY 14, 2011. 


Hon. PATRICK J. LEAHY, 


Chairman, 


Hon. CHUCK GRASSLEY, 


Ranking Member, U.S. Senate, Committee on 


the Judiciary, Dirksen Senate Office Build-


ing, Washington, DC. 
DEAR CHAIRMAN LEAHY AND RANKING MEM-


BER GRASSLEY: First, please accept my con-


gratulations on the overwhelming, bipar-


tisan Judiciary Committee vote on com-


promise patent reform legislation. I strongly 


urge you to continue your efforts toward 


comprehensive reform by pushing for a vote 


on the Senate floor at the first available op-


portunity. 
Your bill will make independent inventors, 


such as myself, more competitive in today’s 


global marketplace. America’s economic fu-


ture rests on our ability to innovate new 


technologies that change the way people 


work, live and play. Yet, as you know, to-


day’s patent system hinders this process, 


rather than cultivating entrepreneurship and 


the new ideas needed to create more jobs and 


foster economic growth. 
As executive producer of the Emmy Award- 


winning series, ‘‘Everyday Edisons,’’ and 
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publisher of Inventors Digest, a long-stand-


ing publication serving the independent-in-


ventor community, I am continually in con-


tact with individuals across the country 


dedicating their lives in search of the next 


big idea. Some of these efforts bear fruit, 


while others falter. However, what ensures 


the continuity of their efforts, are the legal 


protections afforded under U.S. patent law. 
I started my first business as a sophomore 


in college and twenty years later, I can point 


to 8 successful start-ups, along with being an 


integral part of twenty additional ventures. 


As a result, I have registered ten U.S. pat-


ents and my firm has helped develop and file 


another 400 patents. These experiences have 


shaped my views on how the current system 


functions at a practical level for those at-


tempting to translate their inventions into a 


profitable business endeavor. Let me begin 


by commending the USPTO for its tireless 


efforts to make the current system work in 


an efficient manner. Unfortunately, the 


USPTO is hampered by a system that is in 


dire need of reform. 
From my perspective, the Judiciary Com-


mittee-passed bill helps independent inven-


tors across the country by strengthening the 


current system for entrepreneurs and small 


businesses by including the following: 
Lower fees for micro-entities; 
Shorter times for patent prosecution cre-


ating a more predictable system; 
First-Inventor-to-File protections to har-


monize U.S. law with our competitors abroad 


while providing independent inventors with 


certainty; 
Stronger patent quality and reliability by 


incorporating ‘‘best practices’’ into patent 


application examination and review, making 


it easier for independent inventors to attract 


start-up capital; and 
Resources for the USPTO to reduce the 


current patent backlog of 700,000 patents. 
Your efforts in the Committee represent a 


critical milestone for passage of comprehen-


sive reform and highlight an opportunity for 


progress. I also hope that Committee action 


paves the way for vigorous bicameral discus-


sions on enacting legislation in the near fu-


ture. 
We cannot afford to wait. The need for 


these types of common sense reforms dates 


back to 1966 when the President’s Commis-


sion to the Patent System issued thirty-five 


recommendations to improve the system. 


Some of these measures have been enacted 


over the years, but the economic challenges 


inherent in today’s global market neces-


sitate a broader modernization of the patent 


system. The 2004 National Research Council 


of the National Academy of Sciences report 


echoed this sentiment pointing to how eco-


nomic and legal changes were putting new 


strains on the system. 
America’s economic strength has always 


rested on our ability to innovate. While a 


number of positive economic indicators pro-


vide hope for the future, the environment for 


small businesses remains mixed. Patent 


modernization is a tangible way to help 


America’s small entrepreneurs in a fledgling 


economy. Not only will these reforms help 


create new jobs and industries, but they will 


help ensure our economic leadership for 


years to come. 
Please do not hesitate to contact me if I 


can be of any assistance in helping expedite 


passage of this critical legislation. 


Sincerely, 


LOUIS J. FOREMAN, 


Chief Executive Officer. 


Ms. KLOBUCHAR. Mr. President, I 


know Senator BINGAMAN is here to 


speak. 
The PRESIDING OFFICER. The Sen-


ator from New Mexico. 


Mr. BINGAMAN. I appreciate the 
chance to speak as in morning busi-
ness. 


WORLD OIL SUPPLIES 


Mr. President, I want to take a few 
minutes to discuss the increasing oil 
prices that we are observing each day 
and the evolving situation in the Mid-
dle East and North Africa. 


From an oil market perspective, the 
turmoil in the Middle East changed 
course just over a week ago, and it 
changed course when Libya joined the 
group of countries that are witnessing 
historic popular uprisings. Libya is the 
first major energy exporter in the re-
gion to experience such an uprising. 


At the moment, as much as 1 million 
barrels per day of Libya’s total 1.8 mil-
lion barrels per day of oil production is 
offline, with continued political turbu-
lence threatening to take even more 
oil offline before order is restored. 


It appears that international oil com-
panies, which are responsible for over 
40 percent of Libyan oil production, 
have removed their personnel from the 
country, and that has led to shutdowns 
of most fields operated by those inter-
national companies. 


For the moment, it appears that the 
Libyan national oil companies them-
selves are mostly continuing to 
produce and export oil, although there 
might be some limited production 
losses in national oil company produc-
tion as well. 


There is reason to be concerned that 
the situation in Libya and throughout 
the region could become worse before 
it improves. I do not know that it is 
useful to try to predict the most likely 
outcome for what is occurring in the 
country, but the reality is that many 
of the potential scenarios that have 
been thought of are not good for the 
stability of world oil flows. 


Fortunately, Saudi Arabia is widely 
believed to have enough spare oil pro-
duction capacity to offset any losses in 
Libyan oil production. The Saudis have 
already publicly committed to compen-
sating for any Libyan shortfall and 
very likely have already ramped up 
production to make good on that prom-
ise. 


However, the additional Saudi crude 
oil will not be of the same quality as 
the lost Libyan barrels of oil, which 
are light sweet crude. About three- 
quarters of Libyan exports go to West-
ern Europe, and the refineries in West-
ern Europe generally cannot manage 
the heavier and sour crudes that come 
out of the Persian Gulf region. There 
will be some crude oil dislocation, as 
higher quality crudes are rerouted to 
Europe, and incremental Saudi barrels 
of oil head for refineries that are able 
to handle the lower grade oil they 
produce. 


Between the lost production in 
Libya, the crude oil dislocation associ-
ated with additional Saudi production, 
and the prospect of further turmoil in 
the region, we are now unquestionably 
facing a physical oil supply disruption 
that is at risk of getting worse before 
it gets better. 


For this reason, I believe it would be 
appropriate for the President to be 
ready to consider a release of oil from 
our Strategic Petroleum Reserve if the 
situation in Libya deteriorates further. 
Any additional oil market disturb-
ance—such as turmoil spreading from 
Libya to Algeria, or from Bahrain to 
Saudi Arabia—would clearly put us 
into a situation where there would be a 
very strong argument in favor of a sale 
from the Strategic Petroleum Reserve. 


While I do not think high oil prices 
alone are sufficient justification for 
tapping the Strategic Petroleum Re-
serve, I do believe the announcement of 
a Strategic Petroleum Reserve sale 
would help to moderate escalating 
prices. 


My recommendation that we stand 
ready to release oil from the SPR is 
squarely in the traditional policy we 
have had in our government for SPR 
use, going back to the Reagan adminis-
tration in the 1980s. In testimony be-
fore the Committee on Energy and Nat-
ural Resources on January 30, 1984, 
President Reagan’s Secretary of En-
ergy Donald Hodel stated that the ad-
ministration’s SPR policy in the event 
of an oil supply disruption was to ‘‘go 
for an early and immediate draw-
down.’’ The SPR would be used to send 
a signal, a strong signal, to oil markets 
that the United States would not allow 
a physical oil shortage to develop. 


The SPR policy carried out during 
the 1990–1991 Desert Storm operation 
offers an example of this ‘‘early and in 
large volumes’’ policy in action. 


On January 16, 1991, President George 
H.W. Bush announced that the allied 
military attack against Iraq had 
begun. Simultaneously, he announced 
that the United States would begin re-
leasing SPR stocks as part of an inter-
national effort to minimize world oil 
market disruptions. Less than 12 hours 
after President Bush’s authorization, 
the Department of Energy released an 
SPR crude oil sales notice, and on Jan-
uary 28, 1991, 26 companies submitted 
offers. 


Then-Secretary of Energy Watkins 
noted: 


We have sent an important message to the 


American people that their $20 billion in-


vestment in an emergency supply of crude 


oil has produced a system that can respond 


rapidly and effectively to the threat of an 


energy disruption. 


According to an analysis posted on 
the Department of Energy’s Web site 
during the George W. Bush administra-
tion: 


The rapid decision to release crude oil 


from government-controlled stocks in the 


United States and other OECD countries 


helped calm the global oil market, and prices 


began to moderate. . . . World oil markets 


remained remarkably calm throughout most 


of the war, due largely to the swift release of 


the Strategic Petroleum Reserve oil. 


In recent years, the policy signals 
surrounding SPR use have not been as 
clear. Some SPR sales were criticized 
as efforts to manipulate oil prices. The 
SPR was then ignored during other oil 
supply disruptions—including simulta-
neous oil supply disruptions due to a 
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strike in Venezuela, political turmoil 


in Nigeria, and the initiation of the 


current war in Iraq. 
I believe the Reagan administration 


set the correct course for SPR deci-


sionmaking. The current administra-


tion would be well served in consid-


ering that example and should be 


ready, in my view, to make a decision 


to calm world oil markets should the 


threat to world oil supplies increase in 


the coming days and weeks. 
Mr. President, I yield the floor. 
I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant legislative clerk pro-


ceeded to call the roll. 
Mr. GRASSLEY. Mr. President, I ask 


unanimous consent that the order for 


the quorum call be rescinded. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 
Mr. GRASSLEY. Mr. President, I ask 


unanimous consent to address the Sen-


ate as in morning business. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 
The Senator from Iowa is recognized. 
Mr. GRASSLEY. I thank the Chair. 
(The remarks of Mr. GRASSLEY per-


taining to the introduction of S. 454 are 


printed in today’s RECORD under 


‘‘Statements on Introduced Bills and 


Joint Resolutions.’’) 
Mr. LEE. Madam President, I ask 


unanimous consent that the order for 


the quorum call be rescinded. 
The PRESIDING OFFICER (Mrs. 


HAGAN). Without objection, it is so or-


dered. 


AMENDMENT NO. 115 


Mr. LEE. Madam President, I am on 


the floor to speak again in support of 


amendment No. 115, which I propose in 


connection with the patent reform bill, 


a bill I support and a bill I intend to 


vote for and a bill that is going to be 


used as a vehicle for this amendment 


that calls for the sense of the Senate 


on support for the need of a balanced 


budget amendment. I am grateful to 


have the support of my good friend, the 


former Governor of West Virginia, now 


the junior Senator from West Virginia, 


JOE MANCHIN, who is cosponsoring this 


amendment with me. 
Here is what it does. It calls on us as 


Senators to come forward and vote on 


whether we think we should amend the 


Constitution and submit that to the 


States for ratification to restrict our 


power to engage in perpetual deficit 


spending. 
We, as Members of Congress, are au-


thorized, pursuant to article I, section 


8, clause 2 to incur debt in the name of 


the United States. This power has been 


abused over time to such a degree that 


we are now almost $15 trillion in debt. 


By the end of the decade, we will have 


amassed annual interest payments that 


will be approaching $1 trillion. This 


threatens every government program 


under the Sun. Whether you most want 


to protect Social Security or national 


defense or any other government pro-


gram, you should be concerned about 


this practice that will threaten the 


livelihood of so many Americans who 


depend on these programs one way or 


another, whether it is to fund their 


day-to-day existence or fund programs 


that provide for our safety and security 


as a nation. 
We do have an increased reason to be 


optimistic about this for a few reasons. 


First, we have recent polling data 


showing Americans overwhelmingly 


support the idea of a balanced budget 


amendment. Secondly, a recent GAO 


report shows we could find at least $100 


billion annually in wasteful govern-


ment spending. This is the type of 


wasteful Washington spending we 


ought to have eliminated a long time 


ago, that we could eliminate and would 


be forced to eliminate if we, in fact, 


had a balanced budget amendment. 
It would also require us to address 


issues that will confront our children 


and grandchildren. As a proud and 


happy father of three, I can tell you, as 


difficult as the choices we will have to 


make may be, I am unwilling, as a fa-


ther, to pass these problems on to my 


children and my grandchildren who are 


yet unborn. I am unwilling to pass 


along to them a system that mortgages 


the future of coming generations for 


the simple purpose of perpetuating gov-


ernment largess and wasteful Wash-


ington spending. 
All this amendment does is call on 


Members of the Senate to come for-


ward and say they support the idea. By 


voting in favor of this amendment, 


they do not have to embrace any par-


ticular balanced budget amendment 


proposal. But what they do say is that 


they want the wasteful Washington 


spending to stop, they want the per-


petual deficit spending practice to 


stop, and they want us to stop the 


practice of mortgaging the future of 


coming generations. This is immoral, 


it is unwise, and it ought to be illegal. 


Soon it will be. With this amendment, 


we will set in motion a sequence of 


events that will lead to just that. 
I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Pennsylvania. 
Mr. TOOMEY. Madam President, I 


rise this afternoon to express my very 


strong support for Senator LEE’s 


amendment and the underlying con-


stitutional amendment I hope this 


body will take up at some point soon. 


I commend Senator LEE for his leader-


ship on this issue, for offering this 


amendment now. 
I feel a tremendous sense of urgency. 


I do not think we have time to waste, 


time to wait, time to kick this can 


down the road anymore. We have done 


that too long. 
The fact is, a balanced budget amend-


ment to our Constitution would pro-


vide the kind of fiscal straitjacket this 


government clearly needs. If we oper-


ated the way many States did, if we op-


erated the way all businesses did, if we 


operated the way families did and we 


lived within our means, then maybe 


this would not be necessary. But it has 


become obvious to anybody that we are 
not living within our means—not even 
close. 


We are running a budget deficit this 
year of $1.6 trillion. That is 10 percent 
of the size of our entire economy—just 
this year alone. Last year, it was $1.5 
trillion. If we do not do something very 
serious about this now—not soon, not 
in the next few years but now—if we do 
not do something about this now, this 
is already at unsustainable levels. 


In 1988, the total debt as a percentage 
of our economy was about 40 percent. 
In 2008, the total debt as a percentage 
of our economy was about 40 percent. 
Today it is at about 63 percent, and by 
October it will be 72 percent. These 
numbers are staggering, and they are 
not sustainable. It is already costing us 
jobs because this huge level of debt and 
the ever-increasing debt from the ongo-
ing deficits raise real doubts in the 
minds of investors and entrepreneurs 
and small business owners what kind of 
financial future is in store for us. The 
threat of serious inflation, high inter-
est rates, even a financial disruption 
grows dramatically as we keep piling 
on this debt. This is not just specula-
tion or theory. We have seen this with 
other countries that have gone down 
this road. 


The good news is it is not quite too 
late; we can do this; we can get our 
spending under control. And I am abso-
lutely convinced we can have tremen-
dous prosperity and a tremendously ro-
bust recovery and the job creation we 
need if we follow some basic funda-
mental principles that have always led 
to prosperity wherever they have been 
tried. 


There are several—I will not go 
through all of them—but one of the 
fundamental ones is a government that 
lives within its means. I would define 
‘‘means’’ as keeping a budget that is 
balanced. This amendment today, of 
course, only expresses the will of the 
Senate that we ought to do this. I 
strongly hope all our colleagues will 
join Senator LEE in this very construc-
tive amendment. 


I yield the floor. 
Mr. GRASSLEY. Madam President, I 


suggest the absence of a quorum. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. The clerk 
will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. DURBIN. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. DURBIN. Madam President, I 
know personally the extraordinary ef-
forts made by the chairman of the Sen-
ate Judiciary Committee to bring this 
patent reform bill to the floor. I have 
worked with him in the past, and it has 
not been an easy task. I know that 
many times he felt he was close to hav-
ing the right bill at the right moment, 
and then it slipped away. But his deter-
mination and his capacity to bring peo-
ple together has resulted in this mo-
ment where the bill is before us. And it 
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is important that it is, not just because 


of his hard work but because of what it 


means for this country. 
I don’t know whether it has formally 


been done, but this bill is being re-


characterized as the America Invents 


Act instead of the Patent Reform Act 


because those few words tell a much 


bigger story. We are talking about the 


kind of innovation and research in 


America that will create successful 


companies and good American jobs, 


and that is why this bill is important. 
It has been a long time—going back 


to our origins as a nation—since we 


recognized the right for those who in-


vent things to have some proprietary 


personal interest in those inventions, 


and we set up the Patent and Trade-


mark Office for that purpose. Unfortu-


nately, that office of the Federal Gov-


ernment isn’t keeping pace with the 


creativity of our country, and that is 


why Senator LEAHY has brought this 


bill to the floor. 
This is bipartisan legislation. I com-


mend him for his work on it, and I 


commend my Republican colleagues for 


joining him. Senators GRASSLEY, KYL, 


SESSIONS, and HATCH have also worked 


diligently on this. 
This may not be the simplest area of 


the law. I can remember that when I 


was in law school here in town, there 


was one student—he was the only Afri-


can-American student in my class, and 


that goes back to the days of George-


town Law, Senator LEAHY, when there 


were few minorities and few women. He 


was African American. He wore a white 


shirt and tie to class every day. 
I went up to him one day and said: So 


tell me your background. 
He said: Well, I am an engineer, and 


I want to be a patent lawyer. 
And I quickly moved to another table 


because I realized there wasn’t any-


thing we could talk about. I knew 


nothing about his world. But it is a 


specialized world, and one in which I 


am sure he was very successful. Patent 


law is something that is very hard to 


explain, and I think that is part of the 


reason this bill has taken some time to 


come here. 
But economic growth is driven by in-


novation, and if you have a good idea 


for a new product in America, you can 


get a patent and turn that idea into a 


business. Millions of good American 


jobs are created this way. The list is 


endless. 
Patents have been the source of great 


American stories. Joseph Glidden, a 


farmer from DeKalb, IL, patented 


barbed wire fence in 1874. It dramati-


cally changed the way ranchers and 


cattlemen and others were able to do 


their business as they settled the fron-


tier in America. I might add that the 


DeKalb High School nickname is ‘‘The 


Barbs’’ as a consequence of this one 


discovery. Glidden’s invention made 


him a wealthy man, but his legacy in-


cluded granting the land for what be-


came Northern Illinois University in 


DeKalb. Ives McGaffey of Chicago in-


vented and patented one of the first 


vacuum cleaners in 1869. Josephine 


Cochran of Shelbyville, IL, once said, 


‘‘If nobody else is going to invent a 


dishwashing machine, I’ll do it my-


self.’’ In 1886, she did it and got a pat-


ent for it. The company she created is 


now known as Whirlpool. 
Our patent laws set the rules of the 


road for American innovation. By giv-


ing inventors exclusive rights over 


their inventions for a term of 20 years, 


patents provide great incentive for in-


vestment. Patents enable inventions to 


be shared with the public so new inno-


vations can be based upon them. 
It has been a long time since we have 


looked at our patent laws and really 


updated them. Just think about this, 


putting it into perspective. It has been 


over 50 years. And I commend Senator 


LEAHY for tackling this. It has not 


been easy. The pace and volume of in-


novation has quickened a great deal 


since we looked at this law over 50 


years ago, and the Patent and Trade-


mark Office has struggled to keep up. 
Over the last few years, Congress has 


debated how best to modernize our pat-


ent law. It has been a tough issue. We 


have one set of patent laws governing 


the incredibly diverse range of inven-


tions and industries. In trying to up-


date our laws, we have to be careful 


not to make changes that benefit some 


industries but undermine innovation in 


others. The bill before us strikes the 


right balance. That is why I voted for 


it in Committee and support it. It is a 


product of years of bipartisan negotia-


tion. It is a good compromise. It is con-


sensus legislation passed out of the Ju-


diciary Committee a few weeks ago 


with a unanimous 15-to-0 vote. 
The bill is supported by the Obama 


administration and his Cabinet officers 


and a broad and diverse group of stake-


holders, all the way from the American 


Bar Association, to the AFL-CIO, to 


the Biotechnology Industry Organiza-


tion. The list is very long. 
In my own home State, I went to the 


major manufacturing companies and 


said: You look at it because these in-


ventions are your future. You have to 


be confident that what we do to the 


law is consistent with new inventions, 


new innovations, and new jobs not just 


at your company but at other places. 
I am happy to say that those sup-


porting it include the Illinois Tool 


Works, Caterpillar—the largest manu-


facturer in my State—Motorola, Mon-


santo, Abbott, IBM, and PepsiCo. 
The bill will improve the ability of 


the Patent and Trademark Office to 


award high-quality patents. Right now, 


there is a backlog of over 700,000 patent 


applications, which they are struggling 


to clear. Think about that—700,000 in-


ventions and ideas that are waiting to 


be legally recognized so that they can 


go forward in production. This bill will 


streamline the operations and adjust 


the user fees to make sure the agency 


clears the backlog. 
The bill takes steps to improve sub-


mission of information to the PTO 


about pending patent applications. I 


would note that it keeps user fees low 


for small startups and individual inves-


tors. 
In past years, there were some parts 


of the bill that generated controversy, 


including provisions relating to dam-


ages and venue in patent infringement 


lawsuits. The good efforts in this bill 


that have been negotiated have re-


sulted in these provisions no longer 


being a subject of controversy. 
I know we will have some amend-


ments offered on the bill, and I expect 


we will have a good debate on them. At 


the end of the day, I expect we will 


have a strong bipartisan vote in pass-


ing this bill. Senator LEAHY is now try-


ing to get this train into the station. 


There are a lot of people bringing cars 


here who want to hook on because they 


know this is an important bill and like-


ly to pass. 
There are some areas, I might add, 


which we did not discuss in committee 


and which I considered raising in an 


amendment on the floor but held back. 


One of them relates to the controver-


sial issue of gene patenting, which I 


have been learning about recently. It is 


my considered opinion this is now 


working its way through the courts 


and to try to intervene on the floor 


here would be premature. The courts 


have to decide whether people can pat-


ent genes. 
There was a recent story I saw on ‘‘60 


Minutes’’ where a company known as 


Myriad had patented the gene for 


breast cancer. They have now created a 


test, incidentally, to determine wheth-


er a woman has this gene. The test is in 


the range of $4,000 to $5,000. The actual 


cost of the test should be much lower, 


and the obvious question the courts are 


deciding is, How can you claim owner-


ship of a gene that occurs in nature in 


human bodies you didn’t create? That 


is the question before the courts. We 


could have debated it here for a long 


time and maybe never resolved it, but 


depending on how the courts come out 


on the issue, we may visit it again. 
I hope the House will take this bill 


up quickly. I know they want to look it 


over from their perspective, but we 


need to pass this. If we are talking 


about creating jobs in successful, thriv-


ing businesses in America, this bill 


needs to pass. 
I thank Chairman LEAHY for his lead-


ership and for his hard work on this 


issue. I am honored to serve with him 


on the Senate Judiciary Committee. 
I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. LEAHY. I thank the distin-


guished senior Senator from Illinois, 


who has been an invaluable member of 


the Judiciary Committee all the time I 


have been there. This has been very 


helpful. I appreciate what he said. I 


found interesting the list of patents 


from his home State of Illinois, and I 


think each one of us can point to some 


of those with pride. If we are going to 


stay competitive with the rest of the 


world, we have to get this bill passed. 
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It has been more than 60 years since we 


updated our patent law. We are way be-


hind the rest of the world. We have to 


be able to compete, so I thank the Sen-


ator. 


FURTHER MODIFICATION TO AMENDMENT 121, AS 


MODIFIED 


Madam President, I have cleared this 


with the Senator from Iowa. Notwith-


standing the adoption of the Leahy- 


Grassley amendment No. 121, as modi-


fied, I ask unanimous consent the 


amendment be modified further with 


the changes that are at the desk. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 
The further modification is as fol-


lows: 
On page 3 of the amendment, delete lines 8 


through 17. 


Mr. LEAHY. Madam President, we 


are down to very few things. I hate to 


put in another quorum call and then 


hear from Senators calling they want 


some time to speak about amendments. 


I know sometimes we follow the ‘‘Drac-


ula’’ rule, being that we do not legis-


late until it is dark and Dracula comes 


out. Maybe, since the days are getting 


longer, we could do some things during 


daytime hours. I send out a call, a 


pleading call: If people want their 


amendments, come forward, let’s have 


a vote up or down on them and be done 


with it. 
I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant bill clerk proceeded to 


call the roll. 
Mr. VITTER. Madam President, I ask 


unanimous consent the order for the 


quorum call be rescinded. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 


AMENDMENT NO. 115 


Mr. VITTER. Madam President, I rise 


in strong support of the Lee amend-


ment, which is a sense of the Senate 


that this body and the House should 


pass a constitutional amendment re-


quiring a balanced budget. Clearly, I 


think in the mind of every American, 


our top domestic challenge is to get 


hold of our fiscal situation to move us 


to a sustainable path, to tighten the 


belt of the Federal Government just 


like every American family has been 


doing for many years in this recession. 
We are making a start, a real but 


modest start, in terms of this year’s 


budget. I was happy the Senate fol-


lowed the lead of the House and passed 


a 2-week CR today that has substantial 


cuts, the exact level of cuts as the 


House passed for the rest of the fiscal 


year. I support that important start in 


terms of this year’s budget. Of course, 


we need to finish the job by passing a 


spending bill for the entire rest of the 


fiscal year with that level of cuts or 


more. 
That is a start, but it is only a start. 


The other thing I think we need to do 


is create reform, a structure that de-


mands that Congress stay on that path 


to a balanced budget until we get 


there. I believe the most important 


thing we can create to demand that is 


a straitjacket for Congress, if you will, 


a balanced budget constitutional 


amendment. Unfortunately, I think 


Congress, time and time again over 


years and decades, has proved we need 


to put Congress in that straitjacket if 


we are ever going to get to a sustain-


able fiscal situation, a balanced budg-


et. 
This is not some academic debate. 


This is about the future of our kids, 


our grandkids, and our immediate fu-


ture because we could be put into eco-


nomic chaos at any time because of our 


untenable fiscal situation. Forty cents 


of every $1 the Federal Government is 


spending is borrowed money—so much 


of that money borrowed from the Chi-


nese. This is about whether we are 


going to remain the most free, most 


prosperous country in human history. 


This is about if we are going to remain 


our own masters or if we are going to 


have to look to the folks who are lend-


ing us all this money, including the 


Chinese, for consent in terms of how we 


map our future. 
Is that the future we want to hand to 


our kids? It is certainly not the future 


I want to hand to my kids. That is 


what it is all about. Again, it is not far 


off in the distance. This is an imme-


diate challenge. 
This could lead to an immediate eco-


nomic crisis unless we get ourselves on 


the path to a balanced budget quickly. 


Again, step 1 is cuts this year, a budget 


that is going back to 2008 levels, 


prestimulus, pre-Obama budget, this 


year. That is step 1. 
But step 2 is some sort of important 


structural reform such as a balanced 


budget constitutional amendment that 


puts a straitjacket on Congress, that 


demands that we get there in a reason-


able period of time. 
The huge majority of States operate 


under exactly this type of constitu-


tional amendment. The huge majority 


of municipalities, towns, cities, other 


jurisdictions, operate under this sort of 


constraint. It is hard sometimes. It de-


mands tough choices. In times such as 


these, in a recession, it demands real 


cuts. 
But guess what. Just like a family 


does sitting around their kitchen table 


making their family budget fit reality, 


States do that, cities do that, towns do 


that, and Congress should have to do 


that for the Federal Government. Con-


gress should have to tighten its belt, 


like families do reacting to their budg-


et reality sitting around the kitchen 


table. 
I think it is perfectly clear we are 


not going to get there, unless and until 


we are made to through some sort of 


mechanism such as the balanced budg-


et constitutional amendment. 
Even beyond the deadline imposed by 


the expiration of the current or any 


other CR spending bill, we have an-


other looming deadline, which is, 


whenever the United States Federal 


Government hits up on the current 


debt ceiling. That is going to happen 


sometime between late March and May 
is the projection. 


I firmly believe it would be enor-
mously irresponsible to address that 
issue until and unless we put ourselves 
on this road to reform, until and unless 
we pass something like a meaningful 
balanced budget constitutional amend-
ment. So this sense of the Senate is 
meant as a first step. I applaud Senator 
LEE for putting it before us as that 
first step. Let’s say yes. Let’s say we 
are going to do it. 


Then, of course, most important, 
let’s do it. Let’s do it now. The clock is 
ticking. Let’s do it now, well before we 
reach any crisis point such as coming 
up on the debt limit I spoke about. 


Let’s act responsibly, which means 
acting now. Let’s take up the Nation’s 
important business, which is spending 
and debt. Let’s avoid the economic ca-
lamity that is threatened if we stay on 
the current path, which is completely, 
utterly unsustainable. It is not just me 
saying that, it is everybody knowing 
it, including Ben Bernanke, Chairman 
of the Federal Reserve Board. He testi-
fied before us at the Banking Com-
mittee yesterday and said exactly the 
same thing. 


Ben Bernanke is not some ideologue. 
He is not some tea party conservative. 
But he said yesterday, very clearly, 
three important things. First of all, 
the greatest medium and long-term 
challenge we face as a country is our 
fiscal posture. Secondly, the fiscal path 
we are on is completely and utterly 
unsustainable. Third, while that is a 
long-term challenge, it poses short- 
term, immediate consequences. 


If we do not get on a sustainable path 
now, immediately in the short term, 
we could have immediate short-term 
consequences, even economic crisis. 
Let’s avoid that. Let’s do right by our 
children. Let’s tighten our belt, as 


American families have been for sev-


eral years in this recession, and let’s 


demand that we keep on that path with 


a balanced budget constitutional 


amendment. 
I yield the floor. 
The PRESIDING OFFICER (Mr. 


WHITEHOUSE.) The Senator from 


Vermont. 
Mr. LEAHY. I ask unanimous con-


sent that an article written for The 


Hill by the distinguished Secretary of 


Commerce Gary Locke, dated March 2 


of this year, be printed in the RECORD. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 
(See exhibit 1.) 
Mr. LEAHY. Mr. President, it is in-


teresting, I do not want to embarrass 


the person whom I wanted to speak 


about at all, but I was interested in lis-


tening to my dear friend, Senator DUR-


BIN, speak about his time at George-


town Law School. Both he and I grad-


uated from the Georgetown Law 


School. He talked about a classmate of 


his who was in patent law, and he real-


ized this was a complex subject, one 


that is not the sort of law that he, Sen-


ator DURBIN, was going to go into, any 


more than I would have. 
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But I also think of another graduate 


of Georgetown Law Center who was an 


engineer, had a degree in engineering, 


studied patent law, and became one of 


the most distinguished patent lawyers, 


litigators in this country, and is now a 


member of the Federal circuit court of 


appeals and that is Judge Richard 


Linn. 
It was interesting hearing the Sen-


ator from Illinois, himself one of the 


finest lawyers in this body. My wife 


Marcella and I had the honor of being 


out in Chicago with Judge Linn and his 


wife Patty for a meeting of the Richard 


Linn American Inn of Court in Chi-


cago. He serves with great distinction. 


In fact, a major part of this legislation 


reflects an opinion he wrote. 
But I digress. I ask unanimous con-


sent the Senate resume consideration 


of the Lee amendment No. 115, with the 


time until 5:15 equally divided between 


the two leaders or their designees; that 


upon the use or yielding back of time, 


the Senate proceed to vote in relation 


to the Lee amendment No. 115; that the 


Lee amendment be subject to a 60-vote 


threshold; that upon disposition of the 


Lee amendment, the Senate resume 


consideration of the Menendez amend-


ment No. 124; that Senator MENENDEZ 


be recognized to modify his amend-


ment with the changes at the desk and 


the amendment, as modified, be agreed 


to; that the motions to reconsider be 


considered made and laid upon the 


table, with no intervening action or de-


bate; and there be no amendments in 


order to the amendments prior to the 


vote. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 
Mr. LEAHY. I thank the superb staff 


for writing that out because I am not 


quite sure I could have done that on 


my own. 
I had hoped as we began debate on 


this important bill to modernize Amer-


ica’s patent system that the Senate 


would focus specifically on this meas-


ure designed to help create jobs, ener-


gize the economy and encourage inno-


vation. 
I had hoped that we would consider 


relevant amendments, and pass the 


bill. The America Invents Act is a key 


part of any jobs agenda. We can help 


unleash innovation and promote Amer-


ican invention, all without adding a 


penny to the deficit. 
This is commonsense, bipartisan leg-


islation. I said at the outset that I 


hoped the Senate would come together 


to pass this needed legislation and do 


so in the finest tradition of the Senate. 


I thank the Republican manager of the 


bill and the assistant Republican lead-


er for their support and efforts on this 


bill. 
Unfortunately, we have become 


bogged down with nongermane, nonrel-


evant, extraneous discussions and 


amendments. 
Earlier this week, Senators who were 


focused on our legislative effort and re-


sponsibilities joined in tabling an 


amendment that has nothing to do 


with the subject matter of the America 


Invents Act. 
Extraneous amendments that have 


nothing to do with the important 


issues of reforming our out-of-date pat-


ent system so that American 


innovators can win the global competi-


tion for the future have no place on 


this important bill. They should not be 


slowing its consideration and passage. 
If America is to win the global eco-


nomic competition, we need the im-


provements in our patent system that 


this bill can bring. 
We must now dispose of another such 


amendment so that we may proceed to 


final passage of the America Invents 


Act and help inventors, American busi-


nesses and our economic recovery. 
I take proposals to amend the Con-


stitution of the United States seri-


ously. I take seriously my oath as a 


Senator to support and defend the Con-


stitution and to bear true faith and al-


legiance to it. 
Over the years I have become more 


and more skeptical of recent efforts to 


amend the design that established the 


fundamental liberties and protections 


for all Americans. I believe the Found-


ers did a pretty good job designing our 


fundamental charter. 
I likewise take seriously the stand-


ard set in article V of the Constitution 


that the Congress propose amendments 


only when a supermajority of the Con-


gress deem it ‘‘necessary.’’ While there 


have been hundreds of constitutional 


amendments proposed during my serv-


ice in the Senate, and a number voted 


upon during the last 20 years, I have 


been steadfast in my defense of the 


Constitution. 
The matter of a so-called balanced 


budget amendment to the Constitution 


is not new to the Senate. Indeed, I be-


lieve the first matter Senator HATCH 


moved through the Judiciary Com-


mittee when he chaired it and I served 


as the ranking member was his pro-


posed constitutional amendment to 


balance the budget. 
I strongly opposed it, but I cooper-


ated with him in his effort to have the 


committee consider it promptly and 


vote. 
I wish others would show the man-


agers of this bill that courtesy and co-


operation and not seek to use this bill 


as a vehicle for messages on other mat-


ters. 
The Judiciary Committee has consid-


ered so-called balanced budget amend-


ments to the Constitution at least nine 


times over the last 20 years. The Sen-


ate has been called upon to debate 


those amendments several times, as 


well, in 1982, 1986, 1992, 1994, 1995 and 


1997. Despite the persistent and ex-


traordinary efforts of the senior Sen-


ator from Utah, they have not been 


adopted by the Congress. 
The only time the Senate agreed to 


the proposed constitutional amend-


ment was in 1982. On that occasion, the 


House of Representatives thought the 


better of it. On the subsequent five oc-


casions, as Senators came to under-


stand how the proposed amendment un-
dercut the Constitution, it was de-
feated. 


Now another Senator has adopted 
this cause. 


He has proposed a different, even 
more complicated proposed constitu-
tional amendment. That will require 
study in order to be understood. It will 
require working with the chairman of 
the Judiciary Committee Sub-
committee on the Constitution, Civil 
Rights and Human Rights. 


While the new Senator from Utah is 
a member of the Judiciary Committee 
and a member of the Constitution sub-
committee, he has not consulted with 
me about his proposal, nor, as far as I 
know, with the chairman of the sub-
committee, the senior Senator from Il-
linois. 


Instead, he preemptively seeks to 
raise the matter on this important bill, 
which is designed to create jobs, en-
courage American innovation and 
strengthen our economy. 


For the last 20 years, the so-called 
balanced budget amendment has been a 
favorite slogan for some. For some oth-
ers of us, we have done the hard work 
to actually produce a balanced budget 
and, indeed, a surplus. 


Rather than defile the Constitution, 
we have worked and voted to create a 
balanced budget and a budget surplus. 
In 1993, without a single Republican 
vote to help us, Democrats in the Con-
gress passed a budget that led to a bal-
anced budget and, indeed, to a budget 


surplus of billions of dollars by the end 


of the Clinton administration. 
That surplus was squandered by the 


next administration on tax breaks for 


the wealthy and an unnecessary war 


that cost trillions but went unpaid for. 


Those misjudgments were compounded 


by financial fraud and greed that led to 


the worst economic recession since the 


Great Depression. That is what we 


have been seeking to dig out from 


under since 2008. 
At this time, I ask unanimous con-


sent to have printed in the RECORD a 


letter received from American Federa-


tion of State, County and Municipal 


Employees, AFSCME, in opposition to 


the Lee amendment. 
There being no objection, the mate-


rial was ordered to be printed in the 


RECORD, as follows: 


AFSCME, 


Washington, DC, March 2, 2011. 
DEAR SENATOR: On behalf of the 1.6 million 


members of the American Federation of 


State, County and Municipal Employees, I 


am writing to urge you to oppose Senator 


Lee’s amendment to S. 23, providing that it 


is the sense of the Senate that Congress 


should pass and the states should agree to an 


amendment to the Constitution requiring a 


Federal balanced budget. 
A constitutional balanced budget amend-


ment is a simplistic answer to a complicated 


issue and would serve only to further weaken 


our economy and move us away from fiscal 


responsibility at a time of much economic 


uncertainty. It would require large, indis-


criminate spending cuts during economic 


downturns, precisely the opposite of what is 


needed to stabilize the economy and avert 


recessions. 
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The immediate result of a balanced budget 


amendment would be devastating cuts in 


education, homeland security, public safety, 


health care and research, transportation and 


other vital services. Any cuts made to ac-


commodate a mandated balanced budget 


would fall most heavily on domestic discre-


tionary programs, but ultimately, there 


would be no way to achieve a balanced budg-


et without cuts in Social Security and other 


entitlement programs as well. A balanced 


budget amendment would likely dispropor-


tionately affect unemployed and low-income 


Americans. 


There are also serious concerns about the 


implementation of such an amendment and 


how it would involve the courts in matters 


more appropriately resolved by the legisla-


tive and executive branches of government. 


Budgetary decisions should be made by offi-


cials elected by the people, not by unelected 


court officials with no economic or budget 


expertise. 


I urge you to oppose the Lee amendment 


and to oppose any effort to adopt an amend-


ment to the Constitution requiring a bal-


anced budget. 


Sincerely, 


CHARLES M. LOVELESS, 


Director of Legislation. 


Mr. LEAHY. We have stabilized the 


economic freefall and begun to revive 


the economy. 


Everyone knows that economic 


growth is the path toward budget bal-


ance. Economic growth and winning 


the future through American innova-


tion is what the bipartisan American 


Invents Act is all about. 


Accordingly, for all these reasons as 


well as the reasons for which I opposed 


the efforts to amend the Constitution 


in 1982, 1986, 1992, 1994, 1995 and 1997, I 


oppose amendment No. 115. 


EXHIBIT 1 


[From the Hill, Mar. 2, 2011] 


DELIVERING INNOVATION AND JOBS THROUGH 


PATENT REFORM 


(By Commerce Secretary, Gary Locke) 


Today, there are more than 700,000 


unexamined patent applications log-jammed 


at the U.S. Patent and Trademark Office 


(USPTO).Many of them represent inventions 


that will come to market and launch new 


businesses and create new, high-paying jobs. 


But without a patent, securing the funds 


needed to get a business or innovation off 


the ground is nearly impossible, for both 


small and large inventors alike. 


Patent reform legislation the Senate is 


considering this week can change that. 


And it can build on the progress USPTO 


Director David Kappos has already made in 


reducing the time it takes to process the av-


erage patent—currently nearly 3 years. 


New programs have been introduced to 


fast-track promising technologies, reforms 


have been made to help examiners more 


quickly process applications, and the Patent 


Office recently announced a plan to give in-


ventors more control over when their patent 


is examined. 


The result? The backlog of patents is de-


creasing for the first time in years, even as 


new applications have actually increased 7 


percent. 


But if the USPTO is to speed the move-


ment of job-creating ideas to the market-


place, it will take more than internal, ad-


ministrative reforms alone. That’s where the 


patent reform legislation comes in. 


Here’s what it promises to do: First, it al-


lows the USPTO to set its own fees—a major 


part of ensuring that the agency has reliable 


funding. This will enable the USPTO to hire 


more examiners and bring its IT system into 


the 21st century so it can process applica-


tions more quickly and produce better pat-


ents that are less likely to be subject to a 


court challenge. 
Second, it decreases the likelihood of ex-


pensive litigation because it creates a less 


costly, in-house administrative alternative 


to review patent validity claims. 
Also, the pending legislation would add 


certainty to court damages awards, helping 


to avoid excessive awards in minor infringe-


ment cases, a phenomenon that essentially 


serves as a tax on innovation and an impedi-


ment to business development. 
Finally, patent reform adopts the ‘‘first-in-


ventor-to-file’’ standard as opposed to the 


current ‘‘first-to-invent’’ standard. First in-


ventor to file is used by the rest of the world, 


and would be good for U.S. businesses, pro-


viding a more transparent and cost-effective 


process that puts them on a level playing 


field with their competitors around the 


world. 
There is some concern among some small, 


independent inventors, who feel like the cur-


rent system is better for them, but it’s our 


strong opinion that the opposite is true. 
Here’s why: The cost of proving that one 


was first to invent is prohibitive and re-


quires detailed and complex documentation 


of the invention process. In cases where 


there’s a dispute about who the actual inven-


tor is, it typically costs at least $400,000 in 


legal fees, and even more if the case is ap-


pealed. By comparison, establishing a filing 


date through a provisional application and 


establishing priority of invention costs just 


$110. The 125,000 provisional applications cur-


rently filed each year prove that early filing 


dates protect the rights of small inventors. 
In the past seven years, of almost 3 million 


applications filed, only 2 patents were grant-


ed to small entities that were the second in-


ventor to file but were able to prove they 


were first to invent. Of those 25, only one 


patent was granted to an individual inventor 


who was the second to file. Thus, in the last 


seven years, only one independent inventor 


in nearly 3 million patent filings would have 


gotten a different outcome under the ‘‘first- 


inventor-to-file’’ system. 
Many proposals in this legislation have 


been debated for a decade, but we now have 


core provisions with broad support that will 


undoubtedly add more certainty around the 


validity of patents; enable greater work 


sharing between the USPTO and other coun-


tries; and help the agency continue with 


operational changes needed to accelerate in-


novation, support entrepreneurship and busi-


ness development, and drive job creation and 


economic prosperity. 
And thanks to the leadership of Senate and 


House Judiciary Committee Chairmen, Pat-


rick Leahy1 and Lamar Smith, getting this 


bipartisan jobs legislation passed is a top 


priority. 
There’s a clear case for it. As President 


Obama said in his State of the Union ad-


dress, ‘‘The first step in winning the future is 


encouraging American innovation.’’ 
Reforming our patent system is a critical 


part of that first step. 
Speeding the transformation of an idea 


into a market-making product will drive the 


jobs and industries of the future and 


strengthen America’s economic competitive-


ness. 


The PRESIDING OFFICER. Under 


the previous order, all time has now ex-


pired. 
The question is on agreeing to the 


Lee amendment No. 115. 
Mr. LEAHY. Mr. President, even 


though I oppose this amendment and 


would simply allow it to go for a voice 


vote because the proponent of the 


amendment is not even on the floor, I 


will, to protect his right and notwith-


standing his not following the normal 


policy, ask for the yeas and nays. 
The PRESIDING OFFICER. Is there a 


sufficient second? 
There appears to be a sufficient sec-


ond. 
The question is on agreeing to the 


amendment. 
The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
Mr. DURBIN. I announce that the 


Senator from North Dakota (Mr. 


CONRAD), and the Senator from Lou-


isiana (Ms. LANDRIEU) are necessarily 


absent. 
I further announce that, if present 


and voting, the Senator from Louisiana 


(Ms. LANDRIEU) would vote ‘‘no.’’ 
The PRESIDING OFFICER. Are there 


any other Senators in the Chamber de-


siring to vote? 
The result was announced—yeas 58, 


nays 40, as follows: 


[Rollcall Vote No. 30 Leg.] 


YEAS—58 


Alexander 


Ayotte 


Barrasso 


Begich 


Bennet 


Blunt 


Boozman 


Brown (MA) 


Brown (OH) 


Burr 


Carper 


Chambliss 


Coats 


Coburn 


Cochran 


Collins 


Corker 


Cornyn 


Crapo 


DeMint 


Ensign 


Enzi 


Graham 


Grassley 


Hatch 


Hoeven 


Hutchison 


Inhofe 


Isakson 


Johanns 


Johnson (WI) 


Kirk 


Kohl 


Kyl 


Lee 


Lieberman 


Lugar 


Manchin 


McCain 


McCaskill 


McConnell 


Moran 


Murkowski 


Nelson (NE) 


Nelson (FL) 


Paul 


Portman 


Risch 


Roberts 


Rubio 


Sessions 


Shelby 


Snowe 


Thune 


Toomey 


Udall (CO) 


Vitter 


Wicker 


NAYS—40 


Akaka 


Baucus 


Bingaman 


Blumenthal 


Boxer 


Cantwell 


Cardin 


Casey 


Coons 


Durbin 


Feinstein 


Franken 


Gillibrand 


Hagan 


Harkin 


Inouye 


Johnson (SD) 


Kerry 


Klobuchar 


Lautenberg 


Leahy 


Levin 


Menendez 


Merkley 


Mikulski 


Murray 


Pryor 


Reed 


Reid 


Rockefeller 


Sanders 


Schumer 


Shaheen 


Stabenow 


Tester 


Udall (NM) 


Warner 


Webb 


Whitehouse 


Wyden 


NOT VOTING—2 


Conrad Landrieu 


The PRESIDING OFFICER. On this 


vote, the yeas are 58, the nays are 40. 


Under the previous order requiring 60 


votes for the adoption of this amend-


ment, the amendment is rejected. 
Under the previous order, the Sen-


ator from New Jersey is recognized. 


AMENDMENT NO. 124, AS MODIFIED 


Mr. MENENDEZ. Mr. President, pur-


suant to the previous order, I ask that 


my amendment be modified with the 


changes that are at the desk. 
The PRESIDING OFFICER. Under 


the previous order, the amendment is 


so modified. 
The amendment, as modified, is as 


follows: 
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On page 104, strike line 23, and insert the 


following: 


SEC. 18. PRIORITY EXAMINATION FOR TECH-
NOLOGIES IMPORTANT TO AMER-
ICAN COMPETITIVENESS. 


Section 2(b)(2) of title 35, United States 


Code, is amended— 


(1) in subparagraph (E), by striking ‘‘; and’’ 


and inserting a semicolon; 


(2) in subparagraph (F), by striking the 


semicolon and inserting ‘‘; and’’; and 


(3) by adding at the end the following: 


‘‘(G) may, subject to any conditions pre-


scribed by the Director and at the request of 


the patent applicant, provide for 


prioritization of examination of applications 


for products, processes, or technologies that 


are important to the national economy or 


national competitiveness without recovering 


the aggregate extra cost of providing such 


prioritization, notwithstanding section 41 or 


any other provision of law;’’. 


SEC. 19. EFFECTIVE DATE. 


Mr. MENENDEZ. Mr. President, this 


modified amendment, cosponsored by 


Senator BENNET, would allow the Pat-


ent Office Director to prioritize patents 


that are important to the national 


economy or national competitiveness. 


The amendment will ensure that pat-


ents that are vital to our national in-


terests do not languish in any backlog 


at the Patent Office and that they ulti-


mately promote the national economy 


and national competitiveness. 
My understanding is that by previous 


agreement the amendment, as modi-


fied, is agreed to. 
The PRESIDING OFFICER. That is 


correct. Under the previous order, the 


amendment, as modified, is agreed to. 
Mr. MENENDEZ. Thank you, Mr. 


President. 
With that, I yield the floor and sug-


gest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant editor of the Daily Di-


gest proceeded to call the roll. 
The PRESIDING OFFICER. The Sen-


ator from Colorado. 
Mr. BENNET. Mr. President, I ask 


unanimous consent that the order for 


the quorum call be rescinded. 
The PRESIDING OFFICER. Without 


objection, it is so ordered. 
Without objection, the motions to re-


consider on the two previous amend-


ments are laid upon the table. 
Ms. MIKULSKI. Mr. President, I rise 


to explain my vote against the man-


agers’ amendment to S. 23, the Amer-


ica Invents Act. 
I agree wholeheartedly with the 


chairman of the Judiciary Committee 


that we must enable our inventors to 


out innovate and produce the products 


and jobs of the future. 
However, a provision in the man-


agers’ amendment would take the Pat-


ent and Trademark Office, PTO, off- 


budget. I cannot support this provision 


for three reasons. 
First, the provision is unnecessary. 


Proponents argue that it will prevent 


the diversion of PTO’s fees. However, 


since fiscal year 2005, the Appropria-


tions Committee has rejected the prac-


tice of diverting PTO fees for other 


purposes and instead has consistently 


recommended that PTO retain every 
dollar it collects from inventors. In 
fact, the Appropriations Committee 
has on several occasions approved bills 
to allow PTO to spend up to $100 mil-
lion in excess of PTO’s appropriation if 
fee revenue is higher than the appro-
priations level. 


Second, the amendment would reduce 
oversight. Rather than being subject to 
the annual appropriations process, this 
agency—with a budget of more than $2 
billion—would be on autopilot. The un-
derlying bill seeks to reduce the back-


log of pending patent applications. Cur-


rently, it takes PTO nearly 3 years to 


process a patent application. The back-


log of applications stands at over 


700,000. Some progress has been made 


in this area, thanks to the annual over-


sight provided in appropriations bills 


which has succeeded in forcing man-


agement reforms that have slowed the 


growth of PTO’s backlog. 
The amendment requires PTO to sub-


mit annual budget requests and spend-


ing plans to Congress. However, this 


approach eliminates the requirement 


for an annual legislative vehicle to 


closely examine and approve expendi-


tures of taxpayer dollars and fee rev-


enue. Instead the amendment would re-


strict accountability for an agency 


that struggles to keep up. While our in-


ventors are standing in line for pat-


ents, their ideas can be stolen to fuel 


another country’s economy. I am very 


encouraged by Director Kappos’ new 


leadership at PTO, but much more 


progress and greater management over-


sight are still necessary to give Amer-


ican inventors the protections they de-


serve. 
Finally, the amendment may hamper 


PTO operations in the future. PTO has 


adequate fee revenue now, but that has 


not always been the case. As recently 


as fiscal year 2009, PTO experienced a 


revenue shortfall due to lower than ex-


pected fee collections. To keep PTO’s 


operations whole and to help tackle the 


patent backlog, we gave PTO a direct 


appropriation to bridge their financial 


gap when fees weren’t enough. In fact, 


PTO fee collections have fallen short of 


appropriations levels by more than $250 


million since fiscal year 2005. Unfortu-


nately, should such a gap occur in fu-


ture years, the Appropriations Com-


mittee would not be poised to step in if 


PTO’s fee collections are not adequate 


to cover operations. 
Again, I applaud the Judiciary Com-


mittee, under Chairman LEAHY’s lead-


ership, for pushing PTO to continue its 


progress as part of our Nation’s innova-


tion engine. Unfortunately, this 


amendment will only send PTO drifting 


on autopilot with little congressional 


accountability. 


AMENDMENT NO. 133 


Mr. REID. Mr. President, I support 


Senator Feinstein’s amendment to re-


store the grace period under current 


law and eliminate the so-called first- 


inventor-to-file provisions of the legis-


lation. This is the No. 1 outstanding 


issue of concern my constituents have 


raised with me, particularly small and 
independent inventors. It is a technical 
and complex issue, one about which ex-
perts in patent law have strong dis-
agreements. But I think the bill would 
be much better without these provi-
sions. 


For shorthand, a lot of people talk 
about this issue as first-inventor-to-file 
versus ‘‘first-to-invent.’’ But, in my 
view, this terminology just confuses 
the issue. My constituents are most 
concerned about the loss of the uncon-
ditional 1-year grace period under cur-
rent law. Both a first-to-invent and a 
first-inventor-to-file system could have 
the grace period; there is no inherent 
inconsistency. I am not sure why the 
two issues have been merged. Frankly, 
people who talk about priority fights 
and interferences are completely miss-
ing the point. The concerns are all 
about the grace period. 


My constituents tell me that the cur-
rent law grace period is crucial to 
small and independent inventors, for 
numerous reasons. First, it comports 
with the reality of the inventive proc-
ess. An idea goes through many trials, 
errors, and iterations before it becomes 
a patent-worthy invention. Small in-
ventors in Nevada tell me that some-
times they may have conceived an idea 
as an improvement to the apple; and it 
turns out to be a new type of orange. 
The grace period allows inventors the 
time to refine their inventions, test 
them, talk issues through with others, 
all without worry of losing their rights 
if these activities result in an acci-
dental disclosure or the development of 
new ‘‘prior art.’’ 


Second, the grace period comports 
with the reality of small entity financ-
ing through friends, family, possible 
patent licensees, and venture capital-
ists. The grace period allows small in-
ventors to have conversations about 
their invention and to line up funding, 
before going to the considerable ex-
pense of filing a patent application. 


In fact, in many ways, the 1-year 
grace period helps improve patent 
quality—inventors find out which ideas 
can attract capital, and focus their ef-
forts on those ideas, dropping along the 
way other ideas and inventions that 
don’t attract similar interest and may 
not therefore be commercially mean-
ingful. 


These inventors therefore believe 
that the effective elimination of the 
grace period in the law is therefore a 
serious blow. They tell me that now 
they will have to try to file many more 
applications, earlier in the process. 
They tell me that the balm of ‘‘cheap 
provisionals’’ is snake oil, because a 
provisional still has to meet certain 
legal standards, meaning that you still 
have to spend a lot for patent counsel, 
which is the biggest single expense of 
filing an application. Because they 
can’t afford to file that many applica-
tions, regular or provisional, they will 
have to give up on some inventions al-
together. If that is so, it wouldn’t just 
be bad for them, it would be bad for the 
creation of innovation in America. 
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They also are concerned that it will 


be harder to get VC funding because 
they will have filed applications on in-
ventions that weren’t quite the right 
ones. The added risk about whether 
they can ensure that the provisional 
application will be adequate to provide 
protection to this slightly modified but 
commercially more meaningful inven-
tion will be enough to scare off already 
difficult to obtain venture capital 
funding. 


The legislation doesn’t turn a blind 
eye to these problems. It provides a 
type of grace period, triggered by in-
ventor disclosures. Will this new, sig-
nificantly more scaled back grace pe-
riod work? Maybe. I don’t know. I can 
tell you that the independent inventors 
in Nevada swear by a code of secrecy 
and nondisclosure until they are far 
enough along to get patent protection. 
It would require a sea change in cul-
ture to be able to benefit from this 
very limited inventor’s disclosure-trig-
gered grace period. 


Further, there are legitimate ques-
tions about how this new disclosure 
provision would work—for instance, 
what happens when an invention that 
is disclosed leads to other, different 
ideas and disclosures that update the 
state of the art before the application 
has been filed? How is an inventor 
going to be able to prove that changes 
in an ‘‘ecosystem of technology’’ were 
necessarily derived from her disclo-
sure? 


I would also note that I appreciate 
that PTO Director Kappos has been 
doing great work in terms of reaching 
out to small inventors, trying to make 
things cheaper and more efficient for 
them; trying to demystify the PTO for 
them. If any PTO Director could make 
this work, I feel confident he is the one 
who can do it. 


But, you know what, if it ain’t broke, 
don’t fix it. Our current system has 
helped make America the most innova-
tive country in the world; I will ven-
ture to say the most innovative society 
in world history. Our innovation sys-
tem is the envy of the world. We don’t 
need to harmonize with them; they are 
trying to figure out how we do it. This 
is one area where nothing is broken, 
and I am very worried about unin-
tended consequence, especially when a 
lot of the folks arguing about this issue 
are not even talking about the thing 
that matters—the grace period. 


Accordingly, I support the Feinstein 
amendment. And I encourage my col-
leagues to support it too. I am not 
making this argument as the Senate 
majority leader, but as the Senator 
from Nevada—if the current grace pe-
riod isn’t broke, then we absolutely 
shouldn’t fix it with something that 
my constituents tell me, with alarm, 
may make it harder for them to patent 
their innovations. 


Mr. ISAKSON. Mr. President, I ask 
unanimous consent to be recognized as 
in morning business. 


The PRESIDING OFFICER (Mr. BEN-
NET). Without objection, it is so or-
dered. 


RISK RETENTION 


Mr. ISAKSON. Mr. President, I come 
at the end of a long day for all of us to 
talk about a subject that is off the sub-
ject from the bill on the floor but is 
one of tremendous importance to the 
United States and the recovery of our 
economy. 


I want to also point out for the 
record—and hopefully also for the right 
people—that we are at a critical point 
in terms of housing in America, with 
Dodd-Frank having been passed and 
newly promulgated rules. It is essential 
that we don’t make the mistakes that 
led us to the last collapse that caused 
the tragedy in the housing market in 
2007, 2008, and 2009. 


In the Dodd-Frank bill, there was an 
amendment called the qualified resi-
dential mortgage, which was offered by 
Senators LANDRIEU, HAGAN, and myself 
to ensure that the risk retention provi-
sions of Dodd-Frank would not apply to 
a well-underwritten, well-qualified 
loan. Risk retention, as the Chair re-
members, is the 5-percent retention re-
quirement of any lender who made a 
residential mortgage that was not 
qualified, but they were not specific in 
their definition of what a qualified 
mortgage would be. So we took the 
point to take the historical under-
writing standards that have proven to 
work so well in this country and write 
them into the Dodd-Frank bill, which 
were that a mortgage that may be ex-
empted from a risk retention would 
have to have 20 percent down, and if 
there was more than 80 percent loan to 
value, that amount above 80 percent 
would have to be covered by private 
mortgage insurance. We required third- 
party verification of bank deposits, 
third-party verification of employ-
ment, third-party verification of an in-
dividual’s ability to make the pay-
ments and service the debt, credit 
records, and all the underwriting 
standards. As the Chair remembers, 
what got us into so much trouble from 
2000 to 2007 is that we made subprime 
loans, used stated income, didn’t do 
debt checks or anything else we should 
have done. We made bad mortgages. 


My point is this. There is a com-
mittee that has been formed—made up 
of very distinguished Americans—that 
is promulgating the rules to carry out 
the intent of Dodd-Frank. That com-
mittee includes Sean Donovan from 
HUD; Ben Bernanke; Edward DeMarco, 
Acting Director of the Federal Housing 
Finance Agency; John Walsh, Acting 
Comptroller of the Currency; Mary 
Shapiro, head of the SEC; and Sheila 
Bair, head of FDIC. That is a very au-
gust group. They are in the process of 
promulgating rules to carry out the in-
tent of Dodd-Frank. The rumors com-
ing out of those negotiations—and I 
say rumors because I cannot verify it 
because I am not there. But I know the 
articles I have read in the papers in the 
last couple of days send a troubling sig-
nal to me. 


Just for a few minutes, I wish to 
make the points that I think are so 
critical. 


No. 1, it is my understanding they 
are considering memorializing 80 per-
cent as the maximum amount of loan 
to value for a loan that would fall as a 
qualified residential mortgage and do 
not address private mortgage insurance 
for coverage above 80 percent. 


Without getting technical, what that 
would mean is the only qualified resi-
dential mortgage that could be made 
and not require risk retention would 
have to have a minimum of a 20-per-
cent downpayment. In the olden days 
of standard lending in the eighties, sev-
enties, and sixties, when you borrowed 
more than 80 percent but not over 95 
percent, you had private mortgage in-
surance to insure the top 30 percent of 
the loan made so the investors had the 
insurance of knowing, if there was a 
default, the top portion of that loan, 
which was the most in terms of loan to 
value, would be insured and would be 
paid. 


If it is, in fact, correct that this com-
mittee is going to recommend a quali-
fied residential mortgage require a 20- 
percent downpayment and not make 
provisions for PMI, we will be making 
a serious mistake because two things 
will happen. One, very few people will 
be able to get a home loan in the entry- 
level market or even in the move-up 
market because a 20-percent downpay-
ment is significant. Second, by not uti-
lizing PMI, we will be turning our back 
on 50 years of history in America, 
where PMI has been used to satisfac-
torily insure risk and insure qualified 
lending. 


We must remember what happened in 
terms of the collapse of Freddie Mac 
and Fannie Mae. What happened was 
Congress directed they buy a certain 
percentage of their portfolio in what 
were called affordable loans, which be-
came subprime securities, which be-
came 13 percent of their portfolio, 
which brought them down when 
subprime securities collapsed. If we all 
of a sudden, through fiat, decide to 
pass regulations to define a qualified 
residential mortgage that is so prohibi-
tive we run everybody to FHA, which is 
exempt, then we will be putting a bur-
den on FHA that is unsustainable and 
create a situation of another collapse 
or another inability of the United 
States to meet housing needs through 
the private sector and through well un-
derwritten loans. 


My reason for coming to the floor to-
night is, hopefully, to send a message, 
before the decisions are made, to be 
thoughtful in determining what the pa-
rameters will be on a qualified residen-
tial mortgage. Yes, I do think an 80- 
percent or less loan should be qualified 
and avoid risk retention. But a well- 
paid, well-verified, well-credit-evalu-
ated individual who borrows more than 
80 percent but less than 75 should be 
able to do so and be excluded from the 
risk retention as long as they have pri-
vate mortgage insurance covering that 
top 30 percent of the debt created by 
that loan. 


If you do that, you protect the equity 
provisions, you protect the investor, 
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you make the qualified loan, you do 


not put the country at risk, but most 


important of all, you do not force ev-


erybody to FHA. That is what we are 


about to do because FHA is, by defini-


tion under Dodd-Frank, exempt from 


risk retention. All other loans are not, 


except those that will fall under the 


QRM, qualified residential mortgage. It 


would be a disaster for the recovery of 


American housing to force Americans 


to only one source of money to finance 


their home and put so much stress on 


the Federal Housing Administration 


that it collapses under the burden. 


We need to be pragmatic when we 


look at issues facing housing. We need 


to be practical in taking Dodd-Frank 


and making it work for the American 


people. We need to recognize the value 


of private mortgage insurance, the 


value of good, solid underwriting and 


not put a risk retention in that is so 


high that we take most American 


mortgage lenders out of the business, 


isolated only for a few who dictate and 


write the parameters they want to 


write for housing. We are at a critical 


time in our recovery. Housing has hit 


the bottom, and it has bounced along 


the bottom, but it is showing some 


signs of coming back. Now would be 


the worst time to send a signal that 


mortgage money is going to be harder 


to get, the banks are going to have to 


hold 5 percent risk retention on even 


the best of loans and, worst of all, it 


would give the American people only 


one alternative for lending; that is, the 


Federal Housing Administration which, 


in and of itself, is already under a bur-


den and stressed. 


I appreciate the time tonight to 


bring this message to the floor that as 


we write the rules to promulgate the 


intent of the Dodd-Frank bill in terms 


of residential housing and finance, we 


be sure we do so in such a way that we 


meet the demands of a vibrant market-


place rather than restricting it, put-


ting a burden on FHA, and protracting 


what has already been a long and dif-


ficult housing recession. 


I yield the floor and suggest the ab-


sence of a quorum. 


The PRESIDING OFFICER. The 


clerk will call the roll. 


The legislative clerk proceeded to 


call the roll. 


Mr. REID. Mr. President, I ask unan-


imous consent that the order for the 


quorum call be rescinded. 


The PRESIDING OFFICER. Without 


objection, it is so ordered. 


f 


MORNING BUSINESS 


Mr. REID. Mr. President, I ask unan-


imous consent that we proceed to a pe-


riod of morning business with Senators 


allowed to speak for up to 10 minutes 


each. 


The PRESIDING OFFICER. Without 


objection, it is so ordered. 


TEXAS INDEPENDENCE DAY AND 


THE LETTER FROM COLONEL 


WILLIAM BARRET TRAVIS 


Mrs. HUTCHISON. Mr. President, I 


rise to read the letter from COL Wil-


liam Barret Travis from the Alamo, 


something I have done every year since 


Senator Phil Gramm retired. He read 


the letter on Texas Independence Day 


every year after Senator Tower left of-


fice. So we have a tradition every 


Texas Independence Day of a Texas 


Senator reading the very moving 


speech from William Barret Travis. 
Today is the 175th anniversary of our 


independence from Mexico. 
This past Sunday, I had the honor of 


participating in the Washington-on- 


the-Brazos’ 175th anniversary celebra-


tion of the Texas Declaration of Inde-


pendence signing. It was a special occa-


sion that brought together almost all 


the 59 signers’ descendants. Thousands 


of proud Texans came to commemorate 


this most pivotal event in Texas’s leg-


acy of freedom and patriotism. 
My great-great-grandfather, Charles 


S. Taylor, was willing to sign the docu-


ment that declared Texas free from 


Mexico. I am humbled to occupy the 


Senate seat from Texas that was first 


held by Thomas Jefferson Rusk, who 


was another signer of the Texas Dec-


laration of Independence. 
Those 59 brave men did not just come 


in and sign a paper. They took great 


risk. They put their lives, their treas-


ures, and the lives of their families on 


the line to do this. One hundred sev-


enty-five years later, sometimes you do 


not think of how hard it was for them 


to declare this separation from Mexico 


and know that there was going to be a 


war fought over it because the Mexican 


Army was in San Antonio at the 


Alamo, getting ready to take the 


Alamo from William Barret Travis and 


the roughly 180 men who were there 


who were trying to defend that for-


tress. 
The accounts of the revolution have 


been some of our most dramatic stories 


of patriotism in both Texas and Amer-


ica. 
We remember the sacrifice of William 


Barret Travis, Davy Crockett, Jim 


Bowie, and the others who died bravely 


defending the Alamo against Santa 


Anna and his thousands of trained 


Mexican troops. 
They were outnumbered by more 


than 10 to 1. For 13 days of glory, the 


Alamo defenders bought critical time 


for GEN Sam Houston, knowing they 


would probably never leave the mission 


alive. 
The late Senator John Tower started 


the tradition of reading a stirring ac-


count by Alamo commander William 


Barret Travis, and Senator Gramm and 


now I have continued that tradition. 
From within the walls of the Alamo, 


under siege by Santa Anna’s Mexican 


Army of 6,000 trained soldiers, Colonel 


Travis wrote this letter to the people 


of Texas and all Americans: 


Fellow Citizens and Compatriots: I am be-


sieged with a thousand or more of the Mexi-


cans under Santa Anna. I have sustained a 


continual Bombardment and cannonade for 


24 hours and have not lost a man. The enemy 


has demanded surrender at discretion, other-


wise, the garrison is to be put to the sword, 


if the fort is taken. I have answered the de-


mand with a cannon shot, and our flag still 


waves proudly over the wall. I shall never 


surrender our retreat. 
Then I call on you in the name of Liberty, 


of patriotism, of everything dear to the 


American character, to come to our aid with 


all dispatch. The enemy is receiving rein-


forcements daily and will no doubt increase 


to three or four thousand in four or five 


days. If this call is neglected I am deter-


mined to sustain myself as long as possible 


and die like a soldier who never forgets what 


is due his honor and that of his country— 


Victory or Death. 


—William Barrett Travis, Lt. Col. 


Commander. 


Steadfast to the end and independent 


to the core, that is the essence of 


Texas. 
Had Colonel Travis and his men not 


laid down their lives in the Battle of 


the Alamo, Sam Houston’s victory at 


San Jacinto just 2 months later would 


never have been possible. Texas’s free-


dom might not have been won. 
It is important that every generation 


of Texas pause to remember the patri-


ots of the Texas revolution: each sol-


dier who gave his life at the Alamo, 


Goliad, and San Jacinto; the 59 men 


who met at Washington-on-the-Brazos, 


putting their lives in danger by signing 


that Declaration of Independence and 


becoming heroes for a cause; and the 


bravery of the women who gave up an 


easier life in the East to join the strug-


gle to make Texas the marvelous place 


it is today. 
My great-great-grandmother was one 


of those brave women. She took her 


four children in what was called the 


Runaway Scrape, trying to flee east-


ward from Nacogdoches, where they 


lived, to try to escape the advancing 


Mexican Army and the Indian raids 


that were happening all over east 


Texas. 
My great-great-grandmother lost all 


four of her living children during that 


sad and hard time for Texas. But that 


was not the last chapter in the revolu-


tion. She came back to Nacogdoches, 


met my great-great-grandfather, who 


was there signing the Texas Declara-


tion of Independence, and had nine 


more children. 
So the women also were heroes and 


heroines of this time. 
It is my honor to memorialize the 


Texas legacy of freedom and patriotism 


in this way. 
I ask unanimous consent that my 


speech at the Washington-on-the-Braz-


os celebration this past weekend be 


printed in the RECORD. 
There being no objection, the mate-


rial was ordered to be printed in the 


RECORD, as follows: 


WASHINGTON-ON-THE-BRAZOS CELEBRATION 


REMARKS 


(Delivered February 27, 2011 at Washington- 


on-the-Brazos Historic Site) 


Thank you so much. What a great rep-


resentative Lois Kolkhorst is for this area 
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and Republicans alike coming to the 
floor. I just wanted to wrap up with one 
last comment. 


Senator Hatfield did not serve alone. 
He was accompanied through his ex-
traordinary public service journey that 
we have heard discussed today on the 
Senate floor by a remarkable woman, 
Antoinette Hatfield. For those of us 
who knew Mrs. Hatfield, the only way 
we could sum her up would be to say: 
What a woman. Whip smart, boundless 
energy, persistent in a way that made 
it clear she was going to push hard for 
what was important, but always in a 
way that left you with a sense that she 
would be standing up for what was 
right and almost invariably with her 
husband standing up for our State. 


My colleague in the Chair, the Pre-
siding Officer, Senator MERKLEY, de-
scribed his experiences with Senator 
Hatfield very eloquently. We have 
heard that from one Senator after an-
other. But I thought it was appropriate 
this afternoon—as many Senators 
knew Mrs. Hatfield and, I think, share 
my views—and important to note that 
Senator Hatfield often said—and my 
colleague will recall it as well—he 
could not have made the contributions 
to Oregon without having at his side, 
having the good counsel, enjoying the 
affection of this wonderful woman, An-
toinette Hatfield. 


So as the Oregon delegation in the 
Senate wraps up these tributes, we 
simply want to acknowledge not just 
Senator Hatfield’s contributions but 
the chance we have had to be with Mrs. 
Hatfield in work situations and per-
sonal situations, and we wish to ex-
press our gratitude for all she has done 
for decades now working with her hus-
band, working with Oregonians to 
make Oregon a better place. 


This afternoon, Antoinette Hatfield, 
as well as her late husband, has our un-
dying gratitude. 


Mr. President, with that, I yield the 
floor, and I note the absence of a 
quorum. 


The PRESIDING OFFICER (Mr. 
MERKLEY). The clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. REID. Mr. President, I ask that 
the order for the quorum call be re-
scinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


LEAHY-SMITH AMERICA INVENTS 
ACT 


Mr. REID. Mr. President, I ask unan-
imous consent that the remaining time 
postcloture be yielded back, and the 
motion to proceed to H.R. 1249, the 
America Invents Act, be agreed to; 
that there be debate only on the bill 
until 5 p.m., and at 5 p.m. the majority 
leader be recognized. 


The PRESIDING OFFICER. Is there 
objection? 


The Senator from Kentucky. 
Mr. PAUL. I ask that the unanimous 


consent request be modified so once we 


are on the bill I can offer an amend-
ment related to the Secretary of the 
Treasury and that a vote on that issue 
be reported. 


Mr. REID. Mr. President, I object to 
my friend’s request. I ask that once we 
get on the bill that the Senator from 
Kentucky, Mr. PAUL, be recognized to 
speak for up to 10 minutes in order to 
explain the amendment that he had 
hoped to offer and will offer at some 
point in the future. 


The PRESIDING OFFICER. Is there 
objection to the request as so modified? 


Mr. REID. I modify my request to 
that effect. 


The PRESIDING OFFICER. Is there 
objection? The Chair hears none, and it 
is so ordered. 


The clerk will report the bill. 
The legislative clerk read as follows: 
A bill (H.R. 1249) to amend title 35, United 


States Code, to provide for patent reform. 


The PRESIDING OFFICER. The Sen-
ator from Kentucky. 


Mr. PAUL. Mr. President, they say 
the definition of insanity is doing the 
same thing over and over and expecting 
a different result. We now have been in 
3 years of a policy that is not working. 
Joblessness is up and our debt has been 
downgraded. Our country is on a preci-
pice, and yet we continue with the 
same people giving the same ideas that 
are not working. It is important to 
know how we got here. 


We are in a great recession, the worst 
recession since the Great Depression. 
How did we get here? We got here 
through bad economic policy and bad 
monetary policy. This policy origi-
nated with Timothy Geithner when he 
was at the Federal Reserve in New 
York. It originated with Ben Bernanke, 
the head of the Federal Reserve. 


What did we do? We reappointed 
these people to higher office. They say 
the definition of insanity is doing the 
same thing over and over and expecting 
a different result. 


I would respectfully ask at this point 
we have a vote in the Senate. I think 
the American people have given a vote 
of no confidence to the Secretary of the 
Treasury. I think the American inves-
tors and worldwide investors have 
given a vote of no confidence to the 
debt ceiling deal and to what has been 
going on. 


Over and over we are doing the same 
policy. We have now appointed as head 
of the Council of Economic Advisers 
someone who brought us Cash for 
Clunkers. We spent $1 trillion—money 
we don’t have—trying to stimulate the 
economy and unemployment is worse. 
Gas prices have doubled. Economic 
growth is anemic, if at all. We are in 
the process, perhaps, of sliding into an-
other recession and something has to 
be different. We cannot keep doing the 
same thing over and over and expecting 
a different result. 


For the first time in our history our 
debt has been downgraded. This came 
after a policy that came from the Sec-
retary of the Treasury and from this 
administration. It came from a deal 


the American people and the world 
public, world class of investors, judged 
and deemed to be inadequate. 


This country needs a shakeup. We 
need new ideas. We need different prop-
ositions. The same propositions, the 
same tired, old proposals are not work-
ing. We are set during this administra-
tion to accumulate more debt than 
with all 43 previous Presidents com-
bined. We are accumulating debt at 
$40,000 a second. We are spending 
money at $100,000 a second. 


When a policy doesn’t work, we need 
new policy leaders. There will not be a 
new President until 2012, but this 
President could choose new advisers 
because the advice he has been getting 
is not working. We are languishing. We 
are on the precipice of possibly going 
into another recession, and I would 
suggest at this point we need a new 
Secretary of the Treasury. 


How did we get into this problem? We 
got into this problem because we had a 
housing boom. This came from bad 
monetary policy. It came from the 
Federal Reserve setting interest rates 
below the market rate, and that signal 
was transmitted out into the economy 
and we got a housing boom. Then we 
had a housing depression. We are still 
in the midst of a housing depression. 


Where did that policy come from? 
That policy came from Secretary 
Geithner and Ben Bernanke. 


What have we done? We have re-
appointed these people and reapproved 
their policies that got us into the prob-
lem in the first place. If we want our 
country to thrive again, we must diag-
nose the problem correctly before we 
try to fix it. Because they didn’t under-
stand how we got into this recession, 
they also passed a whole bunch of new 
regulations. The Dodd-Frank bill heaps 
all kinds of new regulations that make 
it harder to get a home loan. 


In the midst of a housing depression, 
we have heaped all these new rules on 
community banks. You know what? In 
my State of Kentucky, not one bank 
failed. The problem is at the Federal 
Reserve. The problem is with the pol-
icy. The problem is with the people we 
still have running this country and ad-
vising the President. 


What I am asking for today is a vote 
of no confidence on Timothy Geithner. 
I see no reason and no objective evi-
dence that any of his policies are suc-
ceeding. I have come to the floor today 
to ask for this vote, and we will con-
tinue to try to get this vote. We have 
introduced a resolution in favor of vot-
ing a vote of no confidence on Timothy 
Geithner, and I hope this body will con-
sider it. 


I yield back the remainder of my 
time and suggest the absence of a 
quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. DURBIN. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 
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The PRESIDING OFFICER (Mr. 


COONS). Without objection, it is so or-
dered. 


Mr. DURBIN. Mr. President, I ask the 
Chair what is pending before the Sen-
ate at this moment. 


The PRESIDING OFFICER. The bill 
H.R. 1249 is pending for debate only. 


Mr. DURBIN. Mr. President, I yield 
the floor and suggest the absence of a 
quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. HARKIN. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. BEN-
NET). Without objection, it is so or-
dered. 


Mr. HARKIN. Mr. President, I ask 
unanimous consent to speak as in 
morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


THE ECONOMY 
Mr. HARKIN. Mr. President, on Mon-


day, we observed but did not celebrate 
Labor Day. I say ‘‘observed and did not 
celebrate’’ because we are painfully 
aware that there are at least 29 million 
underemployed and unemployed Amer-
icans in our midst. Last Friday, the 
Department of Labor sent shock waves 
through the global economy by report-
ing that the U.S. economy created zero 
net jobs in August. A growing chorus of 
economists is warning against the dan-
gers of making immediate draconian 
cuts to the Federal budget—something 
that, by its very nature, will drain de-
mand, reduce growth, and destroy jobs. 


Tragically, too many Members of 
Congress refuse to listen. Over the 
summer, they have insisted on a mind-
less march to immediate austerity—an 
approach that threatens to strangle 
the weak economy. 


Inside the Washington bubble, some 
of our political leaders continue to in-
sist that the biggest issue is the budget 
deficit. Outside the beltway, ordinary 
Americans are desperately concerned 
with a far more urgent deficit, the job 
deficit. 


I am also concerned about a third 
deficit, the deficit of vision and leader-
ship in Washington. I am disturbed by 
our failure to confront the current eco-
nomic crisis with the boldness and vi-
sion that earlier generations of Ameri-
cans summoned in times of national 
challenge. 


Smart countries, in tough economic 
times, do not just turn a chainsaw on 
themselves. Instead of the current 
slash-and-burn approach, which is 
being sold through fear and fatalism, 
we need an approach that reflects the 
courage and determination of the 
American people. By all means, we 
must agree on necessary spending cuts 
and revenue increases, but we also 
must continue to invest in that which 
will spur economic growth, create jobs, 
and rebuild the middle class. 


I cannot emphasize too strongly the 
importance of restoring the middle 


class in America. I have given several 
floor speeches on this very subject. In 
the committee I am privileged to chair, 
the HELP Committee, we have had 
hearings on what has happened to the 
middle class. In fact, on September 1, 
our committee issued this report: 
‘‘Saving the American Dream: The 
Past, Present, and Uncertain Future of 
America’s Middle Class.’’ I commend it 
to my colleagues. 


Restoring the middle class is essen-
tial to boosting demand and revital-
izing our economy. It is the only way 
to restore long-term fiscal balance at 
the Federal level. 


Economists across the political spec-
trum, from left to right, agree that a 
major cause of our current economic 
stagnation is a chronic lack of demand. 
For nearly three decades, workers’ in-
comes have been stagnant. Simply put, 
they lack the purchasing power to 
drive America’s consumer economy. 
Without adequate demand, businesses 
are reluctant to invest and hire. 


Adjusted for inflation, average hour-
ly earnings in 1970 were $18.80 an hour 
or $39,104 annually. Again, average 
hourly earnings in 1970 were $39,104. 
However, by 2009, those inflation-ad-
justed average hourly earnings had ac-
tually declined to $18.63 an hour or 
$38,750 a year. Imagine that. From 1970 
to 2009, average hourly earnings went 
down. One might say: So what. 


This second chart will show what is 
happening to the middle class. This 
chart shows the rising cost of essen-
tials. At the same time earnings have 
stagnated or gone down a little bit, the 
costs that make up the largest part of 
a family budget have skyrocketed. 
Here is the food budget, up 2 percent; 
gas, up 18 percent; rent and utilities, 
up 41 percent; health expenditures, up 
50 percent; public colleges, up 80 per-
cent; price of a home, up 97 percent; 
cost of a private college, up 113 per-
cent. No wonder the middle class is 
finding it harder and harder to make 
ends meet. 


However, at the same time, let’s look 
at what is happening at the higher end 
of the income spectrum and see what 
happened to CEO compensation during 
this same period of time. Average hour-
ly earnings have gone down, as I said. 
The value of the minimum wage—I will 
talk about that in a minute—has gone 
down 19 percent from 1970 to last year. 
But the median executive compensa-
tion has gone up 430 percent in the 
same time. Is there any surprise that 
people are upset around America, that 
middle-class families are kind of edgy 
today? Sure, they are edgy. How are 
they going to send their kids to college 
or buy a new home or get out from the 
ones that are already underwater, pro-
vide rent or buy gasoline for cars in 
rural areas where they have to drive to 
go to work, to school or to go to 
church? 


How do we boost income and restore 
people’s purchasing power? There are a 
number of ways we need to do this. I 
will suggest one to start with. We need 


to restore a robust right to organize 
unions and bargain collectively. I say 
that unabashedly. It is no coincidence 
the decline of the middle class has co-
incided with the dramatic decline of 
union membership in the United 
States. Why? Because unions provide 
workers with the leverage to ensure 
that they share in their company’s 
gains through wages and benefits and 
are not just providing company CEOs 
with even larger pay packages. That is 
just one step. 


Another very practical step we can 
take to boost purchasing power and 
boost the economy is to increase the 
minimum wage. The minimum wage 
today is $7.25. If we raised the min-
imum wage to make up for what it has 
lost to inflation over the last 40 years, 
it would be $10.39 an hour. As we saw, 
the average CEO pay has gone up 430 
percent, and the minimum wage—ad-
justed for inflation—should be $10.39 an 
hour today. But it is only $7.25. So the 
minimum wage has gone down, and the 
median executive compensation has 
gone up 430 percent. A raise in the min-
imum wage puts money in the pockets 
of low-income consumers who are like-
ly to spend it at local businesses. 


Most important, of course, we have 
to create more jobs—but not just any 
jobs, quality jobs with fair wages and 
real benefits that can support a family 
and help hard-working people build a 
brighter future. That is the way we 
will put demand back in the economy 
and get the economy moving again. 


Tomorrow evening, the President 
will present to Congress his plan for 
boosting job creation and helping to 
lift the economy. I urge the President 
to point out that there are some 
things—big national undertakings— 
that the private sector simply is not 
capable of doing. At critical junctures, 
going back to the beginning of our Re-
public, the Federal Government has 
stepped up to the plate. Congresses and 
Presidents have to act decisively to 
spur economic growth, foster innova-
tion, and help create jobs. We need that 
kind of bold action today. 


The mantra I hear from my friends 
on the Republican side is that govern-
ment can’t create jobs. That is non-
sense. Smart government can create 
jobs. Shortsighted government can de-
stroy jobs. For example, the brief shut-
down of the Federal Aviation Adminis-
tration this summer put nearly 70,000 
private sector construction employees 
out of work. Draconian cuts proposed 
by House Republicans to the new 
Transportation bill would destroy an 
estimated 490,000 highway construction 
jobs and nearly 100,000 transit-related 
jobs. That is dysfunctional govern-
ment, making the problem even worse. 


By contrast, across our history, an 
often visionary and bold Federal Gov-
ernment has funded and spearheaded 
initiatives that have expanded private 
commerce, given birth to countless in-
ventions and new industries, and cre-
ated tens of millions of jobs. 
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During the Presidency of Franklin 


Roosevelt, with the private sector par-
alyzed by the Great Depression, the 
Federal Government responded with an 
astonishing array of initiatives to re-
start the economy, restore oppor-
tunity, and create jobs. I still have on 
my wall in my office—and I will bet I 
am the only Senator on the floor today 
who can say this—the actual WPA 
form of my father when he worked for 
the Works Projects Administration. He 
got a job to help feed his family. Some 
of the things my father worked on in 
the WPA exist today—still used by the 
public, still used by kids going to high 
school. A lot of times people say: Well, 
that was all well and good, but that 
didn’t stop the depression that was 
World War II. Well, what was World 
War II but massive government infu-
sion into the economy? 


By the end of the Second World War, 
wartime investments in plants and 
equipment and making tanks and air-
planes and all kinds of things, which 
we then turned over to the private sec-
tor, created an industrial colossus the 
likes of which the world had never 
seen. Franklin Roosevelt and President 
Truman were followed by a Republican 
President, Dwight Eisenhower. Presi-
dent Eisenhower—I am sure a very 
proud Republican—was also determined 
to move America forward. He cham-
pioned one of the greatest public works 
projects in American history—the con-
struction of the Interstate Highway 
System. A 1996 study of that system 
concluded: 


The interstate highway system is an en-
gine that has driven 40 years of unprece-
dented prosperity and positioned the United 
States to remain the world’s preeminent 
power into the 21st century. 


This kind of visionary thinking, by 
both Democratic Presidents and a Re-
publican President, is by no means a 
relick of the distant past. In more re-
cent times, the Federal Government 
has funded and spearheaded scientific 
discovery and innovation that has had 
profound impacts on our economy— 
spawning scores of new industries and 
creating millions of high-value jobs. I 
will just mention a few. 


Specifically, the Defense Advanced 
Research Projects Agency—called 
DARPA—invented the Internet, mak-
ing possible everything from e-mail to 
social networking to the World Wide 
Web. Federal researchers at that same 
agency—DARPA, the Defense Ad-
vanced Research Projects Agency—in-
vented the global positioning satellite 
system. 


I can remember when I first came to 
the Congress as a House Member on the 
House Science and Technology Com-
mittee and we first started authorizing 
funding for the GPS system. A lot of 
people at that time said: Oh no, no. 
This is not the role for the Federal 
Government. Only the private sector 
can do it. But the private sector could 
not undertake that at that point in 
time. So the Federal Government put 
up the satellites and the private sector 


took over, and now we have Garmin 
and TomTom and we have all kinds of 
things now for airplanes and cars and 
boats—all made by the private sector 
employing people in private-sector 
jobs—because the Federal Government 
put forth the money and the invest-
ment to put that system into place. 


Need I mention NASA, and the num-
ber of technological breakthroughs 
over the years—everything from 
microchips to CAT scanner technology. 
And of course any discussion of the 
Federal role in promoting our economy 
would not be complete without men-
tioning the National Institutes of 
Health. More than 80 Nobel prizes have 
been awarded for NIH-supported re-
search. 


One might say: Well, how has that 
benefitted us? Recently, the Battelle 
Memorial Institute, a nongovernment 
research institute, reported on the Fed-
eral Government’s $3.8 billion invest-
ment in the Human Genome Project 
from 1988 to 2003. Battelle estimates 
this Federal investment of $3.8 billion 
in taxpayer money has produced a 
staggering $796 billion in economic out-
put. In 2010 alone, this ‘‘genomic revo-
lution’’ generated $67 billion in U.S. 
economic output and supported 310,000 
jobs. 


These are the kinds of investments 
that are some of the best ways to re-
duce budget deficits. They will help 
many of the 29 million unemployed and 
underemployed get jobs and become 
taxpayers again. With the private-sec-
tor engine again threatening to stall 
out, there is a critical role for the Fed-
eral Government in creating demand 
and preventing a slide back into reces-
sion. 


The most obvious way forward—with 
support across the political spectrum, 
including the U.S. Chamber of Com-
merce—is to dramatically ramp up 
Federal investments in infrastructure 
in order to boost U.S. competitiveness. 
The American Society of Civil Engi-
neers estimates that America faces a 
$2.2 trillion—trillion dollars—infra-
structure backlog. Bringing this U.S. 
infrastructure into the 21st century 
would create millions of private-sector 
jobs—especially in the hard-hit con-
struction industry—while modernizing 
the arteries and veins of commerce. 


As someone once recently said: 
Think about it this way: We are still 
driving on Eisenhower’s highways and 
going to Roosevelt’s schools. It is time 
to do it for the next century. 


There can be no economic recovery, 
no return to fiscal balance without the 
recovery of the middle class. And there 
will not be a middle class unless and 
until we come to grips with the need 
for Federal investment in education, 
innovation, research, and infrastruc-
ture. It means restoring a level playing 
field with fair taxation, vibrant unions, 
a strong ladder of opportunity to give 
every American access to the middle 
class. 


I hope President Obama will be bold, 
as Presidents in the past have been. I 


hope he will put forward a very bold, 
visionary, challenging—challenging— 
proposal tomorrow night, to challenge 
us to the better side of our human na-
ture and to recapture again what we 
have done in the past. In that way, we 
can rebuild the middle class and put 
America back to work. I believe that is 
the only way we will be able to do that. 


Mr. HARKIN. Mr. President, with 
that, I yield the floor, and I suggest the 
absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
WHITEHOUSE). Without objection, it is 
so ordered. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent the period for de-
bate only on H.R. 1249 be extended to 
6:30 p.m. and that at 6:30 p.m. the ma-
jority leader be recognized. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I have 
worked on efforts to prevent the diver-
sion of fees collected by the U.S. Pat-
ent and Trademark Office for years. 
When the distinguished Senator from 
Oklahoma, Mr. COBURN, took on the 
issue, I urged him to work with me, to 
withhold the amendment during the 
Judiciary Committee’s consideration 
of the bill, and I would work with him 
to include improvements on the Senate 
floor. 


I did. I kept my word. In fact, I in-
cluded language he drafted in the man-
agers’ amendment and worked hard to 
pass it despite the misgivings of sev-
eral Senators on both sides of the aisle. 


However, when our bill went over to 
the House of Representatives, they pre-
served the principle against fee diver-
sion but changed the language. The 
language of the bill is that which the 
House devised and voted to include as 
worked out by the House Republican 
leadership to satisfy House rules. The 
provisions Senator COBURN had draft-
ed—and I understand may offer with 
his amendment—apparently violate 
House rule 21, which prohibits author-
izing legislation from converting dis-
cretionary spending into mandatory 
spending. So instead of a revolving 
fund, the House established a reserve 
fund. 


The America Invents Act, as passed 
by the House, continues to make im-
portant improvements to ensure that 
fees collected by the U.S. Patent and 
Trademark Office are used for USPTO 
activities. That office is entirely fee- 
funded and does not rely upon taxpayer 
dollars, but it has been and continues 
to be subject to annual appropriations 
bills. That allows Congress greater op-
portunity for oversight. 


The legislation that passed the Sen-
ate in March would have taken the 
Patent and Trademark Office out of 
the appropriations process by setting 
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up a revolving fund that allowed the 
PTO to spend all money it collects 
without appropriations legislation or 
congressional oversight. But instead of 
a revolving fund the House formulation 
against fee diversion establishes a sep-
arate account for the funds and directs 
they be used for the U.S. Patent and 
Trademark Office. 


The House forged a compromise with 
its appropriators to reduce any incen-
tive to divert fees from the PTO and to 
provide the PTO with access to all fees 
that it collects while keeping the PTO 
within the normal appropriations proc-
ess with the oversight that process in-
cludes. The America Invents Act thus 
creates a new Patent and Trademark 
fee reserve fund into which all fees col-
lected by PTO in excess of that amount 
appropriated in a fiscal year are to be 
deposited. Fees in the reserve fund may 
only be used for operations of the PTO. 
In effect, they are doing what we have 
asked but staying within the House 
rules. 


In fact, in addition, the House appro-
priators agreed to carry language in 
their appropriations bills that would 
guarantee that fees collected by the 
PTO in excess of the appropriated 
amounts would remain available to the 
PTO until expended and could be 
accessed by the PTO through re-
programming procedures without the 
need for subsequent legislation. 


This may sound kind of convoluted, 
but what a number of people, including 
Senator COBURN, wanted to do was to 
make sure the fees went to PTO. I hap-
pen to agree with that. What the House 
did has the effect of making sure the 
fees go to the PTO. 


What I hope we not do now is try to 
offer amendments that may change 
that and in effect kill the bill. Through 
the creation of the reserve fund, as well 
as the commitment by House appropri-
ators, H.R. 1249 makes important im-
provements in ensuring that user fees 
collected by the PTO for services are 
used by the PTO for those services. 


So while I oppose fee diversion, I also 
oppose the Coburn amendment, and I 
will tell you why. After 6 years of work 
getting this bill here, this may kill the 
bill over a formality: the difference be-
tween a revolving fund and a reserve 
fund. One would be hard-pressed to 
know what the difference is except it 
would kill the bill. It would require the 
House to consider the whole bill again. 
They spent days and weeks in heavy 
debate working out their compromise 
in good faith. It was worked out by the 
House Republican leadership. There is 
no reason to think that having done 
that, they are going to reconsider and 
allow the original Coburn language to 
violate the rules and avoid oversight. 


In fact, I ask that a letter from Con-
gressmen ROGERS and RYAN to Chair-
man SMITH be printed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


CONGRESS OF THE UNITED STATES, 
Washington, DC, June 6, 2011. 


Hon. LAMAR SMITH, 
Chairman, Committee on the Judiciary, House 


of Representatives, Washington, DC. 
CHAIRMAN SMITH: It is our understanding 


that H.R. 1249, the America Invents Act, is 
likely to be considered on the House floor in 
the upcoming weeks. 


As you know, section 22 of H.R. 1249 would 
strike the current appropriations account 
language for the Patent Trademark Office 
(PTO), replace it with a ‘‘United States Pat-
ent and Trademark Office Public Enterprise 
Fund,’’ and permit the PTO to collect and 
spend authorized fees—all without requiring 
action or approval from Congress. 


We strongly oppose this proposed shift of 
billions in discretionary funding and fee col-
lections to mandatory spending. Putting 
PTO funding on auto-pilot is a move in ex-
actly the wrong direction, given the new Re-
publican majority’s commitment to restrain-
ing spending, improving accountability and 
transparency, and reducing the nation’s un-
paralleled deficits and debt. 


Placing PTO spending on mandatory auto- 
pilot as outlined in H.R. 1249 would also hand 
the Congressional ‘‘power of the purse’’—be-
stowed in the Constitution—to the Obama 
White House, and essentially eliminate the 
ability of Congress to perform substantive 
oversight of the PTO. We strongly oppose un-
dermining these critical efforts, particularly 
when House Republicans have pledged to 
strengthen oversight of federal agencies to 
ensure resources are being used wisely and 
appropriately, and to prevent federal agen-
cies from over-stepping their authority. 


Oversight of the PTO belongs with the 
Congress, and should not be abdicated to the 
Executive Branch of government. Patent ap-
plications are filed by U.S. citizens and com-
panies from all 50 states and territories, 
ranging from as many as 66,191 from Cali-
fornia, 16,545 from Texas, 15,258 from New 
York, 8,128 from Ohio, 3,577 from Virginia, 
and 600 from Nebraska in 2010. Virtually 
every Member of Congress represents con-
stituents who have a stake in the oversight 
of PTO—and often businesses and livelihoods 
depend on actions the agency undertakes. It 
would be both irresponsible and unwise to 
allow the PTO to operate solely under the 
authority of bureaucrats and White House 
political appointees—without being held ac-
countable to the American public through 
their elected Representatives in Congress. 


Given these concerns, we ask that section 
22 be deleted or otherwise be modified prior 
to floor consideration in order to strengthen 
oversight of this important agency, and to 
ensure American citizens are getting the 
most from every dollar. 


Sincerely, 
HAROLD ROGERS, 


Chairman, House Com-
mittee on Appropria-
tions. 


PAUL RYAN, 
Chairman, House Com-


mittee on the Budg-
et. 


Mr. LEAHY. I know the members of 
the Senate Appropriations Committee. 
I know them. I trust Senator INOUYE, 
someone awarded the Congressional 
Medal of Honor for his bravery and 
valor in World War II. I trust the sen-
ior Senator from Mississippi and the 
senior Senator from Alabama with 
whom I have served for many years. 
They will follow the law. They will 
abide by the Supreme Court. I was dis-
turbed to read a comment that this 
amendment is being brought forward 


out of distrust of these Senators. These 
are Senators I have served with for dec-
ades. They can and should be trusted. 
We should not kill this bill over this 
amendment. Instead, we should reject 
the amendment and pass the bill. 


(Mr. BENNET assumed the Chair.) 
Mr. WHITEHOUSE. Mr. President, I 


rise today to speak in favor of H.R. 
1249, the Leahy-Smith America Invents 
Act. This is a vital piece of job-cre-
ating legislation and I urge my col-
leagues to support it. 


Before I turn to the merits of the 
bill, let me start by applauding the 
long, hard work of Chairman LEAHY. 
He has led the effort on this legislation 
for many years, patiently working to-
wards a bill that would win broad sup-
port from the many interested stake-
holders while achieving the crucial 
goals of spurring innovation, gener-
ating jobs, and securing America’s 
place as the world leader in the intel-
lectual property economy. It has been 
a pleasure to work with him on this 
important issue. I likewise applaud the 
hard work of colleagues on both sides 
of the aisle who have sought to support 
continued American leadership in tech-
nology, medicine, and countless other 
fields. 


Our patent system unfortunately has 
become a drag on that leadership, 
largely because it has gone 60 years 
without improvements. It is long past 
time to repair that system and thereby 
energize our innovation economy and 
create jobs. 


Our Nation long has led the world in 
hard work and ingenuity. My home 
State of Rhode Island, for example, has 
a long and proud history of industry 
and innovation, from the birth of the 
American industrial revolution to the 
high-tech entrepreneurs leading our 
State forward today. An area has de-
veloped in Providence, for example, 
that is rightfully known by the nick-
name ‘‘the Knowledge District’’ for its 
remarkable innovation. Rhode Island 
likewise is the home of remarkable re-
search universities, individual inven-
tors, and businesses of all sizes that 
have contributed giant leaps forward in 
the fields of technology, medicine, and 
mechanical science. 


Innovators like these in Rhode Is-
land, and across America, are the driv-
ers of our future economic well-being. 
My conversations with these Rhode Is-
landers, however, have made clear to 
me that the current patent system is 
making it unnecessarily difficult for 
them to innovate. Innovators who can 
solve the most complicated problems of 
medicine, mechanics, or technology are 
losing out because of basic problems in 
our patent system. We need to fix these 
problems now. Fail to do so and we will 
pay the price in jobs and international 
competitiveness. 


I have heard two complaints over and 
over back home in Rhode Island. The 
first relates to delays in the issuance of 
patents. Enormous backlogs persist at 
the Patent and Trademark Office. As a 
result, our innovators have no cer-
tainty whether they have successfully 
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established intellectual property rights 
in their inventions. This dampens and 
frustrates innovation. 


The America Invents Act takes on 
the backlog in a number of different 
ways. It allows the Patent and Trade-
mark Office discretion to set its own 
fees and includes a provision that will 
discourage fee diversion. While I would 
have preferred to have seen Senator 
COBURN’s anti-fee-diversion amend-
ment accepted by the House, I am con-
fident that these provisions, coupled 
with exceptions that will ensure low 
fees for small businesses, will enable 
the Patent and Trademark Office to 
better manage its resources and reduce 
examination times. 


My conversations with Rhode Island 
inventors also identified a second clear 
problem in our patent system: the 
threat of protracted litigation. Unfor-
tunately, numerous poor quality pat-
ents have issued in recent years, re-
sulting in seemingly endless litigation 
that casts a cloud over patent owner-
ship. Administrative processes that 
should serve as an alternative to litiga-
tion also have broken down, resulting 
in further delay, cost, and confusion. 


The America Invents Act will address 
these problems by ensuring that higher 
quality patents issue in the future. 
This will produce less litigation and 
create greater incentives for 
innovators to commit the effort and re-
sources to create the next big idea. 
Similarly, the bill will improve admin-
istrative processes so that disputes 
over patents can be resolved quickly 
and cheaply without patents being tied 
up for years in expensive litigation. 
The bill also moves America to the 
simple First-Inventor-to-File system 
which will eliminate needless uncer-
tainty and litigation over patent own-
ership, and it eliminates so-called ‘‘tax 
patents.’’ 


In all, the Leahy-Smith America In-
vents Act is an important and much- 
needed reform of our patent system. 
True, every intellectual property 
stakeholder did not get everything 
they wanted in this version of the pat-
ent bill. I am sure every participant in 
this process would like a few things 
added to the bill and a few things 
taken out. That is inevitable in a bill 
that has been crafted in a true spirit of 
compromise. The result is a bill that 
may not please everyone in all respects 
but that satisfies its core responsi-
bility to remove existing burdens on 
American innovation and allow the 
growth of high quality, high tech-
nology jobs in our country. It is ex-
tremely important in this time of eco-
nomic hardship that we put people to 
work. That is exactly what this bill 
will do and I believe we should pass it 
immediately. We should not amend it 
further in a manner that will risk the 
bill’s ultimate defeat. This is a long 
journey and we are at the finish; let’s 
get this bill done for American inven-
tors and workers. Let’s see this much- 
needed piece of patent reform passed 
into law. 


I once again urge my colleagues to 
vote to pass this important piece of 
legislation into law. 


Mr. KYL. Mr. President, I rise today 
to submit for the RECORD two letters 
addressed to the chairman and ranking 
member of the House Judiciary Com-
mittee. The letters were written by 
Judge Michael McConnell, a former 
member of the U.S. Court of Appeals 
for the Tenth Circuit and the current 
the director of the Constitutional Law 
Center at Stanford Law School. Judge 
McConnell’s letters examine the con-
stitutionality of section 18 of the 
America Invents Act, a section of the 
bill that authorizes a temporary pro-
gram for administrative review of busi-
ness-method patents. The letters thor-
oughly refute the arguments being pre-
sented by some opponents of section 18 
that the provision either constitutes a 
taking or runs afoul of the rule of Plaut 
v. Spendthrift Farm, Inc., 514 U.S. 211 
1995. Because these letters have cir-
culated widely among members and 
staff and have played a substantial role 
in the debate about section 18, I think 
that it is appropriate that they be pub-
lished in the RECORD. 


I ask unanimous consent that the fol-
lowing materials be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


MICHAEL W. MCCONNELL, 
Stanford, CA, June 16, 2011. 


DEAR CHAIRMAN SMITH AND RANKING MEM-
BER CONYERS: I am the Richard and Frances 
Mallery Professor and Director of the Con-
stitutional Law Center at Stanford Law 
School, and a Senior Fellow of the Hoover 
Institution at Stanford University, where I 
teach and write in the field of constitutional 
law. I previously served as a judge on the 
United States Court of Appeals for the Tenth 
Circuit. Congress is now considering legisla-
tion (the ‘‘America Invents Act’’) that would 
expand the grounds on which patents may be 
reexamined by the Patent and Trademark 
Office (‘‘PTO’’), after their initial issuance. I 
write to address the constitutionality of 
those sections: Section 6 (Post-grant Review 
Proceedings) and Section 18 (Transitional 
Program for Covered Business Method Pat-
ents) of the America Invents Act. Based on 
my review, these sections of the proposed 
Act are constitutional as drafted. 


As you are aware, for the past thirty years, 
this nation’s patent laws have included pro-
cedures for reexamination of already-issued 
patents. In two leading cases, parties chal-
lenged the constitutionality of reexamina-
tion of patents in court, raising all the the 
theories now propounded in opposition to 
sections 6 and 18 of the proposed America In-
vents Act—takings, due process, retro-
activity, and separation of powers. The court 
of appeals carefully considered and rejected 
those challenges, upholding the reexamina-
tion process in all respects. Sections 6 and 18 
of the proposed Act merely expand the 
grounds on which reexamination is available 
under current law, but do not change sub-
stantive patent law at all, nor the funda-
mental procedure of reexamination in any 
constitutionally significant way. We may 
therefore state with confidence that the pro-
posed legislation is supported by settled 
precedent. 


Moreover, the proposed measure conforms 
to the purposes of the Patent Clause of the 


Constitution, Article I, Section 8, Clause 8, 
which grants Congress authority to ‘‘pro-
mote the Progress of Science and the useful 
Arts.’’ By means of this provision, the Fram-
ers sought to balance the goal of encour-
aging innovation against the dangers and 
economic loss of monopoly. The reexamina-
tion process serves to preserve that balance 
by adopting a procedure by which the PTO 
can identify patents that were issued in 
error. Challenges to the reexamination proc-
ess proceed on the theory that a patent is a 
vested right, which once granted may not be 
taken away, at least not by the agency that 
granted it. This is a fundamental misconcep-
tion. If a party is issued a patent that does 
not comply with the patent laws—and the 
patent is therefore invalid—it is not a ‘‘tak-
ing’’ for either a court or the PTO to deter-
mine that the patent is invalid. Just as it is 
not a taking to determine that a person oc-
cupying land has a defective title to it, it is 
not a taking to determine that a patent 
holder never had a right to a patent in the 
first place. 


Unlike many other familiar forms of prop-
erty, the validity of a patent is never deter-
mined once and for all; members of the pub-
lic with competing or adverse interests have 
long had a continuing right to demonstrate, 
through reexamination before the PTO, that 
a patent was invalidly issued. And a party 
threatened with a patent infringement ac-
tion has always had the right to seek to 
demonstrate that the patent is invalid, re-
gardless of whether the same issue has been 
previously litigated in a different case. In 
other words, there is no such thing as ‘‘ad-
verse possession’’ in patent law. The only 
change wrought by the proposed Act is to ex-
pand the grounds under which such reexam-
inations are made by the PTO in the first in-
stance. As a constitutional matter, Congress 
is entitled to allocate the responsibility of 
determining whether a patent was properly 
granted to the courts or to the expert agen-
cy, in its discretion. As long as interested 
parties have the ultimate right to challenge 
the agency’s decisions in court, the adminis-
trative nature of the proceeding has no con-
stitutional significance. Moreover, I see 
nothing in sections 6 and 18 of the proposed 
Act that would alter or interfere with exist-
ing principles of res judicata or collateral es-
toppel in the context of a final judgment, 
much less allow the PTO to disturb the final 
judgment of a court. 


I offer no view on the merits or policy of 
the Act, but offer my judgment that it is en-
tirely consistent with the Constitution for 
Congress to bring to bear the experience and 
expertise of the PTO in providing for more 
robust review of issued patents. 


I. BACKGROUND PRINCIPLES 
I begin with the basic background prin-


ciples. The Framers of the United States 
Constitution were well aware of the dangers 
of monopoly, and sought to ensure that pat-
ents could be granted only when they served 
an overriding public interest. An invalidly 
issued patent does not properly reward inno-
vation, but instead impedes commerce, 
hence ‘‘the public good.’’ The Federalist, No. 
43 (Madison), at 268 [1788] (C. Rossiter ed., 
1961). The Framers were also painfully aware 
of the propensity of governmental agencies 
and bureaucracies to err. They would not, 
therefore, have been surprised by efforts to 
ensure that patent rights may be exercised 
only when the underlying patent claim is 
valid and the patent was properly issued. 
That is why, from the beginning, patents 
have never been regarded as a fully and ir-
revocably vested right. As the Supreme 
Court has explained, the Patent Clause of 
the Constitution ‘‘is both a grant of power 
and a limitation,’’ and Congress’ actions 
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must be directed to striking the balance be-
tween encouraging innovation and stifling 
competition through the grant of patents 
that do not promote ‘‘the Progress of . . . 
useful Arts. This is the standard expressed in 
the Constitution and it may not be ignored.’’ 
Graham v. John Deere Co., 383 U.S. 1, 5 (1966) 
(internal citations and quotation marks 
omitted); see also Bonito Boats, Inc. v. Thun-
der Craft Boats, Inc., 489 U.S. 141, 146–47 (1989). 


Patents are unquestionably property 
rights. Consolidated Fruit Jar Co. v. Wright, 94 
U.S. 92, 96 (1876). However, unlike many prop-
erty rights, the right to exclude under a pat-
ent ‘‘is a right that can only be conferred by 
the government.’’ Patlex Corp. v. Mossinghoff, 
758 F.2d 594, 604 (Fed. Cir. 1985). A patent is 
not a natural right, but solely a product of 
positive law; its extent, duration, and valid-
ity is a matter that must be determined by 
the legislative branch. In contrast with pure-
ly private rights, ‘‘the grant of a valid pat-
ent is primarily a public concern.’’ Id. In as-
sessing the validity of a patent, the ‘‘thresh-
old question usually is whether the PTO, 
under the authority assigned to it by Con-
gress, properly granted the patent.’’ Id. As 
the Supreme Court recently reaffirmed, the 
statutory presumption of validity found in 35 
U.S.C. § 282, is a reflection of the presump-
tion of administrative correctness by the 
PTO. Microsoft Corp. v. i4i Ltd. P’ship, — U.S. 
—, No. 10–290, slip op. 16–17 (2011). 


Patents are issued after a limited, ex parte 
process in which the public has no oppor-
tunity to participate. The PTO largely only 
has before it the information provided by the 
inventor’s attorney. As a result, as courts 
have recognized, the PTO may not have all 
of the material information at the time it 
issues a patent. Therefore, although patents 
are presumed valid, ‘‘if the PTO did not have 
all material facts before it, its considered 
judgment may lose significant force.’’ i4i, 
slip op at 17. 


The validity of a patent is not a matter 
that is ever fully and finally settled. Rather, 
it remains ‘‘ever-present,’’ Patlex Corp., 758 
F.2d at 600, because any defendant may as-
sert an invalidity defense in patent litiga-
tion—even if the same issue has been pre-
viously litigated by another defendant. Prior 
to 1980, the only means by which a party 
could challenge the validity of a patent was 
through litigation in court. In 1980, however, 
Congress created an administrative reexam-
ination procedure, designed to weed out pat-
ents that are invalid because they did not 
meet the requirements for patentability set 
forth in the Patent Act. See Public Law No. 
96–517. Under these procedures, ‘‘[a]ny person 
at any time may file a request for reexam-
ination by the [PTO] of any claim of a patent 
on the basis of any prior art’’ that was pub-
lished. 35 U.S.C. § 302 (emphasis added). 


Since 1980, therefore, the validity of a pat-
ent may be challenged several ways: A party 
who is sued for patent infringement may as-
sert a defense of invalidity, which must be 
proven by the higher standard of clear and 
convincing evidence (in deference to the pre-
sumed correctness of the PTO’s decision), or 
a patent’s validity can be reviewed through a 
reexamination proceeding. Upon reexamina-
tion, the PTO may confirm any patentable 
claim or cancel any unpatentable claim. Re-
examination thus provides an opportunity 
for the PTO to review and correct its own 
work based on fuller information. As the 
Federal Circuit has described, ‘‘[t]he innate 
function of the reexamination process is to 
increase the reliability of the PTO’s action 
in issuing a patent by reexamination of pat-
ents thought ‘doubtful.’ ’’ In re Etter, 756 F.2d 
852, 857 (Fed. Cir. 1985). 


The reexamination process created in 1980 
endured constitutional challenges similar to 
what opponents of the America Invents Act 


are marshalling today: the 1980 reexamina-
tion procedure was challenged by patent 
holders as an unconstitutional taking, as a 
violation of due process, as a violation of the 
Seventh Amendment right to a jury trial, 
and as a violation of separation of powers. 
See Patlex Corp., 758 F.2d 598–599; Joy Tech-
nologies v. Manbeck, 959 F.2d 226 (Fed. Cir. 
1992). Each of these challenges was soundly 
rejected by the United States Court of Ap-
peals for the Federal Circuit. 


Thus, to be clear, under current law, at the 
instance of a party, the PTO may reexamine 
a patent that has been issued, and the valid-
ity of which has been unsuccessfully chal-
lenged in litigation. With this in mind, I first 
address the constitutionality of Sections 6 
and 18 of the America Invents Act. 
II. SECTION 6 OF THE AMERICA INVENTS ACT IS 


CONSTITUTIONAL 
Section 6 of the America Invents Act 


amends the Patent Act to create a post- 
grant review procedure available for a lim-
ited time (one year, in the current America 
Invents Act legislation) after the date a pat-
ent is granted. Section 6 also amends exist-
ing inter partes reexamination procedures to 
make them available after the period of time 
for post-grant review has passed or, if post- 
grant review has been initiated, after that 
post-grant review is complete. A key distinc-
tion between the post-grant review proce-
dures and the inter partes reexamination 
procedures is the grounds and evidence that 
can be considered for invalidating a patent: 
as with current law, the inter partes reexam-
ination procedure of Section 6 is limited to 
considering (1) whether a patent is invalid 
for failing to meet the Patent Act’s require-
ments of novelty and non-obviousness (2) 
based on patents or printed publications. 


Section 6 is in harmony with the first prin-
ciples of the Constitution and with the body 
of legal precedent addressing the existing re-
examination procedures. The Patent Clause 
of the Constitution empowers Congress to 
‘‘promote the Progress of Science and useful 
Arts’’ by granting patents to inventors, but 
it correspondingly limits Congress’ author-
ity to grant patents that do not advance 
‘‘the Progress of Science and useful Arts.’’ 
The Supreme Court has recognized that from 
the beginning our Founders have sought to 
strike that constitutional balance: ‘‘Thus, 
from the outset, federal patent law has been 
about the difficult business of ‘drawing a line 
between the things which are worth to the 
public the embarrassment of an exclusive 
patent, and those which are not.’’ Bonito 
Boats, 489 U.S. at 148 (quoting 13 Writings of 
Thomas Jefferson (Memorial ed. 1904) at 335). 
One manner in which Congress has fulfilled 
this mandate to strike the proper balance is 
through the existing reexamination proce-
dures, which provide a mechanism for remov-
ing patents that should never have been 
granted by the PTO because they did not 
meet the requirements for a valid patent set 
by Congress in the Patent Act. As the Fed-
eral Circuit has observed, ‘‘[t]he reexamina-
tion statute’s purpose is to correct errors 
made by the government, to remedy defec-
tive governmental (not private) action, and 
if need be to remove patents that should 
never have been granted.’’ Patlex Corp., 758 
F.2d at 604 (emphasis added). A determina-
tion that a patent should never have been 
granted is no more a ‘‘taking’’ than is a de-
termination that a putative landowner suf-
fers a defect in title. 


Accordingly, the revised inter partes reex-
amination procedures and the post-grant re-
view procedures of Section 6 are hardly novel 
but rather are based on longstanding proce-
dures established by Congress and repeatedly 
recognized as constitutional by the Federal 
Circuit in decisions such as Patlex Corp., 758 


F.2d 594, 607 (Fed. Cir. 1985) (emphasis added), 
Joy Technologies, 959 F.2d 226, 228–29 (Fed. Cir. 
1992), and In re Swanson, 540 F.3d 1368, 1379 
(Fed. Cir. 2008). As such, Section 6 does little 
more than expand the grounds for reexam-
ination of patents, something Congress is 
plainly entitled to do pursuant to its author-
ity under the Patent Clause (Article I, Sec-
tion 8, Clause 8) of the Constitution. 


Nor is there any conflict between Section 6 
and other parts of the Constitution such as 
Article III and the Seventh Amendment. The 
gist of the arguments suggesting a conflict is 
that the PTO would be permitted to ‘‘over-
rule’’ final judicial determinations made by 
an Article III court and/or jury of a patent’s 
validity. But these arguments fail to under-
stand the nature of judicial review of patent 
validity and fail to recognize the body of 
precedent that has rejected these arguments 
as applied against the current legal regime. 


To begin, what exactly happens when 
issues of patent validity are litigated in dis-
trict courts should be placed in proper con-
text. As the Federal Circuit has explained, 
‘‘Courts do not find patents ‘valid,’ only that 
the patent challenger did not carry the bur-
den of establishing invalidity in the par-
ticular case before the court under 35 U.S.C. 
282.’’ Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1429 
n.3 (Fed. Cir. 1988) (emphasis original and in-
ternal quotation marks omitted). For this 
reason, ‘‘a prior holding of validity is not 
necessarily inconsistent with a subsequent 
holding of invalidity and is not binding on 
subsequent litigation or PTO reexamina-
tions.’’ In re Swanson, 540 F.3d 1368, 1377 (Fed. 
Cir. 2008) (internal citations and quotation 
marks omitted). In other words, a district 
court decision that a patent is ‘‘not invalid’’ 
merely means that the challenger did not 
carry his burden; it does not mean that the 
patent is valid. 


The existing reexamination procedures and 
the new post-grant review procedures pro-
posed in the America Invents Act vest au-
thority to determine validity upon reexam-
ination in the agency entrusted by Congress 
with making the validity decision in the 
first instance—the PTO. It is entirely proper 
that this corrective action be taken by the 
PTO, with review 67 the Federal Circuit. It 
need not be limited to an Article III court in 
the first instance. ‘‘A defectively examined 
and therefore erroneously granted patent 
must yield to the reasonable Congressional 
purpose of facilitating the correction of gov-
ernmental mistakes. This Congressional pur-
pose is presumptively correct, and we find it 
carries no insult to the Seventh Amendment 
and Article III.’’ Patlex Corp., 758 F.2d at 604. 
In other words, under a well-settled body of 
case law, ‘‘the Constitution does not require 
that [courts] strike down statutes, otherwise 
having a reasonable legislative purpose, that 
invest administrative agencies with regu-
latory functions.’’ Id. at 604,305. That holding 
is just as applicable to Section 6 of the 
America Invents Act as it is to the original 
reexamination procedures adopted in 1980. 


Nor does it matter, for constitutional pur-
poses, that the PTO may reconsider the va-
lidity of patents’ that are, or have been, ad-
judicated by district courts. In In re Swan-
son, 540 F.3d 1368 (Fed. Cir. 2008), the Federal 
Circuit specifically considered and rejected 
the argument that Plaut v. Spendthrift Farm, 
Inc., 514 U.S. 211 (1995), prohibited reexam-
ination of a patent by the PTO after that 
patent had survived an invalidity challenge 
in court. See Swanson, 540 F.3d at 1378,79 
(‘‘[The patentee] argues that this reading of 
the statute—allowing an executive agency to 
find patent claims invalid after an Article III 
court has upheld their validity—violates the 
constitutionally mandated separation of 
powers, and therefore must be avoided. We 
disagree.’’). As the Federal Circuit held, ‘‘the 
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court’s final judgment and the examiner’s re-
jection are not duplicative—They are dif-
fering proceedings with different evidentiary 
standards for validity. Accordingly, there is 
no Article III issue created when a reexam-
ination considers the same issue of validity 
as a prior district court proceeding.’’ In re 
Swanson, 540 F.3d 1368, 1379 (Fed. Cir. 2008) 
(citation omitted). Because Section 6 merely 
broadens the kinds of invalidity challenges 
that can be pursued during reexamination, 
that holding would apply to the America In-
vents Act as well. Plaut simply does not 
apply. 


Relatedly, invalidation of a patent by the 
PTO (or by a court, for that matter), after it 
has been adjudicated ‘‘not invalid’’ in one 
particular case, does not purport to undo a 
court’s judgment in an earlier case. The PTO 
has no authority to disturb a final judgment 
of a court, and nothing in the proposed Act 
would change that. Rather, it would remain 
within the discretion of the district court to 
determine whether relief from a final judg-
ment was appropriate under Rule 60(b) based 
on changed circumstances. See Amado v. 
Microsoft Corp., 517 F.3d 1353, 1363 (Fed. Cir. 
2008). Nothing in Section 6 purports to alter 
the standards under which a court deter-
mines whether to grant relief from a final 
judgment. Accordingly, there is no constitu-
tional problem under Plaut. 
III. SECTION 18 OF THE AMERICA INVENTS ACT 


IS CONSTITUTIONAL 
Section 18 of the America Invents Act is 


equally constitutional. As an initial matter, 
it is important to recognize that Section 18 
does nothing more than apply the more ro-
bust post-grant review provisions of Section 
6 to existing business-method patents. By 
any measure, this is not a ‘‘taking’’ within 
the meaning of the constitution (unless for 
the past thirty years patent law has been ef-
fecting ‘‘takings’’ each time a reexamination 
takes place). The constitutional arguments 
that have been marshaled against Section 
18—that it applies ‘‘retroactively’’ to exist-
ing patents, that it would change the rules of 
the game, or that it would upset settled 
property rights—were rejected by the Fed-
eral Circuit in Patlex Corp. and again in Joy 
Technologies. These are the precedents that 
would govern any future challenge to Sec-
tion 18. 


I understand that critics of Section 18 are 
arguing that it improperly singles out busi-
ness-method patents and that it creates a 
‘‘second bite at the apple.’’ I find both sets of 
arguments to be unpersuasive as a constitu-
tional matter. First, Congress is well within 
its authority to determine that a particular 
subset of patents warrant closer administra-
tive review than other patents due to their 
history and development. Business-method 
patents are relatively novel creatures, and 
far removed from what the Founders would 
have envisioned when they sought to ‘‘pro-
mote the Progress of Science and the useful 
Arts.’’ Prior to the 1990s, business-method 
patents were largely unheard of. The surge 
in the issuance of such patents followed the 
1998 decision of the Federal Circuit in State 
Street Bank & Trust Co. v. Signature Financial 
Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), 
which has been widely viewed as having 
opened the door to business-method pat-
enting. The increase in business method pat-
ents does not appear to be abating. Accord-
ing to the PTO, the number of business- 
method patent applications that issued as 
patents jumped from 494 in 2002 to 3649 in 
2010. See http://www.uspto.gov/patents/ 
resourcesimethods/applicationfiling.jsp (last 
visited June 14, 2011). In the intervening 13 
years since State Street, the PTO and the 
courts have struggled to determine when 
such patents should issue. The Supreme 


Court’s decision last Term in Bilski v. 
Kappos, 130 S. Ct. 3218 (2010), offered some 
clarification, reaffirming the basic minima 
required to be patent-eligible subject matter 
under 35 U.S.C. § 101. Nonetheless, in light of 
the continuing confusion over such patents, 
and the paucity of traditional published 
prior art at the time such patents were 
issued, it is entirely rational—and thus con-
stitutionally appropriate—for Congress to 
make the judgment that it wants to provide 
a mechanism for ensuring that adequate 
vigor went into the PTO’s decision to issue a 
business-method patent, and that such fur-
ther review helps to ensure that this cat-
egory of patents is subject to the same qual-
ity of review as other patents were. See eBay 
Inc. v. MercExchange, LLC, 547 U.S. 388, 397 
(Kennedy, J., concurring) (noting the ‘‘sus-
pect validity of some’’ business-method pat-
ents). Given Congress’s general authority to 
allow administrative reexamination, as well 
as judicial challenge, to an already-issued 
patent, there can be no valid objection to 
Congress’s decision to focus these reexam-
inations on a class of patents that, because 
of their novelty, were especially prone to im-
provident grant. 


Second, providing a more robust reexam-
ination procedure does not create a second 
bite at the apple. By their nature, patents 
are continuously subject to challenge, 
whether in court or before the PTO. As noted 
above, patents are initially issued after an 
entirely ex parte process in which no one 
else is allowed to participate. To the extent 
a patent’s validity has been challenged in 
court, the challenge is only reviewed for 
clear and convincing evidence that the PTO 
erred in granting the patent. That does not 
answer the question of whether or not the 
PTO made a mistake—only reexamination 
provides a vehicle for answering that ques-
tion. To the extent this is a second bite, it is 
at a different apple. Section 18 does not cre-
ate any more opportunities for challenge 
than there are under existing law. It simply 
allows reexamination on a broader array of 
theories than allowed today. 


Moreover, just as a criminal defendant can 
be acquitted under a beyond-a-reasonable- 
doubt standard, but found civilly liable 
under a preponderance standard, there is 
also nothing unusual about the fact that a 
patent may be upheld in court (where a 
thumb is decidedly on the scale of the pat-
entee), but subsequently rejected as invalid 
by the PTO during reexamination. That is 
exactly what happened in Translogic Tech-
nology, Inc. v. Hitachi, Ltd, 250 F. App’x 988 
(Fed. Cir. 2007), and In re Translogic Tech., 
Inc., 504 F.3d 1249 (Fed. Cir. 2007). In the 
Translogic cases, the district court found the 
asserted patent to be infringed and not in-
valid. While the case was pending, the PTO 
reexamined the patent in an inter partes pro-
ceeding and found the patent was improperly 
issued and, thus, invalid. The Federal Circuit 
affirmed, and thus found that the judgment 
of infringement in the case against Hitachi 
had to be vacated. The only material dif-
ference between the law today and the proce-
dures contemplated in Section 18, is that 
Section 18 allows a broader array of inva-
lidity arguments to be presented to the PTO. 
Moreover, nothing in Section 18 purports to 
alter how principles of res judicata and col-
lateral estoppel would apply to a final judg-
ment after all appeals are resolved, or to 
change the standard for a district court to 
determine whether relief should be granted 
under Rule 60(b). Thus, as discussed above, 
the procedures in Section 18 and Section 6 do 
not present any of the constitutional con-
cerns identified in Plaut v. Spendthrift Farm, 
Inc., 514 U.S. 211 (1995). 


Nor is there anything constitutionally sus-
pect about limiting the review of existing 


business-method patents to those that have 
actually been asserted in court (or threat-
ened to be asserted, such that a declaratory 
judgment action could be brought). Rather, 
such a decision serves to limit the burden on 
the PTO and to focus the use of limited re-
sources on reexamining patents that, if im-
properly issued, are more detrimental to the 
economy. It is like limiting challenges to 
land claims to competing users of the land. 
Again, I see nothing in section 18 that pur-
ports to alter or interfere with application of 
existing principles of res judicata or collat-
eral estoppel in the context of a final judg-
ment, or to alter the standard for obtaining 
relief from a final judgment. 


Finally, Section 18(c) provides that a party 
that initiates a PTO reexamination may also 
seek a stay of ongoing litigation pending re-
examination from the court where ongoing 
litigation is pending. It is the court, not the 
PTO, that decides whether or not to grant a 
stay. That is consistent with existing law. 
See, e.g., Medichem, S.A. v. Rolabo, S.L., 353 
F.3d 928, 936 (Fed. Cir. 2003) (IA] stay of pro-
ceedings in the district court pending the 
outcome of the parallel proceedings in the 
PTO remains an option within the district 
court’s discretion.’’). Although Section 18(c) 
provides a list of factors for a district court 
should consider, these factors are quite bal-
anced and provide the district court with 
ample discretion. Indeed, these are the fac-
tors currently used by district courts in de-
ciding whether to grant a stay pending reex-
amination. See, e.g., Akeena Solar Inc. v. Zep 
Solar Inc., 2010 WL 1526388, *1 (N.D. Cal. 2010); 
Broadcast Innovation, L.L.C. v. Charter Com-
munications, Inc., 2006 WL 1897165, *4 (D. Colo. 
2006); Mots Fr ove Co., 2005 WL 3465664, *1 
(D.N.J. 2005); Tap Pharm. Prods. Inc. v. Atrix 
Labs., Inc., 70 U.S.P.Q. 2d 1319, 1320 (N.D. III. 
2004). Moreover, Section 18(c) provides for 
immediate appellate review of a decision to 
grant or deny a stay, ensuring that this dis-
cretion is not abused. 


In sum, there is nothing novel or unprece-
dented, much less unconstitutional, about 
the procedures proposed in sections 6 and 18 
of the America Invents Act. The proposed 
procedures simply expand existing reexam-
ination procedures to a broader array of in-
validity issues. And under settled case law, 
the application of these new reexamination 
procedures to existing patents is not a tak-
ing or otherwise a violation of the Constitu-
tion. Congress’s decision, to make these new 
reexamination procedures available only to a 
subset of existing patents—a category of pat-
ents that Congress could rationally believe 
were more suspect than other patents—rep-
resents a constitutionally proper decision on 
how to expend limited resources. 


Sincerely, 
MICHAEL W. MCCONNELL. 


MICHAEL W. MCCONNELL, 
Stanford, CA, June 23, 2011. 


DEAR CHAIRMAN SMITH AND RANKING MEM-
BER CONYERS: I am the Richard and Frances 
Mallery Professor and Director of the Con-
stitutional Law Center at Stanford Law 
School, and a Senior Fellow of the Hoover 
Institution at Stanford University, where I 
teach and write in the field of constitutional 
law. I previously served as a judge on the 
United States Court of Appeals for the Tenth 
Circuit. On June 16, I wrote to you regarding 
several constitutional issues that have aris-
en regarding proposed changes to patent re-
examination procedures in sections 6 and 18 
of the America Invents Act. Since then, two 
distinguished constitutional authorities, my 
old friends Richard Epstein and Charles Coo-
per have written responses to my letter. I 
thought it would be helpful for me to address 
those two responses directly and to explain 
why I remain convinced my original analysis 
was correct. 
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Both responses give far too broad a reading 


to Plaut v. Spendthrift Farm, Inc., 514 U.S. 211 
(1995), and give short shrift to binding prece-
dent of the U.S. Court of Appeals for the 
Federal Circuit that directly addresses the 
very kinds of constitutional objections that 
are being made with respect to sections 6 and 
18 of the America Invents Act. Indeed Pro-
fessor Epstein and Mr. Cooper acknowledge, 
as they must, that their position is contra-
dicted by In re Swanson, 540 F.3d 1368 (Fed. 
Cir. 2008). This shows that their analysis, 
whatever its abstract merits, is a departure 
from actual judicial precedent governing 
these questions. 


Most fundamentally, the Epstein and Coo-
per critiques refuse to accept the importance 
of the fact that judicial review of invalidity 
in the context of a patent infringement suit 
applies a different standard than administra-
tive reexamination. When the PTO (and sub-
sequently the Federal Circuit) reviews inva-
lidity in the context of a reexamination, a 
court is not ‘‘rehearing’’ the same issue, 
much less ‘‘reopening’’ a final judgment (as 
Professor Epstein erroneously posits), nor 
does it somehow render an earlier decision 
that an accused infringer had failed to carry 
its burden of proving invalidity by clear and 
convincing evidence an ‘‘advisory opinion’’ 
(as suggested by Mr. Cooper). Indeed, this 
fundamental point was critical to the hold-
ing in Swanson. See 540 F.3d at 1377 (‘‘[A] 
prior holding of validity is not necessarily 
inconsistent with a subsequent holding of in-
validity and is not binding on subsequent 
litigation or PTO reexaminations’’). Plaut 
does not need to be ‘‘overcome’’—it is simply 
inapplicable. 


Professor Epstein attempts to distinguish 
the well-developed body of case law uphold-
ing the constitutionality of reexamination 
procedures, on which sections 6 and 18 of the 
proposed act are based, by highlighting fac-
tual differences in those cases that are, in 
my view, simply irrelevant to the constitu-
tional analysis. For example, he contends 
Patlex Corp. v. Mossinghoff, 758 F.2d 594 (Fed. 
Cir. 1985), is different because there was no 
final judgment at the time the reexamina-
tion had begun. However, the Federal Circuit 
ascribed no significance to that fact—and 
with good reason. The case rests on the nec-
essarily provisional and correctable nature 
of patents, not on whether they had pre-
viously gone unchallenged in court. A prior 
judicial decision that a patent was not in-
valid would mean only that the initial PTO 
decision was not bereft of substantial sup-
port in the evidence—not that it was correct 
for all time, under a de novo standard. The 
court rejected the notion that there was a 
‘‘right to judgment by an Article III court on 
those issues’’ of invalidity. Id. at 600. The 
court reasoned that ‘‘[t]he reexamination 
statute’s purpose is to correct errors made 
by the government, to remedy defective gov-
ernmental (not private) action, and if need 
be to remove patents that should never have 
been granted.’’ Id. at 604. That holding and 
reasoning would apply equally whether or 
not the reexamination was commenced be-
fore entry of a final judgment. 


Likewise, Professor Epstein attempts to 
distinguish Joy Technologies v. Manbeck, 959 
F.2d 226 (Fed. Cir. 1992), by saying it arose in 
the context of a settlement. But regardless 
of the context in which it arose, the court 
there considered and rejected the same con-
stitutional objections being raised by the ob-
jectors to sections 6 and 18 in the context of 
reexamination. The attempt to distinguish 
Ethicon, Inc. v. Quigg, 849 F.2d 1422 (Fed. Cir. 
1988), is also unavailing. That case cogently 
explains the distinction between a court con-
sidering a challenge to validity under the 
clear and convincing standard, and reexam-
ination by the PTO under the preponderance 
standard. 


In addressing Swanson, Professor Epstein 
suggests that it is ‘‘strange’’ to ‘‘think that 
the PTO will help purge the legal system of 
weak patents when it allows itself to use a 
weaker standard than those involved in liti-
gation.’’ But under the clear-and-convincing 
evidence standard used for reviewing the 
PTO’s work in court, an improperly issued 
patent will often survive even in the face of 
significant evidence that the patent should 
not have issued. Thus, there are many mis-
takes that can be corrected only by the 
PTO—the agency that erroneously issued the 
patent in the first place. Professor Epstein 
further suggests that Swanson is of ‘‘dubious 
validity.’’ However, I am not aware of any 
subsequent court decision calling Swanson’s 
holding into question. That Professor Ep-
stein disagrees with Swanson shows only 
that his analysis is contrary to precedent, 
not that the precedent is ‘‘dubious.’’ He also 
contends that the reexamination procedures 
in Swanson are distinguishable because they 
were limited to new prior art. However, he 
ignores the higher-threshold gatekeeping 
function required under sections 6 and 18 of 
the proposed Act to obtain reexamination in 
the first place. In any event, the distinction 
is one without constitutional significance: 
there is no constitutional basis for confining 
reexamination to only one of possible cor-
rectable defects in the original issuance of a 
patent. 


Professor Epstein asserts that I am incor-
rect in stating that under current law, at the 
instance of a party, the PTO may reexamine 
a patent that has issued, and the validity of 
which has been unsuccessfully challenged in 
litigation. Yet, that is essentially what hap-
pened in Translogic Technology, Inc. v. 
Hitachi, Ltd., 250 F. App’x 988 (Fed. Cir. 2007), 
and In re Translogic Technology, Inc., 504 F.3d 
1249 (Fed. Cir. 2007)—cases that he simply 
does not address. 


Mr. Cooper barely addresses the above- 
mentioned precedent at all, except to assert 
that the unanimous decision of the U.S. 
Court of Appeals for the Federal Circuit in In 
re Swanson is inconsistent with his reading 
of Plaut. In so doing, Mr. Cooper suggests 
that there is something unseemly about the 
fact that a patent could be found ‘‘not in-
valid’’ in a proceeding against an infringer, 
but then subsequently found invalid by the 
PTO through reexamination at the behest of 
the infringer. Yet that is the law today. Sec-
tions 6 and 18 do nothing more than expand 
the types of invalidity challenges that may 
be considered by the PTO. Mr. Cooper’s anal-
ysis is not really a critique of sections 6 and 
18; it is a critique of patent law as it has ex-
isted for thirty years. By analogy, the fact 
that a party may be acquitted by one court 
under a reasonable doubt standard, but found 
civilly liable by another court under a pre-
ponderance standard does not render either 
decision ‘‘advisory.’’ So too here. Finally, 
the passage Mr. Cooper cites from Plaut is 
simply inapplicable. The standard of patent-
ability is not being changed, and the use of 
a clear-and-convincing standard of review in 
court is merely an acknowledgement of the 
presumption of administrative correctness, 
which is inapplicable when the PTO reviews 
its own work. 


At bottom, nothing in sections 6 and 18 of 
the proposed Act purports to change the sub-
stantive law regarding when a patent is val-
idly issued. They merely broaden the avail-
ability of one of the preexisting procedural 
vehicles (reexamination) for assessing valid-
ity. Matters of a technical nature, such as 
this, are especially appropriate to adminis-
trative as opposed to judicial redetermina-
tion. Courts have consistently rejected the 
notion that there is a property right in hav-
ing patent validity reviewed only in an Arti-
cle III court. And courts have rejected the 


argument that the PTO cannot reconsider its 
own decision to issue a patent merely be-
cause a court has found in a particular pro-
ceeding that an accused infringer failed to 
carry its burden of proving the patent in-
valid by clear and convincing evidence. 
Against this backdrop, we may be confident 
that the amendments to the reexamination 
procedure provided by sections 6 and 18 will 
be judged to pass constitutional muster. 


Sincerely, 
MICHAEL W. MCCONNELL. 


Mr. KYL. I yield the floor and sug-
gest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant editor of the Daily Di-
gest proceeded to call the roll. 


Mr. REID. Mr. President, I ask unan-
imous consent that the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
BEGICH.) Without objection, it is so or-
dered. 


Mr. REID. Mr. President, I ask unan-
imous consent that on Thursday, Sep-
tember 8, when the Senate resumes 
consideration of the America Invents 
Act, the following amendments be the 
only first-degree amendments in order: 
Coburn No. 599, Sessions No. 600, Cant-
well No. 595; that there be 5 hours of 
debate on the amendments divided in 
the following manner: 75 minutes for 
Senator COBURN or his designee; 1 hour 
for Senator SESSIONS or his designee; 45 
minutes for Senator CANTWELL or her 
designee; 1 hour for Senator GRASSLEY 
or his designee; and 1 hour for Senator 
LEAHY or his designee; that upon the 
use or yielding back of time, the Sen-
ate proceed to votes in relation to the 
amendments in the following order: 
Sessions No. 600; Cantwell No. 595; 
Coburn No. 599; that no other amend-
ments or points of order be in order to 
any of the amendments or the bill prior 
to the votes; finally, that following dis-
position of the amendments, the Sen-
ate proceed to vote on passage of the 
bill, as amended, if amended. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. REID. Mr. President, with this 
agreement, there will be up to four 
rollcall votes tomorrow afternoon be-
ginning about 4 p.m. Senators should 
also expect an additional vote fol-
lowing the President’s speech to the 
joint session. This vote will be on a 
motion to proceed to S.J. Res. 25, 
which is a joint resolution of dis-
approval of the President’s exercise of 
authority to increase the debt limit. 


If we proceed to the debt limit; that 
is, S.J. Res. 25, that means we will be 
in session for a long time on Friday— 
enough to dispose of that. If we do not 
move, the motion to proceed is not 
made successfully, then we would fin-
ish that matter and the week’s busi-
ness, at least as far as votes. Friday we 
have some other items we need to be 
filing, different motions and things, 
but the general body would not have to 
worry about that. 
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MORNING BUSINESS 


COMMITTEE ALLOCATIONS, BUDG-
ET AGGREGATES, AND PAY-AS- 
YOU-GO SCORECARD 
Mr. CONRAD. Mr. President, section 


106 of the Budget Control Act of 2011 
provides for budget enforcement in the 
Senate for the remainder of the current 
year, 2011, for the upcoming budget 
year, 2012, and, if necessary, for fiscal 
year 2013. 


Section 106(b)(1) requires the chair-
man of the Budget Committee to file: 
(1) allocations for fiscal years 2011 and 
2012 for the Committee on Appropria-
tions; (2) allocations for fiscal years 
2011, 2012, 2012 through 2016, and 2012 
through 2021 for committees other than 
the Committee on Appropriations; (3) 
aggregate spending levels for fiscal 
years 2011 and 2012; (4) aggregate rev-
enue levels for fiscal years 2011, 2012, 


2012 through 2016, and 2012 through 2021; 
and (5) aggregate outlay and revenue 
levels for fiscal years 2011, 2012, 2012 
through 2016, and 2012 through 2021 for 
Social Security. 


In the case of the Committee on Ap-
propriations, the allocations for 2011 
and 2012 shall be set consistent with 
the discretionary spending limits set 
forth in the Budget Control Act. In the 
case of allocations for committees 
other than the Committee on Appro-
priations and the revenue and Social 
Security aggregates, the levels shall be 
set consistent with the Congressional 
Budget Office’s March 2011 baseline ad-
justed to account for the budgetary ef-
fects of legislation enacted prior to and 
including the Budget Control Act but 
not included in the March 2011 base-
line. In the case of the spending aggre-
gates for 2011 and 2012, the levels shall 
be set consistent with the Congres-
sional Budget Office’s March 2011 base-


line adjusted to account for the budg-
etary effects of legislation enacted 
prior to and including the Budget Con-
trol Act but not included in the March 
2011 baseline and the discretionary 
spending limits set forth in the Budget 
Control Act. 


In addition, section 106(c)(1) requires 
the chairman of the Budget Committee 
to reset the Senate pay-as-you-go 
scorecard to zero for all fiscal years 
and to notify the Senate of this action. 


I ask unanimous consent that the fol-
lowing tables detailing the new com-
mittee allocations, budgetary and So-
cial Security aggregates, and pay-as- 
you-go scorecard that I am making 
pursuant to section 106 of the Budget 
Control Act of 2011 be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


SENATE COMMITTEE BUDGET AUTHORITY AND OUTLAY ALLOCATIONS PURSUANT TO SECTIONS 106(b)(1)(A) AND 106(b)(1)(B) OF THE BUDGET CONTROL ACT OF 2011 AND SECTION 
302 OF THE CONGRESSIONAL BUDGET ACT OF 1974, BUDGET YEAR 2011 


[in millions of dollars] 


Committee 


Direct spending legislation Entitlements funded in annual appro-
priations acts 


Budget authority Outlays Budget authority Outlays 


Appropriations: 
General Purpose Discretionary ................................................................................................................................................................................................. 1,211,141 1,391,055 
Memo: 


on-budget ........................................................................................................................................................................................................................ 1,205,096 1,385,032 
off-budget ....................................................................................................................................................................................................................... 6,045 6,023 


Mandatory ................................................................................................................................................................................................................................ 760,339 745,168 


Total ......................................................................................................................................................................................................................................... 1,971,480 2,136,223 
Agriculture, Nutrition, and Forestry .................................................................................................................................................................................................. 17,123 15,419 116,980 101,878 
Armed Services ................................................................................................................................................................................................................................. 138,783 142,549 107 106 
Banking, Housing, and Urban Affairs .............................................................................................................................................................................................. 849 ¥13,714 0 0 
Commerce, Science, and Transportation .......................................................................................................................................................................................... 14,441 9,883 1,401 1,376 
Energy and Natural Resources ......................................................................................................................................................................................................... 3,876 3,885 446 446 
Environment and Public Works ......................................................................................................................................................................................................... 44,872 3,557 0 0 
Finance .............................................................................................................................................................................................................................................. 1,481,842 1,478,151 545,640 545,944 
Foreign Relations .............................................................................................................................................................................................................................. 35,904 25,673 159 159 
Homeland Security and Governmental Affairs ................................................................................................................................................................................. 95,763 92,229 10,032 10,032 
Judiciary ............................................................................................................................................................................................................................................ 11,987 10,652 675 685 
Health, Education, Labor, and Pensions .......................................................................................................................................................................................... ¥10,039 ¥12,323 14,190 14,020 
Rules and Administration ................................................................................................................................................................................................................. 47 45 26 25 
Intelligence ........................................................................................................................................................................................................................................ 0 0 292 292 
Veterans’ Affairs ............................................................................................................................................................................................................................... 2,452 2,595 70,284 70,099 
Indian Affairs .................................................................................................................................................................................................................................... 2,773 782 0 0 
Small Business ................................................................................................................................................................................................................................. 4,722 4,722 0 0 
Unassigned to Committee ................................................................................................................................................................................................................ ¥739,945 ¥732,331 107 106 


Total ......................................................................................................................................................................................................................................... 3,076,930 3,167,997 760,339 745,168 


Note: In the absence of a discretionary spending limit for Fiscal Year 2011 in the Budget Control Act, the 302 allocation to the Committee on Appropriations for 2011 is set consistent with the already enacted level. 


SENATE COMMITTEE BUDGET AUTHORITY AND OUTLAY ALLOCATIONS PURSUANT TO SECTIONS 106(b)(1)(A) AND 106(b)(1)(B) OF THE BUDGET CONTROL ACT OF 2011 AND SECTION 
302 OF THE CONGRESSIONAL BUDGET ACT OF 1974 BUDGET YEAR 2012 


[In millions of dollars] 


Committee 


Direct spending legislation Entitlements funded in annual appro-
priations acts 


Budget authority Outlays Budget authority Outlays 


Appropriations: 
General Purpose Discretionary ................................................................................................................................................................................................. 1,043,000 1,262,000 
Memo: 


on-budget ........................................................................................................................................................................................................................ 1,036,835 1,255,845 
off-budget ....................................................................................................................................................................................................................... 6,165 6,155 


Mandatory ................................................................................................................................................................................................................................ 750,166 737,515 


Total ......................................................................................................................................................................................................................................... 1,793,166 1,999,515 
Agriculture, Nutrition, and Forestry .................................................................................................................................................................................................. 13,326 14,478 116,916 104,805 
Armed Services ................................................................................................................................................................................................................................. 143,163 139,124 107 109 
Banking, Housing, and Urban Affairs .............................................................................................................................................................................................. 37,057 28,793 0 0 
Commerce, Science, and Transportation .......................................................................................................................................................................................... 14,840 9,815 1,440 1,402 
Energy and Natural Resources ......................................................................................................................................................................................................... 4,913 5,052 456 456 
Environment and Public Works ......................................................................................................................................................................................................... 44,501 3,191 0 0 
Finance .............................................................................................................................................................................................................................................. 1,351,138 1,344,534 536,327 536,271 
Foreign Relations .............................................................................................................................................................................................................................. 33,593 27,088 159 159 
Homeland Security and Governmental Affairs ................................................................................................................................................................................. 98,428 94,857 10,034 10,034 
Judiciary ............................................................................................................................................................................................................................................ 15,414 11,152 705 717 
Health, Education, Labor, and Pensions .......................................................................................................................................................................................... 6,825 11,786 14,924 14,711 
Rules and Administration ................................................................................................................................................................................................................. 47 220 26 26 
Intelligence ........................................................................................................................................................................................................................................ 0 0 514 514 
Veterans Affairs ................................................................................................................................................................................................................................ 1,021 1,182 68,448 68,201 
Indian Affairs .................................................................................................................................................................................................................................... 758 1,097 0 0 
Small Business ................................................................................................................................................................................................................................. 0 0 0 0 
Unassigned to Committee ................................................................................................................................................................................................................ ¥703,805 ¥704,465 110 110 


Total ......................................................................................................................................................................................................................................... 2,854,385 2,987,419 750,166 737,515 
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the world use a first-to-file system, if 
you want your patent to be valid out-
side the United States you need to 
comply with first-to-file in any event. 


Among many of our most innovative 
companies, 70 percent of their licensing 
revenues come from overseas. Obvi-
ously, they are already going to be 
complying with the first-to-file rules. 
This bill does not, therefore, so much 
switch the system with which Ameri-
cans are complying today as it simply 
allows American companies to only 
have to comply with one system rather 
than two. As I said before, the first-to- 
file concept is clearer, faster, more 
transparent, and provides more cer-
tainty to inventors and manufacturers. 


On the other hand, the first-to-invent 
concept would make it impossible, in 
many instances, to know who has pri-
ority and which of the competing pat-
ents is the valid one. To determine who 
has priority under first to invent, ex-
tensive discovery must be conducted 
and the Patent Office and courts must 
examine notebooks and other evidence 
to determine who conceived of the in-
vention first and whether the inventor 
then diligently reduced it to practice. 


Under first-to-file, on the other hand, 
an inventor can get priority by filing a 
provisional application. This is an im-
portant point. It is easy. It is not as if 
the first-to-file is hard to do. This pro-
visional application, which only costs 
$110 for the small inventor, only re-
quires you to write a description of 
what your invention is and how it 
works. That is all. That is the same 
thing that an inventor’s notebook 
would have to contain under the first- 
to-invent concept if you are ever going 
to prevail in court by proving your in-
vention date. 


Because a provisional application is a 
government document, the date is 
clear. There is no opportunity for 
fraudulently backdating the invention 
date. There is no need for expensive 
discovery: What did the inventor know 
and when did he know it? You are es-
sentially not requiring anything in ad-
dition. You file a provisional applica-
tion. You have an entire year to get all 
of your work together and file your 
completed application, but your date is 
as of the time you file the provisional 
application. 


As I said, for a small entity, the fee 
is only $110. That grace period makes it 
clear that the patent will not be in-
valid because of disclosures made by 
the inventor or someone who got infor-
mation from an inventor during 1 year 
before filing. That is important. 


A lot of academics and folks go to 
trade shows and begin talking about 
their concepts and what they have 
done. If you disclose this, you have a 
year to file after you disclose the infor-
mation. And under the bill’s second, 
enhanced grace period, no other disclo-
sure, regardless of whether it was ob-
tained from the inventor, can then in-
validate the invention. 


The bill has been very carefully writ-
ten to protect the small inventor or 


the academic. That is what it is de-
signed to do. This is not a case of big 
versus small, although people both big 
and small support the legislation. If 
anybody suggests the Feinstein amend-
ment will protect the small inventor, it 
does not protect the small inventor. In 
fact, as I said, the legislation is very 
carefully crafted to give the small in-
ventor a variety of ways to ensure that 
he or she is protected. 


The first coalition to bring the whole 
idea of patent reform to the Congress, 
the Coalition for 21st Century Patent 
Reform, is very strongly in support of 
the legislation and in opposition to the 
Feinstein amendment. In fact, it noted 
in a statement released Wednesday 
that not only does it oppose the 
amendment, it would oppose the entire 
bill if the amendment were to be adopt-
ed and this first-to-file concept were 
stricken from the bill. 


In fact, here is what they said: 
The first-inventor-to-file provisions cur-


rently in S. 23 form the linchpin that makes 
possible the quality improvements that S. 23 
promises. 


Here is what the Obama Statement of 
Administration Policy says. It lays out 
exactly what is at stake: 


By moving the United States to a first-to- 
file system, the bill simplifies the process of 
acquiring rights. This essential provision 
will reduce legal costs, improve fairness, and 
support U.S. innovators seeking to market 
their products and services in the global 
marketplace. 


I am continuing the statement: 
Most of the arguments in opposition to the 


bill and FITF appear to be decades-old con-
tentions that have been fully and persua-
sively rebutted. As one example, the Na-
tional Research Council of the National 
Academies assembled a group of leading pat-
ent professionals, economists, and academics 
who spent four years intensely studying 
these issues and concluded in 2004 that the 
move to FITF represented a necessary 
change for our patent system to operate fair-
ly, effectively and efficiently in the 21st cen-
tury. 


They go on to say: 
Without retaining S. 23’s current FITF 


provisions, the bill would no longer provide 
meaningful patent reform. 


Let me repeat that. If the Feinstein 
amendment would prevail, ‘‘the bill 
would no longer provide meaningful 
patent reform.’’ 


As an example, the new provisions on post- 
grant review of patents, an important new 
mechanism for assuring patent quality, 
could no longer be made to work. Instead of 
a patent reform bill, what would remain of S. 
23 would be essentially an empty shell. 


Let me finish the statement: 
Thus, we could not continue our support of 


passage of S. 23 without the first-inventor- 
to-file provisions present in the bill. It would 
place us in the unfortunate position of op-
posing moving forward with a bill where we 
have been among the longest, most ardent 
supporters. 


Just to conclude, the National Asso-
ciation of Manufacturers, which rep-
resents both large and small manufac-
turers in every industrial sector, has 
also made it clear that it strongly op-
poses the amendment. I will conclude 


by quoting from that group’s state-
ment in opposition to the Feinstein 
amendment. 


The NAM supports transitioning the 
United States from a ‘‘first-to-invent’’ sys-
tem to a ‘‘first-to-file’’ system to eliminate 
unnecessary cost and complexity in the U.S. 
patent system. Manufacturers large and 
small operate in the global marketplace and 
the United States needs to move toward a 
system that will provide more patent protec-
tion around the world for our innovative 
member companies. The ‘‘first-to-file’’ provi-
sion currently included in S. 23 achieves this 
goal. 


Mr. President, I hope my colleagues 
will pay close attention to the argu-
ments made by Chairman LEAHY and 
the arguments I have made in opposi-
tion to the Feinstein amendment. 
Whether intended or not, it would be a 
poison pill. It would kill the legislation 
if it were adopted. We need to move 
this important legislation forward, as 
the administration notes in its state-
ment of policy, and therefore I urge my 
colleagues, when we have an oppor-
tunity to vote on the Feinstein amend-
ment, to vote against it and to support 
the legislation as reported. 


The ACTING PRESIDENT pro tem-
pore. Morning business is closed. 


f 


PATENT REFORM ACT OF 2011 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, the 
Senate will resume consideration of S. 
23, which the clerk will report. 


The legislative clerk read as follows: 
A bill (S. 23) to amend title 35, United 


States Code, to provide for patent reform. 


Pending: 
Leahy amendment No. 114, to improve the 


bill. 
Bennet amendment No. 116, to reduce the 


fee amounts paid by small entities request-
ing prioritized examination under Three- 
Track Examination. 


Feinstein amendment No. 133, to strike the 
first inventor to file requirement. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Vermont is rec-
ognized. 


AMENDMENT NO. 133, AS MODIFIED 
Mr. LEAHY. Mr. President, I under-


stand we have the Feinstein amend-
ment No. 133 at the desk. I ask unani-
mous consent that the Feinstein 
amendment No. 133 be modified with 
the changes that are at the desk. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


The amendment, as modified, is as 
follows: 


On page 2, line 3, strike ‘‘FIRST INVEN-
TOR TO FILE.’’ and insert ‘‘FALSE MARK-
ING.’’ 


On page 2, strike line 4 and all that follows 
through page 16, line 21, and insert the fol-
lowing: 


(a) FALSE MARKING.— 
On page 17, line 18, strike ‘‘(l)’’ and insert 


‘‘(b)’’. 
On page 18, strike line 22 and all that fol-


lows through page 32, line 11. 
On page 66, strike line 9 and all that fol-


lows through page 67, line 8. 
On page 71, line 1, strike ‘‘derivation’’ and 


insert ‘‘interference’’. 
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On page 71, line 5, strike ‘‘derivation’’ and 


insert ‘‘interference’’. 
On page 72, line 24, strike ‘‘DERIVATION’’ 


and insert ‘‘INTERFERENCE’’. 
On page 72, lines 24 and 25, strike ‘‘deriva-


tion’’ and insert ‘‘interference’’. 
On page 73, line 4, strike ‘‘derivation’’ and 


insert ‘‘interference’’. 
On page 73, line 18, strike ‘‘derivation’’ and 


insert ‘‘interference’’. 
On page 73, line 23, strike ‘‘derivation’’ and 


insert ‘‘interference’’. 
On page 74, lines 2 and 3, strike ‘‘deriva-


tion’’ and insert ‘‘interference’’. 
On page 74, between lines 20 and 21, insert 


the following: 
(d) CONFORMING AMENDMENTS.—Sections 41, 


134, 145, 146, 154, 305, and 314 of title 35, 
United States Code, are each amended by 
striking ‘‘Board of Patent Appeals and Inter-
ferences’’ each place that term appears and 
inserting ‘‘Patent Trial and Appeal Board’’. 


On page 74, line 21, strike ‘‘(d)’’ and insert 
‘‘(e)’’. 


On page 95, strike lines 13 through 15, and 
insert the following: by inserting ‘‘(other 
than the requirement to disclose the best 
mode)’’ after ‘‘section 112 of this title’’. 


Mr. LEAHY. Mr. President, I wish to 
thank the distinguished Senator from 
Arizona for his words here this morn-
ing. He is part of the small group of Re-
publicans and Democrats who have 
worked very hard over the last couple 
of years on this bill with the idea of 
giving us something that would allow 
inventors, innovators, and entre-
preneurs in America to be able to com-
pete with the rest of the world. 


I am one American who believes we 
can compete with anybody anywhere 
provided we get a level playing field. 
Other countries have set up enough 
barriers for us of their own. We 
shouldn’t be setting up barriers here in 
the United States. One thing we can do 
is to make some major, long-overdue 
changes in the patent laws to give us 
that level playing field. Inventors and 
innovators in America who will take 
advantage of this will be better off for 
it and will create jobs, but most impor-
tantly, we will show the rest of the 
world that America is open for busi-
ness. 


Americans can be the innovators 
they have been from the time the first 
patent was issued—and I say this with 
pride—to a Vermonter back when then- 
Secretary of State Thomas Jefferson 
reviewed the application, which was 
then signed by the President of the 
United States, George Washington. 
Now, of course, they are not reviewed 
by the Secretary of State and signed by 
the President, thank goodness, because 
there are over 700,000 applications 
pending. 


We need legislation to bring us up to 
date, and this act will promote innova-
tion, it will create new businesses and, 
as a result, new jobs. This is bipartisan 
legislation that will allow inventors to 
secure their patents more quickly and 
to have better success commercializing 
them. 


The pending amendment would gut 
the reforms intended by the bill. With 
all due respect, it would destroy all the 
work we have tried to do in this bill. It 
would eliminate a major piece of this 


effort—the transition to a first-inven-
tor-to-file patent system. First-inven-
tor-to-file is a necessary component of 
this legislation and enjoys support 
from every corner of the patent com-
munity. 


The administration, the Secretary of 
Commerce, and the head of the Patent 
and Trademark Office all oppose this 
amendment. A vast array of individ-
uals, independent small inventors, 
small businesses, and labor oppose this 
amendment. The four senior Repub-
licans on the Judiciary Committee who 
have worked so hard on this bill—Sen-
ators GRASSLEY, HATCH, KYL, and SES-
SIONS—oppose this amendment. Need-
less to say, I oppose this amendment. 
It would be a poison pill to these legis-
lative reform efforts. 


Supporters of the legislation before 
us—ranging from high-tech and life 
sciences companies to universities and 
small businesses—place such a high im-
portance on the transition to the first- 
inventor-to-file system that many of 
them, including those who reside in 
just about every State, would not sup-
port a bill without those provisions. 


A transition to first-inventor-to-file 
has been part of this bill since its in-
troduction four Congresses ago. Yet, 
until very recently, first-inventor-to- 
file was never the subject of even a sin-
gle amendment in the Judiciary Com-
mittee over all those years. This legis-
lation is the product of eight Senate 
hearings and three markups spanning 
weeks of consideration and numerous 
amendments. Never was first-inventor- 
to-file a contentious issue. Now some 
well-financed special interests that do 
not support the America Invents Act 
have decided to kill the bill by a last- 
minute campaign to strike these vital 
provisions. 


I urge Senators to support the goals 
of the America Invents Act and vote 
against this amendment to strike first- 
inventor-to-file. 


Mr. President, the United States is 
the only industrialized country still 
using a first-to-invent system, and 
there is a reason for that. A first-in-
ventor-to-file system, by contrast, 
where the priority of a right to a pat-
ent is based on the earlier filed applica-
tion, adds simplicity and objectivity 
into a very complex system. By con-
trast, our current outdated method for 
determining the priority right to a pat-
ent is extraordinarily complex, it is 
subjective, it is time-intensive, and it 
is expensive. The old system almost al-
ways favors the larger corporation and 
the deep pockets over the small inde-
pendent inventor. 


This past weekend, the Washington 
Post editorial board endorsed the tran-
sition, calling our first-inventor-to-file 
standard a ‘‘bright line.’’ They went on 
to say it would bring ‘‘certainty to the 
process.’’ The editorial also rightly rec-
ognizes the ‘‘protections for academics 
who share their ideas with outside col-
leagues or preview them in public sem-
inars’’ that are included in the bill. 


The transition to a first-inventor-to- 
file system will benefit small inventors 


and inventors of all sizes by creating 
certainty. Once a patent is granted, an 
inventor can rely on its filing date on 
the face of the patent. 


The reduction in costs to patent ap-
plications that comes with a transition 
to this system should also help the 
small independent inventor. In the cur-
rent outdated system where more than 
one application claiming the same in-
vention is filed, the priority of a right 
to a patent is decided through an ‘‘in-
terference’’ proceeding to determine 
which applicant can be declared to 
have invented the claimed invention 
first. It is lengthy, it is complex, and it 
can cost hundreds of thousands of dol-
lars. Small inventors rarely, if ever, 
win interference proceedings. In a first- 
inventor-to-file system, however, the 
filing date of the application is objec-
tive and easy to determine, resulting in 
a streamlined and less costly process. 


The bill protects against the con-
cerns of many small inventors and uni-
versities by including a 1-year grace 
period to ensure the inventor’s own 
publication or disclosure cannot be 
used against him as prior art but will 
act as prior art against another patent 
application. This encourages early dis-
closure of new inventions regardless of 
whether the inventor ends up trying to 
patent the invention. 


The transition to first-inventor-to- 
file is ultimately needed to help Amer-
ican companies and innovators com-
pete globally. As business and competi-
tion increasingly operate on a world-
wide scale, inventors have to file pat-
ent applications in both the United 
States and other countries for protec-
tion of their inventions. Since Amer-
ica’s current outdated system differs 
from the first-inventor-to-file system 
used in other patent-issuing jurisdic-
tions—all our competitors—it causes 
confusion and inefficiencies for Amer-
ican companies and innovators. Harmo-
nization will benefit American inven-
tors. 


Commerce Secretary Gary Locke 
highlighted the importance of the first- 
inventor-to-file provision to the bill in 
his column published in The Hill yes-
terday. He noted that it ‘‘would be 
good for U.S. businesses, providing a 
more transparent and cost-effective 
process that puts them on a level play-
ing field with their competitors around 
the world.’’ 


Secretary Locke went on to confront 
the erroneous notion that the current 
outdated system is better for small 
independent inventors, and he did it 
head-on by explaining that in his 
‘‘strong opinion that the opposite is 
true.’’ The first-inventor-to-file system 
is better for the small independent in-
ventor. As the Secretary noted: 


The cost of proving that one was first to 
invent is prohibitive and requires detailed 
and complex documentation of the invention 
process. In cases where there’s a dispute 
about who the actual inventor is, it typically 
costs at least $400,000 in legal fees, and even 
more if the case is appealed. By comparison, 
establishing a filing date through a provi-
sional application and establishing priority 
of invention costs just $110. 
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Secretary Locke explained how the 


125,000 provisional applications cur-
rently filed each year prove that early 
filing dates protect the rights of small 
inventors. He reiterated that during 
the past 7 years, under the current out-
dated, cumbersome, and expensive sys-
tem, of almost 3 million applications 
filed, only 1 patent was granted to an 
individual inventor who was the second 
to apply. 


Our reform legislation enjoys broad 
support. I have already mentioned 
some of those supporters, but let me 
highlight a few more: 


Just yesterday, the National Associa-
tion of Manufacturers urged every Sen-
ator to oppose the effort to strike the 
first-to-file transition, writing, ‘‘The 
NAM supports transitioning the United 
States from a ‘first-to-invent’ system 
to a ‘first-to-file’ system to eliminate 
unnecessary cost and complexity in the 
U.S. patent system.’’ 


The Small Business & Entrepreneur-
ship Council has expressed its strong 
support for the first-inventor-to-file 
system, writing that ‘‘small firms will 
in no way be disadvantaged, while op-
portunities in the international mar-
kets will expand.’’ 


The Intellectual Property Owners As-
sociation calls the first-inventor-to file 
system ‘‘central to modernization and 
simplification of patent law’’ and ‘‘very 
widely supported by U.S. companies.’’ 


Independent inventor Louis Foreman 
has said the first-inventor-to-file tran-
sition will help ‘‘independent inventors 
across the country by strengthening 
the current system for entrepreneurs 
and small businesses.’’ 


Six university, medical college, and 
higher education associations have 
urged the transition to first-to-file, 
saying that it will ‘‘add greater clarity 
to the U.S. system.’’ 


And, in urging the transition to the 
first-to-file system, the Association for 
Competitive Technology, which rep-
resents small and mid-size IT firms, 
has said the current outdated system 
‘‘negatively impacts entrepreneurs’’ 
and puts American inventors ‘‘at a dis-
advantage with competitors abroad 
who can implement first inventor to 
file standards.’’ That is why it is so im-
portant to move to a first-inventor-to- 
file system. 


I ask unanimous consent copies of 
the Washington Post editorial, ‘‘Pat-
enting Innovation,’’ be printed in the 
RECORD at the conclusion of my re-
marks. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


(See exhibit 1.) 
Mr. LEAHY. I also ask letters from 


the National Association of Manufac-
turers, higher education associations, 
the Small Business & Entrepreneurship 
Council be printed in the RECORD at 
the conclusion of my comments. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


(See exhibit 2.) 


Mr. LEAHY. I will conclude with 
this: If we are to continue to lead the 
globe in innovation and production, if 
we are to win the future through Amer-
ican ingenuity and innovation, we 
must have a patent system that is 
streamlined and efficient. The America 
Invents Act, and a transition to a first- 
inventor-to-file system in particular, is 
crucial to fulfill this promise. I urge all 
Senators on both sides of the aisle to 
oppose the Feinstein amendment and 
support the important provision of 
first-inventor-to-file, which is at the 
heart of the America Invents Act. 


As I said, I submit the list of stake-
holders across the spectrum from high- 
tech and life sciences to universities 
and small inventors in support of a 
transition to the first-to-file system, 
and ask unanimous consent that list be 
printed in the RECORD. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


(See exhibit 3.) 
Mr. LEAHY. Mr. President, I see the 


distinguished Senator from Delaware 
who has been so helpful on this legisla-
tion on the floor, so I yield the floor. 


EXHIBIT 1 
[From the Washington Post, Feb. 26, 2011] 


PATENTING INNOVATION 
More than 60 years have passed since a 


major overhaul of the U.S. patent system 
has taken place. And it shows. 


The U.S. patent system lags woefully. One 
example: Patents in the United States are 
given to those ‘‘first to invent.’’ This ap-
proach is out of step with the rest of the 
world’s ‘‘first to file’’ approach and is highly 
inefficient. It invites people to come out of 
the woodwork years after a product has been 
on the market to claim credit and demand 
royalties. 


The secretive and lengthy U.S. process also 
too often results in patents for products that 
are neither novel nor innovative. It leaves 
manufacturers vulnerable to infringement 
lawsuits and damage awards long after their 
products have gone to market. 


The Senate is poised to take up a bill on 
Monday that would eliminate these defects 
and bring the U.S. system into the 21st cen-
tury. 


The Patent Reform Act, introduced by 
Sens. Patrick J. Leahy (D-Vt.) and Orrin G. 
Hatch (R-Utah), would recognize the ‘‘first 
inventor to file’’ standard, creating a bright 
line—the date on which a patent application 
was filed—and bringing certainty to the 
process. Yet the bill is not inflexible and 
wisely keeps in place protections for aca-
demics who share their ideas with outside 
colleagues or preview them in public semi-
nars. 


The bill also would increase protections for 
those with legitimate gripes. Third parties, 
currently shut out of the process, would be 
given clear rules and time limits to chal-
lenge patents that have not yet been ap-
proved. They’d also have a chance to lodge 
objections after a patent has been granted; 
the U.S. Patent and Trademark Office (PTO) 
would resolve these disputes. This safety 
valve should reduce the litigation costs asso-
ciated with court challenges. 


The PTO has long been overwhelmed and 
underfunded. The bill would allow the agen-
cy to set the amount it charges for filings 
while providing discounts to solo inventors 
and small companies. An amendment likely 
to be introduced by Sen. Tom Coburn (R- 


Okla.) would allow the agency to keep all of 
its fees, thereby ensuring it the resources it 
needs to carry out the bill’s mandates. 


The president made much of ‘‘winning the 
future’’ in his State of the Union address. A 
patent system that protects innovators and 
encourages meaningful breakthroughs would 
help achieve that goal. 


EXHIBIT 2 


NATIONAL ASSOCIATION 
OF MANUFACTURERS, 


Washington, DC, March 2, 2011. 
U.S. SENATE, 
Washington, DC. 


DEAR SENATOR: The National Association 
of Manufacturers (NAM), the nation’s largest 
industrial trade association representing 
small and large manufacturers in every in-
dustrial sector and in all 50 states, urges you 
to oppose amendment 133 offered by Sen. 
Dianne Feinstein (D-CA) to S. 23,The Amer-
ica Invents Act. 


The amendment would remove a key provi-
sion in S. 23, The America Invents Act, 
which is strongly supported by manufactur-
ers, the creation of a ‘‘first-inventor-to-file’’ 
system. 


The NAM supports transitioning the 
United States from a ‘‘first-to-invent’’ sys-
tem to a ‘‘first-to-file’’ system to eliminate 
unnecessary cost and complexity in the U.S. 
patent system. Manufacturers large and 
small operate in the global marketplace and 
the United States needs to move toward a 
system that will provide more patent protec-
tion around the world for our innovative 
member companies. The ‘‘first-to-file’’ provi-
sion currently included in S. 23 achieves this 
goal. 


Thank you for your consideration and your 
support for the ‘‘first-to-file’’ system. 


Sincerely, 
DOROTHY COLEMAN. 


FEBRUARY 28, 2011. 
Hon. PATRICK J. LEAHY, 
Russell Senate Office Building, 
Washington, DC. 


DEAR SENATOR LEAHY: We write as the 
presidents of six university, medical college, 
and higher education associations to express 
the strong support of our associations for S. 
23, the Patent Reform Act of 2011, which was 
reported by the Senate Judiciary Committee 
on a 15–0 vote and is scheduled to be consid-
ered by the Senate this week. This bipar-
tisan agreement represents the successful 
culmination of a thorough, balanced effort to 
update the U.S. patent system to support 
more effectively the nation’s economic com-
petitiveness and job creation in the increas-
ingly competitive global environment of the 
21st century. 


Our universities and medical colleges are 
this nation’s principal source of the funda-
mental research that expands the frontiers 
of knowledge, strengthening the nation’s in-
novative capacity. The patent system plays 
a critical role in enabling these institutions 
to transfer the discoveries arising from uni-
versity research into the commercial sector 
for development into products and processes 
that benefit society. 


S. 23 will: 
Harmonize the U.S. patent system with 


that of our major trading partners, enabling 
U.S. inventors to compete more effectively 
in the global marketplace; 


Improve patent quality by allowing third 
parties to submit information to the USPTO 
concerning patents under examination, and 
by creating an efficient, effective post-grant 
opposition proceeding to challenge patents 
for nine months after they have been grant-
ed, allowing challengers to eliminate weak 
patents that should not have been granted 
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and strengthening those patents that survive 
the challenge; 


Reduce patent litigation costs by estab-
lishing the new post-grant procedure noted 
above, and by significantly improving the 
current inter partes review procedure, which 
will provide a lower-cost alternative to civil 
litigation to challenge a patent throughout 
its lifetime, while significantly reducing the 
capacity to mount harassing serial chal-
lenges; and 


Provide USPTO with increased resources 
by providing this fee-funded agency with 
critically needed fee-setting authority, sub-
ject to Congressional and Patent Public Ad-
visory Committee oversight. 


We wish to call your attention to two im-
portant amendments that may be offered 
during floor consideration: 


Senator Coburn is expected to offer an 
amendment to prevent diversion of fees col-
lective by USPTO. This amendment is a crit-
ical accompaniment to the fee-setting au-
thority provided by S. 23, allowing this seri-
ously under-resourced agency to maintain 
the fees necessary to carry out its critical 
functions and reduce the backlog of patent 
applications. We urge you to support the 
Coburn amendment. 


Senators Feinstein, Boxer, and Reid are ex-
pected to offer an amendment to eliminate 
the transition to a first-inventor-to-file sys-
tem. The National Academies, in its seminal 
report on patent reform, A Patent System 
for the 21st Century, strongly recommended 
moving from a first-to-invent to a first-in-
ventor-to-file system. Adopting a first-inven-
tor-to-file system will harmonize the U.S. 
patent law with that of our trading partners, 
add greater clarity to the U.S. system by re-
placing the subjective determination of the 
first inventor with the objective identifica-
tion of the first filer, and eliminate the costs 
of interferences and litigation associated 
with determining the first inventor. We urge 
you to oppose the Feinstein, Boxer, and Reid 
amendment. 


We believe S. 23 reforms current U.S. law 
in a way that balances the interests of the 
various sectors of the patent community and 
substantially improves the patent system 
overall, strengthening the capacity of this 
system to strengthen the nation’s innovative 
capacity and economic competitiveness. We 
urge you to support this carefully crafted 
legislation. 


Sincerely, 
ROBERT M. BERDAHL, 


President, Association 
of American Univer-
sities; 


MOLLY CORBETT BROAD, 
President, American 


Council on Edu-
cation; 


DARRELL G. KIRCH, 
President and CEO, 


Association of Amer-
ican Medical Col-
leges; 


PETER MCPHERSON, 
President, Association 


of Public and Land- 
grant Universities; 


ASHLEY J. STEVENS, 
President, Association 


of University Tech-
nology Managers; 


ANTHONY P. DECRAPPEO, 
President, Council on 


Governmental Rela-
tions. 


This letter was sent to all members of the 
U.S. Senate. 


SMALL BUSINESS & 
ENTREPRENEURSHIP COUNCIL, 


Oakton, VA, February 28, 2011. 
Hon. PATRICK LEAHY, 
U.S. Senate, Russell Senate Bldg., 
Washington, DC. 


DEAR SENATOR LEAHY: The Small Business 
& Entrepreneurship Council (SBE Council) 
and its members across the nation have been 
strong advocates for patent reform. We are 
pleased that you have introduced the Patent 
Reform Act (S. 23), and we strongly endorse 
this important piece of legislation. 


An effective and efficient patent system is 
critical to small business and our overall 
economy. After all, the U.S. leads the globe 
in entrepreneurship, and innovation and in-
vention are central to our entrepreneurial 
successes. Indeed, intellectual property— 
most certainly including patents—is a key 
driver to U.S. economic growth. Patent re-
form is needed to clarify and simplify the 
system; to properly protect legitimate pat-
ents; and to reduce costs in the system, in-
cluding when it comes to litigation and the 
international marketplace. 


Make no mistake, this is especially impor-
tant for small businesses. As the Congres-
sional Research Service has reported: ‘‘Sev-
eral studies commissioned by U.S. federal 
agencies have concluded that individuals and 
small entities constitute a significant source 
of innovative products and services. Studies 
have also indicated that entrepreneurs and 
small, innovative firms rely more heavily 
upon the patent system than larger enter-
prises.’’ 


The Patent Reform Act works to improve 
the patent system in key ways, including, 
for example, by lowering fees for micro-enti-
ties, and by shortening time periods for pat-
ent reviews by making the system more pre-
dictable. 


During the debate over this legislation, it 
is expected that two important areas of re-
form will come under attack. 


First, the U.S. patent system is out of step 
with the rest of the world. The U.S. grants 
patents on a first-to-invent basis, rather 
than the first-inventor-to-file system that 
the rest of the world follows. First-to-invent 
is inherently ambiguous and costly, and 
that’s bad news for small businesses and in-
dividual inventors. 


In a 2004 report from the National Re-
search Council of the National Academies 
(titled ‘‘A Patent System for the 21st Cen-
tury’’), it was pointed out: ‘‘For those sub-
ject to challenge under first-to-invent, the 
proceeding is costly and often very pro-
tracted; frequently it moves from a USPTO 
administrative proceeding to full court liti-
gation. In both venues it is not only evidence 
of who first reduced the invention to prac-
tice that is at issue but also questions of 
proof of conception, diligence, abandonment, 
suppression, and concealment, some of them 
requiring inquiry into what an inventor 
thought and when the inventor thought it.’’ 
The costs of this entire process fall more 
heavily on small businesses and individual 
inventors. 


As for the international marketplace, pat-
ent harmonization among nations will make 
it easier, including less costly, for small 
firms and inventors to gain patent protec-
tion in other nations, which is critical to 
being able to compete internationally. By 
moving to a first-inventor-to-file system, 
small firms will in no way be disadvantaged, 
while opportunities in international markets 
will expand. 


Second, as for improving the performance 
of the USPTO, it is critical that reform pro-
tect the office against being a ‘‘profit cen-
ter’’ for the federal budget. That is, the 
USPTO fees should not be raided to aid Con-
gress in spending more taxpayer dollars or to 


subsidize nonrelated programs. Instead, 
those fees should be used to make for a 
quicker, more predictable patent process. 


Thank you for your leadership Senator 
Leahy. Please feel free to contact SBE Coun-
cil if we can be of assistance on this impor-
tant issue for small businesses. 


Sincerely, 
KAREN KERRIGAN, 


President & CEO. 


EXHIBIT 3 
RECORD SUBMISSIONS—FIRST-TO-FILE 


Mr. President. We have heard from stake-
holders from across the spectrum—from high 
tech and life sciences, to universities and 
small inventors—in support of the transition 
to the first-to-file system. These supporters 
include: 


AdvaMed; American Bar Association; 
American Council on Education; American 
Intellectual Property Law Association; Asso-
ciation of American Medical Colleges; Asso-
ciation for Competitive Technology; Associa-
tion of American Universities; Association of 
Public and Land-grant Universities; Associa-
tion of University Technology Managers; 
Biotechnology Industry Organization; Busi-
ness Software Alliance; Coalition for 21st 
Century Patent Reform, a coalition of 50 
companies from 18 different industry sectors, 
such as General Electric, Procter & Gamble, 
3M, Pfizer, and Cargill. 


Council on Governmental Relations; Gary 
Michelson, Independent Inventor; Genentech; 
Intellectual Property Owners Association; 
Louis J. Foreman, Enventys, Independent In-
ventor; National Association of Manufactur-
ers; The Native American Intellectual Prop-
erty Enterprise Council; PhRMA; Small 
Business and Entrepreneurship Council; 
Software & Information Industry Associa-
tion. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Delaware is 
recognized. 


Mr. COONS. Mr. President, I thank 
the chairman for his leadership on this 
floor deliberation regarding S. 23, the 
America Invents Act. 


I rise to speak in opposition to the 
Feinstein amendment, which would 
strike the first-to-file provision, which 
I think is one of the critical compo-
nents of this act that will harmonize 
the patent system with that of the rest 
of the world, as I heard Chairman 
LEAHY speak to. This is the first com-
prehensive patent reform bill in 60 
years. It is a key piece of our bipar-
tisan work to make sure the United 
States remains a competitive country 
which can once again be in the fore-
front of world innovation. 


As someone who, like you, Mr. Presi-
dent, is concerned about manufac-
turing, is concerned about employ-
ment, is concerned about jobs, one of 
the ways we can restrengthen, reinvig-
orate, reenergize manufacturing in this 
country is by making sure our Patent 
and Trademark Office is as capable, is 
as strong as it can possibly be. I take 
quite seriously that the Patent and 
Trademark Office under the very able 
leadership of Director Kappos is op-
posed to this amendment and has also 
raised concern, which I share, that this 
amendment would tear apart the very 
broad coalition that has worked so 
hard and has negotiated this particular 
act, the America Invents Act, over the 
last 6 years. 
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On an issue that is as important as 


this, as critical as this to the protec-
tion of American innovation and the 
resulting creation of jobs, I think it is 
important that we in the Senate not 
allow this bipartisan bill to fall apart 
over this issue. 


Transition to first-to-file is an im-
provement over the current system be-
cause it provides increased predict-
ability, certainty, and transparency. 
Patent priority will depend on the date 
of public disclosure and the effective 
filing date rather than on secret inven-
tor notebooks, secret personal files 
which may or may not be admissible 
and often lead to long and contentious 
litigation, as the chairman mentioned 
in his floor comments as well. 


This predictability, the predict-
ability that the first-to-file system will 
bring, I believe will strengthen the 
hand of investors, inventors, and the 
public. All will know as soon as an ap-
plication is filed whether it is likely to 
have priority over other patent appli-
cations. 


In contrast, the current system with 
which we worked for many years does 
not provide an easy way to determine 
priority. That is why interference pro-
ceedings can be so contentious, so long, 
and so expensive. There are some small 
inventors in particular who I know are 
concerned that first-to-file will be used 
by larger companies to steal away 
their rightful invention. This bill con-
tains critical protections for all inven-
tors so the ultimate new system, once 
this is passed, will be more fair, more 
predictable, and transparent for all. 
For those inventors who publicly dis-
close an invention before anybody else, 
they have a 1-year grace period to 
claim priority for any patent applica-
tion based on the subject matter they 
disclose. Smaller inventors as well as 
large inventors will be protected as 
soon as they publish or otherwise dis-
close under this America Invents Act. 


In my view, that will increase the 
free flow of ideas while still protecting 
the IP rights of any inventor, large or 
small. 


The Patent and Trademark Office 
commissioned a study of patent and 
trademark applications filed over the 
last 7 years. They found only 1 out of 
300,000 filings would, under the new sys-
tem, grant a patent to a large company 
that might otherwise have gone to a 
small company or individual inventor. 
By avoiding cost, the difficulty, the un-
predictability of lengthy interference 
proceedings, transition to first-to-file 
will neutralize what I think is a big 
structural advantage to large compa-
nies in the current dispute system. 


First of all, it also gives the holder of 
a new patent increased confidence in 
the strength and reliability of this pat-
ent, which I also think will accelerate 
venture capital investment, new com-
pany formation, and movement toward 
deployment of critical new technology. 


I think experience has shown in other 
countries, in Europe and Canada, that 
transitioning from a first-to-invent to 


a first-to-file system will not lead di-
rectly to an increase in so-called junk 
applications and will, instead, make 
patent examination simpler, fairer, and 
more predictable. In short, my view is 
that it is crucial to the success of this 
legislation. It is crucial for the coali-
tion that has come together over many 
years to support it. It is crucial for the 
progress this act will make in 
strengthening and streamlining the 
patent review and granting process in 
the United States. So I urge my col-
leagues to oppose the amendment, 
amendment No. 133. 


I suggest the absence of a quorum. 
The PRESIDING OFFICER (Mr. 


BROWN of Ohio). The clerk will call the 
roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. BENNET. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. BENNET. Mr. President, I would 
like to speak briefly on the importance 
of passing the America Invents Act. 


Chairman LEAHY and the Judiciary 
Committee have worked hard to put 
this product on the floor that will 
mark the biggest reforms to our patent 
system in 60 years. This bill will create 
jobs in Colorado and across the country 
by promoting innovation. By making 
our patent system more efficient, we 
are building the foundation for future 
economic growth. 


In my State alone, nearly 20,000 pat-
ent applications have been granted be-
tween the years 2000 and 2009. These ap-
plications have created the foundation 
for our clean energy economy and 
emerging tech and bio industries. 


Having a high quality U.S. Patent 
and Trademark Office is essential to 
maintaining American leadership in in-
novation. The America Invents Act 
will help us grow new industries and 
will help cure the backlog and delay 
that have stunted the ability of inven-
tors to patent their ideas. 


Right now, the average pendency pe-
riod for a patent application is 36 
months. That is unacceptable if we are 
to compete with the rest of the world. 
This does not even account for those 
patents that have been tied up in years 
of litigation after they are granted. 


And we have improved the bill on the 
floor by helping solidify alternatives to 
litigation, provide for more efficient 
resolution of disputes and help create 
more certainty, which is essential to 
inventors. 


It is hard to pass a jobs bill without 
spending money, but that is absolutely 
what we have done here. The bill does 
a good job of balancing the interests of 
innovators across the many sectors of 
our economy. 


We have passed a number of bipar-
tisan amendments that have improved 
this bill. We added amendments pro-
moting the establishment of satellite 
USPTO offices in regions across the 
country; creating a discount for small 


entities to participate in the acceler-
ated patent examination program of 
the USPTO; and addressing concerns 
with damages and venue provisions. I 
am proud to have worked with the 
chairman and the ranking member to 
get these issues resolved. 


I also commend Senator MENENDEZ 
on his amendment to provide a fast 
track for patents that are critical for 
our national competitiveness, which I 
cosponsored. 


The Senate has come a long way to-
ward improving our patent system 
with this legislation and harmonizing 
our system with the rest of the world. 
There are a lot of people in my State 
who are interested in further improve-
ments. I pledge to continue to work 
with them to help make sure we con-
tinue to fine tune this legislation 
where we can. 


The America Invents Act represents 
significant progress for our patent sys-
tem. We are moving our patent system 
into the new century, which is already 
being defined by the next wave of 
American innovation. The breadth of 
support for this legislation across in-
dustries and from large and small busi-
nesses, as well as our universities, has 
provided the momentum to complete 
this legislation. 


I would like to close by again thank-
ing the chairman and Judiciary Com-
mittee. I urge my colleagues to vote 
for patent reform. 


I thank the Chair. I yield the floor. 
Mr. DURBIN. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. DURBIN. Mr. President, I ask 
unanimous consent to be recognized as 
in morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


SETTING THE RECORD STRAIGHT 
Mr. DURBIN. This morning the Re-


publican leader came to the floor, Sen-
ator MCCONNELL, and made some pret-
ty strong and sweeping statements 
about the state of the deficit and re-
sponsibility. I would like to have a 
chance to respond. 


Senator MCCONNELL said for 2 years 
now Washington Democrats have taken 
fiscal recklessness to new heights. The 
amount of red ink Democrats plan to 
wrack up this year alone would exceed 
all the debt run up by the Federal Gov-
ernment since its inception through 
1984. 


I would like to set the record 
straight. Understand what the national 
debt of America was when President 
William Jefferson Clinton left office. 
We were running surpluses. We had not 
done that for decades—surpluses in the 
Federal Treasury. 


What did we do with all this money? 
We put it in the Social Security trust 
fund. We bought more longevity and 
solvency for Social Security and, if you 
remember, the economy was never 
stronger. 


William Jefferson Clinton left office, 
and at that moment in time, the na-
tional debt, the accumulated debt of 
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America, from George Washington 
until he left office, $5 trillion. Remem-
ber that number, $5 trillion. Fast for-
ward 8 years after the end of President 
George W. Bush—8 years later—where 
were we? The national debt was now $12 
trillion. 


Fiscal recklessness by Democrats? 
Under President Bush, the national 
debt more than doubled. Instead of 
leaving a surplus for President Obama, 
he said: Welcome to an economy that is 
hemorrhaging hundreds of thousands of 
jobs lost every single month, and we 
anticipate next year’s deficit—he told 
President Obama—to be $1.2 trillion. 
That was what President Bush handed 
to President Obama. 


I do not mind a selective view of his-
tory. I guess we are all guilty of that, 
to some extent. But to ignore the fiscal 
mess created that more than doubled 
the national debt in 8 years, to ignore 
that we waged two wars without pay-
ing for them, to ignore that we cut 
taxes in the midst of a war, which is 
something no President in the history 
of the United States has ever done, is 
to ignore reality. 


The reality is, we are here today, in 
the midst of this Titanic struggle, 
about whether we are going to con-
tinue to keep the Federal Government 
functioning. We are being asked wheth-
er, 2 weeks from now, we want to have 
security at our airports, air traffic con-
trollers, whether we want to have So-
cial Security checks sent out, people 
actually sending a check, answering 
questions at the Internal Revenue 
Service, whether we want the Securi-
ties and Exchange Commission still 
working on Wall Street 2 weeks from 
now. 


We cannot lurch forward 2 weeks at a 
time without doing a great disservice 
to taxpayers of this country, as well as 
to the men and women who work hard 
for our government every single day. 


What is the answer in the House of 
Representatives? Well, the House of 
Representatives says we need to cut 
$100 billion this year. They started at 
$60 billion, incidentally, and then de-
cided that was not enough for bragging 
rights; let’s get up to $100 billion this 
year. 


You say: Well, out of a budget of $3.7 
trillion, how big is that? Whoa. They 
did not look at the budget of $3.7 tril-
lion. They looked at one 14-percent 
slice of the pie, domestic discretionary 
spending. That is it. Nothing to be 
taken out of the Department of De-
fense, nothing to be taken away in 
terms of tax breaks for the wealthiest 
corporations, the most successful cor-
porations, nothing out of oil and gas 
royalties and the like—nothing out of 
that. We will take it all out of domes-
tic discretionary. 


So what did they take away? I looked 
in my State last week. I went up to 
Woodstock, IL. We have an office there 
with counselors who are bringing in 
unemployed people, sitting them in 
front of computers, with fax machines 
and copy machines. They are preparing 


resumes and trying to get back to 
work. These are people who want to 
work. They need a helping hand. This 
place has been successful. It places peo-
ple in jobs. What would happen to that 
office under the House Republican 
budget resolution? It would close its 
doors—more unemployed people, more 
unemployment checks. Is that the an-
swer to putting America’s economy 
back on its feet? Is that how we are 
going to get 15 million Americans back 
to work? 


How about the House Republicans’ 
proposal to eliminate $850 a year in 
Pell grants. Senator LEAHY knows 
what that is all about. These are kids 
from the poorest families, many of 
them for the first time in their family 
have a chance to graduate from col-
lege, but they can’t make it; they don’t 
have enough money. We give them a 
helping hand. The Republicans take it 
away. What will that do? The President 
of Augustana College in Rock Island, 
IL, told me what it will mean. It will 
mean that 5 percent, 1 out of every 20 
students, will not finish the school 
year. That is what the Republican cut 
means. To cut job training, to cut edu-
cation when we have 15 million people 
out of work, what are they thinking? 


Not bad enough, I went to a medical 
school in my hometown of Springfield, 
Southern Illinois University School of 
Medicine, and met with researchers. 
They get a few million a year to do 
medical research in fields of cancer 
therapy, dealing with heart issues, 
dealing with complaints of returning 
veterans. What do the House Repub-
licans do? They virtually close down 
research for the remainder of the year, 
close down this medical research. Is 
that right? Is that what we want? Have 
we ever had a sick person in our family 
and we went to the doctor and asked: Is 
there anything, is there a drug, is there 
something experimental, a clinical 
trial, is there anything? Have we ever 
asked that question? If we did, we 
know this cut by House Republicans is 
mindless, to cut medical research at 
this moment in history. 


Then I went to a national laboratory, 
the Argonne National Laboratory, on 
Monday. What do they do there? A lot 
of people can’t answer that question. I 
learned specifically. Are Members 
aware of the Chevy Volt, a break-
through automobile, all electric? 
Where did that battery in this auto-
mobile come from? The Argonne Na-
tional Laboratory. How about the lat-
est pharmaceutical breakthroughs? 
Virtually every one of them uses the 
advanced photon source at the Argonne 
National Laboratory. I met a man from 
Eli Lilly who was there experimenting 
with a new drug that can save lives. 
How about computers? Where is the 
fastest computer in the world today? I 
wish it was in the United States. It is 
in China. We are now working on the 
next fastest computer so we don’t lose 
that edge. Where? At the Argonne Na-
tional Laboratory. So what would the 
House Republican budget do to that 


laboratory and most every other lab-
oratory? It would eliminate one-third 
of the scientists and support staff 
working there and cut their research 
by 50 percent for the rest of the year. 


So what? So what if we don’t move 
these pharmaceuticals forward to mar-
ket sooner to save lives, if we don’t 
compete with the Chinese on this com-
puter, if we don’t deal with battery 
technology so we don’t lose that edge 
in the world? What will it mean? Lost 
jobs. 


The House Republicans weren’t 
thinking clearly. They were performing 
brain surgery with a hacksaw. As a re-
sult, they have cut what is essential 
for the future: infrastructure projects, 
education, research. To have the Re-
publican leader come and tell us we 
have to accept that, that that is the fu-
ture of America—no, it is not. Time 
and again, when we sit down to deal 
with budget challenges, whether it is in 
the deficit commission, on which I was 
honored to serve, or whether it is in 
past negotiations, we open the table to 
all Federal spending, not just 14 per-
cent, that tiny slice of the pie. 


Senator MCCONNELL can remember— 
and I can, too—under President George 
Herbert Walker Bush and under Presi-
dent Clinton, we put on the table tax 
breaks for some of these oil companies 
and corporations and said: Is it worth 
America’s future for us to give them a 
tax break or to use the money to re-
duce the deficit? That is an honest 
question. Mandatory spending. All 
these things need to be brought to the 
table for conversation, but that is not 
the position of the Republicans. They 
would rather see us shut down the gov-
ernment than to open this conversa-
tion to the entire Federal budget. They 
would rather see us shut down the gov-
ernment than fight to make sure edu-
cation, training, research and innova-
tion and infrastructure are there to 
build a strong American economy for 
the future. 


I say to my friend Senator MCCON-
NELL, we don’t need any speeches from 
that side of the aisle about a national 
debt that more than doubled under the 
last Republican President. We have to 
work together in a bipartisan way, ac-
knowledging the reality of history, 
that we all have had a hand in reaching 
the point we are at today, both positive 
and negative, and we all need to take a 
responsible position to move us for-
ward. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. LEAHY. Mr. President, I appre-


ciate the comments of the Senator 
from Illinois. I recall great discussions 
during the administration of President 
Reagan. I happened to like President 
Reagan. We got along very well. But I 
remember discussions on a balanced 
budget and all that, as his budget tri-
pled the national debt. I do recall he 
did veto one spending bill because it 
didn’t spend as much as he wanted. 
Rhetoric is one thing, as the Senator 
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from Illinois points out. Reality is 
often different. I thank him. 


AMENDMENT NO. 133, AS MODIFIED 
I ask unanimous consent that at 12:30 


p.m., the Senate proceed to a vote in 
relation to the Feinstein amendment 
No. 133, as modified, with no inter-
vening action or debate; that the time 
until then be divided equally between 
the proponents and the opponents, and 
no amendments be in order to the Fein-
stein amendment prior to the vote. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. I suggest the absence of 
a quorum and ask unanimous consent 
that the time be equally divided. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will call the roll. 
The assistant legislative clerk pro-


ceeded to call the roll. 
Ms. CANTWELL. Madam President, I 


ask unanimous consent that the order 
for the quorum call be rescinded. 


The PRESIDING OFFICER (Mrs. 
HAGAN). Without objection, it is so or-
dered. 


Ms. CANTWELL. Madam President, 
am I correct there is a vote at 12:30? 


The PRESIDING OFFICER. That is 
correct. 


Ms. CANTWELL. The time is equally 
divided on the Feinstein amendment? 


The PRESIDING OFFICER. Correct. 
Ms. CANTWELL. Madam President, I 


rise to support the Feinstein amend-
ment and to ask my colleagues, who I 
know have been working diligently on 
the legislation for several years now, 
to respect the very tough balance that 
has been sought in this legislation as 
this legislation came out of the Judici-
ary Committee. 


I know we adopted a managers’ 
amendment yesterday, and I know that 
managers’ amendment now is catching 
a lot of people off guard because there 
are far more changes than people real-
ized in that managers’ amendment that 
I think upsets that apple cart of bal-
ance that was struck in the Judiciary 
Committee. 


So I am urging my colleagues to sup-
port the Feinstein amendment and ex-
pressing my concern for the underlying 
bill that is something that, at this 
point in time, I cannot support. 


I do not come to that decision lightly 
nor because of the fact that I have 
many high-tech companies in the State 
of Washington that might say we need 
patent reform and that this is good in-
novation. But large high-tech compa-
nies are not the only ones that know 
something about innovation. In fact, 
most of the people who have helped 
build those organizations were once the 
small inventors themselves of key 
technology. 


What is at stake is unbalancing the 
apple cart as exists today to innova-
tion—not just innovation in general 
but innovation in an information age. 
The meal ticket for all of us is going to 
be the invention and creation of new 
products and services. So that is the 
great time and age we live in. 


But if in this legislation we all of a 
sudden upset that apple cart, where we 
are tilting the playing field in support 
of large corporations that have already 
made their mark and made their mar-
kets and made their success and have 
slowed down on the rate and progress 
of innovation within their companies 
and do a lot to acquire technology from 
smaller inventors—and now, all of a 
sudden in this underlying bill, particu-
larly in the area of damages, make sure 
the big corporations can win in any 
kind of legal dispute against the tech-
nology holder or creator because they 
are able to outlast them in a legal bat-
tle because they are more well fi-
nanced, more well heeled, with the 
ability to draw out this battle—be-
cause of that change in the underlying 
bill, we leave the small guy without 
many resources. 


The only thing the small inventor 
has is their intellectual property and a 
fair day in court. If now we take that 
away from them, I guarantee you, they 
will have less success. Then, when you 
have less success of having 5,000 flowers 
bloom, we have a problem. 


This is not about what five or six or 
seven large corporations can create. 
This is about what thousands and thou-
sands of innovators are going to create 
in the future and whether they are 
going to be incented or disincented to 
do that. 


The Feinstein amendment tries to 
protect the current process, to protect 
what are the rights of those inventors 
today under current law. I am sure my 
colleagues will say: Well, that is not 
the way the rest of the world does it. I 
would say to my colleagues: I am not 
sure the way the rest of the world does 
it is the mark we are trying to hit. 
What we are trying to preserve is the 
entrepreneurial spirit that has been 
created in the United States. I am not 
saying that is not based on just raw 
creativity of individuals—it is—but it 
is also based on financial incentive and 
the incentive those individuals have 
that their intellectual property can be 
protected. 


But if this is going to be a game 
about the big boys coming to Wash-
ington and squashing the small inven-
tors, count me out. This has to be a 
level playing field. I get it is tempting 
to want to, in the last minute, stick 
into the managers’ amendment lan-
guage you could not get out of com-
mittee. But if we want to get this legis-
lation through this process, then we 
have to take into consideration the 
rights of the inventors along with the 
rights of those larger companies that 
are trying to acquire or integrate or be 
part of the manufacturing on a larger 
scale of that inventor’s technology. 


So I say to my colleagues, the Fein-
stein amendment, in keeping the rights 
of the inventors where they are, gives 
them at least a modicum of holding on 
to that. I think the underlying bill has 
changed so much in the managers’ 
amendment that we are going down a 
road that is going to make it very dif-


ficult for us to finally get a piece of 
legislation. We have to respect the 
rights of the small individuals, and we 
can’t have carve-outs for specific juris-
dictions such as Wall Street who think 
they can have their cake and eat it too. 


This has to be about how we move 
forward on a smoother patent process. 
We need to take into consideration 
that we have gotten to this great place 
in our country because we have had a 
balance and an empowerment of these 
technologies. We should not all of a 
sudden in one fell swoop take that 
away on the Senate floor and basically 
undermine what is the creative oppor-
tunity for the U.S. economy, which is 
an invention. We want thousands and 
thousands of inventors—not just inven-
tors who work for big corporations— 
thousands of inventors who have their 
rights. 


So I support the Feinstein amend-
ment. 


I thank the President, and I yield the 
floor. 


The PRESIDING OFFICER. The Sen-
ator from California. 


Mrs. FEINSTEIN. Madam President, 
I thank the Senator from Washington 
for her comments. We welcome her 
support. I was pleased to be able to lis-
ten to her comments. 


What is the current status of the 
time allocation? 


The PRESIDING OFFICER. The pro-
ponents have 31⁄2 minutes remaining, 
and the opponents have 10 minutes re-
maining. 


Mrs. FEINSTEIN. I ask unanimous 
consent that our 31⁄2 minutes be ex-
tended so that Senator RISCH, who will 
speak next, has the time he requires, 
and I have the time for a few brief clos-
ing remarks. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mrs. FEINSTEIN. Thank you very 
much. 


The PRESIDING OFFICER. The Sen-
ator from Idaho. 


Mr. RISCH. Madam President, I am 
proud to come to the floor today to 
speak on the amendment to which I am 
a cosponsor. 


This is simply a matter of fairness. 
With all due respect to my colleague 
from Washington, referencing her com-
ments about the big boys versus the 
small inventors and what have you, I 
don’t view it as that at all. I view it as 
a fairness issue: The person who cre-
ated the invention gets the benefits of 
that creation, not the person with the 
fastest tennis shoes. That is what we 
are doing. 


We are creating what is called a race 
notice statute, which is similar to 
what is in place in many States on real 
estate filings. It has a legitimate place 
in the real estate market but not here. 
With so much on the line, with cre-
ativity on the line, it should be the 
person who actually does the invention 
who reaps the benefits of that inven-
tion, and that is all this does. 


The other thing I think is so impor-
tant is it preserves the situation we 


VerDate Mar 15 2010 00:55 Mar 04, 2011 Jkt 099060 PO 00000 Frm 00011 Fmt 0624 Sfmt 0634 E:\CR\FM\G03MR6.021 S03MRPT1tja
m


es
 o


n 
D


S
K


G
8S


O
Y


B
1P


R
O


D
 w


ith
 S


E
N


A
T


E







CONGRESSIONAL RECORD — SENATES1182 March 3, 2011 
have had for many years in place. I 
have heard people say: Oh, well, this is 
a poison pill. If you take this out, it 
kills the bill. That isn’t the case at all. 
It simply preserves the situation we 
have in place today. It is the right 
thing to do. It is the fair thing to do. 


I urge an affirmative vote for this 
amendment. 


I yield the floor to my colleague from 
California, Senator FEINSTEIN. 


The PRESIDING OFFICER. The Sen-
ator from California. 


Mrs. FEINSTEIN. Thank you very 
much, Madam President. I thank Sen-
ator RISCH for his cosponsorship, and, 
of course, I agree exactly with his 
statement. 


At this time I wish to briefly summa-
rize the arguments in favor of our 
amendment to strike the first-to-file 
provisions from this bill. This amend-
ment is cosponsored, as I said, by Sen-
ator RISCH, Majority Leader REID, Sen-
ators CRAPO, BOXER, ENSIGN, and I ask 
unanimous consent to add Senator 
BEGICH. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mrs. FEINSTEIN. Thank you, 
Madam President. 


Proponents of the first-to-file argue 
that the rest of the world follows this 
system and making this change will 
harmonize our system with theirs, and 
that is true. But under our first-to-in-
vent system, our Nation has been by 
far the leader in the field of innova-
tion, the leader in the field of new pat-
ents, new discoveries, new inventions. 
The other first-to-file countries have 
been playing catchup with our techno-
logical advances. I wouldn’t trade our 
record of innovation for any of theirs, 
and I doubt many Members of this body 
disagree with me if they really think 
about it. 


Think about the history of innova-
tion. What sets America apart is so 
many of our great inventions start out 
in small garages and labs, with driven, 
inspired people who have great ideas, 
develop them, and then they take off. I 
mentioned companies that have started 
this way yesterday, including Hewlett 
Packard, Apple, and Google, and there 
are hundreds and perhaps thousands of 
others. They started from humble be-
ginnings, and they grew spectacularly, 
creating jobs for millions of Americans 
and lifting up our economy and stand-
ard of living. 


I know an inventor who invented 
Skyy vodka. The vodka he drank dis-
turbed his stomach, so he figured out 
biologically and chemically what it 
was, and he invented a vodka called 
Skyy vodka—a small inventor. I think 
that company was subsequently sold 
for a great deal of money. But it start-
ed with one man who had a stomach-
ache from drinking vodka. 


Now, this may be just one type of ex-
ample, but Apple is certainly another 
example. It started in a garage many 
years ago in California, and out of that 
emerged this giant company. So these 
companies started from humble begin-


nings. They grew. This created jobs for 
millions of Americans. They lifted our 
economy and our standard of living. 


The National Small Business Asso-
ciation is a supporter of this amend-
ment, and just last week other small 
business inventor groups have joined 
them in saying that first-to-file ‘‘dis-
rupts the unique American start-up 
ecosystem that has led to America’s 
standing as the global innovation lead-
er.’’ 


First-to-invent has served our coun-
try well. Here are the main problems, 
as I see them, with the bill’s first-to- 
file system: First, the grace period. It 
‘‘guts’’ the current grace period, in the 
words of a letter from 108 startups and 
small businesses that protect inven-
tors’ rights to their inventions for 1 
year from offering them for sale or 
making a public use of them, among 
other things, before they have to file a 
patent application with the Patent Of-
fice. So there is this 1-year grace pe-
riod for them to get their act together. 


Now, under the present system, in-
stead of preparing a costly patent fil-
ing, they can concentrate on devel-
oping their invention and obtaining 
necessary funding. 


The majority leader just circulated a 
statement to Members which speaks to 
this grace period. I wish to quote one 
part of that statement: 


The grace period comports with the reality 
of small entity financing through friends, 
family, possible patent licensees, and ven-
ture capitalists. The grace period allows 
small inventors to have conversations about 
their invention and to line up funding before 
going to the considerable expense of filing a 
patent application. 


The grace period allows them to not 
have to race to the Patent Office be-
cause they are afraid somebody else 
might have heard the conversation, 
might have stolen it from them, and 
moved on. 


Senator REID goes on: 
In fact, in many ways, the one-year grace 


period helps improve patent quality—inven-
tors find out which ideas can attract capital, 
and focus their efforts on those ideas, drop-
ping along the way other ideas and inven-
tions that don’t attract similar interest and 
may not therefore be commercially meaning-
ful. 


So this first-to-file essentially re-
places this critical innovation-pro-
tecting provision with a more limited 
and murky grace period that only runs 
from the undefined term of ‘‘disclo-
sure.’’ There is no discovery. Litigation 
is sure to ensue as courts interpret this 
term, creating uncertainty that I be-
lieve will chill investment in startups 
which in turn will damper innovation 
and job growth. 


Unfortunately, first-to-file incenti-
vizes inventors to race to the Patent 
Office, to protect as many of their 
ideas as soon as possible, so that they 
are not beaten to the punch by a rival. 
Thus, first-to-file will likely result in 
significant overfiling of dead-end in-
ventions, unnecessarily burdening both 
the Patent Office and especially small 
inventors. 


The third reason, difficulty of prov-
ing copying. The third major problem 
with this bill’s system is the difficulty 
of proving that someone copied an in-
vention. Currently, you as a first in-
ventor can prove that you were first by 
presenting evidence that is in your 
control—this is under first-to-invent— 
your own records contemporaneously 
documenting the development of your 
invention. But under this bill, to prove 
that someone else’s patent application 
came from you, was derived from you, 
you would have to submit documents 
showing this copying. Because there is 
no discovery, you wouldn’t have those 
documents in your possession, so it 
makes proving your invention much 
more difficult. The bill doesn’t provide 
for any discovery in these ‘‘derivation 
proceedings.’’ Therefore, the first in-
ventor can’t prove his or her claim be-
cause he or she does not have access to 
the documents of the alleged copier. 


Mr. LEAHY. Madam President, if the 
Senator will yield, how much time is 
remaining? 


Mrs. FEINSTEIN. I will just take 2 
minutes more. 


The PRESIDING OFFICER. The Sen-
ator from California by consent is 
using the opponent’s time. 


Mr. LEAHY. Is using my time? 
Mrs. FEINSTEIN. No. I have asked to 


extend our time. 
Mr. LEAHY. Madam President, we 


are supposed to vote at 12:30. I realize 
the Senator couldn’t be here when her 
amendment was brought up and 
couldn’t be here when her amendment 
was modified. We did that for her. But 
I am in opposition to it, and I should at 
least have some of my time to be able 
to use. 


Mrs. FEINSTEIN. I will be very 
happy to—I was here yesterday. I did 
speak on the floor, Mr. Chairman. I did, 
in a rather lengthy speech, indicate the 
arguments. I have asked for just a 
short period of time. My remarks are 
no more than five pages, which should 
take me 11⁄2 more minutes to conclude. 
I hope I would be offered that time. 


Mr. LEAHY. Madam President, at 
the hour of 12:30 we are supposed to 
vote. I would ask unanimous consent, 
so far as my time has been used by 
those in another position, that Senator 
GRASSLEY and I have 4 minutes back of 
our time. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. The Senator 
has consent. 


Mrs. FEINSTEIN. Fine. Then I would 
ask that my time on this side be ex-
tended for another 11⁄2 minutes. 


The PRESIDING OFFICER. The Sen-
ator has that time. 


Mrs. FEINSTEIN. Thank you very 
much. 


So I have outlined the difficulty of 
proving copying under the first-to-file 
system. 


Disputes about who is the first to in-
vent are resolved by the Patent Office 
in what is called an interference pro-
ceeding, which number only about 50 a 
year out of 480,000 patent applications. 
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The opposition infers that this is a 
huge problem. Fifty a year out of 
480,000 patent applications is a very 
small percentage. 


As I said in the beginning, America 
leads the world under the first-to-in-
vent system. I don’t think we should 
fix what isn’t broken. This works for 
people who have great ideas but don’t 
have money, who begin in a garage or 
in a lab. It has worked well for our sys-
tem. 


I ask my colleagues to join Senator 
RISCH, Majority Leader REID, Senators 
CRAPO, BOXER, ENSIGN, BEGICH, and 
myself in voting yes on this amend-
ment. 


I yield the floor. 
Mr. LEAHY. Madam President, as I 


said earlier, Secretary Locke con-
fronted the notion that the current 
outdated system is better for small 
independent inventors. He said the cost 
of proving that one was first to invent 
is prohibitive and requires detailed, 
complex documentation of the inven-
tion process. In cases where there is a 
dispute about who the actual inventor 
is, it typically costs at least $400,000 in 
legal fees and even more if the case is 
appealed. By comparison, establishing 
a filing date through provisional appli-
cation to establish priority of inven-
tion costs just $110. 


I appreciate the work of the Senator 
from California, but her amendment is 
a killer amendment. It would kill this 
bill. Our bill is set up so that it will 
allow us to compete with the rest of 
the world. Right now, we are behind 
the rest of the world in our patent sys-
tem. Our bill as it is written allows us 
to compete with the rest of the world. 
Her amendment would hold us back 
and give an advantage to those coun-
tries with which we have to compete. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Iowa. 
Mr. GRASSLEY. Madam President, I 


associate myself with the remarks of 
the chairman of the committee. I ask 
that people on my side of the aisle not 
support the Feinstein amendment. 


At this point, I move to table the 
Feinstein amendment and ask for the 
yeas and nays. 


The PRESIDING OFFICER. Is there a 
sufficient second? There is a sufficient 
second. 


The question is on agreeing to the 
motion to table the Feinstein amend-
ment, as modified. 


The clerk will call the roll. 
The legislative clerk called the roll. 
The PRESIDING OFFICER. Are there 


any other Senators in the Chamber de-
siring to vote? 


The result was announced—yeas 87, 
nays 13, as follows: 


[Rollcall Vote No. 31 Leg.] 


YEAS—87 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Bennet 


Bingaman 
Blumenthal 
Blunt 
Boozman 
Brown (MA) 
Brown (OH) 


Burr 
Cardin 
Carper 
Casey 
Chambliss 
Coats 


Coburn 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
DeMint 
Durbin 
Enzi 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Isakson 
Johanns 
Johnson (SD) 


Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 
Merkley 
Mikulski 
Moran 
Murkowski 
Murray 


Nelson (NE) 
Paul 
Portman 
Pryor 
Reed 
Roberts 
Rubio 
Sanders 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 


NAYS—13 


Begich 
Boxer 
Cantwell 
Crapo 
Ensign 


Feinstein 
Inouye 
Nelson (FL) 
Reid 
Risch 


Rockefeller 
Tester 
Wyden 


The motion was agreed to. 
Mr. LEAHY. I move to reconsider the 


vote, and I move to lay that motion on 
the table. 


The motion to lay on the table was 
agreed to. 


The PRESIDING OFFICER. The Sen-
ator from Michigan. 


AMENDMENT NO. 126 
Ms. STABENOW. Madam President, I 


will call up amendment No. 126. I un-
derstand it will be agreed to. I ask 
unanimous consent that the pending 
amendments be set aside and I call up 
amendment No. 126. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The legislative clerk read as follows: 
The Senator from Michigan [Ms. 


STABENOW], for herself and Mr. LEVIN, pro-
poses an amendment numbered 126. 


Mr. LEAHY. Madam President, I ask 
unanimous consent that the reading of 
the amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To designate the satellite office of 


the United States Patent and Trademark 
Office to be located in Detroit, Michigan as 
the ‘‘Elijah J. McCoy United States Patent 
and Trademark Office’’) 
On page 104, strike line 23 and insert the 


following: 
SEC. 18. DESIGNATION OF DETROIT SATELLITE 


OFFICE. 
(a) DESIGNATION.—The satellite office of 


the United States Patent and Trademark Of-
fice to be located in Detroit, Michigan shall 
be known and designated as the ‘‘Elijah J. 
McCoy United States Patent and Trademark 
Office’’. 


(b) REFERENCES.—Any reference in a law, 
map, regulation, document, paper, or other 
record of the United States to the satellite 
office of the United States Patent and Trade-
mark Office to be located in Detroit, Michi-
gan referred to in subsection (a) shall be 
deemed to be a reference to the ‘‘Elijah J. 
McCoy United States Patent and Trademark 
Office’’. 
SEC. 19. EFFECTIVE DATE. 


Mr. LEAHY. I ask that it be adopted. 
The PRESIDING OFFICER. If there 


is no further debate, the question is on 
agreeing to the amendment. 


The amendment (No. 126) was agreed 
to. 


Mr. LEAHY. Madam President, I 
move to reconsider the vote. 


Ms. STABENOW. I move to lay that 
motion on the table. 


The motion to lay on the table was 
agreed to. 


Mr. LEAHY. I yield to the Senator 
from Michigan. 


The PRESIDING OFFICER. The Sen-
ator from Michigan. 


Ms. STABENOW. Madam President, I 
thank the distinguished chairman of 
the Judiciary Committee and our rank-
ing member and those who are working 
very hard on a very important jobs bill 
today. On behalf of the people of De-
troit, the people of Michigan and Sen-
ator LEVIN and myself, I thank very 
much the Members for their support of 
this amendment. 


Madam President, just few months 
ago, we learned that Detroit, MI, will 
be home to the first-ever satellite of-
fice of the U.S. Patent and Trademark 
Office. This office is such great news 
for Michigan, where we have a proud 
tradition of innovation and invention. 


Every day, we are looking to inno-
vate and create ‘‘the next big thing.’’ 
The decision to locate this satellite of-
fice in Detroit shows just how much 
new invention is happening in Michi-
gan. Thanks to some of the best re-
search universities in the country, 
with an incredibly skilled workforce, 
we have become third in the nation in 
terms of clean energy patents. And we 
are getting new patents every single 
day. 


In addition to clean energy, Michigan 
is home to groundbreaking research in 
fields such as agriculture, defense tech-
nology, medical technology and phar-
maceuticals, advanced batteries, and, 
of course, automobiles. 


This patent office will help us con-
tinue that tradition of innovation, 
while reducing the backlog of patent 
applications so those new products can 
get to the market faster. 


It makes perfect sense to locate this 
new satellite office in Detroit. 


Today I am offering, along with Sen-
ator LEVIN, amendment No. 126 to the 
America Invents Act to name this new 
facility after a great Michigan inven-
tor, Elijah McCoy. 


His life captures the spirit of Michi-
gan ingenuity and entrepreneurship. 
His parents escaped slavery and fled 
across the border to Canada. After 
training as an apprentice in Scotland, 
he came to Ypsilanti, Michigan and set 
up a home-based invention shop. 


Over the course of his brilliant life, 
Elijah McCoy secured more than 50 
patents, but he is best known for his 
inventions that revolutionized how our 
heavy-duty machinery, including loco-
motives, function today. In July of 
1872, he invented the automatic lubri-
cator, a device that kept steam engines 
working properly so trains could run 
faster and longer without stopping for 
service. 


His invention was incredibly effec-
tive and many tried to copy his idea, 
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but nobody could match McCoy’s idea. 
Machinists started asking if the en-
gines were using the ‘‘real McCoy’’ 
technology, and people still use that 
phrase today when they want the best 
quality product. 


He did not have an easy journey. As 
an African American, he was kept out 
of many of the histories of the indus-
trial revolution. Despite his brilliance, 
he was only ever allowed to work in 
menial jobs on the railroad tracks. 


But despite the racial prejudice, Eli-
jah McCoy never gave up and continued 
inventing. In 1976, the city of Detroit 
celebrated Elijah McCoy day and dedi-
cated his home as a historic site. In De-
troit, Elijah McCoy Drive runs between 
Trumball and the Lodge, near Henry 
Ford Hospital. He is buried in Warren, 
MI. 


It is a great honor for Michigan that 
the first-ever Patent and Trademark 
Satellite Office will be named for this 
great leader and great inspiration for 
Detroit. 


It is a great honor for us to have this 
first-ever patent and trademark sat-
ellite office in Detroit and to have it 
named after a great leader who has 
provided great inspiration. 


I thank my colleagues very much for 
supporting this amendment. 


Mr. President, I suggest the absence 
of a quorum. 


The PRESIDING OFFICER (Mr. 
COONS). The clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. BROWN of Ohio. Mr. President, I 
ask unanimous consent that the order 
for the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


BLAMING WORKERS 
Mr. BROWN of Ohio. Mr. President, 


we have all watched the news stories— 
from Madison, WI; Columbus, OH; 
Trenton, NJ, and other places around 
the country—where public employees, 
when you really analyze it, are paid 
more or less, including benefits and de-
pending on the place, comparable to 
the private sector worker. Whether 
they are high school graduates or col-
lege graduates or whatever, the overall 
pay and benefits are pretty similar. We 
have seen around the country that 
these public employees are in most 
cases willing to share in the sacrifice of 
balancing budgets and share in the sac-
rifice of fighting back against this bad 
economy. In fact, we know that work-
ers—teachers, police officers, nurses, 
people working at the unemployment 
bureaus, people working at the Depart-
ment of the Interior, wherever—have 
taken pretty big hits already in terms 
of lost jobs, in terms of no raises, in 
terms of paying more for their health 
benefits. 


So we know that even though these 
are not the people who caused the re-
cession any more than the workers at 
Lordstown, OH, assembling cars or De-
fiance, OH, building engines or North-
wood, OH, making bumpers for the 
Chevy Cruze are responsible for the 


failure of the automobile industry, 
there just seems to be, as we have seen 
from these ideological conservative 
Governors, an assault all over the 
country blaming workers, whether 
they are public or private workers, for 
the problems in this economy. 


They continue to want to give tax 
cuts to the richest people on Wall 
Street, as they take their bonuses and 
make big dollars and see their incomes 
go like this, but as workers have pretty 
much had no real increase in the last 10 
years—wages have been mostly stag-
nant—how can you blame the workers 
for this? That is what we have seen 
around the country. 


It has been so interesting. Two days 
ago in Columbus, OH, 8,500 people dem-
onstrated not against budget cuts, be-
cause they know those are coming, but 
against this direct assault by the gov-
ernment—by the Governor and legisla-
tive leaders—on the right to organize 
and bargain collectively. That is a 
right that has been part of Americana, 
a part of our values for 75 years. 


Why do they think we have a middle 
class? We have a middle class because 
workers have been able to band to-
gether and say to a company that is 
very profitable: We should get some of 
that profit you are making because we 
are your workers and we have made 
your company more prosperous. 


Management is important and cru-
cial, but workers are important and 
crucial. As worker wages go up, man-
agement wages typically go up. But we 
have seen worker wages remain stag-
nant, in part because of a lack of 
unionization or a decline in unioniza-
tion. 


Now we are also seeing in Madison, 
Columbus, Trenton, Harrisburg, Indi-
anapolis, Lansing, in these capital cit-
ies, especially in my part of the coun-
try, a real play on fear. They are try-
ing to turn private sector workers 
against public sector workers. They 
blame the UAW—the auto workers—for 
the problems in the auto industry. Now 
they are blaming public workers for 
problems with State budgets and try-
ing to work the private sector and 
union workers against each other, 
fighting with each other. That is the 
most base Karl Rove-type politics, to 
turn working-class people against one 
another. It is wrong. It is morally 
wrong, it is politically wrong, and it is 
very wrong for our country. 


What has also been interesting about 
these protests is that they are not all 
steelworkers and electricians and 
American Federation of Government 
Employees and AFSCME and SCMU. 
There are people of faith also involved. 


I did a roundtable at an Episcopal 
church right off statehouse square, and 
the leaders of the church and some of 
the volunteers of the church were 
there. Now, I don’t preach or wear my 
Christianity on my sleeve, but these 
people of faith understand that the 
Bible talks a lot about poverty and a 
lot about fairness and equality and 
egalitarianism, if you will, but for 


them to go against workers on behalf 
of the richest people in our country— 
and that is really what they are doing 
in the Governors’ offices in Columbus 
and Madison and Trenton and other 
places—runs counter at least to my 
faith. I will not judge their faith. They 
worship what God they worship and 
read what scripture they read. But 
when I look at what my faith means— 
and as I said, I am a Lutheran, I am 
not a Catholic—but when I look at Leo 
the XIII and what he said about what 
Catholicism means for workers and 
fairness, it is point, set, match. That 
clearly spoke definitively about this. 


Mr. President, I have said this on the 
floor before today, but I wear this pin 
on my lapel. It is the depiction of a ca-
nary in a birdcage. One hundred years 
ago, miners took a canary down in the 
mines. If the canary died from lack of 
oxygen or from toxic gas, the miner 
got out of the mine. He only had him-
self to depend on. He didn’t have a gov-
ernment that cared much in those days 
to write safety laws, particularly child 
safety laws, on the mines. He didn’t 
have a union strong enough in those 
days to fight back. 


Too many people who are ultra-
conservative—and there are many in 
both the Senate and the House—want 
to go back to those days. They want to 
eliminate worker safety laws, and they 
want to eliminate minimum wage. 
They are clearly going after collective 
bargaining and so many of the things 
we hold dear. 


Again, it wasn’t the UAW workers, it 
wasn’t the Service Employees Union 
workers at the State capital who 
caused this financial crisis. They have 
been the victims of it, just as a whole 
bunch of nonunion workers have. This 
financial crisis was caused by greed, by 
people overreaching, by the richest in 
our society grabbing and grabbing and 
grabbing for more wealth. Yet they are 
going to turn this—let’s change the 
subject—against those workers. That 
has happened far too many times in 
our country. 


I am a new member of the Senate Ap-
propriations Committee, and I am 
lucky enough to serve on Senator 
LEAHY’s Subcommittee on State, For-
eign Operations, and Related Pro-
grams. We brought the Secretary of 
State in—Secretary Clinton—to talk to 
us about the State Department’s budg-
et. 


One of the things she said—and I 
mentioned Madison and Columbus after 
she said it—but one of the things she 
said is, it has been unions in Egypt, it 
has been workers in Egypt and Tunisia 
and around the world, it has been 
workers who so often, sometimes 
through their unions—if they are al-
lowed to have unions, sometimes 
through a more informal collection of 
people in what might look like a union 
but is not formalized—fought for free-
dom, fought for equality. A lot of the 
problems in Tunisia and Egypt were be-
cause people were hungry—not just be-
cause they want freedom, but they also 
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want fairness and a chance to make a 
living. 


But one of the things Secretary Clin-
ton talked about is, yes, this adminis-
tration is actually enforcing labor laws 
in Guatemala, this administration will 
enforce labor laws in the labor compo-
nent of our trade agreements across 
the world because we as a country 
stand for a more egalitarian workforce. 
We stand for workers rights. We believe 
workers should organize and bargain 
collectively, if they choose. We believe 
in a minimum wage. We believe in 
workers’ compensation. We believe in 
workers’ safety. We believe in human 
rights. All of that is about the labor 
movement. 


You can support labor rights in Gua-
temala, but you better be damned sure 
you are supporting labor rights in Wil-
mington and Columbus and Cleveland 
and Detroit and Dover, DE, and every-
where else. Those were some of the 
words Secretary Clinton said. I am ob-
viously expanding on them. 


I looked back in history and some of 
the worst governments we ever had, do 
you know the first thing they did? 
They went after the trade unions. Hit-
ler didn’t want unions. Stalin didn’t 
want unions. Mubarak didn’t want 
unions. These autocrats in history did 
not want independent unions. So when 
I see Egypt or I see old Soviet Russia 
and history tells me about Germany— 
I am not comparing what is happening 
to the workers in Madison or in Colum-
bus to Hitler and Stalin. But I am say-
ing, history teaches us that unions are 
a very positive force in society that 
creates a middle class and that pro-
tects our freedom. 


So don’t tell me you support unions 
internationally but you don’t support 
unions here. Don’t tell me you support 
collective bargaining in Poland but you 
oppose collective bargaining in Zanes-
ville or Dayton, OH, because, frankly, 
that is inconsistent and ultimately it 
is not taking the side of people whom 
we are supposed to represent. 


I am proud of my State. About two or 
three blocks from the capitol, in 1876, 
the capitol in Columbus, the American 
Federation of Labor was formed. What 
we know now as the AFL/CIO began in 
Columbus, OH, in 1876, when some 
workers got together thinking there 
was some strength and some safety in 
numbers and they were going to have a 
better standard of living and better 
country and more freedom for all if 
they began to coalesce in a group of 
people—not to bust a hole in the State 
budget, not to hurt companies but to 
make sure the workers were rep-
resented and get a fair shake in the so-
ciety. 


It is all pretty simple. We have a 
strong middle class in this country be-
cause we have the right to organize and 
bargain collectively. We have a strong 
middle class in this country because we 
are a democracy, because workers can 
share in some of the wealth they create 
for their employers. So I hope 10 years 
from now—I know in Delaware this is 


something we fought for with manufac-
turing and middle class and all—we 
will see, as productivity goes up and 
profits go up, that workers’ wages will 
go up too. It is the American way. It is 
what we stand for. Nothing in our soci-
ety, frankly, is more important than a 
prosperous middle class and what it 
brings to us in terms of freedom and 
equality. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Ms. MIKULSKI. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
SANDERS). Without objection, it is so 
ordered. 


f 


MORNING BUSINESS 


The PRESIDING OFFICER. Under 
the previous order, the Senate will be 
in a period of morning business, with 
Senators permitted to speak therein 
for up to 10 minutes each, with the ma-
jority controlling the first hour and 
the Republicans controlling the next 
hour. 


The Senator from Maryland. 
f 


EFFECTS OF H.R. 1 ON WOMEN 
AND CHILDREN 


Ms. MIKULSKI. Mr. President, I am 
here representing 150 million women in 
the United States of America, and they 
are bewitched, bothered, and bewil-
dered by what the Congress, particu-
larly the House of Representatives, in 
H.R. 1, has done to women. 


Women all over America have to bal-
ance their family budgets, so they 
know our United States of America 
needs to get its fiscal act together. 
They also know we need to live in a 
more frugal time. They understand 
that. But what they do not understand 
is that in H.R. 1, with what the House 
did, the entire burden has come from a 
very limited amount in discretionary 
spending. When you take off defense, 
homeland security, women and chil-
dren are actually thrown under the 
bus. Well, they are mad as hell, and 
they don’t want to take it anymore. So 
the Democratic women today, in the 
hour we have been given, are going to 
lay out the consequences of what H.R. 
1 means. 


Now, we in the Senate, and we, your 
appropriators—of which there are 
many women on the committee: 
LANDRIEU, FEINSTEIN, MIKULSKI, MUR-
RAY—we know we have to bring about 
fiscal discipline. The Senate Appropria-
tions Committee has already worked to 
reduce the appropriations in the Sen-
ate by $41 billion. Now that is really 
meat and potatoes. So we feel we have 
already given an option, but, my god, 
enough is enough. 


Let me give you just the top 10 rea-
sons why H.R. 1 is bad for women and 


children and examine why we are ready 
to negotiate so we do not have a shut-
down of the government. We need a 
final settlement on the budget for 2011. 


Let’s just go through them. One, it 
defunds the entire health care reform 
law. That is bad for saving lives and 
saving money. It also eliminates title 
X family planning money. It jeopard-
izes breast cancer and cervical cancer 
screenings for more than 5 million low- 
income women. They even went after 
Head Start. Even little kids in Head 
Start had to take it on the chin. It is 
going to cause 218,000 children to be 
kicked off of it. But they go further. 
For the group who says they are pro 
family, family values, and that they 
have to defend life, yet they slash the 
nutrition programs for pregnant 
women by $747 million, affecting 10 
million low-income pregnant women, 
new mothers, and children. They also 
cut funding for prenatal care, and they 
went after afterschool programs. 


They cut funding for Pell grants. 
They terminate funding that helps 
schools comply with title IX. They cut 
funding for job training, which hurts 
over 8 million workers, many of them 
getting new training for the new jobs 
for the new economy. And something 
very near and dear, I know, to the Pre-
siding Officer: they went not after So-
cial Security in terms of the benefits 
but went after the people who work at 
Social Security—the Social Security 
offices where they work on everything 
from the regular Social Security ben-
efit to the disability benefit. If H.R. 1 
passes, over 2,500 people at Social Secu-
rity will be laid off. In my home State, 
they were out in the streets in front of 
the Social Security headquarters say-
ing: What about us? We come every 
day. We give you the actuarial infor-
mation on how to keep it solvent. We 
make sure checks are out there on 
time, and in snowstorms we are show-
ing up to make sure everything works. 
But at the end of the day, we are going 
to be told we are nonessential. 


This whole nonessential drives me 
crazy because, ironically, Members of 
Congress are considered during a gov-
ernment shutdown. Well, if we are 
going to be essential, we need to get 
real about how we come to an agree-
ment on this Continuing Resolution. 


So, Mr. President, we in the Senate 
feel we have given $41 billion already, 
and we think H.R. 1 just goes too far. It 
goes too far by leaving so many things 
off the table. 


Now I want to talk about health care 
reform. We had many goals during 
health care reform, one of which was to 
expand universal access. Again, the 
Presiding Officer has been a champion 
of that, a stalwart defender of the pub-
lic option, and a stalwart defender of 
the single-payer system. As we worked 
on it and came up with a compromise, 
what was very clear was that there 
were certain things we just had to do. 
One was—whether you were for the 
public option or not, whether you are 
for a single-payer system or the system 
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America. This transformation is not 
without enormous dangers and chal-
lenges, but consider how much worse it 
would have been if a pro-bin Laden 
movement were fueling this trans-
formation. 


It is plain we need more of what we 
had post-9/11 now. I am not naive. I 
know it cannot be conjured up or 
wished into existence. But if we are op-
timistic, if we are inspired by the 
Americans who died here, if we truly 
understand our shared history and the 
sacred place compromise and ration-
ality hold at the very center of the for-
mation of our Nation and the structure 
of our Constitution, then we can again 
take up the mantle of shared sacrifice 
and common purpose that we wore 
after 9/11 and apply some of those be-
haviors to the problems we now con-
front. 


The reality of our current political 
climate is that both sides are off in 
their corners; the common enemy is 
faded. Some see Wall Street as the 
enemy many others see Washington, 
DC, as the enemy and to still others 
any and all government is the enemy. 


I believe the greatest problem we 
face is the belief that we can no longer 
confront and solve the problems and 
challenges that confront us; the fear 
that our best days may be behind us; 
that, for the first time in history, we 
fear things will not be as good for our 
kids as they are for us. It is a creeping 
pessimism that cuts against the can-do 
and will-do American spirit. And, along 
with the divisiveness in our politics, it 
is harming our ability to create the 
great works our forbears accomplished: 
building the Empire State building in 
the teeth of the Great Depression, con-
structing the Interstate Highway Sys-
tem and the Hoover Dam, the Erie 
Canal, and so much more. 


While governmental action is not the 
whole answer to all that faces us, it is 
equally true that we cannot confront 
the multiple and complex challenges 
we now face with no government or a 
defanged government or a dysfunc-
tional government. 


As we approach the 10th anniversary 
of 9/11, the focus on what happened that 
day intensifies—what we lost, who we 
lost, and how we reacted—it becomes 
acutely clear that we need to confront 
our current challenges imbued with the 
spirit of 9/11 and determine to make 
our government and our politics wor-
thy of the sacrifice and loss we suffered 
that day. 


To return to de Tocqueville, he also 
remarked that: 


The greatness of America lies not in being 
more enlightened than any other nation, but 
rather in her ability to repair her faults. 


So, like the ironworkers and oper-
ating engineers and trade workers who 
miraculously appeared at the pile 
hours after the towers came down with 
blowtorches and hard hats in hand, 
let’s put on our gloves, pick up our 
hammers and get to work fixing what 
ails the body politic. It is the least we 
can do to honor those we lost. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER (Mr. 
BROWN of Ohio). The clerk will call the 
roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. SESSIONS. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


CONCLUSION OF MORNING 
BUSINESS 


The PRESIDING OFFICER. Morning 
business is closed. 


f 


LEAHY-SMITH AMERICA INVENTS 
ACT 


The PRESIDING OFFICER. Under 
the previous order, the Senate will re-
sume consideration of H.R. 1249, which 
the clerk will report by title. 


The assistant legislative clerk read 
as follows: 


An Act (H.R. 1249) to amend title 35, United 
States Code, to provide for patent reform. 


AMENDMENT NO. 600 
Mr. SESSIONS. Mr. President, I ask 


unanimous consent to call up my 
amendment No. 600, which is at the 
desk. 


The PRESIDING OFFICER. The 
clerk will report. 


The assistant legislative clerk read 
as follows: 


The Senator from Alabama [Mr. SESSIONS], 
for himself, Mr. MANCHIN, Mr. COBURN, and 
Mr. LEE, proposes an amendment numbered 
600. 


Mr. SESSIONS. Mr. President, I ask 
unanimous consent that the reading of 
the amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
AMENDMENT NO. 600 


(Purpose: To strike the provision relating to 
the calculation of the 60-day period for ap-
plication of patent term extension) 
On page 149, line 20, strike all through page 


150, line 16. 


Mr. SESSIONS. Mr. President, the 
amendment that I have offered is a 
very important amendment. It is one 
that I believe is important to the in-
tegrity of the U.S. legal system and to 
the integrity of the Senate. It is a mat-
ter that I have been wrestling with and 
objecting to for over a decade. I 
thought the matter had been settled, 
frankly, but it has not because it has 
been driven by one of the most fero-
cious lobbying efforts the Congress 
maybe has seen. 


The House patent bill as originally 
passed out of committee and taken to 
the floor of the House did not include a 
bailout for Medco, the WilmerHale law 
firm, or the insurance carrier for that 
firm, all of whom were in financial 
jeopardy as a result of a failure to file 
a patent appeal timely. 


I have practiced law hard in my life. 
I have been in court many times. I 


spent 12 years as a U.S. Attorney and 
tried cases. I am well aware of how the 
system works. The way the system 
works in America, you file lawsuits 
and you are entitled to your day in 
court. But if you do not file your law-
suit in time, within the statute of limi-
tations, you are out. 


When a defendant raises a legal point 
of order—a motion to dismiss—based 
on the failure of the complaining party 
to file their lawsuit timely, they are 
out. That happens every day to poor 
people, widow ladies. And it does not 
make any difference what your excuse 
is, why you think you have a good law-
suit, why you had this idea or that 
idea. Everyone is required to meet the 
same deadlines. 


In Alabama they had a situation in 
which a lady asked a probate judge 
when she had to file her appeal by, and 
the judge said: You can file it on Mon-
day. As it turned out, Monday was too 
late. They went to the Alabama Su-
preme Court, and who ruled: The pro-
bate judge—who does not have to be a 
lawyer—does not have the power to 
amend the statute of limitations. 
Sorry, lady. You are out. 


Nobody filed a bill in the Congress to 
give her relief, or the thousands of oth-
ers like her every day. So Medco and 
WilmerHale seeking this kind of relief 
is a big deal. To whom much has been 
given, much is required. This is a big- 
time law firm, one of the biggest law 
firms in America. Medco is one of the 
biggest pharmaceutical companies in 
the country. And presumably the law 
firm has insurance that they pay to in-
sure them if they make an error. So it 
appears that they are not willing to ac-
cept the court’s ruling. 


One time an individual was asking 
me: Oh, JEFF, you let this go. Give in 
and let this go. I sort of as a joke said 
to the individual: Well, if WilmerHale 
will agree not to raise the statute of 
limitations against anybody who sues 
their clients if they file a lawsuit late, 
maybe I will reconsider. He thought I 
was serious. Of course WilmerHale is 
not going to do that. If some poor per-
son files a lawsuit against someone 
they are representing, and they file it 
one hour late, WilmerHale will file a 
motion to dismiss it. And they will not 
ask why they filed it late. This is law. 
It has to be objective. It has to be fair. 


You are not entitled to waltz into the 
U.S. Congress—well connected—and 
start lobbying for special relief. 


There is nothing more complicated 
about that than this. So a couple of 
things have been raised. Well, they sug-
gest, we should not amend the House 
patent bill, and that if we do, it some-
how will kill the legislation. That is 
not so. Chairman LEAHY has said he 
supports the amendment, but he 
doesn’t want to vote for it because it 
would keep the bill from being passed 
somehow. 


It would not keep it from being 
passed. Indeed, the bill that was 
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brought to the House floor didn’t have 
this language in it. The first vote re-
jected the attempt to put this language 
in it. It failed. For some reason, in 
some way, a second vote was held, and 
it was passed by a few votes. So they 
are not going to reject the legislation 
if we were to amend it. 


What kind of system are we now in-
volved in in the Senate if we can’t undo 
an amendment? What kind of argument 
is it to say: JEFF, I agree with your 
amendment, and I agree it is right that 
they should not get this special relief, 
but I can’t vote for it because it might 
cause a problem? It will not cause a 
problem. The bill will pass. It should 
never have been put in there in the 
first place. 


Another point of great significance is 
the fact that this issue is on appeal. 
The law firm asserted they thought— 
and it is a bit unusual—that because it 
came in late Friday they had until 
Monday. We can count the days to 
Monday—the 60 days or whatever they 
had to file the answer. I don’t know if 
that is good law, but they won. The dis-
trict court has ruled for them. It is on 
appeal now to the court of appeals. 


This Congress has no business inter-
fering in a lawsuit that is ongoing and 
is before an appeals court. If they are 
so confident their district court ruling 
is correct, why are they continuing to 
push for this special relief bill, when 
the court of appeals will soon, within a 
matter of months, rule? 


Another point: We have in the Con-
gress a procedure to deal with special 
relief. If this relief is necessary at all, 
it should go through as a special relief 
bill. I can tell you one reason it is not 
going there now: you can’t ask for spe-
cial relief while the matter is still in 
litigation, it is still on appeal. Special 
relief also has procedures that one has 
to go through and justify in an objec-
tive way, which I believe would be very 
healthy in this situation. 


For a decade, virtually—I think it 
has been 10 years—I have been object-
ing to this amendment. Now we are 
here, I thought it was out, and all of a 
sudden it is slipped in by a second vote 
in the House, and we are told we just 
can’t make an amendment to the bill. 
Why? The Senate set up the legislation 
to be brought forward, and we can offer 
amendments and people can vote for 
them or not. 


This matter has gotten a lot of atten-
tion. The Wall Street Journal and the 
New York Times both wrote about it in 
editorials today. This is what the New 
York Times said today about it: 


But critics who have labeled the provision 
‘‘The Dog Ate My Homework Act’’ say it is 
really a special fix for one drug manufac-
turer, the Medicines Company, and its pow-
erful law firm, WilmerHale. The company 
and its law firm, with hundreds of millions of 
dollars in drug sales at stake, lobbied Con-
gress heavily for several years to get the pat-
ent laws changed. 


That is what the Wall Street Journal 
said in their editorial. The Wall Street 
Journal understands business reality 
and litigation reality. They are a critic 


of the legal system at times and a sup-
porter at times. I think they take a 
principled position in this instance. 
The Wall Street Journal editorial stat-
ed: 


We take no pleasure in seeing the Medicine 
Company and WilmerHale suffer for their 
mistakes, but they are run by highly paid 
professionals who know the rules and know 
that consistency of enforcement is critical 
to their businesses. Asking Congress to 
break the rules as a special favor corrupts 
the law. 


I think that is exactly right. It is ex-
actly right. Businesses, when they are 
sued by somebody, use the statute of 
limitations every day. This law firm 
makes hundreds of millions of dollars 
in income a year. Their partners aver-
age over $1 million a year, according to 
the New York Times. That is pretty 
good. They ought to be able to pay a 
decent malpractice insurance pre-
mium. The New York Times said 
WilmerHale reported revenues of $962 
million in 2010, with a profit of $1.33 
million per partner. 


Average people have to suffer when 
they miss the statute of limitations. 
Poor people suffer when they miss the 
statute of limitations. But we are un-
dertaking, at great expense to the tax-
payers, to move a special interest piece 
of legislation that I don’t believe can 
be justified as a matter of principle. I 
agree with the Wall Street Journal 
that the adoption of it corrupts the 
system. We ought not be a part of that. 


I love the American legal system. It 
is a great system, I know. I have seen 
judges time and time again enter rul-
ings based on law and fact even if they 
didn’t like it. That is the genius and 
reliability and integrity of the Amer-
ican legal system. I do not believe we 
can justify, while this matter is still in 
litigation, passing a special act to give 
a wealthy law firm, an insurance com-
pany, and a health care company spe-
cial relief. I just don’t believe we 
should do that. I oppose it, and I hope 
my colleagues will join us. 


I think we have a real chance to turn 
this back. Our Congress and our Senate 
will be better for it; we really will. The 
Citizens Against Government Waste 
have taken an interest in this matter 
for some time. They said: 


Congress has no right to rescue a company 
from its own mistakes. 


Companies have a right to assert the 
law. Companies have a right to assert 
the law against individuals. But when 
the time comes for the hammer to fall 
on them for their mistake, they want 
Congress to pass a special relief bill. I 
don’t think it is the right thing to do. 


Mr. President, let’s boil it down to 
several things. First, if the company is 
right and the law firm is right that 
they did not miss the statute of limita-
tions, I am confident the court of ap-
peals will rule in their favor, and it 
will not be necessary for this Senate to 
act. If they do not prevail in the court 
of appeals and don’t win their argu-
ment, then there is a provision for pri-
vate relief in the Congress, and they 


ought to pursue that. There are special 
procedures. The litigation will be over, 
and they can bring that action at that 
time. 


That is the basic position we ought 
to be in. A bill that comes out of the 
Judiciary Committee ought to be sen-
sitive to the legal system, to the im-
portance of ensuring that the poor are 
treated as well as the rich. The oath 
judges take is to do equal justice to the 
poor and the rich. 


How many other people in this coun-
try are getting special attention today 
on the floor of the Senate? How many? 
I truly believe this is not good policy. 
I have had to spend far more hours 
fighting this than I have ever wanted 
to when I decided 10 years ago that this 
was not a good way to go forward. 
Many battle this issue, and I hope and 
trust that the Members of the Senate 
who will be voting on this will allow it 
to follow the legitimate process. Let 
the litigation work its way through the 
system. 


If they do not prevail in the litiga-
tion, let a private relief bill be sought 
and debated openly and publicly to see 
if it is justified. That would be the 
right way to do it—not slipping 
through this amendment and then not 
voting to remove it on the basis that 
we should not be amending a bill before 
us. We have every right to amend the 
bill, and we should amend the bill. I 
know Senator GRASSLEY, years ago, 
was on my side. I think it was just the 
two of us who took this position. 


I guess I have more than expressed 
my opinion. I thank the chairman for 
his leadership. I thank him and Sen-
ator GRASSLEY for their great work on 
this important patent bill. I support 
that bill. I believe they have moved it 
forward in a fair way. 


The chairman did not put this lan-
guage into the bill; it was put in over 
in the House. I know he would like to 
see the bill go forward without amend-
ments. I urge him to think it through 
and see if he cannot be willing to sup-
port this amendment. I am confident it 
will not block final passage of the leg-
islation. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. LEAHY. Mr. President, I will 


speak later about the comments made 
by the distinguished Senator from Ala-
bama. He has been very helpful in get-
ting this patent bill through. He is cor-
rect that this amendment he speaks to 
is one added in the other body, not by 
us. We purposely didn’t have it in our 
bill. I know Senator GRASSLEY will fol-
low my remarks. 


There is no question in my mind that 
if the amendment of the Senator from 
Alabama were accepted, it in effect 
will kill the bill. Irrespective of the 
merits, it can come up on another piece 
of legislation or as freestanding legis-
lation. That is fine. But on this bill, 
after 6 years of effort to get this far, 
this bill would die because the other 
body will not take it up again. 
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HURRICANE IRENE 


Mr. LEAHY. Mr. President, I will use 
my time to note some of the things 
happening in my own very special 
State of Vermont, the State in which I 
was born. 


As Vermonters come together and 
continue to grapple with the aftermath 
of storm damage from Irene, I wish to 
focus today on the agriculture disaster 
that has hit us in Vermont and report 
to the Senate and our fellow citizens 
across the Nation about how the raging 
floodwaters wreaked havoc on our 
farming lands and infrastructure in 
Vermont. 


It was 12 days ago now that this enor-
mous, slow-moving storm hit Vermont 
and turned our calm, scenic brooks and 
creeks into raging gushers. In addition 
to our roads and historic covered 
bridges that were destroyed or carried 
away, we had barns, farmhouses, crops, 
parts of fields, and livestock washed 
away in the rising floodwaters. I recall 
the comments of one farmer who 
watched his herd of cows wash down 
the river, knowing they were going to 
die in the floodwaters. 


Now the cameras have begun to turn 
away, but the cleanup and urgent re-
pairs are underway. For major parts of 
Vermont’s economy, the worst effects 
of this storm are yet to come. For our 
dairy farmers, who are the bedrock of 
our economy and keystones of our 
communities, the toll of this disaster 
has been heavy and the crises has 
lasted longer as they have struggled to 
take care of their animals while the 
floodwaters recede. 


This is a photograph of East 
Pittsford, VT, taken by Lars Gange 
just over a week ago. The water we see 
is never there. It is there now. Look at 
this farm’s fields, they are destroyed. 
Look at homes damaged and think 
what that water has done. 


As I went around the state with our 
Governor and Vermont National Guard 
General Dubie the first couple of days 
after the storm hit, we went to these 
places by helicopter and I cannot tell 
you how much it tore at my heart to 
see the state, the birthplace to me, my 
parents, and grandparents. To see 
roads torn up, bridges that were there 
when my parents were children, washed 
away. Historic covered bridges, mills, 
barns, businesses just gone and what it 
has done to our farmers, it is hard, I 
cannot overstate it. 


Our farmers have barns that are com-
pletely gone, leaving no shelter for ani-
mals. They are left struggling to get 
water for their animals, to rebuild 
fencing, to clean up debris from flooded 
fields and barns, and then to get milk 
trucks to the dairy farms. Remember, 
these cows have to be milked every sin-
gle day. We also have farmers who do 
not have any feed or hay for their ani-
mals because it all washed away. As 
one farmer told me, the cows need to 
be milked two or three times every 
day, come hell or high water. This 
farmer thought he had been hit with 
both, hell and high water. 


While reports are still coming in 
from the farms that were affected, the 
list of damages and the need for crit-
ical supplies, such as feed, generators, 
fuel, and temporary fencing is on the 
rise. As we survey the farm fields and 
communities, we know it will be dif-
ficult to calculate the economic im-
pacts of this violent storm on our agri-
culture industry in Vermont. 


Many of our farmers were caught by 
surprise as the unprecedented, rapidly 
rising floodwaters inundated their 
crops, and many have had to deal with 
the deeply emotional experience of los-
ing animals to the fast-moving flood-
waters. We have farms where whole 
fields were washed away and their fer-
tile topsoil sent rushing down river. 
The timing could not have been worse. 
Corn, which is a crucial winter feed for 
dairy cows, was just ready for harvest, 
but now our best corn is in the river 
bottoms and is ruined. Other farms had 
just prepared their ground to sow win-
ter cover crops and winter greens; they 
lost significant amounts of topsoil. 


River banks gave way, and we saw 
wide field buffers disappear overnight, 
leaving the crops literally hanging on 
ledges above rivers, as at the 
Kingsbury farm in Warren, VT. Vege-
table farming is Vermont’s fastest 
growing agricultural sector, and, of 
course, this is harvest season. Our 
farmers were not able to pick these 
crops, this storm picked many fields 
clean. 


Many Vermonters have highly pro-
ductive gardens that they have put up 
for their families to get through the 
winter by canning and freezing. Those 
too have been washed away or are con-
sidered dangerous for human consump-
tion because of the contaminated 
floodwaters. Vermont farmers have a 
challenging and precarious future 
ahead of them as they look to rebuild 
and plan for next year’s crops, knowing 
that in our State it can be snowing in 
11⁄2 or 2 months. 


I have been heartened, however, by 
the many stories I have heard from 
communities where people are coming 
together to help one another. For in-
stance, at the Intervale Community 
Farm on the Winooski River, volun-
teers came out to harvest the remain-
ing dry fields before the produce was 
hit by still rising floodwaters. 


When the rumors spread that Beth 
and Bob Kennett at Liberty Hill Farm 
in Rochester had no power and needed 
help milking—well, people just started 
showing up. By foot, on bike, all ready 
to lend a hand to help milk the cows. 
Fortunately for them and for the poor 
cows, the Vermont Department of Ag-
riculture had managed to help get 
them fuel and the Kennetts were milk-
ing again, so asked the volunteer farm 
hands to go down the road, help some-
body else and they did. 


Coping with damage and destruction 
on this scale is beyond the means and 
capability of a small State such as 
ours, and Federal help with the re-
building effort will be essential to 


Vermont, as it will be to other States 
coping with the same disaster. I worry 
the support they need to rebuild may 
not be there, as it has been in past dis-
asters, when we have rebuilt after hur-
ricanes, floods, fires and earthquakes 
to get Americans back in their homes, 
something Vermonters have supported 
even though in these past disasters 
Vermont was not touched. 


So I look forward to working with 
the Appropriations Committee and 
with all Senators to ensure that 
FEMA, USDA and all our Federal agen-
cies have the resources they need to 
help all our citizens at this time of dis-
aster, in Vermont and in all our states. 
Unfortunately, programs such as the 
Emergency Conservation Program and 
the Emergency Watershed Protect Pro-
gram have been oversubscribed this 
year, and USDA has only limited funds 
remaining. We also face the grim fact 
that few of our farms had bought crop 
insurance and so may not be covered 
by USDA’s current SURE Disaster Pro-
gram. 


But those are the things I am work-
ing on to find ways to help our farmers 
and to move forward to help in the 
commitment to our fellow Americans. 
For a decade, we have spent billions 
every single week on wars and projects 
in far-away lands. This is a time to 
start paying more attention to our 
needs here at home and to the urgent 
needs of our fellow citizens. 


I see my friend from Iowa on the 
floor, and I yield the floor. 


The PRESIDING OFFICER. The sen-
ior Senator from Iowa. 


AMENDMENT NO. 600 
Mr. GRASSLEY. Mr. President, I rise 


to rebut the points Senator SESSIONS 
made, and I do acknowledge, as he said 
on the floor, that 2 or more years ago 
I was on the same page he is on this 
issue. What has intervened, in the 
meantime, that causes me to differ 
from the position Senator SESSIONS is 
taking? It is a district court case giv-
ing justice to a company—as one cli-
ent—that was denied that sort of jus-
tice because bureaucrats were acting in 
an arbitrary and capricious way. 


Senator SESSIONS makes the point 
you get equal justice under the law 
from the judicial branch of government 
and that Congress should not try to 
override that sort of situation. Con-
gress isn’t overriding anything with 
the language in the House bill that he 
wants to strike because that interest 
was satisfied by a judge’s decision; say-
ing that a particular entity was denied 
equal justice under the law because a 
bureaucrat, making a decision on just 
exactly what counts as 60 days, was 
acting in an arbitrary and capricious 
way. So this language in the House bill 
has nothing to do with helping a spe-
cial interest. That special interest was 
satisfied by a judge who said an entity 
was denied equal justice under the law 
because a bureaucrat was acting in an 
arbitrary and capricious manner. 


This amendment is not about a spe-
cial interest. This amendment is about 
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uniformity of law throughout the coun-
try because it is wrong—as the judge 
says—for a bureaucracy to have one 
sort of definition of when 60 days be-
gins—whether it is after business 
hours, if something goes out, or, if 
something comes in, it includes the 
day it comes in. So we are talking 
about how we count 60 days, and it is 
about making sure there is a uniform 
standard for that based upon law 
passed by Congress and not upon one 
judge’s decision that applies to one spe-
cific case. 


I would say, since this case has been 
decided, there are at least three other 
entities that have made application to 
the Patent Office to make sure they 
would get equal justice under the law 
in the same way the entity that got 
help through the initial decision of the 
judge. So this is not about special re-
lief for one company. This is about 
what is a business day and having a 
uniform definition in the law of the 
United States of what a business day 
is, not based upon one district court 
decision that may not be applied uni-
formly around our Nation. 


So it is about uniformity and not 
about some bailout, as Senator SES-
SIONS says. It is not about some fero-
cious lobbying effort, as Senator SES-
SIONS has said. It is not just because 
one person was 1 hour late or 1 day 
late, because how do you know whether 
they are 1 hour late or 1 day late if 
there is a different definition under one 
circumstance of when 60 days starts 
and another definition under other cir-
cumstances of when a 60-day period 
tolls? 


Also, I would suggest to Senator SES-
SIONS that this is not Congress inter-
fering in a court case that is under ap-
peal because the government lost this 
case and the government is not appeal-
ing. Now, there might be some other 
entity appealing for their own interests 
to take advantage of something that is 
very unique to them. 


But just in case we have short memo-
ries, I would remind my colleagues 
that Congress does sometimes interject 
itself into the appeal process, and I 
would suggest one time we did that 
very recently, maybe 6 years ago—and 
that may not be very recent, but it is 
not as though we never do it—and that 
was the Protection of Lawful Com-
merce Act of 2005, when Congress inter-
jected itself into an issue to protect 
gun manufacturers from pending law-
suits. It happens that 81 Senators sup-
ported that particular effort to inter-
ject ourselves into a lawsuit. 


So, Mr. President, in a more formal 
way, I want to repeat some of what I 
said this past summer when I came to 
the Senate floor and suggested to the 
House of Representatives that I would 
appreciate very much if they would put 
into the statutes of the United States a 
uniform definition of a business day 
and not leave it up to a court to maybe 
set that standard so that it might not 
be applied uniformly and, secondly, to 
make sure it was done in a way that 


was treating everybody the same, so 
everybody gets equal justice under the 
law, they know what the law is, and 
they don’t have to rely upon maybe 
some court decision in one part of the 
country that maybe they can argue in 
another part of the country, and also 
to tell bureaucrats, as the judge said, 
that you can’t act in an arbitrary and 
capricious way. But bureaucrats might 
act in an arbitrary and capricious way, 
in a way unknown to them, if we don’t 
have a uniform definition of what a 
business day is. 


So I oppose the effort to strike sec-
tion 37 from the patent reform bill for 
the reasons I have just given, but also 
for the reasons that were already ex-
pounded by the chairman of this com-
mittee that at this late date, after 6 
years of trying to get a patent reform 
bill done—and we haven’t had a patent 
reform bill for over a decade, and it is 
badly needed—we shouldn’t jeopardize 
the possible passage of this bill to the 
President of the United States for his 
signature by sending it back to the 
other body and perhaps putting it in 
jeopardy. But, most important, I think 
we ought to have a clear signal of what 
is a business day, a definition of it, and 
this legislation and section 37 makes 
that very clear. 


This past June, I addressed this issue 
in a floor statement, and I want to 
quote from that because I wanted my 
colleagues to understand why I hoped 
the House-passed bill would contain 
section 37 that was not in our Senate 
bill but that was passed out of the 
House Judiciary Committee unani-
mously. Speaking as ranking member 
of the Senate Judiciary Committee 
now and back in June when I spoke, I 
wanted the House Judiciary Committee 
to know that several Republican and 
Democratic Senators had asked me to 
support this provision as well. 


Section 37 resulted from a recent 
Federal court case that had as its gen-
esis the difficulty the FDA—the Food 
and Drug Administration—and the Pat-
ent Office face when deciding how to 
calculate Hatch-Waxman deadlines. 
The Hatch-Waxman law of the 1980s 
was a compromise between drug patent 
holders and the generic manufacturers. 
Under the Waxman-Hatch law, once a 
patent holder obtains market approval, 
the patent holder has 60 days to re-
quest the Patent Office to restore the 
patent terms—time lost because of the 
FDA’s long deliberating process eating 
up valuable patent rights. 


The citation to the case I am refer-
ring to is in 731 Federal Supplement 
2nd, 470. The court found—and I want 
to quote more extensively than I did 
back in June. This is what the judge 
said about bureaucrats acting in an ar-
bitrary and capricious way and when 
does the 60 days start. 


The Food and Drug Administration treats 
submissions to the FDA received after its 
normal business hours differently than it 
treats communications from the agency 
after normal business hours. 


Continuing to quote from the deci-
sion: 


The government does not deny that when 
notice of FDA approval is sent after normal 
business hours, the combination of the Pat-
ent and Trademark Office’s calendar day in-
terpretation and its new counting method ef-
fectively deprives applicants of a portion of 
the 60-day filing period that Congress ex-
pressly granted them . . . Under PTO’s inter-
pretation, the date stamped on the FDA ap-
proval letter starts the 60-day period for fil-
ing an application, even if the Food and Drug 
Administration never sends the letter . . . 
An applicant could lose a substantial por-
tion, if not all, of its time for filing a Patent 
Trademark Extension application as a result 
of mistakes beyond its control . . . An inter-
pretation that imposes such drastic con-
sequences when the government errs could 
not be what Congress intended. 


So the judge is telling us in the Con-
gress of the United States that because 
we weren’t precise, there is a question 
as to when Congress intended 60 days 
to start to toll. And the question then 
is, If it is treated one way for one per-
son and another way for another per-
son, or if one agency treats it one way 
and another agency treats it another 
way, is that equal justice under the 
law? I think it is very clear that the 
judge said it was not. I say the judge 
was correct. Congress certainly should 
not expect nor allow mistakes by the 
bureaucracy to up-end the rights and 
provisions included in the Hatch-Wax-
man Act or any other piece of legisla-
tion we might pass. 


The court ruled that when the Food 
and Drug Administration sent a notice 
of approval after business hours, the 60- 
day period requesting patent restora-
tion begins the next business day. It is 
as simple as that. 


The House, by including section 37, 
takes the court case, where common 
sense dictates to protect all patent 
holders against losing patent exten-
sions as a result of confused counting 
calculations. Regrettably, misunder-
standings about this provision have 
persisted, and I think you hear some of 
those misunderstandings in the state-
ment by Senator SESSIONS. 


This provision does not apply to just 
one company. The truth is that it ap-
plies to all patent holders seeking to 
restore the patent term time lost dur-
ing FDA deliberations—in other words, 
allowing what Hatch-Waxman tries to 
accomplish: justice for everybody. In 
recent weeks, it has been revealed that 
already three companies covering four 
drug patents will benefit by correcting 
the government’s mistake. 


It does not cost the taxpayers money. 
The Congressional Budget Office deter-
mined that it is budget-neutral. 


Section 37 has been pointed out as 
maybe being anticonsumer, but it is 
anything but anticonsumer. I would 
quote Jim Martin, chairman of the 60– 
Plus Association. He said: 


We simply can’t allow bureaucratic incon-
sistencies to stand in the way of cutting- 
edge medical research that is so important 
to the increasing number of Americans over 
the age of 60. This provision is a common-
sense response to a problem that unneces-
sarily has ensnared far too many pharma-
ceutical companies and caused inexcusable 
delays in drug innovations. 
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We have also heard from prominent 


doctors from throughout the United 
States. They wrote to us stating that 
section 67 ‘‘is critically important to 
medicine and patients. In one case 
alone, the health and lives of millions 
of Americans who suffer from vascular 
disease are at stake . . . Lives are lit-
erally at stake. A vote against this 
provision will delay our patients access 
to cutting-edge discoveries and treat-
ments. We urgently request your help 
in preserving section 37.’’ 


So section 37 improves our patent 
system fairness through certainty and 
clarity, and I urge my colleagues to 
join me in voting to preserve this im-
portant provision as an end in itself, 
but also to make sure we do not send 
this bill back to the House of Rep-
resentatives and instead get it to the 
President, particularly on a day like 
today when the President is going to be 
speaking to us tonight about jobs. I 
think having an updated patent law 
will help invention, innovation, re-
search, and everything that adds value 
to what we do in America and preserve 
America’s greatness in invention and 
the advancement of science. 


In conclusion, I would say it is very 
clear to me that the court concluded 
that the Patent and Trademark Office, 
and not some company or its lawyers, 
had erred, as is the implication here. A 
consistent interpretation ought to 
apply to all patent holders in all cases, 
and we need to resolve any uncertainty 
that persists despite the court’s deci-
sion. 


I yield the floor. 
The PRESIDING OFFICER. The sen-


ior Senator from Vermont is recog-
nized. 


Mr. LEAHY. Mr. President, I thank 
the distinguished Senator from Iowa 
for his words, and I join with the Sen-
ator from Iowa in opposing the amend-
ment for two reasons. First, as just 
simply as a practical matter, the 
amendment would have the effect, if it 
passed, of killing the bill because it is 
not going to be accepted in the other 
body, and after 6 years or more of work 
on the patent bill, it is gone. But also, 
on just the merits of it, the provision 
this amendment strikes, section 37 of 
H.R. 1249, simply adopts the holding of 
a recent district court decision codi-
fying existing law about how the Pat-
ent and Trademark Office should cal-
culate 5 days for the purpose of consid-
ering a patent term extension. So those 
are the reasons I oppose the amend-
ment to strike it. 


The underlying provision adopted by 
the House is a bipartisan amendment 
on the floor. It was offered by Mr. CON-
YERS, and it has the support of Ms. 
PELOSI and Mr. BERMAN on the Demo-
cratic side and the support of Mr. CAN-
TOR, Mr. PAUL, and Mrs. BACHMANN on 
the Republican side. I have a very hard 
time thinking of a wider range of bi-
partisan support than that. 


The provision is simply about how 
they are calculating filing dates for 
patent extensions, although its critics 


have labeled it as something a lot 
more. A patent holder on a drug is en-
titled by statute to apply for an exten-
sion of its patent term to compensate 
for any delay the Food and Drug Ad-
ministration approval process caused 
in actually bringing the drug to mar-
ket. The patent holder not only has to 
file the extension within 60 days begin-
ning on the date the product received 
permission for marketing, but there is 
some ambiguity as to when the date is 
that starts the clock running. 


Only in Washington, DC, could the 
system produce such absurd results 
that the word ‘‘date’’ means not only 
something different between two agen-
cies—the PTO and the FDA—but then 
it is given two different constructions 
by the FDA. If this sounds kind of eso-
teric, it is. I have been working on this 
for years and it is difficult to under-
stand. But the courts have codified it. 
Let’s not try to change it yet again. 


What happens is that the FDA treats 
submissions to it after normal hours as 
being received the next business day. 
But the dates of submissions from the 
FDA are not considered the next busi-
ness day, even if sent after hours. To 
complicate matters, the PTO recently 
changed its own method of defining 
what is a ‘‘date.’’ 


If this sounds confusing even in 
Washington, you can imagine how it is 
outside of the bureaucracy. Confusion 
over what constitutes the ‘‘date’’ for 
purposes of a patent extension has af-
fected several companies. The most no-
table case involves the Medicines Com-
pany’s ANGIOMAX extension applica-
tion request. 


The extension application was denied 
by the PTO because of the difference in 
how dates are calculated. MedCo chal-
lenged the PTO’s decision in court, and 
last August the federal district court 
in Virginia held the PTO’s decision ar-
bitrary and capricious and MedCo re-
ceived its patent term extension. 


Just so we fully understand what 
that means, it means PTO now abides 
by the court’s ruling and applies a sen-
sible ‘‘business day’’ interpretation to 
the word ‘‘date’’ in the statute. The 
provision in the America Invents Act 
simply codifies that. 


Senator GRASSLEY has spoken to 
this. As he said a few weeks ago, this 
provision ‘‘improves the patent system 
fairness through certainty and clar-
ity.’’ 


This issue has been around for sev-
eral years and it was a controversial 
issue when it would have overturned 
the PTO’s decision legislatively. For 
this reason Senator GRASSLEY and oth-
ers opposed this provision when it 
came up several years ago. But now 
that the court has ruled, it is a dif-
ferent situation. The PTO has agreed 
to accept the court’s decision. The pro-
vision is simply a codification of cur-
rent law. 


Is there anyone who truly believes it 
makes sense for the word ‘‘date’’ to re-
ceive tortured and different interpreta-
tions by different parts of our govern-


ment rather than to have a clear, con-
sistent definition? Let’s actually try to 
put this issue to bed once and for all. 


The provision may solidify Medco’s 
patent term extension, but it applies 
generally, not to this one company, as 
has been suggested. It brings common 
sense to the entire filing system. 


However, if the Senate adopts the 
amendment of the Senator from Ala-
bama, it will lead to real conflict with 
the House. It is going to complicate, 
delay, and probably end passage of this 
important bipartisan jobs-creating leg-
islation. 


Keep in mind, yesterday I said on the 
floor that each one of us in this body 
could write a slightly different patent 
bill. But we do not pass 100 bills, we 
pass 1. This bill is supported by both 
Republicans and Democrats across the 
political spectrum. People on both 
sides of the aisle have been working on 
this issue for years and years in both 
bodies. We have a piece of legislation. 
Does everybody get every single thing 
they want? Of course not. I am chair-
man of the Senate Judiciary Com-
mittee. I don’t have everything in this 
bill I want, but I have tried to get 
something that is a consensus of the 
large majority of the House and the 
Senate, and we have done this. 


In this instance, in this particular 
amendment, the House expressly con-
sidered this matter. They voted with a 
bipartisan majority to adopt this pro-
vision the amendment is seeking to 
strike. With all due respect to the dis-
tinguished Senator from Alabama, who 
contributed immensely to the bill as 
ranking member of the committee last 
Congress, I understood why he opposed 
this provision when it was controver-
sial and would have had Congress over-
ride the PTO. But now that the PTO 
and court have resolved the matter as 
reflected in the bill, it is not worth de-
laying enactment of much-needed pat-
ent reform legislation. It could help 
create jobs and move the economy for-
ward. 


We will have three amendments on 
the floor today that we will vote on. 
This one and the other two I strongly 
urge Senators, Republicans and Demo-
crats, just as the ranking member has 
urged, to vote them down. We have be-
tween 600,000 and 700,000 patents appli-
cations that are waiting to be taken 
care of. We can unleash the genius of 
our country and put our entrepreneur 
class to work to create jobs that can 
let us compete with the rest of the 
world. Let’s not hold it up any longer. 
We have waited long enough. We de-
bated every bit of this in this body and 
passed it 95 to 5. On the motion to pro-
ceed, over 90 Senators voted to proceed. 
It has passed the House overwhelm-
ingly. It is time to stop trying to throw 
up roadblocks to this legislation. 


If somebody does not like the legisla-
tion, vote against it. But this is the 
product of years of work. It is the best 
we are going to have. Let us get it 
done. Let us unleash the ability and in-
ventive genius of Americans. Let us go 
forward. 
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We have a patent system that has not 


been updated in over a half century, 
yet we are competing with countries 
around the world that are moving light 
years ahead of us in this area. Let’s 
catch up. Let’s put America first. Let’s 
get this bill passed. 


I yield the floor. 
AMENDMENT NO. 595 


The PRESIDING OFFICER (Mrs. 
HAGAN). The Senator from Washington. 


Ms. CANTWELL. Madam President, I 
call up Cantwell amendment No. 595. 


The PRESIDING OFFICER. The 
clerk will report. 


The bill clerk read as follows: 
The Senator from Washington [Ms. CANT-


WELL] proposes an amendment numbered 595. 


Ms. CANTWELL. Madam President, I 
ask unanimous consent the reading of 
the amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To establish a transitional pro-


gram for covered business method patents) 
On page 119, strike line 21 and all that fol-


lows through page 125, line 11, and insert the 
following: 
SEC. 18. TRANSITIONAL PROGRAM FOR COVERED 


BUSINESS-METHOD PATENTS. 
(a) REFERENCES.—Except as otherwise ex-


pressly provided, wherever in this section 
language is expressed in terms of a section or 
chapter, the reference shall be considered to 
be made to that section or chapter in title 
35, United States Code. 


(b) TRANSITIONAL PROGRAM.— 
(1) ESTABLISHMENT.—Not later than 1 year 


after the date of enactment of this Act, the 
Director shall issue regulations establishing 
and implementing a transitional post-grant 
review proceeding for review of the validity 
of covered business-method patents. The 
transitional proceeding implemented pursu-
ant to this subsection shall be regarded as, 
and shall employ the standards and proce-
dures of, a post-grant review under chapter 
32, subject to the following exceptions and 
qualifications: 


(A) Section 321(c) and subsections (e)(2), (f), 
and (g) of section 325 shall not apply to a 
transitional proceeding. 


(B) A person may not file a petition for a 
transitional proceeding with respect to a 
covered business-method patent unless the 
person or his real party in interest has been 
sued for infringement of the patent or has 
been charged with infringement under that 
patent. 


(C) A petitioner in a transitional pro-
ceeding who challenges the validity of 1 or 
more claims in a covered business-method 
patent on a ground raised under section 102 
or 103 as in effect on the day prior to the 
date of enactment of this Act may support 
such ground only on the basis of— 


(i) prior art that is described by section 
102(a) (as in effect on the day prior to the 
date of enactment of this Act); or 


(ii) prior art that— 
(I) discloses the invention more than 1 year 


prior to the date of the application for pat-
ent in the United States; and 


(II) would be described by section 102(a) (as 
in effect on the day prior to the date of en-
actment of this Act) if the disclosure had 
been made by another before the invention 
thereof by the applicant for patent. 


(D) The petitioner in a transitional pro-
ceeding, or his real party in interest, may 
not assert either in a civil action arising in 
whole or in part under section 1338 of title 28, 
United States Code, or in a proceeding before 


the International Trade Commission that a 
claim in a patent is invalid on any ground 
that the petitioner raised during a transi-
tional proceeding that resulted in a final 
written decision. 


(E) The Director may institute a transi-
tional proceeding only for a patent that is a 
covered business-method patent. 


(2) EFFECTIVE DATE.—The regulations 
issued pursuant to paragraph (1) shall take 
effect on the date that is 1 year after the 
date of enactment of this Act and shall apply 
to all covered business-method patents 
issued before, on, or after such date of enact-
ment, except that the regulations shall not 
apply to a patent described in section 
6(f)(2)(A) of this Act during the period that a 
petition for post-grant review of that patent 
would satisfy the requirements of section 
321(c). 


(3) SUNSET.— 
(A) IN GENERAL.—This subsection, and the 


regulations issued pursuant to this sub-
section, are repealed effective on the date 
that is 4 years after the date that the regula-
tions issued pursuant to paragraph (1) take 
effect. 


(B) APPLICABILITY.—Notwithstanding sub-
paragraph (A), this subsection and the regu-
lations implemented pursuant to this sub-
section shall continue to apply to any peti-
tion for a transitional proceeding that is 
filed prior to the date that this subsection is 
repealed pursuant to subparagraph (A). 


(c) REQUEST FOR STAY.— 
(1) IN GENERAL.—If a party seeks a stay of 


a civil action alleging infringement of a pat-
ent under section 281 in relation to a transi-
tional proceeding for that patent, the court 
shall decide whether to enter a stay based 
on— 


(A) whether a stay, or the denial thereof, 
will simplify the issues in question and 
streamline the trial; 


(B) whether discovery is complete and 
whether a trial date has been set; 


(C) whether a stay, or the denial thereof, 
would unduly prejudice the nonmoving party 
or present a clear tactical advantage for the 
moving party; and 


(D) whether a stay, or the denial thereof, 
will reduce the burden of litigation on the 
parties and on the court. 


(2) REVIEW.—A party may take an imme-
diate interlocutory appeal from a district 
court’s decision under paragraph (1). The 
United States Court of Appeals for the Fed-
eral Circuit shall review the district court’s 
decision to ensure consistent application of 
established precedent, and such review may 
be de novo. 


(d) DEFINITION.—For purposes of this sec-
tion, the term ‘‘covered business method pat-
ent’’ means a patent that claims a method or 
corresponding apparatus for performing data 
processing operations utilized in the prac-
tice, administration, or management of a fi-
nancial product or service, except that the 
term shall not include patents for techno-
logical inventions. Solely for the purpose of 
implementing the transitional proceeding 
authorized by this subsection, the Director 
shall prescribe regulations for determining 
whether a patent is for a technological in-
vention. 


(e) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed as amending 
or interpreting categories of patent-eligible 
subject matter set forth under section 101. 


Ms. CANTWELL. Madam President, 
simply my amendment restores section 
18 of the language that was passed out 
of the Senate. Basically it implements 
the Senate language. 


I come to the floor today with much 
respect for my colleague Chairman 
LEAHY, who has worked on this legisla-


tion for many years, and my colleagues 
on the other side of the aisle who have 
tried to work on this important legisla-
tion and move it forward. I am sure it 
has been challenging. I mean no offense 
to my colleagues about this legislation. 
It simply is my perspective about 
where we need to go as a country and 
how we get there. 


I am excited that we live in an infor-
mation age. In fact, one of the things 
that I count very fortunate in my life 
is that this is the age we live in. I often 
think if I lived in the agrarian age, 
maybe I would be farming. That is also 
of great interest, given the State of 
Washington’s interests in agriculture. 
Maybe I would live in the industrial 
age when new factories were being 
built. That would be interesting. But I 
love the fact that whether you are 
talking about agriculture, whether you 
are talking about automotive, whether 
you are talking about health care, 
whether you are talking about soft-
ware, whether you are talking about 
communications, whether you are talk-
ing about space travel, whether you are 
talking about aviation, we live in an 
information age where innovation is 
created every single day. In fact, we 
are transforming our lives at a much 
more rapid pace than any other genera-
tion because of all that trans-
formation. 


I love the fact that the United States 
has been an innovative leader. I love 
the fact that the State of Washington 
has been an innovative leader. If there 
is one thing I pride myself on, it is rep-
resenting a State that has continued to 
pioneer new technology and innova-
tions. So when I look at this patent 
bill, I look at whether we are going to 
help the process of making innovation 
happen at a faster rate or more prod-
ucts and services to help us in all of 
those industries I just mentioned or 
whether we are going to gum up the 
wheels of the patent process. So, yes, I 
joined my colleagues who have been 
out here on the Senate floor, such as 
Senator FEINSTEIN and others who de-
bated this issue of changing our patent 
system to the ‘‘first to file,’’ which will 
disadvantage inventors because ‘‘first 
to file’’ will lead to big companies and 
organizations getting the ability to 
have patents and to slow down innova-
tion. 


If you look at what Canada and Eu-
rope have done, I don’t think anybody 
in the world market today says: Oh, 
my gosh, let’s change to the Canadian 
system because they have created in-
credible innovation or let’s look to Eu-
rope because their ‘‘first to file’’ has 
created such innovation. 


In fact, when Canada switched to this 
‘‘first to file’’ system, that actually 
slowed down the number of patents 
filed. So I have that concern about this 
legislation. 


But we have had that discussion here 
on the Senate floor. I know my col-
league is going to come to the floor and 
talk about fee diversion, which reflects 
the fact that the Patent Office actually 
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collects money on patents. That is a 
very viable way to make the Patent Of-
fice effective and efficient because it 
can take the money it collects from 
these patents and use it to help speed 
up the process of verifying these pat-
ents and awarding them. But the Sen-
ate chose good action on this issue, and 
good measure, and simply said that the 
money collected by the Patent Office 
should stay in the Patent Office budg-
et. 


But that is not what the House has 
done. The House has allowed that 
money to be diverted into other areas 
of appropriations, and the consequence 
will be that this patent reform bill will 
basically be taking the economic en-
gine away from the Patent Office and 
spreading it out across government. So 
the reform that we would seek in pat-
ents, to make it a more expeditious 
process, is also going to get down. 


I could spend my time here today 
talking about those two things and my 
concerns about them, but that is not 
even why I am here this morning. I am 
here to talk about how this legislation 
has a rifleshot earmark in it for a spe-
cific industry, to try to curtail the val-
idation of a patent by a particular 
company. That is right, it is an ear-
mark rifleshot to try to say that banks 
no longer have to pay a royalty to a 
particular company that has been 
awarded a patent and that has been 
upheld in court decisions to continue 
to be paid that royalty. 


That is why I am here this morning. 
You would say she is objecting to that 
earmark, she is objecting to that per-
sonal approach to that particular in-
dustry giveaway in this bill. Actually, 
I am concerned about that, but what I 
am concerned about is, given the way 
they have drafted this language to ben-
efit the big banks of America and screw 
a little innovator, this is basically 
drafted so broadly that I am worried 
that other technology companies are 
going to get swept up in the definition 
and their patents are also going to be 
thrown out as invalid. That is right. 
Every State in the United States could 
have a company that, under this lan-
guage, could now have someone deter-
mine that their patent is no longer via-
ble even though the Patent Office has 
awarded them a patent. Companies 
that have revenue streams from royal-
ties that are operating their companies 
could now have their bank financing, 
everything pulled out from under them 
because they no longer have royalty 
streams. Businesses could lay off peo-
ple, businesses could shut down, all be-
cause we put in broad language in the 
House version that exacerbates a prob-
lem that was in the Senate version to 
begin with. 


Now I could say this is all a process 
and legislation follows a process, but I 
object to this process. I object to this 
language that benefits the big banks 
but was never debated in the com-
mittee of jurisdiction, the Judiciary 
Committee. It was not debated. It was 
not voted on. It was not discussed 


there. It was put into the managers’ 
amendment which was brought to the 
Senate floor with little or no debate 
because people wanted to hurry and get 
the managers’ amendment adopted. 


Now, I objected to that process in 
driving this language because I was 
concerned about it. I sought colloquy 
at that point in time and was not able 
to get one from any of my colleagues, 
and I so opposed this legislation. Well, 
now this legislation has been made 
even worse in the House of Representa-
tives by saying that this language, 
which would nullify patents—that is 
right. The Senate would be partici-
pating in nullifying patents that the 
Patent Office has already given to 
companies, and it can now go on for 8 
years—8 years is what the language 
says when it comes back from the 
House of Representatives. 


All I am asking my colleagues to do 
today is go back to the Senate lan-
guage they passed. Go back to the Sen-
ate language that at least says this 
earmark they are giving to the big 
banks so they can invalidate a patent 
by a company because they don’t like 
the fact they have to pay a royalty on 
check imaging processing to them—I 
am sorry you don’t like to pay the roy-
alty. But when somebody innovates 
and makes the technology, they have 
the right to charge a royalty. You have 
been paying that royalty. I am sorry, 
big banks, if you don’t like paying that 
royalty anymore. You are making a lot 
of money. Trying to come to the Sen-
ate with an earmark rifle shot to X out 
that competition because you don’t 
want to pay for that technology—that 
is not the way the Senate should be op-
erating. 


The fact that the language is so 
broad that it will encompass other 
technologies is what has me concerned. 
If all my colleagues want to vote for 
this special favor for the big banks, go 
ahead. The fact that my colleagues are 
going to basically pull us in to having 
other companies covered under this is a 
big concern. 


The section I am concerned about is 
business method patents, and the term 
‘‘covered business method patent’’ 
means patents or claims or method or 
corresponding apparatus for per-
forming data processing or other oper-
ations. What does ‘‘or other oper-
ations’’ mean? How many companies in 
America will have their patents chal-
lenged because we don’t know what ‘‘or 
other operations’’ means? How many? 
How many inventors will have their 
technology basically found null and 
void by the court process or the Patent 
Office process because of this confusing 
language? 


I am here to ask my colleagues to do 
a simple thing: revert to the Senate 
language. It is not a perfect solution. If 
I had my way, I would strip the lan-
guage altogether. If I had my way, I 
would have much more clarity and pre-
dictability to patent lawyers and the 
Patent Office so the next 3 or 4 years 
will not be spent in chaos between this 


change in the patent business method 
language and the whole process that is 
going to go on. Instead, we would be 
moving forward with predictability and 
certainty. 


I ask my colleagues to just help this 
process. Help this process move for-
ward by going back to the Senate lan-
guage. I know my colleagues probably 
want to hurry and get this process 
done, but I guarantee this language 
with the Senate version could easily go 
back to the House of Representatives 
and be passed. What I ask my col-
leagues to think about is how many 
companies are also going to get caught 
in this process by the desire of some to 
help the big banks get out from under 
something the courts have already said 
they don’t deserve to get out of. 


I hope we can bring closure to this 
issue, and I hope we can move forward 
on something that gives Americans the 
idea that people in Washington, DC, 
are standing up for the little guy. We 
are standing up for inventors. We are 
standing up for those kinds of entre-
preneurs, and we are not spending our 
time putting earmark rifle shot lan-
guage into legislation to try to assuage 
large entities that are well on their 
way to taking care of themselves. 


I hope if my colleagues have any 
questions on this language as it relates 
to their individual States, they would 
contact our office and we would be 
happy to share information with them. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. SCHUMER. Madam President, I 
ask unanimous consent that the order 
for the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. SCHUMER. Madam President, I 
rise today to urge this body to com-
plete the extensive work that has been 
done on the Leahy-Smith America In-
vents Act and send this bill to the 
President for signature. 


The America Invents Act has been 
years in the making. The time has 
come to get this bill done once and for 
all. 


The importance of patent law to our 
Nation has been evidenced since the 
founding. The Constitution sets control 
over patent law as one of the enumer-
ated powers of the Congress. Specifi-
cally, it gives the Congress the power 
‘‘To promote the Progress of Science 
and useful Arts, by securing for limited 
Times to Authors and Inventors the ex-
clusive Right to their respective 
Writings and Discoveries.’’ 


Today we take an important step to-
ward ensuring that the constitutional 
mandate of Congress is met as we mod-
ernize our patent system. This bill is 
the first major overhaul of our patent 
laws in literally decades. 


My colleagues have spoken at length 
about the myriad ways the America In-
vents Act will bring our patent law 
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into the 21st century. What I want to 
focus on, of course, is jobs. 


The America Invents Act is fun-
damentally a jobs bill. Innovation and 
intellectual property has always been 
and always will be at the heart of the 
American economy. By rewarding 
innovators for inventing newer and 
better products, we keep America’s cre-
ative and therefore economic core 
healthy. 


Over the last few decades, however, 
innovation has outpaced our patent 
system. We have an enormous backlog 
at the PTO. The result of this backlog 
is that it is much harder for creators to 
obtain the property rights they deserve 
in their inventions. That challenge in 
turn makes it harder for inventions to 
be marketed and sold, which reduces 
the incentive to be innovative. Eventu-
ally, this vicious cycle becomes poi-
sonous. 


The America Invents Act cuts this 
cycle by making our patent system 
more efficient and reliable. By pro-
viding the Patent and Trademark Of-
fice the resources it needs to reduce 
the backlog of nearly 700,000 patent ap-
plications, the bill will encourage the 
innovation that will create and protect 
American jobs. In addition, the bill 
streamlines review of patents to ensure 
that the poor-quality patents can be 
weeded out through administrative re-
view rather than costly litigation. 


I am especially pleased that H.R. 1249 
contains the Schumer-Kyl provisions 
that we originally inserted in the Sen-
ate to help cut back on the scourge of 
business method patents that have 
been plaguing American businesses. 
Business method patents are anathema 
to the protection that the patent sys-
tem provides because they apply not to 
novel products or services but to ab-
stract and often very common concepts 
of how to do business. Often business 
method patents are issued for practices 
that have been in widespread use for 
years, such as check imaging or one- 
click checkout. Imagine trying to pat-
ent the one-click checkout long after 
people have been using it. 


Because of the nature of the business 
methods, these practices aren’t as eas-
ily identifiable by the PTO as prior art, 
and bad patents are issued. Of course, 
this problem extends way beyond the 
financial services industry. It includes 
all businesses that have financial prac-
tices, from community banks to insur-
ance companies to high-tech startups. 
Section 18, the Schumer-Kyl provision, 
allows for administrative review of 
those patents so businesses acting in 
good faith do not have to spend the 
millions of dollars it costs to litigate a 
business method patent in court. 


That is why the provision is sup-
ported not only by the Financial Serv-
ices Roundtable and the Community 
Bankers, but by the Chamber of Com-
merce, the National Retail Foundation, 
and in my home State by the Partner-
ship for a Greater New York. 


Madam President, I ask unanimous 
consent that letters in support of sec-


tion 18 from all of these organizations 
be printed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


INDEPENDENT COMMUNITY 
BANKERS OF AMERICA, 


Washington, DC, June 14, 2011. 
HOUSE OF REPRESENTATIVES, 
Washington, DC. 


DEAR MEMBER OF CONGRESS: On behalf of 
ICBA’s nearly 5,000 community bank mem-
bers, I write to voice strong support for Sec-
tion 18 of the America Invents Act (H.R. 
1249), which addresses the issue of poor-qual-
ity business-method patents. I strongly urge 
you to oppose efforts to strike or weaken the 
language in Section 18, which creates a pro-
gram to review business-method patents 
against he best prior art. 


Poor-quality business-method patents rep-
resent an extremely problematic aspect of 
the current system for granting, reviewing 
and litigating patents. The problems with 
low-quality patents are well documented and 
beyond dispute. On an escalating basis, fi-
nancial firms are the target of meritless pat-
ent lawsuits brought by non-practicing enti-
ties. Such entities exploit flaws in the cur-
rent system by bringing action in friendly 
venues, where they wring money from legiti-
mate businesses by asserting low-quality 
business-method patents. 


Section 18 addresses this problem by estab-
lishing an oppositional proceeding at the 
United States Patent and Trademark Office 
(PTO), where business-method patents can be 
re-examined, using the best prior art, as an 
alternative to costly litigation. This pro-
gram applies only to business-method pat-
ents, which are defined using suggestions 
proffered by the PTO. Concerns about the 
scope of the definition have been addressed 
by exclusion of technological innovations. 
Additionally, it has been well-settled law for 
over 25 years that post-grant review of pat-
ent validity by the PTO is constitutional. 
The Federal Circuit explained that a defec-
tively examined and therefore erroneously 
granted patent must yield to the reasonable 
Congressional purpose of facilitating the cor-
rection of governmental mistakes. This Con-
gressional purpose is presumptively correct 
and constitutional. Congress has given the 
PTO a tool to ensure confidence in the valid-
ity of patents. Section 18 furthers this im-
portant public purpose by restoring con-
fidence in business-method patents. 


I urge you to oppose changes to Section 18, 
including changes that would create a loop-
hole allowing low-quality business-method 
patent holders to wall off their patents from 
review by the PTO. Congress should ensure 
that final patent-reform legislation address-
es the fundamental, and increasingly costly, 
problem of poor-quality business-method 
patents. 


Sincerely, 
CAMDEN R. FINE, 


President and CEO. 


CHAMBER OF COMMERCE 
OF THE UNITED STATES OF AMERICA, 


Washington, DC, June 14, 2011. 
TO THE MEMBERS OF THE U.S. HOUSE OF 


REPRESENTATIVES: The U.S. Chamber of 
Commerce, the world’s largest business fed-
eration representing the interests of more 
than three million businesses and organiza-
tions of every size, sector, and region, sup-
ports H.R. 1249, the ‘‘America Invents Act,’’ 
which would encourage innovation and bol-
ster the U.S. economy. The Chamber believes 
this legislation is crucial for American eco-
nomic growth, jobs, and the future of U.S. 
competitiveness. 


A key component of H.R. 1249 is section 22, 
which would ensure that fees collected by 


the U.S. Patent and Trademark Office (PTO) 
fund the office and its administration of the 
patent system. PTO faces significant chal-
lenges, including a massive backlog of pend-
ing applications, and this backlog is stifling 
domestic innovators. The fees that PTO col-
lects to review and approve patent applica-
tion are supposed to be dedicated to PTO op-
eration. However, fee diversion by Congress 
has hampered PTO’s efforts to hire and re-
tain a sufficient number of qualified exam-
iners and implement technological improve-
ments necessary to ensure expeditious 
issuance of high quality patents. Providing 
PTO with full access to the user fees it col-
lects is an important first step toward reduc-
ing the current backlog of 1.2 million appli-
cations waiting for a final determination and 
pendency time of 3 years, as well as to im-
prove patent quality. 


In addition, the legislation would help en-
sure that the U.S. remains at the forefront of 
innovation by enhancing the PTO process 
and ensuring that all inventors secure the 
exclusive right to their inventions and dis-
coveries. The bill shifts the U.S. to a first-in-
ventor-to-file system that we believe is both 
constitutional and wise, ending expensive in-
terference proceedings. H.R. 1249 also con-
tains important legal reforms that would 
help reduce unnecessary litigation against 
American businesses and innovators. Among 
the bill’s provisions, Section 16 would put an 
end to frivolous false patent marking cases, 
while still preserving the right of those who 
suffered actual harm to bring actions. Sec-
tion 5 would create a prior user right for 
those who first commercially use inventions, 
protecting the rights of early inventors and 
giving manufacturers a powerful incentive to 
build new factories in the United States, 
while at the same time fully protecting uni-
versities. Section 19 also restricts joinder of 
defendants who have tenuous connections to 
the underlying disputes in patent infringe-
ment suits. Section 18 of H.R. 1249 provides 
for a tailored pilot program which would 
allow patent office experts to help the court 
review the validity of certain business meth-
od patents using the best available prior art 
as an alternative to costly litigation. 


The Chamber strongly opposes any amend-
ments to H.R. 1249 that would strike or 
weaken any of the important legal reform 
measures in this legislation, including those 
found in Sections 16, 5, 19 and 18. The Cham-
ber supports H.R. 1249 and urges the House to 
expeditiously approve this necessary legisla-
tion. 


Sincerely, 
R. BRUCE JOSTEN, 


Executive Vice President, 
Government Affairs. 


NATIONAL RETAIL FEDERATION, 
Washington, DC, June 21, 2011. 


Hon. LAMAR S. SMITH, 
Chairman, Committee on the Judiciary, House 


of Representatives, Washington, DC. 
Hon. JOHN CONYERS, Jr., 
Ranking Member, Committee on the Judiciary, 


House of Representatives, Washington, DC. 
DEAR CHAIRMAN SMITH AND RANKING MEM-


BER CONYERS: I am writing in support of Sec-
tion 18 of H.R. 1249, the American Invents 
Act of 2010. This provision would provide the 
Patent and Trademark Office (PTO) the abil-
ity to re-examine qualified business method 
patents against the best prior art. 


As the world’s largest retail trade associa-
tion, the National Retail Federation’s global 
membership includes retailers of all sizes, 
formats and channels of distribution as well 
as chain restaurants and industry partners 
from the U.S. In the U.S., NRF represents 
the breadth and diversity of an industry with 
more than 1.6 million American companies 
that employ nearly 25 million workers and 
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generated 2010 sales of $2.4 trillion. Retailers 
have been inundated by spurious claims, 
many of which, after prolonged and expen-
sive examination, are subsequently found to 
be less than meritorious. 


Increasingly, retailers of all types are 
being sued by non-practicing entities for in-
fringing low-quality business method patents 
which touch all aspects of our business: mar-
keting, payments, and customer service to 
name a few aspects. A vast majority of these 
cases are brought in the Eastern District of 
Texas where the statistics are heavily 
weighted against defendants forcing our 
members to settle even the most meritless 
suits. 


Section 18 moves us closer to a unified pat-
ent system by putting business method pat-
ents on par with other patents in creating a 
post-grant, oppositional proceeding that is a 
lower cost alternative to costly patent liti-
gation. The proceeding is necessary to help 
ensure that the revenues go to creating jobs 
and bringing innovations to our customers, 
not paying litigation costs in meritless pat-
ent infringement litigation. 


We appreciate the opportunity to support 
this important section and oppose any ef-
forts to strike or weaken the provision. 
Please do not hesitate to contact me with 
any questions. 


Best regards, 
DAVID FRENCH, 


Senior Vice President, 
Government Relations. 


Mr. SCHUMER. A patent holder 
whose patent is solid has nothing to 
fear from a section 18 review. Indeed, a 
good patent will come out of such a re-
view strengthened and validated. The 
only people who have any cause to be 
concerned about section 18 are those 
who have patents that shouldn’t have 
been issued in the first place and who 
were hoping to make a lot of money 
suing legitimate businesses with these 
illegitimate patents. To them I say the 
scams should stop. 


In fact, 56 percent of business patent 
lawsuits come in to one court in the 
Eastern District of Texas. Why do they 
all go to one court? Not just because of 
coincidence. Why do people far and 
wide seek this? Because they know 
that court will give them favorable 
proceedings, and many of the busi-
nesses that are sued illegitimately 
spend millions of dollars for discovery 
and everything else in a court they be-
lieve they can’t get a fair trial in, so 
they settle. That shouldn’t happen, and 
that is what our amendment stops. It 
simply provides review before costly 
litigation goes on and on and on. 


Now, my good friend and colleague, 
Senator CANTWELL, has offered an 
amendment that would change the sec-
tion 18 language and return to what the 
Senate originally passed last March. 
Essentially, Senator CANTWELL is ask-
ing the Senate to return to the original 
Schumer-Kyl language. Of course, I 
don’t have an inherent problem with 
the original Schumer-Kyl language. 
However, while I might ordinarily be 
inclined to push my own version of the 
amendment, I have to acknowledge 
that the House made some significant 
improvements in section 18. 


First, H.R. 1249 extends the transi-
tional review program of section 18 
from 4 to 8 years in duration. This 


change was made to accommodate in-
dustry concerns that 4 years was short 
enough, that bad actors would just 
wait out the program before bringing 
their business method patent suits. 
The lying-in-wait strategy would be 
possible under the Cantwell amend-
ment because section 18 only allows 
transitional review proceedings to be 
initiated by those who are facing law-
suits. 


On a 20-year patent, it is not hard to 
wait 4 years to file suit and therefore 
avoid scrutiny under a section 18 re-
view. It would be much harder, how-
ever, to employ such an invasive ma-
neuver on a program that lasts 8 years. 


Second, the Cantwell amendment 
changes the definition of business 
method patents to eliminate the House 
clarification that section 18 goes be-
yond mere class 705 patents. Originally, 
class 705 was used as the template for 
the definition of business method pat-
ents in section 18. However, after the 
bill passed the Senate, it became clear 
that some offending business method 
patents are issued in other sections. So 
the House bill changes the definition 
only slightly so that it does not di-
rectly track the class 705 language. 


Finally, the Cantwell amendment 
limits who can take advantage of sec-
tion 18 by eliminating access to the 
program by privies of those who are 
sued. Specifically, H.R. 1249 allows par-
ties who have shared interests with a 
sued party to bring a section 18 pro-
ceeding. The Cantwell amendment 
would eliminate that accommodation. 


All of the House changes to section 18 
of the Senate bill are positive, and I be-
lieve we should keep them. But to my 
colleagues I would say this in closing: 
The changes Senator CANTWELL has 
proposed do not get to the core of the 
bill, and the most profound effect they 
would have is to delay passage of the 
bill by requiring it to be sent back to 
the House, which is something, of 
course, we are all having to deal with 
on all three of the amendments that 
are coming up. 


I urge my colleagues to remember 
that this bill and the 200,000 jobs it 
would create are too important to 
delay it even another day because of 
minor changes to the legislation. I urge 
my colleagues to vote against the 
amendment of my good friend MARIA 
CANTWELL and move the bill forward. 


With that, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Utah. 
Mr. HATCH. Madam President, I rise 


to express my continued support for 
the America Invents Act. We have been 
working on patent reform legislation 
for several years now—in fact, almost 
the whole time I have been in the Sen-
ate—so it is satisfying to see the Sen-
ate again voting on this bipartisan bill. 


It is important to note that this bill 
before us is the same one that was 
passed by the Republican-controlled 
House of Representatives in June. I 
commend House Judiciary chairman 
LAMAR SMITH for his leadership on this 


monumental legislation. He has 
worked hard on this for many years, 
and I wish to pay a personal tribute to 
him. 


I also wish to recognize the efforts of 
my colleague from Vermont, Senate 
Judiciary Committee chairman PAT-
RICK LEAHY. Over the years, he and I 
have worked tirelessly to bring about 
long overdue reform to our Nation’s 
patent system, and I personally appre-
ciate PAT for his work on this matter. 


I also wish to recognize the efforts of 
Senate Judiciary Committee ranking 
member CHUCK GRASSLEY of Iowa, as 
well as many other Senate colleagues 
who have been instrumental in this 
legislative process. 


The Constitution is the supreme law 
of the land and the shortest operating 
Constitution in the world. America’s 
Founders put only the most essential 
provisions in it, listing the most essen-
tial rights of individuals and the most 
essential powers the Federal Govern-
ment should have. What do we think 
made it on to that short list? Raising 
and supporting the Army and main-
taining the Navy? No question there. 
Coining money? That one is no sur-
prise. But guess what else made the 
list. Here is the language: The Found-
ers granted to Congress the power ‘‘To 
promote the Progress of Science and 
useful Arts, by securing for . . . Au-
thors and Inventors the exclusive 
Right to their Respective Writing and 
Discoveries.’’ 


In other words, the governance of 
patents and copyrights is one of the es-
sential, specifically enumerated powers 
given to the Federal Government by 
our Nation’s Founders. In my view, it 
is also one of the most visionary, for-
ward-looking provisions in the entire 
U.S. Constitution. 


Thomas Jefferson understood that 
giving people an exclusive right to 
profit from their inventions would give 
them ‘‘encouragement . . . to pursue 
ideas which may produce utility.’’ Yet 
Jefferson also recognized the impor-
tance of striking a balance when it 
came to granting patents—a difficult 
task. He said: 


I know well the difficulty of drawing a line 
between the things which are worth to the 
public the embarrassment of an exclusive 
patent and those which are not. 


As both an inventor and a statesman, 
he understood that granting a person 
an exclusive right to profit from their 
invention was not a decision that 
should be taken lightly. 


This bill is not perfect, but I am 
pleased with the deliberative process 
that led to its development, and I am 
confident that Congress followed Jef-
ferson’s lead in striking a balanced ap-
proach to patent reform. 


There can be no doubt that patent re-
form is necessary, and it is long over-
due. Every State in the country has a 
vested interest in an updated patent 
system. When patents are developed 
commercially they create jobs, both 
for the company marketing products 
and for their suppliers, distributors, 
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and retailers. One single deployed pat-
ent affects almost all sectors of our 
economy. 


Utahns have long understood this re-
lationship. Ours is a rich and diverse 
and inventive legacy. In the early 
1900s, a young teenager approached his 
teacher after class with a sketch he 
had been working on. It was a drawing 
inspired by the rows of dirt in a potato 
field the teenager had recently plowed. 
After examining the sketch, the teach-
er told the young student that he 
should pursue his idea, and he did. 
That teenager was Philo Farnsworth, a 
Utah native who went on to patent the 
first all-electronic television. 


Farnsworth had to fight for many 
years in court to secure the exclusive 
rights to his patent, but he continued 
to invent, developing and patenting 
hundreds of other inventions along the 
way. 


Another Utah native developed a way 
to amplify sound after he had trouble 
hearing in the Mormon Tabernacle. His 
headphones were later ordered by the 
Navy for use during World War I. His 
name was Nathaniel Baldwin. 


William Clayton, an early Mormon 
pioneer, grew tired of manually count-
ing and calculating how far his wagon 
company had traveled each day. So, in 
the middle of a journey across the 
plains, he and others designed and built 
a roadometer, a device that turned 
screws and gears at a set rate based on 
the rotation of the wagon wheel. It 
worked based on the same principles 
that power modern odometers. 


John Browning, the son of a pioneer, 
revolutionized the firearm, securing 
his inventions through a patent. He is 
known all over the world for the work 
he did. 


Robert Jarvik, who worked at the 
University of Utah—a wonderful doctor 
whom I know personally—invented the 
first successful permanent artificial 
heart while at the University of Utah. 


These and countless other stories il-
lustrate the type of ingenuity that was 
required by the men and women who 
founded Utah, the type of ingenuity 
that has been exemplified in every gen-
eration since. 


Last year, Utah was recognized as 
one of the most inventive States in the 
Union. Such a distinction did not sur-
prise me, especially since the Univer-
sity of Utah recently logged the uni-
versity’s 5,000th invention disclosure 
and has over 4,000 patent applications 
filed to date. This impressive accom-
plishment follows on the heels of news 
that the University of Utah overtook 
MIT in 2009 to become America’s No. 1 
research institution for creating start-
up companies based on university tech-
nology. 


A group of students at Brigham 
Young University recently designed a 
circuit that was launched with the 
shuttle Endeavour, and another group 
developed a prosthetic leg that costs 
$25 versus the $10,000 a prosthetic leg 
may typically cost. Utah inventors 
contribute to everything from elec-


tronic communications, to bio-
technology, to computer games. 


Like my fellow Utahns, citizens 
across the country recognize that tech-
nological development is integral to 
the well-being of our economy and the 
prosperity of our families and commu-
nities. As technology advances, it is 
necessary at times to make adjust-
ments that will ensure Congress is pro-
moting the healthy progress of science 
and useful arts. 


The America Invents Act will im-
prove the patent process, giving inven-
tors in Utah and across the country 
greater incentives to innovate. 
Strengthening of our patent system 
will not only help lead us out of these 
tough economic times, but it will help 
us maintain our competitive edge both 
domestically and abroad. Take, for ex-
ample, the transition to a first-inven-
tor-to-file system and the establish-
ment of a post-grant review procedure. 
These changes alone will decrease liti-
gation costs so that small companies 
and individuals will not be dissuaded 
from protecting their patent rights by 
companies with greater resources. 


This bill provides the USPTO with 
rulemaking authority to set or adjust 
its own fees for 7 years without requir-
ing a statutory change every time an 
adjustment is needed. Providing the 
USPTO with the ability to adjust its 
own fees will give the agency greater 
flexibility and control, which, in the 
long run, will benefit inventors and 
businesses. 


The legislation enables patent hold-
ers to request a supplemental examina-
tion of a patent if new information 
arises after the initial examination. By 
establishing this new process, the 
USPTO would be asked to consider, re-
consider, or correct information be-
lieved to be relevant to the patent. 


Further, this provision does not limit 
the USPTO’s authority to investigate 
misconduct or to sanction bad actors. I 
am confident this new provision will 
remove the uncertainty and confusion 
that defines current patent litigation, 
and I believe it will enhance patent 
quality. 


The America Invents Act creates a 
mechanism for third parties to submit 
relevant information during the patent 
examination process. This provision 
will provide the USPTO with better in-
formation about the technology and 
claimed invention by leveraging the 
knowledge of the public. This will also 
help the agency increase the efficiency 
of examination and the quality of pat-
ents. 


This bill would create a reserve fund 
for user fees that exceed the amount 
appropriated to the USPTO. I prefer 
the language in the Senate-passed bill, 
which created a new revolving fund for 
the USPTO separate from annual ap-
propriations. Certainty is important 
for future planning, but the appropria-
tions process is far from reliable. 


While conceptually I understand why 
our House counterparts revised the 
Senate-passed language—and I am in 


agreement about maintaining congres-
sional oversight—I believe this is one 
area that should be reconsidered. It is 
just that important. That is why I sup-
port Senator TOM COBURN’s amend-
ment. If passed, his amendment will 
preserve congressional oversight and 
give the USPTO the necessary flexi-
bility to operate during these critical 
times. 


The House-passed compromise lan-
guage is a step in the right direction, 
especially since the chairman of the 
House Appropriations Committee has 
committed that all fees collected by 
the USPTO in excess of its annual ap-
propriated level will be available to the 
USPTO. However, I remain concerned 
that the budget uncertainties that 
exist today may negatively impact the 
USPTO and its ability to implement 
many of the new responsibilities re-
quired by the America Invents Act. 


I remain concerned about some provi-
sions the House either expanded or 
added. On balance, however, the 
positives of this legislation far out-
weigh the negatives, and I am con-
fident it will contribute to the greater 
innovation and productivity our econ-
omy demands. It provides essential im-
provements to our patent system, such 
as changes to the best mode disclosure 
requirement; expansion of the prior 
user rights defense to affiliates, with 
an exemption for university-owned pat-
ents; incentives for government labora-
tories to commercialize inventions; re-
strictions on false marking claims; re-
moval of restrictions on the residency 
of Federal circuit judges; clarification 
of tax strategy patents; providing as-
sistance to small businesses through a 
patent ombudsman program and estab-
lishing additional USPTO satellite of-
fices. 


We all know every piece of legisla-
tion has its shortcomings. That is the 
reality of our legislative process. How-
ever, taken as a whole, the America In-
vents Act further builds upon our coun-
try’s rich heritage of intellectual prop-
erty protections—a cornerstone pro-
vided by article I, section 8 of the Con-
stitution. 


Passage of the America Invents Act 
will update our patent system, help 
strengthen our economy, and provide a 
springboard for further improvements 
to our intellectual property laws. I 
urge all of my colleagues to join in this 
monumental undertaking, and I appre-
ciate those who have worked so hard 
on these programs. Again, I mentioned 
with particularity the Congressman 
from Texas, LAMAR SMITH, and also my 
friend and colleague, Senator LEAHY, 
and others as well, Senator GRASSLEY 
especially. There are others as well 
whom I should mention, but I will 
leave it at that for this particular 
time. 


I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The legislative clerk proceeded to 


call the roll. 
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Mr. HOEVEN. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
COONS). Without objection, it is so or-
dered. 


THE ECONOMY 
Mr. HOEVEN. Mr. President, I rise 


today to speak on a matter of great im-
portance to our country, and that is 
jobs and our economy. I know the 
President will be speaking this 
evening. I want to emphasize the im-
portance that we focus on a long-term 
strategy to get our economy going. By 
that I mean a pro-jobs, progrowth eco-
nomic strategy for our country. 


The things that go into that include 
building the best possible business cli-
mate. We have got to have a business 
climate that will stimulate private in-
vestment, that will stimulate entrepre-
neurship, ingenuity, that will stimu-
late job creation by businesses small 
and large across our economy. We need 
to build a strong business climate. We 
need a long-term, progrowth economic 
strategy to do that. 


We also need to control our spending 
and live within our means. We need a 
comprehensive energy policy. All three 
of these things go into the right kind 
of long-term comprehensive approach 
this country needs to get our economy 
growing and get people back to work. 


I wish to start by taking a minute to 
look at our current situation, to talk 
about where we are. If you look at un-
employment, unemployment is more 
than 9 percent, and it has been more 
than 9 percent for an extended period 
of time. Weekly jobless claims: more 
than 400,000. We have more than 14 mil-
lion people who are out of work. That 
does not include people who are under-
employed or people who are no longer 
looking for work because they have 
been discouraged and are not included 
in the workforce—14 million people we 
need to get back to work. 


We also have a tremendous deficit 
problem. If you look at our revenues 
today, we have revenues of about $2.2 
trillion. Our spending is at a rate of 
$3.7 trillion. That is a $1.5 trillion def-
icit. That is adding up to more than a 
$14 trillion dollar debt—a $14 trillion 
debt that weighs on our economy. If we 
do not deal with it, it is a debt our 
children will have to pay. That is not 
acceptable for us and we have to deal 
with it at the same time we get this 
economy going. 


If you look at our current situation, 
we are borrowing 40 cents of every dol-
lar we spend, and deficit and our debt 
is growing at $4 billion a day. I brought 
some graphs so we can look at it 
graphically. Here you see revenues and 
spending. 


Unfortunately, the spending line is 
the red line along the top here. Spend-
ing is more than $3.7 trillion a year. At 
the same time, our revenues are $2.2 
trillion. That gap is a $1.5 trillion 
budget deficit we are accumulating on 
an annual basis. As I say, it is now 
leading to a debt that is more than $14 
trillion. 


If you look at this next chart, we 
talk about unemployment. Here you 
see annual unemployment. Currently 
we are at 9.1 percent. We have been 
there for an extended period of time. 
Again, that represents more than 14 
million people who are unemployed 
that we need to get back to work. 


The other thing you will notice on 
this chart is the blue line. This blue 
line is the chart for my home State. 
There you will see our unemployment 
is about 3.2 to 3.3 percent. For the last 
decade in our State, we have focused on 
a progrowth, pro-jobs economic strat-
egy. By that I mean building the best 
possible business climate, making sure 
we live within our means, and building 
a comprehensive energy approach to 
develop all of our energy resources. 
There is no reason we cannot do the 
same thing at the Federal level. In 
fact, we need to do exactly that at the 
Federal level. So I am here today to 
talk about some of the things we need 
to do to make that happen. 


The first is that I emphasize by 
building a good business climate, I 
mean a legal, tax, and regulatory cer-
tainty so businesses know the rules of 
the road so they can invest. They can 
invest shareholders’ dollars so entre-
preneurs can start new businesses, so 
existing businesses can expand. But to 
do that, they need to know the rules of 
the road. They need to know what our 
tax policy is. Right now we have a tax 
policy that expires at the end of the 
next year. So how do you as a business 
person go out there and start making 
investments when you do not know 
what the tax policy is going to be be-
yond the end of next year? We need tax 
reform. 


How about regulation? We have an 
incredible regulatory burden. How do 
you go out there and make an invest-
ment, get a business going, hire people, 
if you do not know what the regulatory 
requirements are? We need to reduce 
that regulatory burden. 


We need to pass trade agreements so 
our companies can sell not just here in 
the United States but they can sell 
globally. If you look at the history of 
our country, that is how we have grown 
this economy, how we have become the 
most dynamic economic engine in the 
world. It is through that private in-
vestment, that entrepreneurship, that 
American ingenuity. 


The role of government is to create a 
business climate that unleashes that 
potential. We have got to roll back the 
regulatory burden. We have got to cre-
ate clear, understandable rules and tax 
policy to follow so these companies can 
make these investments, get those 14- 
plus million people back to work, get a 
growing economy, at the same time 
that we get a grip on our spending and 
start living within our means. That is 
how we not only raise our standard of 
living and our quality of life, but we 
make sure we do not pass on a huge 
debt to our children and our grand-
children. 


Let me talk about some of the kinds 
of laws and legislation we need to pass 
to make sure that happens. 


Not too long ago, President Obama 
issued an Executive order. I hope it is 
something he talks about this evening 
in his address to the joint session of 
Congress. In that Executive order, he 
said all of the agencies—all of the Fed-
eral agencies—need to look at their 
regulations, at their existing regula-
tions and any regulations they are put-
ting out, and make sure that if those 
regulations are costly, burdensome, if 
they do not make sense, if they are 
outmoded or outdated, they are elimi-
nated, they are stripped away, so we 
empower people and companies 
throughout this great country to do 
business. He said in that Executive 
order make sure all of our agencies 
look at their regulations and eliminate 
those that do not make sense, that are 
costly, and that are burdensome, so we 
can stimulate economic activity and 
job creation in this country. I think we 
need to do exactly that. In fact, let’s 
make it a law. Let’s make it the law 
that all of the regulatory agencies need 
to look at their existing regulations 
and any regulations they are looking 
at putting out, to make darn sure they 
are clear, straightforward, understand-
able, that they are workable, and not 
only that our regulations are clear and 
understandable, that the regulators 
work with Americans and American 
companies to make sure they under-
stand them and they are able to meet 
them so they can pursue their business 
plans, their business growth, their 
business investment, and that they 
hire and put people back to work. That 
is how it is supposed to work. 


Together, Senator PAT ROBERTS of 
Kansas, myself, and others have put 
forward the Regulatory Responsibility 
for Our Economy Act. That is just 
what it says. How much more bipar-
tisan can we get than that? The Presi-
dent puts out an Executive order say-
ing we need to roll back some of these 
regulations that are burdening our 
business base, and we as Republican 
Senators say: Okay, here is an act to 
put that Executive order into law. 
Let’s work together in a bipartisan 
way to reduce this regulatory burden 
that is stifling economic growth and 
job creation in our country. 


That is what Congress is supposed to 
do. That is what we need to do. That is 
what the people of this country want 
us to do on a bipartisan basis. 


When the President comes to the 
Capitol this evening and talks about 
how we get business going, let’s get it 
going by reducing this regulatory bur-
den so private investment can get peo-
ple back to work in this country. It is 
not about more government spending, 
it is about private investment and ini-
tiative. We have to create the frame-
work to make it happen. We can do it, 
and we can do it on a bipartisan basis. 


Another example is that the United 
States has been the leader in aviation 
throughout its history. Throughout the 
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history of aviation, since Kitty Hawk, 
the United States has led the world in 
aviation, in invention, development, 
and innovation, and all the things that 
have gone into the development of 
aviation. Again, throughout its his-
tory, the United States has been the 
leader. One of the key areas for growth 
in aviation right now is UAS, un-
manned aerial systems or unmanned 
aircraft. They call them remotely pi-
loted aircraft. Our military uses them 
to tremendous benefit in Iraq, Afghani-
stan, and around the world. 


Even though our military flies UAS 
all over the globe, we can’t fly them 
here in the United States together with 
manned aircraft. Yet if we are going to 
continue to lead the world in aviation 
innovation, we have to find a way to 
fly both manned and unmanned air-
craft together in our airspace in the 
United States. 


Others and I have been talking to the 
FAA and working with the FAA, say-
ing that you have to promulgate rules, 
set the rules of the road—or, in this 
case, the rules of the air—so we can fly 
both manned and unmanned aircraft 
together in the U.S. airspace. The FAA 
has been working on this for I don’t 
know how long but a long period of 
time. As of yet, they have not come 
out with those rules so we can fly both 
manned and unmanned aircraft in our 
airspace. But we need to, because if we 
don’t, other countries will, and they 
will move ahead of us—maybe not in 
military aviation, where we are flying 
unmanned aircraft all over the world, 
but how about in commercial and gen-
eral aviation and all the other applica-
tions it will have for unmanned air-
craft. 


The FAA bill, which we are now 
working to complete—a version was 
passed in the House and a version was 
passed in the Senate, and we are trying 
to reconcile the two versions. Again, 
we need to do this in a bipartisan way. 
I have included language that author-
izes—in fact requires—that the FAA 
set up airspace in the United States so 
that manned and unmanned aircraft 
can be flown concurrently. Again, it is 
about making sure that we not only 
maintain our lead in aviation but cre-
ate those exciting, good-paying jobs of 
the future. If the agency isn’t going to 
take that step, we as the Congress have 
to make sure we take that step and 
move the aviation industry forward. 


Another example is how we have to 
create the environment, the forum that 
encourages that type of innovation, en-
trepreneurship, and investment in job 
creation. That is our role, our responsi-
bility, in this most important of all 
issues, which is getting the economy 
going and getting people back to work. 


On the free trade agreements, we 
have three of them pending—one with 
South Korea, the U.S.-South Korea 
Free Trade Agreement, another is the 
Panama Free Trade Agreement, and 
the other is with Colombia. Those 
trade agreements have been negotiated 
for some time. For three years those 


trade agreements have been pending. It 
is time to take them from pending to 
being passed. We need the administra-
tion to bring those free trade agree-
ments to the Senate and to the House 
and we will pass them. We have worked 
across the aisle in a bipartisan way to 
make sure that whatever issues needed 
to be dealt with to bring them to the 
Congress—whether it is trade adjust-
ment authority or whatever, we have 
worked together in a bipartisan way to 
say, look, we have addressed the issues. 
Now the administration needs to bring 
the free trade agreements to the Sen-
ate floor. We will pass them. 


With just one of those free trade 
agreements—for example, if we take 
the South Korea free trade agree-
ment—we are talking about more than 
$10 billion in trade every year for our 
U.S. companies. 


These free trade agreements reduce 
tariffs on the order of 85 percent. We 
are talking more than a quarter of a 
million jobs that will be created if we 
pass these agreements. For every 4-per-
cent increase in trade, we are talking 
about 1 million American jobs that we 
can create. Again, it is about creating 
the environment that empowers invest-
ment, empowers our entrepreneurs in 
this country, and empowers businesses 
large and small to invest and get our 
economy going. 


At the same time we get this econ-
omy growing, we have to start living 
within our means. Right now, as I indi-
cated, we have a $1.5 trillion deficit and 
a debt that is closing in on $14.5 tril-
lion. So at the same time we get the 
economy growing, which will grow our 
revenues—not higher taxes, but grow 
revenues from a growing economy, and 
with tax reform that empowers that 
economic growth, at the same time, we 
have to get control of our spending and 
live within our means. 


Along with some fellow Senators, we 
have sponsored a number of pieces of 
legislation that I believe we can pass in 
a bipartisan way to make sure we get 
spending under control. The first is a 
balanced budget amendment. I come 
from a State where I was Governor for 
10 years. We have a balanced budget 
amendment. Every year, we are re-
quired by our Constitution to balance 
the budget. States have a balanced 
budget requirement, and businesses 
and families and communities all have 
to live within their means. Our Federal 
Government has to live within its 
means. 


If you think about it, a balanced 
budget amendment gets everybody in-
volved. We not only have to pass it in 
the Senate and in the House with a 
two-thirds majority, but then it goes 
out to the States for ratification. What 
better way to get everybody through-
out the country directly involved in 
making sure that we control our spend-
ing. Every State has to deal with a bal-
anced budget amendment. So it is all of 
us working together as Americans, and 
it is the Congress going to the people of 
this great country and saying: Here is 


a balanced budget amendment, you tell 
us what you think. Again, what a great 
way to get everybody involved, the way 
we should get everybody involved in 
making sure we live within our means 
not only today but tomorrow and 
throughout future generations. 


At the same time, we need to pass 
other tools that can help us get control 
of our spending. For example, the Re-
duce Unnecessary Spending Act. This 
is a bipartisan act that I think was 
originally sponsored by Senator TOM 
CARPER, a former Governor, a Demo-
crat from Delaware, and Senator JOHN 
MCCAIN. I am proud to be a cosponsor. 
One of the key provisions is to give the 
President a line-item veto. Reaching 
across the aisle, we are giving our 
President a tool—a line-item veto—to 
make sure we cut out waste, fraud, and 
abuse, and that we control our spend-
ing. As a Governor, the most effective 
tool I had was the line-item veto. We 
need to make sure our President has it 
as well. 


I think we also need to look at a bi-
ennial budget, so that we pass a budget 
on a two-year cycle—make sure we get 
it passed and the next year we can 
come back and make the adjustments 
we have to make; but at the same time 
we have time for oversight and making 
sure spending is going in accordance 
with the directive of the Congress, and 
whether it is waste, fraud, abuse, or du-
plication, that we cut it out. Again, 
this is absolutely what the American 
people want us to do. 


The third area I will touch on for a 
minute—and I will go to the next 
chart—is building the right kind of en-
ergy plan, a comprehensive energy pol-
icy that will help this country develop 
all of its energy resources. We did it in 
North Dakota. I know we can do it at 
the Federal level. 


If you think about it, energy develop-
ment in this country is an incredible 
opportunity. It is an opportunity to 
produce more energy more cost effec-
tively, with better environmental stew-
ardship that will enable all of our in-
dustries to compete in a global high- 
tech economy. In addition, what a 
great opportunity it is to create high- 
paying jobs. Again, I go back to what I 
said before. For our energy companies 
looking to invest hundreds of millions 
and billions of dollars, they need to 
know the rules of the road. It comes 
back to creating a comprehensive en-
ergy policy that sets up those rules of 
the road so they know what their tax 
situation is and what the regulation 
and regulatory requirements are. When 
they make those investments to 
produce more energy more cost effec-
tively, with good environmental stew-
ardship, they have to know they are 
going to be able to get a return. They 
have to know they can meet the regu-
latory requirements. Those invest-
ments may last 40 and 50 years, and 
they know they are going to have to be 
able to recoup those investments. 


This first chart gives an example of 
some of the energy development in our 
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State. Out West, there is oil and gas. 
North Dakota is now the fourth largest 
oil-producing State in the country. We 
have passed Oklahoma and Louisiana, 
and people don’t realize it. Every State 
has some kind of energy. If you look at 
this map, we have oil, gas, coal, and 
wind. We are in the top 10 wind pro-
ducers. We have biofuels, biomass, 
solar—we have all of them. Different 
States have different strengths. A lot 
of States have oil, gas, coal, or cer-
tainly wind, or they can develop the 
biofuels. 


It comes down to creating that envi-
ronment that stimulates private in-
vestment so companies will come in 
and do exactly what I am talking 
about—at the Federal level, as well as 
at the State level. 


This next chart shows what is actu-
ally happening at the Federal level. 
This chart is the cost of major new reg-
ulations. What it shows over the last 
three decades is the cost of regulation 
by year, over the last 30 years. When 
the cost of regulation is high, if you go 
back and check, you will see our econ-
omy wasn’t doing very well. When the 
cost of regulation was low, you will see 
that it was doing much better. Look at 
the cost of regulation today. It was 
$26.5 billion in 2010, the cost of meeting 
the regulatory requirements. That is 
what I am talking about. That is what 
is impeding job growth and economic 
growth and business investment. We 
have to address that. We have to roll 
back the regulatory burdens our com-
panies and entrepreneurs face today. 


This last chart gives one example of 
some of the new regulations EPA is 
putting out that somebody who wants 
to develop energy has to meet. If you 
are an energy company or a young per-
son with a good idea to develop a new 
type of energy, or existing type of en-
ergy with a new technology, can you 
meet all of these requirements? Can 
you even begin to understand them? Do 
you have a big enough legal team and 
scientific team, or a deep enough wal-
let to try to figure that all out before 
you put your money or your share-
holders’ money at risk? That is what is 
impeding economic growth in our coun-
try, and we have to deal with it. Con-
gress has to deal with it. 


Again, this is not rocket science, and 
it is not about spending more Federal 
dollars. We have to create an environ-
ment that will encourage, stimulate, 
and empower private investment. It is 
that private investment throughout 
this land that will get our economy 
going and get people back to work. We 
can do it. It has to be a long-term 
strategy. It can’t be a few stopgap 
measures that we put into place now 
for the next 90 days or for 1 year at a 
time. It has to be on a long-term sus-
tained basis. I believe that is what the 
people want to hear this evening. I 
think they want to hear that kind of 
commitment to a long-term strategy, a 
progrowth, pro-jobs economic strategy 
that will get this economy going now, 
tomorrow, and for the long term. It has 


to be done in a bipartisan way to get it 
through this Congress and signed by 
the President. But it is that kind of vi-
sion we need for our country. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Montana is recognized. 
Mr. BARRASSO. Mr. President, U.S. 


job creation in this country, as you 
know, has come to a halt. The Labor 
Department reported last Friday that 
zero jobs were created in August. The 
economic recovery that was hoped for 
failed to materialize, and unemploy-
ment remains at 9.1 percent. 


Hope is not enough. Our economy is 
stagnant. The President’s latest pivot 
to jobs is anchored on blaming the pre-
vious administration, which is now 
nearly 3 years past. Yet, despite re-
peated assurances of improvement, 
President Obama’s own economic poli-
cies have failed. The President’s stim-
ulus plan failed to produce the 3.5 mil-
lion jobs he promised. His ‘‘green jobs’’ 
initiative gave us more red ink but 
never came close to the 5 million new 
jobs he predicted it would. All the 
while the Federal bureaucracy he con-
trols churns out expansive and expen-
sive new regulations that amount to an 
assault on private sector job creation. 


The facts are inescapable. Since 
President Obama took office, America 
has lost approximately 2.3 million jobs. 
We are in an economic crisis—a crisis 
that extends to America’s confidence 
in the President to do anything that 
will change the current course. What 
the American people want is a plan, a 
plan that will yield results. They want 
leadership, and they have rejected the 
President’s insistence that the only 
way forward is through more spending. 


Today, western Members of the Sen-
ate and House are calling on the Presi-
dent to accept a new way—a progrowth 
plan to create jobs in the West that 
will lead to broader economic recovery 
all across the country. The western 
caucus Jobs Frontier report was pro-
duced by Members of the Senate and 
congressional western caucuses. It con-
tains legislative proposals already in-
troduced in both Houses of Congress, 
and these are proposals that create 
jobs now. 


The proposals we support speak 
largely to the economic challenges 
faced by Western States. They are also 
aimed at ruinous regulations and reli-
ance on foreign energy and lawsuit 
abuse that continues to stifle our en-
tire economy. These bills are ready to 
pass. They are ready to create jobs 
today. 


Any serious job creation proposal has 
to start with serious steps to increase 
affordable American energy. For dec-
ades, westerners have worked in high- 
paying energy jobs, and these jobs have 
good benefits. Since taking office, the 
Obama administration has consistently 
pushed extreme policies and heavy- 
handed regulations that make it harder 
to develop American energy. Very sim-
ply: Fewer energy projects mean fewer 
American jobs. Members of the Senate 


and House western caucuses have pro-
posed a wide range of proposals to in-
crease the number of red, white, and 
blue jobs all across the country. 


Encouraging the development of all- 
of-the-above energy resources will cre-
ate thousands of jobs in the West and 
make our country less dependent on 
foreign energy. This administration 
has consistently shut down offshore en-
ergy exploration. It has arbitrarily 
canceled existing leases, and it con-
tinues to try to impose additional hur-
dles to onshore production, such as re-
dundant environmental reviews, bur-
densome permitting review require-
ments, and delays in processing of ap-
plications. 


Our bills—the ones in this report— 
will streamline the permitting process 
and break down the barriers imposed 
by President Obama. This will make it 
cheaper and easier—cheaper and easi-
er—for the private sector to create 
jobs. 


Westerners recognize we cannot pick 
and choose which forms of energy to 
support. When it comes to energy, we 
need it all, and we need it now. That is 
why we need a bill that will let energy 
producers tap existing resources of 
American oil and natural gas. Our plan 
has a bill that will do that. It is called 
the Domestic Jobs, Domestic Energy, 
and Deficit Reduction Act. It has been 
introduced by both Representative ROB 
BISHOP of Utah and Senator DAVID VIT-
TER of Louisiana. 


This bill would force the Department 
of the Interior to stop blocking off-
shore energy exploration. That depart-
ment’s stall tactics have gone so far 
that even President Bill Clinton has 
called them ridiculous. The Domestic 
Jobs, Domestic Energy, and Deficit Re-
duction Act would force the Obama ad-
ministration to quit stalling. 


The barrage of new regulations com-
ing out of Washington continues to be 
a big wet blanket—a big wet blanket— 
thrown over the job creators in our 
country. In July of 2011, this adminis-
tration issued 229 rules, and it finalized 
379 additional rules that are going to 
cost our job creators over $9.5 billion. 
That is in July alone. 


Our plan includes a bill I have intro-
duced, called the Employment Impact 
Act. This bill forces Washington regu-
lators to look before they leap when it 
comes to regulations that could hurt 
American jobs. Under the bill I have in-
troduced, every regulatory agency 
would be required to prepare a jobs im-
pact statement. They would have to do 
it with every new rule they propose. 
That statement would include a de-
tailed assessment of the jobs that 
would be lost or gained or sent over-
seas by any given rule. It would con-
sider whether new rules would have a 
bad impact on our job market in gen-
eral. 


The administration has also at-
tempted to drastically increase wilder-
ness areas, to expand Washington’s ju-
risdiction on private waters, and to 
misuse the Endangered Species Act. 
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Western lawmakers are proposing to 
reassert congressional authority to en-
sure a proper balance between job cre-
ation and conservation. Our bills in 
this report will increase transparency 
and stop any administration from 
issuing regulations without consid-
ering the local economic impact. 


Throughout our Nation’s history, 
American farmers and ranchers have 
provided an affordable, abundant, and 
safe domestic supply of food and en-
ergy. In recent years, America’s agri-
cultural and forestry industries have 
been increasingly threatened by the 
surge of regulations coming from 
Washington—especially those from the 
Environmental Protection Agency. Our 
plan is going to push back. We will 
strengthen these industries and their 
ability to meet the world’s growing 
food and energy needs. 


Westerners also recognize the mining 
sector is vital to our economic recov-
ery. We know manufacturing jobs can-
not be created without the raw mate-
rials needed to produce goods. Since 
the Obama administration will not 
break down barriers to American min-
erals, our Nation is growing increas-
ingly dependent on foreign minerals— 
countries such as China and Russia. 
This inaction is unacceptable and it is 
inexcusable. 


Our plan includes Senator MUR-
KOWSKI’s bill, the Critical Minerals Pol-
icy Act, which will ensure long-term 
viability of American mineral produc-
tion. Her bill requires the U.S. Geologi-
cal Survey to establish a list of min-
erals critical to the U.S. economy and 
then provide a comprehensive set of 
policies to address each economic sec-
tor that relies upon those critical min-
erals. It also creates a high-level inter-
agency working group to optimize the 
efficiency of permitting in order to fa-
cilitate increased exploration and pro-
duction of domestic critical minerals. 


These are just some of the ideas in-
cluded in our jobs frontier plan. As it 
says: ‘‘Breaking Down Washington’s 
Barriers to America’s Red, White and 
Blue Jobs.’’ We eliminate back-door 
cap-and-tax regulations. Finally, we 
will take on excessive lawsuits against 
Federal agencies that have increased 
dramatically and destroyed jobs in the 
West. 


Every single one of the bills in the 
Republican jobs plan has been written 
and introduced in one or both Houses 
of Congress. This is a plan that can be 
implemented now. This is a plan that 
will work to create jobs. This is a plan 
that will reduce the cost of energy and 
restart the economy. 


There is a lot that needs to be done 
to fix our ailing economy. These are 
some ideas—western ideas—that come 
from the lawmakers that know best 
how our rural communities are suf-
fering and how we can get folks back to 
work. Many of these proposals come 
from the States. They have the support 
of our western Governors and legisla-
tors. These are ideas not born in Wash-
ington. 


Recent jobless numbers confirm the 
current approach from Washington has 
failed. If the President is serious about 
incorporating the ideas of every Amer-
ican in every part of the country, then 
he needs to look beyond Washington. 


I thank every Member of the Senate 
and congressional western caucuses for 
their work and their expertise on this 
report. I look forward to turning these 
ideas into policies and in that way put-
ting all of America back to work. 


Mr. President, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Illinois. 
AFGHANISTAN AND AID TO PAKISTAN 


Mr. KIRK. Mr. President, I want to 
take some time today to talk about my 
views on Afghanistan and why we 
should rethink aid to Pakistan. 


I just completed my third 2-week re-
serve assignment in Afghanistan. While 
many Members of Congress get a first-
hand look at the situation on fact-
finding missions, my time provided me 
a more indepth view, with a focus on 
the counternarcotics objectives of 
NATO’s ISAF mission. 


Now, first, the good news. The work 
of our soldiers, marines, sailors and 
airmen is nothing short of amazing. 
Serving in one of the poorest, roughest, 
and most remote parts of the globe, 
they have crushed al-Qaida’s training 
bases, they have driven the Taliban 
from government, they have fostered a 
new elected government, and welded 47 
allies into a force for human rights, de-
velopment, and education—especially 
for girls. 


Now, 42 percent of Afghans live on 
just $1 a day. Only one in four can read. 
Malnutrition is a serious problem, and 
infant mortality is the third highest of 
any country. According to the United 
Nations, nearly 40 percent of Afghan 
children under 3 are moderately or se-
verely underweight, and more than 50 
percent of children under 3 experience 
stunted growth. Afghanistan has more 
than twice the population of Illinois, 
but its electricity generation for the 
entire year is less than 2 percent of the 
electricity generated in Illinois just for 
the month of May. 


The nearly 30 million people of Af-
ghanistan are victimized by a number 
of terrorist groups beyond just the 
Taliban, such as the HIG, the ETIM, 
and a new threat called the Haqqani 
network, which I will go into detail 
about. But the Afghans are mostly vic-
timized by their neighbors, the Paki-
stanis. 


I served as a reservist in Afghanistan 
for the first time in 2008, and I believed 
then that Pakistan was complicated; 
that we have many issues there and 
that we should advance our own inter-
ests diplomatically. I no longer agree 
with that. 


Pakistan has now become the main 
threat to Afghanistan. Pakistan’s in-
telligence service is the biggest danger 
to the Afghan Government. Pakistan 
also poses a tremendous threat to the 
lives of American troops. Let me be 
clear: Many Americans died in Afghan-
istan because of Pakistan’s ISI. 


Sitting in our commander’s briefs for 
2 weeks and talking to our head-
quarters’ leaders and spending a few 
days in the field, it became clear to me 
if we were working in Afghanistan 
alone we would have had a much better 
chance to turn that country around 
more quickly, restoring it to its status 
as an agricultural economy with a 
loose government and a high degree of 
autonomy given to each tribe or re-
gion. But we are not alone. 


While our military reduced al-Qaida 
in Afghanistan to a shadow of its 
former self, a new force is emerging. On 
the 10th anniversary of 9/11, al-Qaida, I 
must report, is still armed and dan-
gerous, but it is far less numerous or 
capable than it once was. But al-Qaida 
is not the most potent force that is 
arrayed against us. 


The new face of terror is called the 
Haqqani network. Built around its 
founder Jalaluddin Haqqani and his son 
Siraj, it has become the most dan-
gerous, lethal, and cancerous force in 
Afghanistan. 


One other thing. As much as Paki-
stani officials claim otherwise, the 
Haqqanis are backed and protected by 
Pakistan’s own intelligence service. 
Statements by Pakistani Government 
officials to the contrary are direct lies. 
The Haqqani network kills Americans, 
it attacks the elected Government of 
Afghanistan, and remains protected in 
its Pakistani headquarters of Miriam 
Shah. Without that Pakistani safe 
haven, the Haqqani network would suf-
fer the same fate as al-Qaida. Afghan 
and U.S. special operations teams take 
out many Taliban and al-Qaida com-
manders, and these operators operate 
each night also against numerous 
Haqqani leaders. But the Haqqanis are 
able to spend all day planning attacks 
on Afghans and Americans and then 
sleeping soundly in their beds in Paki-
stan. 


In such an environment, with our 
deficits and debt, military aid to Paki-
stan seems naive at best and counter-
productive at worst. I am seriously 
thinking we should reconsider assist-
ance to the Pakistani military. 


Recently, our President chose to 
withdraw 33,000 American troops from 
the Afghan battle. General Petraeus 
and Admiral Mullen did not choose this 
option. Nevertheless, I think our new 
commander, General Allen, can with-
draw the first 10,000 American troops 
by Christmas without suffering a mili-
tary reversal in Afghanistan. Afghani-
stan’s Army and police are growing in 
size—now numbering over 300,000—and 
capability. Despite recent reports of 
desertions, Afghan security forces will 
soon reach a level where some of our 
troops may safely leave the country. 
As we withdraw, we should consider 
enablements, such as a pay raise for 
Afghan troops, to improve their reten-
tion and morale. 


I spoke with General Allen about a 
commander’s assessment that should 
be delivered at the end of the year. 
After withdrawing 10,000 troops, I hope 
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he will clearly define when the next 
23,000 can come out. 


In the United States, politically 
there is little difference between with-
drawing at the end of the year and 
withdrawing at the end of the fiscal 
year, but militarily there is a world of 
difference. The fighting season in Af-
ghanistan runs through October. If 
General Allen is ordered to withdraw 
his troops by September 30, then many 
of his forces will disappear during the 
Taliban’s key offensive months. But if 
the troops leave in November-Decem-
ber, we will guarantee another bad 
military year for the Taliban and the 
Haqqanis and an even stronger Afghan 
Army in the long term. 


I hope the President sets an end-of- 
year deadline rather than an end-of-fis-
cal-year deadline. It is right to do mili-
tarily and politically. If he does this, 
he reduces the chance of a radical Is-
lamic extremist victory on the Afghan 
battlefield in 2012. 


While in Afghanistan, I worked to 
help update and rewrite ISAF’s coun-
ternarcotics plan. Afghanistan is the 
source of over 80 percent of the world’s 
heroin and opium. The drug economy 
fuels the insurgency and corruption of 
the Afghan Government itself. From 
2001–09, Secretary Rumsfeld and then- 
Ambassador Holbrooke blocked ISAF 
from doing much about narcotics. This 
left a huge funding source for the in-
surgency untouched. 


ISAF was able to change direction 
slightly in 2009 and 2010 by supporting 
interdiction and eradication and alter-
native livelihoods for Afghan farmers. 
While commendable, these programs 
didn’t work and the size of the Afghan 
poppy crop is likely to go up. 


The plan I worked on advocates a 
shift in ISAF to apply its military 
strength of intelligence, helicopters, 
and special operations to support Af-
ghan decisions to arrest the top drug 
lords of Afghanistan, starting with the 
ones who heavily financially back the 
insurgency. We joined in 2005 to arrest 
bin Laden’s banker Haji Bashir 
Noorzai, and we should do it again. 


I strongly back the Afghan Counter-
narcotics Ministry idea to announce a 
top 10 drug lord list to emulate the 
early success of J. Edgar Hoover when 
he established the reputation of the 
FBI. In our remaining 2 years in Af-
ghanistan, we can do a lot to cripple 
the insurgency and help the 2014 elec-
tions by removing a number of key bad 
actors from the battlefield. 


What about the future? The Presi-
dent says our formal current mission 
will end in 2014. Much of his vision will 
be approved at the Chicago NATO sum-
mit in May of 2012. By 2014, I believe 
Afghans will be able to do nearly all of 
the conventional fighting, with some 
U.S. special operations support remain-
ing. 


But remember, while the Afghan 
Army is likely to win, its budget for 
this year is $11 billion. The Afghan 
Government collected only $1 billion in 
tax revenue in 2010. We will have to 


help. Without regular U.S. combat 
troops, we risk a Taliban-Haqqani-ISI 
alliance winning unless we do help that 
Afghan military. 


On the 10th anniversary of 9/11, we 
should all agree that Afghanistan 
should never become a major threat to 
American families again. Should Paki-
stan not change its ways, we can do 
one other thing: an American tilt to-
ward India, to encourage the world’s 
largest democracy to bankroll an Af-
ghan Government that fights terror 
and the ISI. Given the outright lying 
and duplicity of Pakistan, it appears a 
tilt toward India will allow us to re-
duce our forces in Afghanistan, know-
ing India will help bankroll an Afghan 
Government. This would allow us to re-
duce our troops while also reducing the 
possibility of Afghanistan once again 
becoming a terrorist safe haven. 


Pakistanis would object to this pro- 
Indian outcome, but they will only 
have their own ISI to blame. Sep-
tember 11 teaches us that neither the 
United States nor India can tolerate a 
new formal Afghan terror state. It is 
too bad Pakistan has chosen to back 
the losing side—the terrorists—against 
the Afghan people and the two largest 
democracies on Earth. 


Finally, a word about our troops. 
Each night they combat the most dan-
gerous narco-insurgents on Earth, and 
many 19- and 20-year-old Americans 
volunteer to serve over 7,000 miles from 
home. Their generation is named after 
September 11, but these Americans in 
uniform not only carry their genera-
tion’s label, they are personally em-
ployed in risking their lives to ensure 
that all Americans will never again 
witness another September 11. 


They are America’s best hope, and I 
hope to God when I am older some of 
them run for President. From my own 
nursing home, I know the country 
would be in good hands if one of these 
young Americans were to guide our Na-
tion’s destiny. 


I am lucky to know many of their 
names. MAJ Fred Tanner, U.S. Army; 
LT Doug McCobb, Air Force; MG Mick 
Nicholson, Army; and our allies, Wg 
Cdr Howard Marsh, Royal Air Force; 
GEN Renee Martin, French Army; 
RADM Tony Johnstone-Brute, Royal 
Navy; and COL Robin Vickers, British 
Army. I honor them and their younger 
comrades, wishing all the military per-
sonnel of ISAF’s 47 nations a very good 
day as they awake in Afghanistan to-
morrow morning for another hard day’s 
work on one of the toughest battle-
fields in the world. 


I yield back. 
The PRESIDING OFFICER. The Sen-


ator from Oklahoma. 
Mr. COBURN. Mr. President, I wish 


to talk about an amendment, but also 
I had one of my colleagues who was sit-
ting in your position as President pro 
tempore notice an error I made on July 
27. Senator WHITEHOUSE questioned my 
numbers and, in fact, he was right. I 
said $115 million in regard to the sav-
ings on limousines. It was $11.5 million 


per year, not $115 million. It was $115 
million over 10 years. So I wish to 
stand to put that in the RECORD that I 
was in error and Senator WHITEHOUSE 
as a cordial colleague questioned me on 
it and I thank him for his account-
ability. 


We have before the Senate now a pat-
ent bill. There is no question there is a 
lot of work we need to do on patents. I 
know the President pro tempore sits on 
the committee that I do and we have 
spent a lot of time on this. But I am 
very concerned, I have to say, about 
what we are hearing in the Senate 
about why we wouldn’t do the right 
thing that everybody agrees we should 
be doing because somebody doesn’t 
want us to do that in the House, and I 
think it is the worst answer we could 
ever give the American people. 


When we have a 12-percent approval 
rating, and the Republicans have worse 
than that, why would we tell the Amer-
ican people we are not going to do the 
right thing for the right reason at the 
right time because somebody in the 
House doesn’t want us to and that we 
are going to say we are not going to 
put these corrections into a patent bill 
that are obviously important and we 
are going to say it is going to kill the 
bill when, in fact, it is not going to kill 
the bill? But that is what we use as a 
rationalization. So let me describe for 
a minute what has gone on over the 
years and what has not happened. 


The first point I would make is there 
has not been one oversight hearing of 
the Patent Office by the Appropria-
tions Committee in either the House or 
the Senate for 10 years. So they 
haven’t even looked at it. Yet the ob-
jection to, and what we are seeing from 
an appropriations objection is—and 
even our chairman of our Committee 
on the Judiciary, who is an appropri-
ator, supports this amendment but 
isn’t going to vote for it because some-
body in the House is going to object to 
it. 


But the point is, we have money that 
people pay every day. From univer-
sities to businesses to individual small 
inventors, they pay significant dollars 
into the Patent Office. Do you know 
what has happened with that money 
this year? Eighty-five million dollars 
that was paid for by American tax-
payers for a patent examination and 
first looks didn’t go to the Patent Of-
fice. Yet we have over 1 million patents 
in process at the Patent Office, and 
over 700,000 of those haven’t ever had 
their first look. 


So when we talk about our economy 
and we talk about the fact that we 
want to do what enhances intellectual 
property in our country—which is one 
of our greatest assets—and then we 
don’t allow the money that people ac-
tually pay for that process to go for 
that process and we have backlogged 
for years now patent applications, we 
have done two things. One is we have 
limited the intellectual property we 
can capture. No. 2 is we have allowed 
people to take those same patents, 
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when we have limited ability, espe-
cially some of our smaller organiza-
tions, and patent them elsewhere. So 
the lack of a timely approach on that 
is lacking. 


The process is broken. Since 1992, al-
most $1 billion has been taken out of 
the Patent Office. So we wonder, why 
in the world is the Patent Office be-
hind? 


The Patent Office is behind because 
we will not allow them to have the 
funds the American taxpayers who are 
trying to get ideas and innovations, 
copyrights, trademarks, and patents 
done—we will not allow the Patent Of-
fice to have the money. 


The amendment I am going to be of-
fering—and I have a modification on it 
that is trying to be cleared on the 
other side, and I will not actually call 
up the amendment at this time until I 
hear whether that has been accepted. 
The amendment I have says we will no 
longer divert the money that American 
businesses, American inventors, Amer-
ican universities pay to the Patent Of-
fice to be spent somewhere else; that it 
has to be spent on clearing their pat-
ents. 


I ask unanimous consent to have 
printed in the RECORD—and I will sub-
mit a copy at this time—a letter I re-
ceived August 1 from the head of the 
Patent Office. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


UNITED STATES 
PATENT AND TRADEMARK OFFICE, 


Alexandria, VA, Aug. 1, 2011. 
Hon. TOM COBURN, 
U.S. Senate, 
Washington, DC. 


DEAR SENATOR COBURN: Per your request, I 
am writing today to follow up on our discus-
sion last week regarding United States Pat-
ent and Trademark Office (USPTO) funding. 


As you know, the House-passed version of 
the America Invents Act (H.R. 1249) replaces 
a key funding provision that would have cre-
ated the USPTO Public Enterprise Fund—ef-
fectively sheltering the USPTO from the un-
certainties of the appropriations process and 
ensuring the agency’s ability to access and 
spend all of the fees it collects—with a provi-
sion creating the Patent and Trademark Re-
serve Fund. This provision keeps the USPTO 
in the current appropriations process, but re-
quires that all fees collected in excess of the 
annual appropriated amount be deposited 
into the Reserve Fund, where they will be 
available to the extent provided for in appro-
priations acts. In a June 22, 2011 letter to 
Speaker Boehner, House Appropriations 
Committee Chairman Rogers committed to 
ensuring that the Committee on Appropria-
tions carry language providing that all fees 
collected in excess of the annual appro-
priated amount would be available until ex-
pended only to the USPTO for services in 
support of fee-paying patent and trademark 
applicants. I was pleased to see that the fis-
cal year 2012 appropriations bill reported by 
the Committee did in fact carry this lan-
guage. 


I would like to reiterate how crucial it is 
for the USPTO to have access to all of the 
fees it collects. This year alone, we antici-
pate that the agency will collect approxi-
mately $80 million in fees paid for USPTO 
services that will not be available for ex-
penditure in performing those services. Quite 


clearly, since the work for which these fees 
were paid remains pending at USPTO, at 
some point in the future we will have to col-
lect more money in order to actually per-
form the already-paid-for services. If USPTO 
had received the authority to expend these 
funds, we would have paid for activities such 
as overtime to accelerate agency efforts to 
reduce the backlog of nearly 700,000 patent 
applications, as well as activities to improve 
our decaying IT systems, which are a con-
stant drag on efficiency. As history has dem-
onstrated, withholding user fees from 
USPTO is a recipe for failure. Effecting real 
reforms at the USPTO requires first and 
foremost financial sustainability. Ensuring 
that the agency has consistent access to ade-
quate funding is a key component of achiev-
ing this. 


Further, the unpredictability of the annual 
appropriations cycle severely hinders 
USPTO’s ability to engage in the kind of 
multi-year, business-like planning that is 
needed to effectively manage a demand-driv-
en, production-based organization. The only 
way we will be able to effectively implement 
our multi-year strategic plan, and achieve 
our goals of reducing the patent backlog and 
pendency to acceptable levels, is through an 
ongoing commitment to ensuring the USPTO 
has full access to its fee collections—not just 
in fiscal year 2012, but for each and every 
year beyond FY 2012. Only this assurance 
will enable the agency to move forward with 
the confidence that we are basing critical 
multi-year decisions about staffing levels, IT 
investment, production, and overtime on an 
accurate and reliable funding scenario. 


Along these lines, if America is to main-
tain its position as the global leader in inno-
vation, it is essential that American busi-
nesses and inventors not suffer the adverse 
effects of drawn-out continuing resolutions 
(CR), which have become common in recent 
years. The constant stops and starts associ-
ated with the CR cycle can have disastrous 
consequences, especially for a fee-based 
agency with a growing workload, as is the 
case for USPTO. The challenges presented by 
the pending patent reform legislation will be 
particularly difficult to undertake if the 
agency is not allowed to grow along a steady 
path to address our increasing requirements. 
As such, we must be assured that the USPTO 
will have full access to its fees throughout 
the year—not just after a full year appro-
priations act is enacted. Therefore, a com-
mitment to include language in future con-
tinuing resolutions that will address the 
USPTO’s unique resource needs is para-
mount. 


As outlined in our Strategic Plan and in 
our FY 2012 budget submission, USPTO has a 
multi-year plan in place to reduce patent 
pendency to 10 months first action and 20 
months final action pendency, and to reduce 
the patent application backlog to 350,000. 
During the next three to four years, we will 
continue and accelerate implementation of a 
series of initiatives to streamline the exam-
ination process, including efforts to improve 
examination efficiency and provide a new, 
state-of-the-art end-to-end IT system, which 
will support each examiner’s ability to proc-
ess applications efficiently and effectively. 


While efficiency gains are essential, we 
will not reach our goals without also in-
creasing the capacity of our examination 
core. As outlined in the FY 2012 budget, we 
plan to hire an additional 1,000 patent exam-
iners in FY 2012, with another 1,000 examiner 
hires planned for FY 2013. This added capac-
ity, combined with full overtime, will allow 
us to bring the backlog and pendency down 
to an acceptable level. 


Let me also be clear that while these en-
hancements are necessary to allow the 
USPTO to tackle the current backlog, the 


agency is not planning to continue growing 
indefinitely. An important part of our multi- 
year plan is an eventual moderation of our 
workforce requirements, once we have 
achieved a sustainable steady state. 


At the same time that USPTO is working 
to achieve these goals, we will also be work-
ing to restructure our fees to ensure that the 
agency is recovering adequate costs to sus-
tain the organization. Once our fees have 
been set, we will continually monitor our 
collections over the next several years to en-
sure that our operating reserve does not 
grow to unacceptably high levels at the ex-
pense of USPTO’s stakeholders. 


Thank you again for your support and your 
superb leadership on this important issue. 
With the continued commitment of the 
House and Senate Committees on Appropria-
tions to ensuring the USPTO’s ongoing abil-
ity to utilize its fee collections, we can put 
the agency on a path to financial sustain-
ability, and enable it to deliver the services 
paid for and deserved by American 
innovators. 


Sincerely, 
DAVID J. KAPPOS, 


Under Secretary and Director. 


Mr. COBURN. I must tell you that we 
are so fortunate that we have Director 
Kappos. We have a true expert in pat-
ents, with great knowledge, who has 
made tremendous strides in making 
great changes at our Patent Office. But 
he requires a steady stream of money, 
and he requires the ability to manage 
the organization in a way where he can 
actually accomplish what we have 
asked him to do. 


Frankly, I have spent a lot of time 
working with the Patent Office—not 
with everybody else who wants an ad-
vantage in the patent system but with 
the Patent Office—and I am convinced 
we have great leadership there. 


In his letter, he talks about their in-
ability to update their IT because the 
money is not there because we will not 
let him have the money—their money, 
the money from the American tax-
payers. 


Let me give a corollary. If, in fact, 
you drive your car into the gas station, 
you give them $100 for 25 or 28 gallons 
of gas, and they only give you 12 gal-
lons of gas and they say: Sorry, the Ap-
propriations Committee said you 
couldn’t have all the gas for the money 
you paid, you would be outraged. If you 
go to the movie, you pay the fee to go 
to the movie and you buy a ticket, you 
walk in, and halfway through the 
movie they stop the projection and say: 
Sorry, we are not going to give you the 
second half of the movie even though 
you paid for it—inventors in this coun-
try have paid the fees to have their 
patents examined and evaluated and 
reviewed. Yet we, because of the power 
struggle, have decided we are not going 
to let that money go to the Patent Of-
fice. The amendment I have says we 
are going to allow that to happen. If 
money is paid and it goes into a proper 
fund that is allocatable only to the 
Patent Office, it cannot be spent any-
where else and has to go to the Patent 
Office. 


Some of the objections, especially 
from the House Appropriations Com-
mittee, are that there is no oversight. 
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The reason there is no oversight is be-
cause they have not done any oversight 
and neither have we, so you cannot 
claim that as an excuse as to why you 
are afraid. This patent bill will give an 
authorization for 7 years for the fees. 
We can change that if we want, but the 
fact is that we are never going to know 
if we need to change it if we never do 
oversight, which we have not done. No-
body has done oversight on patents. I 
am talking aggressive oversight: What 
did you start? What was your end? How 
much did you spend? Where did you 
spend the money? What is your em-
ployee turnover? What is your em-
ployee productivity? What should we 
expect? 


None of that has been asked. I believe 
it is probably pretty good based on the 
fact that I have a lot of confidence in 
the management at the Patent Office, 
especially what I have seen in terms of 
performance for the last couple of 
years versus before that, but the fact is 
that oversight has not been done. 


It is not just the Patent Office. It 
hasn’t been done anywhere. Very little 
oversight has been done by the Senate, 
and it is one of the biggest legitimate 
criticisms that can be made of us as a 
body, that we are lazy in our oversight 
function. Of the $3.7 trillion that is 
going to be spent, we are going to have 
oversight of about $100 billion of the 
total. 


The amendment does a couple of 
things. Let me kind of detail that for a 
moment. One of the things is that by 
returning the money to the Patent Of-
fice, the Director thinks he can actu-
ally cut the backlog in half. In other 
words, we have over 700,000 patents 
that have never been looked at sitting 
at the Patent Office now, and he be-
lieves that in a very short period of 
time they could cut that to 350,000. 


From 1992 through 2011, $900 million 
has been taken from the PTO. In 2004 
Congress diverted $100 million, in 2007 
it diverted $12 million, last year it di-
verted $53 million, and it is $80 million 
to $85 million that is going to be di-
verted this year. In 4 years out of the 
last 10, Congress gave the Patent Office 
all the money because it was so slow, 
so lethargic in terms of meeting the 
needs of inventors. The only thing we 
have in the current bill is the promise 
of a Speaker and the promise of a 
chairman that they will do that. There 
is nothing in law that forces them to 
do it. There is nothing that will make 
sure the money is there. No matter 
how good we fix the patent system in 
this country, if there is not the money 
to implement it, we will not have 
solved the problems. 


In June of 2000, the House debated 
the PTO funding, and an interesting 
exchange took place between Rep-
resentative ROYBAL-ALLARD and Rep-
resentative ROGERS, who was a car-
dinal at the time. Representative 
ALLARD discussed the problem of PTO 
fee diversion and the need for user fees 
to pay for the work of the agency. She 
asked—in the documentation of the 


CONGRESSIONAL RECORD, she asked 
Chairman ROGERS if 100 percent of the 
user fees would go to the PTO, and Mr. 
ROGERS stated that the fees would not 
be siphoned off for any other agency or 
purpose and remain in the account for 
future years. But according to the 
PTO, in fiscal year 2000, $121 million 
was, in fact, diverted. So when we have 
the chairman of the committee say we 
should not doubt the word of the Ap-
propriations Committee, yet we have 
in the RECORD the exact opposite of 
what the Appropriations Committee 
said was going to happen, we should be 
concerned and we should fix it to where 
the money for patent examination goes 
for patent examination. So we have a 
clear record of a statement that says it 
was not going to happen, and, in fact, 
$121 million was diverted from the Pat-
ent Office. 


Finally, from 1992 to 2007, $750 mil-
lion more in patent and trademark fees 
was collected than was allowed to be 
spent by the Patent and Trademark Of-
fice. Had they had that money, we 
would have a backlog of about 100,000 
patents right now, not 750,000. We 
would have intellectual property as a 
greater value in our country, with 
greater advantage over our trading 
partners because that money would 
have been effectively used. 


On July 12, former CBO Director 
Douglas Holtz-Eakin wrote to Senators 
REID and MCCONNELL noting: 


The establishment of the Patent and 
Trademark reserve fund in H.R. 1249 would 
be ineffective in stopping the diversion of 
the fees from the U.S. Patent Office. 


In other words, what is in this bill 
now will not stop the diversion of the 
fees. 


Just so people think I am not just 
picking on one area, this is a bad habit 
of Congress. It is not just in the Patent 
and Trademark Office that we tell peo-
ple to pay a fee to get something done 
and we steal the money and use it 
somewhere else. For example, in the 
Nuclear Waste Fund at the Department 
of Energy, utility payments by indi-
vidual consumers pay for a nuclear 
waste fee. That money has been spent 
on tons of other things through the 
years rather than on the collection and 
management of nuclear waste. To the 
tune of $25 billion has been spent on 
other things. 


The Securities and Exchange Com-
mission is a fee-based agency. Since 
the SEC was established, it has col-
lected money via user fees, charged for 
various transactions in order to cover 
the cost of its regulation. The primary 
fees are for sales of stock, registration 
of a new stock, mergers, tender offers. 
It also collects fees for penalty fines, 
for bad behavior. They go into the 
Treasury’s general fund, and amounts 
collected above the SEC budget were 
diverted to other government pro-
grams. 


In 2002, Congress changed the treat-
ment of the fees of the SEC so they 
would only go to a special appropria-
tion account solely for the SEC. SEC 


would not have access to the fees, how-
ever, should it collect more than its ap-
propriation. 


In the Dodd-Frank bill, Congress 
again changed the treatment of the 
fees and required some of the fees to go 
to the General Treasury and others to 
the reserve fund. As a result, lots of 
complaints with the SEC, and they 
still do not have access to their funds. 
Thus, like the PTO, if Congress chooses 
not to provide all the funds in the ini-
tial appropriation, they will not have 
them. 


In the 2012 budget justification from 
the Securities and Exchange Commis-
sion, they noted it had significant chal-
lenges maintaining a staffing level suf-
ficient to carry out its core mission. 
From 2005 to 2077, SEC had frozen or re-
duced budgets that forced reduction of 
10 percent of their staff and 50 percent 
of technology investment. What hap-
pened in 2007 in this country? What 
were the problems? So the diversion of 
the money from the SEC actually con-
tributed to the problems we had in this 
country. So it does not work. 


Finally, one that is my favorite and 
that I have fought against every year 
that I have been here is the Crime Vic-
tims Fund, and that is a fund where 
people who are criminals actually have 
to pay into a fund to do restitution for 
criminal victims, and we have stolen 
billions of dollars from that fund. They 
are not taxes, they are actually res-
titution moneys, but the Congress has 
stolen it and spent it on other areas. 
The morality of that I don’t think 
leads anybody to question that that is 
wrong. 


AMENDMENT NO. 599, AS MODIFIED 
Now, if I may, let me call up amend-


ment 599. I ask that the pending 
amendment be set aside and ask that 
the amendment be modified with the 
changes at the desk. 


The PRESIDING OFFICER (Mr. 
SANDERS). Is there objection? 


Mr. LEAHY. Mr. President, I suggest 
the absence of a quorum. 


The PRESIDING OFFICER. The Sen-
ator from Oklahoma has the floor. 


Is there objection? 
Mr. LEAHY. Reserving the right to 


object, the Senator from Oklahoma 
knows that the basic thing he is trying 
to do is something I had supported. As 
he knows, I put it in the managers’ 
package. He also is aware that my be-
lief is—obviously we disagree—my be-
lief is that the acceptance of his 
amendment will effectively kill the 
bill. Even today the leadership in the 
House told me they would not accept 
that bill with it. I say this only be-
cause tactically it would be to my ad-
vantage to object to the amendment. 
But the distinguished Senator is one of 
the hardest working members of the 
Judiciary Committee. He is always 
there when I need a quorum. Out of re-
spect for him, I will not object. 


Mr. COBURN. I thank the Senator for 
this. This is a minor technical correc-
tion. 


The PRESIDING OFFICER. Without 
objection, the clerk will report. 
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The bill clerk read as follows: 
The Senator from Oklahoma [Mr. COBURN], 


for himself, Mr. DEMINT, Mrs. FEINSTEIN, 
Mrs. BOXER, Mr. UDALL of Colorado, Mr. 
ENZI, and Mr. BURR, proposes an amendment 
(No. 599), as modified. 


The amendment is as follows: 
(Purpose: To amend the provision relating to 


funding the Patent and Trademark Office 
by establishing a United States Patent and 
Trademark Office Public Enterprise Fund, 
and for other purposes) 


On page 137, line 1, strike all through page 
138, line 9, and insert the following: 
SEC. 22. PATENT AND TRADEMARK OFFICE FUND-


ING. 


(a) DEFINITIONS.—In this section, the fol-
lowing definitions shall apply: 


(1) DIRECTOR.—The term ‘‘Director’’ means 
the Director of the United States Patent and 
Trademark Office. 


(2) FUND.—The term ‘‘Fund’’ means the 
public enterprise revolving fund established 
under subsection (c). 


(3) OFFICE.—The term ‘‘Office’’ means the 
United States Patent and Trademark Office. 


(4) TRADEMARK ACT OF 1946.—The term 
‘‘Trademark Act of 1946’’ means an Act enti-
tled ‘‘Act to provide for the registration and 
protection of trademarks used in commerce, 
to carry out the provisions of certain inter-
national conventions, and for other pur-
poses’’, approved July 5, 1946 (15 U.S.C. 1051 
et seq.) (commonly referred to as the ‘‘Trade-
mark Act of 1946’’ or the ‘‘Lanham Act’’). 


(5) UNDER SECRETARY.—The term ‘‘Under 
Secretary’’ means the Under Secretary of 
Commerce for Intellectual Property. 


(b) FUNDING.— 
(1) IN GENERAL.—Section 42 of title 35, 


United States Code, is amended— 
(A) in subsection (b), by striking ‘‘Patent 


and Trademark Office Appropriation Ac-
count’’ and inserting ‘‘United States Patent 
and Trademark Office Public Enterprise 
Fund’’; and 


(B) in subsection (c), in the first sentence— 
(i) by striking ‘‘To the extent’’ and all that 


follows through ‘‘fees’’ and inserting ‘‘Fees’’; 
and 


(ii) by striking ‘‘shall be collected by and 
shall be available to the Director’’ and in-
serting ‘‘shall be collected by the Director 
and shall be available until expended’’. 


(2) EFFECTIVE DATE.—The amendments 
made by paragraph (1) shall take effect on 
the later of— 


(A) October 1, 2011; or 
(B) the first day of the first fiscal year that 


begins after the date of the enactment of 
this Act. 


(c) USPTO REVOLVING FUND.— 
(1) ESTABLISHMENT.—There is established 


in the Treasury of the United States a re-
volving fund to be known as the ‘‘United 
States Patent and Trademark Office Public 
Enterprise Fund’’. Any amounts in the Fund 
shall be available for use by the Director 
without fiscal year limitation. 


(2) DERIVATION OF RESOURCES.—There shall 
be deposited into the Fund [and recorded as 
offsetting recipts] on or after the effective 
date of subsection (b)(1)— 


(A) any fees collected under sections 41, 42, 
and 376 of title 35, United States Code, pro-
vided that notwithstanding any other provi-
sion of law, if such fees are collected by, and 
payable to, the Director, the Director shall 
transfer such amounts to the Fund, provided, 
however, that no funds collected pursuant to 
section 9(h) of this Act or section 1(a)(2) of 
Public Law 111–45 shall be deposited in the 
Fund; and 


(B) any fees collected under section 31 of 
the Trademark Act of 1946 (15 U.S.C. 1113). 


(3) EXPENSES.—Amounts deposited into the 
Fund under paragraph (2) shall be available, 
without fiscal year limitation, to cover— 


(A) all expenses to the extent consistent 
with the limitation on the use of fees set 
forth in section 42(c) of title 35, United 
States Code, including all administrative 
and operating expenses, determined in the 
discretion of the Under Secretary to be ordi-
nary and reasonable, incurred by the Under 
Secretary and the Director for the continued 
operation of all services, programs, activi-
ties, and duties of the Office relating to pat-
ents and trademarks, as such services, pro-
grams, activities, and duties are described 
under— 


(i) title 35, United States Code; and 
(ii) the Trademark Act of 1946; and 
(B) all expenses incurred pursuant to any 


obligation, representation, or other commit-
ment of the Office. 


(d) ANNUAL REPORT.—Not later than 60 
days after the end of each fiscal year, the 
Under Secretary and the Director shall sub-
mit a report to Congress which shall— 


(1) summarize the operations of the Office 
for the preceding fiscal year, including finan-
cial details and staff levels broken down by 
each major activity of the Office; 


(2) detail the operating plan of the Office, 
including specific expense and staff needs for 
the upcoming fiscal year; 


(3) describe the long term modernization 
plans of the Office; 


(4) set forth details of any progress towards 
such modernization plans made in the pre-
vious fiscal year; and 


(5) include the results of the most recent 
audit carried out under subsection (f). 


(e) ANNUAL SPENDING PLAN.— 
(1) IN GENERAL.—Not later than 30 days 


after the beginning of each fiscal year, the 
Director shall notify the Committees on Ap-
propriations of both Houses of Congress of 
the plan for the obligation and expenditure 
of the total amount of the funds for that fis-
cal year in accordance with section 605 of the 
Science, State, Justice, Commerce, and Re-
lated Agencies Appropriations Act, 2006 
(Public Law 109–108; 119 Stat. 2334). 


(2) CONTENTS.—Each plan under paragraph 
(1) shall— 


(A) summarize the operations of the Office 
for the current fiscal year, including finan-
cial details and staff levels with respect to 
major activities; and 


(B) detail the operating plan of the Office, 
including specific expense and staff needs, 
for the current fiscal year. 


(f) AUDIT.—The Under Secretary shall, on 
an annual basis, provide for an independent 
audit of the financial statements of the Of-
fice. Such audit shall be conducted in ac-
cordance with generally acceptable account-
ing procedures. 


(g) BUDGET.—The Fund shall prepare and 
submit each year to the President a busi-
ness-type budget in a manner, and before a 
date, as the President prescribes by regula-
tion for the budget program. 


(h) SURCHARGE.—Notwithstanding section 
11(i)(1)(B), amounts collected pursuant to the 
surcharge imposed under section 11(i)(1)(A) 
shall be credited to the United States Patent 
and Trademark Office Public Enterprise 
Fund. 


Mr. COBURN. I thank the chairman 
of the Judiciary Committee. I noted 
earlier, before I came to the floor, he 
supported it in principle and we have a 
difference in principle about what 
would happen to the bill. This is a 
minimal technical correction that was 
recommended to us, and I appreciate 
the Senator for allowing that to be 
considered. 


Let me spend a moment talking 
about the chairman and his belief that 
this will not go anywhere. This is a 
critical juncture for our country, when 
we are going to make a decision to not 
do what is right because somebody is 
threatening that they do not agree 
with doing what is right and that they 
will not receive it. In my life of 63 
years, that is how bullies operate, and 
the way you break a bully is you chal-
lenge a bully. 


The fact is, I have just recorded into 
the history of the House the state-
ments by the chairman of the Appro-
priations Committee in the House in 
terms of his guarantee for protecting 
the funds for PTO, which he turned 
around and took $121 million out of the 
funds that very same year that he 
guaranteed on the floor that he 
wouldn’t do. So what I would say is we 
ought not worry about idle threats. 
What we ought to be worried about is 
doing what is best and right for our 
country. What is best and right is to 
give the money to the Patent Office 
that people are paying for so the pat-
ents will get approved and our techno-
logical innovations will be protected. I 
don’t buy the idea the House is not 
going to take this if we modify it. 


Actually, what 95 percent of the peo-
ple in this country would agree to is 
that the Patent Office ought to get the 
money we are paying for patent fees, 
just as the FDA should get the money 
paid by drug companies for new appli-
cations, just as the Park Service 
should put the money for the camping 
sites—the paid-for camping sites—back 
into the camping sites. Why would we 
run away from doing the right thing? 


I find it very difficult when we ra-
tionalize down doing the correct thing 
that everybody agrees should be done 
but we will not do it for the right rea-
sons. That is why we have a 12-percent 
approval rating. That is why people 
don’t have confidence in Congress—be-
cause we walk away from the tough 
challenges of bullies who say they 
won’t do something if we do what is 
right. I am not going to live that way. 
I am not going to be a Senator that 
way. I am going to stand on the posi-
tion of principle. 


This is a principle with which 95 Sen-
ators in this body agree. We are going 
to have several of our leaders try to get 
them not to do that on the basis of ra-
tionalization to a bully system that 
says: We will not do the oversight, but 
we still want to be in control. 


In fact, in the process of that, Amer-
ica loses because we have 750,000 pat-
ents that are pending right now, and 
there should only be about 100,000. 


The bullies have won in the past, and 
I am not going to take it anymore. I 
am going to stand up and challenge it 
every time. I am going to make the ar-
gument that if a person pays a fee for 
something in this country for the gov-
ernment to do, that money ought to be 
spent doing what it was paid to the 
government to do. It is outside of a 
tax; it is a fee. It is immoral and close 
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to being criminal to not correctly 
spend that money from that fee. 


If our body decides today we are 
going to table this amendment, the 
question the American people have to 
ask is, Where is the courage in the Sen-
ate to do what is best for our country? 
Why are the Senators here if they are 
not going to do what is best for the 
country? Why are they going to play 
the game of rationalization and extor-
tion on principles that matter so much 
to our future? I will not do that any-
more. Everybody knows this is the 
right thing to do. We are babysitting 
some spoiled Members of Congress who 
don’t want to carry out their respon-
sibilities in an honorable way and do 
the oversight that is necessary. What 
they want to do is complain that they 
do not have control. 


Well, this bill authorizes funds for 7 
years. We can change that number of 
years. We can actually change the ac-
tual amount of fees if, in fact, they are 
not doing a good job. But right now, as 
already put in the RECORD, there is no 
history of significant oversight to the 
Patent Office, so they would not know 
in the first place. So what we are ask-
ing is to do what is right, what is 
transparent, what is morally correct 
and give the Patent Office the oppor-
tunity to do for America what it can do 
for them instead of handcuffing us and 
handicapping us where we cannot com-
pete on intellectual property in our 
country. 


I have said enough. I will reserve the 
remainder of my time when I finish 
talking about one other item. 


There is an earmark in this patent 
bill for The Medicines Company. It 
ought not be there. This is something 
that is being adjudicated in the courts 
right now. Senator SESSIONS has an 
amendment that would change it. I be-
lieve it is inappropriate to specify one 
company, one situation on a drug that 
is significant to this country, and we 
are fixing the wrong problem. We prob-
ably would not win that amendment. I 
think it is something the American 
people ought to look at and say: Why is 
this here? Why is something in this big 
bill that is so important to our coun-
try? 


I agree with our chairman. He has 
worked months, if not years, over the 
last 6 years trying to get to this proc-
ess, and now we have this put in. We 
did not have it in ours. The chairman 
did not have it in ours. It came from 
the House. 


We ought to ask the question Why is 
it there? Why are we interfering in 
something that is at the appellate 
court level right now? Why are we 
doing that? None of us can feel good 
about that. None of us can say it is the 
right thing to do. Why would we tol-
erate it? 


It is this lack of confidence in Amer-
ica; it is about a lack of confidence in 
us. When people know and find out 
what has happened here, they are going 
to ask the question. The powerful and 
the wealthy advantage themselves at 


the expense of everybody else. They 
have access. Those who are lowly, 
those who are minimal in terms of 
their material assets do not. It is the 
type of thing that undermines the con-
fidence we need to have. 


I just wanted to say I am a cosponsor 
of Senator SESSIONS’ amendment. I be-
lieve he is accurate. I think they have 
won this in court. It is on appeal. They 
will probably win it on appeal. This 
will end up being necessary, and there 
is a way for us to fix it if, in fact, they 
lose, if it is appropriate to do that. I 
believe it is inappropriate at this time. 


I yield the floor and reserve the re-
mainder of my time. 


Mr. MCCAIN. Mr. President, I rise in 
support of the Sessions amendment 
which seeks to remove an egregious ex-
ample of corporate welfare and blatant 
earmarking, to benefit a single inter-
est, in the otherwise worthwhile patent 
reform bill before the Senate. Needed 
reform of our patent laws should not be 
diminished nor impaired by inclusion 
of the shameless special interest provi-
sion, dubbed ‘‘The Dog Ate My Home-
work Act’’ that benefits a single drug 
manufacturer, Medicines & Company, 
to excuse their failure to follow the 
drug patent laws on the books for over 
20 years. 


The President tonight will deliver 
another speech to tell us that unem-
ployment is too high and that we need 
to get America back to work to turn 
around our near stagnant economy. 
While it may end up being more of the 
same policies that have not worked for 
the last 21⁄2 years, I look forward to 
hearing what he has to say. But, look 
at what is going on here today, just a 
couple hours before the President tells 
us how he proposes to fix the economy, 
there are 14 million Americans out of 
work and a full day of the Senate’s 
time is being spent debating a bailout 
of a prominent law firm and a drug 
manufacturer. I think the American 
people would be justified in wondering 
if they were in some parallel universe. 


Patent holders who wish to file an 
extension of their patent have a 60-day 
window to make the routine applica-
tion. There is no ambiguity in this 
timeframe. In fact, there is no reason 
to wait until the last day. A patent 
holder can file an extension application 
any time within the 60-day period. In-
deed, hundreds and hundreds of drug 
patent extension applications have 
been filed since the law was enacted. 
Four have been late. Four! 


Why is this provision in the patent 
reform bill? One reason: special inter-
est lobbying to convince Congress to 
relieve the company and its law firm 
from their mistakes. Millions of dollars 
in branded drug profits are at stake for 
a single company who will face generic 
competition much earlier than if a pat-
ent extension would have been filed on 
time. 


Let me read from the Wall Street 
Journal Editorial page today: 


As blunders go, this was big. The loss of 
patent rights means that generic versions of 


Angiomax might have been able to hit phar-
macies since 2010, costing the Medicines Co. 
between $500 million and $1 billion in profits. 


If only the story ended there. 
Instead, the Medicines Co. has mounted a 


lobbying offensive to get Congress to end run 
the judicial system. Since 2006, the Medi-
cines Co. has wrangled bill after bill onto the 
floor of Congress that would change the rules 
retroactively or give the Patent Office direc-
tor discretion to accept late filings. One 
version was so overtly drawn as an earmark 
that it specified a $65 million penalty for late 
filing for ‘‘a patent term extension . . . for a 
drug intended for use in humans that is in 
the anticoagulant class of drugs.’’ 


. . . no one would pretend the impetus for 
this measure isn’t an insider favor to save 
$214 million for a Washington law firm and 
perhaps more for the Medicines Co. There 
was never a problem to fix here. In a 2006 
House Judiciary hearing, the Patent Office 
noted that of 700 patent applications since 
1984, only four had missed the 60-day dead-
line. No wonder critics are calling it the Dog 
Ate My Homework Act. 


The stakes are also high for patients 
in our health care system. Let me read 
an excerpt from the Generic Pharma-
ceutical Association letter dated July 
20, 2011: 


The Medicines Company amendment 
adopted during House consideration of H.R. 
1249 modifies the calculation of the 60-day 
period to apply for a patent term extension 
and applies that new definition to ongoing 
litigation. We are deeply concerned about 
the precedent of changing the rules of the 
patent extension process retroactively, 
which appears to benefit only one company— 
The Medicines Company, which missed the 
filing deadline for a patent extension for its 
patent on the drug Angiomax. 


If enacted into law, this provision would 
change the rules to benefit one company 
that, by choice, waited until the last minute 
to file a simple form that hundreds of other 
companies have filed in a timely manner 
since the enactment of the Hatch-Waxman 
Act in 1984. In doing so, the amendment 
would ultimately cost consumers and the 
government hundreds of millions of dollars 
by delaying the entry of safe, affordable ge-
neric medications. . . . 


The rules and regulations that govern pat-
ents and exclusivity pertaining to both ge-
neric and brand drugs are important public 
policy. While it is Congress’s prerogative to 
change or clarify statutory filing deadlines, 
we strongly urge you to do so in a manner 
that does not benefit one company’s liti-
gating position. GPhA urges you to strike 
section 37 from H.R. 1249. 


Passing the Sessions amendment and 
removing the provision from the bill is 
not detrimental to passing the patent 
reform bill. The bailout provision was 
not included in the Senate-passed pat-
ent bill earlier this year. It was added 
in the House. The provision can and 
should be stripped in this vote today. 
The House can easily re-pass the bill 
without the bailout provision and send 
it to the President. 


Support the Sessions amendment and 
send a loud signal to the American 
public, who are watching what we do, 
that laws matter and that this kind of 
business has no place in Congress. 


Mr. LEAHY. Mr. President, this is an 
amendment that can derail and even 
kill this bill—a bill that would other-
wise help our recovering economy, un-
leash innovation and create the jobs 
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that are so desperately needed. I have 
worked for years against Patent Office 
fee diversion, but oppose this amend-
ment at this time. Its formulation was 
rejected by the House of Representa-
tives, and there is no reason to believe 
that the House’s position will change. 
Instead, for ideological purity, this 
amendment can sink years of effort 
and destroy the job prospects rep-
resented by this bill. So while I oppose 
fee diversion, I also oppose the Coburn 
amendment. 


I kept my commitment to Senator 
COBURN and included his preferred lan-
guage in the managers’ amendment 
which the Senate considered last 
March. The difference between then 
and now is that the Republican leader-
ship of the House of Representatives 
rejected Senator COBURN’s formulation. 
They preserved the principle against 
fee diversion but changed the language. 


The language in the bill is that which 
the House devised and a bipartisan ma-
jority voted to include. It was worked 
out by the House Republican leadership 
to satisfy House rules. The provision 
Senator COBURN had drafted and offers 
again with his amendment today ap-
parently violates House Rule 21, which 
prohibits converting discretionary 
spending into mandatory spending. So 
instead of a revolving fund, the House 
established a reserve fund. That was 
the compromise that the Republican 
House leadership devised between 
Chairmen SMITH, ROGERS and RYAN. 
Yesterday I inserted in the RECORD the 
June letter for Congressmen ROGERS 
and RYAN to Chairman SMITH of the 
House Judiciary Committee. Today I 
ask consent to insert into the RECORD 
the commitment letter from Chairman 
ROGERS to Speaker BOEHNER. 


The America Invents Act, as passed 
by the House, continues to make im-
portant improvements to ensure that 
fees collected by the U.S. Patent and 
Trademark Office (USPTO) are used for 
Patent and Trademark Office activi-
ties. That office is entirely fee-funded 
and does not rely on taxpayer dollars. 
It has been and continues to be subject 
to annual appropriations bills. That al-
lows Congress greater opportunity for 
oversight. 


The legislation that passed the Sen-
ate in March would have taken the 
Patent and Trademark Office out of 
the appropriations process, by setting 
up a revolving fund that would have al-
lowed the office to set fees and collect 
and spend money without appropria-
tions legislation and congressional 
oversight. Instead of a revolving fund, 
the House formulation against fee di-
version establishes a separate account 
for the funds and directs that they be 
used for U.S. Patent and Trademark 
Office. The House Appropriations 
Chairman has committed to abide by 
that legal framework. 


The House forged a compromise. De-
spite what some around here think, 
that is the essence of the legislative 
process. The Founders knew that when 
they wrote the Constitution and in-


cluded the Great Compromise. Ideolog-
ical purity does not lead to legislative 
enactments. This House compromise 
can make a difference and make real 
progress against fee diversion. It is 
something we can support and there 
are many, many companies and organi-
zations that do support this final work-
out in order to get the bill enacted 
without further delay, as do I. 


The America Invents Act, as passed 
by the House, creates a new Patent and 
Trademark Fee Reserve Fund (the ‘‘Re-
serve Fund’’) into which all fees col-
lected by the USPTO in excess of the 
amount appropriated in a fiscal year 
are to be deposited. Fees in the Reserve 
Fund may only be used for the oper-
ations of the Patent and Trademark 
Office. Through the creation of the Re-
serve Fund, as well as the commitment 
by House appropriators, H.R. 1249 
makes important improvements in en-
suring that user fees collected for serv-
ices are used by the Patent and Trade-
mark Office for those services. 


Voting for the Coburn amendment is 
a vote to kill this bill. It could kill the 
bill over a formality—the difference be-
tween a revolving fund and a reserve 
fund. It would require the House to re-
consider the whole bill again. They 
spent days and weeks working out 
their compromise in good faith. And it 
was worked out by the House Repub-
lican leadership. There is no reason to 
think they will reconsider and allow 
the original Coburn language to violate 
their rules and avoid oversight. They 
have already rejected that language, 
the very language proposed by the 
Coburn amendment. 


We should not kill this bill over this 
amendment. We should reject the 
amendment and pass the bill. The time 
to put aside individual preferences and 
ideological purity is upon us and we 
need to legislate. That is what the 
American people elected us to do and 
expect us to do. The time to enact this 
bill is now. Vote no on the Coburn 
amendment. 


I have listened to the Senator from 
Oklahoma, and no matter what we say 
about it, his is an amendment that can 
derail and even kill this bill. He ex-
presses concern as to why the bill 
should be sought because somebody ob-
jects to the bill. I sometimes ask my-
self that question. Of course, the dis-
tinguished Senator from Oklahoma has 
objected to many items going forward 
on his own behalf, but this is an 
amendment that could derail or even 
kill the bill. This is a bill that would 
otherwise help our recovering economy 
to unleash innovation, create the jobs 
so desperately needed. 


I probably worked longer in this body 
than anybody against Patent Office fee 
diversion. As the Senator from Okla-
homa knows, I put a provision in the 
managers’ package to allow the fees to 
go to the Patent Office. Now it is a 
lobby to keep that in in the other body. 
Its formulation was rejected by the 
House of Representatives. 


There is no reason to believe the 
House position will change. I checked 


with both the Republican and Demo-
cratic leaders over there. There is no 
reason to believe their position will 
change, but we insist on ideological pu-
rities—including something I would 
like. The amendment would take years 
of effort, destroy the job prospects rep-
resented by this bill. While I oppose the 
fee diversion, I also oppose this amend-
ment. 


Does this bill have every single thing 
in it I want? No. We could write 100 
patent reform legislations in this body 
where each one of us has every single 
thing we want, and we would have 100 
different bills. We only have one. It 
does not have all the things I like, but 
that is part of getting legislation 
passed. 


I did keep my commitment to Sen-
ator COBURN. I kept his language in the 
managers’ amendment, and I caught a 
lot for doing that—I am a member of 
the Appropriations Committee—but I 
kept it in there. The difference between 
then and now is that the Republican 
leadership of the House of Representa-
tives rejected Senator COBURN’s formu-
lation. They preserved the principle 
against fee diversion but changed the 
language. In doing that, however, it is 
not a total rejection. They actually 
tried to work out a compromise. The 
language of the bill, which the House 
devised—a bipartisan majority voted to 
include—was worked out by the House 
Republican leadership to satisfy the 
House rules. 


The provision that Senator COBURN 
has drafted and offers, again, with his 
amendment today apparently violates 
House rule 21 which prohibits con-
verting discretionary spending into 
mandatory spending. 


What the House did—and actually ac-
complished what both Senator COBURN 
and I and others want—instead of a re-
volving fund was to establish the re-
serve fund. That was the compromise 
that the Republican House leadership 
devised between Chairman SMITH, 
Chairman ROGERS, and Chairman 
RYAN. 


Yesterday, I inserted into the RECORD 
the June letter from Congressmen ROG-
ERS and RYAN to Chairman SMITH to 
the House Judiciary Committee. 


I ask unanimous consent to have 
printed in the RECORD the commitment 
letter from Chairman ROGERS to 
Speaker BOEHNER. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


COMMITTEE ON APPROPRIATIONS, 
Washington, DC, June 22, 2011. 


Hon. JOHN BOEHNER, 
Speaker of the House, House of Representatives, 


Washington, DC. 
Hon. ERIC CANTOR, 
Majority Leader, House of Representatives, 
Washington, DC. 


DEAR SPEAKER BOEHNER AND LEADER CAN-
TOR: I write regarding provisions in H.R. 
1249, The America Invents Act, affecting 
funding of the Patent Trademark Office 
(PTO). Following constructive discussions 
with Chairman Smith of the Judiciary Com-
mittee, this legislation now includes lan-
guage that will preserve Congress’ ‘‘power of 
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the purse,’’ under Article I, Section 9, Clause 
7 of the Constitution. The language ensures: 
the PTO budget remains part of the annual 
appropriations process; all PTO collected 
fees will be available only for PTO services 
and activities in support of the fee paying 
community; and finally, this important 
agency will continue to be subject to over-
sight and accountability by the Congress on 
an annual basis. 


To assure that all fees collected for PTO 
remain available for PTO services, H.R. 1249 
provides that if the actual fees collected by 
the PTO exceed its appropriation for that fis-
cal year, the amount would continue to be 
reserved only for use by the PTO and will be 
held in a ‘‘Patent Trademark Fee Reserve 
Fund’’. 


At the same time, consistent with the lan-
guage included in H.R. 1249, the Committee 
on Appropriations will also carry language 
that will ensure that all fees collected by 
PTO in excess of its annual appropriated 
level will be available until expended only to 
PTO for support services and activities in 
support of the fee paying community, sub-
ject to normal Appropriations Committee 
oversight and review. 


I look forward to working with the rel-
evant stakeholders in efficiently imple-
menting this new process. 


I believe this approach will help U.S. 
innovators remain competitive in today’s 
global economy and this in turn will con-
tribute to significant job creation here in the 
United States, while holding firm to the 
funding principles outlined in the Constitu-
tion. 


Sincerely, 
HAROLD ROGERS, 


Chairman, House Committee on 
Appropriations. 


Mr. LEAHY. I would note that it has 
been suggested somehow the Appro-
priations chairman is not going to keep 
his word. Well, Chairman ROGERS is a 
Republican. I have worked with him a 
lot. He has always kept his word to me, 
just as we have the most decorated vet-
eran of our military serving in either 
body as chairman of the Senate Appro-
priations Committee, the only Medal of 
Honor recipient now serving, Senator 
INOUYE. Both he and the ranking Re-
publican, Senator COCHRAN, have al-
ways kept their word to me certainly 
in more than the third of a century I 
have served on that committee. 


The America Invents Act, as passed 
by the House, continues to make im-
portant improvements. It ensures the 
fees collected by the U.S. Patent and 
Trademark Office are used for Patent 
and Trademark Office activities. The 
one thing in there is that we in the 
Congress at least have a chance to 
make sure they are using it the way 
they are supposed to. 


The office is entirely fee funded. It 
does not rely on taxpayer dollars. It 
has been and continues to be subject to 
the annual appropriations bill which 
allows the oversight that we are elect-
ed and paid for by the American people 
to do. 


The legislation we passed in March 
would have taken the Patent Trade-
mark Office out of the appropriations 
process by setting up a revolving fund. 
Instead of a revolving fund, the House 
formulation against fee diversion es-
tablished a separate account and di-


rects that account be used only by the 
U.S. Patent and Trademark Office. The 
House Appropriations chairman is com-
mitted to abide by that legal frame-
work. The Speaker is committed to 
that. The House forged a compromise. 
That is the essence of the legislative 
process. 


The Founders knew when they wrote 
the Constitution to include the Great 
Compromise. Ideological purity does 
not lead to legislative enactments. Ide-
ological purity does not lead to legisla-
tive enactments. 


The House compromise can make a 
difference. It made real progress 
against fee diversion, which is some-
thing we can support. There are many 
companies and organizations that do 
support this in order to get the bill en-
acted without delay. After 61⁄2 years, 
let’s not delay any more. 


This is going to create jobs. We have 
600,000 to 700,000 patents sitting there 
waiting to be processed. Let’s get on 
with it. For all of these fees and the re-
serve fund can only be used for the op-
erations of the Patent and Trademark 
Office. I don’t know what more we can 
do. But I would say I am perfectly will-
ing to accept what the House did be-
cause it assures that the fees go to the 
Patent Office. 


I am also well aware that voting for 
this amendment kills the bill. It could 
kill the bill over a formality—the dif-
ference between a reserve fund and a 
revolving fund. 


I think the House Republican leader-
ship worked out their compromise in 
good conscience, and I agree with it. 


The U.S. Patent and Trademark Of-
fice is funded entirely by user fees, and 
the Leahy-Smith America Invents Act 
will ensure the PTO has access to the 
fees it collects. We have heard from a 
number of organizations which agree 
with that, and I ask unanimous con-
sent that a sample of these letters from 
the Business Software Alliance, the 
Small Business and Entrepreneurship 
Council, DuPont, and other financial 
organizations be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


BUSINESS SOFTWARE ALLIANCE, 
June 29, 2011. 


Hon. HARRY REID, 
Majority Leader, 
Washington, DC. 
Hon. MITCH MCCONNELL, 
Minority Leader, 
Washington, DC. 


DEAR SENATOR REID AND SENATOR MCCON-
NELL: We urge you to bring H.R. 1249 to the 
Senate floor as soon as the Senate’s schedule 
permits. 


The Business Software Alliance (BSA) 
strongly supports modernizing our patent 
system. An efficient and well-operating pat-
ent system is necessary to promote healthy 
and dynamic innovation. Innovation is criti-
cally important to software and computer 
companies’ ability to provide new and better 
tools and technologies to consumers and cus-
tomers. 


BSA member companies believe H.R. 1249 
establishes a transparent and efficient pat-


ent system. It will make the Patent and 
Trademark Office more accessible and useful 
to all inventors, large and small. In addition, 
the provisions of H.R. 1249 on Patent and 
Trademark Office funding will ensure that 
the user fees paid to the USPTO will be 
available to the Office for processing patent 
applications and other important functions 
of the Office. 


H.R. 1249 and S. 23 are the products of 
many years of skillful and difficult legisla-
tive work in both the House and the Senate. 
H.R. 1249 represents a thoughtful and bal-
anced compromise that is endorsed by vir-
tually all stakeholders. We urge the Senate 
to adopt H.R. 1249 as acted upon by the 
House and pass it without amendment as 
soon as possible. 


Sincerely, 
ROBERT W. HOLLEYMAN, 


President and CEO. 


SBE COUNCIL, 
Oakton, VA, June 29, 2011. 


DEAR CHAIRMAN LEAHY AND RANKING MEM-
BER GRASSLEY: The Small Business & Entre-
preneurship Council (SBE Council) has been 
a leading advocate for patent reform within 
the small business community, and we urge 
you to work with the leadership of the Sen-
ate to bring the America Invents Act (H.R. 
1249) to the Senate floor for approval. 


H.R. 1249 would improve the patent system 
in key ways. For example, the U.S. patent 
system would be brought in step with the 
rest of the world. The U.S. grants patents on 
a first-to-invent basis, rather than the first- 
inventor-to-file system that the rest of the 
world follows. First-to-invent is inherently 
ambiguous and costly, and that’s bad news 
for small businesses and individual inven-
tors. 


A shift to a ‘‘first-inventor-to-file’’ system 
creates greater certainty for patents, and 
amounts to a far simpler and more trans-
parent system that would reduce costs in the 
rare cases when conflict exists over who has 
the right to a patent. By moving to a first- 
inventor-to-file system, small firms will in 
no way be disadvantaged, as some claim, 
while opportunities in international markets 
will expand. 


In addition, an Associated Press report, for 
example, noted ‘‘that it takes an average of 
three years to get a patent approved and 
that the agency has a backlog of 1.2 million 
pending patents, including more than 700,000 
that haven’t reached an examiner’s desk.’’ 
Part of the problem here is that revenues 
from patent fees can be drained off by Con-
gress to be spent elsewhere. 


The agreement reached in the House on 
USPTO funding will assure that the fees paid 
to the USPTO by inventors will not be di-
verted elsewhere, but instead be made avail-
able for processing patent applications. 
While the Senate’s approach in S. 23 to pre-
vent diversion of USPTO funds would have 
been a better choice, the House bill still pro-
vides an effective option. 


Patent reform is needed to clarify and sim-
plify the system; to properly protect legiti-
mate patents; and to reduce costs in the sys-
tem, including when it comes to litigation 
and the international marketplace. All of 
this, of course, would aid small businesses 
and the overall economy. 


H.R. 1249, like S. 23, is a solid bill, and the 
opportunity for long overdue and much-need-
ed patent reform should not be lost. 


Thank you for considering the views of the 
small business community. Please feel free 
to contact SBE Council with questions or if 
we can be of assistance on this important 
issue for small businesses. 


Sincerely, 
KAREN KERRIGAN. 


President & CEO. 
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DUPONT, 


Wilmington, DE, July 6, 2011. 
Hon. PATRICK J. LEAHY, 
Chairman, Committee on the Judiciary, Wash-


ington, DC. 
Hon. CHARLES E. GRASSLEY, 
Ranking Member, Committee on the Judiciary, 


Washington, DC. 
DEAR CHAIRMAN LEAHY AND RANKING MEM-


BER GRASSLEY: As a world leader in science 
and innovation, including agriculture and in-
dustrial biotechnology, chemistry, biology, 
materials science and manufacturing, Du-
Pont recognizes the nation’s patent system 
is a cornerstone in fostering innovation and 
creating jobs. Patents continue to be one of 
the engines for innovation and a process for 
discovery that leads to rich, new offerings 
for our customers and gives our company the 
edge to continue transforming markets and 
society. Our stake in the patent system is 
significant—in 2010, DuPont filed over 2,000 
patent applications and was awarded almost 
700 U.S. patents. Given the importance of its 
patents, DuPont has been a strong supporter 
of efforts to implement patent reform legis-
lation that will improve patent quality and 
give the U.S. Patent and Trademark Office 
the resources it needs to examine and grant 
patents in a timely manner. 


We believe that any changes to the patent 
system need to be made in a way that 
strengthens patents and supports the impor-
tant goals of fostering innovation and cre-
ating jobs. In our view, the Leahy-Smith 
America Invents Act, H.R. 1249, achieves 
these objectives, and we urge you to consider 
adoption of this bill. 


The agreement reached in the House on 
USPTO funding will assure that the fees paid 
to the USPTO by inventors will not be di-
verted and will be made available to the Of-
fice for processing patent applications and 
other important functions of the Office. 
While we would have preferred the Senate’s 
approach in S. 23 to prevent diversion of 
USPTO funds, we believe that acceptance of 
the House bill provides an effective and the 
most immediate path forward to address 
problems of the patent office. H.R. 1249, like 
S. 23, is an excellent bill. These bills are the 
product of many years of skillful and dif-
ficult legislative work in both the House and 
the Senate. We believe the time has now 
come for the Senate to take the final legisla-
tive act required for enactment of these his-
toric reforms. 


We look forward to patent reform becom-
ing a reality in the 112th Congress, due in 
significant measure to your leadership, and 
we thank you for your efforts in this critical 
policy area. 


Very truly yours, 
P. MICHAEL WALKER, 


Vice President, Assist-
ant General Counsel 
and Chief Intellec-
tual Property Coun-
sel. 


JUNE 29, 2011. 
Hon. HARRY REID, 
Majority Leader, U.S. Senate, 
Washington, DC. 
Hon. MITCH MCCONNELL, 
Republican Leader, U.S. Senate, 
Washington, DC. 


DEAR LEADERS REID AND MCCONNELL: We 
are writing to encourage you to bring H.R. 
1249, the ‘‘Leahy-Smith America Invents 
Act,’’ to the Senate floor at your earliest 
possible convenience and send the bill to the 
President’s desk to be signed into law. H.R. 
1249 closely mirrors the Senate bill that 
passed earlier this year by an overwhelming 
95–5 vote. 


Patent reform is essential legislation: en-
actment will spur innovation creating jobs 


and ensure that the Patent and Trademark 
Office (PTO) has the tools necessary to main-
tain our patent system as the best in the 
world. We strongly support the improved re- 
examination procedures in H.R. 1249, which 
will allow the experts at PTO to review low- 
quality business-method patents against the 
best prior art. Equally important, the bill 
provides the PTO with increased and predict-
able funding. This certainty is absolutely 
critical if the PTO is to properly allocate re-
sources and hire and retain the expertise 
necessary to benefit the entire user-commu-
nity. 


This bill has been nearly a decade in the 
making and is supported by a vast cross-sec-
tion of all types of inventors and businesses. 
It is time to send patent reform to the Presi-
dent for signature, and we strongly encour-
age the Senate to take up and pass H.R. 1249 
without delay. 


Sincerely, 
American Bankers Association, Amer-


ican Council of Life Insurers, American 
Financial Services Association, Amer-
ican Insurance Association, The Clear-
ing House Association, Consumer 
Bankers Association, Credit Union Na-
tional Association, The Financial Serv-
ices Roundtable, The Independent Com-
munity Bankers of America, Mortgage 
Bankers Association, National Associa-
tion of Mutual Insurance Companies, 
Property Casualty Insurers Association 
of America, Securities Industry and Fi-
nancial Markets Association. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that I be allowed to 
reserve the remainder of my time, and 
I suggest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. COBURN. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. COBURN. Mr. President, I wish 
to respond to my chairman’s com-
ments. First of all, what we have pro-
posed came out of the Judiciary Com-
mittee in the House 32 to 3. In other 
words, only three people on the Judici-
ary Committee in the House objected 
to this. 


The other point I wish to make is the 
letter from Chairman ROGERS does not 
bind the next Appropriations Com-
mittee chairman. I think everybody 
would agree with that. It only binds 
him and it only binds him as long as he 
honors his commitment. I have no 
doubt he will honor his commitment as 
long as he is chairman. 


The third point I wish to make is 
what the House has set up doesn’t 
make sure the funds go to the PTO, it 
just means they can’t go somewhere 
else. That is what they have set up. 
They do not have to allow all the funds 
collected to go to the PTO. So they can 
reserve $200 million or $300 million a 
year and put it over there in a reserve 
fund and send it to the Treasury which 
will cause us to borrow less, but the 
money won’t necessarily go to the 
PTO. There is nothing that mandates 
the fees collected go to the Patent and 
Trademark Office. 


I understand my chairman. I under-
stand his frustration with trying to get 


this bill through, and I understand that 
he sees this as a compromise. I don’t. I 
understand we are going to differ on 
that and agree to disagree. 


With that, I yield the floor to allow 
the chairman to speak, and I reserve 
the remainder of my time. 


Mr. LEAHY. I thank the Senator. I 
reserve the remainder of my time and 
suggest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. SANDERS. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
LEAHY). Without objection, it is so or-
dered. 


FLOODING IN VERMONT 
Mr. SANDERS. Mr. President, I wish 


to pick up on a point the senior Sen-
ator from Vermont made earlier today. 
Both he and I have had the opportunity 
to travel throughout the State of 
Vermont to visit many of our towns 
which have been devastated by one of 
the worst natural disasters in our 
State’s history. 


We have seen in the southern part of 
the State—in Wilmington, for exam-
ple—the entire business district se-
verely damaged. I have seen in central 
Vermont a mobile home park almost 
completely wiped out, with people who 
are in their eighties and are now hav-
ing to look to find new places in which 
to live. I have seen a public housing 
project for seniors in Brattleboro se-
verely damaged. A lot of seniors there 
are now having to find new places to 
live. We have seen the State office 
complex in Waterbury—the largest 
State office building in the State, 
housing 1,700 Vermont workers, the 
nerve center of the State—devastated. 
Nobody is at work there today. 


We have seen hundreds of bridges and 
roads destroyed, and right now, as we 
speak, there are rains coming in the 
southern part of the State, causing 
more flooding, more damage. We have 
seen a wonderful gentleman from Rut-
land lose his life because he was doing 
his job to make sure the people of that 
area were protected. So we have seen 
damage the likes of which we have 
never seen in our lifetime. 


What I would say—and I know I 
speak for the senior Senator from 
Vermont as well—is that our country is 
the United States of America—the 
United States of America. What that 
means is we are a nation such that 
when disaster strikes in Louisiana or 
Mississippi in terms of Hurricane 
Katrina—I know the Presiding Officer 
remembers the outpouring of support 
from Vermont for the people in that re-
gion. All of our hearts went out to the 
people in Joplin, MO, when that com-
munity suffered an incredible tornado 
that took 150 or so lives and devastated 
that city. What America is about and 
what a nation is about is that when 
disaster hits one part of the country, 
we unite as a nation to give support to 
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help those communities, those busi-
nesses, those homeowners who have 
been hurt get back on their feet. 


I know the senior Senator from 
Vermont has made this point many 
times: Right now we are spending bil-
lions of dollars rebuilding communities 
in Afghanistan and Iraq. Well, I think 
I speak for the vast majority of the 
people in this country and in my State 
of Vermont that if we can spend bil-
lions rebuilding communities in Iraq 
and Afghanistan, we surely can rebuild 
communities in Vermont, New Jersey, 
North Carolina, and other parts of the 
United States of America that have 
been devastated by Hurricane Irene. 


I think as a body, as a Congress, the 
House and Senate have to work as ex-
peditiously as we can to come up with 
the funds to help rebuild all of the 
communities that have been so se-
verely damaged by this terrible flood. I 
look forward to working with my col-
leagues to make that happen. 


With that, I yield the floor and note 
the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
SANDERS). Without objection, it is so 
ordered. 


Mr. LEAHY. Mr. President, when the 
America Invents Act was first consid-
ered by the Senate last March, I spoke 
about the contributions Vermonters 
have made to innovation in America 
since the founding of our Nation. The 
distinguished Presiding Officer and I 
know about what Vermont has done. I 
wish to remind everybody that from 
the first patent ever issued by our gov-
ernment to cutting-edge research and 
inventions produced today Vermonters 
have been at the forefront of innova-
tion since the Nation’s birth. 


Many may think of our Green Moun-
tain State as being an unlikely hotbed 
of innovation, but we have actually 
over the last few years issued the most 
patents per capita of any State in the 
country—actually more patents than a 
lot of States that are larger than we 
are. It is a small State, to be sure, but 
it is one that is bursting with cre-
ativity. 


The rich history of the inventive 
spirit of Vermont is long and diverse. 
Vermonters throughout have pursued 
innovations from the time of the Indus-
trial Revolution to the computer age. 
Vermont inventors discovered new 
ways to weigh large objects as well as 
ways to enjoy the outdoors. They have 
perfected new ways to traverse rivers 
and more environmentally friendly 
ways to live in our homes. Over the 
years, as America has grown and pros-
pered, Vermont’s innovative and cre-
ative spirit has made the lives of all 
Americans better and possibly made 
them more productive. The patent sys-
tem in this country has been the cata-


lyst that spurred these inventors to 
take the risks necessary to bring these 
ideas to the marketplace. 


The story of innovation in Vermont 
is truly the American story. It has 
been driven by independent inventors 
and small businesses taking chances on 
new ideas. A strong patent system al-
lowed these ideas to flourish and 
brought our country unprecedented 
economic growth. These same kinds of 
inventors exist in Vermont today, as 
they do throughout our great country. 


But these inventors need to be as-
sured that the patent system that 
served those who came before them so 
well can do the same today. The Amer-
ica Invents Act will provide that assur-
ance for years to come. 


My distinguished colleague from 
Vermont and I have both spoken sev-
eral times on the Senate floor since the 
Senate came back in session about the 
devastation in Vermont. I cannot help 
but think of the devastation that Irene 
has caused in so many of our commu-
nities at home. Just as Senator SAND-
ERS and Congressman WELCH and Gov-
ernor Shumlin, I have seen the damage 
and heartbreak firsthand. But I also 
saw the fruits of innovation that will 
help bring recovery to communities 
throughout Vermont: the heavy ma-
chinery that helped to clear debris and 
that will build our roads and our 
bridges and our homes; the helicopters 
that brought food and water to strand-
ed residents; and the bottles that al-
lowed safe drinking water to reach 
them. 


The American patent system has 
helped to develop and refine countless 
technologies that drive our country in 
times of prosperity but also in times of 
tragedy. It is critical we ensure that 
this system remains the best in the 
world. 


Vermont and the rest of the country 
deserve the world’s best patent system. 
The innovators of the past had exactly 
that, but we can ensure that the 
innovators who are among us today 
and those who will come in succeeding 
generations will have it as well by 
passing the America Invents Act. 


I am proud of the inventive contribu-
tions that Vermonters have made since 
the founding of this country. I hope to 
honor their legacy. I hope to inspire 
the next generation by securing the 
passage of this legislation. 


I have been here for a number of 
years, but this is one of those historic 
moments. The patent system is one of 
the few things enshrined in our Con-
stitution, but it is also something that 
has not been updated for over half a 
century. We can do that. We can do 
that today with our vote. We can com-
plete this bill. We can send it to the 
President. The President has assured 
me he will sign it. We will make Amer-
ica stronger. We will create jobs. We 
will have a better system. And it will 
not cost American taxpayers anything. 
That is something we ought to do. 


Mr. President, the America Invents 
Act is supported by dozens of busi-


nesses and organizations, large and 
small, active in all 50 States. 


The America Invents Act is the prod-
uct of more than 6 years of debate and 
compromise. The stakeholders have 
crossed the spectrum—from small busi-
nesses to high-tech companies; finan-
cial institutions to labor organizations; 
life sciences to bar associations. 


More than 180 companies, associa-
tions, and organizations have endorsed 
the Leahy-Smith America Invents Act. 
I ask unanimous consent that a list of 
these supporters be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 
LIST OF SUPPORTERS OF THE AMERICA INVENTS 


ACT 
3M; Abbott Adobe Systems Incorporated; 


Advanced Micro Devices; Air Liquide; Air 
Products; American Bar Association; Amer-
ican Bankers Association; American Council 
of Life Insurers; American Council on Edu-
cation; American Financial Services Asso-
ciation; American Institute of Certified Pub-
lic Accountants; American Insurance Asso-
ciation; American Intellectual Property Law 
Association; American Trucking Associa-
tion; Apple, Inc.; Applied Materials, Inc.; 
Aruba Networks, Inc.; Assoc. for Competitive 
Technology; Assoc. of American Medical Col-
leges. 


Association of American Universities; As-
sociation of Public and Land-grant Univer-
sities; Association of University Technology 
Managers; AstraZeneca; Atheros Commu-
nications, Inc.; Autodesk, Inc.; Avaya Inc.; 
Avid Technology, Inc.; Bank of America; 
Baxter Healthcare Corporation; Beckman 
Coulter; Biotechnology Industry Organiza-
tion; Borealis Ventures; Boston Scientific; 
BP; Bridgestone American Holdings, Inc.; 
Bristol-Meyers Squibb; Business Software 
Alliance; CA, Inc.; Cadence Design Systems, 
Inc.; California Healthcare Institute. 


Capital One; Cardinal Intellectual Prop-
erty; Cargill, Inc.; Caterpillar; Charter Com-
munications; CheckFree; Cisco Systems 
Citigroup; The Clearing House Association; 
Coalition for Patent and Trademark Infor-
mation Distribution; Collexis Holdings, Inc.; 
Computer & Communications Ind. Assoc.; 
Computing Technology Industry Associa-
tion; Consumer Bankers Association; Cor-
ning; Council on Government Relations; 
Courion; Credit Union National Association; 
Cummins, Inc.; Dell; The Dow Chemical 
Company. 


DuPont; Eastman Chemical Company; 
Eastman Kodak; eBay Inc.; Electronics for 
Imaging; Eli Lilly and Company; EMC Cor-
poration; EnerNOC; ExxonMobil; Facebook; 
Fidelity Investments; Financial Planning 
Association; FotoTime; General Electric; 
General Mills; Genzyme; GlaxoSmithKline; 
Google Inc.; Hampton Roads Technology 
Council; Henkel Corporation. 


Hoffman-LaRoche; HSBC North America; 
Huntington National Bank; IAC; IBM; Illi-
nois Technology Association; Illinois Tool 
Works; Independent Community Bankers of 
America; Independent Inventors; Infineon 
Technologies; Information Technology Coun-
cil; Integrated DNA Technologies; Intel; In-
tellectual Property Owners Association; 
International Trademark Association; Inter-
national Intellectual Property Institute; In-
tuit, Inc.; Iron Mountain; Johnson & John-
son; Kalido. 


Lexmark International, Inc. Logitech, Inc.; 
Massachusetts Technology Leadership Coun-
cil; Medtronic; Merck & Co, Inc.; Micron 
Technology, Inc.; Microsoft; Millennium 
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Pharmaceuticals; Milliken and Company; 
Molecular; Monster.com; Motorola; Mort-
gage Bankers Association; National Associa-
tion of Federal Credit Unions; National Asso-
ciation of Manufacturers; National Assoc. of 
Mutual Insurance Cos.; National Association 
of Realtors; National Semiconductor Cor-
poration; National Retail Federation; Na-
tional Treasury Employees Union; Native 
American IP Enterprise Council; Net Coali-
tion; Netflix, Inc.; Network Appliance, Inc.; 
Newegg Inc.; News Corporation; Northrop 
Grumman; Novartis; Numenta, Inc.; Nvidia 
OpenAir, Inc.; Oracle; Overstock.com; Part-
nership for New York City; Patent Cafe.com, 
Inc.; PepsiCo, Inc.; Pfizer; PhRMA; Procter & 
Gamble Company; Property Casualty Insur-
ers Association of America; Red Hat. 


Reed Elsevier Inc.; RIM; Salesforce.com, 
Inc.; SanDisk Corporation; San Jose Silicon 
Valley Chamber of Commerce; SAP America, 
Inc.; SAS Institute; Seagate Technology, 
LLC; Sebit, LLC; Securities Industry & Fi-
nancial Markets Association; SkillSoft; 
Small Business and Entrepreneurship Coun-
cil; Software Information and Industry Asso-
ciation; Sun Microsystems, Inc.; Symantec 
Corporation; Tax Justice Network USA; 
TECHQuest Pennsylvania; Teradata Corpora-
tion; Texas Instruments; Texas Society of 
CPAs. 


The Financial Services Roundtable; Toy-
ota Trimble Navigation Limited; The United 
Inventors Association of America; United 
Steelworkers; United Technologies; U.S. 
Chamber of Commerce; USG Corporation; 
VeriSign Inc.; Verizon; Visa Inc.; Visi-Trak 
Worldwide, LLC; VMware, Inc.; Vuze, Inc.; 
Western Digital Technologies, Inc.; 
Weyerhaeuser; Yahoo! Inc.; Ze-gen; Zimmer; 
ZSL, Inc. 


Mr. LEAHY. I yield the floor. 
I suggest the absence of a quorum. 
The PRESIDING OFFICER (Mrs. 


MCCASKILL). The clerk will call the 
roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. KERRY. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. KERRY. Madam President, re-
garding the parliamentary situation, 
how much time remains for Senator 
CANTWELL? 


The PRESIDING OFFICER. Thirteen 
minutes remains. 


Mr. KERRY. It is my understanding 
that Senator CANTWELL wants to pre-
serve a component of that, so I would, 
on behalf of Senator CANTWELL, yield 
myself 5 minutes at this time. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 600 
Mr. KERRY. Madam President, I ap-


preciate the comments of our friend 
from Alabama, Senator SESSIONS, re-
garding his amendment to strike sec-
tion 37 of the patent reform bill, but I 
disagree with him on substantive 
terms, and I ask our colleagues to look 
carefully at the substance of this 
amendment and the importance of this 
amendment with respect to precedent 
not for one company from Massachu-
setts or for one entity but for compa-
nies all over the country and for the 
application of patent law as it ought to 
be applied. 


The only thing section 37 does—the 
only thing—is it codifies what a Fed-
eral district court has already said and 
implements what the U.S. Patent and 
Trademark Office is already doing. 
There is no breaking of new ground 
here. This is codifying a Federal dis-
trict court, codifying what the Patent 
Office has done, and, in fact, codifying 
common sense. It is putting into effect 
what is the right decision with respect 
to how we treat patents in our country. 


Section 37 is, in fact, a very impor-
tant clarification of a currently con-
fusing deadline for filing patent term 
extension applications under the 
Hatch-Waxman Act. Frankly, this is a 
clarification, I would say to the Sen-
ator from Alabama, that benefits ev-
erybody in the country. In fact, this is 
a clarification which has already been 
put into effect for other types of pat-
ents that were once upon a time treat-
ed with the same anomaly. They rec-
tified that. They haven’t rectified it 
with respect to this particular section 
of patent law. 


So all we are doing is conforming to 
appropriate law, conforming to the 
standards the Patent Office applies, 
and conforming for all companies in 
the country, for any company that 
might be affected similarly. If this 
were a bailout for a single firm or a 
pharmaceutical company, as some have 
tried to suggest it might be, why in the 
world did a similar provision pre-
viously get reported out of the Senate 
Judiciary Committee by a vote of 14 to 
2? How in the world could this provi-
sion have then passed the House of 
Representatives as it did? And why 
would many House Republicans have 
supported it as they did? The answer is 
very simple: Because it is the right 
thing to do under the law and under 
the common sense of how we want pat-
ents treated in the filing process. 


The law as currently written, frank-
ly, was being wrongly applied by the 
Patent and Trademark Office. And you 
don’t have to take my word for that; 
that is what a Federal court has said 
on more than one occasion. Each time, 
the court has ruled that it was the Pat-
ent and Trademark Office, not an indi-
vidual firm called WilmerHale or Medi-
cines Company—not those two—that 
made a mistake. 


Let me make that very clear so the 
record is as clear as it can be. The cur-
rent law as it is written says that ‘‘to 
obtain an extension of the term of a 
patent under this section, the owner of 
record of the patent or its agent shall 
submit an application to the Director. 
. . . Such an application may be only 
submitted within the sixty-day period 
beginning on the date the product re-
ceived permission’’ under the appro-
priate provision of law. 


Now, the FDA reasonably interprets 
this language to mean that if some-
thing is received after the close of busi-
ness on a given business day, it is 
deemed to be received the next busi-
ness day. Under this interpretation, 
the filing by the Medicines Company 
was indisputably timely. 


So my colleagues should not come to 
the floor and take away from entities 
that are trying to compete and be in 
the marketplace over some techni-
cality: the suggestion that because 
something was filed electronically on a 
particular given day at 5 o’clock in the 
afternoon when people had gone 
home—they weren’t open—that some-
how they deem that not to have been 
appropriately filed. 


But rather than accept that common-
sense interpretation, the Patent and 
Trademark Office told the Medicines 
Company it was late. They just decided 
that. They said: You are late, despite 
the fact that interpretation contra-
dicted the same-business-day rule the 
FDA uses when interpreting the very 
same statute. So as a result, the issue 
went to court, and guess what. The 
court told the PTO it was wrong. A 
Federal judge found that the Patent 
Office and FDA had been applying in-
consistent interpretations of the exact 
same statutory language in the Hatch- 
Waxman Act. The FDA uses one inter-
pretation that has the effect of extend-
ing its own internal deadlines, but the 
PTO insisted on using a different inter-
pretation. The result was a ‘‘heads I 
win, tails you lose.’’ 


The PRESIDING OFFICER. The Sen-
ator’s time has expired. 


Mr. KERRY. Madam President, I ask 
unanimous consent to speak for 1 addi-
tional minute. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. KERRY. For companies investing 
in innovative medicines, the court 
found that the PTO failed to provide 
any plausible explanation for this in-
consistent approach. It further found 
that the PTO’s interpretation had the 
effect of depriving applicants of a por-
tion of their time for filing an applica-
tion. 


After considering all the relevant 
factors, the court adopted the FDA’s 
interpretation. So the court told the 
PTO that they were wrong and it was 
they, and not the Medicines Company, 
who made a mistake. 


So this is not an earmark. It isn’t, as 
Senator SESSIONS contends, a single- 
company bailout. It is a codification of 
a court ruling. It is a clarification. It is 
common sense. It puts a sensible court 
decision into legislative language, and 
it is legislative language that applies 
to all companies across the country 
equally. It doesn’t single out any par-
ticular company but amends the patent 
law for the benefit of all applicants. 


I ask my colleagues to oppose the 
Sessions amendment on the merits. 
More importantly, we need to move 
forward with this important bill on 
which Chairman LEAHY and Senator 
GRASSLEY have worked so hard. Pass-
ing the Sessions amendment would 
stop that. It would require a House- 
Senate conference on the bill, and it 
would at best seriously delay and at 
worst make it impossible to exact pat-
ent reform during this Congress. So 
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this is, on the merits, for all compa-
nies. This is common sense. This is cur-
rent law. This is current practice. So I 
ask my colleagues accordingly to vote 
appropriately. 


Madam President, I ask unanimous 
consent that at 4 p.m. the Senate pro-
ceed to the votes in relation to the 
amendments and passage of H.R. 1249, 
the America Invents Act, with all 
other provisions of the previous order 
remaining in effect; that the final 10 
minutes of debate be equally divided 
between the chairman and ranking 
member of the Judiciary Committee or 
their designees, with the chairman con-
trolling the final 5 minutes; further, 
that there be 4 minutes equally divided 
between proponents and opponents 
prior to each vote. 


The PRESIDING OFFICER. Is there 
objection? 


Without objection, it is so ordered. 
Mr. KERRY. Madam President, I re-


serve the remainder of Senator CANT-
WELL’s time. 


The PRESIDING OFFICER. The Sen-
ator from Texas. 


Mr. CORNYN. May I inquire of the 
Chair how much time remains for me 
to speak before getting to the last 
order? 


The PRESIDING OFFICER. There is 
41⁄2 minutes remaining. 


TEXAS WILDFIRES 
Mr. CORNYN. Madam President, I 


wish to speak for about 41⁄2 minutes on 
the natural disasters that have been 
confronting our Nation and in par-
ticular Texas, where the State has had 
about 31⁄2 million acres of land burned, 
with many people now finding them-
selves literally homeless as a result of 
fires that many of my colleagues have 
seen on TV or watched on the Internet 
but which, frankly, do not capture the 
scale of the devastation. 


Just to give you an idea of the scope 
of this natural disaster, so far, in 2011, 
more than 18,000 wildfires have been re-
ported in the State. As I mentioned, it 
has burned an area roughly the size of 
Connecticut. Nearly 2,900 structures 
have been lost and, unfortunately, 
there has also been a loss of life in 
these fires, as well as 5,000 Texans have 
now been evacuated from their homes. 
Unfortunately, these fires have been a 
feature of life in parts of Texas for 
most of the year because we are in the 
middle of a historic drought where, be-
cause of La Nina, the weather pattern, 
we have had an abnormally dry year, 
and, indeed, it has caused more than $5 
billion of agricultural losses alone as a 
result of that drought. 


I have not only seen some of the dev-
astation myself before I left Austin, 
but I have also talked to a number of 
people on the ground who are well in-
formed. 


Representative Tim Kleinschmidt, 
who represents the Texas district east 
of Austin in sort of the Bastrop area, 
told me that as many as 1,000 people 
have been evacuated from their homes 
in that area and have been living in 
shelters since Sunday. Water and elec-


tricity are also down in many areas, 
and the wind has unfortunately swept 
the fire into other areas and now is 
only about 30 percent contained. 


I have also talked to some of our 
other local leaders, our county judges, 
such as Grimes County judge Betty 
Shiflett, who told me that while they 
have no unmet needs right now, they 
are very concerned about the threat to 
life and property and are working as 
hard as they can to contain the fires. 


I have also talked to our outstanding 
chief of the Texas Department of Emer-
gency Management and the Director of 
the Texas Forest Service who tell me 
that as many as 2,000 Americans from 
places other than Texas have come to 
the State to help fight these fires and 
help protect property and life. 


We have had a good Federal response 
to one extent, and that is the U.S. For-
est Service has provided planes, bull-
dozers, and other equipment. Unfortu-
nately, we have seen the White House 
so far not extend the disaster declara-
tion beyond the original 52 counties ap-
proved for FEMA assistance on May 3. 
I should say that assistance ran out on 
May 3, more than 4 months ago. Suffice 
it to say, the disaster declaration 
should be extended to cover the rest of 
the State, at least 200 more Texas 
counties that need Federal assistance. 


I am informed from reading the news-
paper that President Obama reached 
out to Governor Perry yesterday to ex-
tend his condolences. But, frankly, 
more than condolences, what we need 
are the resources to help fight these 
fires to deal with the disaster and to 
help get people back into their homes 
as soon as possible. 


I would just say in conclusion, 
Madam President, that the majority 
leader has raised the question of 
whether disaster relief should be paid 
for or whether it should be borrowed 
money. I come down on the side of be-
lieving that we can’t keep borrowing 
money we don’t have. That is what the 
American people keep telling us. That 
is what the last election was all about. 
That is what the financial markets are 
telling us, and I believe the American 
people believe we have plenty of money 
in the Federal Government for Con-
gress to do its job by setting priorities 
and funding those priorities. 


I believe emergency assistance to the 
people who have been hit hardest by 
these natural disasters is one of those 
priorities. We should fund it instead of 
funding wasteful spending and duplica-
tive programs and engaging in failed 
Keynesian stimulus schemes. 


I yield the floor. 
SECTION 5 


Mr. BLUNT. Madam President, a sig-
nificant change contained in H.R. 1249 
from S. 23, the version of the bill de-
bated and overwhelmingly passed by 
the Senate earlier this year, is the in-
clusion of the defense of prior commer-
cial use against infringement of a later 
granted patent. Specifically, section 5 
of H.R. 1249 creates a prior user right 
for processes, or machines, or composi-


tions of matter used in a manufac-
turing or other commercial process, 
that would otherwise infringe a 
claimed invention if: (1) the person 
commercially used the subject matter 
in the United States, either in connec-
tion with an internal commercial use 
or an actual arm’s length sale or other 
arm’s length commercial transfer of a 
useful end result of such commercial 
use; and (2) the commercial use oc-
curred at least one year before the ear-
lier of either the effective filing date of 
the claimed invention or the date on 
which the claimed invention was dis-
closed to the public in a manner that 
qualified as an exception from prior 
art. 


As the distinguished chairman of the 
Committee on the Judiciary knows, 
such prior user rights, if properly craft-
ed and understood, can be of great ben-
efit to keeping high paying jobs in this 
country by giving U.S. companies a re-
alistic option of keeping internally 
used technologies as trade secrets. 


Mr. LEAHY. Madam President, my 
colleague and friend from Missouri is 
correct Prior user rights, if properly 
crafted and asserted, can be of great 
benefit to keeping high-paying jobs 
here at home. 


Mr. BLUNT. I thank my good friend. 
A robust prior user right is not needed 
in today’s first-to-invent regime. This 
is because, if a prior-user was sued for 
infringement, the patent could be in-
validated under section 102(g)(2) be-
cause the prior-user was the first-to-in-
vent. However, should H.R. 1249’s first- 
to-file system become law, the prior in-
vention bar to patentability under sec-
tion 102(g)(2) will be eliminated. This 
switch to first-to-file then presents the 
question of whether a non-patent-filing 
manufacturer should be given some 
prior user rights that would continue 
to allow these non-patented internal 
uses. Section 5 of H.R. 1249 attempts to 
settle the question by granting prior 
user rights but only when the prior use 
is for certain ‘‘commercial’’ uses. 


The prior user rights provided under 
section 5 of H.R. 1249 will allow devel-
opers of innovative technologies to 
keep internally used technologies in- 
house without publication in a patent. 
This will help U.S. industry to keep 
jobs at home and provide a basis for re-
storing and maintaining a technology 
competitive edge for the U.S. economy. 
For these reasons, I believe the Senate 
should support this valuable addition 
to the America Invents Act and I ap-
plaud the leadership of my friend from 
Vermont. 


Mr. LEAHY. I thank the Senator. 
Mr. BLUNT. However, as noted a mo-


ment ago, the utility of the prior user 
defense is linked to its clarity sur-
rounding its scope and its limitations. 
Many innovative companies may be 
reticent to opt for the protection of 
prior user rights for fear that the de-
fense may not stand against a charge 
of infringement by a later patent 
owner who sues for infringement. Many 
innovators may feel the need to rush to 
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the patent office in order to assure 
their long term freedom to operate. I 
do not need to belabor my colleagues 
with the attendant benefit the publica-
tion of patents provides to global com-
petitors who are not respectful of intel-
lectual property rights. 


The reason for this detrimental reli-
ance on patents for internal technology 
is that the utility and reliability of 
section 5 is dependent on the prior use 
being an ‘‘internal commercial use’’—a 
term for which there is no readily 
available judicial precedent. Should 
section 5 of H.R. 1249 become law, an 
innovator and his legal counsel need 
some reasonable assurance that an in-
ternal use will, in fact, be deemed to be 
a commercial use protectable under 
the law. These assurances are all the 
more important for U.S. companies in 
the biotechnology field with extraor-
dinarily long lead times for commer-
cialization of its products. Does my 
colleague from Vermont understand 
the concern I am raising? 


Mr. LEAHY. Madam President, I will 
say to my good friend that he is not 
the first to raise this issue with me and 
the other Members of the House and 
Senate Judiciary Committees who have 
worked on this bill. I have discussed 
section 5 at length with the distin-
guished House Judiciary Committee 
Chairman LAMAR SMITH. Perhaps I can 
help provide some of the needed clarity 
for my colleague concerning what we 
intend to be within the confines of the 
definition of ‘‘internal commercial 
use’’ as it is used in section 5 of the 
bill. 


Mr. BLUNT. I thank my colleague for 
his willingness to discuss this matter 
here on the floor of the Senate. It is 
my reading of the bill’s language under 
section 5 that prior use rights shall 
vest when innovative technology is 
first put into continuous internal use 
in the business of the enterprise with 
the objective of developing 
commercializable products. Does the 
chairman of the Judiciary Committee 
share this understanding? 


Mr. LEAHY. Yes. My colleague and I 
are in agreement that it is our inten-
tion, as the sponsors of this com-
prehensive measure, that the prior use 
right set forth in section 5 of H.R. 1249 
shall vest when innovative technology 
is first put into continuous internal 
use in the business of an innovator’s 
enterprise with the objective of mak-
ing a commercializable product. 


Mr. BLUNT. I thank my colleague 
from Vermont. If he would permit me 
to clarify this matter further. Am I 
correct in understanding that, so long 
as that use begins more than 1 year 
prior to the effective filing date of a 
subsequent patent or publication by a 
later inventor, the initiation of contin-
uous internal use by an original inno-
vator in a manufacturing of a product 
should guarantee the defense of prior 
use regardless of whether the product 
is a prototype with a need for quality 
improvements? 


Mr. LEAHY. I thank my colleague 
for the question. His understanding is 


correct. So long as the prior use begins 
more than 1 year prior to the effective 
filing date of a subsequent patent or 
publication by a later inventor, the ini-
tiation of continuous internal use in 
the manufacture of products should 
guarantee the defense of prior use. 


Mr. BLUNT. I thank my colleague. 
Let me illustrate by showing the im-
pact of the ambivalence of the statu-
tory language on agricultural research 
which is a major industry not only in 
Midwestern States like Missouri, Iowa, 
Kansas, Nebraska, Illinois, but in 
States ranging from California to Con-
necticut from Texas to Minnesota from 
North Carolina to Idaho. Virtually 
every State in this Union has an in-
vestment in agricultural research. The 
productivity of U.S. farmers provides a 
significant positive input to the U.S. 
balance of trade due in large part to 
the high technology adopted by U.S. 
farmers. That high technology is pro-
vided from multiple sources ranging 
from research at land grant univer-
sities, the USDA and private for-profit 
companies all of whom have internal 
technology that provides a competitive 
edge for maintaining agricultural com-
petitive advantage for the U.S. econ-
omy. 


To specifically illustrate let us con-
sider that U.S. researchers are leading 
the world in discovering genetic mark-
ers that are associated with important 
agronomic traits which serves as breed-
ing production tools. Instead of teach-
ing foreign competitors these produc-
tion tools, a preferred alternative may 
be to rely on prior user rights for such 
innovative crop breeding technology 
which is used in the manufacture of 
new plant varieties although the use 
may only occur once a year after each 
growing season and for many years to 
selectively manufacture a perfected 
crop product that is sold. 


As another example let us consider 
an innovation in making potential new 
genetically modified products all of 
which need years of testing to verify 
their viability, repeatabilty and com-
mercial value. Of the thousands of new 
potential prototype products made, 
only a few may survive initial screen-
ing to begin years of field trials. We 
should agree that a continuously used 
process qualifies as internal commer-
cial use despite the fact that many pro-
totypes will fail to have commercial 
merit. 


As my examples illustrate, for sec-
tion 5 to have its intended benefit, in-
ternal commercial use must vest when 
an innovator reduces technology to 
practice and takes diligent steps to 
maintain continuous, regular commer-
cial use of the technology in manufac-
turing operations of the enterprise. 


Mr. LEAHY. My colleague is correct 
in his reasoning and his understanding 
of what is intended by section 5. The 
methods used by Edison in producing 
multiple failures for electric light 
bulbs were no less commercial uses be-
fore the ultimate production of a com-
mercially successful light bulb. Let us 


agree that internally used methods and 
materials do qualify for the defense of 
prior user rights when there is evidence 
of a commitment to put the innovation 
into use followed by a series of diligent 
events demonstrating that the innova-
tion has been put into continuous— 
into a business activity with a purpose 
of developing new products for the ben-
efit of mankind. 


Mr. BLUNT. I thank my colleague. 
SECTION 5 


Mr. KOHL. Madam President, I have 
long supported reforming our patent 
system and was pleased with the bill 
the Senate passed in March. It was not 
what everyone wanted, but it was an 
effective compromise that would spur 
innovation and economic growth. I am 
disappointed with changes the House 
made to the bill, specifically the ex-
pansion of the ‘‘prior user rights’’ de-
fense a provision which raises serious 
concerns for the University of Wiscon-
sin’s patent licensing organization 
which fosters innovative discoveries, 
spawning dozens of small businesses 
and spurring economic growth in Wis-
consin. 


Let me explain why. A patent grants 
an innovator the right to exclude oth-
ers from using an invention in ex-
change for making that invention pub-
lic. The publication of patents and the 
research behind them advance further 
innovation and discovery. Anyone who 
uses the invention without permission 
is liable for infringement, and someone 
who was using the invention prior to 
the patent has only a limited defense 
for infringement. The purpose of lim-
iting this defense to infringement is to 
encourage publication and disclosure of 
inventions to foster innovation. So by 
expanding the prior user defense we 
run the real risk of discouraging disclo-
sure through the patent system. This is 
concerning to the University of Wis-
consin because they depend on publica-
tion and disclosure to further research 
and innovation. 


I appreciate the inclusion of a carve- 
out to the prior user rights defense pro-
vision so that it does not apply to pat-
ents owned by a university ‘‘or a tech-
nology transfer organization whose pri-
mary purpose is to facilitate the com-
mercialization of technologies devel-
oped by one or more such institutions 
of higher education.’’ However, I have 
some concerns about how the carve out 
will work in practice and I would like 
to clarify its application. 


It is my understanding that the term 
‘‘primary purpose’’ in this exception is 
intended to be consistent with and 
have a similar scope as the ‘‘primary 
functions’’ language in the Bayh-Dole 
Act. In particular, if a nonprofit entity 
is entitled to receive assignment of in-
ventions pursuant to section 207(c)(7) of 
title 35 because one of its primary func-
tions is the management of inventions, 
presumably it falls under the primary 
purpose prong of the prior user rights 
exception. Is that the Senator’s under-
standing of the provision? 


Mr LEAHY. The senior Senator from 
Wisconsin is correct. That is also my 
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view of the exception. I understand the 
Senator has consistently opposed the 
expansion of prior user rights, but I 
agree with his analysis of the scope of 
the exception in section 5 of H.R. 1249. 


SECTION 18 
Mr. PRYOR. I would like to ask my 


colleague from Vermont, the Chairman 
of the Judiciary Committee and lead 
sponsor of the America Invents Act be-
fore us today, to further clarify an 
issue relating to Section 18 of that leg-
islation. Ideally, I would have liked to 
modify the Section 18 process in ac-
cordance with the Cantwell amend-
ment. It is of crucial importance to me 
that we clarify the intent of the proc-
ess and implement it as narrowly as 
possible. 


As I understand it, Section 18 is in-
tended to enable the PTO to weed out 
improperly issued patents for abstract 
methods of doing business. Conversely, 
I understand that Section 18 is not in-
tended to allow owners of valid patents 
to be harassed or subjected to the sub-
stantial cost and uncertainty of the 
untested review process established 
therein. Yet I have heard concerns that 
Section 18 would allow just such har-
assment because it enables review of 
patents whose claims have been found 
valid both through previous reexamina-
tions by the PTO and jury trials. In my 
mind, patent claims that have with-
stood multiple administrative and judi-
ciary reviews should be considered pre-
sumptively valid. It would not only be 
unfair to the patent holder but would 
be a waste of both PTO’s time and re-
sources to subject such presumptively 
valid patent claims to yet another ad-
ministrative review. It would be par-
ticularly wasteful and injurious to le-
gitimate patent holders if the ‘‘transi-
tional review’’ only considered prior 
art that was already considered in the 
previous administrative or judicial pro-
ceedings. Can the Chairman enlighten 
me as to how the PTO will ensure that 
the ‘‘transitional process’’ does not be-
come a tool to harass owners of valid 
patents that have survived multiple ad-
ministrative and judicial reviews’’? 


Mr. LEAHY. The proceeding created 
by Section 18 is modeled on the pro-
posed post-grant review proceeding 
under Section 6 of the Act. As in other 
post-grant proceedings, the claims 
should typically be evaluated to deter-
mine whether they, among other 
things, meet the enablement and writ-
ten description requirements of the 
act, and contain patentable subject 
matter under the standards defined in 
the statutes, case law, and as explained 
in relevant USPTO guidance. While the 
program will generally otherwise func-
tion on the same terms as other post- 
grant proceedings, the USPTO should 
implement Section 18 in a manner that 
avoids attempts to use the transitional 
program against patent owners in a 
harassing way. Specifically, to initiate 
a post issuance review under the new 
post grant or transitional proceedings, 
it is not enough that the request show 
a substantial new question of patent-


ability but must establish that ‘‘it is 
more likely than not that at least 1 of 
the claims challenged in the petition is 
unpatentable.’’ The heightened require-
ment established by this bill means 
that these proceedings are even better 
shielded from abuse than the reexam-
ination proceedings have been. In fact, 
the new higher standard for post 
issuance review was created to make it 
even more difficult for these proce-
dures to be used as tools for harass-
ment. Therefore, the rule that bars the 
PTO from reconsidering issues pre-
viously considered during examination 
or in an earlier reexamination still ap-
plies. While a prior district court deci-
sion upholding the validity of a patent 
may not preclude the PTO from consid-
ering the same issues resolved in that 
proceeding, PTO officials must still 
consider the court’s decision and devi-
ate from its findings only to the extent 
reasonable. As a result, I expect the 
USPTO would not initiate proceedings 
where the petition does not raise a sub-
stantial new question of patentability 
than those that had already been con-
sidered by the USPTO in earlier pro-
ceedings. Does that answer my col-
league’s question?’’ 


Mr. PRYOR. I thank my colleague 
for that explanation. 


SECTION 18 
Mr. DURBIN. I would like to clarify 


an issue with my colleague from New 
York, who is the author of Section 18. 
Legislative history created during ear-
lier consideration of this legislation 
makes clear that the business method 
patent problem that Section 18 is in-
tended to address is fundamentally an 
issue of patent quality. Does the Sen-
ator agree that poor quality business 
method patents generally do not arise 
from the operation of American compa-
nies who use business method patents 
to develop and sell products and em-
ploy American workers in doing so? 


Mr. SCHUMER. My friend from Illi-
nois is correct. I have previously in-
serted into the RECORD a March 3 letter 
from the Independent Community 
Bankers of America which stated that 
‘‘Under the current system, business 
method patents of questionable quality 
are used to force community banks to 
pay meritless settlements to entities 
that may have patents assigned to 
them, but who have invented nothing, 
offer no product or service and employ 
no one. . . . The Schumer-Kyl amend-
ment is critical to stopping this eco-
nomic harm.’’ 


Mr. DURBIN. I thank the Senator. I 
want to point out that there are a 
number of examples of companies that 
employ hundreds or thousands of 
American workers in developing and 
commercializing financial sector prod-
ucts that are based on business method 
patents. For example, some companies 
that possess patents categorized by the 
PTO as class 705 business method pat-
ents have used the patents to develop 
novel software tools and graphical user 
interfaces that have been widely com-
mercialized and used within the elec-


tronic trading industry to implement 
trading and asset allocation strategies. 
Additionally, there are companies that 
possess class 705 patents which have 
used the patents to manufacture and 
commercialize novel machinery to 
count, sort, and authenticate currency 
and paper instruments. Are these the 
types of patents that are the target of 
Section 18? 


Mr. SCHUMER. No. Patent holders 
who have generated productive inven-
tions and have provided large numbers 
of American workers with good jobs 
through the development and commer-
cialization of those patents are not the 
ones that have created the business 
method patent problem. While merely 
having employees and conducting busi-
ness would not disqualify a patent- 
holder from Section 18 review, gen-
erally speaking, it is not the under-
standing of Congress that such patents 
would be reviewed and invalidated 
under Section 18. 


Mr. COBURN. Madam President, 
today, I rise to discuss section 18 of 
H.R. 1249, the Leahy-Smith America 
Invents Act. Consistent with the state-
ment in the RECORD by Chairman 
LAMAR SMITH on June 23, 2011, I under-
stand that section 18 will not make all 
business method patents subject to re-
view by the U.S. Patent and Trade-
mark Office. Rather, section 18 is de-
signed to address the problem of low- 
quality business method patents that 
are commonly associated with the Fed-
eral circuit’s 1998 State Street deci-
sion. I further understand that section 
18 of the bill specifically exempts ‘‘pat-
ents for technological inventions’’ from 
this new review at USPTO. 


Patents for technological inventions 
are those patents whose novelty turns 
on a technological innovation over the 
prior art and are concerned with a 
technical problem which is solved with 
a technical solution. The technological 
innovation exception does not exclude 
a patent from section 18 simply be-
cause it recites technology. Inventions 
related to manufacturing and machines 
that do not simply use known tech-
nology to accomplish a novel business 
process would be excluded from review 
under section 18. 


For example, section 18 would not 
cover patents related to the manufac-
ture and distribution of machinery to 
count, sort, and authenticate currency. 
It is the intention of section 18 to not 
review mechanical inventions related 
to the manufacture and distribution of 
machinery to count, sort, and authen-
ticate currency like change sorters and 
machines that scan paper instruments, 
including currency, whose novelty 
turns on a technological innovation 
over the prior art. These types of pat-
ents would not be eligible for review 
under this program. 


American innovation is an important 
engine for job growth and our economic 
revitalization. To this end, the timely 
consideration of patent applications 
and the issuance of quality patents are 
critical components and should remain 
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the primary goal of the U.S. Patent 
and Trademark Office. 


Mr. KYL. Madam President, I rise 
today to say a few words about aspects 
of the present bill that differ from the 
bill that passed the Senate in March. I 
commented at length on the Senate 
bill when that bill was before this 
body. Since the present bill and the 
Senate bill are largely identical, I will 
not repeat what I said previously, but 
will simply refer to my previous re-
marks, at 157 Cong. Rec. 1368–80, daily 
ed. March 8, 2011, which obviously 
apply to the present bill as well. 


As I mentioned earlier, Mr. SMITH ne-
gotiated his bill with Senators LEAHY, 
GRASSLEY, and me as he moved the bill 
through the House of Representatives. 
The final House bill thus represents a 
compromise, one which the Senate sup-
porters of patent reform have agreed to 
support in the Senate. The provisions 
that Mr. SMITH has added to the bill 
are ones that we have all had an oppor-
tunity to consider and discuss, and 
which I fully support. 


Section 19(d) of the present bill adds 
a new section 299 to title 35. This new 
section bars joinder of accused infring-
ers as codefendants, or consolidation of 
their cases for trial, if the only com-
mon fact and transaction among the 
defendants is that they are alleged to 
have infringed the same patent. This 
provision effectively codifies current 
law as it has been applied everywhere 
outside of the Eastern District of 
Texas. See Rudd v. Lux Products Corp., 
2011 WL 148052. (N.D. Ill. January 12, 
2011), and the committee report for this 
bill at pages 54 through 55. 


H.R. 1249 as introduced applied only 
to joinder of defendants in one action. 
As amended in the mark up and in the 
floor managers’ amendment, the bill 
extends the limit on joinder to also bar 
consolidation of trials of separate ac-
tions. When this change was first pro-
posed, I was skeptical that it was nec-
essary. A review of legal authority, 
however, reveals that under current 
law, even if parties cannot be joined as 
defendants under rule 20, their cases 
can still be consolidated for trial under 
rule 42. For example, as the district 
court held in Ohio v. Louis Trauth 
Dairy, Inc., 163 F.R.D. 500, 503 (S.D. 
Ohio 1995), ‘‘[e]ven when actions are 
improperly joined, it is sometimes 
proper to consolidate them for trial.’’ 
The same conclusion was reached by 
the court in Kenvin v. Newburger, Loeb 
& Co., 37 F.R.D. 473 (S.D.N.Y. 1965), 
which ordered severance because of 
misjoinder of parties, concluding that 
the claims against the defendants did 
not arise out of single transaction or 
occurrence, but then suggested the de-
sirability of a joint trial, and expressly 
made its severance order without prej-
udice to a subsequent motion for con-
solidation under rule 42(a). Similarly, 
in Stanford v. TVA, 18 F.R.D. 152 (M.D. 
Tenn. 1955), a court found that the de-
fendants had been misjoined, since the 
claims arose out of independent trans-
actions, and ordered them severed. The 


court subsequently found, however, 
that a common question existed and 
ordered the defendants’ cases consoli-
dated for trial. 


That these cases are not just outliers 
is confirmed by Federal Practice and 
Procedure, which comments as follows 
at § 2382: 


Although as a general proposition it is true 
that Rule 42(a) should be construed in har-
mony with the other civil rules, it would be 
a mistake to assume that the standard for 
consolidation is the same as that governing 
the original joinder of parties or claims. . . . 
[M]ore than one party can be joined on a side 
under Rule 20(a) only if there is asserted on 
behalf of or against all of them one or more 
claims for relief arising out of the same 
transaction or occurrence or series of trans-
actions or occurrences. This is in addition to 
the requirement that there be some question 
of law or fact common to all the parties. But 
the existence of a common question by itself 
is enough to permit consolidation under Rule 
42(a), even if the claims arise out of inde-
pendent transactions. 


If a court that was barred from join-
ing defendants in one action could in-
stead simply consolidate their cases for 
trial under rule 42, section 299’s pur-
pose of allowing unrelated patent de-
fendants to insist on being tried sepa-
rately would be undermined. Section 
299 thus adopts a common standard for 
both joinder of defendants and consoli-
dation of their cases for trial. 


Another set of changes made by the 
House bill concerns the coordination of 
inter partes and postgrant review with 
civil litigation. The Senate bill, at pro-
posed sections 315(a) and 325(a), would 
have barred a party or his real party in 
interest from seeking or maintaining 
an inter partes or postgrant review 
after he has filed a declaratory-judg-
ment action challenging the validity of 
the patent. The final bill will still bar 
seeking IPR or PGR after a declara-
tory-judgment action has been filed, 
but will allow a declaratory-judgment 
action to be filed on the same day or 
after the petition for IPR or PGR was 
filed. Such a declaratory-judgment ac-
tion, however, will be automatically 
stayed by the court unless the patent 
owner countersues for infringement. 
The purpose of allowing the declara-
tory-judgment action to be filed is to 
allow the accused infringer to file the 
first action and thus be presumptively 
entitled to his choice of venue. 


The House bill also extends the dead-
line for allowing an accused infringer 
to seek inter partes review after he has 
been sued for infringement. The Senate 
bill imposed a 6-month deadline on 
seeking IPR after the patent owner has 
filed an action for infringement. The 
final bill extends this deadline, at pro-
posed section 315(b), to 1 year. High- 
technology companies, in particular, 
have noted that they are often sued by 
defendants asserting multiple patents 
with large numbers of vague claims, 
making it difficult to determine in the 
first few months of the litigation which 
claims will be relevant and how those 
claims are alleged to read on the de-
fendant’s products. Current law im-
poses no deadline on seeking inter 


partes reexamination. And in light of 
the present bill’s enhanced estoppels, it 
is important that the section 315(b) 
deadline afford defendants a reasonable 
opportunity to identify and understand 
the patent claims that are relevant to 
the litigation. It is thus appropriate to 
extend the section 315(b) deadline to 
one year. 


The final bill also extends inter-
vening rights to inter partes and post- 
grant review. The bill does not allow 
new matter to be introduced to support 
claims in IPR and PGR and does not 
allow broadening of claims in those 
proceedings. The aspect of intervening 
rights that is relevant to IPR and PGR 
is section 252, first paragraph, which 
provides that damages accrue only 
from the date of the conclusion of re-
view if claim scope has been sub-
stantively altered in the proceeding. 
This restriction applies even if the 
amendment only narrowed the scope of 
the claims. See Engineered Data Prod-
ucts, Inc. v. GBS Corp., 506 F.Supp.2d 
461, 467 (D. Colo. 2007), which notes that 
‘‘the Federal Circuit has routinely ap-
plied the intervening rights defense to 
narrowing amendments.’’ When patent- 
defeating prior art is discovered, it is 
often impossible to predict whether 
that prior art will be found to render 
the entire invention obvious, or will 
only require a narrowing amendment. 
When a challenger has discovered such 
prior art, and wants to practice the in-
vention, intervening rights protect him 
against the risk of gong forward—pro-
vided, of course, that he is correct in 
his judgment that the prior art at least 
requires a substantive narrowing of 
claims. 


The final bill also adds a new sub-
section to proposed section 257, which 
authorizes supplemental examination 
of patents. The new subsection pro-
vides that the Director shall refer to 
the U.S. Attorney General any ‘‘mate-
rial fraud’’ on the Office that is discov-
ered during the course of a 
Supplemental Examination. Chairman 
Smith’s explanation of this addition, at 
157 Cong. Rec. E1182–83 (daily ed. June 
23, 2011), clarifies the purpose and ef-
fect of this new provision. In light of 
his remarks, I find the addition 
unobjectionable. I would simply add to 
the Chairman’s remarks that, in evalu-
ating whether a fraud is ‘‘material’’ for 
purpose of referral, the Director should 
look to the Federal Circuit’s decision 
in Therasense, Inc. v. Becton, Dickinson 
and Co., llF.3dll, 2011 WL 2028255 
(May 25, 2011). That case holds, in rel-
evant part, that: 


[T]he materiality required to establish in-
equitable conduct is but-for materiality. 
When an applicant fails to disclose prior art 
to the PTO, that prior art is but-for material 
if the PTO would not have allowed a claim 
had it been aware of the undisclosed prior 
art. Hence, in assessing the materiality of a 
withheld reference, the court must deter-
mine whether the PTO would have allowed 
the claim if it had been aware of the undis-
closed reference. 


Finally, perhaps the most important 
change that the House of Representa-
tives has made to the America Invents 
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Act is the addition of a prior-commer-
cial-use defense. Current law, at sec-
tion 273, creates a defense of prior-user 
rights that applies only with respect to 
business-method patents. The final bill 
rewrites section 273, creating a PCU de-
fense that applies to all utility patents. 


University researchers and their 
technology-transfer offices had earlier 
objected to the creation of such a de-
fense. Their principal concern was that 
the defense would lead to a morass of 
litigation over whether an infringer 
was entitled to assert it, and the ex-
pense and burden of this litigation 
would ultimately prevent universities 
and small companies from enforcing 
valid patents. The compromise reached 
in the House of Representatives ad-
dresses university concerns by requir-
ing a defendant to show that he com-
mercially used the subject matter that 
infringes the patent at least 1 year be-
fore the patent owner either filed an 
application or disclosed the invention 
to the public. The House compromise 
also precludes assertion of the defense 
against most university-owned patents. 


The PCU defense is similar to the 
prior-user right that exists in the 
United Kingdom and Germany. The de-
fense is a relatively narrow one. It does 
not create a general license with re-
spect to the patented invention, but 
rather only allows the defendant to 
keep making the infringing commer-
cial use that he establishes that he 
made 1 year before the patentee’s filing 
or disclosure. The words ‘‘subject mat-
ter,’’ as used in subsection (a), refer to 
the infringing acts of the defendant, 
not to the entire patented invention. 
An exception to this limit, which ex-
pands the defense beyond what would 
be allowed in the United Kingdom, ap-
pears in subsection (e)(3), which allows 
the defendant to increase the quantity 
or volume of the use that he estab-
lishes that he made of the invention. 
Subsection (e)(3) also confirms that the 
defendant may improve or otherwise 
modify his activities in ways that do 
not further infringe the patent, al-
though one would think that this 
would go without saying. 


The PCU defense is principally de-
signed to protect the use of manufac-
turing processes. For many manufac-
turing processes, the patent system 
presents a catch-22: if the manufac-
turer patents the process, he effec-
tively discloses it to the world. But 
patents for processes that are used in 
closed factories are difficult to police. 
It is all but impossible to know if 
someone in a factory in China is in-
fringing such a patent. As a result, un-
scrupulous foreign and domestic manu-
facturers will simply use the invention 
in secret without paying licensing fees. 
Patenting such manufacturing proc-
esses effectively amounts to giving 
away the invention to competitors. On 
the other hand, if the U.S. manufac-
turer does not patent the process, a 
subsequent party may obtain a patent 
for it, and the U.S. manufacture will be 
forced to stop using a process that he 
was the first to invent and which he 
has been using for years. 


The prior-commercial-use defense 
provides relief to U.S. manufacturers 
from this Catch-22, allowing them to 
make long-term use of a manufac-
turing process without having to give 
it away to competitors or run the risk 
that it will be patented out from under 
them. 


Subsection (a) expands the defense 
beyond just processes to also cover 
products that are used in a manufac-
turing or other commercial process. 
Generally, products that are sold to 
consumers will not need a PCU defense 
over the long term. As soon as the 
product is sold to the public, any in-
vention that is embodied or otherwise 
inherent in that product becomes prior 
art and cannot be patented by another 
party, or even by the maker of the 
product after the grace period has ex-
pired. Some products, however, consist 
of tools or other devices that are used 
only by the inventor inside his closed 
factory. Others consist of substances 
that are exhausted in a manufacturing 
process and never become accessible to 
the public. Such products will not be-
come prior art. Revised section 273 
therefore allows the defense to be as-
serted with respect to such products. 


The defense can also be asserted for 
products that are not used to make a 
useful end result that is sold to others, 
but that are used in an internal com-
mercial process. This would include, 
for example, customized software that 
is used to run a company’s human-re-
sources system. So long as use of the 
product is integrated into an ongoing 
commercial process, and not merely 
fleeting or experimental or incidental 
to the enterprise’s operations, the PCU 
defense can be asserted with respect to 
that product. 


The present bill requires the defend-
ant to commercially use the invention 
in order to be able to assert the de-
fense. Chairman SMITH has suggested, 
at 157 Cong. Rec. E1219 (daily ed. June 
28, 2011), that in the future Congress 
should expand the defense so that it 
also applies when a company has made 
substantial preparations to commer-
cially use an invention. Some have also 
suggested that the defense should be 
expanded to cover not just using, but 
also making and selling an invention if 
substantial preparations have been 
made to manufacture the invention. 
This would expand the defense to more 
fully compensate for the repeal of cur-
rent section 102(g), which allows a 
party to invalidate a patent asserted 
against it if the party can show that it 
had conceived of the invention earlier 
and diligently proceeded to commer-
cialize it. 


On the one hand, universities and 
others have expressed concern that a 
‘‘substantial preparations’’ predicate 
for asserting the PCU defense would 
lead to expensive and burdensome liti-
gation over whether a company’s ac-
tivities reflect conception and diligent 
commercialization of the invention. 
Some argue that it is often the case 
that different companies and research-
ers are working on the same problem, 
and it is easy for the unsuccessful par-


ties to later recharacterize their past 
efforts as capturing or diligently im-
plementing the successful researcher’s 
invention. Questions have also arisen 
as to how tentative preparations may 
be and still qualify as ‘‘substantial 
preparations.’’ For example, if a com-
pany had not broken ground for its fac-
tory, but had commissioned an archi-
tect to draw up plans for it, would that 
qualify? Would taking out a loan to 
build the factory qualify as substantial 
preparations? 


On the other hand, proof of concep-
tion and diligent commercialization 
are currently used to apply section 
102(g)(2), and I have not heard com-
plaints that the current defense has re-
sulted in overly burdensome litigation. 


In the end, however, a substantial- 
preparations predicate is not included 
in this bill simply because that was the 
agreement that was struck between 
universities and industry in the House 
of Representatives last summer, and 
we are now effectively limited to that 
agreement. Perhaps this issue can be 
further explored and revisited in a fu-
ture Congress, though I suspect that 
many members will want a respite 
from patent issues after this bill is 
completed. 


The final bill also drops the require-
ment of a showing of a reduction to 
practice that previously appeared in 
subsection (b)(1). This is because the 
use of a process, or the use of product 
in a commercial process, will always 
constitute a reduction to practice. 


One change made by the original 
House bill that proved contentious is 
the expansion of the personal nature of 
the defense, now at subsection (e)(1)(A), 
to also include uses of the invention 
made by contractors and vendors of the 
person asserting the defense. The 
House bill originally allowed the de-
fendant to assert the defense if he per-
formed the commercial use or 
‘‘caused’’ its performance. The word 
‘‘caused,’’ however, could be read to in-
clude even those uses that a vendor 
made without instructions or even the 
contemporaneous knowledge of the 
person asserting the defense. The final 
bill uses the word ‘‘directed,’’ which 
limits the provision only to those 
third-party commercial uses that the 
defendant actually instructed the ven-
dor or contactor to use. In analogous 
contexts, the word ‘‘directed’’ has been 
understood to require evidence that the 
defendant affirmatively directed the 
vendor or contractor in the manner of 
the work or use of the product. See, for 
example, Ortega v. Puccia, 75 A.D. 54, 59, 
866 N.Y.S.2d 323, 328 (N.Y. App. 2008). 


Subsection (e)(1)(A)’s reference to en-
tities that ‘‘control, are controlled by, 
or under common control with’’ the de-
fendant borrows a term that is used in 
several federal statutes. See 12 U.S.C. 
1841(k), involving bank holding compa-
nies, 15 U.S.C. 78c(a)(4)(B)(vi), involv-
ing securities regulation, 15 U.S.C. 
6809(6), involving financial privacy, and 
49 U.S.C. 30106(d)(1), involving motor 
vehicle safety. Black’s Law Dictionary 
378 (9th ed. 2009) defines ‘‘control’’ as 
the ‘‘direct or indirect power to govern 
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the management and policies of a per-
son or entity, whether through owner-
ship of securities, by contract, or oth-
erwise; the power or authority to man-
age, direct, or oversee.’’ 


A few other aspects of the PCU de-
fense merit brief mention. Subsection 
(e)(5)(A), the university exception, was 
extended to also include university 
technology-transfer organizations, 
such as the Wisconsin Alumni Research 
Foundation. Subparagraph (B), the ex-
ception to the university exception, is 
only intended to preclude application 
of subparagraph (A) when the federal 
government is affirmatively prohib-
ited, whether by statute, regulation, or 
executive order, from funding research 
in the activities in question. 


In the course of the recodification of 
former subsection (a)(2) as new (c)(2), 
the former’s subparagraph (B) was 
dropped because it is entirely redun-
dant with subparagraph (A). 


Finally, subsection (e)(4), barring as-
sertion of the defense if use of the sub-
ject matter has been abandoned, should 
not be construed to necessarily require 
continuous use of the subject matter. 
It is in the nature of some subject mat-
ter that it will be used only periodi-
cally or seasonally. If such is the case, 
and the subject has been so used, its 
use has not been abandoned. 


I would also like to take a moment 
to once again address the question of 
the grace period created by this bill. 
During the House and Senate debates 
on the bill, opponents of the first-to- 
file system have occasionally asserted 
that they oppose the bill’s move to 
first to file because it weakens the 
grace period. See 157 Cong. Rec. S1094, 
S1096, S1112 (daily ed. March 2, 2011), 
and 157 Cong. Rec. H4424, H4430 (daily 
ed. June 22, 2011). 


Some of these arguments are dif-
ficult to understand, in part because 
opponents of first to file have used the 
term ‘‘grace period’’ to mean different 
things. Some have used the term to 
mean the period between the time 
when the inventor conceives of the in-
vention and the time when he files a 
full or even provisional application. 
Obviously, if the ‘‘grace period’’ is de-
fined as the first-to-invent system, 
then the move to first to file elimi-
nates that version of the grace period. 
Others, however, have suggested that 
public uses, sales, or ‘‘trade secrets’’ 
will bar patenting under new section 
102(b), even if they consist of activities 
of the inventor during the year before 
filing. 


This is not the case, and I hope that 
courts and executive officials inter-
preting this act will not be misled by 
arguments made by opponents of this 
part of the bill. The correct interpreta-
tion of section 102 and the grace period 
is that which has been consistently ad-
vanced in the 2007 and 2011 committee 
reports for this bill, see Senate Report 
110–259, page 9, and House Report 112– 
98, page 43, as well as by both Chair-
man SMITH and Chairman LEAHY, see 
157 Cong. Rec. S1496–97 (daily ed. March 


9, 2011), and 157 Cong. Rec. H4429 (daily 
ed. June 22, 2011). These two chairmen 
are the lead sponsors and authorizing 
chairmen of this year’s bills, which are 
identical with respect to section 102. As 
Chairman SMITH most recently ex-
plained in his June 22 remarks, ‘‘con-
trary to current precedent, in order to 
trigger the bar in new 102(a) in our leg-
islation, an action must make the pat-
ented subject matter ‘available to the 
public’ before the effective filing date.’’ 
Therefore, ‘‘[i]f an inventor’s action is 
such that it triggers one of the bars 
under 102(a), then it inherently triggers 
the grace period in section 102(b).’’ 


When the committee included the 
words ‘‘or otherwise available to the 
public’’ in section 102(a), the word 
‘‘otherwise’’ made clear that the pre-
ceding items are things that are of the 
same quality or nature. As a result, the 
preceding events and things are limited 
to those that make the invention 
‘‘available to the public.’’ The public 
use or sale of an invention remains 
prior art, thus making clear that an in-
vention embodied in a product that has 
been sold to the public more than a 
year before an application was filed, 
for example, can no longer be patented. 
Once an invention has entered the pub-
lic domain, by any means, it can no 
longer be withdrawn by anyone. But 
public uses and sales are prior art only 
if they make the invention available to 
the public. 


In my own remarks last March, I 
cited judicial opinions that have con-
strued comparable legislative language 
in the same way. Since that time, no 
opponent of the first-to-file transition 
has identified any caselaw that reads 
this legislative language any other 
way, nor am I aware of any such cases. 
I would hope that even those opponents 
of first to file who believe that sup-
porters of the bill cannot rely on com-
mittee reports and sponsors’ state-
ments would at least concede that Con-
gress is entitled to rely on the con-
sistent judicial construction of legisla-
tive language. 


Finally, I would note that the inter-
pretation of 102 that some opponents 
appear to advance—that nondisclosing 
uses and sales would remain prior art, 
and would fall outside the 102(b) grace 
period—is utterly irrational. Why 
would Congress create a grace period 
that allows an invention that has been 
disclosed to the world in a printed pub-
lication, or sold and used around the 
world, for up to a year, to be with-
drawn from the public domain and pat-
ented, but not allow an inventor to 
patent an invention that, by definition, 
has not been made available to the 
public? Such an interpretation of sec-
tion 102 simply makes no sense, and 
should be rejected for that reason 
alone. 


Let me also address two other 
misstatements that have been made 
about the bill’s first-to-file system. In 
remarks appearing at 157 Cong. Rec. 
S1095 (daily ed. March 2, 2011), it was 
suggested that a provisional applica-


tion filed under the first-to-file system 
will be vulnerable to an attack that 
the inventor failed to disclose the best 
mode of the invention. This is incor-
rect. Section 15 of this bill precludes 
the use of the best-mode requirement 
as a basis for cancelling a claim or 
holding it invalid. It was also sug-
gested, at the same place in the record, 
that discovery would not be allowed in 
the derivation proceedings created by 
section 3(i) of the bill. That is incor-
rect. Section 24 of title 35 allows dis-
covery in any ‘‘contested case.’’ The 
Patent Office’s regulations, at 37 CFR 
41.2(2), indicate that contested cases in-
cluded Board proceedings such as inter-
ferences. It is not apparent to me why 
these laws and regulations would sug-
gest anything other than that dis-
covery will be allowed in derivation 
proceedings. 


Finally, let me close by commenting 
on section 18 of the bill. Some legiti-
mate interests have expressed concern 
that non-business-method patents will 
be subject to challenge in this pro-
ceeding. I have been asked to, and am 
happy to, reiterate that technological 
inventions are excluded from the scope 
of the program, and that these techno-
logical inventions include inventions 
in the natural sciences, engineering, 
and computer operations—and that in-
ventions in computer operations obvi-
ously include software inventions. 


This does not mean that a patent is 
ineligible for review simply because it 
recites software elements or has been 
reduced to a software program. If that 
were the case, then very few of even 
the most notorious business-method 
patents could be reviewed under sec-
tion 18. Rather, in order to fall within 
the technological-invention exclusion, 
the invention must be novel as soft-
ware. If an invention recites software 
elements, but does not assert that it is 
novel as software, or does not colorably 
appear to be so, then it is not ineligible 
for review simply because of that soft-
ware element. But an actual software 
invention is a technological invention, 
and is not subject to review under sec-
tion 18. 


Mr. LEVIN. Madam President, I sup-
port the America Invents Act. 


Right now, as our economy struggles 
to recover, this legislation is needed to 
help create jobs and keep our manufac-
turers competitive. It will further 
strengthen and expand the ability of 
our universities to conduct research 
and turn that research into innovative 
products and processes that benefit 
Michigan and our Nation. 


Because of this legislation, we will be 
able to see that boost up close in my 
home State of Michigan, where a new 
satellite Patent and Trademark Office 
will be established in Detroit. This of-
fice will help modernize the patent sys-
tem and improve the efficiency of pat-
ent review and the hiring of patent ex-
aminers. 


In addition, in an important victory 
after years of effort to address the 
problem, section 14 of the act finally 
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bans tax patents, ending the troubling 
practice of persons seeking patents for 
tax avoidance strategies. 


Issuing such patents abuses the Tax 
Code by granting what some could see 
as a government imprimatur of ap-
proval for dubious tax strategies, while 
at the same time penalizing taxpayers 
seeking to use legitimate strategies. 
The section makes it clear that patents 
can still be issued for software that 
helps taxpayers prepare their tax re-
turns, but that provision is intended to 
be narrowly construed and is not in-
tended to authorize patents for busi-
ness methods or financial management 
software. 


The bill will put a halt to both new 
and pending tax patent applications. 
Although it does not apply on its face 
to the 130-plus tax patents already 
granted, if someone tries to enforce one 
of those patents in court by demanding 
that a taxpayer provide a fee before 
using it to reduce their taxes, I hope a 
court will consider this bill’s language 
and policy determination when decid-
ing whether such efforts are consistent 
with public policy. 


This legislation is an important step 
forward and I urge my colleagues to 
support it. 


Mr. SCHUMER. Madam President, I 
would like to clarify the record on a 
few points related to section 18 of the 
America Invents Act. Section 18, of 
which Senator KYL and I were the au-
thors, relates to business method pat-
ents. As the architect of this provision, 
I would like to make crystal clear the 
intent of its language. 


It is important that the record re-
flect the urgency of this provision. 
Just today, while the Senate has been 
considering the America Invents Act, 
Data Treasury—the company which 
owns the notorious check imaging pat-
ents and which has already collected 
over half a billion dollars in settle-
ments—filed suit in the Eastern Dis-
trict of Texas against 22 additional de-
fendants, primarily community banks. 
These suits are over exactly the type of 
patents that section 18 is designed to 
address, and the fact that they con-
tinue to be filed highlights the urgency 
of signing this bill into law and setting 
up an administrative review program 
at the PTO. 


I would like to elucidate the intent 
behind the definition of business meth-
od patents. Other Members have at-
tempted to suggest a narrow reading of 
the definition, but these interpreta-
tions do not reflect the intent of Con-
gress or the drafters of section 18. For 
example, in connection with the House 
vote on the America Invent Act, H.R. 
1249, Congressman SHUSTER submitted 
a statement in the RECORD regarding 
the definition of a ‘‘covered business 
method patent’’ in section 18. 157 Cong. 
Rec. H4497 (daily ed. June 23, 2011). 


In the statement, Mr. SHUSTER 
states: ‘‘I would like to place in the 
record my understanding that the defi-
nition of ‘covered business method pat-
ent’ . . . is intended to be narrowly con-


strued to target only those business 
method patents that are unique to the 
financial services industry.’’ Mr. SHU-
STER’s interpretation is incorrect. 


Nothing in the America Invents Act 
limits use of section 18 to banks, insur-
ance companies or other members of 
the financial services industry. Section 
18 does not restrict itself to being used 
by petitioners whose primary business 
is financial products or services. Rath-
er, it applies to patents that can apply 
to financial products or services. Ac-
cordingly, the fact that a patent is 
being used by a company that is not a 
financial services company does not 
disqualify the patent from section 18 
review. Conversely, given the statutory 
and regulatory limitations on the ac-
tivities of financial services companies, 
if a patent is allegedly being used by a 
financial services company, the patent 
will qualify as a ‘‘covered business 
method patent.’’ 


The plain meaning of ‘‘financial 
product or service’’ demonstrates that 
section 18 is not limited to the finan-
cial services industry. At its most 
basic, a financial product is an agree-
ment between two parties stipulating 
movements of money or other consider-
ation now or in the future. Types of fi-
nancial products include, but are not 
limited to: extending credit, servicing 
loans, activities related to extending 
and accepting credit, leasing of per-
sonal or real property, real estate serv-
ices, appraisals of real or personal 
property, deposit-taking activities, 
selling, providing, issuing or accepting 
stored value or payment instruments, 
check cashing, collection or proc-
essing, financial data processing, ad-
ministration and processing of bene-
fits, financial fraud detection and pre-
vention, financial advisory or manage-
ment consulting services, issuing, sell-
ing and trading financial instruments 
and other securities, insurance prod-
ucts and services, collecting, ana-
lyzing, maintaining or providing con-
sumer report information or other ac-
count information, asset management, 
trust functions, annuities, securities 
brokerage, private placement services, 
investment transactions, and related 
support services. To be eligible for sec-
tion 18 review, the patent claims must 
only be broad enough to cover a finan-
cial product or service. 


The definition of ‘‘covered business 
method patent’’ also indicates that the 
patent must relate to ‘‘performing data 
processing or other operations used in 
the practice, administration, or man-
agement’’ of a financial product or 
service. This language makes it clear 
that section 18 is intended to cover not 
only patents claiming the financial 
product or service itself, but also pat-
ents claiming activities that are finan-
cial in nature, incidental to a financial 
activity or complementary to a finan-
cial activity. Any business that sells or 
purchases goods or services ‘‘practices’’ 
or ‘‘administers’’ a financial service by 
conducting such transactions. Even the 
notorious ‘‘Ballard patents’’ do not 


refer specifically to banks or even to fi-
nancial transactions. Rather, because 
the patents apply to administration of 
a business transactions, such as finan-
cial transactions, they are eligible for 
review under section. To meet this re-
quirement, the patent need not recite a 
specific financial product or service. 


Interestingly, Mr. SHUSTER’s own ac-
tions suggest that his interpretation 
does not conform to the plain meaning 
of the statute. In addition to his state-
ment, Mr. SHUSTER submitted an 
amendment to the Rules Committee 
that would exempt particular types of 
business-method patents from review 
under section 18. That amendment was 
later withdrawn. Mr. SHUSTER’s subse-
quent statement in the RECORD appears 
to be an attempt to rewrite through 
legislative history something that he 
was unable to change by amendment. 


Moreover, the text of section 18 fur-
ther demonstrates that section 18 is 
not limited to patents exclusively uti-
lized by the financial services industry. 
As originally adopted in the Senate, 
subsection (a)(1)(B) only allowed a 
party to file a section 18 petition if ei-
ther that party or its real parties in in-
terest had been sued or accused of in-
fringement. In the House, this was ex-
panded to also cover cases where a 
‘‘privy’’ of the petitioner had been sued 
or accused of infringement. A ‘‘privy’’ 
is a party that has a direct relationship 
to the petitioner with respect to the al-
legedly infringing product or service. 
In this case, it effectively means cus-
tomers of the petitioner. With the addi-
tion of the word ‘‘privy,’’ a company 
could seek a section 18 proceeding on 
the basis that customers of the peti-
tioner had been sued for infringement. 
Thus, the addition of the ‘‘privy’’ lan-
guage clearly demonstrates that sec-
tion 18 applies to patents that may be 
used by entities other than the finan-
cial services industry. 


The fact that a multitude of indus-
tries will be able to make use of sec-
tion is evident by the broad based sup-
port for the provision, including the 
U.S. Chamber of Commerce and the Na-
tional Retail Federation, among many 
others. 


Mr. KIRK. Madam President, I sup-
port H.R. 1249, the Leahy-Smith Amer-
ica Invents Act, because this long-over-
due patent reform will spur innovation, 
create jobs and strengthen our econ-
omy. 


In particular, I am proud that this 
legislation contains a provision I 
worked to include in the Senate com-
panion, S.23, that would establish the 
US Patent and Trademark Office Om-
budsman Program to assist small busi-
nesses with their patent filing issues. 
This Ombudsman Program will help 
small firms navigate the bureaucracy 
of the patent system. Small businesses 
are the economic engine of our econ-
omy. According to the Small Business 
Administration, these companies em-
ploy just over half of all private sector 
employees and create over fifty percent 
of our nonfarm GDP. Illinois alone is 
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home to over 258,000 small employers 
and more than 885,000 self-employers. 
Small businesses are also helping to 
lead the way on American innovation. 
These firms produce thirteen times 
more patents per employee than large 
patenting firms, and their patents are 
twice as likely to be the most cited 
among all patents. Small business 
breakthroughs led to the development 
of airplanes, FM radio and the personal 
computer. It is vital that these 
innovators spend their time developing 
new products and processes that will 
build our future, not wading through 
government red tape. 


However, I vote for this legislation 
with the understanding that Section 
18, which establishes a review process 
for business-method patents, is not too 
broadly interpreted to cover patents on 
tangible products that claim novel and 
non-obvious software tools used to exe-
cute business methods. H.R. 1249 seeks 
to strengthen our patent system in 
order to incentivize and protect our in-
ventors so that Americans can grow 
our economy and bolster our global 
competiveness. Thus, it would defy the 
purpose of this bill if its authority 
were used to threaten the viable pat-
ents held by companies that employ 
hundreds of Americans by commer-
cializing software products they de-
velop and engineer. 


Our Founding Fathers recognized the 
importance of a strong patent system. 
I am proud to support H.R. 1249, which 
will provide strong intellectual prop-
erty rights to further our technological 
advancement. 


Mr. DURBIN. Madam President, I 
rise to speak about the Leahy-Smith 
America Invents Act. This is bipartisan 
legislation that will enhance and pro-
tect innovation in our country. I want 
to commend Senator LEAHY, the chair-
man of the Judiciary Committee, for 
his leadership and tireless work on this 
bill. I also want to commend my Re-
publican colleagues on the Judiciary 
Committee, particularly Senators 
GRASSLEY, KYL, and HATCH, who have 
worked diligently with Chairman 
LEAHY in this effort to reform our pat-
ent system. 


In this country, if you have a good 
idea for a new and useful product, you 
can get a patent and turn that idea 
into a thriving business. Millions of 
good American jobs are created in this 
way. The goals of today’s legislation 
are to improve the operations of the 
Patent and Trademark Office and to 
help inventors in this country better 
protect their investments in innova-
tion. By protecting innovations, we 
will help grow our economy and help 
businesses create jobs for American 
workers. 


I regret that after the Senate passed 
a version of this legislation in March in 
a broadly bipartisan vote of 95–5, the 
House of Representatives modified the 
Senate-passed legislation. Not all of 
those changes improved the bill. 
Today, we voted on several amend-
ments that responded to changes made 


by the House. I voted in support of an 
amendment that sought to strike Sec-
tion 37, which the House had added to 
the bill. This section unnecessarily 
interferes with a matter that is cur-
rently being considered on appeal in 
the federal courts. I also voted reluc-
tantly to table an amendment to re-
store the Senate-passed language re-
garding funding of the Patent and 
Trademark Office. I supported the ta-
bling motion because of the significant 
risk that the bill would fail if the Sen-
ate sent it back to the House with that 
amendment included. It is unfortunate 
that disagreement between the House 
and Senate has prevented the PTO 
funding issue from being more clearly 
resolved in the current legislation, and 
I believe Congress must work dili-
gently in the future to ensure PTO has 
the funding and resources it needs to 
effectively carry out its mission. 


I also voted against an amendment 
relating to section 18 of the bill which 
creates a transitional review process 
for certain business method patents. I 
cast this vote after receiving assur-
ances from my colleagues that the 
scope and application of section 18 
would be appropriately constrained, as 
it is critically important that this sec-
tion not be applied in a way that would 
undermine the legislation’s focus on 
protecting legitimate innovation and 
job creation. 


I want to note specifically that there 
are companies in many states, includ-
ing my state of Illinois, that employ 
large numbers of American workers in 
bringing to market legitimate, novel 
and non-obvious products that are 
based on and protected by business 
method patents. Examples of such pat-
ent-protected products include machin-
ery that counts, sorts or authenticates 
currency and paper instruments, and 
novel software tools and graphical user 
interfaces that are used by electronic 
trading industry workers to implement 
trading or asset allocation strategies. 
Vibrant industries have developed 
around the production and sale of these 
tangible inventions, and I appreciate 
that patents protecting such job-cre-
ating products are not understood to be 
the target of section 18. 


I also note that there is an exemp-
tion in section 18 for patents for tech-
nological inventions. House Judiciary 
Chairman SMITH provided useful clari-
fication with respect to the scope of 
that exemption in the June 23, 2011, 
RECORD, stating that: 


Patents for technological inventions are 
those patents whose novelty turns on a tech-
nological innovation over the prior art and 
are concerned with a technical problem 
which is solved with a technical solution. 
The technological innovation exception does 
not exclude a patent simply because it re-
cites technology. Inventions related to man-
ufacturing and machines that do not simply 
use known technology to accomplish a novel 
business process would be excluded from re-
view under Section 18. 


Section 18 would not cover patents related 
to the manufacture and distribution of ma-
chinery to count, sort, and authenticate cur-


rency. It is the intention of Section 18 to not 
review mechanical inventions related to the 
manufacture and distribution of machinery 
to count, sort and authenticate currency 
like change sorters and machines that scan 
currency whose novelty turns on a techno-
logical innovation over the prior art. These 
types of patents would not be eligible for re-
view under this program. 


I agree with Chairman SMITH, and 
would note again that vibrant and job- 
creating industries have developed 
around the types of mechanical inven-
tions he describes that deal with the 
counting, sorting, authentication and 
scanning of currency and paper instru-
ments. I am confident that the PTO 
will keep this in mind as it works to 
craft regulations implementing the 
technological invention exception to 
section 18. I also expect the PTO to 
keep in mind as it crafts these regula-
tions Congress’s understanding that le-
gitimate and job-creating techno-
logical patents such as those pro-
tecting the novel electronic trading 
software tools and graphical user inter-
faces discussed above are not the tar-
get of section 18. 


Overall, I am pleased that the Con-
gress has passed patent reform legisla-
tion with strong bipartisan support and 
has sent the legislation to the Presi-
dent’s desk. It has been a long time in 
the making, and I again want to con-
gratulate Chairman LEAHY for his lead-
ership and hard work on this issue. 


The PRESIDING OFFICER. The Sen-
ator from Iowa has 5 minutes. 


Mr. GRASSLEY. Madam President, I 
urge my colleagues to oppose all three 
amendments to the patent bill so we 
can send this important jobs bill to the 
President of the United States for his 
signature. 


I then urge my colleagues to support 
final passage of the Leahy-Smith 
America Invents Act. This is a strong 
bipartisan bill that will enhance Amer-
ica’s innovation and give us economic 
growth. It will protect inventors’ 
rights and improve transparency and 
third-party participation in the patent 
review process. It will strengthen pat-
ent quality and reduce costs and will 
curb litigation abuses and improve cer-
tainty for investors and innovators. 


The Leahy-Smith America Invents 
Act will also help small entities with 
their patent applications and provide 
for reduced fees for micro entities and 
small businesses. It will help compa-
nies do business more efficiently both 
here and abroad. 


The bill includes a provision that will 
prevent patents from being issued on 
claims of tax strategies. These strate-
gies can add unwarranted fees on tax-
payers for attempting to comply with 
the Tax Code. 


Finally, the bill will enhance the op-
erations of the Patent and Trademark 
Office with administrative reforms, 
give the Patent and Trademark Office 
fee-setting authority which we hope 
will then lead to a reduction of backlog 
and improve the ability of the Patent 
and Trademark Office to manage its af-
fairs. 
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I thank Chairman LEAHY and Senator 


HATCH, the lead sponsors of this legis-
lation, for the tremendous amount of 
work they put into this America In-
vents Act, not only for this Congress 
but over the past 3 to 4 years that this 
bill has been worked on. This has been 
a long process spanning those several 
Congresses, and without the leadership 
of these two Senators on patent reform 
we wouldn’t be ready to cross the fin-
ish line today. 


In addition, I thank the staff of the 
Judiciary Committee: Bruce Cohen, 
Aaron Cooper, Curtis LeGeyt of Chair-
man LEAHY’s staff, Matt Sandgren of 
Senator HATCH’s staff, and Joe Matal of 
Senator KYL’s staff. I would like to 
thank the floor staff for their help in 
processing this bill in an efficient man-
ner, and I would like to especially 
thank Kolan Davis and Rita Lari 
Jochum of my staff for their hard work 
on the bill. 


So for a third time I urge my col-
leagues to vote for the Leahy-Smith 
America Invents Act and to oppose the 
three amendments we are going to be 
voting on so we can keep the bill clean 
and send it to the President without 
delay. 


Senator LEAHY has made it very 
clear to all 100 Senators that, if we sup-
port this bill, it is a gamble to say it 
will be law if we have to move it be-
yond the Senate to the House. This bill 
will help American inventors create in-
novative new products and services and 
stimulate job creation. The bill will 
upgrade and strengthen our patent sys-
tem and keep America competitive in 
an increasingly global economy. This is 
a good bill, and I urge all of my col-
leagues to support it. 


Madam President, how much time do 
I have? 


The PRESIDING OFFICER. There is 
1 minute remaining. 


Mr. GRASSLEY. I would urge my 
colleagues—because I rebut Senator 
SESSIONS’ amendment—to keep in mind 
that when somebody tells us this is to 
bail out one company, understand that 
one company has gotten justice from 
the judicial branch of our government 
because a judge has said for that com-
pany that they were denied their rights 
under the 60-day rule to file for an ex-
tension of patent. So what that judge 
said was bureaucrats in our agencies 
acted in an arbitrary and capricious 
manner by not having the same rules 
that designate when the 60-day period 
of time starts. 


So we have a judge that says so, so 
maybe people can refer to that opinion 
and get what they want. But we ought 
to have it in the statute of what is uni-
form, and that is what the bill does, 
and the Sessions amendment would 
strike that. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont has the remainder 
of the time until 4 p.m. 


Mr. LEAHY. Madam President, I 
thank the distinguished Senator from 
Iowa for his strong support of this bill. 


In a few moments the Senate is going 
to have the opportunity to make sig-
nificant reforms to our Nation’s patent 
system for the first time in more than 
half a century. 


The America Invents Act is the prod-
uct of extensive consideration. We have 
worked on this for four Congresses. We 
have had dozens of hearings, weeks of 
committee debate, and I have lost 
count of the hundreds of other meet-
ings we have had. This bill is an oppor-
tunity to show the American people 
that Democrats and Republicans can 
come together to enact meaningful leg-
islation for the American people. The 
time to do that is now. 


The only remaining issues that stand 
in the way of this long overdue reform 
are three amendments. Each of them 
carries some merit. In the past, I might 
have supported them. But this is a 
compromise. No one Senator can have 
everything he or she may want. 


The underlying issues have been de-
bated. The bill as written represents a 
bipartisan, bicameral agreement that 
should be passed without changes. Any 
amendment to this bill risks killing it. 


I would urge all Senators, Repub-
licans and Democrats alike, to join me 
and join Senator GRASSLEY in opposing 
these amendments. They are the final 
hurdles standing in the way of com-
prehensive patent reform. 


I ask unanimous consent to have 
printed in the RECORD letters from 
businesses and workers representing 
the spectrum of American industry and 
labor urging the Senate to pass the 
America Invents Act without amend-
ment. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


THE COALITION FOR 21ST CENTURY 
PATENT REFORM. 


Hon. PATRICK J. LEAHY, 
Chairman, Committee on the Judiciary, Wash-


ington, DC. 
Hon. CHARLES E. ‘‘CHUCK’’ GRASSLEY, 
Ranking Member, Committee on the Judiciary, 


Washington, DC. 
DEAR CHAIRMAN LEAHY AND RANKING MEM-


BER GRASSLEY: We urge you to work with the 
leadership of the Senate to bring H.R. 1249 to 
the Senate floor as soon the Senate’s sched-
ule might permit and pass the bill as is. 


Our Coalition believes that this legislation 
will fully modernize our patent laws. Indeed, 
it will give the world the first truly 21st cen-
tury patent law—creating patentability 
standards that are transparent, objective, 
predictable and simple in their application. 
It will enhance the inventor-friendly and col-
laboration-friendly features of our existing 
patent law. At the same time, it will in-
crease public participation in the patenting 
process, while maintaining strong protec-
tions for inventors in the provisions that do 
so. 


The agreement reached in the House on 
USPTO funding will assure that the fees paid 
to the USPTO by inventors will not be di-
verted and will be made available to the Of-
fice for processing patent applications and 
other important functions of the Office. 
While we would have preferred the Senate’s 
approach in S. 23 to prevent diversion of 
USPTO funds, we believe that acceptance of 
the House bill provides an effective and the 
most immediate path forward to address 


problems of the patent office. H.R. 1249, like 
S. 23, is an excellent bill. These bills are the 
product of many years of skillful and dif-
ficult legislative work in both the House and 
the Senate. We believe the time has now 
come for the Senate to take the final legisla-
tive act required for enactment of these his-
toric reforms. 


Sincerely, 
GARY L. GRISWOLD. 


COALITION FOR PATENT FAIRNESS, 
June 27, 2011. 


Hon. PATRICK J. LEAHY, 
Chairman, U.S. Senate, Committee on the Judi-


ciary, Washington, DC. 
Hon. CHARLES E. GRASSLEY, 
Ranking Member, Committee on the Judiciary, 


Washington, DC. 
DEAR CHAIRMAN LEAHY AND RANKING MEM-


BER GRASSLEY: After years of effort, both 
houses of Congress have now successfully 
passed patent reform by impressive margins. 
On behalf of the high tech community, we 
congratulate you, as well as your House col-
leagues, on this achievement. 


The Coalition for Patent Fairness supports 
Senate acceptance of H.R. 1249 as passed by 
the House. While neither bill is as we would 
have written it, we believe that the House 
passed bill represents the best opportunity 
to improve the patent system at the present 
time. We are also quite aware that House 
leaders worked very hard to take into ac-
count the views of the Senate during their 
deliberations. 


H.R. 1249, as passed, offers us a chance of 
consensus and we believe it should be passed 
and signed into law. We are looking forward 
to advancing other policy matters that boost 
innovation and growth in this country. 


Sincerely, 
COALITION FOR PATENT FAIRNESS. 


CHAMBER OF COMMERCE OF THE 
UNITED STATES OF AMERICA, 


Washington, DC, September 6, 2011. 
TO THE MEMBERS OF THE UNITED STATES 


SENATE: The U.S. Chamber of Commerce, the 
world’s largest business federation rep-
resenting the interests of more than three 
million businesses and organizations of every 
size, sector, and region, strongly supports 
H.R. 1249, the ‘‘America Invents Act,’’ which 
would encourage innovation and bolster the 
U.S. economy. The Chamber believes this 
legislation is crucial for American economic 
growth, jobs, and the future of U.S. competi-
tiveness. 


A key component of H.R. 1249 is section 22, 
which would help ensure that fees collected 
by the U.S. Patent and Trademark Office 
(PTO) fund the office and its administration 
of the patent system. PTO faces significant 
challenges, including a massive backlog of 
pending applications, and this backlog is sti-
fling domestic innovators. The fees that PTO 
collects to review and approve patent appli-
cations should be dedicated to PTO oper-
ation. However, fee diversion by Congress 
has hampered PTO’s efforts to hire and re-
tain a sufficient number of qualified exam-
iners and implement technological improve-
ments necessary to ensure expeditious 
issuance of high quality patents. Though the 
PTO funding compromise embodied in the 
House-passed bill could be strengthened to 
match the fee diversion provision originally 
passed by the Senate, as crafted, Section 22 
represents a meaningful step toward ensur-
ing that PTO has better access to the user 
fees it collects, and would better allow the 
agency to address the current backlog of 1.2 
million applications waiting for a final de-
termination and pendency time of three 
years, as well as to improve patent quality. 


In addition, the legislation would help en-
sure that the U.S. remains at the forefront of 
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innovation by enhancing the PTO process 
and ensuring that all inventors secure the 
exclusive right to their inventions and dis-
coveries. The bill shifts the U.S. to a first-in-
ventor-to-file system that the Chamber be-
lieves is both constitutional and wise, ending 
expensive interference proceedings. H.R. 1249 
also contains important legal reforms that 
would help reduce unnecessary litigation 
against American businesses and innovators. 
Among the bill’s provisions, Section 16 would 
put an end to frivolous false patent marking 
cases, while still preserving the right of 
those who suffered actual harm to bring ac-
tions. Section 5 would create a prior user 
right for those who first commercially use 
inventions, protecting the rights of early in-
ventors and giving manufacturers a powerful 
incentive to build new factories in the 
United States, while at the same time fully 
protecting universities. Section 19 also re-
stricts joinder of defendants who have ten-
uous connections to the underlying disputes 
in patent infringement suits. Section 18 of 
H.R. 1249 provides for a tailored pilot pro-
gram which would allow patent office ex-
perts to help the court review the validity of 
certain business method patents using the 
best available prior art as an alternative to 
costly litigation. 


The Chamber strongly opposes any amend-
ments to H.R. 1249 that would strike or 
weaken any of the important legal reform 
measures in this legislation, including those 
found in Sections 16, 5, 19 and 18. 


The Chamber strongly supports H.R. 1249. 
The Chamber may consider votes on, or in 
relation to, H.R. 1249—including procedural 
votes, and any weakening Pamendments—in 
our annual How They Voted scorecard. 


Sincerely, 
R. BRUCE JOSTEN, 


Executive Vice President, 
Government Affairs. 


UNITED STEELWORKERS, 
Pittsburgh, PA, July 15, 2011. 


Hon. PATRICK J. LEAHY, 
Chairman, Committee on the Judiciary, 
U.S. Senate, Washington, DC. 


DEAR CHAIRMAN LEAHY: On behalf of the 
United Steelworkers, I am writing to urge 
you to consider support for the recently 
passed House bill, H.R. 1249. Over the past 
several years the USW has been deeply in-
volved in discussions concerning comprehen-
sive patent reform. We were principally con-
cerned with issues dealing with how damages 
are calculated for infringed patents, new 
post-grant review procedures, and publica-
tion requirements for pending patents. H.R. 
1249, as did S. 23 which passed earlier this 
year, satisfactorily addresses these issues 
and has our support. While we prefer the pro-
vision in the Senate bill dealing with USPTO 
funding, we nevertheless believe that the 
House bill moves in the right direction and 
will help insure that the patent office has 
the appropriate and necessary resources to 
do its important work. 


Certainly, no bill is perfect. But H.R. 1249 
goes a long way toward balancing different 
interests on a very difficult and contentious 
issue. We believe it warrants your favorable 
consideration and enactment by the Senate 
so that it can be moved to the President’s 
desk and signed into law without undue 
delay. 


We worked closely with your office, and 
others in the Senate, in finding a consensus 
approach that would promote innovation, in-
vestment, production and job creation in the 
U.S. We believe that H.R. 1249, which builds 
on your work in the Senate, strikes a proper 
balance. 


The U. S. economy remains in a very frag-
ile state with high unemployment and stag-
nant wages. Patent reform can be an impor-
tant part of a comprehensive approach to 


getting the economy moving again and I 
urge its enactment. 


Sincerely, 
LEO W. GERARD, 


International President. 


JUNE 27, 2011. 
Hon. PATRICK LEAHY, 
Chairman, Senate Committee on the Judiciary, 


Washington, DC. 
Hon. CHUCK GRASSLEY, 
Ranking Member, 
Senate Committee on the Judiciary, Wash-


ington, DC. 
DEAR CHAIRMAN LEAHY AND RANKING MEM-


BER GRASSLEY: We write on behalf of six uni-
versity, medical college, and higher edu-
cation associations to encourage you to 
work with the leadership of the Senate to 
bring H.R. 1249 before the Senate as soon as 
possible for a vote on passage of the bill as 
is. 


The patent system plays a critical role in 
enabling universities to transfer the discov-
eries arising from university research into 
the commercial sector for development into 
products and processes that benefit society. 
H.R. 1249 closely resembles S. 23; both bills 
contain provisions that will improve patent 
quality, reduce patent litigation costs, and 
provide increased funding for the USPTO. Al-
though we preferred the USPTO revolving 
fund established in S. 23, we believe that the 
funding provisions adopted by the House in 
the course of passing H.R. 1249 provide an ef-
fective means of preventing fee diversion. 
Together with the expanded fee-setting au-
thority included in both bills, H.R. 1249 will 
provide USPTO with the funding necessary 
to carry out its critical functions. 


We very much appreciate the leadership of 
the Senate Judiciary Committee in crafting 
S. 23, which brought together the key ele-
ments of effective patent reform and formed 
the basis for H.R. 1249. These bills represent 
the successful culmination of a thorough, 
balanced effort to update the U.S. patent 
system, strengthening the nation’s innova-
tive capacity and job creation in the increas-
ingly competitive global economic environ-
ment of the 21st century. Senate passage of 
H.R. 1249 will assure that the nation secures 
these benefits. 


Sincerely, 
HUNTER R. RAWLINGS III, 


President, Association 
of American Univer-
sities. 


MOLLY CORBETT BROAD, 
President, American 


Council on Edu-
cation. 


DARRELL G. KIRCH, 
President and CEO, 


Association of Amer-
ican Medical Col-
leges. 


PETER MCPHERSON, 
President, Association 


of Public and Land- 
grant Universities. 


ROBIN L. RASOR, 
President, Association 


of University Tech-
nology Managers. 


ANTHONY P. DECRAPPEO, 
President, Council on 


Governmental Rela-
tions. 


JUNE 25, 2011. 
DEAR CHAIRMAN LEAHY AND RANKING MEM-


BER GRASSLEY: As an independent inventor 
and someone who has personally interacted 
with thousands of other independent inven-
tors and entrepreneurs, we urge you to work 
with the leadership of the Senate to bring 
H.R. 1249 to the Senate floor as soon the Sen-
ate’s schedule might permit and pass the bill 
as is. 


Over the past few months, my enthusiasm 
and belief in the legislative process has 
grown as I have participated in the debate 
over patent reform. I believe that this legis-
lation will fully modernize our patent laws. 
It will give independent inventors and entre-
preneurs the speed and certainty necessary 
to go out and commercialize their inven-
tions, start companies, and create jobs. 


There has been a great deal of compromise 
amongst industries to balance the unique 
needs of all constituents. The independent 
inventor has been well represented through-
out this process and we are in a unique situa-
tion where there is overwhelming support for 
this legislation. 


The fee diversion debate has been impor-
tant, since it has shed light on the fact that 
nearly a billion dollars has been diverted 
from the USPTO. These are dollars that in-
ventors have paid to the USPTO expecting 
the funds to be used to examine applications 
as expeditiously as possible. While I would 
have preferred the Senate’s approach in S. 23 
to prevent diversion of USPTO funds, I be-
lieve that acceptance of the House bill pro-
vides the best way to ensure that the funds 
paid to the patent office will be available to 
hire examiners and modernize the tools nec-
essary for it to operate effectively. 


H.R. 1249 is the catalyst necessary to 
incentivize inventors and entrepreneurs to 
create the companies that will get our coun-
try back on the right path and generate the 
jobs we sorely need. I hope that you will 
take the needs of the ‘‘little guy’’ into con-
sideration and move this legislation forward 
and enact these historic reforms. 


Sincerely, 
LOUIS J. FOREMAN, 


CEO. 


Mr. LEAHY. The bill is important for 
our economy. It is important for job 
creation. It is a product of bipartisan 
and bicameral collaboration. It is the 
way our system is supposed to work. I 
look forward to passing the bill and 
sending it directly to the President’s 
desk for his signature. 


I know my friends both on the Re-
publican side and Democratic side have 
amendments to this bill, but they are 
not amendments that should pass. I 
mentioned the one earlier. I talked 
about the amendment that would put 
all our—well, Madam President, which 
amendment is the first in order? 


The PRESIDING OFFICER. Sessions 
amendment No. 600. 


Mr. LEAHY. Madam President, I 
yield the floor. I know both Senator 
SESSIONS and Senator GRASSLEY wish 
to speak to that. 


The PRESIDING OFFICER. The Sen-
ators will have 4 minutes equally di-
vided. 


The Senator from Alabama. 
Mr. SESSIONS. Madam President, 


the oath that judges take is to do equal 
justice, and it says for the poor and the 
rich. 


Every day statutes of limitations re-
quire that a litigant file a lawsuit 
within so many days and file petitions 
in so many days. I see Senator CORNYN, 
a former justice on the Texas Supreme 
Court and attorney general of Texas. 
He fully understands that. I know he 
supports my view of this issue; that is, 
that the rules have to be equally ap-
plied. 


It is just not right to the little widow 
lady, it is not right that somebody 
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with a poor lawyer, or whatever, 
misses a deadline and a judge throws 
the case out. And they do. Big law 
firms such as WilmerHale file motions 
every day to dismiss cases based on 
delay in filing those cases. Big insur-
ance companies file lawsuits, file mo-
tions to dismiss every day against indi-
viduals who file their claims too late— 
and they win. So when this big one has 
a good bit of risk, presumably they 
have a good errors and omissions pol-
icy—that is what they are supposed to 
do. 


One reason they get paid the big 
bucks—and the average partner makes 
$1 million-plus a year—is because they 
have high responsibilities, and they are 
required to meet those responsibilities 
and be responsible. 


So I believe it is improper for us, 
while this matter is on appeal and in 
litigation, to take action driven by this 
continual lobbying pressure that would 
exempt one company. They can say it 
is others involved, but, look, this is al-
ways about one company. I have been 
here for 10 years. I know how it is 
played out. I have seen it. I have talked 
to the advocates on their behalf. I just 
haven’t been able to agree to it because 
I see the average person not getting 
the benefit they are due. 


So I urge my colleagues to join in 
support of this amendment. The Wall 
Street Journal and others have edito-
rialized in favor of it, and I urge my 
colleagues to support it. 


Mr. GRASSLEY. How much time do I 
have? 


The PRESIDING OFFICER. Two 
minutes in opposition to the amend-
ment. 


Mr. GRASSLEY. I think the Senator 
from Alabama has given me a reason to 
suggest the importance of the language 
of the bill he wants to strike because 
he said that law ought to be equally 
applied. 


The law for this one company is that 
they were not given justice by bureau-
crats who acted in an arbitrary and ca-
pricious manner and they were denied 
their rights under the law. So that 
company is taken care of because there 
was an impartial judge who believed 
they had been abused in their rights 
under Hatch-Waxman to be able to ex-
tend their patent. 


You might be able to argue in other 
places around the country when you 
are likewise denied your right that you 
have this court case to back you up, 
but we cannot have one agency saying 
when a 60-day period of time starts for 
mail going in or mail going out to exer-
cise your 60-day period, and for another 
agency to do it another way. That is 
basically what the judge said, that 
Congress surely could not have meant 
that. 


The language of this section 37 does 
exactly what Senator SESSIONS wants, 
which is to guarantee in the future 
that no bureaucrat can act in an arbi-
trary and capricious way when they de-
cide when does the 60-day period of 
time start. We put it in the statute of 


the United States so the courts look at 
it and the bureaucrats look at it in ex-
actly the same way. 


If you are a citizen of this country, 
you ought to know what your rights 
are. You ought to know that a bureau-
crat treats you the same way they 
treat, in like situations, somebody 
else. You cannot have this sort of arbi-
trary and capricious action on the part 
of faceless bureaucrats that denies the 
rights. This puts it in statute and so-
lidifies it so everybody knows what the 
law is, rather than relying upon one 
judge or in the future having to rely 
upon the court someplace else. I ask 
my colleagues not to support the Ses-
sions amendment because it would 
deny equal rights to some people in 
this country, as this judge said those 
equal rights were already denied. 


The PRESIDING OFFICER (Ms. KLO-
BUCHAR). The time has expired. The 
Senator from Vermont. 


Mr. LEAHY. Madam President, I ask 
unanimous consent that after the first 
vote—we have several more votes—the 
remaining votes be 10-minute votes. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The Senator from Vermont. 
Mr. LEAHY. Have the yeas and nays 


been ordered? 
The PRESIDING OFFICER. They 


have not. 
The question is on agreeing to the 


Sessions amendment No. 600. 
Mr. SESSIONS. I ask for the yeas 


and nays. 
The PRESIDING OFFICER. Is there a 


sufficient second? 
There appears to be a sufficient sec-


ond. 
The clerk will call the roll. 
The bill clerk called the roll. 
Mr. DURBIN. I announce that the 


Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


Mr. KYL. The following Senator is 
necessarily absent: the Senator from 
Indiana (Mr. COATS). 


The PRESIDING OFFICER. Are there 
any other Senators in the Chamber de-
siring to vote? 


The result was announced—yeas 47, 
nays 51, as follows: 


[Rollcall Vote No. 126 Leg.] 


YEAS—47 


Alexander 
Ayotte 
Barrasso 
Baucus 
Boozman 
Boxer 
Cantwell 
Casey 
Chambliss 
Coburn 
Conrad 
Corker 
Cornyn 
Crapo 
DeMint 
Durbin 


Enzi 
Hatch 
Heller 
Hoeven 
Hutchison 
Inhofe 
Isakson 
Johanns 
Johnson (WI) 
Kirk 
Lee 
Manchin 
McCain 
McCaskill 
McConnell 
Moran 


Murkowski 
Paul 
Portman 
Risch 
Rubio 
Sessions 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Vitter 
Wicker 


NAYS—51 


Akaka 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 


Brown (MA) 
Brown (OH) 
Burr 
Cardin 
Carper 
Cochran 


Collins 
Coons 
Feinstein 
Franken 
Gillibrand 
Graham 


Grassley 
Hagan 
Harkin 
Inouye 
Johnson (SD) 
Kerry 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 


Leahy 
Levin 
Lieberman 
Lugar 
Menendez 
Merkley 
Mikulski 
Murray 
Nelson (NE) 
Nelson (FL) 
Pryor 


Reed 
Reid 
Roberts 
Sanders 
Schumer 
Shaheen 
Udall (NM) 
Warner 
Webb 
Whitehouse 
Wyden 


NOT VOTING—2 


Coats Rockefeller 


The amendment was rejected. 
Mr. LEVIN. Madam President, I 


move to reconsider the vote. 
Mr. KERRY. I move to lay that mo-


tion on the table. 
The motion to lay on the table was 


agreed to. 
AMENDMENT NO. 595 


The PRESIDING OFFICER. There 
will now be 4 minutes equally divided 
prior to a vote in relation to the Cant-
well amendment. 


The Senator from Washington. 
Ms. CANTWELL. Madam President, I 


encourage my colleagues to support 
the Cantwell amendment. The Cantwell 
amendment is the reinstatement of 
section 18 language as it passed the 
Senate. So casting a vote for the Cant-
well amendment will be consistent 
with language previously supported by 
each Member. 


The reason we are trying to reinstate 
the Senate language is because the 
House language broadens a loophole 
that will allow for more confusion over 
patents that have already been issued. 
It will allow for the cancellation of 
patents already issued by the Patent 
Office, throwing into disarray and legal 
battling many companies that already 
believe they have a legitimate patent. 


The House language, by adding the 
word ‘‘other,’’ broadens the definition 
of section 18 and extends it for 8 years, 
so this chaos and disarray that is sup-
posedly targeted at a single earmark 
for the banking industry to try to get 
out of paying royalties is now so broad-
ened that many other technology com-
panies will be affected. 


I urge my colleagues to support the 
Cantwell amendment and reinstate the 
language that was previously agreed 
to. 


The PRESIDING OFFICER. The Sen-
ator from New York. 


Mr. SCHUMER. Madam President, I 
rise in opposition to the amendment of 
my dear friend, Senator CANTWELL. 


Business method patents are a real 
problem. They never should have been 
patented to begin with. Let me give an 
example: double click. We double click 
on a computer or something such as 
that and after it becomes a practice for 
awhile, someone files a patent and says 
they want a patent on double clicking. 
Because of the way the Patent Office 
works, the opponents of that never get 
a chance to weigh in as to whether it 
should be a patent. The Patent Office 
has gone way overboard in allowing 
these business method patents. 


One might say: Then you get your 
day in court. That is true, except 56 
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percent—more than half—of all the 
business method patent litigation goes 
to one district, the Eastern District of 
Texas, which is known to be extremely 
favorable to the plaintiffs. It takes 
about 10 years to litigate. It costs tens 
of millions of dollars. So the people 
who are sued over and over for things 
such as double clicking or how to pho-
tograph a check—common things that 
are business methods and not patents— 
settle. It is a lucrative business for a 
small number of people, but it is 
wrong. 


What this bill does is very simple. 
What the bill does, in terms of this 
amendment, is very simple. It says the 
Patent Office will make an administra-
tive determination before the years of 
litigation as to whether this patent is 
a legitimate patent so as not to allow 
the kind of abuse we have seen. It ap-
plies to all financial transactions, 
whether it be a bank or Amazon or a 
store or anybody else, and it makes 
eminent sense. 


So as much respect as I have for my 
colleague from Washington, I must 
strongly disagree with her argument 
and urge that the amendment be voted 
down. 


I yield back the remainder of my 
time. 


The PRESIDING OFFICER. The 
question is on agreeing to the amend-
ment. 


Ms. CANTWELL. I ask for the yeas 
and nays. 


The PRESIDING OFFICER. Is there a 
sufficient second? There appears to be 
a sufficient second. 


The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
Mr. PAUL (when his name was 


called). Present. 
The PRESIDING OFFICER. Are there 


any other Senators in the Chamber de-
siring to vote? 


Mr. DURBIN. I announce that the 
Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


The result was announced—yeas 13, 
nays 85, as follows: 


[Rollcall Vote No. 127 Leg.] 


YEAS—13 


Boxer 
Cantwell 
Coburn 
DeMint 
Hatch 


Johnson (WI) 
Lee 
McCaskill 
Murray 
Pryor 


Sessions 
Udall (CO) 
Vitter 


NAYS—85 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Brown (MA) 
Brown (OH) 
Burr 
Cardin 
Carper 
Casey 
Chambliss 
Coats 


Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
Crapo 
Durbin 
Enzi 
Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Heller 
Hoeven 
Hutchison 


Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McConnell 


Menendez 
Merkley 
Mikulski 
Moran 
Murkowski 
Nelson (NE) 
Nelson (FL) 
Portman 
Reed 
Reid 


Risch 
Roberts 
Rubio 
Sanders 
Schumer 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 


Thune 
Toomey 
Udall (NM) 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


ANSWERED ‘‘PRESENT’’—1 


Paul 


NOT VOTING—1 


Rockefeller 


The amendment was rejected. 
AMENDMENT NO. 599, AS MODIFIED 


The PRESIDING OFFICER. There is 
now 4 minutes equally divided prior to 
the vote in relation to the Coburn 
amendment. 


The Senator from Oklahoma is recog-
nized. 


Mr. COBURN. Madam President, this 
is a straightforward amendment that 
says if you pay into the Patent Trade-
mark Office to have a patent evalu-
ated, that money ought to be spent on 
the process. We have now stolen almost 
$900 million from the Patent Office. We 
have almost a million patents in ar-
rears. We have fantastic leadership in 
the Patent Office, and we will not send 
them the money to do their job. It is 
unconscionable that we will not do 
this. 


I understand the arguments against 
it, and I reserve the remainder of our 
time. 


Mrs. FEINSTEIN. Madam President, 
I rise today in support of Senator 
COBURN’s amendment to prevent the di-
version of patent and trademark fees to 
other purposes. 


I am pleased to be a cosponsor of this 
amendment. I believe this amendment 
is critical for this bill to have the inno-
vation-encouraging, job-creating ef-
fects that its proponents say it will. 


Prior to 1990, taxpayers supported the 
operations of the Patent and Trade-
mark Office, or PTO. In 1990, this was 
changed through a 69 percent user fee 
‘‘surcharge,’’ so that the PTO became 
funded entirely through fees paid by its 
users, the American inventors who 
seek to protect the genius of their in-
ventions from those who would copy 
these innovations for their own profit. 


In short order, Congress began using 
the funds that inventors paid to pro-
tect their inventions for other pur-
poses. In 1992, $8.1 million in user fees 
were diverted. In 1993, $12.3 million was 
diverted. In 1994, $14.7 million. And so 
it continued, escalating every year, 
until what started as a trickle became 
a flood in 1998, with $200.3 million in 
PTO user fees diverted. All told, since 
1992, an estimated $886 million in fees 
that were paid for the efficient and ef-
fective operation of the Patent and 
Trademark Office have been diverted 
to other uses, according to the Intellec-
tual Property Owners Association. 


Meanwhile, at the same time that 
these fees were being taken away, the 
length of time that it takes to get a 
patent out of the Patent Office has 
steadily increased. In fiscal year 1991, 


average patent pendency was 18.2 
months. By fiscal year 1999, it had in-
creased to 25 months. By fiscal year 
2010, average patent pendency had in-
creased all the way to 35.3 months. 


These are not just numbers. This is 
innovation being stifled from being 
brought to market. The longer it takes 
to get a patent approved, the longer a 
new invention, a potential techno-
logical breakthrough, sits on the shelf 
gathering dust instead of spurring job 
growth and scientific and economic 
progress. 


Ultimately, this hurts the competi-
tiveness of the American economy. 
America has a stunning record of lead-
ing the world in innovation, which has 
provided us a competitive edge over 
the decades and even centuries. By sti-
fling the progress of our innovation 
within the PTO, we are dulling that 
competitive edge. 


Obviously, there is a direct relation-
ship between fee diversion and patent 
pendency. The more fees that are di-
verted away from the PTO, the fewer 
patent examiners they can hire, the 
more patents each examiner has to 
process, and the longer it takes them 
to get to any individual patent—a 
longer patent pendency. 


The manager of this bill, the distin-
guished chairman of the Judiciary 
Committee, has argued that ‘‘the bill 
will speed the time it takes for applica-
tions on true inventions to issue as 
high quality patents, which can then 
be commercialized and used to create 
jobs. . . . The America Invents Act will 
ensure that the PTO has the resources 
it needs to work through its backlog of 
applications more quickly. The bill ac-
complishes this objective by author-
izing the PTO to set its fees . . .’’ 


But what this bill gave with the one 
hand, in authorizing the PTO to set its 
fees, the House of Representatives took 
away with the other hand, by striking 
the strong antifee diversion language 
that the Senate included in its patent 
bill earlier this year. Setting higher fee 
levels to reduce patent pendency does 
no good if those fees are simply di-
verted away from the PTO, and not 
used to hire additional patent exam-
iners. Indeed, requiring the payment of 
higher patent fees which are then used 
for general government purposes really 
amounts to a tax on innovation—which 
is the last thing we should be bur-
dening in today’s technology-driven 
economy. 


The chairman argues that the bill 
‘‘creates a PTO reserve fund for any 
fees collected above the appropriated 
amounts in a given year—so that only 
the PTO will have access to these 
fees.’’ However, with all due respect, 
the language that the House put into 
the bill is not really different from pre-
vious bill language that proved ineffec-
tive to prevent diversion. 


The 1990 law that authorized the pat-
ent user surcharge provided that the 
surcharges ‘‘shall be credited to a sepa-
rate account established in the Treas-
ury . . .; ’’ and ‘‘shall be available only 
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to the Patent and Trademark Office, to 
the extent provided in appropriation 
Acts. . . .’’ 


However, notwithstanding this lan-
guage, the Congressional Budget Office 
found in 2008 that $230 million had been 
diverted from the surcharge account. 


Similarly, the House changed the bill 
before us today to ‘‘establish[] in the 
Treasury a Patent and Trademark Fee 
Reserve Fund . . .; ’’ and ‘‘to the extent 
and in the amounts provided in appro-
priations Acts, amounts in the Fund 
shall be made available until expended 
only for obligation and expenditure by 
the Office . . .’’ 


The key language is the same—‘‘to 
the extent provided in appropriation 
Acts.’’ Calling it a ‘‘fund’’ rather than 
an ‘‘account’’ should not lead anyone 
to expect a different result. 


Indeed, the Senate bill that we 
passed earlier this year explicitly 
struck the existing statutory language, 
‘‘To the extent and in the amounts pro-
vided in advance in appropriations Acts 
. . .’’ And the House specifically re-
stored that language, omitting only 
the words ‘‘in advance.’’ The Coburn 
amendment would restore the changes 
we made earlier this year, eliminating 
that language again. 


The Coburn amendment, like the 
Senate bill, contains other key lan-
guage, providing that amounts in the 
fund it establishes ‘‘shall be available 
for use by the Director without fiscal 
year limitation.’’ The bill before us 
today provides no such protection 
against diversion. 


In short, this bill will permit the con-
tinued diversion of patent fees, to the 
detriment of American inventors and 
innovation. 


But don’t just take my word for this. 
The Intellectual Property Owners As-
sociation, which includes more than 200 
companies, just yesterday said: 


The greatest disappointment with the 
House-passed patent reform bill H.R. 1249 
. . . is its failure to stop USPTO fee diver-
sion. The House-passed patent reform bill 
creates another USPTO account, a ‘‘reserve 
fund,’’ but nothing in the proposed statutory 
language guarantees the USPTO access to 
the funds in this new account. The language 
of H.R. 1249 defers to future appropriations 
bills to instruct the USPTO on how to access 
fees in the new USPTO account. Therefore, 
despite some claims to the contrary, the cre-
ation of this new account, alone, will not 
stop diversion. 


The Innovation Alliance, a major co-
alition of innovative companies, and 
CONNECT, an organization dedicated 
to supporting San Diego technology 
and life science businesses, among oth-
ers, also believe that the House lan-
guage is insufficient to prevent fee di-
version. 


Without this protection from fee di-
version, this bill could well make our 
patent system worse, not better. Many 
of the changes made by this bill will 
impose additional burdens on the PTO. 
For example, the CBO found that the 
new post-grant review procedure would 
cost $140 million to implement over a 
10-year period; the new supplemental 


review procedure would cost $758 mil-
lion to implement over that period; and 
the changes to the inter partes reexam-
ination procedure would cost $251 mil-
lion to implement. 


All told, these changes would impose 
additional duties on the PTO costing 
over $1 billion to implement over a 10- 
year period. If the PTO is not per-
mitted to keep the fees it needs to 
meet these obligations, patents will 
take even longer to be issued, and the 
promised improvements in patent qual-
ity may prove to be ephemeral. We 
won’t encourage innovation; we won’t 
create new jobs. 


Therefore, I urge my colleagues to 
support the amendment by the Senator 
from Oklahoma, to support the strong 
antidiversion language that we passed 
this Spring, and to end fee diversion 
once and for all. 


Ms. MIKULSKI. Madam President, I 
rise in opposition to the amendment to 
the America Invents Act offered by the 
Senator from Oklahoma. 


I, along with my fellow members of 
the Appropriations Committee, share 
the Senator from Oklahoma’s goal of 
ensuring that all fees paid by inventors 
to the U.S. Patent and Trademark Of-
fice, PTO, are used only for the oper-
ations of the PTO. The PTO fosters 
American innovation and job creation 
by providing protections for ideas and 
products developed by our entre-
preneurs, businesses and academic in-
stitutions. 


As the chairwoman of the Appropria-
tions Subcommittee that funds the 
PTO, I have worked to ensure that PTO 
receives every dollar it collects from 
inventors. But, while I share the Sen-
ator’s goal, I oppose his amendment for 
three reasons. 


First, the amendment is unnecessary. 
It is a solution in search of a problem. 
The underlying America Invents Act 
before the Senate today ensures that 
PTO can keep and spend all of the fees 
collected. This legislation establishes a 
Patent and Trademark Fee Reserve 
Fund. Any fees collected in excess of 
annual appropriations would be depos-
ited into the fund, and those fees would 
remain available until expended solely 
for PTO operations. 


The creation of this fund is not a new 
idea. Provisions of several bills re-
ported out of the Senate Appropria-
tions Committee in prior years allowed 
PTO to keep and spend fee revenue in 
excess of appropriations levels. I can 
assure my colleagues that the com-
mittee will continue to support such 
language. 


Second, the amendment would sig-
nificantly reduce oversight of the PTO. 
The Senator from Oklahoma’s amend-
ment would establish a new, off-budget 
revolving fund for PTO fees. This would 
put the PTO on autopilot, without the 
oversight of an annual legislative vehi-
cle to hold the agency accountable for 
progress and wise use of taxpayer fund-
ing. 


Since fiscal year 2004, funding for 
PTO has increased by over 70 percent. 


At the same time, however, the back-
log of patent applications has climbed 
to more than 700,000. It now takes over 
three years for PTO to make a decision 
on a patent application. This is unac-
ceptable. While America’s inventors 
are waiting in line, their ideas are 
being stolen by other countries. 


Through annual appropriations bills, 
the Appropriations Committee has suc-
ceeded in forcing management reforms 
that have slowed the growth of PTO’s 
backlogs and improved employee reten-
tion. While further accountability is 
needed, the America Invents Act keeps 
PTO on budget and on track for contin-
ued oversight by the Appropriations 
Committee each year. 


Finally, the Senator’s amendment 
could have unintended consequences. If 
PTO were permitted to operate on 
autopilot, the agency could face fee 
revenue shortfalls and the Appropria-
tions Committee would not be poised 
to assist. The committee continually 
monitors the agency’s fee projections 
to ensure the agency can operate effec-
tively. It is not widely known, but over 
the past 6 years, PTO has actually col-
lected nearly $200 million less than the 
appropriated levels. 


In fact, I recently received a letter 
from the Director of the PTO inform-
ing my Subcommittee that fee esti-
mates for fiscal year 2012 have already 
dropped by $88 million. I will ask con-
sent to have this letter printed in the 
RECORD. If PTO was put on autopilot as 
proposed by the Senator’s amendment, 
the committee would no longer have 
the tools to provide the necessary fund-
ing to keep our patent and trademark 
system operating should a severe fund-
ing gap occur. 


The PTO’s full access to fee revenue 
is critical to American innovation and 
job creation. I commend Chairman 
LEAHY for his efforts to improve the 
patent system and ensure that PTO 
funding is spent wisely and effectively. 
I support the funding provisions of the 
America Invents Act and oppose the 
Coburn amendment. I urge my col-
leagues to do the same. 


Madam President, I ask unanimous 
consent to have printed in the RECORD 
the letter to which I referred. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


UNITED STATES PATENT 
AND TRADEMARK OFFICE, 


Alexandria, VA, September 1, 2011. 
Hon. BARBARA A. MIKULSKI, 
Chairwoman, Subcommittee on Commerce, Jus-


tice, Science, and Related Agencies, Com-
mittee on Appropriations, U.S. Senate, 
Washington, DC. 


DEAR MADAM CHAIR: This letter provides 
you with the United States Patent and 
Trademark Office’s (USPTO) current, revised 
fee collection estimates for fiscal year (FY) 
2012, as requested in the report accom-
panying H.R. 3288 (Pub. L. No. 111–117). 


The President’s FY 2012 Budget supports 
an aggressive approach to improving oper-
ations at the Agency, reducing the patent 
backlog and contributing to economic recov-
ery efforts. The fee collection estimate sub-
mitted with the FY 2012 President’s Budget 
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earlier this year was $2,706.3 million, includ-
ing a 15% interim increase to certain patent 
user fee rates. This increase will help fund 
efforts to reduce the backlog of unexamined 
patent applications. Using more recent infor-
mation, outcomes of events, and projections 
of demand for USPTO services, we now ex-
pect fee collections for FY 2012 to be in the 
$2,431.9 million to $2,727.6 million range, with 
a working estimate of $2,618.2 million (a de-
crease of $88.1 million from the FY 2012 
President’s Budget estimate). 


The projected decrease is attributable to 
factors both internal and external to the 
USPTO; namely, a change in strategic direc-
tion resulting in the Office not pursuing a 
cost recovery regulatory increase to Request 
for Continued Examination fee rates (this 
was estimated to generate about $70 million 
in patent application fees), the decision not 
to pursue a Consumer Price Index increase to 
patent statutory fees, and the decrease in de-
mand for USPTO services as a result of proc-
essing reengineering gains from compact 
prosecution. The USPTO bases these revi-
sions on current demand as well as discus-
sions with our stakeholders about expected 
trends. The USPTO also reviews filing trends 
in foreign patent offices, which have experi-
enced similar difficulties in estimating de-
mand. 


In closing, the USPTO would like to thank 
the subcommittee for their support of the 
Leahy-Smith America Invents Act. We are 
especially grateful for the subcommittee’s 
support in ensuring all fees collected by the 
USPTO will be made available for the 
USPTO to use in examination and intellec-
tual property activities supporting the fee 
paying community. 


If you or your staff have any questions, 
please contact Mr. Anthony Scardino, the 
USPTO’s Chief Financial Officer, at (571) 272– 
9200. Thank you for your continued support 
of the United States Patent and Trademark 
Office. 


Sincerely, 
DAVID J. KAPPOS, 


Under Secretary and Director. 
Identical Letters sent to: 


The Hon. Kay Bailey Hutchison, Ranking 
Member, Subcommittee on Commerce, Jus-
tice, Science and Related Agencies, 
Committee on Appropriations, U.S. ÷Senate, 
Washington, DC. 


The Hon. Frank R. Wolf, Chairman, Sub-
committee on Commerce, Justice, Science, 
and Related Agencies, Committee on Appro-
priations, House of Representatives, Wash-
ington, DC. 


The Hon. Chaka Fattah, Ranking Member, 
Subcommittee on Commerce, Justice, 
Science and Related Agencies, Committee on 
Appropriations, House of Representatives, 
Washington, DC. 


The PRESIDING OFFICER. Who 
yields time? 


The Senator from Vermont is recog-
nized. 


Mr. LEAHY. Madam President, I un-
derstand what the Senator from Okla-
homa says, but the Coburn amendment 
can derail and even kill this bill. So, as 
I have told the Senator, I will move to 
table in a moment. But this bill would 
otherwise help our recovering econ-
omy. It would unleash innovation and 
create jobs. 


I have worked for years against Pat-
ent Office fee diversion, but I oppose 
this amendment. Its formulation was 
already rejected by the House of Rep-
resentatives. They have made it very 
clear. There is no reason they will 
change. This amendment can sink 


years of efforts by both Republicans 
and Democrats in this body and the 
other body to pass it. Actually, this 
amendment could kill the bill over a 
mere formality: the difference between 
a revolving fund and a reserve fund. 


We have worked out a compromise in 
good faith. The money, the fees—under 
the bill as it is here—can only be spent 
at the PTO, but the only thing is, we 
actually have a chance to take a look 
at what they are spending it on, so 
they could not buy everybody a car or 
they could not have a gilded palace. 
They actually have to spend it on get-
ting through the backlog of patents. It 
will not go anywhere else. It will only 
go to the Patent Office. 


So we should not kill the bill over 
this amendment. We should reject the 
amendment and pass the bill. It is time 
for us to legislate. That is what the 
American people elected us to do. That 
is what they expect us to do. Let’s not 
kill the bill after all this work over 
something that will really make no dif-
ference in the long run. So I therefore 
will move to table the Coburn amend-
ment. 


The PRESIDING OFFICER. All time 
has not yet expired. 


Mr. COBURN. Madam President, I 
think I have reserved my time. 


The PRESIDING OFFICER. The Sen-
ator from Oklahoma has reserved his 
time. He has 11⁄2 minutes. 


Mr. COBURN. Madam President, I 
will make the following points, and I 
would ask for order before I do that. 


The PRESIDING OFFICER. Could we 
please have order so the Senator from 
Oklahoma can speak. 


Mr. COBURN. It is true that the 
House bill moves the money to where it 
cannot be spent elsewhere, but there is 
no requirement that the money be 
spent in the Patent Office. There is a 
written agreement between an appro-
priations chairman and the Speaker 
that is good as long as both of them are 
in their positions. This is a 7-year au-
thorization. It will not guarantee that 
the money actually goes to the Patent 
Office. 


This bill, with this amendment in it, 
went out of the House Judiciary Com-
mittee 32 to 3 in a strong, bipartisan 
vote. It was never voted on in the Sen-
ate because the appropriators objected 
because of a technical error, which has 
been corrected in this amendment. So 
it violates no House rules, it violates 
no condition and, in fact, will guar-
antee that the Patent Office has the 
funds it needs to have to put us back in 
the place we need to be. 


This bill will not be killed because 
we are going to make sure the money 
for patents goes to the Patent Office. 
Anybody who wants to claim that, ask 
yourself what you are saying. We are 
not going to do the right thing because 
somebody says they will not do the 
right thing? We ought to do the right 
thing. 


I yield back the remainder of my 
time. 


Mr. LEAHY. Madam President, be-
cause this amendment would kill the 


bill, I move to table the amendment 
and ask for the yeas and nays. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There appears to be a sufficient sec-
ond. 


The question is on agreeing to the 
motion. 


The clerk will call the roll. 
The legislative clerk called the roll. 
Mr. DURBIN. I announce that the 


Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


Mr. KYL. The following Senator is 
necessarily absent: the Senator from 
Florida (Mr. RUBIO). 


The PRESIDING OFFICER (Mr. 
FRANKEN). Are there any other Sen-
ators in the Chamber desiring to vote? 


The result was announced—yeas 50, 
nays 48, as follows: 


[Rollcall Vote No. 128 Leg.] 


YEAS—50 


Akaka 
Baucus 
Bennet 
Bingaman 
Blumenthal 
Brown (MA) 
Brown (OH) 
Cardin 
Carper 
Casey 
Cochran 
Collins 
Coons 
Durbin 
Franken 
Gillibrand 
Grassley 


Hagan 
Harkin 
Hoeven 
Inouye 
Johnson (SD) 
Kerry 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Levin 
Lieberman 
Lugar 
Manchin 
Menendez 
Merkley 


Mikulski 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Pryor 
Reed 
Reid 
Sanders 
Schumer 
Shaheen 
Shelby 
Stabenow 
Udall (NM) 
Webb 
Whitehouse 


NAYS—48 


Alexander 
Ayotte 
Barrasso 
Begich 
Blunt 
Boozman 
Boxer 
Burr 
Cantwell 
Chambliss 
Coats 
Coburn 
Conrad 
Corker 
Cornyn 
Crapo 


DeMint 
Enzi 
Feinstein 
Graham 
Hatch 
Heller 
Hutchison 
Inhofe 
Isakson 
Johanns 
Johnson (WI) 
Kirk 
Klobuchar 
Lee 
McCain 
McCaskill 


McConnell 
Moran 
Paul 
Portman 
Risch 
Roberts 
Sessions 
Snowe 
Tester 
Thune 
Toomey 
Udall (CO) 
Vitter 
Warner 
Wicker 
Wyden 


NOT VOTING—2 


Rockefeller Rubio 


The motion was agreed to. 
The PRESIDING OFFICER. The ma-


jority leader. 
Mr. REID. Mr. President, we have 


one more vote. We will have 4 minutes 
of debate and then a vote on final pas-
sage. This is important legislation. 


The President’s speech is at 7 
o’clock. We will gather here at 6:30 to 
proceed to the House Chamber. 


When the President’s speech is over, 
we will come back here, and I will 
move to proceed to the debt ceiling 
vote that we know is coming. If that 
motion to proceed fails, then we will be 
through for the week as far as votes go. 
If the vote to proceed is affirmative in 
nature, we will be back tomorrow, and 
there will be 10 hours allowed, but we 
don’t have to use it all. 


We will have to finish this matter to-
morrow. I think it is clear that I hope 
we don’t proceed to that, but we will 
have to see. I am here tomorrow. That 
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vote will start very quickly tonight, as 
soon as the speech is over. We will be 
in recess subject to the call of the 
Chair. The vote will start quickly. 


Also, I have talked to the Republican 
leader about how we are going to pro-
ceed next week. We don’t have that de-
fined, but I am waiting to hear from 
the Speaker, either tonight or tomor-
row, to make more definite what we 
need to do next week. 


Again, we have one more vote after 
the President’s speech tonight. 


Mr. President, I move to reconsider 
the last vote. 


Mr. KERRY. I move to lay that mo-
tion on the table. 


The motion to lay on the table was 
agreed to. 


The PRESIDING OFFICER. There 
will now be 4 minutes of debate equally 
divided prior to the vote on passage of 
the measure. Who yields time? 


The Senator from Vermont is recog-
nized. 


Mr. LEAHY. Mr. President, 6 months 
ago, the Senate approved the America 
Invents Act to make the first meaning-
ful, comprehensive reforms to the Na-
tion’s patent system in nearly 60 years. 
Today, the Senate has come together 
once again, this time to send this im-
portant, job-creating legislation to the 
President to be signed into law. 


Casting aside partisan rhetoric, and 
working together in a bipartisan and 
bicameral manner, Congress is sending 
to President Obama the most signifi-
cant jobs bill of this Congress. The bill 
originated 6 years ago in the House of 
Representatives, when Chairman SMITH 
and Mr. BERMAN introduced the first 
patent reform proposals. 


After dozens of congressional hear-
ings, markup sessions, and briefings, 
and countless hours of Member and 
staff meetings, through two Presi-
dential administrations, and three Con-
gresses, patent reform is finally a re-
ality. 


The Leahy-Smith America Invents 
Act is a bipartisan bill and a bipartisan 
accomplishment. This is what we in 
Washington can do for our constituents 
at home when we come together for the 
benefit of the country, the economy, 
and all Americans. 


I especially thank Senator KYL for 
his work in bringing this bill to the 
floor of the Senate—twice—and Sen-
ator GRASSLEY for his commitment to 
making patent reform the Judiciary 
Committee’s top priority this year. 
Chairman SMITH, in the other body, de-
serves credit for leading the House’s 
consideration of this important bill. I 
look forward to working with him on 
our next intellectual property pri-
ority—combating online infringement. 


I thank the members of the Senate 
Judiciary Committee, who worked to-
gether to get quorums and get this 
passed. I thank them for their con-
tribution. 


Mr. President, I acknowledge several 
members of my Judiciary Committee 
staff, specifically Aaron Cooper, who 
sits here beside me. He spent more 


hours than I even want to think about, 
or his family wants to think about, 
working with me, other Senators, 
Members of the House, other staff, and 
stakeholders to preserve the meaning-
ful reforms included in the America In-
vents Act, as did Susan Davis before 
him. Ed Pagano, my chief of staff, kept 
everybody together. I also thank Bruce 
Cohen, my chief counsel on the Judici-
ary Committee, who every time I 
thought maybe we are not going to 
make it would tell me ‘‘You have to 
keep going,’’ and he was right. Erica 
Chabot, Curtis LeGeyt, and Scott Wil-
son of my Judiciary Committee staff 
have also spent many hours working on 
this legislation. 


I also commend the hard-working 
staff of other Senators, including Joe 
Matal, Rita Lari, Tim Molino, and 
Matt Sandgren for their dedication to 
this legislation. Chairman SMITH’s 
dedicated staff deserves thanks as well, 
including Richard Hertling, Blaine 
Merritt, Vishal Amin, and Kim Smith. 


I would also like to thank the major-
ity leader for his help in passing this 
critical piece of legislation. 


The America Invents Act is now 
going to be the law of the land. I thank 
all my colleagues who worked together 
on this. 


In March, the Senate passed its 
version of the America Invents Act, S. 
23, by a 95–5 vote. One of the key provi-
sions of the legislation transitions the 
United States patent system from a 
first-to-invent system to a first-inven-
tor-to-file system. The Senate consid-
ered and rejected an amendment to 
strike this provision, with 87 Senators 
voting to retain the transition. 


When this body first considered the 
America Invents Act, some suggested 
that along with the first-inventor-to- 
file transition, the legislation should 
expand the prior user rights defense. 
The prior user rights defense, in gen-
eral, is important for American manu-
facturers because it protects companies 
that invent and use a technology, 
whether embodied in a process or prod-
uct, but choose not to disclose the in-
vention through the patenting process, 
and instead rely on trade secret protec-
tion. The use of trade secrets instead of 
patenting may be justified in certain 
instances to avoid, for example, the 
misappropriation by third parties 
where detection of that usage may be 
difficult. These companies should be 
permitted to continue to practice the 
invention, even if another party later 
invents and patents the same inven-
tion. 


In the United States, unlike in our 
major trading partners, prior user 
rights are limited to inventions on 
methods of doing or conducting busi-
ness. The Senate bill included only a 
very limited expansion of this defense, 
and required the Director of the Patent 
and Trademark Office, ‘‘PTO’’, to study 
and report to Congress on the oper-
ation of prior user rights in other coun-
tries in the industrialized world, and 
include an analysis of whether there is 


a particular need for prior user rights 
given the transition to a first-inventor- 
to-file system. 


The House-originated bill, the Leahy- 
Smith America Invents Act, which the 
Senate is considering today, makes im-
portant improvements to expand prior 
user rights beyond just methods of 
doing business. These improvements 
will be good for domestic manufac-
turing and job creation. I agree with 
the chairman of the House Committee 
on the Judiciary that inclusion of ex-
panded prior user rights is essential to 
ensure that those who have invested in 
and used a technology are provided a 
defense against someone who later pat-
ents the technology. 


I understand that there is some con-
fusion regarding the scope of the de-
fense in the bill. The phrase ‘‘commer-
cially used the subject matter’’ is in-
tended to apply broadly, and to cover a 
person’s commercial use of any form of 
subject matter, whether embodied in a 
process or embodied in a machine, 
manufacture, or composition of matter 
that is used in a manufacturing or 
other commercial process. This is im-
portant particularly where businesses 
have made substantial investments to 
develop these proprietary technologies. 
And if the technology is embedded in a 
product, as soon as that product is 
available publicly it will constitute 
prior art against any other patent or 
application for patent because the 
technology is inherently disclosed. 


The legislation we are considering 
today also retains the PTO study and 
report on prior user rights. I again 
agree with the chairman of the House 
Committee on the Judiciary, that one 
important area of focus will be how we 
protect those who make substantial in-
vestments in the development and 
preparation of proprietary tech-
nologies. It is my hope and expectation 
that Congress will act quickly on any 
recommendations made by the PTO. 


Section 27 of the Leahy-Smith Amer-
ica Invents Act requires a study by the 
United States Patent and Trademark 
Office, USPTO, on effective ways to 
provide independent, confirming ge-
netic diagnostic test activity where 
gen patents and exclusive licensing for 
primary genetic diagnostic tests exist. 
I support this section, which was cham-
pioned by Ms. WASSERMAN SCHULTZ, 
and look forward to the USPTO’s re-
port. 


I want to be clear that one of the rea-
sons I support section 27 is that noth-
ing in it implies that ‘‘gene patents’’ 
are valid or invalid, nor that any par-
ticular claim in any particular patent 
is valid or invalid. In particular, this 
section has no bearing on the ongoing 
litigation in Association for Molecular 
Pathology v. Myriad Genetics, lll F.3d 
lll, 2011 WL 3211513 (Fed. Cir. July 
29, 2011). 


In Kappos v. Bilksi, lll U.S. lll, 
130 S. Ct. 3218 (2010), the Court found 
that the fact that a limited defense to 
business method patents existed in 
title 35 undermined the argument that 
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business method patents were categori-
cally exempt from patentability. Spe-
cifically, the Court held that a ‘‘con-
clusion that business methods are not 
patentable in any circumstances would 
render § 273 [of title 35] meaningless.’’ 
Bilski, 130 S. Ct. at 3228. But the section 
27 study is readily distinguishable from 
the substantive prior user rights de-
fense codified in title 35 referenced in 
Bilski. A ‘‘gene patent’’ may or may 
not be valid, and that has no impact on 
the USPTO study, which mentions the 
existence of gene patents issued by the 
USPTO (but still subject to a validity 
challenge), but focuses on the effect of 
patents and exclusive licensing of ge-
netic diagnostic tests, regardless of 
whether there are relevant patents. 
This study will be useful and inform-
ative for policymakers no matter how 
section 101 of title 35 is interpreted by 
the courts. 


There has been some question about 
the scope of patents that may be sub-
ject to the transitional program for 
covered business method patents, 
which is section 18 of the Leahy-Smith 
America Invents Act. This provision is 
intended to cover only those business 
method patents intended to be used in 
the practice, administration, or man-
agement of financial services or prod-
ucts, and not to technologies common 
in business environments across sec-
tors and that have no particular rela-
tion to the financial services sector, 
such as computers, communications 
networks, and business software. 


A financial product or service is not, 
however, intended to be limited solely 
to the operation of banks. Rather, it is 
intended to have a broader industry 
definition that includes insur-
ance,brokerages, mutual funds, annu-
ities, andan array offinancial compa-
nies outside of traditional banking. 


Section 34 of the Leahy-Smith Amer-
ica Invents Act requires a study by the 
Government Accountability Office, 
GAO, on the consequences of patent in-
fringement lawsuits brought by non- 
practicing entities under title 35, 
United States Code. The legislation re-
quires that GAO’s study compile infor-
mation on (1) the annual volume of 
such litigation, (2) the number of such 
cases found to be without merit, (3) the 
impact of such litigation on the time 
to resolve patent claims, (4) the related 
costs, (5) the economic impact, and (6) 
the benefit to commerce. 


Following the House passage of H.R. 
1249, the Comptroller General expressed 
concern that Section 34 may require it 
to answer certain questions for which 
the underlying data either does not 
exist, or is not reasonably available. 
Where that is the case, I want to make 
clear my view that GAO is under no ob-
ligation to include or examine informa-
tion on a subject for which there is ei-
ther no existing data, or that data is 
not reasonably obtainable. Further, 
GAO is not required to study a quan-
tity of data that it deems unreason-
able. 


In my view, GAO can satisfy its re-
quirements under section 34 by com-


piling reasonably available informa-
tion on the nature and impact of law-
suits brought by non-practicing enti-
ties under title 35 on the topics out-
lined in section 34(b). Where it deems 
necessary, GAO may use a smaller 
sample size of litigation data to fulfill 
this obligation. GAO should simply 
note any limitations on data or meth-
odology in its report. 


I ask unanimous consent to have 
printed in the RECORD a letter from 
Gene L. Dodaro, Comptroller General 
of the United States, detailing GAO’s 
possible limitations in complying with 
section 34. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


UNITED STATES 
GOVERNMENT ACCOUNTABILITY OFFICE 


Washington, DC, September 7, 2011. 
Hon. PATRICK J. LEAHY, Chairman, 
Hon. CHARLES E. GRASSLEY, Ranking Member, 
Committee on the Judiciary, U.S. Senate. 
Hon. LAMAR S. SMITH, Chairman, 
Hon. JOHN CONYERS, Jr., Ranking Member, 
Committee on the Judiciary, House of Rep-


resentatives. 
Hon. JASON CHAFFETZ, 
House of Representatives. 


I am writing to express our concern regard-
ing a provision relating to GAO in H.R. 1249, 
the Leahy-Smith America Invents Act. Sec-
tion 34 of the bill would require GAO to con-
duct a study of patent litigation brought by 
so-called non-practicing entities, that is, 
plaintiffs who file suits for infringement of 
their patents but who themselves do not 
have the capability to design, manufacture, 
or distribute products based on those pat-
ents. As the Supreme Court and Federal 
Trade Commission have noted, an industry 
of such firms has developed; the firms obtain 
patents not to produce and sell goods but to 
obtain licensing fees from other companies. 


The GAO study required by H.R. 1249 would 
mandate a review of: (1) the annual volume 
of such litigation for the last 20 years; (2) the 
number of these cases found to be without 
merit after judicial review; (3) the impacts of 
such litigation on the time required to re-
solve patent claims; (4) the estimated costs 
associated with such litigation; (5) the eco-
nomic impact of such litigation on the econ-
omy; and (6) the benefit to commerce, if any, 
supplied by such non-practicing entities. 


We believe this mandate would require 
GAO to undertake a study involving several 
questions for which reliable data are not 
available and cannot be obtained. In the first 
instance, the mandate would require identi-
fication of non-practicing entities that bring 
patent lawsuits. While some information 
about these entities may be obtainable, a de-
finitive list of such entities does not exist 
and there is no reliable method that would 
allow us to identify the entire set from court 
documents or other available databases. 
Moreover, quantifying the cases found to be 
meritless by a court would produce a mis-
leading result, because we understand most 
of these lawsuits are resolved by confidential 
settlement. Similarly, there is no current re-
liable source of information from which to 
estimate the effects of litigation by such en-
tities on patent claims, litigation costs, eco-
nomic impacts, or benefits to commerce. 
Further, because GAO does not have legal 
access to these private parties, we would 
have to rely on voluntary production of such 
information, a method we believe would be 
unreliable under these circumstances and 
would yield information that is not likely to 
be comparable from entity to entity. 


Finally, empirical estimates of the effects 
of patent litigation on various economic 
variables would likely be highly tenuous. 
Measures of the cost of litigation or other 
variables related to quantifying patents or 
litigation would be highly uncertain and any 
relationships derived would likely be highly 
sensitive to small changes in these measures. 
Such relationships are likely to lead to in-
conclusive results, or results so heavily 
qualified that they likely would not be 
meaningful or helpful to the Congress. In 
that regard, we understand recent regulatory 
efforts to determine the economic and anti- 
competitive effects of such litigation have 
not been successful. 


We appreciate your consideration of this 
matter and we would be happy to work with 
your staff regarding potential alternatives. 
GAO could, for example, identify what is cur-
rently known about each of the specific ele-
ments identified in Section 34. Managing As-
sociate General Counsel Susan Sawtelle, at 
(202) 512–6417 or SawtelleS@gao.gov, or Con-
gressional Relations Assistant Director Paul 
Thompson, at (202) 512–9867 or 
ThompsonP@gao.gov, may be contacted re-
garding these matters. 


Sincerely yours, 
GENE L. DODARO, 


Comptroller General of the United States. 


Mr. LEAHY. The America Invents 
Act is now going to be the law of the 
land. I thank all my colleagues who 
worked together on this. 


The PRESIDING OFFICER. The Sen-
ator from Washington is recognized. 


Ms. CANTWELL. Mr. President, ris-
ing in opposition, this is not a patent 
reform bill, this is a big corporation 
patent giveaway that tramples on the 
rights of small inventors. It changes 
‘‘first to invent’’ to ‘‘first to file,’’ 
which means if you are a big corpora-
tion and have lots of resources, you 
will get there and get the patent. 


Secondly, it doesn’t keep the money 
where it belongs. It belongs in the Pat-
ent Office. Yet, instead of having re-
forms that will help us expedite pat-
ents, it is giving away the money that 
is needed to make this kind of innova-
tion work. 


Third, the bill is full of special give-
aways to particular industry corpora-
tions, as we have just witnessed with 
votes on the floor. 


Fourth, by taking away the business 
patent method language, you will 
make it more complicated and have 
years and years of lawsuits on patents 
that have already been issued. If this is 
job creation, I have news for my col-
leagues; in an innovation economy, it 
is siding with corporate interests 
against the little guy. I urge a ‘‘no’’ 
vote. 


Mr. LEAHY. Mr. President, I ask for 
the yeas and nays. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There is a sufficient second. 
The yeas and nays were ordered. 
The PRESIDING OFFICER. The 


question is on the third reading and 
passage of the bill. 


The bill (H.R. 1249) was ordered to a 
third reading and was read the third 
time. 


The PRESIDING OFFICER. The bill 
having been read the third time, the 
question is, Shall the bill pass? 
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The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
Mr. DURBIN. I announce that the 


Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


Mr. KYL. The following Senator is 
necessarily absent: the Senator from 
Florida (Mr. RUBIO). 


The PRESIDING OFFICER. Are there 
any other Senators in the Chamber de-
siring to vote? 


The result was announced—yeas 89, 
nays 9, as follows: 


[Rollcall Vote No. 129 Leg.] 
YEAS—89 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Brown (MA) 
Brown (OH) 
Burr 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
Crapo 
Durbin 
Enzi 
Feinstein 
Franken 


Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Heller 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Levin 
Lieberman 
Lugar 
Manchin 
McConnell 
Menendez 
Merkley 
Mikulski 


Moran 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Portman 
Pryor 
Reed 
Reid 
Risch 
Roberts 
Sanders 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NAYS—9 


Boxer 
Cantwell 
Coburn 


DeMint 
Johnson (WI) 
Lee 


McCain 
McCaskill 
Paul 


NOT VOTING—2 


Rockefeller Rubio 


The bill (H.R. 1249) was passed. 
Mr. MCCAIN. Mr. President, today I 


voted against passage of the patent re-
form bill because it contained an egre-
gious example of corporate welfare and 
blatant earmarking. Unfortunately, 
this special interest provision was de-
signed to benefit a single interest and 
was tucked into what was otherwise a 
worthwhile patent reform bill. As I 
noted earlier today when I spoke in 
support of the amendment offered by 
my colleague from Alabama, Senator 
SESSIONS, needed reform of our patent 
laws should not be diminished nor im-
paired by inclusion of the shameless 
special interest provision, dubbed ‘‘The 
Dog Ate My Homework Act’’ that bene-
fits a single drug manufacturer, Medi-
cines & Company, to excuse their fail-
ure to follow the drug patent laws on 
the books for over 20 years. 


Again, as I said earlier today, patent 
holders who wish to file an extension of 
their patent have a 60-day window to 
make the routine application. There is 
no ambiguity in this timeframe. In 
fact, there is no reason to wait until 
the last day. A patent holder can file 
an extension application anytime with-
in the 60-day period. Indeed, hundreds 


and hundreds of drug patent extension 
applications have been filed since the 
law was enacted. Four have been late. 
Four. 


I remind my colleagues of what the 
Wall Street Journal had to say about 
this provision: 


As blunders go, this was big. The loss of 
patent rights means that generic versions of 
Angiomax might have been able to hit phar-
macies since 2010, costing the Medicines Co. 
between $500 million and $1 billion in profits. 


If only the story ended there. 
Instead, the Medicines Co. has mounted a 


lobbying offensive to get Congress to end run 
the judicial system. Since 2006, the Medi-
cines Co. has wrangled bill after bill onto the 
floor of Congress that would change the rules 
retroactively or give the Patent Office direc-
tor discretion to accept late filings. One 
version was so overtly drawn as an earmark 
that it specified a $65 million penalty for late 
filing for ‘‘a patent term extension . . . for a 
drug intended for use in humans that is in 
the anticoagulant class of drugs.’’ 


. . . no one would pretend the impetus for 
this measure isn’t an insider favor to save 
$214 million for a Washington law firm and 
perhaps more for the Medicines Co. There 
was never a problem to fix here. In a 2006 
House Judiciary hearing, the Patent Office 
noted that of 700 patent applications since 
1984, only four had missed the 60-day dead-
line. No wonder critics are calling it the Dog 
Ate My Homework Act. 


This bailout provision was not in-
cluded in the Senate-passed Patent bill 
earlier this year. It was added by the 
House of Representatives. The provi-
sion should have been stripped by the 
Senate earlier today. The fact that it 
wasn’t required me to vote against 
final passage. 
∑ Mr. RUBIO. Mr. President, due to 
health concerns of my mother, I was 
absent for the motion to table amend-
ment No. 599 offered by Senator 
COBURN to H.R. 1249, the America In-
vents Act, final passage of H.R. 1249, 
and on S.J. Res. 25. 


Had I been present for the motion to 
table amendment No. 599 offered by 
Senator COBURN to H.R. 1249, I would 
have opposed the motion in support of 
the underlying amendment, and would 
have voted ‘‘nay’’ on final passage of 
the America Invents Act. H.R. 1249 is 
significantly different than the origi-
nal Senate bill that I supported, and 
will ultimately not accomplish the 
goal of modernizing the patent process 
in the United States in the most effec-
tive manner. 


The patent process in our country is 
painfully slow and inefficient. It takes 
years from the time an invention is 
submitted to the Patent and Trade Of-
fice, PTO, to the time that the patent 
is granted and the holder of the patent 
gains legal rights to their invention. 
Currently, there are over 700,000 pat-
ents waiting for their first review by 
the PTO. I supported the original Sen-
ate bill, S.23, which would have ensured 
that the PTO was properly funded, re-
ducing the time between the filing of a 
patent and the granting of the same. 
This bill, which passed the Senate by a 
95–5 margin on March 8, 2011, included 
critical provisions that would have en-
sured that user fees paid to the PTO 


would stay within the Office to cover 
its operating costs, rather being di-
verted to fund unrelated government 
programs. 


Unfortunately, the House of Rep-
resentatives removed these important 
provisions, which were critical to se-
curing my support for patent reform. A 
modernized patent process that re-
stricted ‘‘fee diversion’’ would have 
spurred innovation and job creation. 
Small inventors have raised concerns 
about the new patent processes that 
the bill sets forth, and without ade-
quate protections against fee diversion, 
I am unable to support this bill. Addi-
tionally, I have concerns about House 
language that resolves certain legal 
issues for a limited group of patent 
holders. I support the underlying goals 
of this bill, but for the aforementioned 
reasons, I would have voted ‘‘nay’’ on 
H.R. 1249 had I been present. 


Had I been present for the rollcall 
vote on S.J. Res. 25, I would have voted 
‘‘yea.’’ I strongly disapprove of the 
surge in Federal spending that has 
pushed our national debt to $14.7 tril-
lion, and firmly believe that Congress 
must cut spending immediately and 
send a strict constitutional balanced 
budget amendment to the States for 
ratification. We must also give job cre-
ators the certainty they need to hire 
new workers and expand operations, 
growing the economy and increasing 
revenue in the process. Instead of pre-
tending that more debt-financed spend-
ing will create prosperity, Congress 
should take job-destroying tax hikes 
off the table, overhaul our burdensome 
regulatory system, and immediately 
pass the pending free trade agreements 
with South Korea, Colombia, and Pan-
ama.∑ 


Mr. BENNET. Mr. President, I rise to 
explain my vote on one amendment 
today. But I would first like to com-
mend Chairman LEAHY for his long 
years of work on patent reform, which 
culminated in final passage this 
evening of the America Invents Act. I 
proudly supported this legislation, and 
I am sure it’s gratifying for the senior 
Senator from Vermont that the Senate 
overwhelmingly voted to send this bill 
to the President’s desk. 


But like most bills that the Senate 
considers, this legislation is not per-
fect, as I know the chairman himself 
has said. There is one major way that 
the bill we approved today could have 
been improved, and that is if we had re-
tained language in the original Senate 
bill that guaranteed that the U.S. Pat-
ent and Trademark Office would be 
able to maintain an independent fund-
ing stream. For that reason, I com-
mend Senator COBURN for his effort to 
amend the bill to revert back to that 
better funding mechanism. For years, 
we have asked the PTO to do more 
than its funding levels have allowed it 
to do well. And while the bill we passed 
today takes important steps towards 
committing more resources to 
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the PTO, I did prefer the independent 
funding stream approach. 


Senator COBURN’s amendment may 
have been the better approach, but I 
voted to table the amendment because 
it could well have permanently sunk 
this enormously important legislation. 
Sending the bill back to the House 
with new language that the House has 
rejected and says it would reject again 
would have, at best, substantially de-
layed the reform effort and, at worst, 
stymied the bill just when we were 
reaching the finish line. And this bill is 
important it can help our economy at a 
critical juncture and can even result in 
my state of Colorado getting a satellite 
PTO office, which would be a major 
jobs and economic driver. I also worked 
with colleagues on both sides of the 
aisle to include important provisions 
that will help small businesses. None of 
this would have been possible if we 
amended the bill at this late stage. 


I remain committed to working with 
colleagues in the coming months and 
years to make sure that PTO gets the 
resources it needs to do the job that 
Congress has asked it to do. 


Mr. REID. Mr. President, I move to 
reconsider the vote by which the bill 
was passed, and I also move to lay that 
motion on the table. 


The motion to lay on the table was 
agreed to. 


f 


MORNING BUSINESS 


Mr. REID. Mr. President, I ask unan-
imous consent that the Senate proceed 
to morning business until 6:10 p.m. 
today and that Senators, during that 
period of time, be permitted to speak 
up to 10 minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


PROVIDING FOR RECESS SUBJECT 
TO THE CALL OF THE CHAIR 


Mr. REID. I ask unanimous consent 
that upon the conclusion of the joint 
session, the Senate stand in recess, 
subject to the call of the Chair. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The Senator from Montana. 


f 


REMEMBERING 9/11 


Mr. TESTER. Mr. President, on Sun-
day, this Nation will pause to remem-
ber a painful day in American history. 


On September 11, 2001, I was glued to 
the radio in my pickup on a long drive 
back home to Big Sandy. It wasn’t 
until I stopped at a Billings restaurant 
that I finally saw on TV what I had 
heard about all day. The pictures were 
surreal. 


Although the attacks of 9/11 weren’t 
America’s first test of uncertainty, all 
of us knew this Nation would change 
forever. 


In the hours and days and weeks fol-
lowing the attacks of September 11, 
2001, Americans, neighbors, and perfect 


strangers joined together to fill the 
streets despite their differences. They 
poured out their support. They rede-
fined the United States of America. I 
knew then that this great Nation 
would overcome. Events that unite us 
will always make us stronger. I was re-
minded of that on May 2, when Navy 
SEALs found and brought swift justice 
to Osama bin Laden, prompting sponta-
neous celebrations across Montana and 
the rest of the country. 


We must never lose sight of our abil-
ity to find common ground and work 
together on major issues that affect us 
all. We have much more in common 
than not, and we should never forget 
that. It is what built this country. It is 
what made this the best Nation on 
Earth, and we need to summon that 
spirit again as we work to rebuild our 
economy. 


Over the past decade, we have been 
reminded of some powerful truths that 
we can never afford to lose sight of. We 
can never take the security of this 
country for granted. There are and, 
sadly, always will be people out there 
bent on destroying what America 
stands for, taking innocent lives with 
them. They are always looking for the 
weakest links in our security. They are 
trained and well financed. But our Na-
tion’s troops, our intelligence agents, 
our law enforcement and border secu-
rity officers are even better trained. 


I am particularly concerned about 
weaknesses along the Montana north-
ern border with Canada. Up until re-
cently, only a few orange cones in the 
middle of a road protected the country 
from terrorism. Unfortunately, the 
days when orange cones did the trick 
are behind us. 


I have worked on the Homeland Secu-
rity Committee to improve this Na-
tion’s security, and things are better 
than they were a decade ago. We are 
still working to achieve the right mix 
of people, technology, and know-how to 
secure the northern border. 


We have also been reminded that 
America’s military can achieve any-
thing asked of it. This comes with a 
cost. Similar to so many folks of the 
greatest generation after Pearl Harbor 
day, hundreds of Montanans signed up 
to defend our country after 9/11. I stand 
in deep appreciation for the men and 
women who, in those dark hours, stood 
for our country. I thank them and their 
families for their service, their sac-
rifice, and their patriotism. 


In the years since 9/11, American 
forces have paid a tremendous price in 
Iraq and Afghanistan in lives and live-
lihoods. Until only a few years ago, 
veterans had to fight another battle at 
home trying to get access to the bene-
fits they were promised. Too many vet-
erans are still fighting for adequate 
funding and access to quality health 
care services that they have earned. As 
one veteran said, ‘‘The day this Nation 
stops taking care of her veterans is the 
day this Nation should stop creating 
them.’’ I couldn’t agree more. 


Montanans are reminded that some 
out there are still willing to invade our 


privacy and trample on our Constitu-
tion in the name of security and free-
dom. Measures such as the PATRIOT 
Act, which I have consistently opposed, 
forfeit some basic freedoms. Some law-
makers aren’t stopping there. 


In the House, a bill called the Na-
tional Security and Federal Lands Pro-
tection Act would allow the Depart-
ment of Homeland Security to waive 
laws and seize control of public lands 
within 100 miles of the border, even if 
that means closing off grazing lands, 
shuttering national parks, and tram-
pling on the rights of private land own-
ers. That would have an enormous im-
pact on the whole of Montana. If bad 
bills such as that are turned into law, 
America loses. 


Our Constitution is a powerful docu-
ment, and terrorists want nothing 
more than to watch our rights crumble 
away by the weight of our own policies. 
We can, and we will, remain strong. 
But we must do it with respect to our 
rights and freedoms. 


Today, as on Sunday, my prayers are 
with those Americans who have died at 
the hands of terrorists on and since 9/11 
and for the tens of thousands of troops 
still on the frontlines in Afghanistan 
and elsewhere and for the families of 
thousands of American troops who 
have died in service to this country 
since that terrible day. 


My wife Charlotte and I stand with 
all Montanans in saying thank you to 
the members of our military, present 
and past, especially those who have 
come home with injuries, seen and un-
seen. This Nation will never forget 
your sacrifices. 


Ms. MURKOWSKI. Mr. President, 
many of us remember exactly where we 
were on the morning of September 11, 
2001. We will never forget the footage 
from New York as the towers fell, from 
the Pentagon as fire raged, and from 
Pennsylvania, where United flight 93 
was grounded in a field. We questioned 
who would do this, if another attack 
was coming, and if we were safe in our 
own country anymore. The tragedy suf-
fered by our nation on that day left us 
with important lessons to learn, im-
provements to make, and a renewed 
sense of urgency towards the future of 
our society and national security. 


On that Tuesday morning, we were 
victims of a terrible attack that killed 
2,961 American citizens, destroyed $15 
billion of property, and launched us 
into a battle we continue to fight. The 
actions of the terrorists also sparked 
the spirit of a nation united. It left us 
with a resolve to regroup, rebuild and 
recover while renewing our country’s 
reputation as a world leader and sym-
bol of freedom. 


The impacts of 9/11 were not lost on 
Alaskans. Although thousands of miles 
away at the moment of attack, Alas-
kans sprung into action to help their 
countrymen in any way possible. Some 
deployed to Ground Zero, some spon-
sored fundraisers or blood drives, and 
some to this day are serving their 
country in the ongoing operations in 
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The PRESIDING OFFICER. Without 


objection, it is so ordered. 
Mr. LEAHY. Madam President, what 


is the pending business? 
f 


PATENT REFORM ACT OF 2011— 
Continued 


The PRESIDING OFFICER. The 
clerk will report the pending business. 


The bill clerk read as follows: 
A bill (S. 23) to amend title 35, United 


States Code, to provide for patent reform. 


The PRESIDING OFFICER. The Sen-
ator from Vermont. 


Mr. LEAHY. Madam President, since 
this debate began, we have heard a lot 
about how the America Invents Act 
will help unleash the American inven-
tive spirit. As a matter of personal 
pride, I point out that Vermonters 
have a long history of innovation and 
invention, and it is that creative spirit 
which has given rise to some inter-
esting and even revolutionary inven-
tions. 


Few people may know that Vermont 
is issued the most patents per capita of 
any State in the country. Fewer still 
may know that the first-ever patent 
issued in the United States, which was 
reviewed by Secretary of State Thomas 
Jefferson and signed by George Wash-
ington, was granted to a Vermonter in 
1790. It was Samuel Hopkins of 
Pittsford who began the great tradition 
of American innovation. 


Throughout America’s history, 
Vermont has contributed to our eco-
nomic prosperity with inventive ideas. 
Thaddeus Fairbanks of St. Johnsbury 
patented the platform scale in 1830, 
which revolutionized the way in which 
large objects were weighed. Charles 
Orvis, of Manchester, the founder of 
the well-known sporting goods retailer 
Orvis, patented the open fly fishing 
reel in 1874. Many other inventions 
originated from Vermont in the early 
years of America, including an electric 
motor, an internal combustion engine, 
and the paddle wheel steamship. 


Today, that innovative Vermont spir-
it continues. Vermonters have been 
contributing to the American economy 
through innovation and invention 
every year. 


Exploring new ways to modify exist-
ing products to limit the environ-
mental impact is a quintessentially 
Vermont idea. Researchers at the Uni-
versity of Vermont have developed and 
are now seeking a patent for a wood 
finish that releases fewer toxins into 
the air than standard finishes. They do 
it by utilizing whey protein instead of 
petroleum. In the State of the Union 
Address, President Obama noted that 
advances in green technology will be a 
key driver of our economy in the 21st 
century. Vermont inventors have been 
and will continue to be out in front in 
this area. 


Computer technology will also be a 
driver of our 21st-century economy. 
Vermonters are active in producing the 
next generation of this technology as 
well. Viewers across the country were 


fascinated by the recent appearance of 
IBM’s Watson supercomputer on ‘‘Jeop-
ardy.’’ Components used to power Wat-
son were invented by IBM researchers 
in Vermont, and I am sure those 
Vermonters watched proudly as Wat-
son defeated Jeopardy legends Ken Jen-
nings and Brad Rutter in the recent 
man-versus-machine matchup. 


Modernizing the patent system will 
help to ensure Vermont inventors will 
still be able to compete, not just on a 
national stage but in the international 
marketplace. 


Much has changed since Samuel Hop-
kins received the first U.S. patent in 
1790, but the need for a flexible and effi-
cient patent system has remained con-
stant. Inventors from Burlington to 
the Bay Area require the appropriate 
incentives to invest in the research re-
quired to create the next platform 
scale or the next Watson computer or 
the next lifesaving medical device. 


Over the last 6 years, I have worked 
on meaningful, comprehensive patent 
reform legislation. During that time, I 
have kept in mind the tradition of 
great Vermont innovators such as 
Thaddeus Fairbanks and Charles Orvis. 
I was also pleased that we had key Re-
publicans and Democrats working to-
gether to get this legislation before the 
Senate. 


The next generation of Vermonters is 
as eager as the last to show America 
and the world what they can produce. 
Vermont may be one of the smallest 
States in our Nation, but it is busting 
with creativity. The America Invents 
Act will ensure that the next Samuel 
Hopkins can flourish well into the 21st 
century. 


Senator GRASSLEY and I had a couple 
of matters we were going to take care 
of. I see a distinguished colleague seek-
ing recognition. Before I yield the 
floor, might I ask my friend how much 
time he may need? 


Mr. CORKER. I will speak briefly. I 
apologize. The chairman has done such 
a wonderful job working this bill 
through. I came down earlier, but I 
wasn’t able to speak. 


Mr. LEAHY. I will yield so my col-
league can speak, and then the Senator 
from Iowa will be back, and we can 
continue with our other business. 


The PRESIDING OFFICER. The Sen-
ator from Tennessee. 


FUNDING THE GOVERNMENT 
Mr. CORKER. Madam President, as 


in morning business, I rise to speak on 
another topic that is actually related 
to us being competitive. 


I think everybody understands that 
we had another bipartisan event that 
just occurred recently where we kept 
government funded, if you will, for an-
other couple of weeks beyond the dead-
line that was coming in the next day or 
so. I applaud the efforts of both sides to 
work together to make that happen. 


Speaking of competitiveness, it is 
very difficult for a government to func-
tion having short-term CRs every 2 
weeks. What I urge, while this work is 
going on on the floor, is that the House 


and the Senate, both sides of the aisle, 
work toward a longer term CR. I know 
we are working on reductions in spend-
ing which have to take place to keep 
our government in check and keep our 
country in the place it needs to be, but 
the work we need to do to fund the gov-
ernment for the rest of the year is ac-
tually the easy work we are going to be 
facing as it relates to spending. 


Today, I saw where Vice President 
BIDEN has been asked by the White 
House—the President—to take the lead 
on this issue. I take that as a good 
sign. I saw Secretary Geithner today. 
He is planning on engaging on this 
issue. 


I urge that we do the work we need to 
do. We all know there are going to be 
painful and tough decisions coming. A 
lot of people have been arguing and de-
bating against spending cuts and are 
talking about the havoc it is going to 
create for government. I imagine that 
Secretary Gates over at the Defense 
Department is trying to deal with over-
seas operations and trying to deal with 
investing in the future, and other agen-
cies of government would much rather 
see what these cuts are going to be and 
plan accordingly versus working on a 2- 
week CR. 


I am just urging that we do the tough 
work we have to do. All of us know it 
will be painful. All of us know we are 
going to have to prioritize. All of us 
know there will be a number of con-
stituencies around the country that 
will be less than happy. But for the 
good of our country, let’s go ahead and 
together, Democrats and Republicans, 
Independents and the administration, 
work together toward a solution. 


I know the House sent over a con-
tinuing resolution bill that takes us 
through the rest of the year. We have 
not yet seen what the Democratic ma-
jority in the Senate might offer. It is 
my hope that something is being 
worked on. I think the American peo-
ple in the functioning of this govern-
ment—those who cause this govern-
ment to function—need to know what 
those cuts will be, where we are going. 


Speaking on that note—and I will 
close with this—one of the things most 
frustrating to me as a Senator who 
came from the world of business is that 
we never know where we are going. We 
debate the current issues. We never 
plan for the future. 


I hope that as a part of all we are 
doing this spring, this incredible oppor-
tunity we have in this body to deal 
with the issue of spending, with the 
issue of deficits, it is my hope that as 
a part of this, what we will do is pass 
a global cap on spending, a comprehen-
sive cap that takes us from where we 
are today into a place that has been a 
40-year historic average. Senator 
MCCASKILL and many others have 
joined me in something called the CAP 
Act. It is the type of responsible legis-
lation we need to pass to get our coun-
try back where it needs to be. 


We know we have a huge spending 
problem today. There are many expla-
nations for that. But as a country, to 
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make ourselves competitive, as the 
Senator from Vermont talked about 
and I am sure the Senator from Iowa is 
getting ready to talk about, we also 
need to make sure we keep our fiscal 
house in order. 


Let’s deal with these tough issues 
and solve this problem for this year 
and move on to the longer term issues. 


I thank the Chair, and I thank the 
Senator from Vermont. 


I yield the floor. 
Mr. LEAHY. Madam President, I ask 


unanimous consent to set aside the 
pending amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. I ask unanimous con-
sent to bring up and agree to amend-
ment No. 132, the Cardin-Landrieu 
amendment. 


The PRESIDING OFFICER. The 
clerk will report. 


Mr. GRASSLEY. Mr. President, do 
we report it first and then object or do 
we object even to the reporting of it? I 
heard the Presiding Officer say report 
the amendment. 


The PRESIDING OFFICER. The Sen-
ator can object to laying aside the 
pending amendment. 


Mr. GRASSLEY. OK. I object on be-
half of Senator COBURN of Oklahoma. 


The PRESIDING OFFICER. Objec-
tion is heard. 


Mr. LEAHY. Madam President, I ask 
unanimous consent that we revert to 
the pending amendment, which I be-
lieve was the Leahy amendment. 


The PRESIDING OFFICER. Is there 
objection? Without objection, it is so 
ordered. 


Mr. LEAHY. Madam President, I sug-
gest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. WHITEHOUSE. Mr. President, I 
ask unanimous consent the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
MANCHIN). Without objection, it is so 
ordered. 


DELIVERY SYSTEM REFORM 
Mr. WHITEHOUSE. Mr. President, I 


am here to speak about a report that 
was released by the Centers for Disease 
Control, which I think is instructive 
for the American health care system. 
We are currently in a process of change 
in health care. Changing the way 
health care is delivered in our country 
is going to take years of hard work, of 
experimentation, and of learning. 
There are stakeholders on both the 
Federal and State level who are out 
there right now, working to implement 
models of care that increase the coordi-
nation and efficiency with which 
health care is delivered, improve the 
quality of the care that is delivered, 
improve the outcomes that patients ex-
perience, and control costs—bring 
down costs. This delivery system re-
form is the real issue of health care re-
form in our time. I emphasize, it is a 
win-win for system—improving the 


quality of care while lowering the cost 
for the system. 


This report, called ‘‘Vital Signs,’’ re-
leased this week by the Centers for Dis-
ease Control, illustrates how just one 
type of quality reform, reducing hos-
pital-acquired infections, has already 
improved health outcomes and resulted 
in significant cost savings. Hospital-ac-
quired infections are a tragic reality of 
our health care system. Nearly 1 in 
every 20 hospitalized patients in the 
United States is affected by a hospital- 
acquired infection each year. The most 
deadly of these infections occurs when 
a tube inserted into a patient’s vein is 
either not put in properly or not kept 
clean. Bloodstream infections resulting 
from these tubes—what are called cen-
tral line infections—kill as many as 1 
in 4 patients who become infected. 


I suspect, if we sat all the Members 
of the Senate down, there would be 
very few of us who could not identify a 
friend, a loved one, a family member, 
somebody we knew who had been ex-
posed to a hospital-acquired infection. 


The deaths from hospital-acquired in-
fections are not only numerous but 
tragic and particularly tragic because 
they are largely preventable. These are 
what should be considered a zero event. 


Studies have shown that when pro-
viders follow a strict checklist of very 
basic instructions, including things as 
simple as washing your hands with 
soap, cleaning a patient’s skin with an-
tiseptic, and placing full sterile drapes 
over the patient, those rates of hos-
pital-acquired infection plummet. 


The CDC’s ‘‘Vital Signs’’ report is 
further evidence of how effective these 
guidelines are at reducing and in some 
cases nearly eliminating central line 
bloodstream infections from intensive 
care units. The report’s findings show 
that from 2001 to 2009, State and Fed-
eral efforts to promote and adopt CDC 
guidelines and best practices for pre-
venting hospital-acquired infections 
contributed to a 58-percent decrease in 
the number of central line bloodstream 
infections among ICU patients—58 per-
cent decrease in just 8 years, from 2001 
to 2009. 


A percentage is a fine thing, it is a 
statistic, but it does not have a lot of 
meat on its bones. What does this 58 
percent mean? It represents up to 27,000 
lives saved, 27,000 families who got 
their loved one home from the hospital 
instead of having that terrible con-
versation with the doctor, explaining 
to them why their loved one passed 
away. If that were not enough, it also 
represents approximately $1.8 billion in 
cost savings to our health care sys-
tem—27,000 lives and $1.8 billion saved 
from reductions in just one type of hos-
pital-acquired infection in just one 
type of care setting. 


The promising news from the CDC re-
port is that the steps health care pro-
viders are taking to prevent this type 
of infection are working. The bad news 
is, we are not doing enough to reduce 
the occurrence of bloodstream infec-
tions in other health care settings. The 


report found that in 2009, approxi-
mately 60,000 central line bloodstream 
infections occurred in nonintensive 
care unit settings such as hospital 
wards or kidney dialysis clinics. This 
should not be acceptable to us, espe-
cially given the tools we know we have 
to prevent these infections from hap-
pening. 


Simply put, we can do better. We can 
save more lives. We can improve the 
quality of care people receive and, in 
the process, save billions of dollars in 
our health care system. The CDC is al-
ready working to support partnerships 
between health care providers to more 
broadly implement these now-proven 
quality reforms. This is a good start. 


In my home State, I have very proud-
ly watched the Rhode Island Intensive 
Care Unit Collaborative, a partnership 
of health care stakeholders led by an 
organization called the Rhode Island 
Quality Institute, take the lead in im-
plementing similar quality reforms to 
reduce the rate of hospital-acquired in-
fections in our intensive care units. 
Rhode Island is the only State in the 
country to have 100 percent of its adult 
intensive care units participating in a 
collaborative of this kind, and I com-
mend it to any one of my colleagues. It 
began years ago in Michigan with the 
Keystone Project and it spread across 
the country to the Pronovost prin-
ciples, and in Rhode Island we have run 
with it. It has only been a few years, 
but the results, much like those re-
ported by the CDC, are eye-opening. I 
will quantify this by saying we began 
with very first-rate hospitals in Rhode 
Island. We are in that high-tech North-
east corridor. We are near the Boston 
medical centers, so we are starting 
from a very high base of care in Rhode 
Island hospitals. But even from that 
good base, the collaborative reported 
significant improvements in two types 
of deadly infections: central line blood-
stream infections and pneumonia, 
among patients on ventilators. 


The collaborative estimates from 2007 
to June 2010, just over 7 years, the ef-
fort had saved 73 intensive care unit 
lives—73 lives of intensive care unit pa-
tients—it eliminated the need for over 
3,200 expensive hospital days, and it 
saved hospitals, patients, and insurers 
$11.5 million. 


This evidence underscores the poten-
tial for similar types of delivery sys-
tem reforms which, by improving the 
quality of care, lower the cost. An 
array of different strategies can lead to 
these savings, quality reforms such as 
this that avoid errors and adverse con-
sequences; prevention programs that 
save lives and money by getting in 
there before the disease takes off; a ro-
bust health information infrastructure 
that allows for safer and better coordi-
nated care between your primary 
health care provider, your specialists, 
your imaging place, the laboratory, the 
hospital where you had to be admitted; 
payment policies that reward better re-
sults, not just more procedures; and, fi-
nally, better administrative efficiency 
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so more health care dollars actually go 
to health care instead of being burned 
up on bureaucracies and battles over 
who gets paid and all the rest that 
weighs down our health care system. 


The President’s Council of Economic 
Advisers noted recently that up to 30 
percent of health care costs, or about 5 
percent of GDP, could be saved without 
compromising health outcomes. Five 
percent of GDP is around $700 billion. 
Mr. President, $700 billion a year saved 
through this kind of win-win is a tar-
get worth fighting hard to achieve. I 
agree with the Council’s observation, 
but from my experience, I think we can 
achieve these savings not just without 
compromising health outcomes, I think 
we can achieve these savings while im-
proving health outcomes. 


Implementing these reforms and 
achieving these reforms will not be 
easy. It is not just flipping a switch, it 
is a journey and that journey will have 
turns and it will have obstacles. It is a 
process, as very expert reviewers have 
said, of learning, of experimentation, 
of adaptation. But we have been down 
paths such as that before with great 
success, and the evidence I presented 
today shows how well it can work in 
health care. 


So I urge my colleagues, I urge the 
administration and State leaders to 
continue working together in all of 
these areas to make reforming our 
health care delivery system a priority. 
The future of our health care system 
and the good health of our constituents 
and the good health of our country’s 
fisc all depend on it. 


I will conclude by saying something I 
have said before, which is that I give 
great credit to the Obama administra-
tion for working in this area. I believe 
our health care reform bill put every 
possible pilot, experiment program, 
and model for testing these different 
types of delivery reform systems on the 
table. Very expert reviewers have 
looked at it and said: I cannot think of 
a thing they did not try. Everything is 
in there. On top of that, the Obama ad-
ministration has put first-rate people 
who really get this side of the equa-
tion, people such as Don Berwick and 
David Blumenthal, in charge. So a lot 
of very good things have lined up to 
take full advantage of these kinds of 
win-win savings. 


The only thing that I think is miss-
ing is that the administration has not 
yet set a hard goal for itself to hit. It 
still talks about bending the health 
care cost curve. Well, fine, but that is 
not a measurable goal. 


We are coming up on the anniversary 
of President Kennedy’s pledge to put a 
man on the Moon. Way back then, 
when we feared losing the space race to 
the Soviet Union, if the President of 
the United States had said: I am com-
mitted to bending the curve of the rate 
of America’s space exploration, that 
would have been an unmemorable and 
an ineffective Presidential interven-
tion. Instead, President Kennedy put a 
hard benchmark out there that every-


body in the world would know we had 
failed at if we missed it. That was to 
put a man on the Moon within a decade 
and bring him home safely. We did not 
know then how we could do it. We be-
lieved we could. We are optimists. We 
are innovators. 


This is a country of innovation and 
of the ‘‘big idea.’’ By putting that 
marker out there, President Kennedy 
drove what was then a smaller Federal 
bureaucracy toward that goal. I believe 
we need an equally specific goal from 
the administration on this front in 
order to make sure our considerably 
larger Federal bureaucracy is fully 
purposed toward achieving that be-
cause the goals are going to be so sig-
nificant. 


I congratulate the CDC on their re-
port. I wish to remind my colleagues 
how valuable this kind of health care 
reform is. It is not what we yell about 
here, but it is out there right now sav-
ing lives and saving money. We need to 
encourage it and we need to expand it, 
and the more the administration can 
put a hard goal out there for itself, the 
quicker we will get where we need to 
be, to the great benefit of ourselves as 
a country and our individual fellow 
American citizens. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Rhode Island. 
(The remarks of Mr. WHITEHOUSE per-


taining to the introduction of S. 486 are 
printed in today’s RECORD under 
‘‘Statements on Introduced Bills and 
Joint Resolutions.’’) 


AMENDMENT NO. 142 
Mr. WHITEHOUSE. Mr. President, I ask 


unanimous consent to set aside the 
pending amendments and, on behalf of 
Senator BINGAMAN, call up amendment 
No. 142. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The assistant editor of the Daily Di-


gest read as follows: 
The Senator from Rhode Island [Mr. 


WHITEHOUSE], for Mr. BINGAMAN, proposes an 
amendment numbered 142. 


Mr. WHITEHOUSE. Mr. President, I 
ask unanimous consent that the read-
ing of the amendment be dispensed 
with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
AMENDMENT NO. 142 


(Purpose: To require the PTO to disclose the 
length of time between the commencement 
of each inter partes and post-grant review 
and the conclusion of that review) 
On page 50, between lines 2 and 3, insert 


the following: 
‘‘(c) DATA ON LENGTH OF REVIEW.—The Pat-


ent and Trademark Office shall make avail-
able to the public data describing the length 
of time between the commencement of each 
inter partes review and the conclusion of 
that review.’’. 


On page 65, between lines 9 and 10, insert 
the following: 


‘‘(c) DATA ON LENGTH OF REVIEW.—The Pat-
ent and Trademark Office shall make avail-
able to the public data describing the length 


of time between the commencement of each 
post-grant review and the conclusion of that 
review.’’. 


Mr. WHITEHOUSE. Mr. President, it 
is my understanding that this amend-
ment is agreeable to both sides; there-
fore, I ask for its adoption. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment (No. 142) was agreed 
to. 


Mr. WHITEHOUSE. I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont is recognized. 
BUDGET CHOICES 


Mr. SANDERS. Mr. President, as you 
well know, Congress is now engaged in 
a debate of huge consequence; that is, 
the budget. The budget of a nation, 
like the budget of a family, expresses 
who we are as a people and what our 
priorities are. Where you spend your 
money, where you make your invest-
ments tells you everything about what 
we believe in. 


I am more than aware that this coun-
try faces a $1.6 trillion deficit and a $14 
trillion national debt. And these are 
enormously important issues, but they 
are issues that have to be dealt with in 
a sensible way, and they are issues that 
have to be dealt with within a broader 
context. 


So I think the very first question we 
have to ask is, How did we get to where 
we are today? Is the problem, in fact, 
that we spend too much money on 
Head Start and childcare, that we just 
shower so much on our children, or is 
the converse the truth in that we have 
the highest rate of childhood poverty 
of any major country on Earth? 


How did we get into the deficit? Well, 
let me tick it off. And when we discuss 
how we got into the deficit situation, 
the irony here is that those people who 
are yelling loudest about the deficit, 
who are fighting hardest to make sav-
age and Draconian cuts on basic pro-
grams, are precisely the people who led 
us to where we are today. 


I voted against the war in Iraq for a 
number of reasons, one of them being 
that it was not paid for. Do you happen 
to recall that as we went into the war 
in Iraq—which will end up costing us 
about $3 trillion by the time we take 
care of our last veteran—do you recall 
much discussion about how that war 
was going to be paid for? In fact, do 
you remember one word of how that 
war was going to be paid for? I don’t re-
member that. I was in the middle of 
that debate. Mr. President, $3 trillion, 
and no one said: Oh, we cannot afford 
it. 


When the crooks on Wall Street, 
through their illegal behavior, their 
reckless behavior, drove this country 
into the recession we are in right now 
and they came begging to the Congress 
for their welfare check of some $800 bil-
lion, do you recall too many of the peo-
ple who voted for that saying: Gee, we 
cannot afford to do it. It is going to 
drive up the deficit. How are we going 
to provide Wall Street with an $800 bil-
lion bailout? I don’t recall that discus-
sion. 
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When I was in the House a number of 


years ago, Congress passed an initia-
tive from President Bush for a Medi-
care Part D prescription drug program. 
I believe seniors must have prescrip-
tion drugs, but that legislation, which 
was written by the insurance compa-
nies and the drug companies, was not 
paid for. 


When our Republican friends fought 
vigorously for tax breaks for billion-
aires, which would result in signifi-
cantly less money coming into the 
Treasury, driving up the deficit, do you 
recall much discussion about how we 
were going to pay for that? I don’t re-
call that discussion. 


I find it ironic that when we give tax 
breaks to billionaires, no worry about 
the deficit. When we bail out Wall 
Street, no worry about the deficit. But 
suddenly when we provide childcare to 
low-income children who are in des-
perate need of help in the midst of a re-
cession, suddenly everybody is con-
cerned about the deficit. Frankly, I 
call that absolute hypocrisy. It is hy-
pocrisy to say we can give tax breaks 
to billionaires and not worry about the 
deficit, but we have to cut back on the 
needs of working families, the middle 
class, the sick, the poor, and the elder-
ly. 


This country, at this particular mo-
ment, has to make some very basic de-
cisions. The decision we must make is 
whether, in the midst of this horren-
dous recession, when the middle class 
is hurting, when poverty is increasing, 
do we go after, as our Republican 
friends in the House want us to, pro-
grams that are virtually life and death 
for millions and millions of working- 
class and lower income people. 


I don’t know about West Virginia, 
but I can tell my colleagues that in 
Vermont it is very hard for working 
families to get adequate, affordable, 
and good-quality childcare, early edu-
cation for their children. It is a major 
problem all over the country. Yet our 
Republican friends say we should bal-
ance the budget by cutting Head Start 
$1.1 billion, a 20-percent cut from 2010, 
and throwing over 200,000 kids off Head 
Start. If you are a working mom who 
sends her kids to Head Start now, it 
feels pretty good that your kid is get-
ting a good quality, early childhood 
education, getting nourishment. They 
watch these kids for health care prob-
lems. We are going to throw over 
200,000 kids off Head Start. 


I worked very hard to expand the 
community health center program, 
which I know is so important in West 
Virginia and Vermont. The Presiding 
Officer and I argue about which State 
has the greater coverage. It is enor-
mously important. A few years ago, 
about 20 million people accessed the 
community health center program. We 
are now working so that in 5 years 40 
million Americans will be able to walk 
in the door, regardless of their income, 
get health care, dental care, low-cost 
prescription drugs, and mental health 
counseling. It is working. President 


Obama has been very strong on this 
issue. Secretary of HHS Kathleen 
Sebelius has been very strong on this 
issue. It is working. 


Here is the irony. When we give peo-
ple good quality primary health care, 
they don’t have to go to the emergency 
room. The emergency room costs 10 
times more than treatment at a com-
munity health center. When we open 
the doors for primary health care, peo-
ple do not get very sick. They don’t 
end up in the hospital. Study after 
study shows that when we invest in 
community health centers, we save the 
taxpayers money. We save Medicaid 
money and Medicare money because 
people have access to medical care 
when they need it. The Republican 
House wants to cut community health 
centers by $1.3 billion, denying 11 mil-
lion Americans the opportunity to re-
ceive the health care they need. 


In my State—and I am sure all over 
the country—people who are applying 
for disability help, for Social Security 
are upset about how long the process 
takes. Our Republican friends want to 
make major cuts in the Social Security 
Administration, which means that half 
a million people are going to find 
delays in getting their claims proc-
essed. 


Everybody in America knows that 
one of the great problems we face is the 
expense of college. We know hundreds 
of thousands of bright young people 
can’t even afford to go to college. We 
know that many people are graduating 
deeply in debt. One of the accomplish-
ments we have managed to bring about 
in the last few years is to significantly 
expand the Pell grant program so low- 
and moderate-income families will find 
it easier to send their children to col-
lege. Our Republican friends in the 
House have decided, in their wisdom, 
that what they want to do is reduce by 
17 percent Pell grants, which means 
that 9.4 million lower income college 
student would lose some or all of their 
Pell grants. Here we are, trying to 
compete with the rest of the world. We 
are falling, in many cases, further and 
further behind in terms of the percent-
age of our young people graduating col-
lege. The costs of college are soaring. 
The Republican solution is to cut the 
major program which makes it easier 
for working families to send their kids 
to college. 


The Community Services Block 
Grant Program is the infrastructure by 
which we get emergency services, food, 
help to pay for emergency services for 
lower income people, housing needs, 
making sure people keep the elec-
tricity on. That would be decimated by 
the Republicans. 


In the midst of a recession, what 
they want to do is to cut $2 billion 
from the Workforce Investment Act 
and other job training programs when 
we desperately need that job training 
to make sure our people can get the 
jobs that are out there and available. 
Often they don’t have the skills to do 
that. 


My point is a pretty simple one. As a 
nation, we have to make some choices. 
The top 1 percent today are doing phe-
nomenally well. That is a fact. Our 
friends on Wall Street whom we bailed 
out are now making more money than 
they did before they caused this reces-
sion. The top 1 percent now earns about 
23 percent of all income in America, 
more than the bottom 50 percent. The 
top 1 percent, the richest people in 
terms of their effective tax rate, what 
they pay is now lower than at any time 
in memory. So we have the wealthy 
doing phenomenally well, tax rates 
going down. We have showered huge 
tax breaks on them. Then we say, to 
balance the budget, we have to cut nu-
trition programs for our kids, Social 
Security Administration, Pell grants, 
Head Start, and many other programs 
which millions of people depend upon. 


The question we as Americans have 
to decide is, When the rich get richer, 
do we give them more tax breaks while 
the poor get poorer and we cut pro-
grams for them? I don’t think, frankly, 
that is what the American people want. 


There was a poll that came out yes-
terday or today. It was an NBC News 
and Wall Street Journal poll. The ques-
tions dealt with the deficit and how the 
American people think we should go 
forward in dealing with the deficit. 
Here are some interesting results. 
When asked what do Americans want 
the Federal Government to do to re-
duce the deficit, the highest percentage 
said it is totally acceptable or mostly 
acceptable to impose a surtax on mil-
lionaires to reduce the deficit. Eighty- 
one percent of the people said that for 
obvious reasons. The rich are getting 
richer. Given the choice of asking peo-
ple who are already doing well to pay a 
little more in taxes or to cut programs 
that working families need, the choice 
is not terribly hard. 


Seventy-four percent of the Amer-
ican people believe it is totally accept-
able or mostly acceptable to eliminate 
tax credits for the oil and gas industry. 
Sixty-eight percent of the public be-
lieve it is totally acceptable or mostly 
acceptable to phase out the Bush tax 
cuts for families earning over $250,000 a 
year. 


What the American people are saying 
in this poll, and I believe all over the 
country, is obvious. Given the choice of 
decimating programs that working 
families depend upon or asking the 
wealthiest people who have been re-
ceiving huge amounts of tax breaks to 
start paying their fair share, it ‘‘ain’t’’ 
a tough answer. The answer the Amer-
ican people are saying is: We cannot 
move toward a balanced budget just by 
cutting, cutting, and cutting. A budget 
has two parts. Everybody in America 
understands that. It is the money we 
spend; it is the money that comes in. 
In the case of the U.S. Government, we 
have to address our budget deficit in 
both ways. We have to raise revenue. 
We do that primarily by asking the 
wealthiest to pay a little bit more in 
taxes. Yes, we do have to cut some pro-
grams. There is waste out there. There 
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are programs that can and should be 
cut. That is what we do. We don’t just 
cut, cut, cut and then give tax breaks 
to the very wealthiest people. 


The Senate has, along with our 
friends in the House, the responsibility, 
the constitutional responsibility of 
coming up with a budget. I certainly 
hope the President intends to play an 
active role. I hope the President is pre-
pared to do the right thing and to un-
derstand that revenue, asking the 
wealthiest to start paying their fair 
share of taxes, is one important compo-
nent of how we move forward toward a 
balanced budget. But if the President 
chooses not to participate or if the 
President chooses not to take that ave-
nue, that does not mean to say that we 
in the Senate should not go forward. I 
intend to work as hard as I can to come 
up with a deficit reduction program 
which is fair but responsible. Being re-
sponsible means it includes revenue 
and not only cuts. There are a whole 
lot of ways to bring in revenue in a fair 
and progressive way. It is not only ask-
ing the wealthiest to pay their fair 
share of taxes, it is ending abusive and 
illegal offshore tax shelters. According 
to a number of studies, we will lose $100 
billion this year because corporations 
and wealthy individuals are stashing 
their money in tax havens in the Cay-
man Islands and in Bermuda. Before we 
cut nutrition programs for pregnant 
women, maybe we do away with those 
tax havens. 


We have to begin the process of end-
ing tax breaks for big oil and gas com-
panies. ExxonMobil, the most profit-
able corporation in the history of the 
world, not only paid nothing in Federal 
income taxes in 2009, but they received 
a $156 million tax refund from the IRS, 
according to their own shareholders re-
port. Maybe before we start cutting the 
Social Security Administration or Pell 
grants for college students, we might 
want to ask the most profitable cor-
poration in America to start paying 
some Federal income tax. 


On and on it goes. My point is, now is 
the moment when we have to do the 
right thing for working families. There 
is a lot of pain out there. A lot of peo-
ple are hurting. This recession has 
taken a heavy toll. In the middle of 
these tough times, we don’t stick a 
knife into the people and make it even 
worse. We have to move toward deficit 
reduction. I believe that. But I believe 
we don’t do it on the backs of the sick, 
the elderly, the poor, and the most vul-
nerable. I think we need shared sac-
rifice. Some of the wealthiest people 
are going to have to play their part in 
deficit reduction as well. 


Mr. President, on behalf of the ma-
jority leader, there will be no further 
rollcall votes today. The next rollcall 
vote is expected on Monday at 5:30 p.m. 


Mr. KYL. Mr. President, I rise to sub-
mit for the RECORD some of the mate-
rials I have quoted from during the 
Senate’s debate on the first-to-file pro-
visions of the America Invents Act. 
These materials are produced by the 


National Association of Manufacturers 
and by the 21st Century Coalition for 
Patent Reform, an industry group that 
has been the leading advocate for the 
bill. They offer a detailed explanation 
of and case for the bill’s shift from the 
current first-to-invent system to a 
first-to-file system of establishing pat-
ent priority. 


I ask unanimous consent that the fol-
lowing materials be printed in the 
RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


[From the Coalition for 21st Century Patent 
Reform, Mar. 2, 2011] 


S. 23 AMERICA INVENTS ACT REQUIRES FIRST- 
INVENTOR-TO-FILE PROVISIONS 


Any language that dilutes, delays or de-
letes FITF will gut meaningful patent re-
form. 


An amendment to dilute, delay or delete 
the first-inventor-to-file provisions of S. 23 
would effectively gut the substance of the 
America Invents Act. The Coalition opposes 
any such amendment and, were such an 
amendment to pass, we would oppose passage 
of the stripped- down bill that would result. 


The first-inventor-to-file provisions cur-
rently in S. 23 form the lynchpin that makes 
possible the quality improvements that S. 23 
promises. The Statement of Administration 
Policy lays out precisely what is at stake: 
‘‘By moving the United States to a first-to- 
file system, the bill simplifies the process of 
acquiring rights. This essential provision 
will reduce legal costs, improve fairness, and 
support U.S. innovators seeking to market 
their products and services in a global mar-
ketplace.’’ 


Most of the arguments in opposition to the 
bill and FITF appear be to decades-old con-
tentions that have been fully and persua-
sively rebutted. As one example, the Na-
tional Research Council of the National 
Academies assembled a group of leading pat-
ent professionals, economists and academics 
who spent four years intensely studying 
these issues and concluded in 2004 that the 
move to FITF represented a necessary 
change for our patent system to operate fair-
ly, effectively and efficiently in the 21st cen-
tury. 


Without retaining S. 23’s current FITF 
provisions, the bill would no longer provide 
meaningful patent reform. As an example, 
the new provisions on post-grant review of 
patents, an important new mechanism for 
assuring patent quality, could no longer be 
made to work. Instead of a patent reform 
bill, what would remain of S. 23 would be es-
sentially an empty shell. 


Thus, we could not continue our support 
for passage of S. 23 without the first-inven-
tor-to-file provisions present in the bill. It 
would place us in the unfortunate position of 
opposing moving forward with a bill where 
we have been among the longest, most ar-
dent supporters. 


After yesterday’s 97 to 2 vote, it is time to 
move this excellent vehicle for comprehen-
sive patent reform—in its current form— 
through to final Senate passage. 


S. 23 MEANS NEW IDEAS CREATING NEW PROD-
UCTS CREATING NEW MANUFACTURING JOBS 
Let S. 23 Make the Patent System Work 


for the 21st Century U.S. Economy 
Keep the first-inventor-to-file provisions of 


S. 23 in the bill to afford all inventors the 
benefits for a more transparent, objective, 
predictable and simple patent law: 


The first-inventor-to-file provisions of S. 23 
protect independent inventors—they will 


particularly benefit from the simplicity of 
the first-inventor-to-file rule and actually 
gain patents that they otherwise would for-
feit. 


Eliminate the potential prejudice to U.S. 
patent inventors arising from the 1994 law 
that opened our patent system to foreign-or-
igin invention date proofs. 


Simplify the rules for patent applications 
so they can be processed more rapidly, at re-
duced cost, and become more effective pat-
ents for investing in new products: 


Limit ‘‘prior art’’ used to bar a patent 
from issuing to only those disclosures made 
available to the public before the patent was 
sought and disclosures in earlier-filed patent 
applications. 


Remove all arcane and subjective tests for 
deciding whether to issue a patent. 


Repeal the ‘‘patent interference’’ provi-
sions that inject delay, cost and uncertainty 
into the patenting process. 


Let members of the public provide patent 
examiners with relevant publications and 
other public documents, before deciding 
whether a patent can be granted. 


Keep and apply rigorous standards for 
issuing patents, but assure that they are 
simple, transparent and objective—making 
patenting rules more predictable. 


Assure the highest possible quality for pat-
ents that have been granted: 


Permit members of the public to challenge 
whether newly issued patents meet each of 
the rigorous standards for patenting—and re-
quire the United States Patent and Trade-
mark Office to promptly cancel any patents 
that do not. 


Authorize supplemental examination pro-
ceedings, before a patent is enforced, to 
allow patent owners to present the USPTO 
with information that may be used to assure 
the scope of the patent is commensurate 
with its contribution. 


Allow the USPTO to set fees for the serv-
ices it performs for processing patent appli-
cations sufficient to cover the costs of 
promptly completing a high-quality exam-
ination. 


Make patent lawsuits fair and just for both 
patent owners and accused infringers. 


Limit the ability of a party to recover 
false patent marking to the amount of the 
party’s actual competitive injuries. 


S. 23 PROTECTS INVENTORS ONCE THEY 
PUBLICLY DISCLOSE THEIR WORK 


Protections the 1994 WTO Agreement Took 
Away, S. 23 Puts Back. 


After inventors publicly disclose their 
work, competitors should not be able to take 
advantage of those disclosures by filing for 
patents on the disclosed work. 


Once inventors have published on their 
work—or have made it available to the pub-
lic using any other means—their competitors 
should not be able to run off to the USPTO 
and seek patents on the work that the inven-
tor has already publicly disclosed. The same 
goes for permitting a competitor to belat-
edly seek a patent on a trivial or obvious 
variation of what the inventor had earlier 
disclosed publicly. This common-sense truth 
should apply even if competitors can lay 
claim to having themselves done the same 
work, but elected to keep secret the work 
that other inventors have publicly disclosed. 


In a word, a competitor seeking a patent 
on what such an inventor has already pub-
lished can be thought of as being akin to 
interloping. The competitor who is spurred 
into action by another inventor’s publication 
can be regarded as interfering with the un-
derstandable and justifiable expectation of 
inventors who have promptly disclosed their 
work: they expect that they themselves 
should be the ones able to secure patents on 
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the disclosed work or, by publishing without 
later seeking patents, that they (as well as 
other members of the public) should remain 
free to continue to use what they have pub-
licly disclosed. 


S. 23 would increase the protection for in-
ventors once they make their inventions 
available to the public by cutting off the po-
tential for any sort of interloping. S. 23 oper-
ates to solidify an inventor’s ‘‘grace period’’ 
that applies after the inventor has published 
or otherwise made available to the public his 
or her work. In brief, under S. 23, interloping 
in any form is prohibited—an inventor who 
elects to publish an invention will no longer 
need to have any concern that the publica-
tion will spur a competitor into a subsequent 
patent filing that could preclude the inven-
tor from obtaining a patent or—even worse— 
from continuing to use his or her published 
work. 


S. 23 better protects inventors than does 
current U.S. patent law in addressing inter-
loping—by making the one-year ‘‘grace pe-
riod’’ bulletproof. 


Today, inventors enjoy a one-year ‘‘grace 
period’’ under U.S. patent law. What this 
means is that inventors themselves can still 
seek patents on their inventions even if they 
have made those inventions available to the 
public before seeking any patents on them. 
When inventors file for patents during the 
one-year period after making a public disclo-
sure, their own disclosures are not useable as 
‘‘prior art’’ against their patents. 


However, the ‘‘first to invent’’ principle of 
current U.S. patent law makes relying on 
the one-year ‘‘grace period’’ fraught with 
some significant risk. The risk comes from 
the ability of a competitor who learns of the 
inventor’s work through the public disclo-
sure to race off to the USPTO and seek a 
patent for itself on the disclosed invention. 
The competitor can interlope in this manner 
by filing a patent application and alleging 
its own ‘‘date of invention’’ at some point 
before the inventor’s public disclosure was 
made. 


This makes relying on the current ‘‘grace 
period’’ a risky hit or miss. If an inventor 
waits until the end of the one-year ‘‘grace 
period’’ to seek a patent on the invention he 
or she made available to the public, an inter-
loping competitor, spurred into quickly fil-
ing a patent application, may be issued a 
patent before the USPTO acts on the ‘‘grace 
period’’ inventor’s patent application. The 
‘‘grace period’’ inventor may be forced to 
fight to get into a patent interference 
against a competitor’s already-issued patent, 
hoping to get the USPTO to cancel the com-
petitor’s patent so the inventor’s own patent 
can be issued. 


Interferences are notoriously difficult to 
win for an inventor who is not the ‘‘first to 
file.’’ The number of situations where some-
one other than the first to file for a patent 
on an invention actually succeeds in proving 
an earlier invention date are very few and 
very far between. Indeed, the most recent es-
timate is that striking down a competitor’s 
earlier filed application or patent in a patent 
interference is less likely than the compet-
itor being struck down by lightning. 


What does S. 23 do about this defect in the 
‘‘grace period’’ under current U.S. patent 
law? Quite simply, it wholly excises the de-
fect—it will be gone in its entirety. It makes 
an inventor’s public disclosure of the inven-
tor’s own work a bar to anyone thereafter 
seeking to patent that work itself, as well as 
any obvious variations of what the inventor 
made available to the public. In short, it is 
a complete fix to the risk a competitor will 
use the inventor’s public disclosure as a spur 
to filing its own patents based on its own 
work. 


S. 23 closes the door to interloping by for-
eign-based competitors that was opened in 


1995 when the WTO agreement forced 
changes to U.S. law. 


Under the World Trade Organization agree-
ment reached in 1994, the United States was 
forced to change its patent law to benefit 
foreign-based entities seeking U.S. patents. 
This change allowed foreign-based entities to 
take advantage of their secret activities, un-
dertaken outside the United States, in order 
to establish ‘‘invention dates’’ that could be 
used under U.S. patent law to obtain valid 
patents. Specifically—and for the very first 
time—foreign-based competitors could seek 
U.S. patents on products that had already 
been publicly disclosed by U.S.-based inven-
tors. The Uruguay Round Agreements Act, 
which took effect in 1995, implemented this 
treaty obligation. 


Before this change in U.S. patent law, for-
eign-based competitors could not use their 
secret activities outside the United States as 
a basis for showing that they had made an 
invention before its publication by a U.S.- 
based inventor. Up until 1995, once a U.S. in-
ventor published information on a new prod-
uct or otherwise publicly disclosed an inven-
tion, foreign-based competitors were barred 
from obtaining U.S. patents on the disclosed 
product and any aspect of it, including triv-
ial and obvious modifications of it. 


S. 23, if enacted, would put foreign-based 
entities back into the position they were in 
prior to 1995—once a U.S. inventor publishes 
or makes any other type of public disclosure 
of a new product, the ability for a foreign- 
based competitor to then file patent applica-
tions seeking to patent the disclosed product 
would be totally cut off. 


Congress should act promptly to end the 
potential for interloping by foreign-based 
competitors once U.S.-based inventors have 
published on their work. 


With each passing year, the percentage of 
U.S. patent filings made by foreign-based en-
tities increases. In 1966, 1 in 5 U.S. patent fil-
ings was by a foreign-based entity. That 
ratio became 1 in 4 in 1969, and 1 in 3 in 1974, 
before reaching 1 out of every 2 in 2008. Since 
2008, the majority of patent filings in the 
United States came from foreign-based enti-
ties. Given the rapid growth in patent filings 
by Asian (especially Chinese) inventors, this 
trend may well accelerate in the decade 
ahead. 


As foreign-based entities become more so-
phisticated in their use of the U.S. patent 
system, U.S. inventors are put at an ever- 
greater risk that patenting strategies by for-
eign-based entities will disadvantage U.S.- 
based inventors, either in electing to use the 
‘‘grace period’’ or even when they file for a 
patent before making a public disclosure. 


How S. 23 operates to protect inventors 
once they make their work public 


S. 23 puts an end to any use of ‘‘dates of in-
vention’’ in order to determine whether a 
U.S. patent is valid or not. In addition, S. 23 
strips out of the U.S. patent law any grounds 
for invalidating a U.S. patent based on any 
type of secret activity undertaken by inven-
tors themselves, such as secret ‘‘offers for 
sale’’ of their inventions before seeking pat-
ents. Finally, it further secures the benefits 
of the one-year ‘‘grace period’’ by preventing 
the contemporaneous work of an inventor’s 
co-workers or research partners from being 
cited as a basis for barring the inventor from 
obtaining a patent. 


The consequence of placing this collection 
of inventor-friendly features into S. 23 is 
that, once a U.S. inventor publishes or other-
wise makes a public disclosure of his or her 
inventions, the potential for interloping is 
entirely removed and the ability of the pub-
licly-disclosing inventor to patent the dis-
closed invention is fully preserved during a 
one-year ‘‘grace period.’’ The public disclo-
sure by U.S. small business or other U.S.- 


based small entity, for example, is a bar to 
anyone else seeking a patent, not only on 
the publicly disclosed subject matter, but on 
any trivial or obvious variations of it. Simi-
larly, once a U.S. inventor initially files a 
patent application (even a provisional one) 
that subsequently forms the basis for a pub-
lished patent application or patent, the same 
protections against competitor efforts to 
patent the inventor’s prior-disclosed work 
apply. 


How can Congress accomplish all of this 
good for the country? Enact S. 23! 


Reverse the WTO’s impact, end interloping 
threats, and protect U.S. inventors. 


NATIONAL ASSOCIATION 
OF MANUFACTURERS, 


March 2, 2011. 
U.S. SENATE, 
Washington, DC. 


DEAR SENATOR: The National Association 
of Manufacturers (NAM), the nation’s largest 
industrial trade association representing 
small and large manufacturers in every in-
dustrial sector and in all 50 states, urges you 
to oppose amendment 133 offered by Sen. 
Dianne Feinstein (D-CA) to S. 23, The Amer-
ica Invents Act. 


The amendment would remove a key provi-
sion in S. 23, The America Invents Act, 
which is strongly supported by manufactur-
ers, the creation of a ‘‘first-inventor-to-file’’ 
system. 


The NAM supports transitioning the 
United States from a ‘‘first-to-invent’’ sys-
tem to a ‘‘first-to-file’’ system to eliminate 
unnecessary cost and complexity in the U.S. 
patent system. Manufacturers large and 
small operate in the global marketplace and 
the United States needs to move toward a 
system that will provide more patent protec-
tion around the world for our innovative 
member companies. The ‘‘first-to-file’’ provi-
sion currently included in S. 23 achieves this 
goal. 


Thank you for your consideration and your 
support for the ‘‘first-to-file’’ system. 


Sincerely, 
DOROTHY COLEMAN. 


Mr. COBURN. Mr. President, I want 
to thank all of the cosponsors who 
joined in support of my amendment, 
particularly Senators BOXER and 
GRASSLEY, who recognized the impor-
tance of this amendment for the proper 
functioning of the PTO and for the un-
derlying legislation. Furthermore, I 
want to thank Chairman LEAHY and 
Ranking Member GRASSLEY for includ-
ing my amendment in the managers’ 
amendment to the patent reform legis-
lation. 


Our Founding Fathers recognized the 
value that intellectual property pro-
vides to this country and sought to 
protect innovation as they did physical 
property. Article I, section 8 of our 
Constitution states ‘‘The Congress 
shall have power . . . to promote the 
progress of science and useful arts, by 
securing for limited times to authors 
and inventors the exclusive right to 
their respective writings and discov-
eries.’’ 


It is necessary for the Federal Gov-
ernment to protect and enforce intel-
lectual property rights domestically 
and internationally. Intellectual prop-
erty is important to our country, busi-
nesses and individual rights holders, 
and I believe a strong patent system is 
one crucial element in maintaining our 
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country’s leadership in innovation, in-
vention and investments. While I do be-
lieve it is the goal of this patent re-
form legislation to strengthen and im-
prove our patent system, I do not be-
lieve that such goals are possible with-
out reform to the financial crisis fac-
ing the patent office. 


My amendment would provide an im-
mediate solution to this crisis. The 
amendment creates a lockbox—a new 
revolving fund at the Treasury—where 
user fees that are paid to the PTO for 
a patent or a trademark go directly 
into the revolving fund for PTO to use 
to cover its operating expenses. Con-
gress would not have the ability to 
take those fees and divert them to 
other general revenue purposes. 


I do not think everyone in this body 
understands what it means for the PTO 
to be a wholly fee-supported agency. 
PTO does not receive any taxpayer 
funds. PTO receives fees through the 
payment of patent and trademark user 
fees—fees paid by small inventors, 
companies and universities to protect 
their ideas and technology. While those 
that pay these fees expect efficiency 
and quality from the PTO, they do not 
receive it. Because of the current PTO 
funding structure—where PTO user 
fees are deposited into the Treasury, 
but PTO is then required to ask for an-
nual appropriations—Congress, who 
only has authority over taxpayer 
funds, maintains control over the user- 
funded PTO. When PTO’s fee income is 
greater than what Congress provides 
via appropriations, we spend the ‘‘ex-
cess’’ on other general revenue pur-
poses. As a result, those that pay to 
use the patent system are not receiving 
the quality service they deserve. 


It is more than mere coincidence 
that the two major problems at the 
PTO, (1) the growing number of 
unexamined patent applications or 
‘‘backlog,’’ and (2) the increased time 
it takes to have a patent application 
examined or ‘‘pendency,’’ are the result 
of a ‘‘lack of connection between the 
monies flowing into the agency and 
those available for expenditure.’’ In 
fact, the latest data from the PTO 
shows that the patent processing back-
log is almost 26 months. That is, it 
takes 26 months for the patent exam-
iner to even pick up the application to 
take his ‘‘first action.’’ Total overall 
pendency—from filing to final action— 
is approximately 35 months. The PTO 
also states the total number of patent 
applications pending is over 1.16 mil-
lion, with over 718,000 of those waiting 
for a patent examiner to take his first 
action. One of the primary reasons for 
these incredibly long waiting periods is 
a lack of resources at the PTO. By pro-
viding a permanent end to fee diver-
sion, Congress has the ability to con-
tribute greatly to the enhanced effi-
ciency of this agency. 


This is not the first time Congress 
has been confronted with its diversion 
of PTO user fees. Since the early 1980s, 
Congress has addressed issues related 
to this issue. Beginning in the late 


1990s, our own congressional reports 
have documented the problems with fee 
diversion from the PTO, and the dom-
ino effect it has on PTO’s efficient op-
eration. 


In 1997, the House Report on the Pat-
ent and Trademark Office Moderniza-
tion Act stated: ‘‘Unfortunately, expe-
rience has shown us that user fees paid 
into the surcharge account have be-
come a target of opportunity to fund 
other, unrelated, taxpayer-funded gov-
ernment programs. The temptation to 
use the surcharge, and thus a signifi-
cant portion of the operating budget of 
the PTO, has proven increasingly irre-
sistible, to the detriment and sound 
functioning of our nation’s patent and 
trademark systems . . . this, of course, 
has had a debilitating impact on the 
[PTO].’’ 


It is disturbing to me, and should be 
to all Members, that many of the same 
practices that this 1997 report notes as 
those that suffer from lack of con-
sistent PTO funding still occur today— 
14 years later. 


Yet Congress continued to grapple 
with PTO’s funding problem into the 
early 2000s. In 2003, the House noted in 
its report on the Patent and Trade-
mark Fee Modernization Act that ‘‘by 
denying PTO the ability to spend fee 
revenue in the same fiscal year in 
which it collects the revenue, an equiv-
alent amount may be appropriated to 
some other program without exceeding 
their budget caps. Although the money 
is technically available to PTO the fol-
lowing year, it has already been 
spent.’’ In 2007, I offered a different 
version of my current amendment to 
patent reform legislation considered by 
the Judiciary Committee. My amend-
ment passed without opposition. Last 
year, I offered this amendment in the 
Judiciary Committee, and it was tabled 
by a vote of 10–9. Yet, in 2008, this body 
adopted by unanimous consent an 
amendment by Senator HATCH to the 
fiscal year 2009 budget resolution that 
condemns the diversion of funds from 
the PTO. 


Clearly, for more than a decade, both 
Houses of Congress have recognized 
that many of the efficiency and oper-
ational problems at the PTO could be 
remedied by giving the PTO authority 
over its own fee collections. However, 
we have yet to take the responsibility 
to relinquish the control over these 
user fees that we think we deserve. In 
fact, in the current arrangement, Con-
gress cannot resist the temptation to 
take what is not ours and divert it to 
nonpatent related functions. This is es-
pecially tempting during bad economic 
times, which we have recently been ex-
periencing. Such an arrangement flies 
in the face of logic, commonsense 
budgeting and overwhelming support 
from the entire patent industry for 
providing the PTO with a consistent 
source of funding. Ending fee diversion 
is one of the only areas of 100 percent 
agreement within an industry that has 
often been divided on other issues in 
this bill. My amendment is supported 


by: PTO; Intellectual Property Owners 
Association, IPO; American Intellec-
tual Property Law Association, 
AIPLA; International Trademark Asso-
ciation, INTA; The 21st Century Coali-
tion; Coalition for Patent Fairness, 
CPF; Innovation Alliance; American 
Bar Association, ABA; U.S. Chamber of 
Commerce; Wisconsin Alumni Research 
Foundation, WARF; BIO; Intellectual 
Ventures; National Treasury Employ-
ees Union, NTEU; Intel; and IBM. 


The PTO cannot effectively manage 
the changes made in this legislation 
without permanent access to its user 
fees. I agree that there are aspects of 
the patent system that need to be up-
dated and modernized to better serve 
those that use the PTO, and this bill 
makes reforms to the current patent 
system. In fact, one of those changes 
involves giving the PTO fee setting au-
thority. Section 9 of the bill states 
that the PTO shall have authority to 
set or adjust any fee established or 
charged by the office provided that the 
fee amounts are set to recover the esti-
mated cost to the PTO for its activi-
ties. This is a great provision to put in 
the bill, but it is only one side of the 
funding story. In fact, providing the 
PTO with fee setting authority alone is 
at odds with the way Congress cur-
rently funds the PTO. If I were the 
PTO director, why would I take advan-
tage of this provision by increasing 
fees to a point where I think they 
would cover my operational costs, 
when I know that Congress has the 
ability to take whatever it wants of 
those increased fees and spend it on 
something other than what I budgeted 
those fees to cover? 


In fact, PTO Director Kappos has spe-
cifically commented on fee diversion at 
the PTO. During his confirmation hear-
ing in 2009, Director Kappos stated in 
his testimony that the PTO faces many 
challenges and one of the most imme-
diate is ‘‘the need for a stable and sus-
tainable funding model.’’ In his private 
meeting with me prior to his hearing, 
he discussed his experience as a high- 
level manager, officer and counsel at 
IBM. He acknowledged that, despite 
the vast knowledge and experience that 
he can bring to the PTO, he could not 
run PTO efficiently without access to 
sustainable funding. 


In March 2010, Director Kappos ap-
peared before the House CJS Appro-
priations Subcommittee and stated the 
PTO was likely to collect at least $146 
million more than its 2010 appropria-
tion. He was right, and in July 2010, the 
PTO had to ask for more funds from 
Congress in separate legislation, but it 
was only given $129 million. As a re-
sult, PTO ended up collecting at least 
$53 million above that amount, which 
it could not access. 


In April 2010, Director Kappos made 
similar comments at a meeting in 
Reno, NV. When discussing the pending 
Senate legislation, Director Kappos 
stated, ‘‘I am going to make USPTO 
much better whether we get new legis-
lation or not . . . There is more than 
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one way to solve our problems. Lack of 
funding is a real issue . . . It’s very 
hard to cut down on a huge backlog 
with a lack of funding . . . Lack of 
funding hits you at every corner at the 
USPTO. Just do the math . . . We’ll all 
be dead and gone by the time we get rid 
of the backlog of appeals at the current 
rate. It is so overwhelming and it all 
comes down to the resources you need. 
It comes down to money.’’ 


In January 2011, Director Kappos ap-
peared at a House Judiciary Committee 
PTO Oversight hearing. He stated, ‘‘un-
certainty about funding constrained 
our ability to hire or allow examiners 
to work overtime on pending applica-
tions during the last year.’’ 


It baffles me that these comments 
have not been heeded by Congress. Di-
rector Kappos believes much progress 
can be made without legislation as 
long as there is a sustainable funding 
model. 


Similar words appear in the House 
Report on the 2003 Patent and Trade-
mark Fee Modernization Act: ‘‘While 
the agency has demonstrated a com-
mitment to embrace top-to-bottom re-
form consistent with congressional 
mandates, it is equally clear that PTO 
requires additional revenue to imple-
ment these changes.’’ Yet, our PTO di-
rector, who has incredible plans for 
this agency, cannot accomplish those 
due to revenue shortfalls that have 
plagued the agency for decades—a 
problem Congress has the ability to 
permanently fix. 


Congress has not ended its diversion 
of fees from the PTO. 


On a regular basis, from 1992 to 2004, 
the amount Congress ‘‘allowed’’ the 
PTO to keep via appropriations was 
less than the fees PTO collected. At the 
height of this problem in 1998, Congress 
withheld $200 million from the PTO and 
diverted it to other general revenue 
purposes. As recently as 2004, Congress 
diverted $100 million from the PTO, in 
2007, it was $12 million, and in 2010, it 
was $53 million. In total, since 1992, 
Congress has diverted more than $800 
million that the PTO will never be able 
to recover. 


Now, beyond the concern that appro-
priators have with relinquishing con-
trol over PTO funding, some might say 
that the practice of fee diversion has 
ended in recent years, making this 
amendment unnecessary. Under public 
pressure from numerous sectors of the 
American innovation industry, in 2005 
and 2006 and 2008 and 2009, it is true 
Congress gave PTO all of the funds it 
estimated in its budget request. So, 
some argue that no permanent solution 
to PTO fee diversion is necessary be-
cause of Congress’s proven restraint. 


However, it is not entirely true that 
all fee diversion has ended. First, it is 
inaccurate to say there has been no fee 
diversion since 2004. According to the 
PTO, $12 million was diverted in 2007, 
and $53 million in 2010—a type of diver-
sion slightly different from the past. 
From 1992–2004, PTO provided an esti-
mate of its fees, but appropriators di-


verted funds by appropriating to the 
PTO less than its estimate and apply-
ing the difference to other purposes. In 
2007 and 2010, PTO provided its esti-
mate and, it is true, appropriators pro-
vided an amount equal to that esti-
mate. But, PTO collected more than 
what appropriators gave them, and 
those fees were diverted to other pur-
poses rather than being returned to 
PTO the following year. Without access 
to those funds, PTO lost $12 million in 
2007 and $53 million 2010, for a total of 
$65 million. 


Second, Congress has engaged in 
‘‘soft diversion’’ of PTO funds through 
earmarking PTO fees. From 2005–2010, 
appropriators directed PTO to spend its 
user fees on specific, earmarked items 
in appropriations bills totaling over $29 
million. Such items included: $20 mil-
lion for ‘‘initiatives to protect U.S. in-
tellectual property overseas;’’ $1.75 
million for the National Intellectual 
Property Law Enforcement Coordina-
tion Council, NIPLECC; $8 million for 
PTO to participate in a cooperative 
with a nonprofit to conduct policy 
studies on the activities of the UN and 
other international organizations, as 
well as conferences. While we all agree 
it is important to protect intellectual 
property rights abroad, PTO should be 
able to have discretion to decide how 
much of its budget should be directed 
for those purposes. 


Third, the PTO faces a huge backlog 
of unexamined patents, as well as an 
enormous patent pendency problem for 
those applications already being proc-
essed. Fee diversion from the PTO has 
exacerbated these waiting periods 
through a congressional Ponzi-scheme. 
Even if we were to accept that fee di-
version stopped in 2005, CBO states that 
approximately $750 million was di-
verted from 1992–2007. With the addi-
tion of the $53 million diverted last 
year, the PTO has lost over $800 mil-
lion due to fee diversion. Thus, PTO 
has been constantly trying to recover 
from years of a ‘‘starvation funding 
diet.’’ 


So, when the PTO presents a budget 
of what it needs to process applications 
in the next 1-year period, that money 
is actually going towards processing 
applications sitting in the backlog. As 
a result, Congress is really not pro-
viding PTO with what it needs for the 
year in which it receives appropria-
tions. Rather, it is giving short-shrift 
to the current year’s needs because 
PTO must apply its fees not to the in-
ventor who submitted his application 
this year, but to those who paid and 
submitted applications years ago. 


Lack of funding is exacerbated under 
a continuing resolution. In fact, PTO’s 
lack of access to its user fees is further 
amplified in a year with a continuing 
resolution, such as this fiscal year. 
Under this CR, the PTO can only spend 
at the level given to it by the Appro-
priations Committee in 2010, which is 
approximately $1.5 million per day less 
than the President’s fiscal year 2011 
budget request. 


PTO already has to wait on year-to- 
year funding that may not materialize, 
and under a CR the problem is worse 
since PTO cannot get access to their 
fees until the CR is lifted. In January, 
the PTO Director noted at the House 
Judiciary PTO oversight hearing, ‘‘our 
spending authority under the con-
tinuing funding resolutions and the 
lack of a surcharge assessment through 
early March, however, represent fore-
gone revenue of approximately $115 
million as compared to what was pro-
posed in the President’s fiscal year 2011 
budget request.’’ 


Thus, under the House-proposed CR, 
without a specific provision inserted to 
allow the PTO to collect all of the fees 
it collects, PTO will not be able to ac-
cess its future fee collections. My 
amendment would solve this problem 
of constantly using time and resources 
at both the PTO and Congress to en-
sure the PTO receives the funding it 
deserves and does not suffer from 
Congress’s inability to properly fund 
the government. 


As the above problems show, even 
without direct diversion, PTO still 
faces the possibility of having its fees 
diverted by other means. Thus, while I 
recognize that some effort has been 
made by Congress, it is no consolation 
to me or to the PTO Director that, in 
recent years, appropriators have ‘‘re-
strained’’ themselves and provided the 
PTO with all of the fees that it col-
lected. ‘‘But, such recent restraint does 
not guard against future diversion.’’ 


In 2007, the American Intellectual 
Property Law Association stated in a 
letter to House Speaker NANCY PELOSI, 
‘‘there is nothing to prevent the dev-
astating practice of fee diversion from 
returning . . . While everyone wishes 
for a more rapid recovery by the Office, 
it must be remembered that the cur-
rent situation is the result of a 12 year 
starvation funding diet. It will take 
permanent, continued full funding of 
the USPTO . . . to overcome these 
challenges.’’ 


An amendment to permanently end 
fee diversion is the only effective rem-
edy. The only true solution to the 
problem of PTO fee diversion that will 
give solace to those in the patent com-
munity and to the PTO Director is a 
permanent end to fee diversion so the 
PTO can effectively and efficiently 
budget for its future operational needs. 


The President’s fiscal year 2012 Budg-
et also supports a sustainable funding 
model for the PTO. It states, ‘‘another 
immediate priority is to implement a 
sustainable funding model that will 
allow the agency to manage fluctua-
tions in filings and revenues while sus-
taining operations on a multi-year 
basis. A sustainable funding model in-
cludes: (1) ensuring access to fee collec-
tions to support the agency’s objec-
tives; [and] (2) instituting an interim 
patent fee increase. . . .’’ 


In fact, as I stated earlier, in 2008, 
this body approved, by unanimous con-
sent, an amendment to the 2009 budget 
resolution by Senator HATCH that con-
demns the diversion of funds from the 
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PTO. My amendment is in the same 
vein—if we will vote to condemn fee di-
version, we should also vote to remedy 
the problem. 


I believe we cannot have true patent 
reform without ending fee diversion 
and providing the PTO with a perma-
nent, consistent source of funding, 
which is why I believe very strongly 
that this amendment should be adopt-
ed. As my colleague Senator HATCH so 
effectively stated in Judiciary Com-
mittee markup this year, ‘‘fee diver-
sion is nothing less than a tax on inno-
vation.’’ 


Finally, I would like to point out 
that nothing in this amendment allows 
the PTO to escape congressional over-
sight and accountability. You have all 
heard me talk about the need for more 
transparency in all areas of our govern-
ment, and this is no exception. Enact-
ing this amendment will not put the 
PTO on ‘‘auto-pilot’’ or reduce over-
sight of PTO operations. In fact, the 
amendment requires extensive trans-
parency and accountability from the 
PTO, giving Congress plenty of oppor-
tunities to conduct vigorous oversight. 


My amendment provides four dif-
ferent methods by which Congress will 
hold PTO accountable: (1) an annual re-
port, (2) an annual spending plan to be 
submitted to the Appropriations Com-
mittees of both Houses, (3) an inde-
pendent audit, and (4) an annual budget 
to be submitted to the President each 
year during the budget cycle. Further-
more, nothing in this amendment 
changes the current jurisdiction of any 
congressional committee, Appropria-
tions or Judiciary, to call PTO before 
it to demand information, answers and 
accountability. In fact, it has the po-
tential to yield more information to 
Congress via the four reporting re-
quirements than provided by other 
agencies. 


This amendment is not about author-
izers versus appropriators, but rather 
it is about giving the PTO and its very 
capable and experienced director the 
opportunity to improve the agency and 
provided top-notch service to PTO ap-
plicants. It is also about making over-
sight of the PTO a priority for all com-
mittees of jurisdiction. It is about 
stimulating our economy because when 
the PTO is fully funded, patents are ac-
tually granted, which creates jobs in 
new companies and in the development 
and marketing of innovative new prod-
ucts. It is about fulfilling our responsi-
bility to ensure efficiency, account-
ability and transparency in our govern-
ment so that we reduce our deficit and 
provide our grandchildren relief from 
the immense financial burden they cur-
rently bear. 


Thus, to truly reform the patent sys-
tem in this country, more than any 
legislation, it is necessary for the PTO 
to be able to permanently and consist-
ently access the user fees—not tax-
payer funds—it collects. Therefore, I 
urge my colleagues to support this 
amendment. 


Mr. BAUCUS. Mr. President, I want 
to take a few minutes to explain in de-


tail the tax strategy patent provision 
in the pending patent reform legisla-
tion that was drafted jointly by Judici-
ary Committee Ranking Member 
CHUCK GRASSLEY and me. As chairman 
of the Senate Finance Committee, I am 
concerned by the growth in the number 
of patents that have been sought and 
issued for tax strategies for reducing, 
avoiding, or deferring a taxpayer’s tax 
liability. Section 14 of S. 23 would pre-
vent the granting of patents on these 
tax strategies so that the Internal Rev-
enue Code can be applied uniformly 
while balancing the critical need to 
protect intellectual property. 


Let me explain. Our Federal tax sys-
tem relies on the voluntary compliance 
of millions of taxpayers. In order for 
the system to work, the rules must be 
applied in a fair and uniform manner. 
To that end, everyone has the right to 
arrange financial affairs so as to pay 
the minimum amount legally required 
under the Internal Revenue Code. 


Patents granted on tax strategies 
take away this right and undermine 
the integrity and fairness of the tax 
system. These patents have been on 
ideas as simple as funding a certain 
type of tax-favored trust with a spe-
cific type of financial product or calcu-
lating the ways to minimize the tax 
burden of converting to an alternative 
retirement plan. Rather than allowing 
these tax planning approaches to be 
available to everyone, these patents 
give the holder the exclusive right to 
exclude others from the transaction or 
financial arrangement. As a result, 
they place taxpayers in the undesirable 
position of having to choose between 
paying more than legally required in 
taxes or paying a royalty to a third 
party for use of a tax planning inven-
tion that reduces those taxes. 


The patentability of tax strategies 
also adds another layer of complexity 
to the tax laws by requiring taxpayers 
or their advisors to conduct patent 
searches and exposing them to poten-
tial patent infringement suits. And, in 
situations where a patent is obtained 
on a tax shelter designed to illegally 
evade taxes, the fact that a patent was 
granted may mislead unknowing tax-
payers into believing that the strategy 
is valid under the tax law. 


Section 14 of S. 23 addresses these 
concerns by providing that any strat-
egy for reducing, avoiding, or deterring 
tax liability, whether known or un-
known by anyone other than the inven-
tor at the time of the invention or ap-
plication for patent, will be deemed in-
sufficient to differentiate a claimed in-
vention from the prior art for purposes 
of evaluating an invention under sec-
tion 102 or under section 103 of the Pat-
ent Act. Applicants will not be able to 
rely on the novelty or nonobviousness 
of a tax strategy embodied in their 
claims in order to distinguish their 
claims from prior art. The ability to 
interpret the tax law and implement 
such interpretations remains in the 
public domain, available to all tax-
payers and their advisers. 


Under the provision, the term ‘‘tax 
liability’’ refers to any liability for a 
tax under any Federal, State, or local 
law, or law of any foreign jurisdiction, 
including any statute, rule, regulation, 
or ordinance that levies, imposes, or 
assesses such tax liability. 


Generally, tax strategies rely on tax 
law to produce the desired outcome; 
that is, the reduction, avoidance, or de-
ferral of tax liability. Tax law can in-
clude regulations or other guidance, as 
well as interpretations and applica-
tions thereof. Inventions subject to 
this provision would include, for exam-
ple, those especially suitable for use 
with tax-favored structures that must 
meet certain requirements, such as em-
ployee benefit plans, deferred com-
pensation arrangements, tax-exempt 
organizations, or any other entities or 
transactions that must be structured 
or operated in a particular manner to 
obtain certain tax consequences. The 
provision applies whether the effect of 
an invention is to aid in satisfying the 
qualification requirements for the de-
sired tax-favored entity status, to take 
advantage of the specific tax benefits 
offered in a tax-favored structure, or to 
allow for tax reduction, avoidance, or 
deferral not otherwise automatically 
available to such entity or structure. 


Inventions can serve multiple pur-
poses. In many cases, however, the tax 
strategy will be inseparable from any 
other aspect of the invention. For ex-
ample, a structured financial instru-
ment or arrangement that reduces the 
after-tax cost of raising capital or pro-
viding employee benefits is within the 
scope of the provision, even if such in-
strument or arrangement has utility to 
issuers, investors, or other users that is 
independent of the tax benefit con-
sequences. No taxpayer should be pre-
cluded from using such an instrument 
or arrangement to obtain any reduc-
tion, avoidance, or deferral of tax that 
attends it. 


At the same time, there may be situ-
ations in which some aspects of an in-
vention are separable from the tax 
strategy. For example, a patent appli-
cation may contain multiple claims. In 
this case, any claim that encompasses 
a tax strategy will be subject to the 
provision and the novelty or non-
obviousness of the tax strategy will be 
deemed insufficient to differentiate 
that claim from the prior art. However, 
any other claim that does not involve a 
tax strategy would not be subject to 
the provision. In such a case, if the in-
vention includes claims that are sepa-
rable from the tax strategy, such 
claims could, if otherwise enforceable, 
be enforced. 


The mere fact that any computations 
necessary to implement an invention 
that is a strategy for reducing, avoid-
ing, or deferring tax liability are done 
on a computer, or that the invention is 
claimed as computer implemented, 
does not exclude the strategy from the 
provision. In such a case, the claims, if 
separable from the tax strategy, would 
be evaluated under sections 102 and 103 
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without regard to the tax strategy. If 
those nontax related and separable 
claims still met the requirements for 
patentability, a patent would issue, but 
not on the tax strategy. 


The provision is not intended to deny 
patent protection for inventions that 
do not comprise or include a business 
method. For example, an otherwise 
valid patent on a process to distill eth-
anol would not violate the rule set 
forth in this provision merely because 
a tax credit for the production of eth-
anol for use as a fuel may be available. 
Similarly, the mere fact that imple-
mentation of an otherwise patentable 
invention could result in reduced con-
sumption of products subject to an ex-
cise tax would not make the invention 
subject to this provision. 


The provision is also not intended to 
deny patent protection for tax return 
preparation software that is used sole-
ly for preparing a tax or information 
return or other tax filing, including 
one that records, transmits, transfers, 
or organizes data related to such filing. 
Similar to the review of computer-im-
plemented strategies, such software 
would still be entitled to patent protec-
tion to the extent otherwise patent-
able. Such patents, however, could not 
preclude non-users of such software 
from implementing any tax strategy. 
No inference is intended as to whether 
any software is entitled under present 
law to patent protection as distinct 
from copyright protection. Nor is an 
inference intended as to whether any 
particular strategy for reducing, avoid-
ing, or deferring tax liability is other-
wise patentable under present law. 


In general, the U.S. Patent and 
Trademark Office may seek advice and 
assistance from Treasury and the IRS 
to better recognize tax strategies. Such 
consultation should help ensure that 
patents do not infringe on the ability 
of others to interpret the tax law and 
that implementing such interpreta-
tions remains in the public domain, 
available to all taxpayers and their ad-
visors. 


The practical result of this provision 
is that no one can be granted an exclu-
sive right to utilize a tax strategy. The 
provision is intended to provide equal 
access to tax strategies. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER (Mr. 
FRANKEN). The clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. REID. Mr. President, I ask unan-
imous consent that the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


CLOTURE MOTION 


Mr. REID. Mr. President, I have a 
cloture motion at the desk. 


The PRESIDING OFFICER. The clo-
ture motion having been presented 
under rule XXII, the Chair directs the 
clerk to read the motion. 


The legislative clerk read as follows: 


CLOTURE MOTION 


We, the undersigned Senators, in accord-
ance with the provisions of rule XXII of the 
Standing Rules of the Senate, hereby move 
to bring to a close debate on S. 23, the Amer-
ica Invents Act. 


Harry Reid, Patrick J. Leahy, Debbie 
Stabenow, John F. Kerry, Jeanne 
Shaheen, Christopher A. Coons, Tom 
Harkin, Mark Begich, Jeff Bingaman, 
Al Franken, Kay R. Hagan, Michael F. 
Bennet, Richard Blumenthal, Sheldon 
Whitehouse, Amy Klobuchar, Bill Nel-
son, Benjamin L. Cardin, Richard J. 
Durbin. 


Mr. REID. Mr. President, I ask unan-
imous consent that the vote on the mo-
tion to invoke cloture occur imme-
diately upon disposition of the judicial 
nominations in executive session on 
Monday, March 7; further, that the 
mandatory quorum under rule XXII be 
waived. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


MORNING BUSINESS 


Mr. REID. Mr. President, I ask unan-
imous consent that the Senate proceed 
to a period of morning business, with 
Senators permitted to speak therein 
for up to 10 minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


RECOGNIZING THE GOVERNMENT 
PRINTING OFFICE 


Mr. REID. Mr. President, I rise today 
to recognize the Government Printing 
Office, GPO, on the occasion of its 
150th anniversary. GPO opened its 
doors on March 4, 1861, the same day 
President Abraham Lincoln took the 
oath of office. Since then GPO has used 
ever changing technologies to produce 
and deliver government information 
for Congress, Federal agencies, and the 
public. GPO plays a vital role in pro-
viding the printed and electronic docu-
ments necessary for Congress to con-
duct its legislative business. 


I ask my colleagues to join me in 
congratulating the GPO on its 150th 
anniversary. 


f 


REMEMBERING LEONARD TRUMAN 
‘‘BUCK’’ FERRELL 


Mrs. MCCASKILL. Mr. President, 
today I pay tribute to a patriot, a busi-
nessman, a loyal father, and an Amer-
ican hero. Though Leonard Truman 
Ferrell—‘‘Buck’’ to his many family 
and friends—was laid to rest at Arling-
ton Cemetery this morning, I know 
that his legacy lives on in the commu-
nity that he helped build, the family 
that he nurtured, and the soldiers with 
whom he served. Today I would like to 
take a few moments to honor Buck’s 
life and the contributions he made to 
his community. 


Born and raised in southeast Mis-
souri, Buck was imbued from an early 
age with those quintessential Amer-
ican values so prevalent among the 
members of the Greatest Generation: 


integrity, service to others, determina-
tion, and an undying sense of patriot-
ism. Since Buck’s family didn’t have 
much money growing up, he learned at 
a young age to live within his means 
and to place little value on worldly 
possessions. ‘‘My father didn’t have a 
lot of worldly goods,’’ Buck once said, 
‘‘but he was a rich man in character.’’ 
I know I speak for many when I say 
that Buck, first and foremost, was also 
a man rich in character. 


Buck was also a patriot of the high-
est order. Having served in the U.S. 
Army during the Korean war, he fought 
for 2 years on the Korean Peninsula 
and earned, among other decorations, 
the Combat Infantry Badge, the Presi-
dential Unit Citation, two Silver Stars, 
and two Purple Hearts. Wounded mul-
tiple times, Buck never faltered and 
steadfastly manned his post, whether 
in a frontline foxhole or as a heavy 
weapons trainer for new recruits. In 
light of his outstanding service, Buck 
was even offered a battlefield commis-
sion. Though he chose not to accept 
the commission, Buck returned home 
and remained an active member in a 
number of veterans’ organizations, like 
the American Legion and the Veterans 
of Foreign Wars, for the rest of his life. 
Never forgetting the country that he 
fought to protect, he raised—every 
morning—an American flag in his front 
yard. 


As you can guess, Buck’s dedication 
to others and stalwart work ethic con-
tinued long after his military service 
ended. For 25 years, he worked at the 
McCrate Equipment store in 
Caruthersville, MO, and retired as the 
general manager. As a member and 
former deacon at First Baptist Church, 
Buck helped sustain a thriving con-
gregation, and he also took on a num-
ber of leadership roles in the local Ma-
sonic Lodge and Kiwanis Club. His ex-
tensive community involvement 
earned him the Pioneer Heritage 
Award from the Pemiscot County His-
torical Society and recognition by the 
Missouri State Legislature for his en-
during impact in southeast Missouri. 


But even with all of these commit-
ments, Buck always had time for fam-
ily. He and his wife Patsy Malin Ferrell 
raised four wonderful children, were 
the beloved grandparents to four 
grandchildren, and one great-grand-
daughter. In fact, I can personally at-
test to the great job the Ferrells did 
with their children—their talented 
daughter Christy is currently an in-
valuable member of my staff and is 
seated along with many other members 
of the Ferrell family, in the gallery 
today. My prayers are with them all in 
this time of loss. 


Mr. President, I ask today that my 
fellow Senators join me in recognizing 
Buck Ferrell, not only because he was 
a great Missourian, but also because he 
embodied the true American values 
that have cemented American society 
for generations. Buck worked hard, 
served God, fought for his country, and 
loved his family. In short, he lived a 
life worth living. 
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Dr. Kossler taught at numerous high schools 


in the Los Angeles area and also held posi-
tions at East Los Angeles College, the Univer-
sity of Southern California, Pepperdine Univer-
sity, and Long Beach City College before serv-
ing as Vice President of PCC in 1988. Since 
then, he has served as a member of the 
Chancellor’s Task Force on the Community 
College Budget, the State Commission on Ath-
letics, and the Community College League’s 
Commission on Legislation and Finance. 
Along with his involvement in education, Dr. 
Kossler is also an active member in the Ro-
tary Club of Pasadena, the Pasadena Senior 
Center, and the YWCA. 


In October 1995, the Pasadena Area Com-
munity College District Board of Trustees ap-
pointed Dr. Kossler as the 10th President of 
PCC. Throughout his 12-year tenure as Presi-
dent, he advocated a vision that PCC would 
be a learning-centered institution that focused 
on improving the performance standards for 
students. Dr. Kossler aspired to increase the 
success of students in the completion of 
courses, number of degrees and certificates 
awarded, and the number of students transfer-
ring to 4-year institutions. 


I ask all Members to join with me in con-
gratulating Dr. James Kossler for his dedi-
cated service and commitment to the pro-
motion of education. I am sure that each per-
son positively affected by Dr. Kossler’s service 
will also join me in wishing him much joy in 
the years to come and thank him for his time, 
his energy, and his efforts. 


f 


PERSONAL EXPLANATION 


HON. BETTY McCOLLUM 
OF MINNESOTA 


IN THE HOUSE OF REPRESENTATIVES 


Wednesday, April 18, 2007 


Ms. McCOLLUM of Minnesota. Madam 
Speaker, I rise to state for the record that had 
I been present for the votes on H.R. 1677, the 
Taxpayer Protection Act, and H. Res. 196, 
supporting the goals and ideals of World 
Water Day, I would have voted in the affirma-
tive for both bills. I was unable to vote for H.R. 
1677 and H. Res. 196 because I was in an 
important meeting with constituents from Min-
nesota. 


f 


CELEBRATING WYNDMOOR HOSE 
CO. NO. 1’S CENTENNIAL ANNI-
VERSARY 


HON. ALLYSON Y. SCHWARTZ 
OF PENNSYLVANIA 


IN THE HOUSE OF REPRESENTATIVES 


Wednesday, April 18, 2007 


Ms. SCHWARTZ. Madam Speaker, I rise 
today to honor and congratulate the 
Wyndmoor Hose Company No.1 in Springfield 
Township, PA on celebrating its 100th Anni-
versary. Since 1907, volunteer firefighters 
have contributed their time, expertise, and in 
some cases, lives, to aid members of the 
Springfield community and surrounding areas. 
I am honored to represent them in Congress. 


In Philadelphia 271 years ago, Benjamin 
Franklin started the first fire department in 
America. Franklin’s brigade, comprised entirely 
of volunteers, was dedicated to looking out for 


their neighbors. Today volunteers constitute 
73 percent of all firefighters nationwide, and 
Franklin’s proud tradition of volunteerism is 
being continued by the brave men and women 
of Wyndmoor Hose Company just a few miles 
from where it began. 


This fire company began as an in-house fire 
brigade for the Nelson Valve Company. Over 
the years it evolved from tin hats and push 
carts to a Company of highly trained and moti-
vated individuals who have used their training 
in basic life support, firefighting, rescue, and 
hazardous materials containment to serve the 
public good everywhere from their own streets 
to Ground Zero in New York City after the at-
tacks of September 11, 2001. 


In the densely populated region of South-
eastern, P A, the Wyndmoor Hose Company 
protects residential areas, commercial busi-
nesses, professional offices, and industrial 
plants, including the United States Department 
of Agricultural research facility, and most im-
portantly the lives of the residents of Penn-
sylvania’s 13th District. As part of these ef-
forts, Wyndmoor has also established an ex-
cellent reputation for conducting educational 
programming to teach children and families 
the importance of fire safety. 


Madam Speaker, once again I congratulate 
all of the volunteers of the Wyndmoor Hose 
Company for their service, dedication, and 
sacrifice. I look forward to continuing our work 
together and ensuring another 100 years of 
success, safety and security. 


f 


COMMEMORATING THE 85TH ANNI-
VERSARY OF THE FOUNDING OF 
THE AMERICAN HELLENIC EDU-
CATIONAL PROGRESSIVE ASSO-
CIATION 


SPEECH OF 


HON. VITO FOSSELLA 
OF NEW YORK 


IN THE HOUSE OF REPRESENTATIVES 


Monday, April 16, 2007 


Mr. FOSSELLA. Mr. Speaker, I rise today to 
recognize the American Hellenic Educational 
Progressive Association on the auspicious oc-
casion of the 85th Anniversary of its founding. 
For nearly a century, AHEPA has been a lead-
ing organization of Greek-Americans, today 
representing 1.3 million individuals. 


On July 26, 1922 AHEPA was formed by 
eight visionary Greek immigrants to unite their 
community against discrimination, denigration, 
and violence perpetrated by hate groups such 
as the Ku Klux Klan. 


From its modest origins, AHEPA has grown 
into a bastion of philanthropy, education, hu-
manitarianism, and family life. Its members are 
patriotic, civic-minded Americans enriched with 
a deep respect and admiration for the heritage 
and culture of their homeland, Greece, the 
cradle of democracy. Their members have 
served bravely in the armed forces, worked 
diligently in civilian life, and been elected to 
every level of American government. 


Each year, AHEPA contributes more than 
two million dollars for scholarships, medical re-
search grants, and other charitable causes. 
Since the 1940s, when its health centers first 
opened their doors, AHEPA has become a 
world-class benefactor of improved health 
care. From the Cooley’s Anemia Foundation, 
which issues grants to medical researchers to 


find a cure for the disease to the Bone Marrow 
Registry, established to help match those in 
need of marrow with compatible donors, 
Americans enjoy superior medical facilities 
and treatment thanks in part to AHEPA’s as-
siduous efforts. 


Mr. Speaker, in closing I would like to ex-
tend my congratulations and thanks to the en-
tire AHEPA family, including the Daughters of 
Penelope, the Sons of Pericles, the Maids of 
Athena, and AHEPA’s chapters in Canada and 
Australia. May their next 85 years be as pro-
ductive and inspiring as the last. 


f 


CONGRATULATING THE GIRLS 
SOCCER TEAM AT THE COLONY 
HIGH SCHOOL 


HON. MICHAEL C. BURGESS 
OF TEXAS 


IN THE HOUSE OF REPRESENTATIVES 


Wednesday, April 18, 2007 


Mr. BURGESS. Madam Speaker, I rise 
today to congratulate the girls soccer team at 
The Colony High School on winning the class 
4A Girls Soccer State Championship. 


The Cougars of The Colony High School 
defeated Friendship High School by a score of 
1–0 to win the class 4A Girls Soccer State 
Championship on Saturday, April 14, 2007. 
Junior midfielder Amanda Fancher scored the 
winning goal on a 22-yard free kick near the 
end of the first half. Amanda was also named 
the championship game’s most valuable play-
er. 


The Colony finished the season with a 
record of 23–3–4, including shutouts in 11 of 
their final 12 games. The team has also beat-
en every soccer record ever set by the school. 


I would like to offer my sincerest congratula-
tions to coach Nicole Jund, the team, the par-
ents and all students of The Colony High 
School for their great achievement. I wish 
them success in the future, and I am very 
proud to have them in the 26th District of 
Texas. 


f 


THE PATENT REFORM ACT OF 2007 


HON. HOWARD L. BERMAN 
OF CALIFORNIA 


IN THE HOUSE OF REPRESENTATIVES 


Wednesday, April 18, 2007 


Mr. BERMAN. Madam Speaker, today, I in-
troduce ‘‘The Patent Reform Act of 2007’’, a 
product of both bicameral and bipartisan effort 
to reform the patent system to meet the chal-
lenges of the 21st century. I would especially 
like to thank Senator LEAHY for his dedication 
to addressing many of the inadequacies in our 
current patent system. Furthermore, I appre-
ciate my past and present partners in this 
area—especially Congressman RICK BOU-
CHER, with whom I’ve worked closely to in-
crease patent quality for the past several 
years, and Congressman LAMAR SMITH, who 
championed this issue last Congress. 


Introduction of this legislation follows a num-
ber of recent judicial opinions and many hear-
ings conducted over the past several years by 
the Subcommittee on Intellectual Property 
which ascertained that the current patent sys-
tem is flawed. Over the last 5 years, there 
have been numerous attempts to define the 
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challenges facing the patent system today. 
Among the most notable contributions to this 
discourse are the Patent and Trademark Of-
fice’s Twenty-First Century Strategic Plan, the 
Federal Trade Commission’s report entitled 
‘‘To Promote Innovation: The Proper Balance 
of Competition and Patent Law and Policy,’’ 
The National Research Council’s compilation 
of articles ‘‘A Patent System for the 21st Cen-
tury’’ and the book titled ‘‘Innovation and Its 
Discontents,’’ authored by two respected 
economists. These studies offer a number of 
recommendations for increasing patent quality 
and ensuring that patent protection pro-
motes—rather than inhibits—economic growth 
and scientific progress. Consistent with the 
goals and recommendations of those reports, 
and based on past patent bills, the Patent Re-
form Act contains a number of provisions de-
signed to improve patent quality, deter abusive 
practices by patent holders, provide meaning-
ful, low-cost alternatives to litigation for chal-
lenging the patent validity and harmonize U.S. 
patent law with the patent law of most other 
countries. 


Past attempts at achieving comprehensive 
patent reform have met with stiff resistance. 
However, the time to reform the system is way 
past due. The New York Times has noted, 
‘‘Something has gone very wrong with the 
United States patent system.’’ The Financial 
Times has stated, ‘‘It is time to restore the bal-
ance of power in U.S. patent law.’’ Therefore, 
we are introducing this bill as a first step to re-
storing the necessary balance in our patent 
system. 


I firmly believe that robust patent protection 
promotes innovation. However, I also believe 
that the patent system is strongest, and that 
incentives for innovation are greatest, when 
patents protect only those inventions that are 
truly innovative. When functioning properly, 
the patent system should encourage and en-
able inventors to push the boundaries of 
knowledge and possibility. If the patent system 
allows questionable patents to issue and does 
not provide adequate safeguards against pat-
ent abuses, the system may stifle innovation 
and interfere with competitive market forces. 


This bill represents our latest perspectives 
in an ongoing discussion about legislative so-
lutions to patent quality concerns, patent litiga-
tion abuses, and the need for harmonization. 
We have considered the multitude of com-
ments received concerning prior patent bills 
and over the course of numerous negotiations 
between the parties. We acknowledge that the 
problems are difficult and, as yet, without 
agreed-upon solutions. It is clear, however, 
that introduction and movement of legislation 
will focus and advance the discussion. It is 
also clear that the problems with the patent 
system have been exacerbated by a decrease 
in patent quality and an increase in litigation 
abuses. With or without consensus, Congress 
must act to address these problems. Thus, we 
introduce this bill with the intent of passage in 
the 110th Congress. 


There are a number of issues which we 
have chosen not to include in the bill, primarily 
because we hope they will be addressed with-
out the need for legislation. For instance, the 
Supreme Court recently resolved questions re-
garding injunctive relief. In that category, we 
include amendments to Section 271(f) and the 
obviousness standard as both issues are cur-
rently before the Supreme Court. If either of 
those issues are left unresolved, Congress 


may need to reevaluate whether to include 
them in a patent bill. 


The bill does contain a number of initiatives 
designed to harmonize U.S. law with the law 
of other countries, improve patent quality and 
limit litigation abuses, thereby ensuring that 
patents remain positive forces in the market-
place. I will highlight a number of them below. 


Section 3 converts the U.S. patent system 
from a first-to-invent system to a first-inventor- 
to file system. The U.S. is alone in granting 
priority to the first inventor as opposed to the 
first inventor to file a patent. There is con-
sensus from many global companies and aca-
demics that the switch in priority mechanisms 
provide the U.S. with greater international con-
sistency, and eliminate the costly and complex 
interference proceedings that are currently 
necessary to establish the right to obtain a 
patent. While cognizant of the enormity of the 
change that a ‘‘first inventor to file’’ system 
may have on many small inventors and uni-
versities, we have maintained a grace period 
to substantially reduce the negative impact to 
these inventors. However, we need to main-
tain an open dialogue to ensure that the pat-
ent system will continue to foster innovation 
from individual inventors. 


Section 5 addresses both the topic of appor-
tionment and wilfullness. Patents are provided 
to promote innovation by allowing owners to 
realize the value of their inventions. However, 
many have argued that recent case law has 
tilted towards overcompensation, which works 
against the primary goal of promoting innova-
tion. ‘‘Excessive damages awards effectively 
allow inventors to obtain proprietary interests 
in products they have not invented, promote 
patent speculation and litigation and place un-
reasonable royalty burdens upon producers of 
high technology products. Such consequences 
may ultimately slow the process of techno-
logical innovation and dissemination the patent 
system is intended to foster.’’ While preserving 
the right of patent owners to receive appro-
priate damages, the bill seeks to provide a for-
mula to ensure that the patent owner be re-
warded for the actual value of the patented in-
vention. 


Furthermore, this Section seeks to curb the 
unfair incentives that currently exist for patent 
holders who indiscriminately issue licensing 
letters. Patent proprietors frequently assert 
that another party is using a patented inven-
tion and for a fee, offer to grant a license for 
such use. Current law does little to dissuade 
patent holders from mailing such licensing let-
ters. Frequently these letters are vague and 
fail to identify the particular claims of the pat-
ent being infringed and the manner of infringe-
ment. In fact, the law tacitly promotes this 
strategy since a recipient, upon notice of the 
letter, may be liable for treble damages as a 
willful infringer. Section 5 addresses this situa-
tion by ensuring that recipients of licensing let-
ters will not be exposed to liability for willful in-
fringement unless the letter clearly states the 
acts that allegedly constitute infringement and 
identifies each particular patent claim to the 
product or process that the patent owner be-
lieves is being infringed. 


Section 6 provides a needed change to the 
inter-partes reexamination procedure. Unfortu-
nately, the inter-partes reexamination proce-
dure is rarely used, but the changes we intro-
duce should encourage third parties to make 
better use of the opportunity to request that 
the PTO Director reexamine an issued patent 


of questionable validity. Primarily though, Sec-
tion 6 creates a post-grant opposition proce-
dure. In an effort to address the questionable 
quality of patents issued by the USPTO, the 
bill establishes a check on the quality of a pat-
ent immediately after it is granted, or in cir-
cumstances where a party can establish sig-
nificant economic harm resulting from asser-
tion of the patent. The post-grant procedure is 
designed to allow parties to challenge a grant-
ed patent through a expeditious and less cost-
ly alternative to litigation. Many have ex-
pressed concerns about the possibility of har-
assment of patent owners who want to as-
sume quiet title over their invention. In an ef-
fort to address those concerns, the bill pro-
hibits multiple bites at the apple by restricting 
the cancellation petitioner to opt for only one 
window one time. The bill also requires that 
the Director prescribe regulations for sanctions 
for abuse of process or harassment. During 
the legislative process we will likely provide 
more statutory guidance for the Director in es-
tablishing regulations guiding the post-grant 
opposition. We appreciate that this is an ex-
tremely complicated and new procedure and 
therefore we look forward to working with var-
ious industries to ensure the proceeding is 
balanced, fair and efficient. Part of the goal of 
this Section is to also address the quality 
problem in patents which have already been 
issued and are at the heart of the patent re-
form discussion. 


Section 9 permits third parties a limited 
amount of time to submit to the USPTO prior 
art references relevant to a pending patent ap-
plication. Allowing such third party submis-
sions will increase the likelihood that exam-
iners have available to them the most relevant 
‘‘prior art,’’ thereby constituting a front-end so-
lution for strengthening patent quality. 


The bill also addresses changes to venue to 
address extensive forum shopping, provides 
for interlocutory appeals to help clarify the 
claims of the inventions early in the litigation 
process, establishes regulatory authority for 
the USPTO to parallel the authority of other 
agencies, and expands prior user rights to ac-
commodate in part for the switch to first-inven-
tor-to-file. 


When considering these provisions together, 
we believe that this bill provides a balanced 
package of reforms that successfully accounts 
for the interests of numerous stakeholders in 
the patent system, including individual inven-
tors, small enterprises, universities, and the 
varied industry groups, and that are necessary 
for the patent system to achieve its primary 
goal of advancing innovation. 


This bill is the latest iteration of a process 
started many years ago. Deserving of thanks 
are the many constitutional scholars, policy 
advocates, private parties, and government 
agencies that have and continue to contribute 
their time, thoughts, and drafting talents to this 
effort, including, of course, the legislative 
counsel. I am pleased that finally, we have a 
critical mass of interested parties who under-
stand the need for reform. 


Though we developed this bill in a highly 
deliberative manner, using many past bills as 
the foundation for the provisions, I do not want 
to suggest that it is a ‘‘perfect’’ solution. This 
bill is merely the first step in a process. Thus, 
I remain open to suggestions for amending the 
language to improve its efficacy or rectify any 
unintended consequences. Furthermore, there 
are a host of issues or varied approaches to 
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patent reform which are likely not even cov-
ered by the bill but may be considered at a 
later time. I hope to work with the many co-
sponsors and the diverse industry, university 
and inventor groups to reach further con-
sensus as we move this bill towards final pas-
sage. 


As I have said previously, ‘‘The bottom line 
in this is there should be no question that the 
U.S. patent system produces high quality pat-
ents. Since questions have been raised about 
whether this is the case, the responsibility of 
Congress is to take a close look at the func-
tioning of the patent system.’’ High patent 
quality is essential to continued innovation. 
Litigation abuses, especially ones committed 
by those which thrive on low quality patents, 
impede the promotion of the progress of 
science and the useful arts. Thus, we must act 
quickly during the 110th Congress to maintain 
the integrity of the patent system. 


f 


GLORIA MARSHALL—EDUCATOR 


HON. TED POE 
OF TEXAS 


IN THE HOUSE OF REPRESENTATIVES 
Wednesday, April 18, 2007 


Mr. POE. Madam Speaker, Gloria Marshall 
is the well-respected principal of Spring High 
School in my district. I am proud to know her 
because she has devoted her entire life to 
education and to the well-being of our Nation’s 
most important asset, our children. 


Not only do the students admire her, but the 
parents and faculty of Spring High School can-
not say enough about what she has done for 
the community. 


Approximately 33 years ago, after receiving 
her bachelor’s degree, Gloria took a teaching 
job for the nationally-recognized Spring Inde-
pendent School District. While teaching at the 
high school, she earned a master’s degree 
and later became principal. 


Gloria’s career has been highlighted by nu-
merous awards both locally and at the state 
level. She was named Teacher of the Year at 
Spring Elementary School in 1979. In 2003, 
Spring ISD named her Secondary Principal of 
the Year. On a state-wide basis, she was 
named 2002–2003 Principal of the Year by 
Texas Region IV Education Service Center. 


Under her guidance, The U.S. Department 
of Education has named Spring High School a 
‘‘Blue Ribbon School’’ and also honored them 
with ‘‘Drug Free School Recognition Awards.’’ 


Not only is she a top-notch administrator in 
the education field, she is a faithful community 
servant who believes in helping local charities. 
For example, her school holds an annual food 
drive for Spring Assistance Ministries during 
the Christmas holiday. She encourages her 
students to collect thousands of pounds of 
food for the organization and to take responsi-
bility in caring for their neighbors. 


Gloria has an unwavering commitment to 
teach young people how to be responsible citi-
zens and people of character. 


The students of Spring High School are very 
fortunate to have such a dedicated principal 
who always has a positive attitude and com-
mitment to excellence. She is a remarkable 
educator and an inspiration to all of us. That’s 
Just the way it is! 


INTRODUCING THE CATHERINE 
SKIVERS CURRENCY FOR ALL ACT 


HON. FORTNEY PETE STARK 
OF CALIFORNIA 


IN THE HOUSE OF REPRESENTATIVES 
Wednesday, April 18, 2007 


Mr. STARK. Madam Speaker, I rise today to 
introduce the Catherine Skivers Currency for 
All Act. 


This bill would finally make the United 
States’ paper currency accessible to blind and 
visually impaired Americans. Of the more than 
180 countries in the world that issue their own 
banknotes, only the U.S. prints identical bills 
for every denomination. As a result, millions of 
Americans with visual impairments cannot rec-
ognize various denominations and may have 
difficulty using paper money. This legislation 
would, at long last, make our currency acces-
sible to all. 


Thanks to a recent court case, the inacces-
sibility of American currency has received sig-
nificant national attention. In November, a fed-
eral court agreed with the American Council of 
the Blind that the current size and shape of 
bills violates the Rehabilitation Act, which pro-
hibits the government from discriminating 
against people with disabilities. 


The Treasury Department is appealing the 
decision. But Congress has the ability to do 
the right thing before the appeal is heard. I 
first introduced this bill in 1979 and think it is 
embarrassing that, more than 25 years later, 
blind Americans had to sue their government 
requesting access to their own currency. We 
should not delay or deny justice any longer. 


I propose this particular solution because it 
is simple, effective, and easy to implement 
quickly. My legislation requires the U.S. Treas-
ury to trim the corners of all bills in a manner 
that prevents fraud, with lower value bills hav-
ing more trimmed corners. 


My bill calls for the trimming of four corners 
on the one dollar bill, three corners on the two 
dollar bill, two diagonal corners on the five dol-
lar bill, two corners on a long side of the ten 
dollar bill, two corners on a short side of the 
20 dollar bill, one corner on the 50 dollar bill, 
and no corners on the 100 dollar bill. 


I named this bill in honor of Catherine Skiv-
ers, a remarkable woman of strength and con-
viction. Catherine is a constituent of mine, 
mother of five, longtime advocate for the rights 
of blind people, and the immediate past presi-
dent of the California Council of the Blind. It is 
for Catherine and millions of other blind and 
vision-impaired Americans that I will work to 
enact this legislation. 


Next to the flag of the United States, our 
money is perhaps the most widely recognized 
symbol of our nation. We deserve no less than 
a currency that serves the needs of all Ameri-
cans. Let us not let another year pass with our 
currency in violation of our own laws and com-
mitment to equality. 


f 


RECOGNIZING JACKIE ROBINSON 
DAY 


HON. CHARLES B. RANGEL 
OF NEW YORK 


IN THE HOUSE OF REPRESENTATIVES 
Wednesday, April 18, 2007 


Mr. RANGEL. Madam Speaker, I rise today 
to recognize and celebrate Jackie Robinson, a 


sports trailblazer, civil rights activist, veteran, 
and great American and to enter into the 
record an article from the New York Daily 
News by Lisa Olson entitled ‘‘Barriers Still 
Need Breaking—Up to us to complete Robin-
son’s great work.’’ 


Long before Jackie Robinson stood up to 
racism and smashed through the barriers of 
segregation in Major League Baseball on April 
15, 1947, he was fighting for equality. He en-
listed in the Army in 1942 and rose to the rank 
of Second Lieutenant. In July of 1944, he re-
fused to sit in the back of a segregated mili-
tary bus and although a court martial was 
issued for insubordination, he was found not 
guilty and honorably discharged in November 
of that same year. The courage displayed dur-
ing this incident, as well as his commitment to 
the Army, helped prepare him for the battle-
field of discrimination he would encounter on 
the baseball diamond. 


Despite the hostility of opponents and even 
teammates, on April 15, 1947, Jackie Robin-
son had the courage to join the Brooklyn 
Dodgers and became the first Black man to 
play in baseball’s major leagues. He knew that 
excellence was the calling and he proved his 
skill and talent on the baseball field. With tre-
mendous pressure and opposition from fans 
and even some teammates, he handled him-
self with grace on and off the field. Because 
of his commitment and determination to be the 
best in the face of prejudice, African American 
and other minority athletes have been afforded 
the opportunity to compete in professional 
sports today. 


Jackie Robinson received numerous awards 
and honors during his extraordinary career, 
and was inducted into the Baseball Hall of 
Fame. His legacy and outstanding contribution 
to Major League Baseball and America is rep-
resentative of what America is all about. This 
country is about opportunity, diversity, and hu-
mility. I applaud Jackie Robinson for leaving a 
legacy of excellence, breaking down segrega-
tion, and inspiring people to strive for the best. 


[From the Daily News] 


BARRIERS STILL NEED BREAKING—UP TO US 
TO COMPLETE ROBINSON’S GREAT WORK 


(By Lisa Olson) 


They don’t have to dress in the broom clos-
et. They can drink from the same water 
fountains, eat at the same buffet, stay in the 
same ritzy hotels, swim in the same pools. 


It’s almost incomprehensible to imagine 
the America that greeted and jeered Jackie 
Robinson 60 years ago yesterday, when he 
bounded out of the dugout at Ebbets Field 
and became the first African-American 
Major League Baseball player of the modem 
era. 


There were racial slurs and despicable let-
ters, flying cleats and death threats, oppo-
nents who turned their back on him and 
Brooklyn Dodger teammates who wouldn’t 
sit near him. We blithely toss around the 
words ‘‘courage’’ and ‘‘hero’’ far too often 
these days, but they can’t be used enough to 
describe Jackie Robinson. MLB retired his 
No. 42 on April 15, 1997, the 50th anniversary 
of Robinson’s major league debut, and tem-
porarily suspended it yesterday, a serendipi-
tous gesture that coincided with yet another 
hit to the American conscience. 
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Mr. DURBIN. I announce that the 


Senator from North Dakota (Mr. 
CONRAD), the Senator from North Caro-
lina (Mrs. HAGAN), the Senator from 
Vermont (Mr. LEAHY), the Senator 
from Vermont (Mr. SANDERS), and the 
Senator from Virginia (Mr. WEBB) are 
necessarily absent. 


Mr. KYL. The following Senators are 
necessarily absent: the Senator from 
Nevada (Mr. ENSIGN), the Senator from 
Utah (Mr. HATCH), the Senator from 
North Dakota (Mr. HOEVEN), the Sen-
ator from Georgia (Mr. ISAKSON), the 
Senator from Alaska (Ms. MURKOWSKI), 
and the Senator from Kentucky (Mr. 
PAUL). 


Further, if present and voting, the 
Senator from Utah (Mr. HATCH) would 
have voted ‘‘yea.’’ 


The PRESIDING OFFICER (Mr. 
MANCHIN). Are there any other Sen-
ators in the Chamber desiring to vote? 


The result was announced—yeas 89, 
nays 0, as follows: 


[Rollcall Vote No. 33 Exe.] 


YEAS—89 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cantwell 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Coons 
Corker 
Cornyn 
Crapo 
DeMint 
Durbin 


Enzi 
Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Harkin 
Hutchison 
Inhofe 
Inouye 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 
Merkley 


Mikulski 
Moran 
Murray 
Nelson (NE) 
Nelson (FL) 
Portman 
Pryor 
Reed 
Reid 
Risch 
Roberts 
Rockefeller 
Rubio 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Whitehouse 
Wicker 
Wyden 


NOT VOTING—11 


Conrad 
Ensign 
Hagan 
Hatch 


Hoeven 
Isakson 
Leahy 
Murkowski 


Paul 
Sanders 
Webb 


The nomination was confirmed. 
The PRESIDING OFFICER. Under 


the previous order, the motions to re-
consider are considered made en bloc 
and laid upon the table en bloc. 


Under the previous order, the Presi-
dent will be immediately notified of 
the Senate’s action. 


f 


LEGISLATIVE SESSION 


The PRESIDING OFFICER. Under 
the previous order, the Senate will re-
sume legislative session. 


f 


PATENT REFORM ACT OF 2011— 
Resumed 


CLOTURE MOTION 


The PRESIDING OFFICER. Pursuant 
to rule XXII, the Chair lays before the 


Senate the pending cloture motion, 
which the clerk will state. 


The assistant legislative clerk read 
as follows: 


CLOTURE MOTION 
We, the undersigned Senators, in accord-


ance with the provisions of rule XXII of the 
Standing Rules of the Senate, hereby move 
to bring to a close debate on S. 23, the Amer-
ica Invents Act. 


Harry Reid, Patrick J. Leahy, Debbie 
Stabenow, John F. Kerry, Jeanne 
Shaheen, Christopher A. Coons, Tom 
Harkin, Mark Begich, Jeff Bingaman, 
Al Franken, Kay R. Hagan, Michael F. 
Bennet, Richard Blumenthal, Sheldon 
Whitehouse, Amy Klobuchar, Bill Nel-
son, Benjamin L. Cardin, Richard J. 
Durbin. 


(At the request of Mr. REID, the fol-
lowing statement was ordered to be 
printed in the RECORD.) 
∑ Mr. LEAHY. Mr. President, today the 
Senate will take another step toward 
completing action on the America In-
vents Act. This is commonsense legis-
lation that will make the first com-
prehensive reforms to our Nation’s pat-
ent system in nearly 60 years. The de-
bate on this bill since its introduction 
6 years ago has been long, and the com-
promises have been many. I am con-
fident that the bill before us today 
makes the needed changes to bring the 
U.S. Patent and Trademark Office into 
the 21st century. 


The America Invents Act is bipar-
tisan legislation that has resulted from 
deliberation in both the Senate and 
House. It has been the topic of more 
than a dozen hearings and committee 
meetings in the Senate, and countless 
hours of meetings and negotiations. I 
had hoped to complete action on this 
legislation last week. The additional 
time has allowed every Senator the op-
portunity to come to the floor and 
speak about the important matters en-
compassed by this bill. We have de-
bated and adopted relevant amend-
ments and debated and rejected other 
amendments, including some that were 
not even relevant to this legislation. 
This is a bill that does not spend a dol-
lar of taxpayer money and does not add 
to the deficit. It will directly result in 
millions of dollars being saved, and in-
directly in helping unleash American 
innovation to create jobs and help bol-
ster our economy. 


Now is the time to act. Now is the 
time to vote. Now is the time to move 
forward with this job-creating bill that 
will help boost our economy and re-
store America’s competitive edge in 
the global marketplace. 


Modernizing our patent system 
through the America Invents Act will 
make America more competitive. It 
protects innovators and inventors large 
and small, from the small independent 
inventor in Middlesex, VT, to cutting- 
edge manufacturers and innovators in 
Ohio and California. It will give the 
Patent and Trademark Office the tools 
it needs to process and award the pat-
ent for what may be the next life-sav-
ing device or life-changing invention. 
And the America Invents Act will do 


all of this without spending a dollar of 
taxpayer money. This is a jobs bill that 
doesn’t add a cent to the deficit. Sup-
porters of this legislation come from 
both sides of the aisle, from every cor-
ner of the country, and from every 
component of the patent community. 


This country’s first patent was issued 
to a Vermonter. Thomas Jefferson, the 
Secretary of State, examined the appli-
cation, and President George Wash-
ington signed it. A lot has changed in 
the more than 220 years since that first 
patent was issued. We cannot remain 
complacent and expect to remain at 
the forefront of innovation. Enacting 
the America Invents Act is one way in 
which we can come together and show 
the American people that we in Wash-
ington are working together with the 
future of our country in mind. 


I commend Austan Goolsbee, the 
chair of the President’s Council of Eco-
nomic Advisers, for his white board 
presentation today on the importance 
of patent reform to help America win 
the global competition and create jobs. 
The creation of more than 220,000 jobs 
in the private sector last month, the 
creation of 1.5 million jobs over the 
last 12 months, and the unemployment 
rate finally being reduced to 8.9 per-
cent are all signs that the efforts we 
have made over the last 2 years to 
stave off the worst recession since the 
Great Depression are paying off and 
the economic recovery is taking hold. 
The almost full percent point drop in 
the unemployment rate over the last 
three months is the largest decline in 
unemployment since 1983. Despite 
interruptions of economic activity in 
many parts of the country caused by 
winter weather over the last months 
and days, despite the extraordinary 
rise in oil prices, the Dow Jones indus-
trial average has climbed back to over 
12,000 from a low point of 6,500. Passage 
of the America Invents Act should help 
bolster our economic recovery and 
keep us on the right path toward busi-
ness development and job creation. 


I urge all Senators to support the 
cloture motion on the America Invents 
Act. The Nation’s economy, American 
inventors and innovators, our competi-
tive edge in the global marketplace all 
will be helped when we pass this impor-
tant bill.∑ 


The PRESIDING OFFICER. By unan-
imous consent, the mandatory quorum 
call has been waived. 


The question is, Is it the sense of the 
Senate that debate on S. 23, the Patent 
Reform Act of 2011, shall be brought to 
a close? 


The yeas and nays are mandatory 
under the rule. 


The clerk will call the roll. 
The legislative clerk called the roll. 
Mr. DURBIN. I announce that the 


Senator from North Dakota (Mr. 
CONRAD), the Senator from Vermont 
(Mr. LEAHY), the Senator from 
Vermont (Mr. SANDERS), and the Sen-
ator from Virginia (Mr. WEBB) are nec-
essarily absent. 
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I further announce that, if present 


and voting, the Senator from Vermont 
(Mr. LEAHY) would vote ‘‘yea.’’ 


Mr. KYL. The following Senators are 
necessarily absent: the Senator from 
Nevada (Mr. ENSIGN), the Senator from 
Utah (Mr. HATCH), the Senator from 
North Dakota (Mr. HOEVEN), the Sen-
ator from Georgia (Mr. ISAKSON), the 
Senator from Alaska (Ms. MURKOWSKI), 
and the Senator from Kentucky (Mr. 
PAUL). 


Further, if present and voting, the 
Senator from Utah (Mr. HATCH) would 
have voted ‘‘yea.’’ 


The PRESIDING OFFICER. Are there 
any other Senators in the Chamber de-
siring to vote? 


The result was announced—yeas 87, 
nays 3, as follows: 


[Rollcall Vote No. 34 Leg.] 
YEAS—87 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Coons 
Corker 
Cornyn 
DeMint 
Durbin 
Enzi 


Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hutchison 
Inhofe 
Inouye 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 


Merkley 
Mikulski 
Moran 
Murray 
Nelson (NE) 
Nelson (FL) 
Portman 
Pryor 
Reed 
Reid 
Roberts 
Rockefeller 
Rubio 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Whitehouse 
Wicker 
Wyden 


NAYS—3 


Cantwell Crapo Risch 


NOT VOTING—10 


Conrad 
Ensign 
Hatch 
Hoeven 


Isakson 
Leahy 
Murkowski 
Paul 


Sanders 
Webb 


The PRESIDING OFFICER. On this 
vote, the yeas are 87, the nays are 3. 
Three-fifths of the Senators duly cho-
sen and sworn having voted in the af-
firmative, the motion is agreed to. 


The clerk will report the pending 
business. 


The legislative clerk read as follows: 
A bill (S. 23) to amend title 35, United 


States Code, to provide for patent reform. 


Pending: 
Leahy amendment No. 114, to improve the 


bill. 
Bennet amendment No. 116, to reduce the 


fee amounts paid by small entities request-
ing prioritized examination under Three- 
Track Examination. 


The PRESIDING OFFICER. The ma-
jority leader. 


AMENDMENT NO. 141, AS MODIFIED 
Mr. REID. Mr. President, I ask unan-


imous consent that the pending amend-
ments be set aside, and I call up an 
amendment on behalf of Senators BAU-
CUS and GRASSLEY, No. 141; that it be 


modified with the changes that are at 
the desk; further, that the amendment, 
as modified, be agreed to, that the mo-
tion to reconsider be considered made 
and laid upon the table, and that there 
be no intervening action or debate. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment (No. 141), as modi-
fied, was agreed to, as follows: 
(Purpose: To clarify that section 14 shall not 


apply to an invention that is a computer 
program product or system used solely for 
preparing a tax or information return or 
other tax filing) 


On page 94, between lines 22 and 23, insert 
the following: 


(e) EXCLUSION.—This section does not 
apply to that part of an invention that is a 
method, apparatus, computer program prod-
uct, or system, that is used solely for pre-
paring a tax or information return or other 
tax filing, including one that records, trans-
mits, transfers, or organizes data related to 
such filing. 


Mr. REID. Mr. President, I suggest 
the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. REID. Mr. President, I ask unan-
imous consent that the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENTS NOS. 114 AND 116, WITHDRAWN 


Mr. REID. Mr. President, I ask unan-
imous consent to withdraw the pending 
Leahy and Bennet amendments. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 143 


Mr. REID. Mr. President, I call up 
my amendment, which is No. 143, which 
is at the desk. 


The PRESIDING OFFICER. The 
clerk will report. 


The legislative clerk read as follows: 
The Senator from Nevada [Mr. REID], for 


himself and Mr. ENSIGN, proposes an amend-
ment numbered 143. 


Mr. REID. Mr. President, I ask unan-
imous consent that the reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To include public institutions of 


higher education in EPSCOR jurisdictions 
in the definition of a micro entity) 


On page 93, before line 18, insert the fol-
lowing: 


‘‘(d) EPSCOR.—For purposes of this sec-
tion, a micro entity shall include an appli-
cant who certifies that— 


‘‘(1) the applicant’s employer, from which 
the applicant obtains the majority of the ap-
plicant’s income, is a State public institu-
tion of higher education, as defined in sec-
tion 102 of the Higher Education Act of 1965 
(20 U.S.C. 1002), in a jurisdiction that is eligi-
ble to qualify under the Research Infrastruc-
ture Improvement Grant Program adminis-
tered by the Office of Experimental Program 
to Stimulate Competitive Research 
(EPSCoR); or 


‘‘(2) the applicant has assigned, granted, 
conveyed, or is under an obligation by con-
tract or law to assign, grant, or convey, a li-


cense or other ownership interest in the par-
ticular application to such State public in-
stitution, which is in a jurisdiction that is 
eligible to qualify under the Research Infra-
structure Improvement Grant Program ad-
ministered by the Office of Experimental 
Program to Stimulate Competitive Research 
(EPSCoR).’’. 


AMENDMENT NO. 152 TO AMENDMENT NO. 143 


Mr. REID. Mr. President, I now call 
up a second-degree amendment, which 
is No. 152. 


The PRESIDING OFFICER. The 
clerk will report. 


The legislative clerk read as follows: 
The Senator from Nevada [Mr. REID] pro-


poses an amendment numbered 152 to amend-
ment No. 143. 


Mr. REID. Mr. President, I ask unan-
imous consent that the reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To provide an effective date) 


On page 2 of the amendment, after line 11, 
add the following: 


‘‘(e) EFFECTIVE DATE.—Subsection (d) shall 
take effect 1 year and 1 day after the date of 
enactment of the Patent Reform Act of 
2011.’’. 


Mr. REID. Mr. President, so everyone 
knows what this amendment does, we 
looked at the National Science Foun-
dation regarding a program called 
EPSCoR. A number of sparsely popu-
lated States are disadvantaged with 
this program. However, in talking with 
a number of Senators, this amendment 
we are going to seek modification of at 
a later time would have no, zero, effect 
on scoring. There is no score to it 
whatsoever. But we are going to try— 
not trying to, we are going to include 
every State because it costs nothing. 


Even though a lot of States are not 
funded adequately with this EPSCoR 
money, there is no reason every State 
that has a State university and does 
something inventive should have to 
pay exorbitant patent fees. 


It does not cost any money. It is the 
right thing to do. We will discuss it at 
a further time. If someone has some 
problem with it, we will have to make 
a determination. At this stage, I think 
it would be the right thing for the 
country. 


SATELLITE OFFICES 


Mr. BENNET. Mr. President, I thank 
Chairman LEAHY for working to pass 
an amendment I introduced last week 
with Senator UDALL to authorize the 
Director of the U.S. Patent and Trade-
mark Office, USPTO, to establish three 
or more satellite offices. This amend-
ment will go a long way toward im-
proving the efficiency and quality at 
the USPTO. 


I really appreciate the chairman and 
ranking member for working with us to 
modify the amendment’s language in 
order to address colleagues’ concerns 
on both sides of the aisle. We struck a 
good balance to not tie the hands of 
the USPTO, allow the Office to take 
advantage of the work it has done on 
the satellite office concept, and ensure 
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that PTO can have an open, competi-
tive process in making determinations 
for future regional satellite offices. At 
this moment, I would like to invite the 
senior Senator from Colorado, MARK 
UDALL, to enter into a colloquy to dis-
cuss this amendment. 


The establishment of regional sat-
ellite offices will help the USPTO re-
cruit and retain workers from across 
the country. Regional offices will draw 
local scientists, engineers and patent 
attorneys into the USPTO, which add 
real world expertise to the patent re-
view process. They will also increase 
outreach activities and connection to 
patent filers; enhance the ability of the 
USPTO to recruit and retain patent ex-
aminers; and improve the quality and 
pendency for patent applications. 


In short, USPTO Director Kappos has 
already taken steps toward estab-
lishing regional satellite offices. Our 
amendment is intended to build on this 
prior work, which I believe provides a 
good foundation for the USPTO im-
proving its footprint in innovation cen-
ters across the country. I know Sen-
ator UDALL and I will be advocating for 
a regional satellite office in Denver, 
and of course we expect other advo-
cates to point out the merits of their 
potential sites as well. 


Mr. UDALL of Colorado. I would also 
like to thank the chairman for helping 
us pass this important amendment. 
Right now, the European Union uses 
four geographically diverse patent of-
fices. By only having one patent office, 
we are at a competitive disadvantage. 
We need to have these regional offices 
in order to connect innovators and 
businesses across the country. 


The current lack of regional satellite 
offices is even more of a problem when 
you consider all of the recruitment and 
retention issues the USPTO is having 
with its patent examiner workforce. 
USPTO is unable to hire and retain 
over 6,000 examiners at its single loca-
tion in Alexandria, VA. This has re-
sulted in one-third of patent examiners 
having been with the USPTO for less 
than 3 years. USPTO should be recruit-
ing examiners from across the country. 
Establishing satellite offices will help 
the USPTO develop expertise from all 
regions of the country—and I know 
that a satellite office in Denver, CO, 
would attract highly qualified exam-
iners. 


Mr. BENNET. I agree with the Sen-
ator. We need to be maximizing our 
human capital. I have heard from a 
number of more senior patent attor-
neys and engineers in Denver that 
would love to work for the USPTO but 
cannot uproot their families across the 
country. Having a satellite office in 
places like Denver will make sure we 
are taking advantage of these high- 
skilled workers. 


While our amendment provides for an 
open process and does not constrain 
the USPTO in making determinations 
for future offices, we do hope that the 
Office can build on its decision making 
process in 2010. This process ultimately 


led to the selection of Detroit as an ini-
tial regional satellite. While Senator 
UDALL and I were disappointed that 
Colorado wasn’t selected, we respect 
the thoroughness of the USPTO’s re-
view and do not want all of its hard 
work in reviewing locations across the 
country to go to waste. 


Mr. UDALL of Colorado. There really 
are a number of objective reasons for 
choosing Denver. First, opening an of-
fice in Colorado will permit USPTO to 
recruit and hire from a pool of the best 
candidates the U.S. has to offer. Colo-
rado is home to a great number of tech-
nology workers who would be excellent 
long-term patent examiners for an of-
fice located in Colorado. The tech-
nology workforce in Colorado is con-
sistently ranked in the top-10 in the 
U.S. in many important categories. Ac-
cording to a report by Pew Research, 
Colorado is ranked: third for percent of 
workers with a bachelor’s degree or 
more; fifth for number of workers with 
science and engineering degrees per 
capita; fifth for number of scientists 
and engineers as a percent of the labor 
force; and second for number of patents 
per 1,000 workers. Additionally, other 
Federal agencies have found Colorado 
to be a great place to locate an office. 
Outside of the Washington metro area, 
Denver has the highest number of Fed-
eral employees per capita. 


Because Colorado is a very desirable 
place to live, locating a satellite office 
in Colorado would allow the USPTO to 
dramatically improve its ability to re-
cruit and retain its most valuable em-
ployees. According to the report by 
Pew Research, Colorado is ranked first 
for percent of U.S. workers who say 
they want to live there; and sixth for 
the percentage of sunny days. Colorado 
is also well known for its reasonable 
cost of living, especially in comparison 
to cities located on the east and west 
coasts, and Chicago. 


Colorado is also centrally located in 
the U.S. and easily accessible to the 
entire country. Our location in the 
middle of the country provides conven-
ient access for the technology centers 
of the West, Midwest, and Rocky 
Mountain regions. 


Mr. BENNET. I fully agree with Sen-
ator UDALL. There are a number of 
clear, objective reasons why Colorado 
should be a regional satellite location 
for the USPTO. My understanding is 
that in 2010 the USPTO applied a num-
ber of criteria to review numerous site 
possibilities. This criteria included 
patents granted, per capita; scientists 
and engineers in the State, per capita; 
proximity to law schools and major re-
search institutions; number of patent 
attorneys and agents; number of tele-
working PTO patent examiners; and 
presence of Federal employees, office 
space. This approach makes sense. By 
all accounts—and I admit I am biased 
here—Denver is at the top. It is my 
strong view that when you factor in 
our central location and accessibility 
to the rest of the country, it makes 
sense for an office to be located in Den-
ver. 


Mr. UDALL of Colorado. I look for-
ward to working closely with the Sen-
ator to advocate for an office in Den-
ver. I think a Western office will go a 
long way toward ensuring the success 
of our patent system. 


Mr. BENNET. I thank the Senator. 
Mr. SESSIONS. Mr. President, I rise 


today to speak in support of S. 23, 
which largely reflects the agreement 
on patent-reform legislation that Sen-
ator LEAHY and I announced last year. 


The Judiciary Committee has been 
working hard on landmark patent re-
form legislation for the past 7 years, 
and has finally reached a broad, bipar-
tisan agreement. This bill includes im-
portant reforms that will improve the 
functioning of the Patent and Trade-
mark Office and will allow the office to 
reduce its backlog of pending applica-
tions. The bill also makes the long- 
overdue transition to a first-to-file sys-
tem, a change that will help ensure 
U.S. inventors receive patents that will 
also be entitled to priority in foreign 
countries. 


This bill has the support of a broad 
range of industries and trade associa-
tions, across the economic spectrum, 
as well as the support of universities, 
patent professional organizations, inde-
pendent entrepreneurs and labor 
unions. The PTO and the Commerce 
Department also strongly support this 
legislation. While not all interests are 
satisfied, I think it is fair to say that 
the present agreement has produced a 
near consensus on this issue, and has 
resulted in the broadest possible sup-
port for this reform. 


The most important change made by 
this bill is its adoption of a first-to-file 
patent system. Under current U.S. law, 
when two different people come up 
with the same invention, priority is 
given to the person who can prove that 
he first conceived of the invention and 
was able to make it work. Under the 
first-to-file system, by contrast, pri-
ority is given to the first person who 
not only conceived of the invention and 
was able to make it work, but who also 
filed a disclosure with the PTO ex-
plaining the invention and how to 
make it work. 


The first-to-file system has several 
important advantages over the current 
system. First, it is easy to verify when 
an inventor filed a disclosure state-
ment with the PTO. By contrast, under 
the current system, invention priority 
dates are determined by examining the 
inventor’s notebooks and other 
records, all of which must have been 
contemporaneously validated by a 
third party. The first-to-file system 
not only dispenses with expensive dis-
covery into ‘‘what did the inventor 
know and when did he know it,’’ it also 
allows the public to easily determine 
an invention’s priority date—and 
whether a patent for the invention is 
valid in light of the prior art. Addition-
ally, the first-to-file system, combined 
with the use of provisional applications 
for patents, also provides an inexpen-
sive and secure way for small inventors 
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to protect their patent application 
while discussing the invention with 
possible investors and other third par-
ties. 


Other reforms included in the bill 
will improve the quality of U.S. pat-
ents over the long term. The bill cre-
ates a new post-grant review of pat-
ents, which can be sought within the 
first 9 months after the patent is issued 
and used to raise any challenge to the 
patent. This will allow invalid patents 
that were mistakenly issued by the 
PTO to be fixed early in their life, be-
fore they disrupt an entire industry or 
result in expensive litigation. 


The bill also allows third parties to 
submit prior art relevant to a patent 
application before the patent is issued. 
This will help PTO determine if the in-
vention is already in the public domain 
and should not be patented. This provi-
sion will allow the public to help the 
PTO correct its mistakes, and ensure 
that no patent rights are granted for 
inventions already available to the 
public. 


The bill also makes structural re-
forms to post-grant review that were 
sought by the PTO. It allows inter 
partes reexamination to be run as an 
adjudicative system, and elevates the 
threshold for starting post-grant pro-
ceedings. The PTO has insisted that a 
higher threshold is critical to its abil-
ity to administer these proceedings. By 
raising the threshold for starting an 
inter partes review to a showing of a 
‘‘reasonable likelihood’’ that a patent 
is invalid, the bill will allow the PTO 
to avoid accepting challenges that were 
unlikely to win in any event. 


The bill also includes many protec-
tions that were long sought by inven-
tors and patent owners. It preserves es-
toppel against relitigating in court 
those issues that an inter partes chal-
lenger reasonably could have raised in 
his administrative challenge. It im-
poses time limits on starting an inter 
partes or post-grant review when liti-
gation is pending. And it imposes a 
one-year time limit on the duration of 
these proceedings. All of these reforms 
will help to ensure that post-grant re-
view operates fairly and is not used for 
purposes of harassment or delay. 


I commend the members of the Judi-
ciary Committee for the work they 
have put into this bill and I urge my 
colleagues to support passage. 


f 


MORNING BUSINESS 
Mr. REID. Mr. President, I ask unan-


imous consent that the Senate proceed 
to a period for the transaction of morn-
ing business, and that the 30 hours 
postcloture run on the patent bill, and 
that Senator GRASSLEY be recognized 
for whatever time he may use in morn-
ing business, and that following his 
statement, Senators be recognized for 
up to 10 minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. GRASSLEY. Mr. President, I ask 
unanimous consent that I may speak 
for some little time after 10 minutes. 


Mr. REID. Mr. President, I know my 
friend was preoccupied. I knew he 
wanted to do that. The unanimous con-
sent agreement said whatever time he 
may consume. 


The PRESIDING OFFICER. The Sen-
ator from Iowa. 


f 


ENERGY 


Mr. GRASSLEY. Mr. President, the 
American economy remains on an un-
settled footing, as we all know. There 
are some real signs of economic recov-
ery, but it shows a very fragile recov-
ery. The consumer confidence level 
seems to be increasing, and that is 
good news. U.S. factory activity is up. 
That is good news. But also we are very 
nervous about the housing market re-
maining weak. The Nation’s unemploy-
ment rate stands at 9 percent—maybe 
officially now 8.9 percent—and now our 
economy is facing a significant head 
wind due to rising energy prices. 


Since the unrest began in Tunisia, 
our energy markets have rocked up-
ward by the uprisings in Egypt and now 
in Libya. Libya produces only roughly 
2 percent of the world’s crude oil, with 
much of that going to Europe. But even 
with Libya producing such a small 
amount, it still makes a tremendous 
impact on the world market of oil. The 
uncertainty and fear about supplies, 
according to oil speculators, has driven 
crude prices to more than $100 a barrel. 
Prices at the pump were already high 
before the unrest in the Middle East. 
The events going on in North Africa 
and the Persian Gulf area just wors-
ened the problem. 


According to the Energy Information 
Administration, gas prices jumped 19 
cents during a 1-week period at the end 
of February. This is the second largest 
1-week jump in more than 20 years. I 
think over the weekend we learned 
that gasoline, in a 2-week period of 
time, is up 33 cents. So Americans are 
now paying, on average, $3.51 a gallon 
for gas. That, obviously, is about 80 
cents higher than this time last year. 


The average cost to fill a tank of gas 
is likely around $50. We all know that 
for a family struggling to make ends 
meet, these are valuable dollars spent 
at the pump, with most of those dollars 
going overseas. 


I am sure the Presiding Officer prob-
ably knows that before this rapid rise 
in the price of oil, we were spending 
$730 million a day to import oil. Obvi-
ously, that is now a much higher fig-
ure, probably close to $1 billion a day 
right now. Our country is at risk, our 
economy is at risk, our Nation’s secu-
rity is at risk; that is, economic secu-
rity, but also it is related to our na-
tional security. Our ever-increasing re-
liance on foreign sources for energy is 
undermining our Nation’s economic 
and national security. The activities in 
the Middle East over the last 6 weeks 
should be an alarm bell going off. It 
should, in fact, be a wake-up call. Let 
me be clear. I know that for our econ-
omy to grow and for business and indi-


viduals to thrive, we need access to re-
liable, affordable energy. I support an 
energy policy that I like to say is akin 
to a four-legged stool or another way of 
saying it is all of the above—obviously, 
all the sources of petroleum we can get 
our hands on, and more domestically, 
obviously, than import, all sorts of al-
ternative energy. Conservation has to 
be a leg of that stool and, obviously, 
nuclear energy. 


So to be repetitive: First, we have to 
have access to oil and gas resources 
here at home. Two years ago, when gas 
prices were so high, the rallying cry 
was ‘‘drill here, drill now.’’ It seems to 
me that still is a legitimate rallying 
cry for us with gas at $3.51 a gallon. 
The idea that we limit our access to 
our own resources, which in turn leads 
us to go hat in hand to foreign dic-
tators such as Hugo Chavez and oil 
sheiks is ludicrous. It is silly to be 
sending more money overseas to give 
people resources to train terrorists to 
kill Americans. 


We currently import more than 60 
percent of our crude oil, and it doesn’t 
have to be that way. I know we can’t 
get to energy independence by drilling 
here and drilling now all by itself, but 
isn’t it a little foolish to have our 
economy held hostage by events in 
Libya—North Africa generally—or the 
Persian Gulf area and particularly with 
Libya only supplying 2 percent of the 
world’s oil? 


The Obama administration needs to 
put an end to the existing policy of a 
de facto moratorium through permit-
ting; that is, for drilling onshore and 
offshore of our own domestic supply. 
We need to make sure we are doing ev-
erything we can to protect workers and 
the environment. But permitting 
delays and obstacles should not pre-
vent our Nation from moving forward 
to developing resources here at home. 


I also support efforts to expand the 
use of clean coal and nuclear energy. I 
also support conservation efforts. I 
agree that the cheapest form of energy 
is the energy that doesn’t have to be 
used. That is conservation. Here in the 
Senate, I have supported policies aimed 
at reducing energy use in homes and 
buildings through conservation and en-
ergy-efficient technologies. I see the 
value in reducing overall energy con-
sumption. 


I have also been a leader in the Sen-
ate in promoting alternative and re-
newable energy. Why? Because the sup-
ply of fossil fuels is a finite quantity. 
We must look to alternative and re-
newable resources so we can improve 
our energy and our national security. 
This includes supporting energy from 
wind, biomass, hydroelectric, solar, 
geothermal, and biofuels. 


I would like to focus now on the ef-
fort to develop homegrown biofuels. 
For many years, Congress has realized 
the need to develop an alternative to 
fossil fuels, particularly as a means of 
reducing our dependence on that fossil 
fuel. One of the first priorities was a 
tax incentive to encourage the use of 
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national reconciliation and stability 


and, without it, the Baghdad Security 


Plan is only a temporary, tactical fix 


for one specific location. And while we 


are hearing about incremental suc-


cesses, I agree with Thomas Friedman 


who said recently in an interview, 


‘‘there’s only one metric for the surge 


working, and that is whether we’re see-


ing a negotiation among Iraqis to share 


power, to stabilize the political situa-


tion in Iraq, which only they can do 


. . . telling me that the violence is 


down 10 percent or 8 percent here or 12 


percent there, I don’t really think 


that’s the metric at all.’’ 
To this day, the public looks to the 


United States Senate to temper the 


passions of politics and to bridge di-


vides. And if ever there were a moment 


when Americans are imploring us to 


live up to the moniker of ‘‘world’s 


greatest deliberative body,’’ that mo-


ment is upon us. 
If I had a son or daughter or other 


family member serving in Iraq, I would 


want at least the assurance that some-


one was speaking up to tell the Iraqi 


government—and frankly our govern-


ment as well—that my family’s sac-


rifice must be matched by action and 


sacrifice on the part of the Iraqi gov-


ernment. I would want to know that 


the most profound of all issues was 


fully debated by those who are elected 


to provide leadership. For those of us 


who seek success in Iraq, and believe 


that a strategy predicated on political 


and diplomatic solutions—not merely 


increased troop levels—presents the 


strongest opportunity to reach that 


goal, let us coalesce around this bill, 


which will allow us to speak as one 


voice strong . . . together . . . and 


united in service to a purpose we be-


lieve to be right. 


By Mr. LEAHY (for himself, Mr. 


HATCH, Mr. SCHUMER, Mr. 


CORNYN, and Mr. WHITEHOUSE): 
S. 1145. A bill to amend title 35, 


United States Code, to provide for pat-


ent reform; to the Committee on the 


Judiciary. 
Mr. LEAHY. Mr. President, our pat-


ent system is grounded in the Constitu-


tion. Among the specifically enumer-


ated powers of Congress in Article I, 


Section 8, stands the command to ‘‘pro-


mote the progress of science and the 


useful arts, by securing for limited 


times to authors and inventors the ex-


clusive right to their respective discov-


eries.’’ Those discoveries have, since 


the founding of our Nation, made us 


the envy of the world. Our inventors, 


our research institutions, and the 


many companies that commercialize 


those discoveries have brought a 


wealth of new products and processes 


to our society; we have all been the 


beneficiaries of that creativity and 


hard work. 
Vermont has long played an impor-


tant role in bringing such inventions to 


the public, combining ‘Yankee inge-


nuity’ with lots of sweat equity. In 


fact, the very first U.S. patent was 


granted to Samuel Hopkins, a farmer 
in Pittsford, VT, who discovered a 
process for making potash. That ethic 
continues to the present day; just last 
year, inventors in IBM’s Essex Junc-
tion plant received 360 patents 10 per-
cent of IBM’s total U.S. patents. 


Vermont is special, of course, but not 
unique in this regard. American inven-
tors are in every community, every 


company and school. They are individ-


uals tinkering on the weekends in their 


garages. They are teams of PhDs in our 


largest corporations. They are sci-


entists training students in labora-


tories at our colleges and universities. 


Our patent laws should support and re-


ward all American innovators—inde-


pendent inventors, small businesses, 


venture capitalists, academic research-


ers, and large corporations. To do so, 


we must update our patent laws. Craft-


ed for an earlier time, when smoke-


stacks rather than microchips were the 


emblems of industry, those laws have 


served well but need some refinements. 
Senator HATCH and I introduced an 


earlier version of this bill, S. 3818, last 


August. At that time, I said we had 


taken the first step down a road to 


real, constructive patent reform, which 


could reduce the unnecessary burdens 


of litigation in the patent system and 


enhance the quality of patents granted 


by the Patent and Trademark Office. 


Senator HATCH wisely noted that we 


would have to have continuing con-


versations about issues that remained 


unresolved. We have spent the time 


since then hearing from all manner of 


interested parties, and indeed we have 


learned as much since we introduced S. 


3818 as we had in the two years prior to 


its introduction. 
In this Congress, the partnership is 


not only bipartisan but bicameral. We 


have reached not only across the aisle 


but across the Hill to work out a bill 


that joins the Senate and the House, 


Democrats and Republicans, so that 


today we are introducing a Leahy- 


Hatch bill in the Senate that mirrors a 


Berman-Smith bill in the House. The 


message is both strong and clear: We 


have a unified and resolute approach to 


improving the nation’s patent system. 


We will all have time to focus on the 


bill’s many provisions in the weeks to 


come, but I would highlight three sig-


nificant changes we have made since 


last summer, aided by the many stake-


holders in this process. 
First, the Patent Reform Act of 2007 


now includes a pure ‘‘first-to-file’’ sys-


tem, which will inject needed clarity 


and certainty into the system. The 


United States stands alone among na-


tions that grant patents in giving pri-


ority for a patent to the first inventor, 


as opposed to the first to file a patent 


application for a claimed invention. 


The result is a lack of international 


consistency, and a complex and costly 


system in the United States to deter-


mine inventors’ rights. At the same 


time, our legislation provides impor-


tant protections for inventors at uni-


versities, by permitting them to dis-


cuss publicly their work without losing 
priority for their inventions. 


Second, poor patent quality has been 
identified as a key element of the law 
that needs attention. After a patent is 
issued, a party seeking to challenge the 
validity and enforceability of the pat-
ent has two avenues under current law: 
by reexamination proceeding at the 
USPTO or by litigation in federal dis-
trict court. The former is used spar-
ingly and some see it as ineffective; the 
latter, district court litigation, can be 
unwieldy and expensive. S. 3818 had 
created a new, post-grant review to 
provide an effective and efficient sys-
tem for considering challenges to the 
validity of patents. The Patent Reform 
Act of 2007 has improved that system, 
and in particular, we have addressed 
concerns about misuse of the proce-
dure. Post-grant review will include 
protections to avoid the possibility of 
misuse of the post-grant process. The 
Director is instructed to prescribe 
rules to prevent harassment or abuse, 
successive petitions are prohibited, and 
petitioners are barred from raising the 
same arguments in court. 


Third, we are keenly aware that a 
sound patent system needs fair and eq-
uitable remedies. As products have be-
come more complex, often involving 
hundreds or even thousands of patented 
aspects, litigation has not reliably pro-
duced damages awards in infringement 
cases that correspond to the value of 
the infringed patent. Our bill last sum-
mer was our first effort to ensure that 
damages awards accurately reflected 
the harm caused by infringement. Sub-
sequent conversations with many af-
fected parties have led us to language 
that, we believe, better serves that pur-
pose and avoids potential pitfalls. 


The Patent Reform Act of 2007 is also 
significant for what is not included. S. 
3818 would have made three consider-
able changes to the patent laws that, 
upon further consideration and after 
listening to the affected parties, we 
have decided not to make in this year’s 
legislation. First is the requirement 
that patent applicants not inten-
tionally misrepresent a material fact 
or fail to disclose material information 
to the PTO. Candor and truthfulness 
are the backbone of the patent applica-
tion system, and are protected by the 
inequitable conduct doctrine. S. 3818 
would have weakened that doctrine, 
but it is preserved this year. Second, 
we maintain the traditional rule on at-
torneys’ fees, instead of shifting fees 
and other expenses to the non-pre-
vailing party as was proposed in S. 
3818. Finally, we do not inject Congress 
into the ongoing litigation over the 
extra-territorial provision, section 
271(f). S. 3818 would have repealed the 
provision in its entirety; the Patent 
Reform Act of 2007 does not, while the 
interpretation of the provision is cur-
rently pending before the Supreme 
Court. If the Court does not resolve 
that issue, we will revisit it in the leg-
islative process. 


If we are to maintain our position at 
the forefront of the world’s economy, if 
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we are to continue to lead the globe in 


innovation and production, if we are to 


continue to enjoy the fruits of the 


most creative citizens, then we must 


have a patent system that produces 


high quality patents, that limits coun-


terproductive litigation over those pat-


ents, and that makes the entire system 


more streamlined and efficient. This 


bill is an important step towards that 


goal. I look forward to immediate and 


intense debate that will inform both 


the Members of Congress and the pub-


lic about these improvements, that will 


allow us to further refine our legisla-


tion, and that will lead us to consider-


ation on the Senate floor. 


I ask unanimous consent that the 


text of the bill be printed in the 


RECORD. 


There being no objection, the bill was 


ordered to be printed in the RECORD, as 


follows: 


S. 1145 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE; TABLE OF CONTENTS. 


(a) SHORT TITLE.—This Act may be cited as 


the ‘‘Patent Reform Act of 2007’’. 


(b) TABLE OF CONTENTS.—The table of con-


tents of this Act is as follows: 


Sec. 1. Short title; table of contents. 


Sec. 2. Reference to title 35, United States 


Code. 


Sec. 3. Right of the first inventor to file. 


Sec. 4. Inventor’s oath or declaration. 


Sec. 5. Right of the inventor to obtain dam-


ages. 


Sec. 6. Post-grant procedures and other 


quality enhancements. 


Sec. 7. Definitions; patent trial and appeal 


board. 


Sec. 8. Study and report on reexamination 


proceedings. 


Sec. 9. Submissions by third parties and 


other quality enhancements. 


Sec. 10. Venue and jurisdiction. 


Sec. 11. Regulatory authority. 


Sec. 12. Technical amendments. 


Sec. 13. Effective date; rule of construction. 


SEC. 2. REFERENCE TO TITLE 35, UNITED STATES 
CODE. 


Whenever in this Act a section or other 


provision is amended or repealed, that 


amendment or repeal shall be considered to 


be made to that section or other provision of 


title 35, United States Code. 


SEC. 3. RIGHT OF THE FIRST INVENTOR TO FILE. 
(a) DEFINITIONS.—Section 100 is amended 


by adding at the end the following: 


‘‘(f) The term ‘inventor’ means the indi-


vidual or, if a joint invention, the individ-


uals collectively who invented or discovered 


the subject matter of the invention. 


‘‘(g) The terms ‘joint inventor’ and ‘co-


inventor’ mean any 1 of the individuals who 


invented or discovered the subject matter of 


a joint invention. 


‘‘(h) The ‘effective filing date of a claimed 


invention’ is— 


‘‘(1) the filing date of the patent or the ap-


plication for patent containing the claim to 


the invention; or 


‘‘(2) if the patent or application for patent 


is entitled to a right of priority of any other 


application under section 119, 365(a), or 365(b) 


or to the benefit of an earlier filing date in 


the United States under section 120, 121, or 


365(c), the filing date of the earliest such ap-


plication in which the claimed invention is 


disclosed in the manner provided by the first 


paragraph of section 112. 


‘‘(i) The term ‘claimed invention’ means 
the subject matter defined by a claim in a 
patent or an application for a patent. 


‘‘(j) The term ‘joint invention’ means an 
invention resulting from the collaboration of 
inventive endeavors of 2 or more persons 
working toward the same end and producing 
an invention by their collective efforts.’’. 


(b) CONDITIONS FOR PATENTABILITY.— 


(1) IN GENERAL.—Section 102 is amended to 


read as follows: 


‘‘§ 102. Conditions for patentability; novelty 
‘‘(a) NOVELTY; PRIOR ART.—A patent for a 


claimed invention may not be obtained if— 


‘‘(1) the claimed invention was patented, 


described in a printed publication, or in pub-


lic use or on sale— 


‘‘(A) more than one year before the effec-


tive filing date of the claimed invention; or 


‘‘(B) one year or less before the effective 


filing date of the claimed invention, other 


than through disclosures made by the inven-


tor or a joint inventor or by others who ob-


tained the subject matter disclosed directly 


or indirectly from the inventor or a joint in-


ventor; or 


‘‘(2) the claimed invention was described in 


a patent issued under section 151, or in an ap-


plication for patent published or deemed 


published under section 122(b), in which the 


patent or application, as the case may be, 


names another inventor and was effectively 


filed before the effective filing date of the 


claimed invention. 
‘‘(b) EXCEPTIONS.— 


‘‘(1) PRIOR INVENTOR DISCLOSURE EXCEP-


TION.—Subject matter that would otherwise 


qualify as prior art under subparagraph (B) 


of subsection (a)(1) shall not be prior art to 


a claimed invention under that subparagraph 


if the subject matter had, before the applica-


ble date under such subparagraph (B), been 


publicly disclosed by the inventor or a joint 


inventor or others who obtained the subject 


matter disclosed directly or indirectly from 


the inventor, joint inventor, or applicant. 


‘‘(2) DERIVATION AND COMMON ASSIGNMENT 


EXCEPTIONS.—Subject matter that would oth-


erwise qualify as prior art only under sub-


section (a)(2), after taking into account the 


exception under paragraph (1), shall not be 


prior art to a claimed invention if— 


‘‘(A) the subject matter was obtained di-


rectly or indirectly from the inventor or a 


joint inventor; or 


‘‘(B) the subject matter and the claimed in-


vention, not later than the effective filing 


date of the claimed invention, were owned by 


the same person or subject to an obligation 


of assignment to the same person. 


‘‘(3) JOINT RESEARCH AGREEMENT EXCEP-


TION.— 


‘‘(A) IN GENERAL.—Subject matter and a 


claimed invention shall be deemed to have 


been owned by the same person or subject to 


an obligation of assignment to the same per-


son in applying the provisions of paragraph 


(2) if— 


‘‘(i) the claimed invention was made by or 


on behalf of parties to a joint research agree-


ment that was in effect on or before the ef-


fective filing date of the claimed invention; 


‘‘(ii) the claimed invention was made as a 


result of activities undertaken within the 


scope of the joint research agreement; and 


‘‘(iii) the application for patent for the 


claimed invention discloses or is amended to 


disclose the names of the parties to the joint 


research agreement. 


‘‘(B) For purposes of subparagraph (A), the 


term ‘joint research agreement’ means a 


written contract, grant, or cooperative 


agreement entered into by two or more per-


sons or entities for the performance of exper-


imental, developmental, or research work in 


the field of the claimed invention. 


‘‘(4) PATENTS AND PUBLISHED APPLICATIONS 


EFFECTIVELY FILED.—A patent or application 


for patent is effectively filed under sub-


section (a)(2) with respect to any subject 


matter described in the patent or applica-


tion— 


‘‘(A) as of the filing date of the patent or 


the application for patent; or 


‘‘(B) if the patent or application for patent 


is entitled to claim a right of priority under 


section 119, 365(a), or 365(b) or to claim the 


benefit of an earlier filing date under section 


120, 121, or 365(c), based upon one or more 


prior filed applications for patent, as of the 


filing date of the earliest such application 


that describes the subject matter.’’. 


(2) CONFORMING AMENDMENT.—The item re-


lating to section 102 in the table of sections 


for chapter 10 is amended to read as follows: 


‘‘102. Conditions for patentability; novelty.’’. 
(c) CONDITIONS FOR PATENTABILITY; NON- 


OBVIOUS SUBJECT MATTER.—Section 103 is 
amended to read as follows: 


‘‘§ 103. Conditions for patentability; non-
obvious subject matter 
‘‘A patent for a claimed invention may not 


be obtained though the claimed invention is 
not identically disclosed as set forth in sec-
tion 102, if the differences between the 
claimed invention and the prior art are such 
that the claimed invention as a whole would 
have been obvious before the effective filing 
date of the claimed invention to a person 
having ordinary skill in the art to which the 
claimed invention pertains. Patentability 
shall not be negated by the manner in which 
the invention was made.’’. 


(d) REPEAL OF REQUIREMENTS FOR INVEN-
TIONS MADE ABROAD.—Section 104, and the 
item relating to that section in the table of 
sections for chapter 10, are repealed. 


(e) REPEAL OF STATUTORY INVENTION REG-
ISTRATION.— 


(1) IN GENERAL.—Section 157, and the item 


relating to that section in the table of sec-


tions for chapter 14, are repealed. 


(2) REMOVAL OF CROSS REFERENCES.—Sec-


tion 111(b)(8) is amended by striking ‘‘sec-


tions 115, 131, 135, and 157’’ and inserting 


‘‘sections 131 and 135’’. 
(f) EARLIER FILING DATE FOR INVENTOR AND 


JOINT INVENTOR.—Section 120 is amended by 
striking ‘‘which is filed by an inventor or in-
ventors named’’ and inserting ‘‘which names 
an inventor or joint inventor’’. 


(g) CONFORMING AMENDMENTS.— 


(1) RIGHT OF PRIORITY.—Section 172 is 


amended by striking ‘‘and the time specified 


in section 102(d)’’. 


(2) LIMITATION ON REMEDIES.—Section 


287(c)(4) is amended by striking ‘‘the earliest 


effective filing date of which is prior to’’ and 


inserting ‘‘which has an effective filing date 


before’’. 


(3) INTERNATIONAL APPLICATION DESIG-


NATING THE UNITED STATES: EFFECT.—Section 


363 is amended by striking ‘‘except as other-


wise provided in section 102(e) of this title’’. 


(4) PUBLICATION OF INTERNATIONAL APPLICA-


TION: EFFECT.—Section 374 is amended by 


striking ‘‘sections 102(e) and 154(d)’’ and in-


serting ‘‘section 154(d)’’. 


(5) PATENT ISSUED ON INTERNATIONAL APPLI-


CATION: EFFECT.—The second sentence of sec-


tion 375(a) is amended by striking ‘‘Subject 


to section 102(e) of this title, such’’ and in-


serting ‘‘Such’’. 


(6) LIMIT ON RIGHT OF PRIORITY.—Section 


119(a) is amended by striking ‘‘; but no pat-


ent shall be granted’’ and all that follows 


through ‘‘one year prior to such filing’’. 


(7) INVENTIONS MADE WITH FEDERAL ASSIST-


ANCE.—Section 202(c) is amended— 


(A) in paragraph (2)— 


(i) by striking ‘‘publication, on sale, or 


public use,’’ and all that follows through 


‘‘obtained in the United States’’ and insert-


ing ‘‘the 1-year period referred to in section 


102(a) would end before the end of that 2-year 


period’’; and 
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(ii) by striking ‘‘the statutory’’ and insert-


ing ‘‘that 1-year’’; and 


(B) in paragraph (3), by striking ‘‘any stat-


utory bar date that may occur under this 


title due to publication, on sale, or public 


use’’ and inserting ‘‘the expiration of the 1- 


year period referred to in section 102(a)’’. 


(h) REPEAL OF INTERFERING PATENT REM-


EDIES.—Section 291, and the item relating to 


that section in the table of sections for chap-


ter 29, are repealed. 


(i) ACTION FOR CLAIM TO PATENT ON DE-


RIVED INVENTION.—Section 135(a) is amended 


to read as follows: 


‘‘(a) DISPUTE OVER RIGHT TO PATENT.— 


‘‘(1) INSTITUTION OF DERIVATION PRO-


CEEDING.—An applicant may request initi-


ation of a derivation proceeding to deter-


mine the right of the applicant to a patent 


by filing a request which sets forth with par-


ticularity the basis for finding that an ear-


lier applicant derived the claimed invention 


from the applicant requesting the proceeding 


and, without authorization, filed an applica-


tion claiming such invention. Any such re-


quest may only be made within 12 months 


after the date of first publication of an appli-


cation containing a claim that is the same or 


is substantially the same as the claimed in-


vention, must be made under oath, and must 


be supported by substantial evidence. When-


ever the Director determines that patents or 


applications for patent naming different in-


dividuals as the inventor interfere with one 


another because of a dispute over the right 


to patent under section 101, the Director 


shall institute a derivation proceeding for 


the purpose of determining which applicant 


is entitled to a patent. 


‘‘(2) REQUIREMENTS.—A proceeding under 


this subsection may not be commenced un-


less the party requesting the proceeding has 


filed an application that was filed not later 


than 18 months after the effective filing date 


of the application or patent deemed to inter-


fere with the subsequent application or pat-


ent. 


‘‘(3) DETERMINATION BY PATENT TRIAL AND 


APPEAL BOARD.—In any proceeding under this 


subsection, the Patent Trial and Appeal 


Board— 


‘‘(A) shall determine the question of the 


right to patent; 


‘‘(B) in appropriate circumstances, may 


correct the naming of the inventor in any 


application or patent at issue; and 


‘‘(C) shall issue a final decision on the 


right to patent. 


‘‘(4) DERIVATION PROCEEDING.—The Board 


may defer action on a request to initiate a 


derivation proceeding until 3 months after 


the date on which the Director issues a pat-


ent to the applicant that filed the earlier ap-


plication. 


‘‘(5) EFFECT OF FINAL DECISION.—The final 


decision of the Patent Trial and Appeal 


Board, if adverse to the claim of an appli-


cant, shall constitute the final refusal by the 


Patent and Trademark Office on the claims 


involved. The Director may issue a patent to 


an applicant who is determined by the Pat-


ent Trial and Appeal Board to have the right 


to patent. The final decision of the Board, if 


adverse to a patentee, shall, if no appeal or 


other review of the decision has been or can 


be taken or had, constitute cancellation of 


the claims involved in the patent, and notice 


of such cancellation shall be endorsed on 


copies of the patent distributed after such 


cancellation by the Patent and Trademark 


Office.’’. 


(j) ELIMINATION OF REFERENCES TO INTER-


FERENCES.—(1) Sections 6, 41, 134, 141, 145, 146, 


154, 305, and 314 are each amended by striking 


‘‘Board of Patent Appeals and Interferences’’ 


each place it appears and inserting ‘‘Patent 


Trial and Appeal Board’’. 


(2) Sections 141, 146, and 154 are each 


amended— 


(A) by striking ‘‘an interference’’ each 


place it appears and inserting ‘‘a derivation 


proceeding’’; and 


(B) by striking ‘‘interference’’ each addi-


tional place it appears and inserting ‘‘deriva-


tion proceeding’’. 


(3) The section heading for section 134 is 


amended to read as follows: 


‘‘§ 134. Appeal to the Patent Trial and Appeal 
Board’’. 
(4) The section heading for section 135 is 


amended to read as follows: 


‘‘§ 135. Derivation proceedings’’. 
(5) The section heading for section 146 is 


amended to read as follows: 


‘‘§ 146. Civil action in case of derivation pro-
ceeding’’. 
(6) Section 154(b)(1)(C) is amended by strik-


ing ‘‘INTERFERENCES’’ and inserting ‘‘DERIVA-


TION PROCEEDINGS’’. 


(7) The item relating to section 6 in the 


table of sections for chapter 1 is amended to 


read as follows: 


‘‘6. Patent Trial and Appeal Board.’’. 


(8) The items relating to sections 134 and 


135 in the table of sections for chapter 12 are 


amended to read as follows: 


‘‘134. Appeal to the Patent Trial and Appeal 


Board. 
‘‘135. Derivation proceedings.’’. 


(9) The item relating to section 146 in the 


table of sections for chapter 13 is amended to 


read as follows: 


‘‘146. Civil action in case of derivation pro-


ceeding.’’. 


(10) CERTAIN APPEALS.—Subsection 


1295(a)(4)(A) of title 28, United States Code, 


is amended to read as follows: 


‘‘(A) the Patent Trial and Appeal Board of 


the United States Patent and Trademark Of-


fice with respect to patent applications, deri-


vation proceedings, and post-grant review 


proceedings, at the instance of an applicant 


for a patent or any party to a patent inter-


ference (commenced before the effective date 


of the Patent Reform Act of 2007), derivation 


proceeding, or post-grant review proceeding, 


and any such appeal shall waive any right of 


such applicant or party to proceed under sec-


tion 145 or 146 of title 35;’’. 


SEC. 4. INVENTOR’S OATH OR DECLARATION. 
(a) INVENTOR’S OATH OR DECLARATION.— 


(1) IN GENERAL.—Section 115 is amended to 


read as follows: 


‘‘§ 115. Inventor’s oath or declaration 
‘‘(a) NAMING THE INVENTOR; INVENTOR’S 


OATH OR DECLARATION.—An application for 


patent that is filed under section 111(a), that 


commences the national stage under section 


363, or that is filed by an inventor for an in-


vention for which an application has pre-


viously been filed under this title by that in-


ventor shall include, or be amended to in-


clude, the name of the inventor of any 


claimed invention in the application. Except 


as otherwise provided in this section, an in-


dividual who is the inventor or a joint inven-


tor of a claimed invention in an application 


for patent shall execute an oath or declara-


tion in connection with the application. 
‘‘(b) REQUIRED STATEMENTS.—An oath or 


declaration under subsection (a) shall con-


tain statements that— 


‘‘(1) the application was made or was au-


thorized to be made by the affiant or declar-


ant; and 


‘‘(2) such individual believes himself or 


herself to be the original inventor or an 


original joint inventor of a claimed inven-


tion in the application. 
‘‘(c) ADDITIONAL REQUIREMENTS.—The Di-


rector may specify additional information 


relating to the inventor and the invention 


that is required to be included in an oath or 


declaration under subsection (a). 
‘‘(d) SUBSTITUTE STATEMENT.— 


‘‘(1) IN GENERAL.—In lieu of executing an 


oath or declaration under subsection (a), the 


applicant for patent may provide a sub-


stitute statement under the circumstances 


described in paragraph (2) and such addi-


tional circumstances that the Director may 


specify by regulation. 


‘‘(2) PERMITTED CIRCUMSTANCES.—A sub-


stitute statement under paragraph (1) is per-


mitted with respect to any individual who— 


‘‘(A) is unable to file the oath or declara-


tion under subsection (a) because the indi-


vidual— 


‘‘(i) is deceased; 


‘‘(ii) is under legal incapacity; or 


‘‘(iii) cannot be found or reached after dili-


gent effort; or 


‘‘(B) is under an obligation to assign the 


invention but has refused to make the oath 


or declaration required under subsection (a). 


‘‘(3) CONTENTS.—A substitute statement 


under this subsection shall— 


‘‘(A) identify the individual with respect to 


whom the statement applies; 


‘‘(B) set forth the circumstances rep-


resenting the permitted basis for the filing of 


the substitute statement in lieu of the oath 


or declaration under subsection (a); and 


‘‘(C) contain any additional information, 


including any showing, required by the Di-


rector. 
‘‘(e) MAKING REQUIRED STATEMENTS IN AS-


SIGNMENT OF RECORD.—An individual who is 


under an obligation of assignment of an ap-


plication for patent may include the re-


quired statements under subsections (b) and 


(c) in the assignment executed by the indi-


vidual, in lieu of filing such statements sepa-


rately. 
‘‘(f) TIME FOR FILING.—A notice of allow-


ance under section 151 may be provided to an 


applicant for patent only if the applicant for 


patent has filed each required oath or dec-


laration under subsection (a) or has filed a 


substitute statement under subsection (d) or 


recorded an assignment meeting the require-


ments of subsection (e). 
‘‘(g) EARLIER-FILED APPLICATION CON-


TAINING REQUIRED STATEMENTS OR SUB-


STITUTE STATEMENT.—The requirements 


under this section shall not apply to an indi-


vidual with respect to an application for pat-


ent in which the individual is named as the 


inventor or a joint inventor and that claims 


the benefit under section 120 or 365(c) of the 


filing of an earlier-filed application, if— 


‘‘(1) an oath or declaration meeting the re-


quirements of subsection (a) was executed by 


the individual and was filed in connection 


with the earlier-filed application; 


‘‘(2) a substitute statement meeting the re-


quirements of subsection (d) was filed in the 


earlier filed application with respect to the 


individual; or 


‘‘(3) an assignment meeting the require-


ments of subsection (e) was executed with re-


spect to the earlier-filed application by the 


individual and was recorded in connection 


with the earlier-filed application. 
‘‘(h) SUPPLEMENTAL AND CORRECTED STATE-


MENTS; FILING ADDITIONAL STATEMENTS.— 


‘‘(1) IN GENERAL.—Any person making a 


statement required under this section may 


withdraw, replace, or otherwise correct the 


statement at any time. If a change is made 


in the naming of the inventor requiring the 


filing of 1 or more additional statements 


under this section, the Director shall estab-


lish regulations under which such additional 


statements may be filed. 


‘‘(2) SUPPLEMENTAL STATEMENTS NOT RE-


QUIRED.—If an individual has executed an 


oath or declaration under subsection (a) or 


an assignment meeting the requirements of 


subsection (e) with respect to an application 
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for patent, the Director may not thereafter 


require that individual to make any addi-


tional oath, declaration, or other statement 


equivalent to those required by this section 


in connection with the application for patent 


or any patent issuing thereon. 


‘‘(3) SAVINGS CLAUSE.—No patent shall be 


invalid or unenforceable based upon the fail-


ure to comply with a requirement under this 


section if the failure is remedied as provided 


under paragraph (1).’’. 


(2) RELATIONSHIP TO DIVISIONAL APPLICA-


TIONS.—Section 121 is amended by striking 


‘‘If a divisional application’’ and all that fol-


lows through ‘‘inventor.’’. 


(3) REQUIREMENTS FOR NONPROVISIONAL AP-


PLICATIONS.—Section 111(a) is amended— 


(A) in paragraph (2)(C), by striking ‘‘by the 


applicant’’ and inserting ‘‘or declaration’’; 


(B) in the heading for paragraph (3), by 


striking ‘‘AND OATH’’; and 


(C) by striking ‘‘and oath’’ each place it 


appears. 


(4) CONFORMING AMENDMENT.—The item re-


lating to section 115 in the table of sections 


for chapter 10 is amended to read as follows: 


‘‘115. Inventor’s oath or declaration.’’. 
(b) FILING BY OTHER THAN INVENTOR.—Sec-


tion 118 is amended to read as follows: 


‘‘§ 118. Filing by other than inventor 
‘‘A person to whom the inventor has as-


signed or is under an obligation to assign the 


invention may make an application for pat-


ent. A person who otherwise shows sufficient 


proprietary interest in the matter may make 


an application for patent on behalf of and as 


agent for the inventor on proof of the perti-


nent facts and a showing that such action is 


appropriate to preserve the rights of the par-


ties. If the Director grants a patent on an ap-


plication filed under this section by a person 


other than the inventor, the patent shall be 


granted to the real party in interest and 


upon such notice to the inventor as the Di-


rector considers to be sufficient.’’. 
(c) SPECIFICATION.—Section 112 is amend-


ed— 


(1) in the first paragraph—— 


(A) by striking ‘‘The specification’’ and in-


serting ‘‘(a) IN GENERAL.—The specifica-


tion’’; 


(B) by striking ‘‘of carrying out his inven-


tion’’ and inserting ‘‘or joint inventor of car-


rying out the invention’’; and 


(2) in the second paragraph— 


(A) by striking ‘‘The specifications’’ and 


inserting ‘‘(b) CONCLUSION.—The specifica-


tions’’; and 


(B) by striking ‘‘applicant regards as his 


invention’’ and inserting ‘‘inventor or a joint 


inventor regards as the invention’’; 


(3) in the third paragraph, by striking ‘‘A 


claim’’ and inserting ‘‘(c) FORM.—A claim’’; 


(4) in the fourth paragraph, by striking 


‘‘Subject to the following paragraph,’’ and 


inserting ‘‘(d) REFERENCE IN DEPENDENT 


FORMS.—Subject to subsection (e),’’; 


(5) in the fifth paragraph, by striking ‘‘A 


claim’’ and inserting ‘‘(e) REFERENCE IN MUL-


TIPLE DEPENDENT FORM.—A claim’’; and 


(6) in the last paragraph, by striking ‘‘An 


element’’ and inserting ‘‘(f) ELEMENT IN 


CLAIM FOR A COMBINATION.—An element’’. 


SEC. 5. RIGHT OF THE INVENTOR TO OBTAIN 
DAMAGES. 


(a) DAMAGES.—Section 284 is amended— 


(1) in the first paragraph— 


(A) by striking ‘‘Upon’’ and inserting ‘‘(a) 


AWARD OF DAMAGES.— 


‘‘(1) IN GENERAL.—Upon’’; 


(B) by aligning the remaining text accord-


ingly; and 


(C) by adding at the end the following: 


‘‘(2) RELATIONSHIP OF DAMAGES TO CON-


TRIBUTIONS OVER PRIOR ART.—The court shall 


conduct an analysis to ensure that a reason-


able royalty under paragraph (1) is applied 


only to that economic value properly attrib-


utable to the patent’s specific contribution 


over the prior art. In a reasonable royalty 


analysis, the court shall identify all factors 


relevant to the determination of a reason-


able royalty under this subsection, and the 


court or the jury, as the case may be, shall 


consider only those factors in making the de-


termination. The court shall exclude from 


the analysis the economic value properly at-


tributable to the prior art, and other fea-


tures or improvements, whether or not 


themselves patented, that contribute eco-


nomic value to the infringing product or 


process. 


‘‘(3) ENTIRE MARKET VALUE.—Unless the 


claimant shows that the patent’s specific 


contribution over the prior art is the pre-


dominant basis for market demand for an in-


fringing product or process, damages may 


not be based upon the entire market value of 


that infringing product or process. 


‘‘(4) OTHER FACTORS.—In determining dam-


ages, the court may also consider, or direct 


the jury to consider, the terms of any non-


exclusive marketplace licensing of the inven-


tion, where appropriate, as well as any other 


relevant factors under applicable law.’’; 


(2) by amending the second undesignated 


paragraph to read as follows: 


‘‘(b) WILLFUL INFRINGEMENT .— 


‘‘(1) INCREASED DAMAGES.—A court that has 


determined that the infringer has willfully 


infringed a patent or patents may increase 


the damages up to three times the amount of 


damages found or assessed under subsection 


(a), except that increased damages under this 


paragraph shall not apply to provisional 


rights under section 154(d). 


‘‘(2) PERMITTED GROUNDS FOR WILLFUL-


NESS.—A court may find that an infringer 


has willfully infringed a patent only if the 


patent owner presents clear and convincing 


evidence that— 


‘‘(A) after receiving written notice from 


the patentee— 


‘‘(i) alleging acts of infringement in a man-


ner sufficient to give the infringer an objec-


tively reasonable apprehension of suit on 


such patent, and 


‘‘(ii) identifying with particularity each 


claim of the patent, each product or process 


that the patent owner alleges infringes the 


patent, and the relationship of such product 


or process to such claim, 


the infringer, after a reasonable opportunity 


to investigate, thereafter performed one or 


more of the alleged acts of infringement; 


‘‘(B) the infringer intentionally copied the 


patented invention with knowledge that it 


was patented; or 


‘‘(C) after having been found by a court to 


have infringed that patent, the infringer en-


gaged in conduct that was not colorably dif-


ferent from the conduct previously found to 


have infringed the patent, and which re-


sulted in a separate finding of infringement 


of the same patent. 


‘‘(3) LIMITATIONS ON WILLFULNESS.—(A) A 


court may not find that an infringer has 


willfully infringed a patent under paragraph 


(2) for any period of time during which the 


infringer had an informed good faith belief 


that the patent was invalid or unenforceable, 


or would not be infringed by the conduct 


later shown to constitute infringement of 


the patent. 


‘‘(B) An informed good faith belief within 


the meaning of subparagraph (A) may be es-


tablished by— 


‘‘(i) reasonable reliance on advice of coun-


sel; 


‘‘(ii) evidence that the infringer sought to 


modify its conduct to avoid infringement 


once it had discovered the patent; or 


‘‘(iii) other evidence a court may find suffi-


cient to establish such good faith belief. 


‘‘(C) The decision of the infringer not to 


present evidence of advice of counsel is not 


relevant to a determination of willful in-


fringement under paragraph (2). 


‘‘(4) LIMITATION ON PLEADING.—Before the 


date on which a court determines that the 


patent in suit is not invalid, is enforceable, 


and has been infringed by the infringer, a 


patentee may not plead and a court may not 


determine that an infringer has willfully in-


fringed a patent. The court’s determination 


of an infringer’s willfulness shall be made 


without a jury.’’; and 


(3) in the third undesignated paragraph, by 


striking ‘‘The court’’ and inserting ‘‘(c) EX-


PERT TESTIMONY.—The court’’. 
(b) DEFENSE TO INFRINGEMENT BASED ON 


EARLIER INVENTOR.—Section 273 of title 35, 


United States Code, is amended— 


(1) in subsection (a)— 


(A) in paragraph (1)— 


(i) by striking ‘‘of a method’’; and 


(ii) by striking ‘‘review period;’’ and insert-


ing ‘‘review period; and’’; 


(B) in paragraph (2)(B), by striking the 


semicolon at the end and inserting a period; 


and 


(C) by striking paragraphs (3) and (4); 


(2) in subsection (b)— 


(A) in paragraph (1)— 


(i) by striking ‘‘for a method’’; and 


(ii) by striking ‘‘at least 1 year before the 


effective filing date of such patent, and’’ and 


all that follows through the period and in-


serting ‘‘and commercially used, or made 


substantial preparations for commercial use 


of, the subject matter before the effective fil-


ing date of the claimed invention.’’; 


(B) in paragraph (2)— 


(i) by striking ‘‘The sale or other disposi-


tion of a useful end result produced by a pat-


ented method’’ and inserting ‘‘The sale or 


other disposition of subject matter that 


qualifies for the defense set forth in this sec-


tion’’; and 


(ii) by striking ‘‘a defense under this sec-


tion with respect to that useful end result’’ 


and inserting ‘‘such defense’’; and 


(C) in paragraph (3)— 


(i) by striking subparagraph (A); and 


(ii) by redesignating subparagraphs (B) and 


(C) as subparagraphs (A) and (B), respec-


tively; 


(3) in paragraph (7), by striking ‘‘of the 


patent’’ and inserting ‘‘of the claimed inven-


tion’’; and 


(4) by amending the heading to read as fol-


lows: 


‘‘§ 273. Special defenses to and exemptions 
from infringement’’. 
(c) TABLE OF SECTIONS.—The item relating 


to section 273 in the table of sections for 


chapter 28 is amended to read as follows: 


‘‘273. Special defenses to and exemptions 


from infringement.’’. 
(d) EFFECTIVE DATE.—The amendments 


made by this section shall apply to any civil 


action commenced on or after the date of en-


actment of this Act. 


SEC. 6. POST-GRANT PROCEDURES AND OTHER 
QUALITY ENHANCEMENTS. 


(a) REEXAMINATION.—Section 303(a) is 


amended to read as follows: 
‘‘(a) Within 3 months after the owner of a 


patent files a request for reexamination 


under section 302, the Director shall deter-


mine whether a substantial new question of 


patentability affecting any claim of the pat-


ent concerned is raised by the request, with 


or without consideration of other patents or 


printed publications. On the Director’s own 


initiative, and at any time, the Director may 


determine whether a substantial new ques-


tion of patentability is raised by patents and 


publications discovered by the Director, is 


cited under section 301, or is cited by any 


person other than the owner of the patent 
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under section 302 or section 311. The exist-


ence of a substantial new question of patent-


ability is not precluded by the fact that a 


patent or printed publication was previously 


cited by or to the Office or considered by the 


Office.’’. 
(b) REEXAMINATION.—Section 315(c) is 


amended by striking ‘‘or could have raised’’. 
(c) REEXAMINATION PROHIBITED AFTER DIS-


TRICT COURT DECISION.—Section 317(b) is 


amended— 


(1) in the subsection heading, by striking 


‘‘FINAL DECISION’’ and inserting ‘‘DISTRICT 


COURT DECISION’’; and 


(2) by striking ‘‘Once a final decision has 


been entered’’ and inserting ‘‘Once the judg-


ment of the district court has been entered’’. 
(d) EFFECTIVE DATES.—Notwithstanding 


any other provision of law, sections 311 


through 318 of title 35, United States Code, as 


amended by this Act, shall apply to any pat-


ent that issues before, on, or after the date 


of enactment of this Act from an original ap-


plication filed on any date. 
(e) POST-GRANT OPPOSITION PROCEDURES.— 


(1) IN GENERAL.—Part III is amended by 


adding at the end the following new chapter: 


‘‘CHAPTER 32—POST-GRANT REVIEW 
PROCEDURES 


‘‘Sec. 
‘‘321. Petition for post-grant review. 
‘‘322. Timing and bases of petition. 
‘‘323. Requirements of petition. 
‘‘324. Prohibited filings. 
‘‘325. Submission of additional information; 


showing of sufficient grounds. 
‘‘326. Conduct of post-grant review pro-


ceedings. 
‘‘327. Patent owner response. 
‘‘328. Proof and evidentiary standards. 
‘‘329. Amendment of the patent. 
‘‘330. Decision of the Board. 
‘‘331. Effect of decision. 
‘‘332. Relationship to other pending pro-


ceedings. 
‘‘333. Effect of decisions rendered in civil ac-


tion on future post-grant re-


view proceedings. 
‘‘334. Effect of final decision on future pro-


ceedings. 
‘‘335. Appeal. 


‘‘§ 321. Petition for post-grant review 
‘‘Subject to sections 322, 324, 332, and 333, a 


person who is not the patent owner may file 


with the Office a petition for cancellation 


seeking to institute a post-grant review pro-


ceeding to cancel as unpatentable any claim 


of a patent on any ground that could be 


raised under paragraph (2) or (3) of section 


282(b) (relating to invalidity of the patent or 


any claim). The Director shall establish, by 


regulation, fees to be paid by the person re-


questing the proceeding, in such amounts as 


the Director determines to be reasonable. 


‘‘§ 322. Timing and bases of petition 
‘‘A post-grant proceeding may be insti-


tuted under this chapter pursuant to a can-


cellation petition filed under section 321 only 


if— 


‘‘(1) the petition is filed not later than 12 


months after the grant of the patent or 


issuance of a reissue patent, as the case may 


be; 


‘‘(2)(A) the petitioner establishes a sub-


stantial reason to believe that the continued 


existence of the challenged claim in the peti-


tion causes or is likely to cause the peti-


tioner significant economic harm; or 


‘‘(B) the petitioner has received notice 


from the patent holder alleging infringement 


by the petitioner of the patent; or 


‘‘(3) the patent owner consents in writing 


to the proceeding. 


‘‘§ 323. Requirements of petition 
‘‘A cancellation petition filed under sec-


tion 321 may be considered only if— 


‘‘(1) the petition is accompanied by pay-


ment of the fee established by the Director 


under section 321; 


‘‘(2) the petition identifies the cancellation 


petitioner; and 


‘‘(3) the petition sets forth in writing the 


basis for the cancellation, identifying each 


claim challenged and providing such infor-


mation as the Director may require by regu-


lation, and includes copies of patents and 


printed publications that the cancellation 


petitioner relies upon in support of the peti-


tion; and 


‘‘(4) the petitioner provides copies of those 


documents to the patent owner or, if applica-


ble, the designated representative of the pat-


ent owner. 


‘‘§ 324. Prohibited filings 
‘‘A post-grant review proceeding may not 


be instituted under paragraph (1), (2), or (3) 
of section 322 if the petition for cancellation 
requesting the proceeding identifies the 
same cancellation petitioner and the same 
patent as a previous petition for cancellation 
filed under the same paragraph of section 
322. 


‘‘§ 325. Submission of additional information; 
showing of sufficient grounds 
‘‘The cancellation petitioner shall file such 


additional information with respect to the 
petition as the Director may require. The Di-
rector may not authorize a post-grant review 
proceeding to commence unless the Director 
determines that the information presented 
provides sufficient grounds to proceed. 


‘‘§ 326. Conduct of post-grant review pro-
ceedings 
‘‘(a) IN GENERAL.—The Director shall— 


‘‘(1) prescribe regulations, in accordance 


with section 2(b)(2), establishing and gov-


erning post-grant review proceedings under 


this chapter and their relationship to other 


proceedings under this title; 


‘‘(2) prescribe regulations setting forth the 


standards for showings of substantial reason 


to believe and significant economic harm 


under section 322(2) and sufficient grounds 


under section 325; 


‘‘(3) prescribe regulations establishing pro-


cedures for the submission of supplemental 


information after the petition for cancella-


tion is filed; and 


‘‘(4) prescribe regulations setting forth pro-


cedures for discovery of relevant evidence, 


including that such discovery shall be lim-


ited to evidence directly related to factual 


assertions advanced by either party in the 


proceeding, and the procedures for obtaining 


such evidence shall be consistent with the 


purpose and nature of the proceeding. 
‘‘(b) POST-GRANT REGULATIONS.—Regula-


tions under subsection (a)(1)— 


‘‘(1) shall require that the final determina-


tion in a post-grant proceeding issue not 


later than one year after the date on which 


the post-grant review proceeding is insti-


tuted under this chapter, except that, for 


good cause shown, the Director may extend 


the 1-year period by not more than six 


months; 


‘‘(2) shall provide for discovery upon order 


of the Director; 


‘‘(3) shall prescribe sanctions for abuse of 


discovery, abuse of process, or any other im-


proper use of the proceeding, such as to har-


ass or to cause unnecessary delay or unnec-


essary increase in the cost of the proceeding; 


‘‘(4) may provide for protective orders gov-


erning the exchange and submission of con-


fidential information; and 


‘‘(5) shall ensure that any information sub-


mitted by the patent owner in support of any 


amendment entered under section 328 is 


made available to the public as part of the 


prosecution history of the patent. 
‘‘(c) CONSIDERATIONS.—In prescribing regu-


lations under this section, the Director shall 


consider the effect on the economy, the in-


tegrity of the patent system, and the effi-


cient administration of the Office. 
‘‘(d) CONDUCT OF PROCEEDING.—The Patent 


Trial and Appeal Board shall, in accordance 


with section 6(b), conduct each post-grant re-


view proceeding authorized by the Director. 


‘‘§ 327. Patent owner response 
‘‘After a post-grant proceeding under this 


chapter has been instituted with respect to a 


patent, the patent owner shall have the right 


to file, within a time period set by the Direc-


tor, a response to the cancellation petition. 


The patent owner shall file with the re-


sponse, through affidavits or declarations, 


any additional factual evidence and expert 


opinions on which the patent owner relies in 


support of the response. 


‘‘§ 328. Proof and evidentiary standards 
‘‘(a) IN GENERAL.—The presumption of va-


lidity set forth in section 282 shall not apply 


in a challenge to any patent claim under this 


chapter. 
‘‘(b) BURDEN OF PROOF.—The party advanc-


ing a proposition under this chapter shall 


have the burden of proving that proposition 


by a preponderance of the evidence. 


‘‘§ 329. Amendment of the patent 
‘‘(a) IN GENERAL.—In response to a chal-


lenge in a petition for cancellation, the pat-


ent owner may file 1 motion to amend the 


patent in 1 or more of the following ways: 


‘‘(1) Cancel any challenged patent claim. 


‘‘(2) For each challenged claim, propose a 


substitute claim. 


‘‘(3) Amend the patent drawings or other-


wise amend the patent other than the 


claims. 
‘‘(b) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted only for 


good cause shown. 
‘‘(c) SCOPE OF CLAIMS.—An amendment 


under this section may not enlarge the scope 


of the claims of the patent or introduce new 


matter. 


‘‘§ 330. Decision of the Board 
‘‘If the post-grant review proceeding is in-


stituted and not dismissed under this chap-


ter, the Patent Trial and Appeal Board shall 


issue a final written decision with respect to 


the patentability of any patent claim chal-


lenged and any new claim added under sec-


tion 329. 


‘‘§ 331. Effect of decision 
‘‘(a) IN GENERAL.—If the Patent Trial and 


Appeal Board issues a final decision under 


section 330 and the time for appeal has ex-


pired or any appeal proceeding has termi-


nated, the Director shall issue and publish a 


certificate canceling any claim of the patent 


finally determined to be unpatentable and 


incorporating in the patent by operation of 


the certificate any new claim determined to 


be patentable. 
‘‘(b) NEW CLAIMS.—Any new claim held to 


be patentable and incorporated into a patent 


in a post-grant review proceeding shall have 


the same effect as that specified in section 


252 for reissued patents on the right of any 


person who made, purchased, offered to sell, 


or used within the United States, or im-


ported into the United States, anything pat-


ented by such new claim, or who made sub-


stantial preparations therefore, prior to 


issuance of a certificate under subsection (a) 


of this section. 


‘‘§ 332. Relationship to other pending pro-
ceedings 
‘‘Notwithstanding subsection 135(a), sec-


tions 251 and 252, and chapter 30, the Director 


may determine the manner in which any re-


examination proceeding, reissue proceeding, 


interference proceeding (commenced before 


the effective date of the Patent Reform Act 


of 2007), derivation proceeding, or post-grant 
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review proceeding, that is pending during a 


post-grant review proceeding, may proceed, 


including providing for stay, transfer, con-


solidation, or termination of any such pro-


ceeding. 


‘‘§ 333. Effect of decisions rendered in civil ac-
tion on future post-grant review pro-
ceedings 
‘‘If a final decision has been entered 


against a party in a civil action arising in 


whole or in part under section 1338 of title 28 


establishing that the party has not sustained 


its burden of proving the invalidity of any 


patent claim— 


‘‘(1) that party to the civil action and the 


privies of that party may not thereafter re-


quest a post-grant review proceeding on that 


patent claim on the basis of any grounds, 


under the provisions of section 311, which 


that party or the privies of that party raised 


or had actual knowledge of; and 


‘‘(2) the Director may not thereafter main-


tain a post-grant review proceeding pre-


viously requested by that party or the 


privies of that party on the basis of such 


grounds. 


‘‘§ 334. Effect of final decision on future pro-
ceedings 
‘‘(a) IN GENERAL.—If a final decision under 


section 330 is favorable to the patentability 


of any original or new claim of the patent 


challenged by the cancellation petitioner, 


the cancellation petitioner may not there-


after, based on any ground which the can-


cellation petitioner raised during the post- 


grant review proceeding— 


‘‘(1) request or pursue a reexamination of 


such claim under chapter 31; 


‘‘(2) request or pursue a derivation pro-


ceeding with respect to such claim; 


‘‘(3) request or pursue a post-grant review 


proceeding under this chapter with respect 


to such claim; or 


‘‘(4) assert the invalidity of any such 


claim, in any civil action arising in whole or 


in part under section 1338 of title 28. 
‘‘(b) EXTENSION OF PROHIBITION.—If the 


final decision is the result of a petition for 


cancellation filed on the basis of paragraph 


(2) of section 322, the prohibition under this 


section shall extend to any ground which the 


cancellation petitioner raised during the 


post-grant review proceeding. 


‘‘§ 335. Appeal 
‘‘A party dissatisfied with the final deter-


mination of the Patent Trial and Appeal 


Board in a post-grant proceeding under this 


chapter may appeal the determination under 


sections 141 through 144. Any party to the 


post-grant proceeding shall have the right to 


be a party to the appeal.’’. 
(f) CONFORMING AMENDMENT.—The table of 


chapters for part III is amended by adding at 


the end the following: 


‘‘32. Post-Grant Review Proceedings .. 321’’. 
(g) REGULATIONS AND EFFECTIVE DATE.— 


(1) REGULATIONS.—The Under Secretary of 


Commerce for Intellectual Property and Di-


rector of the United States Patent and 


Trademark Office (in this subsection referred 


to as the ‘‘Director’’) shall, not later than 


the date that is 1 year after the date of the 


enactment of this Act, issue regulations to 


carry out chapter 32 of title 35, United States 


Code, as added by subsection (e) of this sec-


tion 


(2) APPLICABILITY.—The amendments made 


by subsection (e) shall take effect on the 


date that is 1 year after the date of the en-


actment of this Act and shall apply to pat-


ents issued before, on, or after that date, ex-


cept that, in the case of a patent issued be-


fore that date, a petition for cancellation 


under section 321 of title 35, United States 


Code, may be filed only if a circumstance de-


scribed in paragraph (2), (3), or (4) of section 


322 of title 35, United States Code, applies to 


the petition. 


(3) PENDING INTERFERENCES.—The Director 


shall determine the procedures under which 


interferences commenced before the effective 


date under paragraph (2) are to proceed, in-


cluding whether any such interference is to 


be dismissed without prejudice to the filing 


of a cancellation petition for a post-grant op-


position proceeding under chapter 32 of title 


35, United States Code, or is to proceed as if 


this Act had not been enacted. The Director 


shall include such procedures in regulations 


issued under paragraph (1). 


SEC. 7. DEFINITIONS; PATENT TRIAL AND AP-
PEAL BOARD. 


(a) DEFINITIONS.—Section 100 (as amended 


by this Act) is further amended— 


(1) in subsection (e), by striking ‘‘or inter 


partes reexamination under section 311’’; 


(2) by adding at the end the following: 
‘‘(k) The term ‘cancellation petitioner’ 


means the real party in interest requesting 


cancellation of any claim of a patent under 


chapter 31 of this title and the privies of the 


real party in interest.’’. 
(b) PATENT TRIAL AND APPEAL BOARD.— 


Section 6 is amended to read as follows: 


‘‘§ 6. Patent Trial and Appeal Board 
‘‘(a) ESTABLISHMENT AND COMPOSITION.— 


There shall be in the Office a Patent Trial 


and Appeal Board. The Director, the Deputy 


Director, the Commissioner for Patents, the 


Commissioner for Trademarks, and the ad-


ministrative patent judges shall constitute 


the Patent Trial and Appeal Board. The ad-


ministrative patent judges shall be persons 


of competent legal knowledge and scientific 


ability who are appointed by the Director. 


Any reference in any Federal law, Executive 


order, rule, regulation, or delegation of au-


thority, or any document of or pertaining to 


the Board of Patent Appeals and Inter-


ferences is deemed to refer to the Patent 


Trial and Appeal Board. 
‘‘(b) DUTIES.—The Patent Trial and Appeal 


Board shall— 


‘‘(1) on written appeal of an applicant, re-


view adverse decisions of examiners upon ap-


plication for patents; 


‘‘(2) on written appeal of a patent owner, 


review adverse decisions of examiners upon 


patents in reexamination proceedings under 


chapter 30; and 


‘‘(3) determine priority and patentability 


of invention in derivation proceedings under 


subsection 135(a); and 


‘‘(4) conduct post-grant opposition pro-


ceedings under chapter 32. 
Each appeal and derivation proceeding shall 


be heard by at least 3 members of the Patent 


Trial and Appeal Board, who shall be des-


ignated by the Director. Only the Patent 


Trial and Appeal Board may grant re-


hearings. The Director shall assign each 


post-grant review proceeding to a panel of 3 


administrative patent judges. Once assigned, 


each such panel of administrative patent 


judges shall have the responsibilities under 


chapter 32 in connection with post-grant re-


view proceedings.’’. 


SEC. 8. STUDY AND REPORT ON REEXAMINATION 
PROCEEDINGS. 


The Under Secretary of Commerce for In-


tellectual Property and Director of the Pat-


ent and Trademark Office shall, not later 


than 3 years after the date of the enactment 


of this Act— 


(1) conduct a study of the effectiveness and 


efficiency of the different forms of pro-


ceedings available under title 35, United 


States Code, for the reexamination of pat-


ents; and 


(2) submit to the Committees on the Judi-


ciary of the House of Representatives and 


the Senate a report on the results of the 


study, including any of the Director’s sug-


gestions for amending the law, and any other 


recommendations the Director has with re-


spect to patent reexamination proceedings. 


SEC. 9. SUBMISSIONS BY THIRD PARTIES AND 
OTHER QUALITY ENHANCEMENTS. 


(a) PUBLICATION.—Section 122(b)(2) is 
amended— 


(1) by striking subparagraph (B); and 


(2) in subparagraph (A)— 


(A) by striking ‘‘(A) An application’’ and 


inserting ‘‘An application’’; and 


(B) by redesignating clauses (i) through 


(iv) as subparagraphs (A) through (D), re-


spectively. 
(b) PREISSUANCE SUBMISSIONS BY THIRD 


PARTIES.—Section 122 is amended by adding 
at the end the following: 


‘‘(e) PREISSUANCE SUBMISSIONS BY THIRD 
PARTIES.— 


‘‘(1) IN GENERAL.—Any person may submit 


for consideration and inclusion in the record 


of a patent application, any patent, pub-


lished patent application or other publica-


tion of potential relevance to the examina-


tion of the application, if such submission is 


made in writing before the earlier of— 


‘‘(A) the date a notice of allowance under 


section 151 is mailed in the application for 


patent; or 


‘‘(B) either— 


‘‘(i) 6 months after the date on which the 


application for patent is published under sec-


tion 122, or 


‘‘(ii) the date of the first rejection under 


section 132 of any claim by the examiner dur-


ing the examination of the application for 


patent, 


whichever occurs later. 


‘‘(2) OTHER REQUIREMENTS.—Any submis-


sion under paragraph (1) shall— 


‘‘(A) set forth a concise description of the 


asserted relevance of each submitted docu-


ment; 


‘‘(B) be accompanied by such fee as the Di-


rector may prescribe; and 


‘‘(C) include a statement by the submitter 


affirming that the submission was made in 


compliance with this section.’’. 


SEC. 10. VENUE AND JURISDICTION. 
(a) VENUE FOR PATENT CASES.—Section 1400 


of title 28, United States Code, is amended by 
striking subsection (b) and inserting the fol-
lowing: 


‘‘(b) Any civil action arising under any Act 
of Congress relating to patents, other than 
an action for declaratory judgment or an ac-
tion seeking review of a decision of the Pat-
ent Trial and Appeal Board under chapter 13 
of title 35, may be brought only— 


‘‘(1) in the judicial district where either 


party resides; or 


‘‘(2) in the judicial district where the de-


fendant has committed acts of infringement 


and has a regular and established place of 


business. 
‘‘(c) Notwithstanding section 1391(c) of this 


title, for purposes of venue under subsection 
(b), a corporation shall be deemed to reside 
in the judicial district in which the corpora-
tion has its principal place of business or in 
the State in which the corporation is incor-
porated.’’. 


(b) INTERLOCUTORY APPEALS.—Subsection 
(c)(2) of section 1292 of title 28, United States 
Code, is amended by adding at the end the 
following: 


‘‘(3) of an appeal from an interlocutory 


order or decree determining construction of 


claims in a civil action for patent infringe-


ment under section 271 of title 35. 
Application for an appeal under paragraph 
(3) shall be made to the court within 10 days 
after entry of the order or decree, and pro-
ceedings in the district court under such 
paragraph shall be stayed during pendency of 
the appeal.’’. 


SEC. 11. REGULATORY AUTHORITY. 
Section 3(a) is amended by adding at the 


end the following: 
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‘‘(5) REGULATORY AUTHORITY.—In addition 


to the authority conferred by other provi-


sions of this title, the Director may promul-


gate such rules, regulations, and orders that 


the Director determines appropriate to carry 


out the provisions of this title or any other 


law applicable to the United States Patent 


and Trademark Office or that the Director 


determines necessary to govern the oper-


ation and organization of the Office.’’. 


SEC. 12. TECHNICAL AMENDMENTS. 
(a) JOINT INVENTIONS.—Section 116 is 


amended— 


(1) in the first paragraph, by striking 


‘‘When’’ and inserting ‘‘(a) JOINT INVEN-


TIONS.—When’’; 


(2) in the second paragraph, by striking ‘‘If 


a joint inventor’’ and inserting ‘‘(b) OMITTED 


INVENTOR.—If a joint inventor’’; and 


(3) in the third paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(c) CORRECTION 


OF ERRORS IN APPLICATION.—Whenever’’. 
(b) FILING OF APPLICATION IN FOREIGN 


COUNTRY.—Section 184 is amended— 


(1) in the first paragraph, by striking ‘‘Ex-


cept when’’ and inserting ‘‘(a) FILING IN FOR-


EIGN COUNTRY.—Except when’’; 


(2) in the second paragraph, by striking 


‘‘The term’’ and inserting ‘‘(b) APPLICA-


TION.—The term’’; and 


(3) in the third paragraph, by striking 


‘‘The scope’’ and inserting ‘‘(c) SUBSEQUENT 


MODIFICATIONS, AMENDMENTS, AND SUPPLE-


MENTS.—The scope’’. 
(c) REISSUE OF DEFECTIVE PATENTS.—Sec-


tion 251 is amended— 


(1) in the first paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(a) IN GEN-


ERAL.—Whenever’’; 


(2) in the second paragraph, by striking 


‘‘The Director’’ and inserting ‘‘(b) MULTIPLE 


REISSUED PATENTS.—The Director’’; 


(3) in the third paragraph, by striking 


‘‘The provision’’ and inserting ‘‘(c) APPLICA-


BILITY OF THIS TITLE.—The provisions’’; and 


(4) in the last paragraph, by striking ‘‘No 


reissued patent’’ and inserting ‘‘(d) REISSUE 


PATENT ENLARGING SCOPE OF CLAIMS.—No re-


issued patent’’. 
(d) EFFECT OF REISSUE.—Section 253 is 


amended— 


(1) in the first paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(a) IN GEN-


ERAL.—Whenever’’; and 


(2) in the second paragraph, by striking ‘‘in 


like manner’’ and inserting ‘‘(b) ADDITIONAL 


DISCLAIMER OR DEDICATION.—In the manner 


set forth in subsection (a),’’. 
(e) CORRECTION OF NAMED INVENTOR.—Sec-


tion 256 is amended— 


(1) in the first paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(a) CORREC-


TION.—Whenever’’; and 


(2) in the second paragraph, by striking 


‘‘The error’’ and inserting ‘‘(b) PATENT VALID 


IF ERROR CORRECTED.—The error’’. 
(f) PRESUMPTION OF VALIDITY.—Section 282 


is amended— 


(1) in the first undesignated paragraph, by 


striking ‘‘A patent’’ and inserting ‘‘(a) IN 


GENERAL.—A patent’’; 


(2) in the second undesignated paragraph, 


by striking ‘‘The following’’ and inserting 


‘‘(b) DEFENSES.—The following’’; and 


(3) in the third undesignated paragraph, by 


striking ‘‘In actions’’ and inserting ‘‘(c) NO-


TICE OF ACTIONS; ACTIONS DURING EXTENSION 


OF PATENT TERM.—In actions’’. 


SEC. 13. EFFECTIVE DATE; RULE OF CONSTRUC-
TION. 


(a) EFFECTIVE DATE.—Except as otherwise 


provided in this Act, the provisions of this 


Act shall take effect 12 months after the 


date of the enactment of this Act and shall 


apply to any patent issued on or after that 


effective date. 
(b) CONTINUITY OF INTENT UNDER THE CRE-


ATE ACT.—The enactment of section 102(b)(3) 


of title 35, United States Code, under section 


(3)(b) of this Act is done with the same in-


tent to promote joint research activities 


that was expressed, including in the legisla-


tive history, through the enactment of the 


Cooperative Research and Technology En-


hancement Act of 2004 (Public Law 108–453; 


the ‘‘CREATE Act’’), the amendments of 


which are stricken by section 3(c) of this 


Act. The United States Patent and Trade-


mark Office shall administer section 102(b)(3) 


of title 35, United States Code, in a manner 


consistent with the legislative history of the 


CREATE Act that was relevant to its admin-


istration by the Patent and Trademark Of-


fice. 


Mr. HATCH. Mr. President, I rise 
today to introduce with Senate Judici-
ary Committee Chairman PATRICK 
LEAHY the Patent Reform Act of 2007, 
S. 1145. S. 1145 represents years of care-
ful negotiation and input from a wide- 
spectrum of stake holders. In fact, the 
2006 Hatch-Leahy bill has served as a 
blueprint for this year’s legislation and 
contains substantially similar lan-
guage. Chairman LEAHY’s desire to 
have a piece of legislation that is both 
bipartisan and bicameral is a great un-
dertaking and represents a tremendous 
commitment by Congress to move for-
ward in streamlining and strength-
ening our patent system. 


The patent system is the bedrock of 
innovation, especially in today’s global 
economy. Last year, more than 440,000 
patent applications were filed at the 
United States Patent and Trademark 
Office (USPTO). The sheer volume of 
patent applications reflects the vi-
brant, innovative spirit that has made 
America a world-wide leader in science, 
engineering, and technology. Because 
America’s ingenuity continues to fund 
our economy, we must protect new 
ideas and investments in innovation 
and creativity. Patents encourage 
technological advancement by pro-
viding incentives to invent, invest in, 
and disclose new technology. Now, 
more than ever, it is important to en-


sure efficiency and increased quality in 


the issuance of patents. This in turn 


creates an environment that fosters en-


trepreneurship and the creation of jobs: 


two significant pillars in our economy. 


In my home State of Utah alone, there 


are over 3,200 technology and 500 life 


science companies, and eight percent 


year-over-year growth. Utah leads the 


western States region in creating and 


sustaining these companies. 
Additionally, the concentration of 


college graduates in Utah is contrib-


uting to the State’s technological 


friendliness, attracting growth compa-


nies to Utah and creating new ones. 


There is a large, young adult popu-


lation in Utah attending not only the 


two world-class research universities of 


the University of Utah and Utah State 


University, but also Brigham Young 


University, Utah Valley State College 


and Weber State University. These uni-


versities and colleges are strong eco-


nomic drivers that encourage tech-


nology industry growth in my State. 
For years, Chairman LEAHY and I 


have been working together to craft 


meaningful patent reform to address 


problems that have been identified 
through a series of hearings and discus-
sions with stake holders. This bill ad-
dresses many of the problems with the 
substantive, procedural, and adminis-
trative aspects of the patent system, 
which governs how entities here in the 
United States apply for, receive, and 
eventually make use of patents. 


The Patent Reform Act of 2007 in-


cludes provisions to improve patent 


quality. Many complaints about the 


current patent system deal with the 


number of suspect and over-broad pat-


ents that are issued. Because bad pat-


ents are generally of little value to 


productive companies, in many cases 


their value is maximized by using them 


as a basis for infringement suits 


against deep-pocket defendants. This 


bill institutes a robust post-grant re-


view process so that third parties can 


challenge suspect patents in an admin-


istrative process, rather than through 


costly litigation. In the bill we intro-


duced today, Section 6 has been tight-


ened by including an anti-harassment 


provision to discourage companies 


from colluding and perpetually 


harassing one company. I am hopeful 


this will serve as a deterrent to those 


who seek to abuse post-grant review 


process. 
In addition, S. 1145 is designed to har-


monize U.S. law with the law of other 


countries by instituting a first-to-file 


system. The United States is the only 


significant country following the first- 


to-invent system, in which the right of 


the patent lies with the first inventor, 


rather than the first inventor to file 


for a patent. The Patent Reform Act of 


2007 provides greater certainty because 


the filing date of an application can 


very rarely be challenged. 
S. 1145 also seeks to provide fair and 


equitable remedies. Some claim that 


courts have allowed damages for in-


fringement to be based on the market 


for an entire product when all that was 


infringed is a minor component of the 


product. The bill’s language preserves 


the current rule that mandates that a 


damages award shall not be less than a 


reasonable royalty for the infringed 


patent, and further requires the court 


to conduct an analysis to ensure that 


when a reasonable royalty is the 


award, it reflects only the economic 


value of the patent’s specific contribu-


tion over the prior art. 
There are a few provisions I believe 


need further discussion. I was dis-


appointed that the inequitable conduct 


provision from last year’s bill was re-


moved. Attorneys well know that the 


inequitable conduct defense has been 


overpleaded and has become a drag on 


the litigation process. I think last 


year’s language struck the correct bal-


ance by focusing on the patentability 


of the claims in dispute and properly 


prevented parties from asserting the 


defense frivolously. Let me hasten to 


add that I do believe there should be 


consequences for misconduct. I believe 


that reforms to the inequitable con-


duct defense should focus on the nature 
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We need to be smart about where we 


are going here. The GDP of our country 
is measured by our total expenditures 
of consumption of the American peo-
ple, it is measured by our investments, 
it is measured by government spending 
and investment, and by our exports 
minus our imports. That is the GDP. 
That is how you measure GDP. How 
can these folks sit here and say if you 
cut the government spending you are 
not going to cut the GDP, which is 
what every major economic analysis 
has said? 


So yes, we have to cut waste; yes, we 
have to cut some spending; yes, we 
have to be responsible. But let us be re-
sponsible in a responsible way, by look-
ing at the overall budget and the places 
we can reduce, at a tempo that doesn’t 
do injury to our ability to invest in 
America’s future, to create the jobs for 
the future, but nevertheless send the 
right message to the marketplace and 
to the American people. 


We have done that before. We saw the 
longest expansion in America’s history. 
Staring us in the face is the largest 
economic opportunity of a lifetime. 
The energy marketplace is a $6 trillion 
market with 6 billion potential users 
today, rising to about 9 billion over the 
next 30 years. But we are not engaged 
in that. Two years ago, China produced 
5 percent of the world’s solar panels. 
Today, they produce 60 percent, and 
the United States doesn’t have one 
company in the top 10 companies of the 
world’s solar panel producers. What are 
we doing? The biggest trans-
formational market staring the United 
States in the face is the energy mar-
ket, and we should be here putting an 
energy policy in place, an education 
policy in place, an infrastructure in-
vestment policy in place, and a re-
search policy for technology and med-
ical that soars, that takes America 
into the future, creates the jobs we 
need for the next generations, and re-
duces the deficit in responsible ways, 
not in this unbelievable reckless, meat 
axe, hatchet budget that is being pre-
sented to us by the House of Represent-
atives. We need to find common 
ground. 


The minority continues to criticize 
President Obama about the lack of 
progress in creating jobs. Last month, 
the economy added 192,000 jobs and the 
unemployment rate declined from 9 
percent to 8.9 percent. This is one of 
the best job reports since the recession 
began more than 3 years ago. It shows 
that the economic recovery is begin-
ning to gain momentum. However the 
unemployment rate is still too high 
and we need both small and big busi-
nesses to increase jobs if we are going 
to see a meaningful decrease in unem-
ployment. The House continuing reso-
lution will make that more difficult. 


Republican economist Mark Zandi 
says that now is not the time to imple-
ment the cuts included in the House 
continuing resolution. In a recent re-
port, Zandi said. ‘‘The economy is add-
ing between 100,000 and 150,000 per 


month—but it must add closer to 
200,000 jobs per month before we can 
say the economy is truly expanding 
again. Imposing additional government 
spending cuts before this has happened, 
as House Republicans want, would be 
taking an unnecessary chance with the 
recovery.’’ 


Zandi estimates that the cuts in-
cluded in the Republican continuing 
resolution would lead to 700,000 fewer 
jobs by the end of 2012. Federal Reserve 
Chairman Ben Bernanke said last week 
that the Republican continuing resolu-
tion would reduce growth and cost our 
economy about a couple hundred thou-
sand jobs. 


Last month, a Goldman Sachs econo-
mist warned that the Republican cuts 
could reduce economic growth in the 
United States by 1.5 to 2 percentage 
points this year. 


Additional spending cuts would also 
go against the thrust of our economic 
policies. The Federal Reserve is hold-
ing short-term interest rates close to 
zero and purchasing hundreds of bil-
lions of dollars in long-term Treasury 
bonds, in an effort to hold down long- 
term interest rates. The tax cut agree-
ment we made last year is also helping 
to create jobs and boost our economy. 
It doesn’t raise taxes, includes a 2 per-
cent payroll tax holiday, extends emer-
gency unemployment insurance bene-
fits and allows businesses to expense 
their investments this year. 


The American people deserve better 
than the approach taken by the House 
of Representatives that cuts critically 
needed research funding, eliminates 
jobs and reduce economic growth, 
hurts our competitiveness and could 
push our economy into a ‘‘double dip’’ 
recession. 


There is a better way for us to re-
solve our budget problems. Let’s go 
back to what worked before and can 
work again if we are willing to bite the 
bullet. In the early 1990s, our economy 
was faltering because deficits and debt 
were freezing capital. We had to send a 
signal to the market that we were ca-
pable of being fiscally responsible. We 
did just that and as result we saw the 
longest economic expansion in history, 
created more than 22 million jobs, and 
generated unprecedented wealth in 
America, with every income bracket 
rising. But we did it by making tough 
choices. 


Now is the moment for America to 
reach for the brass energy ring—to go 
for the Moon here on Earth by building 
our new energy future—and, in doing 
so, create millions of steady, higher 
paying jobs at every level of the econ-
omy. Make no mistake: Jobs that 
produce energy in America are jobs 
that stay in America. The amount of 
work to be done here is just stunning. 
It is the work of many lifetimes. And it 
must begin now. This shouldn’t be a 
partisan issue, but instead of coming 
together to meet the defining test of a 
new energy economy and our future. 


There is a bipartisan consensus just 
waiting to lift our country and our fu-


ture if Senators are willing to sit down 
and forge it and make it real. The 
President’s fiscal commission made 
very clear that our budget cannot be 
balanced by cutting spending alone. 
The American people deserve a serious 
dialogue and adult conversation within 
the Congress about our fiscal situation, 
discretionary spending, entitlements, 
and revenues. We need to work to-
gether in a bipartisan process to de-
velop a long-term solution to reduce 
both our current budget deficit and our 
staggering debt. And, yes, we will need 
to reduce Federal spending and make 
appropriate changes to our entitlement 
programs to meet the fiscal challenges 
facing our country. But everything ev-
erything—tax reform, spending and en-
titlements—needs to be on the table. 


Mr. President, this is one of the mo-
ments the Senate was intended to live 
up to to provide leadership. To find 
common ground. To level with the 
American people and be honest with 
each other. We will no doubt continue 
to be frustrated and angry from time 
to time, but I believe that more often 
than not, we can rise to the common 
ground of great national purpose. A lot 
of us like to talk about American 
exceptionalism. But now we need to get 
beyond the permanent campaign and 
the ideological agenda—and instead do 
the exceptional things that will keep 
America exceptional for generations to 
come. 


I thank the Chair, and I yield the 
floor. 


The PRESIDING OFFICER. The Sen-
ator from Vermont. 


f 


CONCLUSION OF MORNING 
BUSINESS 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that all remaining 
morning business time be yielded back. 


The PRESIDING OFFICER. Without 
objection, morning business is closed. 


f 


PATENT REFORM ACT OF 2011 


The PRESIDING OFFICER. Under 
the previous order, the Senate will re-
sume consideration of S. 23, which the 
clerk will report. 


The assistant legislative clerk read 
as follows: 


A bill (S. 23) to amend title 35, United 
States Code, to provide for patent reform. 


Pending: 
Reid/Ensign amendment No. 143, to include 


public institutions of higher education in 
EPSCOR jurisdictions in the definition of a 
micro entity. 


Reid amendment No. 152 (to Reid amend-
ment No. 143), to provide an effective date. 


The PRESIDING OFFICER. The Sen-
ator from Vermont. 


Mr. LEAHY. Mr. President, American 
ingenuity and innovation have been a 
cornerstone of the American economy 
from the time Thomas Jefferson exam-
ined the first patent to today. The 
Founders recognized the importance of 
promoting innovation. The Constitu-
tion explicitly grants Congress the 
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power to ‘‘promote the progress of 
science and useful arts by securing for 
limited times to inventors the exclu-
sive rights to their respective discov-
eries.’’ 


The discoveries made by American 
inventors and research institutions, 
commercialized by American compa-
nies and protected and promoted by 
American patent laws, have made our 
system the envy of the world. 


The Senate has before it the America 
Invents Act. This will keep America in 
its longstanding position at the pin-
nacle of innovation. This bill will es-
tablish a more efficient and stream-
lined patent system that will improve 
patent quality and limit unnecessary 
and counterproductive litigation costs, 
while making sure no party’s access to 
court is denied. 


I was glad to see the overwhelming 
bipartisan vote in favor of ending de-
bate and invoking cloture that was 
cast yesterday. Yesterday was one of 
the rare instances ever in Vermont 
where snow impeded us and made it im-
possible for us to get back. I am de-
lighted to be back here for what I hope 
will be the successful conclusion and 
vote on our legislation. 


This is, after all, the product of eight 
hearings over the last three Con-
gresses, hundreds of meetings, and doz-
ens of briefings. I again thank Sec-
retary Locke and PTO Director Kappos 
for their involvement, their wise coun-
sel and their support. 


Last Congress, I introduced the Pat-
ent Reform Act of 2009 as a precursor 
to the America Invents Act today, 
along with Senator HATCH and others, 
and our bill was the subject of consid-
eration and amendments over several 
thoughtful sessions of markups in the 
Senate Judiciary Committee in March 
and April of 2009. At that time, Senator 
KYL asked that I convene a meeting 
with the Director of the Patent and 
Trademark Office to discuss whether 
there were further changes the office 
needed in the legislation to improve 
the office’s efficiency. We held those 
discussions, and we held countless 
other meetings and briefings with in-
terested parties in an effort to improve 
the legislation, again on a bipartisan 
basis. Bruce Cohen in my office, Aaron 
Cooper, Ed Pagano and others, had 
meeting after meeting just as prede-
cessors of theirs had. In short, we spent 
a whole lot of time making sure this 
was done right and we did it in a bipar-
tisan manner. Bolstering the American 
economic recovery and strengthening 
our efforts in global competition 
should not be matters of partisanship 
or political advantage. 


The process of discussions, debates 
and deliberation has resulted in legis-
lation that is going to be a much-need-
ed boon to our economy. It is also a 
model for our legislative process. It 
shows what you can do when you set 
aside partisan rhetoric and instead ne-
gotiate and collaborate together in 
good faith. 


I know I speak for Senator KOHL, 
Senator WHITEHOUSE, Senator 


KLOBUCHAR, Senator GILLIBRAND, Sen-
ator COONS and the other Democratic 
cosponsors of the bill when I thank the 
four senior Republican members of the 
Judiciary Committee, Senator HATCH, 
Senator GRASSLEY, Senator KYL and 
Senator SESSIONS for working with us. 
Innovation and economic development 
are not uniquely Democrat or Repub-
lican objectives, so we worked together 
to find the proper balance for Amer-
ica—for our economy, for our inven-
tors, for our consumers. It is both a 
process and a result that should make 
us all proud. 


The last time Congress significantly 
updated the patent system was more 
than a half century ago. In the inter-
vening decades, our economy has 
changed dramatically. A patent system 
developed in our 1952 economy before 
the Internet, before cell phones, before 
computers, before photocopiers, even 
before the IBM Selectric typewriter, 
needs to be reconsidered in light of 21st 
century realities, while staying true to 
the consistent constitutional impera-
tive of encouraging innovation and in-
vention. 


Our patent laws that were the envy 
of the world in the 20th century des-
perately need to be updated if we are 
going to compete effectively and win 
the future. China and the European 
Union are improving their patent laws. 
We can’t remain complacent. If we are 
going to win the global competition by 
out-innovating the rest of the world, 
we need a patent system that works in 
the 21st century. 


The array of voices heard in this de-
bate represent virtually all sectors of 
our economy, all interests in the pat-
ent system. They have not been uni-
form, as expected, but they know the 
legislative process is one of com-
promise and accommodation where 
possible, and it has been that way dur-
ing the 6 years we have been at work 
on this bill. Three major areas of con-
cern emerge from this discussion. The 
America Invents Act addresses each 
one of them. 


First, there is significant concern 
about delays in the patent application 
process. The Patent and Trademark Of-
fice, PTO, currently has a backlog of 
more than 700,000 unexamined patent 
applications. There are several reasons 
for this, not the least of which is the 
PTO is overwhelmed with patent appli-
cations and doesn’t have the resources 
necessary to work through that back-
log. 


The Director of the PTO often says 
the next great invention that may 
drive our economic growth may be 
waiting on the shelf, waiting to be 
granted. Some estimate that each 
issued patent represents three to 10 
jobs. We can ill-afford to keep so many 
job-creating patents backlogged at the 
PTO. The America Invents Act author-
izes the PTO to set its fees and ensures 
that the PTO will have access to those 
fees. We want the PTO to work through 
its backlog and be current. In his white 
board presentation on the need for pat-


ent reform this week, Austan Goolsbee, 
the chair of the President’s Council of 
Economic Advisers, illustrated this 
point by noting that when Alexander 
Graham Bell applied for a patent that 
led to the telephone, it was granted in 
a month. The patent in 1974 that led to 
the cell phone took less than three 
years. The average time this year for a 
patent to be processed is almost three 
years and several thousand take far 
longer. 


I want to commend Austan Goolsbee, 
the chairman of the Council of Eco-
nomic Advisers. His white board pres-
entation this week on the importance 
of patent reform shows we need to help 
America win global competition and 
create jobs. The creation of more than 
220,000 jobs in the private sector last 
month, the creation of 1.5 million jobs 
over the last 12 months, and the unem-
ployment rate finally being reduced to 
8.9 percent are all signs that the efforts 
we have made over the last two years 
to stave off the worst recession since 
the Great Depression are paying off 
and the economic recovery is taking 
hold. The almost full percent point 
drop in the unemployment rate over 
the last three months is the largest de-
cline in unemployment since 1983. De-
spite interruptions of economic activ-
ity in many parts of the country 
caused by winter weather over the last 
months and days, despite the extraor-
dinary rise in oil prices, the Dow Jones 
industrial average has climbed back to 
over 12,000 from a low point of 6,500. 
Passage of the America Invents Act 
should help bolster our economic re-
covery and keep us on the right path 
toward business development and job 
creation. 


According to an article in the New 
York Times just a couple of weeks ago, 
patent applications last year amounted 
to 2,000 a day. There are currently 1.2 
million patent applications in the pipe-
line. Among them could be the next 
medical miracle, the next energy 
breakthrough, the next leap in com-
puting ability, or the next killer app. 
We should be doing all we can to help 
the PTO Director. It makes no sense 
that it takes 2 years for an inventor to 
get an initial ruling on his or her pat-
ent application and another year or 
more to receive a patent, this during a 
time when technology changes some-
times by the hour, to say nothing by 
the year and the 2 year and 3 year. As 
the New York Times reporter Edward 
Wyatt notes: ‘‘The delays and ineffi-
ciencies are more than a nuisance for 
inventors . . . . [P]atent delays cost 
jobs, slow the economy and threaten 
the ability of American companies to 
compete with foreign businesses.’’ 


Second, there is a concern about the 
quality of patents that have issued. 
Just as high quality patents are the 
key to innovation, low quality patents 
are a drag on the economy because 
they provide monopoly rents over prod-
ucts or processes that were not inven-
tive. 


Patent examiners are facing a dif-
ficult task given the explosion in the 
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number of applications and the increas-
ing complexity of those applications. 
When Congress last overhauled the pat-
ent system in 1952, the PTO received 
approximately 60,000 patent applica-
tions; in 2009, it received more than 
480,000. 


The America Invents Act will im-
prove the quality of patents issued by 
the PTO in several ways. At the outset, 
our legislation makes the common-
sense change that third parties who see 
a patent application and know that it 
is not novel and nonobvious, can assist 
the PTO examiners by providing rel-
evant information and explaining its 
relevance. 


The bill will also create a new post- 
grant review process for patents that 
recently issued to improve the quality 
of patents in the system, as rec-
ommended by the National Academy of 
Sciences, and it will streamline the 
current ‘‘inter partes’’ system so that 
it will be a more efficient alternative 
to litigation. 


The third concern is that as business 
competition has gone global, and pat-
ent applicants are increasingly filing 
applications in the United States and 
other countries for protection of their 
inventions, our system puts American 
inventors and businesses at a disadvan-
tage. The filing system in the United 
States differs from that in other pat-
ent-issuing jurisdictions, which have 
‘‘first-inventor-to-file’’ systems. The 
difference causes confusion and ineffi-
ciencies for American companies and 
innovators. The inefficiencies exist 
both in the application process and in 
determining what counts as ‘‘prior art’’ 
in litigation. I ask unanimous consent 
to have printed in the RECORD an edi-
torial from today’s New York Times, 
which calls the transition to first-in-
ventor-to-file ‘‘simpler and cheaper’’ 
and says it ‘‘should benefit the little 
guy.’’ 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


(See exhibit 1.) 
Mr. LEAHY. The America Invents 


Act transitions to a first-inventor-to- 
file process, as recommended by the ad-
ministration, while retaining the im-
portant grace period that will protect 
universities and small inventors, in 
particular. We debated this change at 
some length in connection with the 
Feinstein amendment. That amend-
ment was rejected by the Senate by a 
vote of 87 to 13. The Senate has come 
down firmly and decisively in favor of 
modernizing and harmonizing the 
American patent system with the rest 
of the world. 


When we began the patent reform de-
bate 6 years ago, there was also a sig-
nificant concern that the costs and un-
certainty associated with patent litiga-
tion had been escalating, which was re-
sulting in a drag on innovation. Dam-
age awards had been inconsistent and 
not always related to the value of the 
invention. This disconnect and uncer-
tainty was a problem that also led to 
unreasonable posturing during licens-
ing negotiations. 


Fortunately, the courts have made 
great strides in addressing this issue, 
and there is general consensus that leg-
islation need not and, in fact, should 
not affect the law of damages as a re-
sult. 


The Senate has before it bipartisan 
legislation that can lead to long-need-
ed improvements in our patent laws 
and system. This is a measure that can 
help facilitate invention, innovation 
and job creation, and do so in the pri-
vate sector. This can help everyone 
from startups and small businesses to 
our largest, cutting edge companies. 


The America Invents Act promotes 
innovation, and will improve our econ-
omy, by addressing the impediments to 
innovation. As the President chal-
lenges Americans to win the future, 
Congress cannot afford to sit idly by 
while innovation—the engine of our 
economy—is impeded by outdated laws. 
Our legislation leverages the ingenuity 
of our businesses, our universities, and 
our independent inventors, and creates 
a system in which that ingenuity can 
improve our economy. It will create 
jobs, improve products and reduce 
costs for American companies and 
American consumers. 


I began working on patent reform 
years ago, along with Chairman SMITH 
in the House, because of my belief that 
we needed a more efficient and stream-
lined system. For many years, patent 
law interested only a niche audience, 
and developments were reported only 
in trade publications. Now they are dis-
cussed everywhere from the front page 
of the Wall Street Journal to the New 
York Times, and all three branches of 
government have taken an active role. 


The America Invents Act is about 
economic development. It is about 
jobs; it is about innovation; it is about 
consumers. All benefit under a patent 
system that reduces unnecessary costs, 
removes inefficiencies, and holds true 
to the vision of our Founders that Con-
gress should establish a national policy 
that promotes the progress of science 
and the useful arts. 


When Thomas Jefferson examined 
that first patent in 1790—a patent that 
went to a Vermonter—no one could 
have predicted how the American econ-
omy would develop and what changes 
would be needed for the law to keep 
pace, but the purpose then remains the 
purpose today: promoting progress. 


If we are to maintain our position at 
the forefront of the world’s economy, if 
we are to continue to lead the globe in 
innovation and production, if we are to 
continue to enjoy the fruits of the 
most creative citizens, then we must 
have a patent system that produces 
high quality patents, that limits coun-
terproductive litigation over those pat-
ents, and that makes the entire system 
more streamlined and efficient. 


Now is the time to bolster our role as 
the world leader in innovation. Now is 
the time to create jobs at home. Now is 
the time for Congress to act on patent 
reform. I urge all Senators to support 
the American Invents Act. 


EXHIBIT 1 
[From the New York Times, Mar. 7, 2011] 
PATENTS, REFORM AND THE LITTLE GUY 


In the last decade, Congress has missed 
several chances to reform a patent system 
that is slow, costly and puts the United 
States at odds with the rest of the industrial 
world. On Wednesday, the Senate has an-
other opportunity to reform the nation’s 
patent law. 


The America Invents Act offers a step to-
ward a more effective and transparent patent 
protection system. This should encourage in-
vestment in inventions and faster diffusion 
of ideas. The bill, which has broad bipartisan 
support, would boost the patent office’s re-
sources by letting it keep all the fees it col-
lects. This would enable it to speed up the 
review of patent applications—which cur-
rently takes almost three years to process— 
and work through an immense backlog of 
715,000 applications. 


The bill should reduce costly litigation by 
creating an in-house system to look into 
claims of patent infringement before they go 
to court. 


The bill would also replace the first-to-in-
vent standard prevailing in the United 
States—which grants formal protection to 
the creator of an innovation—with the first- 
inventor-to-file system used in most nations. 


This change would make it cheaper for 
American patent holders to get patent pro-
tection around the world. But it has been 
met with vocal opposition from some groups 
of small businesses and inventors who claim 
the change would benefit big corporations at 
their expense. 


We disagree. The new law would make the 
process simpler and cheaper. That should 
benefit the little guy. 


Small inventors who needed time and 
money to fully develop and test their ideas 
could request a provisional patent until they 
were ready for a full filing. It costs $110. And 
because it is easy to determine who filed a 
patent first, the new system would better 
protect small inventors from challenges by 
corporations with deep pockets, reducing the 
chance of costly litigation. 


Right now, proving who invented some-
thing first is difficult and expensive. Accord-
ing to the patent office, it costs $400,000 to 
$500,000 to challenge a patent on the grounds 
of a prior invention. Most small inventors 
don’t have that kind of money. Big corpora-
tions do. 


In fact, the current system mostly protects 
whoever files first for a patent. Of the last 
three million applications filed, only 113 
were granted to entities who filed second but 
proved they had invented first. In 88 of these 
cases, the winners were large corporations. 


The patent system is too cumbersome, and 
it doesn’t protect the small inventor. The 
America Invents Act is a smart reform. 


Mr. LEAHY. Mr. President, I suggest 
the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. WARNER. Mr. President, I ask 
unanimous consent the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


THE BUDGET 
Mr. WARNER. Mr. President, I rise 


today to add my voice to the debate 
that has been going on in the Chamber 
about spending proposals and how we 
get through the balance of this current 
fiscal year and ensure that we do not 
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end up with a government shutdown 
and some of the repercussions that will 
come about from that. 


I am blessed to represent a State 
that has not only a disproportionate 
share of Federal employees but also 
has a large number of private sector 
employees who rely upon predictability 
from the government. Unfortunately, 
with these lurchings from 2-week ex-
tensions, we are not providing that 
kind of predictability. 


As you know, I strongly believe this 
is a moment in time for this body, col-
leagues in the House, and the President 
and others to come together regarding 
the question of how we no longer sim-
ply look at our debt and deficit on a 
piecemeal basis but we actually take 
on this issue on a comprehensive basis 
as so many, both elected officials and 
financial officials, continue to suggest. 
That came in earlier today in testi-
mony from former Senator Alan Simp-
son and former Presidential Chief of 
Staff Erskine Bowles about the con-
sequences of our failure to act if we do 
not get our comprehensive deficit and 
debt under control. It is a problem that 
is not going to get easier. Every day we 
fail to act we add $4 billion to our na-
tional debt. 


Unfortunately, some of the proposals 
that are coming, particularly from the 
House at this point, the House budget 
plan, do nothing significant to address 
our long-term deficit and debt issues. 


I travel around Virginia. Yesterday I 
was down with our colleague from 
Georgia, Senator CHAMBLISS. We met 
with literally hundreds of business 
leaders from across central Virginia, 
and their message was clear: No more 
games, no more showmanship, get 
something done. That ‘‘something’’ 
they want done is a comprehensive ap-
proach to our Nation’s fiscal chal-
lenges. That will mean, yes, cutting 
down on spending. That will mean, as 
well, making our Tax Code more effi-
cient so American business can grow 
and compete. 


It will also mean at the same time 
that part of that tax reform effort adds 
revenues because trying to deal with 
this problem by simply cutting or sim-
ply taxing will not be sufficient. In-
stead, the folks across Virginia, and I 
imagine across Montana as well, are 
saying: This is a moment in time we 
have to put everything on the table, 
and we have to ensure we actually pro-
vide a long-term solution. 


One of the things that has been most 
frustrating as I listened to this current 
debate about CRs and what we are 
going to do for the balance of this fis-
cal year is that the debate has focused 
almost entirely, the spending cuts pro-
posed from the House, on domestic dis-
cretionary spending. The $60-plus bil-
lion the House has celebrated all comes 
from that one narrow slice of the pie. 
Domestic discretionary spending ac-
counts for less than 12 percent of our 
Federal spending. We cannot solve the 
$1.5 trillion current-year deficit or the 
over $14 trillion long-term debt with-


out going beyond that 12 percent of our 
budget. 


What should be particularly chal-
lenging to our colleagues is that every 
day we fail to act, we are seeing not 
only our debt grow, but we are seeing 
the amount of taxpayer dollars that we 
have to spend to pay off current inter-
est rates—current interest payments 
continuing to rise. As a matter of fact, 
it is expected at some point over the 
next 3 or 4 years the amount that we 
pay out of every dollar collected, sim-
ply on interest, will exceed the 12 per-
cent of our current domestic discre-
tionary spending. So all of these cur-
rent fights about these current cuts 
that are being proposed, all will be sub-
sumed in interest payments we will all 
have to make as Americans; dollars 
that, quite candidly, do not go to build 
another school, to make another in-
vestment, to build another road; dol-
lars that are not recycled in this coun-
try but increasingly are owned by folks 
abroad, increasingly by our bankers in 
Asia and a disproportionate number 
from China. 


When we have the chance to vote on 
H.R. 1 this afternoon, I will be voting 
no. I will be voting no because I think 
this narrow focus on domestic discre-
tionary spending only for cuts will not 
get us to the point we need to be in 
terms of long-term deficit reduction. 


Let me again point out where I think 
the House proposal is so shortsighted. 
One of the things that Erskine Bowles 
and Alan Simpson said today: There is 
no silver bullet in this challenge we 
have in front of us. It is going to take 
significant spending cuts. It is going to 
take looking at the revenue side 
through the aspects of tax reform. But 
those two things, revenues and spend-
ing alone, still will not get us out of 
this problem. We have to get a third 
leg on the triangle, and the third leg on 
the triangle is a growing economy. 
How do we grow an economy in a place 
where America, while still the world’s 
leading economy, does not drive the 
economy the way it did even 20 years 
ago? 


We saw 20 years ago where the world 
would have to wait on America to get 
its financial act together. The world is 
not waiting now—China, India, Brazil, 
countries abroad are moving ahead. If 
we are going to remain competitive, we 
have to continue to invest smartly. 


The President said we have to make 
sure we educate, we have to invest in 
our infrastructure, and we have to be 
able to out-innovate. That means tar-
geted research and development. Unfor-
tunately, the House proposal, which 
not only focuses on domestic discre-
tionary to the exclusion of other areas 
of spending but also focuses these cuts 
on the remaining 6 or 7 months of our 
fiscal year, takes a disproportionate 
whack out of these key areas where we 
must maintain certain levels of invest-
ment if we are going to grow the econ-
omy to make sure the other cuts and 
other revenue raisers won’t have to be 
as Draconian. 


Let me give a couple of examples. I 
know the Presiding Officer comes from 
an energy-rich State. He also realizes 
we have to diversify our energy mix in 
this country and no longer be depend-
ent upon foreign oil. One of the things 
that those of us who have hallowed the 
benefits of the Internet over the last 
20-plus years are quick to point out is 
that the Internet came about because 
of initial government investment 
through ARPA. That led to the devel-
opment of the networks that created 
the Internet that have spawned tre-
mendous economic growth in this 
country. 


I believe, and I think many of our 
colleagues on both sides of the aisle be-
lieve, that we need a similar invest-
ment in the energy field. That was cre-
ated, the RPE Program, at the Depart-
ment of Energy. If we move forward 
with the House budget proposal, that 
will cut $1 billion out of the kind of 
basic research we need to make sure we 
have a full portfolio of domestic energy 
sources, renewable energy sources. I, 
for one, believe it also has to include 
conservation, nuclear, increased—con-
tinued domestic oil and gas, coal—all 
these have to be part of the mix. But 
we have to do it in a smarter and 
cleaner way. Right now, at this point, 
to cut $1 billion out of that kind of 
basic next generation research and de-
velopment, the same kind of research 
and development that in the IT field 
created the Internet, would be short-
sighted. I think that is true in the 
minds of most business folks. 


We have to get our health care costs 
under control. Part of getting our 
health care costs under control means 
continuing to unlock innovation. Per-
haps one of the greatest growth fields 
of the next 20 years, and something I 
know the chairman of the Judiciary 
Committee has been working on in 
terms of his patent reform, is making 
sure in the life sciences area America 
continues to lead in terms of innova-
tion. 


Well, where does that innovation 
come from in terms of government dol-
lars being leveraged four, five, six 
times? That comes from an investment 
in NIH. Unfortunately, the House budg-
et proposal cuts $1.3 billion from NIH 
funding. Well, if you are in stage 2 or 
stage 3 of the next-generation cancer 
development drug, to have those kind 
of trials cut back, to have that kind of 
basic research cut back, not only in 
terms of American economic growth 
but the personal toll it could take on 
folks who are desperately waiting for 
solutions to a disease, I believe, is 
again not a good policy choice at this 
moment. 


As we move forward as well, we have 
to make sure we outeducate our com-
petitors. No one believes America’s fu-
ture is going to be based on low-wage 
labor; it is going to be based on a well- 
educated, innovative, and well-trained 
workforce. 


I think one of the areas this Presi-
dent has not gotten the appropriate 
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credit for is the fact that he has ad-
vanced forward dramatic education re-
form within his proposals. Unfortu-
nately, the House bill will cut $5 billion 
from the Department of Education and 
over $1 billion from the Head Start 
Program. 


When we are trying to look at our 
kids competing against kids from India 
and China, does it make sense, if we 
are going to grow our economy, to 
slash education programs, if we are 
going to have that well-trained work-
force? 


So I do believe the House proposal is 
shortsighted. I believe it does not do 
anything to take on the structural def-
icit our country is facing. I will con-
tinue to work with the Presiding Offi-
cer and I think a growing number of 
Members from both sides of the aisle. 
Our suggestion is to go ahead and take 
the good work that was put forward by 
the Presidential debt and deficit com-
mission as at least a starting point and 
put in place as consequences if we do 
not act; that we will not solve this 
issue—which, I believe, is the issue of 
the day, which as Chairman Mike 
Mullin said is the No. 1 national secu-
rity issue for this country, to get our 
deficit and debt under control—unless 
we can broaden this debate from the 12 
percent of domestic discretionary to 
include, yes, defense spending, entitle-
ment spending, tax reform, trying to 
make sure everything is on the table. 


The House approach does not do that. 
The House approach is shortsighted. 
The House approach will not allow us 
to grow our economy in a way we need. 
I will be voting against that proposal 
when it comes to the floor. But I look 
forward to working again with all my 
colleagues to make sure we get a true 
comprehensive deficit and debt reduc-
tion plan that this Congress can vote 
on and put into action. 


I yield the floor and I suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. UDALL of Colorado. Mr. Presi-
dent, I ask unanimous consent that the 
order for the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. UDALL of Colorado. Mr. Presi-
dent, I wished to rise to speak on the 
legislation that is currently before the 
Senate, the America Invents Act of 
2011. I wish to applaud the work of Ju-
diciary Committee Chairman LEAHY 
and Ranking Member GRASSLEY for 
working so hard to bring this complex, 
bipartisan legislation to the Senate 
floor. 


As we work to rebuild our economy, 
get Americans back to work, and win 
the global economic race, we should all 
appreciate this effort to spur innova-
tion and create jobs. Patent reform is 
an important issue for Colorado’s econ-
omy and, of course, our national econ-
omy. High-tech innovators represent 
over 12,000 jobs in Colorado, and they 


are an important part of our economic 
recovery. 


In addition, Colorado has a vibrant 
biotech, clean energy, and aerospace 
set of industries. That is why I believe 
getting patent reform right and achiev-
ing consensus on provisions such as 
inter partes reexamination is so impor-
tant. 


Inter partes reexamines a proceeding 
at the Patent Office that allows for the 
validity of a patent to be challenged in 
an administrative proceeding. These 
proceedings are intended to serve as a 
less-expensive alternative to court-
room litigation and provide additional 
access to the expertise of the Patent 
Office on questions of patentability. 


Inter partes reexam is often the pre-
ferred method of examination because 
a panel of experts is more likely to 
reach the correct decision on a tech-
nical question compared to a jury com-
posed of laypeople. The inter partes 
process is not frequently used today be-
cause of procedural restrictions in the 
existing law. Rather than expanding 
the opportunities to use the inter 
partes reexamination process, the 
America Invents Act before us today 
imposes standards that are more re-
strictive than current law and are not 
supported by top high-tech innovators. 


We need a patent reform bill that is 
fair to America’s innovative tech-
nology companies and all users of the 
patent system. 


By failing to provide any relief from 
the huge burden abusive patent law-
suits impose on technology companies 
and instead reducing the protections in 
current law, I fear this legislation will 
force these companies to spend hun-
dreds of millions of dollars on frivolous 
lawsuits. These are dollars that other-
wise would be used to employ engi-
neers, produce and market new goods 
and services, and help Colorado and 
America win the global economic race. 


As this legislation moves to the 
House, we must work to achieve con-
sensus on inter partes reexamination. 
While I do not believe we have the 
right balance quite yet, I do believe 
this bill is a good faith effort to im-
prove our patent system, and I am 
going to support moving it forward be-
cause we cannot let job-creating pat-
ents languish any longer. 


As we all know, the Patent Office has 
an enormous backlog of nearly 700,000 
applications, in addition to a half mil-
lion new applications every year. Each 
of these pending applications will cre-
ate on average 3 to 10 jobs. But while 
these applications collect dust in 
America, other countries are getting a 
head start on technologies that can 
revolutionize the way we live. I am 
very pleased the America Invents Act 
will address the funding challenges 
faced by the Patent Office. This legis-
lation will allow the Director of the 
Patent Office to set fees as necessary, 
but it will also ensure that those fees 
stay at the Patent Office—all without 
any cost to taxpayers. This legislation 
will allow the Director to finally clear 


the backlog and create needed jobs 
through innovation. It is my hope that 
the funding provisions in the America 
Invents Act stay in this legislation as 
it moves to the House. 


I am also pleased that this legisla-
tion includes an amendment I cospon-
sored with Senator BENNET to establish 
additional satellite patent offices 
around the country. It is no secret that 
we believe Colorado is well situated to 
house a regional satellite patent office 
because of the combination of our rich 
and diverse innovative economy, our 
strong research universities and the 
fact that Colorado is a great place to 
live. I am confident that Colorado will 
be competitive in the process of select-
ing these new satellite patent offices. 


In the end, I believe the America In-
vents Act goes a long way to help un-
leash America’s innovative spirit, but 
we need to make sure that we don’t 
make changes that could have unin-
tended consequences for some of our 
most innovative companies. Let’s get 
patent reform right. Let’s move it for-
ward, and let’s continue working to 
make our patent system fair, efficient 
and supportive of innovators as we 
seek to compete in the global economy. 


I thank the Presiding Officer for his 
attention and interest in his own State 
of Montana. 


I yield the floor. 
f 


RECESS 
The PRESIDING OFFICER. Under 


the previous order, the Senate stands 
in recess until 2:15 p.m. 


Thereupon, at 12:33 p.m., the Senate 
recessed until 2:15 p.m. and reassem-
bled when called to order by the Pre-
siding Officer (Mr. WEBB). 


The PRESIDING OFFICER. The Sen-
ator from Pennsylvania. 


f 


MORNING BUSINESS 
Mr. CASEY. Mr. President, I ask 


unanimous consent that the Senate 
proceed to a period of morning business 
until 3:30 p.m., with Senators per-
mitted to speak therein for up to 10 
minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. CASEY. I suggest the absence of 
a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. CARDIN. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. CARDIN. Mr. President, I under-
stand we are in morning business; is 
that correct? 


The PRESIDING OFFICER. That is 
correct. 


f 


THE BUDGET 
Mr. CARDIN. Mr. President, I take 


this time to talk about the budget def-
icit and what we need to do in order to 
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PROVIDING FOR CONSIDERATION 
OF H.R. 1908, PATENT REFORM 
ACT OF 2007 
Mr. WELCH of Vermont. Mr. Speak-


er, by direction of the Committee on 
Rules, I call up House Resolution 636 
and ask for its immediate consider-
ation. 


The Clerk read the resolution, as fol-
lows: 


H. RES. 636 
Resolved, That at any time after the adop-


tion of this resolution the Speaker may, pur-
suant to clause 2(b) of rule XVIII, declare the 
House resolved into the Committee of the 
Whole House on the state of the Union for 
consideration of the bill (H.R. 1908) to amend 
title 35, United States Code, to provide for 
patent reform. The first reading of the bill 
shall be dispensed with. All points of order 
against consideration of the bill are waived 
except those arising under clause 9 or 10 of 
rule XXI. General debate shall be confined to 
the bill and shall not exceed one hour equal-
ly divided and controlled by the chairman 
and ranking minority member of the Com-
mittee on the Judiciary. After general de-
bate the bill shall be considered for amend-
ment under the five-minute rule. It shall be 
in order to consider as an original bill for the 
purpose of amendment under the five-minute 
rule the amendment in the nature of a sub-
stitute recommended by the Committee on 
the Judiciary now printed in the bill. The 
committee amendment in the nature of a 
substitute shall be considered as read. All 
points of order against the committee 
amendment in the nature of a substitute are 
waived except those arising under clause 10 
of rule XXI. Notwithstanding clause 11 of 
rule XVIII, no amendment to the committee 
amendment in the nature of a substitute 
shall be in order except those printed in the 
report of the Committee on Rules accom-
panying this resolution. Each such amend-
ment may be offered only in the order print-
ed in the report, may be offered only by a 
Member designated in the report, shall be 
considered as read, shall be debatable for the 
time specified in the report equally divided 
and controlled by the proponent and an op-
ponent, shall not be subject to amendment, 
and shall not be subject to a demand for divi-
sion of the question in the House or in the 
Committee of the Whole. All points of order 
against such amendments are waived except 
those arising under clause 9 or 10 of rule XXI. 
At the conclusion of consideration of the bill 
for amendment the Committee shall rise and 
report the bill to the House with such 
amendments as may have been adopted. Any 
Member may demand a separate vote in the 
House on any amendment adopted in the 
Committee of the Whole to the bill or to the 
committee amendment in the nature of a 
substitute. The previous question shall be 
considered as ordered on the bill and amend-
ments thereto to final passage without inter-
vening motion except one motion to recom-
mit with or without instructions. 


SEC. 2. During consideration in the House 
of H.R. 1908 pursuant to this resolution, not-
withstanding the operation of the previous 
question, the Chair may postpone further 
consideration of the bill to such time as may 
be designated by the Speaker. 


The SPEAKER pro tempore. The gen-
tleman from Vermont is recognized for 
1 hour. 


Mr. WELCH of Vermont. Mr. Speak-
er, for the purpose of debate only, I 
yield the customary 30 minutes to the 
gentleman from Florida (Mr. LINCOLN 


DIAZ-BALART). All time yielded during 
consideration of the rule is for debate 
only. 


GENERAL LEAVE 
Mr. WELCH of Vermont. Mr. Speak-


er, I ask unanimous consent that all 
Members may have 5 legislative days 
in which to revise and extend their re-
marks and include extraneous material 
on H. Res. 636. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Vermont? 


There was no objection. 
Mr. WELCH of Vermont. Mr. Speak-


er, I yield myself such time as I may 
consume. 


H. Res. 636 provides for consideration 
of H.R. 1908, the Patent Reform Act of 
2007, under a structured rule. The rule 
provides 1 hour of debate equally di-
vided and controlled by the chairman 
and ranking minority member of the 
Judiciary Committee. The rule makes 
in order and provides appropriate waiv-
ers for five amendments: a bipartisan 
manager’s amendment, three Repub-
lican amendments, and one Democratic 
amendment. 


Mr. Speaker, H.R. 1908 is a necessary 
bill and landmark legislation. The last 
time that our patent laws had been 
substantially updated was 1952, over a 
half century ago. Much, obviously, has 
changed in the United States and the 
world in those 50 years, and that is 
quite an understatement. Unfortu-
nately, the U.S. patent law has failed 
to keep up. 


Before I discuss the merits of the un-
derlying bill, I must commend Chair-
man CONYERS, Subcommittee Chair-
man BERMAN and Ranking Member Mr. 
SMITH for their tireless work on this 
bill. It has not been easy to make the 
reforms that are so intricate and com-
plex in such a complicated system, but 
these gentlemen worked hard with 
their committee and did so admirably, 
bringing to us a patent reform bill that 
is going to move America forward. 


I would also be remiss if I did not ac-
knowledge the tremendous contribu-
tion of Senator LEAHY, who happens to 
be someone I am particularly proud as 
he is the senior leader of our delegation 
here in Congress. As chairman of the 
Senate Judiciary Committee, he spent 
years working on the patent system 
and has become a driving force behind 
getting this legislation to the floor. 


All of us, I believe, in this House see 
this bill as major progress in reflecting 
a commitment to the protection and 
support of the Nation’s intellectual 
property. This system was built to sus-
tain and protect the nuts and bolts of 
the American economy, our ideas and 
innovations. 


The legislation does enjoy very 
strong bipartisan support. Both Rank-
ing Member SMITH and subcommittee 
Ranking Member COBLE, who have 
done great and hard work, are cospon-
sors. It is the product of 4 years of 
hearings, debates, negotiations, and 
compromises. Since 2001, there have 
been over 21 hearings on patent issues 


at the subcommittee level, and the sub-
committee chairman and ranking 
member sought input from, among oth-
ers, the Federal Trade Commission, 
U.S. Solicitor General, National Acad-
emy of Sciences, and businesses rang-
ing from high tech and biotech compa-
nies to traditional manufacturing and 
pharmaceutical companies, as well as 
from our university community and 
from labor. 


H.R. 1908 reforms our outdated patent 
system, which currently encourages 
patent speculation, increases litiga-
tion, often harms small inventors and 
impedes innovation. 


First, the legislation moves the 
United States into a pure first-to-file 
patent system. Right now the United 
States is literally the only major in-
dustrialized country to retain the first- 
to-invent system. This change from 
first-to-invent to first-to-file will in-
ject clarity and certainty into the 
process and relieve the U.S. system of 
some extremely burdensome require-
ments such as protracted interference 
proceedings often costing up to a mil-
lion dollars to determine which of 
many applicants deserves a patent and 
detailed record keeping. Both of these 
often disadvantage smaller inventors 
who might not have the resources to 
initiate such proceedings. 


This change to a first-to-file system 
puts the U.S. in sync with every other 
industrialized country. Greater harmo-
nization is obviously going to make it 
easier for U.S. inventors to secure pat-
ent rights in other countries as inter-
national patent protection becomes in-
creasingly important to their ability 
and the ability of United States inven-
tors to compete on a level playing 
field. 


Next, this legislation makes impor-
tant improvements to the patent sys-
tem by which patents can be reexam-
ined. By providing for reexamination of 
issued patents, H.R. 1908 eliminates the 
ability to intentionally ‘‘game the sys-
tem’’ by speculating on the issuance of 
very poor-quality patents, nothing 
added to the intellectual capital of this 
country, but used as a device to in-
crease private gain. This provides a 
streamlined alternative to costly pat-
ent litigation. This ability to have a 
quality check on patents that have al-
ready been issued is crucial to the in-
tegrity of the patent system as patents 
of questionable value can stifle innova-
tion. 


Companies around the country are 
much like some companies that oper-
ate in Vermont, including IBM, which 
has been a leader in the number of 
issued patents for the past 14 years in 
our State. They were awarded in 10 
years 3,621 patents in the U.S. in 2006; 
360 of those, fully 10 percent, came 
from the IBM office in Essex Junction, 
Vermont. That is 10 percent of their 
total patents from Vermont alone. 
They have been in business for decades, 
and improving the quality and security 
of the patent system is extraordinarily 
important to them, and obviously to 
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other individuals and companies large 
and small around our country. 


This bill also allows third parties to 
submit documents relevant to the ex-
amination of a patent application. This 
provision addresses the growing con-
cern that patents have been issued on 
inventions that were publicly known 
and in prior use to the filing of the ap-
plication. This is particularly impor-
tant in the newer areas of technology 
in fields that do not yet have a fully 
well-developed tradition of publishing 
findings such as computer systems and 
software and business methods. 


Finally, this bill makes some crucial 
improvements to the calculation and 
apportionment of damages. H.R. 1908 
allows for the reasonable royalty cal-
culations that more accurately reflect 
the value of any invention that is being 
infringed. Our patent system is far too 
important to be behind the times. 
Quality patents must continue to be 
issued. They must continue to be pro-
tected for those who have legitimately 
created a new invention. 


This legislation is a huge step in 
modernizing this system for decades of 
American innovation to come. I urge 
my colleagues to support this rule and 
the underlying bill. 


Mr. Speaker, I reserve the balance of 
my time. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, I would like to 
thank the gentleman from Vermont 
(Mr. WELCH) for the time, and I yield 
myself such time as I may consume. 


When the Founders of this great Re-
public drafted our Constitution, they 
had the revolutionary vision that 
brought us this great and vibrant rep-
resentative democracy that has lasted 
over 200 years. Included in the land-
mark Constitution that has served our 
Nation so marvelously is a provision 
that gives us, the Congress, the power 
‘‘to promote the progress of science 
and useful arts, by securing for limited 
times to authors and inventors the ex-
clusive right to their respective 
writings and discoveries.’’ This provi-
sion receives little attention; but over 
the last two centuries it has played a 
critical part in the growth of the econ-
omy and the power, the wealth of the 
United States. Today, American intel-
lectual property is worth over $5 tril-
lion, more than that of any other coun-
try in the world. It also comprises 
more than half of all U.S. exports, driv-
ing almost half of the Nation’s eco-
nomic growth. 


As Mr. WELCH so eloquently stated, 
the last time Congress overhauled the 
patent system was over 50 years ago. 
Since then the fundamental 
underpinnings of our economy have un-
dergone dramatic changes. But the pat-
ent system has remained generally 
static and now faces some difficulty in 
meeting the needs of our dynamic 
economy. So we must reform our pat-
ent system in order to meet the needs 
of our economy here and in the global 
marketplace, but we must do so in a 
way that protects, that continues to 


protect the intellectual property rights 
of all inventors and industries. 


Today we are debating changing the 
system that President Abraham Lin-
coln called one of the three most im-
portant developments in world history. 
Yet on such a truly significant piece of 
legislation, legislation that will affect 
our economy for decades, the Rules 
Committee majority has severely re-
stricted the input of Members of this 
House, the input that they can have on 
this extraordinarily important piece of 
legislation. 


The rule brought forth by the major-
ity allows only five amendments, five 
of the 14 amendments submitted. I sub-
mitted to you, Mr. Speaker, that is no 
way for the House to debate this im-
portant legislation. The majority 
should bring this bill to the floor with 
the opportunity for all Members to 
present their ideas, their proposals, 
their amendments, for the consider-
ation of all of our colleagues. The ma-
jority should bring this legislation to 
the floor under an open rule. 


I remind our friends of one of the 
central tenets of their campaign last 
fall. They said they would run the Con-
gress in a more open and bipartisan 
manner. In fact, on December 6, 2006, 
the distinguished Speaker, Congress-
woman PELOSI, reiterated her cam-
paign promise. She said: ‘‘We promised 
to the American people that we would 
have the most honest and open govern-
ment, and we will.’’ 


b 0930 


Here we are again with a restrictive 
rule, even on such a significant piece of 
legislation as the reform of our patent 
system. 


The majority, Mr. Speaker, unfortu-
nately is not living up to its promises, 
and it is the duty of the minority to re-
mind the majority of when the major-
ity falls short of the majority’s prom-
ises. 


It was quite clear from the testimony 
at the Rules Committee yesterday, 
very interesting testimony, very en-
lightening. It’s been years in the mak-
ing this legislation. There are Members 
of our Congress that have put a tre-
mendous amount of effort and study 
and time into this critically important 
issue. 


It was evident at the Rules Com-
mittee that this bill was drafted in an 
open manner, in a bipartisan manner. 
Why not thus continue the bipartisan-
ship that has forged this important 
piece of legislation, why not continue 
that bipartisanship here on the floor 
today with an open rule? 


Notwithstanding how Members may 
feel about the underlying bill, Mr. 
Speaker, I would urge all of our col-
leagues to vote against this rule, vote 
against this rule so that we can have a 
full and open debate on this important 
piece of legislation. 


Mr. Speaker, I reserve the balance of 
my time. 


Mr. WELCH of Vermont. Mr. Speak-
er, I yield such time as he may con-


sume to the gentleman from California 
(Mr. BERMAN), chairman of the Intel-
lectual Property Subcommittee. 


Mr. BERMAN. Mr. Speaker, I thank 
my friend from Vermont for yielding 
me the time and for his really very 
complete discussion and understanding 
of the legislation which is now at 
stake, and I rise in strong support of 
this bill and particularly the rule. 


I might point out in context of the 
rule that, as the gentleman from Flor-
ida suggested, 14 amendments were of-
fered. A number of those amendments, 
five of them, were made in order, and a 
number of the other amendments were 
worked out and are part of the man-
ager’s amendment. So many of the 
issues raised in the context of openness 
are continuing up to this point. 


This has been both a bipartisan proc-
ess, and I might suggest with respect 
to the people who are supporting the 
product of this bipartisan process, the 
rule is being supported on a bipartisan 
basis. 


When functioning properly, the pat-
ent system encourages and enables in-
ventors to push the boundaries of 
knowledge and possibility. I support 
strong, robust protection for quality 
patents. However, when the system 
functions improperly, such as allowing 
an overly broad or obvious patent, the 
patent systems can stifle innovation 
and harm America’s competitiveness in 
the global economy. 


Such patents cover arguably obvious 
inventions. An example is crustless 
peanut butter and jelly sandwiches for 
which a patent was obtained. However, 
the much more insidious and troubling 
kinds of poor quality patents are the 
ones that are granted which impede 
commerce or further invention because 
they create a patent thicket so wide 
and so dense that an entire industry or 
segment of our economy becomes sub-
servient to a single patent from a sin-
gle innovator. 


Many groups, agencies and citizens 
have written volumes on the need for 
reform, the United States Patent and 
Trademark Office, the Federal Trade 
Commission, the National Academy of 
Science, the Intellectual Property 
Owners Association, the American Bar 
Association Intellectual Property Divi-
sion and the American Intellectual 
Property Association. All of the stud-
ies concluded that the current system 
is in need of changes if it is to remain 
viable in the new technology global 
economy. The moment is ripe to move 
the patent system forward to meet the 
challenges of the 21st century. Serious 
flaws have to be fixed for our system to 
remain robust now and long into the 
future. 


As the gentleman from Florida ac-
knowledged in his comments which 
preceded mine, this legislation is the 
result of a substantial amount of work, 
not just over this Congress but over the 
past three Congresses. We did not un-
dertake this endeavor lightly. This 
isn’t a rush to judgment. It isn’t a rush 
to legislate. 
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We don’t claim that this bill at this 


point is perfect, but this remains only 
one step in the process. Like all com-
promises, not everyone received every-
thing they wanted, which is honestly 
just as it should be. This legislation fa-
vors no industry, no person, organiza-
tion or interest group. It seeks to solve 
problems that we have identified and 
have been identified for us by outside 
experts and agencies. The legislation 
does what is best for America and our 
spirit of inventiveness and innovation, 
and it protects our position within the 
increasingly competitive global mar-
ketplace. 


RICK BOUCHER and I started down this 
path a long time ago, since that time 
working very closely with the then- 
chairman of the subcommittee and now 
the ranking member of the Judiciary 
Committee, LAMAR SMITH; with our 
subcommittee ranking member and 
former chairman of the subcommittee, 
HOWARD COBLE. We have held 20 hear-
ings over 6 years. We’ve invited or 
heard from independent inventors, uni-
versities, large corporate entities, 
pharmaceutical companies, high-tech 
companies, manufacturers, the finan-
cial services industries, biotech compa-
nies, the U.S. PTO, the ABA, the Intel-
lectual Property Organization, judges 
of district court and at appellate lev-
els, economists and consumer groups. 
All views were heard and considered to 
arrive at a bill that we have before us 
today, and this is a good bill. 


There will be four more suggestions 
made for changes to the bill, amend-
ments by Mr. ISSA, Ms. JACKSON-LEE 
and Mr. PENCE. These amendments add 
valuable changes to the bill. I won’t go 
into detail now in discussing those 
amendments, but they address issues 
raised by small inventors and by people 
who want to make sure that the PTO 
rulemaking authority has adequate 
oversight by the Congress. 


I urge my colleagues to grant us the 
rule, to take this important piece of 
legislation and move it forward. And 
my commitment to everyone in this 
Chamber is to recognize that there are 
still issues that need to be worked on 
and that we will be working to try and 
achieve the best possible balance with-
out undercutting the need for funda-
mental reform that exists. 


I urge my colleagues to adopt the 
rule. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, at this time, I 
yield such time as he may consume to 
the gentleman from California (Mr. 
DREIER), the distinguished ranking 
member of the Rules Committee. 


(Mr. DREIER asked and was given 
permission to revise and extend his re-
marks.) 


Mr. DREIER. Mr. Speaker, I thank 
my friend for yielding and I would like 
to begin by expressing my appreciation 
to my friend from Miami for his very 
thoughtful and eloquent statement 
going back to 1790 and the role that 
patents have played in the very found-
ing of our country. 


I want to say also, as I look around 
the floor and think about the Rules 
Committee meeting that we had, I see 
the distinguished gentleman from 
Maine (Mr. MICHAUD) who was joined 
by Mr. MANZULLO in the Rules Com-
mittee last night, my good friend from 
California (Mr. ROHRABACHER), who was 
here on the floor. 


What I will say is that there is bipar-
tisan support for this bill, Mr. Speaker, 
as my good friend from California (Mr. 
BERMAN) correctly said, but there’s 
also bipartisan opposition to this bill, 
Mr. Speaker, and it is for that reason 
that I believe it is absolutely impera-
tive that we do, as Mr. DIAZ-BALART 
has pointed out, have the most open 
and transparent process imaginable in 
dealing with what is seen as a very dull 
issue. It leads many people to doze off 
or their eyes to glaze over when talk-
ing about patent law, but it is a criti-
cally important issue when we think 
about the basis of the United States of 
America and property rights and all. 


While I intend to support final pas-
sage of the underlying legislation, a 
great deal of concern has, in fact, been 
raised on a number of issues included 
in this bill, as I said, making it a per-
fect example as to why this fully open 
and transparent legislative process, 
which unfortunately this restrictive 
rule denies, is a mistake and shouldn’t 
be done. 


The underlying bill deals with a tre-
mendously critical and fundamental 
aspect of our economy. It addresses a 
significant problem but in a way that 
has raised concerns, and it involves in-
credibly arcane and technical policy. 
For all of these reasons, we should be 
allowing a full and open debate, and I 
see my friend Mr. GOHMERT here who I 
know has also joined in raising very 
grave concerns about where it is we’re 
going on this issue. 


We should be encouraging a greater 
flow of information, not cutting it off, 
and unfortunately, this restrictive rule 
does just that. 


Ensuring both the protection and the 
quality of patents is absolutely essen-
tial in our high-tech, knowledge-based 
21st century economy. A cursory 
glance at the state of patent litigation 
is all it takes to see that we haven’t 
gotten it quite right. Patent trolls act-
ing maliciously and bewildered juries 
facing impossibly technical cases have 
wreaked a great deal of legal havoc on 
many of our Nation’s great entre-
preneurs. 


The result has been to stifle innova-
tion, the lifeblood of our economy. 
We’ve seen some of the worst cases 
eventually reversed on appeal, but 
many others have not been. There’s no 
denying that there is great need for re-
form in our patent law system. 


However, the underlying bill before 
us today is not perfect. Real concerns 
have been raised by a number of 
innovators and research institutions, 
many of whom are critical, in this ef-
fort, from my State of California, but 
critical to our economy and our place 


as one of the world’s greatest fonts of 
innovation and entrepreneurship. 


We have to be very careful that as we 
address one problem we don’t create 
another. We have to be very careful 
that we don’t pick winners and losers 
in our patent system, but that we pro-
tect and uphold intellectual property 
of all kinds. 


The creators of computer hardware, 
the developers of revolutionary med-
ical treatments, for example, use pat-
ents in very different ways. A piece of 
hardware may include hundreds of pat-
ents, some of which will be obsolete 
practically before they hit the shelves. 


On the other hand, a biomedical firm 
may spend $1 billion over a decade de-
veloping a single product using a single 
patent. Now, Mr. Speaker, these two 
types of innovators use patents in very 
different ways, but what they have in 
common is that intellectual property 
and innovation are at the very heart of 
their work, and they both contribute 
significantly to our economy and to 
our rising standard of living. 


We must ensure that our patent sys-
tem protects both kinds of innovation. 
While I strongly support the need to 
move this process forward, these are 
real concerns that must be fully aired 
and openly debated. I find it troubling 
that unlike previous legislation deal-
ing with the issue of patent reform, 
this bill does not enjoy broad-based 
support among all types of intellectual 
property creators. Because consensus 
was not reached in the committee proc-
ess, it is all the more important that 
our floor debate be conducted in an 
open and transparent way. 


Yesterday in the Rules Committee, 
as my friend from Miami said, I pro-
posed that we report out an open rule 
so that we could, in fact, have a full de-
bate on these issues. Unfortunately, on 
a party-line vote, that proposal was de-
nied. 


We also heard, as I mentioned, from 
our colleagues, Mr. MANZULLO and Mr. 
MICHAUD, who were requesting at least 
two hours of general debate, divided 
not just between Republicans and 
Democrats on the Judiciary Com-
mittee, but between supporters and op-
ponents of this bill. Again, as I said, it 
is bipartisan, the opposition, as well as 
bipartisan, the support, for the bill. 
That request unfortunately was also 
denied. 


Absent a meaningful debate today, 
these concerns will have to be raised in 
the Senate and in the Conference Com-
mittee. It’s unfortunate that our 
Democratic majority has so little in-
stitutional pride that they continu-
ously deny this body an open debate 
and cede the hard work to another 
time and another place. 


That is why I’m encouraging my col-
leagues to oppose this restrictive rule. 
We shouldn’t be running away from a 
fair and honest debate of these tough 
issues. The underlying bill and the 
issues it addresses are too important 
for us to be shirking our responsibil-
ities. 
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So, Mr. Speaker, I urge my col-


leagues to reject this rule, and let’s 
have a real debate on this very critical 
matter. And I, again, thank my friend 
for yielding. 


b 0945 
Mr. WELCH of Vermont. Mr. Speak-


er, I yield 2 minutes to the gentleman 
from Maine (Mr. MICHAUD). 


Mr. MICHAUD. I thank the gen-
tleman for yielding. 


Mr. Speaker, I rise today in opposi-
tion to this rule, and I ask my col-
leagues to consider voting against this 
rule for one simple reason, and that’s 
time. I respect the work of our Rules 
Committee; I do not oppose this rule 
lightly. 


But the fact of the matter is, under 
this rule, we would begin debating a 
huge change to our patent system that 
would have major ramifications for our 
economy. We have just returned from a 
long work period in our districts. We 
found the committee report filed late 
in the day when we came back, and two 
manager’s amendments filed late yes-
terday. Most Members haven’t had 
time to understand what the manager’s 
amendment fixes or doesn’t fix. 


I can tell you, having worked all 
night late last night with staff to find 
out what the manager’s amendment 
does: it actually worsens the under-
lying bill, especially with respect to 
the damages section of this bill. But 
Members aren’t going to be given the 
time to really consider what the man-
ager’s amendment does or what it does 
not do. They are going to be told to 
trust the changes that have been made 
to fix a badly flawed legislation. 


Congressman MANZULLO and I went 
to the Rules Committee yesterday to 
request that we not vote on this bill 
because it’s not ready for floor action. 
We asked for more time to debate the 
bill in order for the opposition to be 
heard. We were denied. With over 300 
organizations who are opposed to this 
legislation, have very serious concerns 
about this legislation, it is important 
that their voices be heard in this de-
bate. 


We do need to address our patent sys-
tem, and we must have the time to do 
it and do it right. By voting down this 
rule, we would give this House and the 
American people the time to make the 
right choices for our innovators, our 
jobs, our economy. So I would urge a 
‘‘no’’ vote on the rule. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, I yield 4 minutes 
to the distinguished gentleman from 
Wisconsin (Mr. SENSENBRENNER). 


Mr. SENSENBRENNER. I thank the 
gentleman for yielding. 


Mr. Speaker, I rise in opposition to 
the rule. 


I am pleased that the Baldwin 
amendment was included in the man-
ager’s amendment. The Baldwin 
amendment deletes the prior user 
rights section from H.R. 1908, leaving 
current law on prior user rights intact. 


H.R. 1908, as considered in com-
mittee, encouraged a resort to trade se-


cret practices which would have bred 
litigation and chilled publication and 
disclosure, which are the constitu-
tional principles underlying the entire 
patent system. 


The Patent Reform Act, as originally 
drafted, would not have made for a 
good situation for innovation. It would 
have been detrimental to individual in-
ventors, small businesses, nonprofits, 
including research universities. Al-
though I plan to vote in favor of the 
Patent Reform Act, I have serious con-
cerns about the process that we have 
used to reach floor action today. 


IPR law changes have always been 
negotiated in the subcommittee until 
this year. This bill should have been 
vetted in subcommittee. Instead, the 
subcommittee simply passed the buck 
to the full Judiciary Committee. 
Ramrodding this bill through sub-
committee left a lot of unhappy people 
thinking that the train had left the 
station. 


The subcommittee Chair should have 
kept the bill in his subcommittee. 
Keeping it in subcommittee works, 
even though the process may take 
more time. 


As we realize, moving it forward with 
so many loose strings makes it quite 
easy for the whole thing to unravel. 
It’s essential that subcommittee mem-
bers work out problems in the sub-
committee and not jam stakeholders. 


I believe that by holding onto this 
bill a little longer, we could have ap-
plied pressure to the stakeholders and 
moved them to our common ground. 
The volume of e-mails and calls we 
have received from interest groups, 
which number in the hundreds, clearly 
indicates that we don’t have everybody 
on board. Much of this opposition could 
have been avoided. 


At subcommittee, the Chair told us 
that concerns would be addressed at 
full committee. The Chair then assured 
us that concerns would be worked out 
in the manager’s amendment prior to 
floor action. While concessions have 
been made, this bill still needs work 
and isn’t ready for prime time. Later 
today, during debate on the bill, I ex-
pect Members’ concerns to be brushed 
off and told that everything will be 
worked out in conference. 


I served as Chair of the Judiciary 
Committee for 6 years, and I know all 
too well how elusive compromise can 
be. But that doesn’t mean that we 
should throw in the towel or simply 
lower a shoulder and plow forward. 


I prevented my Courts and Intellec-
tual Property Subcommittee Chair 
from moving forward on patent form 
until we could reach agreement with 
all the interested parties, and that is 
what we should have done here. Patent 
reform is vital to our Nation’s econ-
omy. The House should not take up 
this legislation at odds with so many 
sectors of the economy for the benefit 
of others. 


The other body is continuing to en-
tertain stakeholder meetings to try to 
develop consensus, and I commend 


them for that. This would be a wise 
course of action for the House as well. 
I believe that with more time and en-
ergy, we could draft a bill that is sup-
ported by a large cross-section of 
America, which this bill is not. 


The process that we took to get here 
today was flawed, but it’s not too late 
to correct it. 


I encouraged the Chair and the rank-
ing member to continue to meet with 
stakeholders. That’s the way to get a 
good patent bill that is really a 21st- 
century innovation-inspiring bill en-
acted into law. 


Mr. WELCH of Vermont. Mr. Speak-
er, I reserve the balance of my time. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, it is my pleasure 
to yield 4 minutes to the distinguished 
gentleman from Texas (Mr. GOHMERT). 


Mr. GOHMERT. I thank my friend 
from Florida. 


Mr. Speaker, we have heard the term 
‘‘bipartisan’’ with regard to this legis-
lation, and as has been pointed out, 
there has been bipartisan support; but 
there has certainly been bipartisan op-
position. 


Bipartisan, to many out there in the 
United States, means, oh, it must be 
fair. But the truth is, bipartisan 
doesn’t mean fair, and it doesn’t mean 
good; and this is one of those pieces of 
legislation that has severe problems 
that are neither fair nor good. 


Now in committee, the process in-
volved a manager’s amendment being 
made in the Committee of the Whole of 
the Judiciary Committee, followed im-
mediately by an amendment to venue 
before anybody else was recognized so 
that an effort by me to have an amend-
ment to fix venue problems that were 
really pronounced was shut out be-
cause that automatically made those 
third-degree amendments. 


That seemed to me a strange effort 
to avoid fairness on this important bill. 
We come in here today with this re-
strictive rule which will not allow full 
debate and wonder why is there such 
haste to avoid fairness in this rule. The 
rule here even abrogates the House rule 
that requires half the time be provided 
to the opposition, by saying it will be 
controlled by two people who both sup-
port the bill. 


Again, why is there such a push to 
avoid fairness in consideration and de-
bate on this bill? ‘‘We need a com-
prehensive bill’’ is language we have 
heard over and over. What struck me 
was, gee, that’s what we heard about 
the immigration debate: we need a 
comprehensive bill. Why was that said 
about immigration? I submit it was 
said because there were things that 
people wanted to hide in a comprehen-
sive bill that could never pass on its 
own. 


So I begin to look at this bill, and it 
appears to have the same problem. 
There are things in here that don’t go 
to fix patent controls. There is such an 
overreaching effort here to change 
rules and help the big dogs just devour 
and destroy the little guys. 
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Now the patent control issue, that’s a 


problem. Boy, how easy to fix that. All 
you would have to do is say if you are 
not the original patent holder and in-
ventor, then your rights are restricted. 
But that keeps being thrown out as a 
basis to destroy and change and use a 
wrecking ball to the entire patent law. 


The damages issues need a further 
look. My goodness, for so many years 
now the patent issues have been guided 
by factors that allow the courts to con-
sider various types of damages. Now we 
have had one industry zero in on one 
time of damage that will help them and 
hurt all others. That’s not fair. 


We were told that in the Judiciary 
Committee that many of us, by name, 
were called who would help the lan-
guage. Since then, I have not heard of 
any meetings to work on language. My 
staff has not heard of any. 


Yet, we are told in here today, trust 
us, we are going to work together. This 
isn’t the last time. I have heard over 
and over on that bill, and to come to 
this point, where there is so much sub-
stantial unfairness and abrogation of 
the fairness doctrine on taking up leg-
islation concerns me all the more. 


This isn’t fair. It’s not good. It’s not 
right. It’s not timely to take this up 
without proper discourse. 


With that, I would ask that trust has 
not been earned. Therefore, people 
should vote against this rule on a bi-
partisan basis. 


Mr. WELCH of Vermont. Mr. Speak-
er, I reserve the balance of my time. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, it is my pleasure 
to yield 41⁄2 minutes to the distin-
guished gentleman from California 
(Mr. ROHRABACHER). 


Mr. ROHRABACHER. Mr. Speaker, I 
rise in strong opposition to the rule, as 
well as opposition to the underlying 
legislation. 


Let us note that this debate has been 
limited today, which is consistent with 
the substance of this legislation. The 
process, as well as the substance of 
H.R. 1908 is totally unacceptable. This 
bill should be called the Steal Amer-
ican Technologies Act Part 2. 


Yes, Mr. BERMAN and I have worked 
on this legislation over the years, and 
I thought that we had a compromise 
bill in 1999, with HOWARD COBLE and 
others; and this bill just negates all of 
the compromises that were made and 
the honest attempts to reach a good 
patent bill. 


Yes, there was a patent bill that was 
passed and went into law in 1999, let us 
note. This isn’t the first patent reform 
legislation in the last 50 years; it’s 
only the worst patent reform legisla-
tion over the last 50 years. This legisla-
tion, under the guise of reform, will 
dramatically diminish the constitu-
tionally protected rights that were 
mandated by our Founders and that 
have been the impulse behind our Na-
tion’s prosperity and security. 


H.R. 1908 will dramatically weaken 
the patent rights of ordinary Ameri-
cans and make us even more vulnerable 


to the outright theft of American-cre-
ated technology and innovation. This 
legislation represents a slow-motion 
destruction of our patent system. 


So what’s in the bill? First and fore-
most we know what’s in the bill is a 
mandate to publish every patent appli-
cation within 18 months, or after 18 
months of that application being ap-
plied, whether or not that patent has 
been granted. 


So we are giving every thief in the 
world in India and in China and Japan 
and Korea the details of our most up- 
to-date innovative ideas, even before 
they are protected by the patents. We 
are being told, of course, Mr. ISSA has 
an amendment that will handle this. 


Don’t be fooled. Whether or not the 
Issa amendment passes, this legislation 
will still mandate the publication of 
most patent applications before the 
patent is issued. 


America’s secrets will be exposed to a 
world filled with infringers and thieves. 
So don’t be fooled by the Issa amend-
ment, just the way we shouldn’t be 
fooled by the very nature of this bill 
being called a reform bill when it 
should be called the Patent Destruc-
tion Act. 


Secondly, this bill opens up new ave-
nues of attack before and after the pat-
ent has been issued, again weakening 
the inventor, strengthening the in-
fringers, both foreign and domestic. 


Third, the bill changes the criteria of 
deciding the validity for a patent, 
again at the cost of the inventor. 
Fourth, the bill changes the way dam-
ages are calculated, again, at the ex-
pense of the inventor, and in the proc-
ess creating havoc in our courts and 
forcing judges to be economists. 


The most fundamental of all, of 
course, we change the legal basis of our 
system from first-to-invent, which has 
been, historically, for 200 years, the 
basis of the patent system, and now we 
are changing it to first-to-file, the way 
they do in Europe and in Japan. Do we 
really want to have a country like 
Japan? Look at their creative history. 
They rely on all of our ideas to perfect. 


In short, every promise of H.R. 1908 is 
anti-inventor, and every provision 
weakens the right of inventors and un-
dermines one’s ability to protect his or 
her invention. The electronic and fi-
nancial industry billionaires who are 
pushing this are pushing it to facilitate 
their theft of new innovation. Yes, 
these guys are important to our econ-
omy, but the opposition to H.R. 1908 
from the other economic sectors in our 
economy is deep and wide. 


Many of those quoted by Mr. BERMAN 
as having testified in these hearings 
are opposed to this bill. Biotech, phar-
maceuticals, labor unions, universities, 
small businesses, all are against, ada-
mantly against, this bill. Let us pro-
tect the little guy from foreign and do-
mestic scavengers who would steal our 
country’s newest ideas from the best 
and most creative minds of our coun-
try. 


I urge my colleagues to oppose this 
legislation and this rule. 


b 1000 
Mr. WELCH of Vermont. Mr. Speak-


er, I continue to reserve. 
Mr. LINCOLN DIAZ-BALART of 


Florida. Mr. Speaker, it is my pleasure 
to yield 4 minutes to the distinguished 
gentleman from Illinois (Mr. MAN-
ZULLO). 


Mr. MANZULLO. Mr. Speaker, we are 
hearing this argument, let’s just fix it 
in conference. Well, the last patent re-
form bill that passed, H.R. 1561, passed 
the House on March 3 of 2004. The Sen-
ate Judiciary Committee passed their 
bill, but it never saw action before the 
full Senate. The bill that the House 
passed never made it to conference, but 
it became law because someone stuffed 
it into the giant multi-thousand page 
omnibus consolidated appropriations 
bill which became law. 


And besides that, we are Members of 
Congress. For us to stand up here and 
say, well, this is too confusing for us to 
understand, excuse me; that’s what 
we’re paid for. And if we have to take 
a considerable period of our time to 
study and learn patent law, that’s our 
job. If we don’t do that, we are failing 
in our obligation to the people that we 
represent. 


So, what happened last time was 
good for making sausage. You stuffed 
the House-passed bill which never 
passed the Senate, never made it into 
conference, into a giant omnibus bill, 
but that’s not how you make legisla-
tion. 


Now, look what’s going on here. We 
were told that we had to file by 5 p.m. 
on Wednesday afternoon any amend-
ments to this bill. I went to the Rules 
Committee at 3 p.m. yesterday, where 
we met on the bill. At 2:43 p.m., the 
first manager’s amendment was filed, 
18 pages long. While we were still dis-
cussing the first manager’s amend-
ment, the second manager’s amend-
ment got filed at 3:50 p.m. 


At 5:30 in the afternoon, the general 
public found out what was in it. I just 
found out in an analysis done on the 
second manager’s amendment that this 
would be crippling to the small inven-
tor. It would be horrifying to the pat-
ent holders in this country, that it 
would favor overseas patent holders as 
opposed to the American inventor. 


All I asked for in that Rules Com-
mittee was for an extra hour of debate, 
just 2 hours of debate on one of the 
most important topics this place has 
ever had, and we were denied that. And 
people turn on C–SPAN. They see us. 
We’ll take a half an hour to debate a 
post office, an hour to debate two post 
offices, the naming of the post offices, 
but 1 hour, just 1 hour to debate one of 
the most important issues that has 
ever come before this Congress in 50 
years, 50 years. That’s just fairness. 
Just fairness is all we’re asking for. 


I feel like asking for a motion to ad-
journ, but I’m not going to. That would 
not be fair to the Members that have 
other things to do. 


But to tell the American people the 
Members of Congress really don’t need 
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to know the details, that we’ll take 
care of the details for you, that’s an 
abandonment of our obligation here. 


We come here with the obligation to 
learn every issue on which we vote. We 
may not know all the nuances, we may 
not know all the details, but nobody’s 
going to tell us that this is too con-
fusing for you to understand, because 
that’s not what the American people 
send us here for. 


And so I would just urge you, urge 
the folks, that there is no way possible 
in the limited amount of time that we 
can discuss this bill. 


Let me show you what this does. This 
is Caterpillar, this is RIM. It puts two 
companies against each other. RIM has 
a lot of American parts. The bill should 
be written to accommodate both, to ac-
commodate the American inventions in 
both of these manufactured products. 


Vote ‘‘no’’ on the rule. 
Mr. WELCH of Vermont. Mr. Speak-


er, I yield 1 minute to the gentleman 
from Michigan (Mr. CONYERS), Chair of 
the Judiciary Committee. 


Mr. CONYERS. Mr. Speaker, I thank 
the manager, and I rise to congratulate 
all the Members for all the hard work 
that has been done in the course of the 
many months, some would say years, 
in bringing this to the floor. 


I’d just like to make a comment 
about the manager’s amendment that 
I’ve heard raised in the discussion be-
cause, actually, I thank the floor man-
ager of the Rules Committee on the Re-
publican side because we had, I 
thought, a very good meeting yester-
day. 


It should be known to everyone here 
that the reason we had the late filing 
of the manager’s amendment is that we 
were keeping it open for everybody to 
make their last changes. And most of 
the requests came from the minority 
side, which we were happy to accom-
modate. So it’s in that spirit that I 
refer and make available to everybody 
here everything that are in manager’s 
amendments, and hope that the fact 
that this is maybe 80 percent accom-
plished for almost all the many sides to 
this debate will carry us through the 
rule and through the spirit that has 
moved the committee and the sub-
committee and the Judiciary Com-
mittee this far. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, I reserve the bal-
ance of my time. 


Mr. WELCH of Vermont. Mr. Speak-
er, I yield 2 minutes to my friend and 
colleague, the gentleman from Cali-
fornia (Mr. ISSA), a member of the Ju-
diciary Committee. 


Mr. ISSA. Mr. Speaker, I appreciate 
the gentleman yielding. The fact that 
this is what one might consider Demo-
crat time being yielded to a Republican 
probably says just how bipartisan this 
bill is. This has been worked on in a 
Republican majority and in a Demo-
crat majority. It’s been cosponsored by 
the chairman and the ranking members 
of the committees. It is, in fact, an un-
usual piece of work. 


Additionally, this rule, and I’ve been 
voting against rules lately because 
they weren’t open and fair. This rule 
accommodated virtually every amend-
ment offered. In fact, many of the peo-
ple speaking here today against the bill 
and against the rule didn’t offer any 
amendments. 


Whether you’re on the committee or 
not, this is your opportunity, after 
nearly 4 years of this being an open 
process under leadership on both sides 
of the aisle, this is your opportunity, if 
you have solutions. 


I urge the passage of this rule and 
the passage of the underlying bill be-
cause, in fact, it is the best work the 
best minds on both sides of the aisle 
could produce over 3 years. 


Now, people who, in fact, are saying 
they don’t want to vote for it are say-
ing we just need more time. In fact, the 
engine that drives the economic wealth 
of our country cannot afford for us to 
simply let the men and women in black 
robes continue to try to patch a broken 
system, as the Supreme Court has 
done. Not moving in this Congress, and 
rapid pace could be another year, in-
cluding the other body. Not moving in 
this Congress would force the Supreme 
Court to deal with an out-of-date set of 
laws. We need to vote this bipartisan 
bill through a very positive rule, and 
then to final passage. 


I strongly recommend that people 
look at the fact that amendments were 
accepted by both sides of the aisle, and, 
as the chairman said, more were ac-
cepted by the Republicans, in addition 
to literally hundreds of suggestions 
being incorporated into the manager’s 
amendment. 


I move that we pass the rule, pass the 
underlying bill, continue a bipartisan 
process that, of course, will always 
have somebody who feels they’re not 
benefited. But, in fact, you can’t get 
this kind of support by people who do 
not normally work well together un-
less, in fact, this process has been full 
and fair, as it has been. I thank the 
ranking member and the chairman for 
their bipartisan work. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, I want to thank 
all of our colleagues who have partici-
pated in this debate; thank Chairman 
CONYERS for his kind words. 


This obviously is very important leg-
islation. And even though my very 
good friend, Mr. ISSA, just stated that 
most of the amendments had been 
made in order by the Rules Committee, 
that’s not the case. Five amendments 
were made in order, and nine, nine 
were denied. 


Mr. BERMAN. Will the gentleman 
yield on that issue? 


Mr. LINCOLN DIAZ-BALART of 
Florida. I have very little time. I will 
yield. 


Mr. BERMAN. A number of the nine 
that were not made in order were in-
corporated, at the request of the au-
thors of the amendments, into the 
manager’s amendment. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Reclaiming my time. A num-


ber of important amendments have not 
been made in order. And on legislation 
this important, we think that it should 
have been brought forth with an open 
rule. And so that’s why we oppose the 
rule, and would urge that the majority 
of the Rules Committee bring forth 
this legislation again with the oppor-
tunity of all Members of the House to 
offer all amendments based on their 
work product for consideration by all 
of our colleagues. 


And so with that, I urge the defeat of 
this unfair rule. 


Mr. Speaker, I yield back the balance 
of my time. 


Mr. WELCH of Vermont. Mr. Speak-
er, I close by making two comments. 
Number one, this bill was the product 
not just of exhaustive hearings by the 
subcommittee on a bipartisan basis. 
It’s really been the work of a couple of 
Congresses. 


The patent reform system hasn’t 
been changed in any significant way 
for literally over a half a century, and 
the changes that have occurred in our 
economy in electronic communica-
tions, in telecommunications, on soft-
ware, on biotechnology, on every field 
that has produced wealth in this coun-
try have been extraordinary, yet the 
patent system has been stuck in 1952 
mode. 


The process that the chairman, Mr. 
BERMAN, the ranking member, Mr. 
SMITH, and others have had to go 
through to try to accommodate the le-
gitimate concerns of the inventor com-
munity, of the corporate community, 
and the complexities of that have been 
extreme. 


This amendment that is being pre-
sented to you reflects an open process, 
not an open amendment with anything 
and everything on the table, but the 
product of an open process where ev-
erybody who had a concern was actu-
ally heard, and the best effort was 
made to accommodate them directly 
with specific legislation in the bill, in 
the manager’s or in the amendments 
that were offered. 


So the committee members, on a bi-
partisan basis, with Mr. BERMAN and 
Mr. SMITH, have done everything pos-
sible to accommodate the concerns of 
the inventor community, the corporate 
community, our modern economy and 
the representatives in this body who 
are standing up for their constituents. 


Secondly, there was some assertion 
that this is an anti-inventor bill. That 
is absolutely wrong. This is a bill that 
is being endorsed by the National 
Academy of Sciences, by many in the 
university community, and by others 
who have, as their whole motivation, 
the expansion of knowledge and then 
the implementation of the benefit of 
that knowledge through a patent sys-
tem. 


So the committee has done an open 
process which has brought us to this 
point, and it has proposed changes that 
are 50 years in the making, that is 
going to strengthen and expand the 
rights of our patent community. 
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Mr. Speaker, I urge a ‘‘yes’’ vote on 


the rule, House Resolution 636. 
I yield back the balance of my time, 


and I move the previous question on 
the resolution. 


The previous question was ordered. 
The SPEAKER pro tempore. The 


question is on the resolution. 
The question was taken; and the 


Speaker pro tempore announced that 
the ayes appeared to have it. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, on that I demand 
the yeas and nays. 


The yeas and nays were ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 8 of rule XX, further pro-
ceedings on this question will be post-
poned. 


f 


b 1015 


PROVIDING FOR CONSIDERATION 
OF CONFERENCE REPORT ON 
H.R. 2669, COLLEGE COST REDUC-
TION AND ACCESS ACT 


Ms. SUTTON. Mr. Speaker, by direc-
tion of the Committee on Rules, I call 
up House Resolution 637 and ask for its 
immediate consideration. 


The Clerk read the resolution, as fol-
lows: 


H. RES. 637 
Resolved, That upon adoption of this reso-


lution it shall be in order to consider the 
conference report to accompany the bill 
(H.R. 2669) to provide for reconciliation pur-
suant to section 601 of the concurrent resolu-
tion on the budget for fiscal year 2008. All 
points of order against the conference report 
and against its consideration are waived. 
The conference report shall be considered as 
read. 


The SPEAKER pro tempore. The gen-
tlewoman from Ohio is recognized for 1 
hour. 


Ms. SUTTON. Mr. Speaker, for the 
purpose of debate only, I yield the cus-
tomary 30 minutes to the gentleman 
from Florida (Mr. LINCOLN DIAZ- 
BALART). All time yielded during con-
sideration of the rule is for debate 
only. 


GENERAL LEAVE 
Ms. SUTTON. Mr. Speaker, I ask 


unanimous consent that all Members 
have 5 legislative days within which to 
revise and extend their remarks and in-
sert extraneous materials into the 
RECORD. 


The SPEAKER pro tempore. Is there 
objection to the request of the gentle-
woman from Ohio? 


There was no objection. 
Ms. SUTTON. Mr. Speaker, I yield 


myself such time as I may consume. 
(Ms. SUTTON asked and was given 


permission to revise and extend her re-
marks.) 


Ms. SUTTON. Mr. Speaker, H. Res. 
637 provides for consideration of the 
conference report to accompany H.R. 
2669, the College Cost Reduction and 
Access Act. The rule waives all points 
of order against the conference report 
and its consideration and considers the 
conference report as read. 


Mr. Speaker, I am honored to rise 
today in support of this rule and this 


much-needed underlying conference re-
port, the College Cost Reduction Act, 
which will help give our students a real 
opportunity to go to college and give 
them the vital tools necessary to enter 
our workforce and build a positive fu-
ture for themselves and our commu-
nities. And, Mr. Speaker, at the outset 
I want to thank Representative 
GEORGE MILLER, the distinguished 
chairman of the Education and Labor 
Committee, along with Speaker NANCY 
PELOSI, whose commitment to our stu-
dents, our families and our future in 
this country has brought us to this day 
when we are able to take this great 
step to put college education back 
within reach of so many hardworking 
families and students. The College Cost 
Reduction Act addresses one of the 
most pressing issues facing millions of 
families across this Nation: the ques-
tion of how they will afford to send 
their children to college. 


Educational opportunity is the back-
bone of our Nation and everything that 
makes it great. And while access to 
higher education is more critical than 
ever for younger generations, the cost 
is rapidly moving out of reach for 
many low- and middle-income families. 
Tuition at 4-year public colleges and 
universities has risen 41 percent after 
inflation since 2001. And the typical 
American student now graduates from 
college with a $17,500 debt. This prob-
lem has developed into nothing less 
than a crisis. 


Sadly, due to the failure of past Con-
gresses, many students have had their 
dreams shattered because they could 
not afford college tuition. Many hard-
working parents have had their hearts 
broken because, despite their valiant 
efforts, they simply could not afford to 
pay tuition and meet other vital family 
needs. This problem has festered for 
too long, and I have long believed, Mr. 
Speaker, that those in government 
must work with the people they are 
called to serve and not against them. 


And that is what this bill does. It is 
the single largest investment in higher 
education since the GI Bill. It’s good 
for our families. It’s good for our stu-
dents. It’s good for our country. 


Financial barriers to higher edu-
cation not only hurt students them-
selves by robbing them of the edu-
cation and training necessary to make 
a productive and positive impact in our 
communities; it hurts us all. Investing 
in our students will not only improve 
their future; it will help our economy 
and our retired workers whom they 
will support. It ensures our national se-
curity, continued improvements in 
health outcomes, and will help the 
United States maintain its role as a 
leader in developing new cutting-edge 
technologies. By providing students 
with access to higher education, we are 
bolstering every sector of our economy 
from medical research to manufac-
turing because we are creating the next 
generation of innovators and leaders. 
Investing in our younger generations 
will not only help our students and 


families who are need; it strengthens 
America. 


The promise of the American Dream 
is the glue that holds our communities 
together. It was educational oppor-
tunity that provided me, the proud 
daughter of a working family, to ob-
tain a first-rate education and ulti-
mately find my way to the floor of the 
House of Representatives to fight for 
what is right. By denying the opportu-
nities afforded by access to higher edu-
cation, we deny our families their 
share of the American Dream. 


The College Cost Reduction Act ad-
dresses this crisis in a fiscally sound 
and responsible manner. It is funded by 
cutting unnecessary subsidies to pri-
vate lenders and putting our taxpayer 
dollars to work for the American peo-
ple. So, Mr. Speaker, this act will not 
only put college back in reach for our 
families; it does so by cutting almost 
$21 billion in taxpayer subsidies to pri-
vate lenders and reinvesting over $20 
billion of the savings in our Nation’s 
students and putting an additional $750 
million towards reducing our Nation’s 
deficit. 


Specifically, the College Cost Reduc-
tion Act will cut the interest rates on 
subsidized student loans in half. The 
bill invests heavily in the much-need-
ed, need-based Pell Grant scholarship 
program, increasing the maximum 
award by at least $1,090 over the next 5 
years and expanding eligibility for the 
grants. By passing this bill, we will 
make a college education possible for 
hundreds of thousands of additional 
students over the next 5 years. 


Additionally, Mr. Speaker, this legis-
lation also recognizes the value of our 
public servants by providing them with 
loan forgiveness for those who choose 
to serve in the jobs that make our 
world turn: teachers, firefighters, 
nurses, law enforcement officers, and 
librarians. 


Further, the College Cost Reduction 
Act provides upfront tuition assistance 
to qualified undergraduates who com-
mit to teaching in public schools in 
high-poverty communities. This bill in-
vests in the strength of our commu-
nities and of our country. And the re-
turn on our investment as a Nation in 
our students and people will, without 
question, provide an enormous return. 


Mr. Speaker, the crisis of college cost 
is pervasive, and it is getting worse. It 
is long past the time that Congress 
take action to ensure that a college 
education is not a privilege reserved 
only for the wealthy. 


I urge all of my colleagues to support 
our children and our families by voting 
for the rule and the underlying bill. 


Mr. Speaker, I reserve the balance of 
my time. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, I thank my 
friend, the gentlewoman from Ohio, for 
the time; and I yield myself such time 
as I may consume. 


This rule that the majority brings 
forth today, Mr. Speaker, is a standard 
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So if you vote for H.R. 1, you are cut-


ting student aid. If you vote for H.R. 1, 
you are going to slash job training pro-
grams. The House bill that came over, 
H.R. 1, completely eliminates Federal 
funding for adult training, dislocated 
worker assistance and youth training 
programs, completely eliminates it. 
These programs provide job training 
and reemployment services to about 8 
million Americans every year, 8 mil-
lion. They just do away with it. 


If you vote for H.R. 1, you are voting 
to slash the community services block 
grant. Well, they cut about $305 million 
from that. That provides services to 
some of our lowest income people and 
elderly. If you vote for H.R. 1, you are 
voting to cut investments in infra-
structure, highway funding, sewer and 
drinking water funds, and rural eco-
nomic development funding because 
H.R. 1 slashes community development 
block grants by 62 percent. 


Now, I say go out and talk to your 
mayors, talk to your city council, talk 
to your boards of supervisors in your 
counties. Ask them if they can take a 
62-percent cut in their community de-
velopment block grants and what it is 
going to mean to them. 


Well, I cannot help but also speak to 
my own constituents in Iowa about 
what this means for my own State. If 
H.R. 1, the House bill which passed the 
House, if it were to be passed and en-
acted into law—well, I mentioned 
about the cuts that we are having in 
the Job Corps. It would basically kill 
the Denison, IA, Job Corps Center, 
which employs 163 people. It provides 
training to 450 at-risk students each 
year, and we have a new Job Corps Cen-
ter just being built, just being opened 
in Ottumwa. That will probably just 
come to a screeching halt. It is sup-
posed to be opening later this year. 


It would shut down at least the com-
munity health center in Centerville, 
IA. That is H.R. 1. H.R. 1 would be cut-
ting down the community services 
block grant and would shut down the 
Red Rock Community Action Agency 
serving Boone, Jasper, Warren, Marion, 
and rural Polk County. 


H.R. 1, as I mentioned, would com-
pletely eliminate funding for job train-
ing programs, which assisted more 
than 35,000 Iowans in the last year. As 
I mentioned, it would slash Pell grants 
for our kids who go to all of our col-
leges in Iowa, the private not-for-prof-
its and our Regents institutions. Two 
thousand low-income Iowa kids who 
now attend Head Start would be cut 
off. 


Lastly, it is not only just the cuts 
and the slashes to these vital programs 
which will increase unemployment and 
send us back into another recession, 
there are riders in this bill, what we 
call legislative riders, that are per-
nicious. They do terrible damage to our 
country. 


For example—just one—there is a 
rider in the bill that says no money 
can be used or spent to continue the 
implementation of the health reform 


bill that we passed last year. Well, 
what does that mean? Well, that means 
right now, in law, because of the Af-
fordable Care Act we passed last year, 
kids can stay on their parents’ policy 
until they are age 26. That would be 
gone. The question would be, the ones 
who got on before this, will they be 
able to stay on? But I can tell you, no 
new kids would ever be allowed to stay 
on their parents’ policy until they are 
age 26. 


We put in—and as you know, it is in 
law right now—that an insurance com-
pany cannot impose a lifetime limit on 
individuals. That was in the bill last 
year. That would be gone. They can 
start reinstituting lifetime limits and 
annual limits. 


Also we had a provision in the bill 
that provided for a medical loss provi-
sion. Let me try to explain that. 


In our bill we said insurers and 
health insurance companies have to 
pay at least 80 cents of every dollar of 
premium they collect on health care 
rather than profits, bonuses, overhead, 
fancy buildings, and corporate jets and 
all of that. They had to pay—80 cents 
of every premium dollar has to go for 
health care. It is done away with under 
H.R. 1. We cannot enforce that at all. 


So, again, for those who have seen 
benefits to themselves from the health 
care bill we passed, whether it is keep-
ing their kids on their policy or elderly 
people now who get free mammograms 
and free colonoscopies and a free 
health checkup every year with no 
copays, no deductibles, that ends. That 
ends with H.R. 1. 


So the bill passed by the House is 
just, as I said, bad policy, and it is bad 
values. It is not the values of our coun-
try, and I hope the Senate will re-
soundingly—resoundingly—defeat H.R. 
1, consign it to the scrap heap of his-
tory, the history of ill-advised ideas, of 
ill-advised programs. There have been 
a lot of them that have come along in 
the history of this country. 


Fortunately, I think the Congress in 
most instances has turned them down, 
and we moved ahead. We can’t afford to 
go backward. H.R. 1 would do that. It 
would take this country back. We 
would lose jobs. It would cut kids out 
of getting an education, close down 
Head Start centers. It would widen 
that gulf between the rich and the 
poor. We can’t continue to go down 
that road. We don’t want to wind up 
another Third World country where we 
have a few at the top and everybody at 
the bottom and nobody in between. The 
middle class built this country, and we 
cannot continue to erode the middle 
class. That is what H.R. 1 would do, 
erode the middle class and widen the 
gulf between the rich and poor. 


I hope the Senate will recognize H.R. 
1 for what it is, a detriment, a body 
blow to our recovery efforts. I hope the 
Senate will resoundingly defeat it. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant bill clerk proceeded to 
call the roll. 


Mr. LEAHY. I ask unanimous con-
sent that the order for the quorum call 
be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


CONCLUSION OF MORNING 
BUSINESS 


The PRESIDING OFFICER. Morning 
business is closed. 


f 


PATENT REFORM ACT OF 2011— 
Continued 


Mr. LEAHY. Mr. President, since the 
Senate began this debate on the Amer-
ican Invents Act more than a week 
ago, I have talked about American in-
genuity and innovation. As this debate 
comes to a close, I want to emphasize 
that this is legislation that should pro-
mote innovation, help create jobs, and 
help energize the economy as we con-
tinue our recovery. This legislation can 
be a key part of a jobs agenda. We can 
help unleash innovation an promote 
American invention, all without adding 
a penny to the deficit. This is common-
sense, bipartisan legislation. 


Innovation has been a cornerstone of 
the American economy from the time 
Thomas Jefferson examined the first 
patent to today. The Founders recog-
nized the importance of promoting in-
novation. A number were themselves 
inventors. The Constitution explicitly 
grants Congress the power to ‘‘promote 
the progress of science and useful arts, 
by securing for limited times to . . . in-
ventors the exclusive right to their re-
spective . . . discoveries.’’ The discov-
eries made by American inventors and 
research institutions, commercialized 
by American companies, and protected 
and promoted by American patent laws 
have made our system the envy of the 
world. The President has spoken all 
year about the need to win the future 
by out innovating our competition. 
This bill can play a key role in that ef-
fort. 


Yesterday, I commended Austan 
Goolsbee, the chair of the President’s 
Council of Economic Advisers, for his 
white board presentation this week on 
the importance of patent reform to 
help America win the global competi-
tion and create jobs. The creation of 
more than 220,000 jobs in the private 
sector last month, the creation of 1.5 
million jobs over the last 12 months, 
and the unemployment rate finally 
being reduced to 8.9 percent are all 
signs that the efforts we have made 
over the last 2 years to stave off the 
worst recession since the Great Depres-
sion are paying off and the economic 
recovery is taking hold. The almost 
full percent point drop in the unem-
ployment rate over the last 3 months is 
the largest decline in unemployment 
since 1983. Despite interruptions of eco-
nomic activity in many parts of the 
country caused by winter weather over 
the last months and in recent days, de-
spite the extraordinary rise in oil 
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prices, the Dow Jones industrial aver-
age has climbed back to over 12,000 
from a low point of 6,500. Passage of 
the America Invents Act should help 
bolster our economic recovery and 
keep us on the right path toward busi-
ness development and job creation. 


As we began this debate, I referred 
back to the President’s State of the 
Union address and his challenge to the 
Nation to out-innovate, out-build and 
out-educate our global competitors. 
Enacting the America Invents Act is a 
key to meeting this challenge. Reform-
ing the Nation’s antiquated patent sys-
tem will promote American innova-
tion, create American jobs, and grow 
America’s economy. I thank the Presi-
dent and his administration for their 
help and support for the Leahy-Hatch- 
Grassley America Invents Act. Com-
merce Secretary Locke has been a 
strong partner in our efforts, and Di-
rector Kappos of the Patent and Trade-
mark Office has been an indispensable 
source of wise counsel. 


The America Invents Act will keep 
America in its longstanding position at 
the pinnacle of innovation. This bill 
will establish a more efficient and 
streamlined patent system that will 
improve patent quality and limit un-
necessary and counterproductive liti-
gation costs, while making sure no par-
ty’s access to court is denied. 


The America Invents Act is the prod-
uct of eight Senate hearings over the 
last three Congresses. Our bill is the 
product of years of work and com-
promise. The Senate Judiciary Com-
mittee has reported patent reform leg-
islation to the Senate in each of the 
last three Congresses, this year, unani-
mously. And the House has seen efforts 
over the same period led by Congress-
men LAMAR SMITH of Texas and HOW-
ARD BERMAN of California. The legisla-
tion we are acting on today, in fact, is 
structured on the original House bill 
and contains many of the original pro-
visions. 


From the beginning, we recognized 
the need for a more effective and effi-
cient patent system, one that improves 
patent quality and provides incentives 
for entrepreneurs to create jobs. A bal-
anced and efficient intellectual prop-
erty system that rewards invention 
and promotes innovation through high 
quality patents is crucial to our Na-
tion’s economic prosperity and job 
growth. That is how we win the fu-
ture—by unleashing the American in-
ventive spirit. This bill, the America 
Invents Act, will allow our inventors 
and innovators to flourish. 


It is important to our country’s con-
tinued economic recovery, and to our 
successfully competing in the global 
economy. America needs a 21st century 
patent system to lead. The last exten-
sive reform of our patent system was 
nearly 60 years ago. It is time. 


While the Congress debates spending 
and budget measures in an often too 
partisan manner, the American people 
are craving—and the American econ-
omy is demanding—bipartisan legisla-


tion that can create jobs and help our 
economy through common sense meas-
ures. That is what this bill can do. It 
relies on not one dollar of taxpayer 
money. Let me emphasize, not a dime 
in taxpayer money is spent on the Pat-
ent and Trademark Office, PTO, re-
forms. They are all funded by patent 
fees, not taxes. 


Innovation drives the Nation’s econ-
omy, and that entrepreneurial spirit 
can only be protected by a patent sys-
tem that promotes invention and spurs 
new ideas. We need to reform our pat-
ent system so that these innovations 
can more quickly get to market. A 
modernized patent system—one that 
puts American entrepreneurs on the 
same playing field as those throughout 
the world—is a key to that success. 
This is an idea that cuts across the po-
litical spectrum. 


During Senate debate over the last 
week our bill has been improved by a 
number of Senators who have contrib-
uted amendments. Senators BENNET, 
COONS, SCHUMER, MENENDEZ, PRYOR, 
STABENOW, BAUCUS, BINGAMAN, COBURN 
and KIRK have all contributed, and I 
thank them for working with us. Sen-
ator CARDIN attempted to offer ger-
mane amendments, and I regret that 
these were blocked. 


I thank our ranking Republican on 
the committee and the comanager of 
this measure, Senator GRASSLEY, and 
his staff, Kolan Davis and Rita Lari, 
for their dedication to this effort. I 
commend Senator HATCH for sticking 
with it for these many years, and Sen-
ator KYL for helping get this done. 


I also extend my personal thanks, as 
well, to Senator KLOBUCHAR of Min-
nesota who was active during com-
mittee consideration and helped man-
age this legislation effort in the Sen-
ate. She has been outstanding. 


The Senate’s action today could not 
have been accomplished without the 
hard work of many dedicated staffers. I 
would like to thank in particular the 
steadfast work of Aaron Cooper of my 
Judiciary Committee staff. Aaron has 
spent countless hours in meetings and 
briefings, with Members, other staff, 
and interested parties, working to help 
me ensure that the America Invents 
Act preserved the meaningful reforms 
we have been working toward since 
2005. I would also like to thank Ed 
Pagano, my chief of staff, and Bruce 
Cohen, my chief counsel, who have 
worked on this issue since the start, as 
well as Susan Davies who served as my 
chief Intellectual Property counsel 
through the formative stages of this 
legislative effort. Erica Chabot, Curtis 
LeGeyt and Scott Wilson of my Judici-
ary Committee staff also deserve 
thanks for their committed work on 
this legislation. 


I also commend the hardworking 
Senate floor staff, Tim Mitchell and 
Trish Engle, as well as Dave Schiappa, 
and the staffs of other Senators, in-
cluding Tim Molino, Joe Matal, and 
Matt Sandgren, for their dedicated ef-
forts. 


I also thank the many individuals, 
companies, associations and coalitions 
that have helped with this effort. This 
legislation has been supported by both 
business and labor, including the Na-
tional Association of Manufacturers, 
the United Steelworkers, the AFL–CIO, 
the Association of American Univer-
sities, the American Bar Association, 
the Association of Public and Land- 
Grant Universities, the Association of 
American Medical Colleges, the Asso-
ciation of University Technology Man-
agers, the American Council on Edu-
cation, the Council on Government Re-
lations, PhRMA, BIO, the Intellectual 
Property Owners Association, the 
American Intellectual Property Law 
Association, the Coalition for 21st Cen-
tury Patent Reform, the Association 
for Competitive Technology, the Coali-
tion for Patent and Trademark Infor-
mation Dissemination, IBM, General 
Electric, Eli Lilly and Company, Bose 
Corporation, Johnson and Johnson, 3M, 
General Mills, Honeywell, Monsanto, 
Motorola, Cargill, Inc., Caterpillar, 
Enventys, Abbott, Astra Zeneca, 
AdvaMed, Air Liquide, Bayer, Beckman 
Coulter, Boston Scientific, BP, 
Bridgestone American Holdings, Inc., 
Bristol-Myers Squibb, the California 
Healthcare Institute, the Colorado Bio-
Science Association, Cummins, The 
Dow Chemical Company, DuPont, East-
man Chemical Company, ExxonMobil, 
Genentech, Genzyme, GlaxoSmith-
Kline, the Healthcare Institute of New 
Jersey, Henkel Corporation, Hoffman- 
LaRoche, Illinois Tool Works, Inter-
national Game Technology, Kodak, 
Medtronic, Merck & Co., Inc., 
Millenium Pharmaceuticals, Milliken 
and Company, Northrop Grumman, 
Novartis, PepsiCo., Inc., Pfizer, Procter 
& Gamble, SanDisk Corporation, 
Sangamo BioSciences, Inc., United 
Technologies, USG Corporation, the 
Virginia Biotechnology Association, 
Weyerhaeuser, the American Institute 
for CPAs, the American Institute of 
Certified Public Accountants, the Tax 
Justice Network USA, the New Rules 
for Global Finance, the American Col-
lege of Tax Counsel, Consumer Action, 
The American College of Trust and Es-
tate Counsel, the Partnership for Phil-
anthropic Planning, Global Financial 
Integrity, the International Associa-
tion for Registered Financial Consult-
ants, the National Association of En-
rolled Agents, USPIRG, the Certified 
Financial Planner Board of Standards, 
the Financial Planning Association, 
the American Association of Attorney- 
Certified Public Accountants, the Citi-
zens for Tax Justice, the National 
Treasury Employees Union, the Inde-
pendent Community Bankers of Amer-
ica, and numerous other organizations 
and companies representing all sectors 
of the patent community that have 
been urging action on patent reform 
proposals for years. 


The America Invents Act will accom-
plish 3 important goals, which have 
been at the center of the patent reform 
debate from the beginning: It will im-
prove and harmonize operations at the 
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PTO; it will improve the quality of pat-
ents that are issued; and it will provide 
more certainty in litigation. In par-
ticular, the legislation will move this 
Nation’s patent system to a first-in-
ventor-to-file system, make important 
quality enhancement mechanisms, and 
provide the PTO with the resources it 
needs to work through its backlog by 
providing it with fee setting authority, 
subject to oversight. The America In-
vents Act provides the tools the PTO 
needs to separate the inventive wheat 
from the chaff, which will help business 
bring new products to market and cre-
ate jobs. 


Innovation has always been at the 
heart of America and American suc-
cess. From the founding of our Nation, 
we recognized the importance of pro-
moting and protecting innovation, and 
so the Constitution explicitly grants 
Congress the power to ‘‘promote the 
progress and science and useful arts, by 
securing for limited times to . . . in-
ventors the exclusive right to their re-
spective . . . discoveries.’’ The patent 
system plays a key role in encouraging 
innovation and bringing new products 
to market. The discoveries made by 
American inventors and research insti-
tutions, commercialized by our compa-
nies, and protected and promoted by 
our patent laws have made our system 
the envy of the world. 


High quality patents are the key to 
our economic growth. They benefit 
both patent owners and users who can 
be more confident in the validity of 
issued patents. Patents of low quality 
and dubious validity, by contrast, en-
able patent trolls who extort unreason-
able licensing fees from legitimate 
businesses, and constitute a drag on in-
novation. Too many dubious patents 
also unjustly cast doubt on truly high 
quality patents. 


After 6 years of debate and discus-
sion, more than a dozen hearings and 
mark up sessions, and countless hours 
of member and staff meetings with two 
presidential administrations and inter-
ested parties across the spectrum, the 
Senate is finally acting to make the 
first meaningful, comprehensive re-
forms to the nation’s patent system in 
nearly 60 years. The Senate debate has 
now extended for more than a week. 
Passage of the America Invents Act 
demonstrates what we can accomplish 
when we cast aside partisan rhetoric, 
and focus on working together for the 
American people and for our future. 


It has been almost 6 years since 
Chairman SMITH and Congressman 
BERMAN introduced the first version of 
patent reform legislation in 2005, but 
the structure and guiding principles of 
the legislation remain the same. The 
bill will speed the process by which the 
Patent Office considers applications 
and should improve the quality of pat-
ents it issues. 


Innovation and economic develop-
ment are not uniquely Democratic or 
Republican objectives, so we worked 
together to find the proper balance for 
America—for our economy, for our in-


ventors, for our consumers. Working 
together, we can smooth the path for 
more interesting—and great—Amer-
ican inventions. That is what this bi-
partisan, comprehensive patent reform 
bill will do. No one claims that ours is 
a perfect bill. It is a compromise that 
will make key improvements in the 
patent system. Having coordinated 
with the leaders in the House through 
this process, I hope that the House will 
look favorably on our work and adopt 
this measure so that it can be sent to 
the President without delay and its im-
provements can take effect in order to 
encourage American innovation and 
promote American invention. 


I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The assistant bill clerk proceeded to 


call the roll. 
Mr. REID. I ask unanimous consent 


that the order for the quorum call be 
rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. REID. Mr. President, I ask unan-
imous consent the Reid amendment 
No. 152 be withdrawn; that the Reid 
amendment No. 143 be modified with 
the changes at the desk; the Senate 
proceed to vote on the amendment, as 
modified, with no amendments in order 
prior to the vote; that there then be 30 
minutes of debate equally divided be-
tween the two managers or their des-
ignees; that S. 23 be read a third time; 
that a budgetary pay-go statement be 
read; the Senate then proceed to a vote 
on passage of the bill, as amended; and 
the motions to reconsider be consid-
ered made and laid upon the table with 
no intervening action or debate. 


Further, I ask unanimous consent 
that at 12 noon Wednesday, March 9, 
the Senate proceed to the consider-
ation of Calendar No. 14, H.R. 1, the De-
fense appropriations long-term con-
tinuing resolution for fiscal year 2011; 
that there be 3 hours of debate on H.R. 
1 and the Democratic alternative, the 
Inouye substitute amendment No. 149, 
with the time equally divided between 
the two leaders or their designees prior 
to a vote on passage of H.R. 1; that the 
vote on passage be subject to a 60-vote 
threshold; that if the bill achieves 60 
affirmative votes, the bill be read a 
third time and passed; that if the bill 
does not achieve 60 affirmative votes, 
the majority leader be recognized to 
offer the Inouye substitute amendment 
No. 149; the Senate then proceed to a 
vote on the substitute amendment; 
that the substitute amendment be sub-
ject to a 60-vote threshold; if the sub-
stitute amendment achieves 60 affirma-
tive votes, the substitute amendment 
be agreed to; the bill, as amended, be 
read a third time and passed; if the 
substitute amendment does not achieve 
60 affirmative votes, H.R. 1 be returned 
to the calendar; that no motions or 
amendments be in order to the sub-
stitute amendment or to the bill prior 
to the votes; further, that all of the 
above occur with no intervening action 
or debate. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. REID. Mr. President, with this 
agreement, I ask unanimous consent 
that the cloture vote with respect to 
the motion to proceed to H.R. 1 be viti-
ated. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. REID. Mr. President, even 
though there have been a few turns in 
the road, we are at the place where we 
need to be. We need to be able to show 
the American people where we are on 
these two measures. I express my ap-
preciation to my friend, the Republican 
leader. As I said, things don’t always 
work smoothly around here, but they 
usually work. Now we are at a point 
where we can vote on these two meas-
ures which is what we need to do. 


The PRESIDING OFFICER. Under 
the previous order, amendment No. 152 
is withdrawn. 


Under the previous order, amend-
ment No. 143 is modified with the 
changes at the desk. 


The amendment, as modified, is as 
follows: 
(Purpose: To include public institutions of 


higher education in the definition of a 
micro entity) 


On page 93, before line 18, insert the fol-
lowing: 


‘‘(d) STATE INSTITUTIONS OF HIGHER EDU-
CATION.— 


‘‘(1) IN GENERAL.—For purposes of this sec-
tion, a micro entity shall include an appli-
cant who certifies that— 


‘‘(A) the applicant’s employer, from which 
the applicant obtains the majority of the ap-
plicant’s income, is a State public institu-
tion of higher education, as defined in sec-
tion 102 of the Higher Education Act of 1965 
(20 U.S.C. 1002); or 


‘‘(B) the applicant has assigned, granted, 
conveyed, or is under an obligation by con-
tract or law to assign, grant, or convey, a li-
cense or other ownership interest in the par-
ticular application to such State public in-
stitution. 


‘‘(2) DIRECTOR’S AUTHORITY.—The Director 
may, in the Director’s discretion, impose in-
come limits, annual filing limits, or other 
limits on who may qualify as a micro entity 
pursuant to this subsection if the Director 
determines that such additional limits are 
reasonably necessary to avoid an undue im-
pact on other patent applicants or owners or 
are otherwise reasonably necessary and ap-
propriate. At least 3 months before any lim-
its proposed to be imposed pursuant to this 
paragraph shall take effect, the Director 
shall inform the Committee on the Judiciary 
of the House of Representatives and the 
Committee on the Judiciary of the Senate of 
any such proposed limits.’’. 


The PRESIDING OFFICER. The 
question is on agreeing to amendment 
No. 143, as modified. 


The amendment (No. 143), as modi-
fied, was agreed to. 


Mr. COBURN. I wish to express my 
opposition to Reid amendment No. 143, 
as modified. I do not believe public in-
stitutions of higher education, or any 
entity, should be carved out of the defi-
nition of micro entity in the under-
lying legislation. Had a rollcall vote 
occurred, I would have voted no. 
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Mr. LEAHY. Mr. President, I suggest 


the absence of a quorum, with unani-
mous consent that the time be equally 
divided. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will call the roll. 
The assistant bill clerk proceeded to 


call the roll. 
Mr. LEAHY. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


CHECK 21 ACT PATENTS 
Mr. PRYOR. I would like to clarify 


some concerns I have about the Schu-
mer-Kyl program that was included in 
the managers’ amendment to the 
America Invents Act, adopted on 
March 1. I am specifically concerned 
that this provision revives an amend-
ment that had been included in pre-
vious versions of the bill—that amend-
ment specifically targeted patents re-
lated to the Check 21 Act and elimi-
nated the ability of the holder of such 
patents to collect damages. Is that the 
purpose of the Schumer-Kyl language? 


Mr LEAHY. No, the amendment is 
entirely different from the 2008 amend-
ment related to patents that place on 
tax on implementation of the Check 21 
Act. The Schumer-Kyl program ad-
dresses certain business method pat-
ents and does not target any specific 
patents. The Schumer-Kyl program is 
intended to provide a cost-effective al-
ternative to litigation to examine busi-
ness-method patents. 


Mr. PRYOR. Am I correct then that 
the Schumer-Kyl program is simply 
trying to address the problem of busi-
ness method patents of dubious valid-
ity that are commonly associated with 
the Federal Circuit’s 1998 decision in 
State Street Bank v. Signature? 


Mr. LEAHY. That is correct. It is 
still unclear whether the subject mat-
ter of these patents qualifies as patent-
able subject matter under current law. 
Patents of low quality and dubious va-
lidity, as you know, are a drag on inno-
vation because they grant a monopoly 
right for an invention that should not 
be entitled to one under the patent 
law. 


Mr. PRYOR. Can the Senator de-
scribe how the program would work in 
practice? 


Mr. LEAHY. Certainly. If a peti-
tioner provides evidence to the PTO 
and the PTO determines that the pat-
ent is on a ‘‘covered business method 
patent’’ then the PTO would institute a 
post-grant review of that patent. In 
this review, the PTO could consider 
any challenge that could be heard in 
court. 


Mr. PRYOR. Is it correct then that 
the Schumer proceeding would only 
have an effect if the PTO determines it 
is more likely than not that a claim of 
the patent is invalid and, even then, 
the proceeding would have no effect on 
a patent unless the petitioner can dem-
onstrate that under current law the 
patent is not valid? 


Mr. LEAHY. That is correct. The pro-
ceeding has a higher threshold than 
current reexamination before the PTO 
will even undertake a review of the 
patent. So as a practical matter, a pat-
ent without any serious challenge to 
its validity would never be subject to a 
proceeding. 


Mr. PRYOR. Would the Senator agree 
that in a case in which the validity of 
the patent has been upheld by a dis-
trict court but the case remains on ap-
peal, that this amendment would likely 
not affect the pending appeal? 


Mr. LEAHY. I would. The patent may 
still be subject to the proceeding, but 
since the court did not hold the patent 
invalid or unforceable, it would not 
likely have an effect on the pending ap-
peal. 


Mr. SCHUMER. Mr. President, I want 
to take the opportunity to explain fur-
ther a few elements of the Schumer- 
Kyl provision in the patent bill. The 
Transitional Program for business 
method patents addresses a critical 
problem in the patent world, and it is 
crucial that it be administered and im-
plemented appropriately by both the 
Patent and Trademark Office and the 
courts. 


Business method patents are the 
bane of the patent world. The business 
method problem began in 1998 with the 
U.S. Court of Appeals for the Federal 
Circuit decision in State Street Bank & 
Trust Co. v. Signature Financial 
Group, Inc. State Street created a sea- 
change in the patentability of business- 
methods, holding that any invention 
can be patented so long as it produces 
a ‘‘useful, concrete, and tangible re-
sult’’ and meets other requirements of 
the patent laws. 


State Street launched an avalanche 
of patent applications seeking protec-
tion for common business practices. 
The quality of these business method 
patents has been much lower than that 
of other patents, as Justice Kennedy 
noted in his concurring opinion in eBay 
Inc. v. MercExchange. Justice Kennedy 
wrote about the ‘‘potential vagueness 
and suspect validity’’ of some of ‘‘the 
burgeoning number of patents over 
business methods.’’ Commentators like 
Rochelle Dreyfuss have also lamented 
‘‘the frequency with which the Patent 
Office issues patents on shockingly 
mundane business inventions.’’ Malla 
Pollack pointed out that ‘‘[M]any of 
the recently-issued business method 
patents are facially (even farcically) 
obvious to persons outside the 
USPTO.’’ 


One of the main reasons for the poor 
quality of business method patents is 
the lack of readily accessible prior art 
references. Because business methods 
were not patentable prior to 1998 when 
the State Street decision was issued, 
the library of prior art on business 
method patents is necessarily limited— 
as opposed, say, to more traditional 
types of patents for which there can be 
centuries of patents and literature 
about them for the PTO to examine. 
Furthermore, information about meth-


ods of conducting business, unlike in-
formation about other patents, is often 
not documented in patents or published 
in journals. This means a patent exam-
iner has significantly less opportunity 
than he might with a traditional pat-
ent to weed out undeserving applica-
tions. Unfortunately, that means the 
burden falls on private individuals and 
an expensive court process to clean up 
the mess. 


The ability to easily obtain business 
method patents without a rigorous and 
thorough review in the Patent Office 
has created a flood of poor quality 
business method patents and a cottage 
industry of business method patent 
litigation. The Federal courts have rec-
ognized this problem, and indeed even 
the Supreme Court has begun to ad-
dress it. In KSR Intl Co. v. Teleflex, 
Inc. and Bilski v. Kappos, the Court ar-
ticulated a new standard for obvious-
ness and made clear that abstract busi-
ness methods are not patentable. While 
these legal developments are impor-
tant, the leave in limbo the many pat-
ents that were issued by the PTO since 
State Street that are not in fact valid. 


Litigation over invalid patents 
places a substantial burden on U.S. 
courts and the U.S. economy. Business- 
method inventions generally are not 
and have not been patentable in coun-
tries other than the United States. In 
order to reduce the burden placed on 
courts and the economy by this back- 
and-forth shift in judicial precedent, 
the Schumer-Kyl transitional pro-
ceeding authorizes a temporary admin-
istrative alternative for reviewing 
business method patents. 


It is important to clarify two ele-
ments of the Schumer-Kyl program’s 
operation in particular. First, there is 
the issue of how a district court should 
treat a motion for a stay of litigation 
in the event the PTO initiates a pilot 
program. Second, there is the issue of 
how the Federal circuit will treat in-
terlocutory appeals from stay deci-
sions. Finally, there is the issue of 
which patents should be considered to 
be covered business method patents. 


The transition program created by 
the Schumer-Kyl amendment is de-
signed to provide a cheaper, faster al-
ternative to district court litigation 
over the validity of business-method 
patents. This program should be used 
instead of, rather than in addition to, 
civil litigation. To that end, the 
amendment expressly authorizes a stay 
of litigation in relation to such pro-
ceedings and places a very heavy 
thumb on the scale in favor of a stay 
being granted. It is congressional in-
tent that a stay should only be denied 
in extremely rare instances. 


When Congress initially created ex 
parte reexamination, it did not ex-
pressly provide for a stay of litigation 
pending the outcome of an ex parte re-
examination proceeding. Rather, Con-
gress relied on the courts’ inherent 
power to grant stays and encouraged 
courts to liberally grant stays. How-
ever, relying on the courts’ inherent 


VerDate Mar 15 2010 00:48 Mar 09, 2011 Jkt 099060 PO 00000 Frm 00029 Fmt 0624 Sfmt 0634 E:\CR\FM\G08MR6.049 S08MRPT1sr
ob


er
ts


 o
n 


D
S


K
G


8S
O


Y
B


1P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATES1364 March 8, 2011 
power to grant stays did not result in 
courts liberally granting stays. For ex-
ample, one commentator who surveyed 
the grant rates on motions for stay 
pending reexamination, Matthew A. 
Smith, found that numerous district 
courts granted stays less than half the 
time. In fact, Eastern District of Texas 
grants stays only 20 percent of the 
time. Due to low grant rates for stays 
in several jurisdictions, this amend-
ment instructs courts to apply the 
four-factor test first announced in 
Broadcast Innovation, L.L.C. v. Char-
ter Communications when evaluating 
stay motions. 


The amendment employs the Broad-
cast Innovation test, rather than other 
multifactor tests employed by other 
district courts, because this test prop-
erly emphasizes a fourth factor that is 
often ignored by the courts: ‘‘whether a 
stay will reduce the burden of litiga-
tion on the parties and on the court.’’ 
Too many district courts have been 
content to allow litigation to grind on 
while a reexamination is being con-
ducted, forcing the parties to fight in 
two fora at the same time. This is un-
acceptable, and would be contrary to 
the fundamental purpose of the Schu-
mer-Kyl amendment to provide a cost- 
efficient alternative to litigation. 


Absent some exceptional cir-
cumstance, the institution of a busi-
ness-methods proceeding—which re-
quires a high up-front showing and will 
be completed in a relatively short pe-
riod of time—should serve as a sub-
stitute for litigation, and result in a 
stay of co-pending district court litiga-
tion. 


By adopting this four-factor test, 
rather than one of the three-factor 
tests used by other courts, the amend-
ment also precludes the use of addi-
tional factors that are not codified 
here and that have occasionally been 
used by some district courts. For ex-
ample, a few courts have occasionally 
employed a different de facto fourth 
factor: whether the challenger offers 
‘‘to forgo invalidity arguments based 
on prior art patents and/or printed pub-
lications considered during an ex parte 
reexamination process.’’ The pro-
ceeding authorized by this amendment, 
at subsection (b)(1)(D), sets its own 
standard for determining what issues 
may still be raised in civil litigation if 
a patent survives PTO review. By codi-
fying the exclusive set of factors that 
courts are to consider when granting 
stays, the amendment precludes courts 
from inventing new factors such as 
extra-statutory estoppel tests. 


Several unique features of this pro-
ceeding further make it appropriate to 
grant stays in all but the most unusual 
and rare circumstances. These pro-
ceedings will only be instituted upon a 
high up-front showing of likely inva-
lidity. The proceeding is limited to cer-
tain business method patents, which, 
as noted above, are generally of dubi-
ous quality because unlike other types 
of patents, they have not been thor-
oughly reviewed at the PTO due to a 


lack of the best prior art. And the pro-
ceeding will typically be completed 
within 1 year. 


In summary, it is expected that, if a 
proceeding against a business method 
patent is instituted, the district court 
would institute a stay of litigation un-
less there were an extraordinary and 
extremely rare set of circumstances 
not contemplated in any of the existing 
case law related to stays pending reex-
amination. In the rare instance that a 
stay is not granted, the PTO should 
make every effort to complete its re-
view expeditiously. We encourage the 
PTO Director to promulgate regula-
tions to this effect to ensure that peti-
tioners know that in extreme cir-
cumstance where a gay is not granted, 
the PTO will complete its review in a 
compressed timeframe, such as within 
6 months. 


To ensure consistent and rigorous ap-
plication of the Broadcast Innovation 
standard, the amendment also allows 
the parties, as of right, to have the 
Federal Circuit closely review the ap-
plication of this test in a manner that 
ensures adherence to these precedents 
and consistent results across cases. As 
such, either party may file an inter-
locutory appeal directly with the Fed-
eral Circuit. Because this amendment 
provides an automatic right to an in-
terlocutory appeal, the district court 
does not need to certify the appeal in 
writing, as it would ordinarily need to 
do under 28 U.S.C. § 1292(b). Also, unlike 
the discretion typically afforded an ap-
pellate court under 28 U.S.C. § 1292(b), 
under this amendment the Federal Cir-
cuit may not decline to hear an inter-
locutory appeal. 


Since the denial of a stay pending 
post-grant review under this amend-
ment is an extraordinary and ex-
tremely rare circumstance, the filing 
of an interlocutory appeal should re-
sult in the stay of proceedings in the 
district court pending the appeal. Stay-
ing the lower court proceedings while 
the Federal Circuit reviews the ques-
tion of whether the case should be 
stayed pending the post-grant review 
will help ensure that requests to stay 
are consistently applied across cases 
and across the various district courts. 


On appeal the Federal Circuit can 
and should review the district court’s 
decision de novo. It is expected that 
the Federal Circuit will review the dis-
trict court’s decision regarding a stay 
de novo, unless there are unique cir-
cumstances militating against a de 
novo review, such as subsequent re-
quests for an interlocutory appeal in 
the same case. A de novo review is cen-
tral to the purpose of the interlocutory 
appeal provision in the Schumer-Kyl 
amendment, which is to ensure con-
sistent application of standards and 
precedents across the country and to 
avoid one particular court with a fa-
vorable bench becoming the preferred 
venue of business method patent plain-
tiffs. 


The definition of covered business 
method patents in the transitional pro-


gram was developed in close consulta-
tion with the PTO to capture all of the 
worst offenders in the field of business 
method patents, including those that 
are creatively drafted to appear to be 
true innovations when in fact they are 
not. 


The amendment only applies to ‘‘cov-
ered business method patents.’’ If the 
PTO determines that a patent is a 
‘‘covered business method patent’’— 
and the other applicable requirements 
of this amendment and Chapter 32 are 
met—the patent will be subject to post- 
grant review under this amendment re-
gardless of whether the patent has been 
through prior PTO proceedings, such as 
ex parte reexamination, or current or 
prior litigation. 


The definition of a ‘‘covered business 
method patent’’ includes ‘‘a method or 
corresponding apparatus.’’ The phrase 
‘‘method or corresponding apparatus’’ 
is intended to encompass, but not be 
limited to, any type of claim contained 
in a patent, including, method claims, 
system claims, apparatus claims, 
graphical user interface claims, data 
structure claims—Lowry claims—and 
set of instructions on storage media 
claims—Beauregard claims. A patent 
qualifies as a covered business method 
patent regardless of the type or struc-
ture of claims contained in the patent. 
Clever drafting of patent applications 
should not allow a patent holder to 
avoid PTO review under this amend-
ment. Any other result would elevate 
form over substance. 


Not all business method patents are 
eligible for PTO review under this 
amendment. Specifically, ‘‘patents for 
technological inventions’’ are out of 
scope. The ‘‘patents for technological 
inventions’’ exception only excludes 
those patents whose novelty turns on a 
technological innovation over the prior 
art and are concerned with a technical 
problem which is solved with a tech-
nical solution and which requires the 
claims to state the technical features 
which the inventor desires to protect. 
It is not meant to exclude patents that 
use known technology to accomplish a 
business process or method of con-
ducting business—whether or not that 
process or method appears to be novel. 
The technological invention exception 
is also not intended to exclude a patent 
simply because it recites technology. 
For example, the recitation of com-
puter hardware, communication or 
computer networks, software, memory, 
computer-readable storage medium, 
scanners, display devices or databases, 
specialized machines, such as an ATM 
or point of sale device, or other known 
technologies, does not make a patent a 
technological invention. In other 
words, a patent is not a technological 
invention because it combines known 
technology in a new way to perform 
data processing operations. 


The amendment covers not only fi-
nancial products and services, but also 
the ‘‘practice, administration and man-
agement’’ of a financial product or 
service. This language is intended to 
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make clear that the scope of patents 
eligible for review under this program 
is not limited to patents covering a 
specific financial product or service. In 
addition to patents covering a financial 
product or service, the ‘‘practice, ad-
ministration and management’’ lan-
guage is intended to cover any ancil-
lary activities related to a financial 
product or service, including, without 
limitation, marketing, customer inter-
faces, Web site management and 
functionality, transmission or manage-
ment of data, servicing, underwriting, 
customer communications, and back 
office operations—e.g., payment proc-
essing, stock clearing. 


The amendment also requires a pat-
ent to relate to a ‘‘financial product or 
service.’’ To meet this requirement, 
the patent need not recite a specific fi-
nancial product or service. Rather the 
patent claims must only be broad 
enough to cover a financial product or 
service. For example, if a patent claims 
a general online marketing method but 
does not specifically mention the mar-
keting of a financial product, such as a 
savings account, if that marketing 
method could be applied to marketing 
a financial product or service, the pat-
ent would be deemed to cover a ‘‘finan-
cial product or service.’’ Likewise, if a 
patent holder alleges that a financial 
product or service infringes its patent, 
that patent shall be deemed to cover a 
‘‘financial product or service’’ for pur-
poses of this amendment regardless of 
whether the asserted claims specifi-
cally reference the type of product of 
service accused of infringing. 


In conclusion, I am very pleased that 
the Senate has adopted the Schumer- 
Kyl provision and trust that it will go 
a long way towards addressing the 
havoc that frivolous business method 
patent litigation has wreaked upon the 
courts and the economy. Indeed, Sen-
ator KYL and I received a letter of 
thanks and appreciation from the Inde-
pendent Community Bankers of Amer-
ica, who represent nearly 5,000 commu-
nity banks. As they point out, the 
money they are required to spend de-
fending litigation from business meth-
od patent trolls—and the capital they 
must reserve against these contingent 
liabilities—is money which ‘‘cannot 
find its way into the hands of worthy 
borrowers, retarding economic growth 
and job creation at the time such ac-
tivity is most needed.’’ 


To that end, I would ask unanimous 
consent that the letter from the Inde-
pendent Community Bankers of Amer-
ica be printed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


INDEPENDENT COMMUNITY 
BANKERS OF AMERICA, 


Washington, DC, March 3, 2011. 
Hon. CHARLES E. SCHUMER, 
U.S. Senate, 
Washington, DC. 
Hon. JON KYL, 
U.S. Senate, 
Washington, DC. 


DEAR SENATORS SCHUMER AND KYL: On be-
half of the Independent Community Bankers 


of America (ICBA) and the nearly 5,000 com-
munity banks that we represent, we thank 
you for your efforts to improve S. 23 the Pat-
ent Reform Act of 2011 through your amend-
ment to establish an oppositional proceeding 
at the United States Patent and Trademark 
Office (PTO) where business-method patents 
can be examined using the best available 
prior art. Such patents have, unfortunately, 
become the preferred method of extracting 
large settlements from community banks 
and these practices threaten our bankers’ 
ability to provide banking and banking re-
lated services to their local communities and 
to local small businesses. 


Under the current system, business method 
patents of questionable quality are used to 
force community banks to pay meritless set-
tlements to entities that may have patents 
assigned to them, but who have invented 
nothing, offer no product or service and em-
ploy no one. In addition, all public compa-
nies are required by accounting rules to re-
serve capital against contingent liabilities. 
For community banks, this is money which 
cannot find its way into the hands of worthy 
borrowers, retarding economic growth and 
job creation as the precise time such activity 
is most needed. The Schumer-Kyl amend-
ment is critical to stopping this economic 
harm. 


We appreciate that you have worked hard 
with the Patent and Trademark Office and 
other stakeholders to refine the amendment 
and make compromises to enable the amend-
ment to move forward. We support those ef-
forts and will continue to push to ensure 
that business method patents cannot be used 
as a weapon by those who seek to game the 
patent granting and litigation system at the 
expense of legitimate businesses. 


We are pleased to learn that the Senate 
has adopted much of the Schumer-Kyl 
amendment into the base text of S. 23. We 
encourage the Senate to only strengthen this 
provision, where possible, for the good of our 
nation’s community banks and the countless 
neighborhoods and communities that they 
serve. 


Thank you again. 
Sincerely, 


STEPHEN J. VERDIER, 
Executive Vice President, 


Congressional Relations. 


Mr. KYL. Mr. President, I ask unani-
mous consent to have printed in the 
RECORD materials concerning the 
America Invents Act that were distrib-
uted by the Republican Policy Com-
mittee last week. These consist of a 
legislative notice describing the bill 
that was brought to the Senate floor, 
and a summary of the Senate man-
agers’ amendment that was adopted on 
Tuesday. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


[From the Republican Policy Committee, 
U.S. Senate, Feb. 28, 2011] 


Legislative Notice 
S. 23—THE PATENT REFORM ACT OF 2011 


Calendar #6 
Reported by the Judiciary Committee with 


amendments on February 3, 2011 by a vote 
of 15–0. No written report. 


NOTEWORTHY 
At 3:30 p.m. today, the Senate will begin 


consideration of S. 23. 
The Act adopts a ‘‘First Inventor to File’’ 


patent regime. Currently the United States 
is the only country in the world operating 
under a ‘‘First to Invent’’ regime. 


The Act grants the U.S. Patent and Trade-
mark Office (PTO) authority to set its own 


fees to better ensure proper funding for its 
operations. 


The Act makes a variety of changes to im-
prove the quality of patents, including allow-
ing for greater submission of information by 
third parties while a patent application is 
pending and establishing a post-grant review 
procedure for promptly raised challenges to 
a patent. 


Unlike prior patent reform bills, the Act 
does not disturb substantive damages law; 
but it does take steps to improve the consist-
ency and predictability of the application of 
that law. 


BACKGROUND/OVERVIEW 


Innovation is a key facet of American eco-
nomic power, as our Founders recognized in 
the Constitution by giving Congress the 
power to ‘‘promote the progress of science 
and useful arts’’ by granting inventors time 
limited monopolies—patents—on their dis-
coveries. This basic framework set the 
course for centuries of American innovation, 
but the law has not been substantially up-
dated since the Patent Act of 1952. Respond-
ing to concerns about the quality and timeli-
ness of patents issued by the PTO, the last 
several Congresses have considered substan-
tial patent reform measures. [In the 109th 
Congress Senators Hatch and Leahy intro-
duced the Patent Reform Act of 2006 (S. 
3818). The next year, Senators Leahy and 
Hatch introduced the Patent Reform Act of 
2007 (S. 1145). This bill was reported from the 
Judiciary Committee, as amended, on Janu-
ary 24, 2008, with a Committee Report (S. 
Rep. 110–259), but it was not considered by 
the full Senate. On March 3, 2009, Senators 
Leahy and Hatch introduced the Patent Re-
form Act of 2009, which was reported with 
amendments on April 2, 2009, with a Com-
mittee Report (S. Rep. 111–18). Again the bill 
was not considered by the full Senate. Dur-
ing this time, the Senate Judiciary Com-
mittee has held eight hearings on patent re-
form, and the House has held hearings on the 
subject as well.] 


Over the course of these Congresses the 
substance of the reform proposals evolved. 
On January 25, 2011, Senator Leahy and Sen-
ator Hatch introduced the current bill, the 
Patent Reform Act of 2011 (S. 23), which was 
reported with amendments on February 3, 
2011. Significant features of the legislation 
include: a transition to a ‘‘First Inventor to 
File’’ patent regime consistent with other 
industrialized countries; PTO fee setting au-
thority to ensure proper funding; and post- 
grant and supplemental review procedures to 
improve patent quality. 


BILL PROVISIONS 


Section 1. Title/Table of Contents 
Section 2. First Inventor to File 


The United States, alone among advanced 
economies, currently operates under a ‘‘First 
to Invent’’ rather than a ‘‘First Inventor to 
File’’ patent regime in which the date of fil-
ing with the patent office is the most impor-
tant determinant of who is the legitimate 
patent holder. Defenders of the First to In-
vent regime claim that it has served Amer-
ica well, that it favors small inventors by al-
lowing them to focus on inventing rather 
than paperwork, and that it avoids overbur-
dening the PTO with prematurely filed appli-
cations. 


However, the system poses challenges for 
American inventors who must operate under 
one regime domestically and another if they 
wish to profit from their innovation abroad. 
The First to Invent system also results in 
less certainty about the validity of patents 
and often leads to expensive and lengthy liti-
gation. Many commentators and organiza-
tions, including the National Academy of 
Sciences, have urged the United States to 
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adopt a First Inventor to File system. S. 23 
moves the United States to a First Inventor 
to File regime. As part of that, it creates an 
administrative proceeding to ensure that the 
first person to file is actually the true inven-
tor. It also preserves and strengthens current 
law’s grace period, by providing that disclo-
sures made by the true inventor, or someone 
who got the information from the inventor, 
less than one year before the application is 
filed will not be held against their applica-
tion. 


Additionally, during the one-year period 
before the application is filed, if the inventor 
publicly discloses his invention, no subse-
quently-disclosed ‘‘prior art,’’ regardless of 
whether it is derived from the inventor, can 
be used to invalidate the patent. Prior art is 
a term of art in intellectual property law. S. 
23 defines ‘‘prior art’’ as actions by the pat-
ent owner or another (such as publication, 
public use, or sale) that make the invention 
available to the public.] This effectively cre-
ates a ‘‘first to publish’’ rule within the one 
year grace period. An inventor who publishes 
his invention retains an absolute right to 
priority if he files an application within one 
year of his disclosure. No application effec-
tively filed after his disclosure, and no prior 
art disclosed after his disclosure, can defeat 
his patent application. 
Section 3. Inventor’s Oath or Declaration 


U.S. patent law requires oaths or declara-
tions by inventors as part of the application 
process. This can be challenging when appli-
cations are pursued by company-assignees 
for whom a variety of past and present em-
ployees may have played a role in developing 
the invention. This section makes it easier 
for assignees to file and prosecute a patent 
application where the inventor is unable to 
do so or unwilling and contractually obli-
gated to do so. 
Section 4. Damages 


The current damage statute is vague, and 
juries must evaluate up to 15 factors devel-
oped by the courts. This has led to incon-
sistent and unpredictable damage awards. 
Section 4 does not upset the existing sub-
stantive law, but it makes certain changes 
to increase predictability in damages by au-
thorizing courts to play a gatekeeper role, in 
which they will provide detailed instructions 
to juries on what factors are most relevant 
to the case before them. 
Section 5. Post-Grant Review 


This section establishes a new administra-
tive procedure for challenging the validity of 
granted patents within a nine-month post- 
grant window, providing an early oppor-
tunity to improve the quality of patents. 


The bill also changes procedures for later 
challenges by third parties to the validity of 
patents (the so-called ‘‘inter partes reexam-
ination’’ process, under current law). These 
reforms add additional procedural protec-
tions to the process by converting the reex-
amination into an adjudicative proceeding to 
be known as ‘‘inter partes review.’’ Inter 
partes review must be completed within one 
year of being instituted (though this dead-
line can be extended by six months for good 
cause). The proceedings will take place be-
fore a panel of three administrative judges 
whose decisions are appealable directly to 
the Federal Circuit. 
Section 6. Patent Trial and Appeal Board 


This section renames the Patent Board the 
‘‘Patent Trial and Appeal Board’’ and clari-
fies its role in administering the new pro-
ceedings established by the Act. 
Section 7. Pre-Issuance Submissions by Third 


Parties 


Current law restricts what third parties 
can file with the PTO when they possess rel-


evant information on pending patent appli-
cations. This section would permit third par-
ties, typically another innovator in the same 
or a similar field, to submit relevant infor-
mation and make statements explaining 
their submissions. 
Section 8. Venue 


Codifies the standard for transfers of venue 
established by the Federal Circuit in the 
case In re TS Tech USA Corp and applies it 
to patent cases generally. [551 F.3d 1315 (Fed. 
Cir. 2008).] That standard provides for trans-
fer to the judicial district that is ‘‘clearly 
more convenient’’ for both the parties and 
witnesses. The section also clarifies that 
venue for litigation against the PTO is the 
Eastern District of Virginia, where the PTO 
is headquartered, rather than the District of 
Columbia, where it used to be based. 
Section 9. Fee Setting Authority 


In order to provide sufficient funding to 
the PTO’s operations, this section grants the 
office the ability, and sets forth procedures, 
to set or adjust the fees it charges appli-
cants. 
Section 10. Supplemental Examination 


This provision authorizes a supplemental 
examination process by which patent holders 
can correct errors or omissions in past pro-
ceedings with the PTO. During the process, 
additional information can be presented to 
the office and, if it does not undermine the 
original patent determination, the earlier 
omission of that information cannot be later 
used in a lawsuit alleging inequitable con-
duct. 
Section 11. Residency Requirement for Federal 


Circuit Judges 
This section repeals the requirement that 


judges on the Federal Circuit reside within 
50 miles of Washington, DC. The duty station 
of Federal Circuit judges, however, will re-
main in Washington. 
Section 12. Micro-Entity Defined 


Under current law, the PTO charges small 
businesses and nonprofits lower fees than it 
charges large corporations. This section es-
tablishes an even smaller category—truly 
independent inventors—for which the PTO 
may make additional accommodations. 
Section 13. Funding Agreements 


This section changes the formula for what 
universities, nonprofits, and others may do 
with royalties or other income generated by 
inventions developed using federal funds. 
Under current law, if such royalties exceed 
the annual budget of the entity, 75 percent of 
the excess is returned to the government. In 
order to encourage innovation and commer-
cialization, this section allows the entity to 
retain 85 percent of that excess for further 
research. The remainder would be paid to the 
government. 
Section 14. Tax Strategies Deemed within Prior 


Art 
This section ends the patentability of tax 


strategies. The bill, as reported, does not 
change the patentability of other forms of 
business method patents. 
Section 15. Best Mode Requirement 


As part of a patent application, an appli-
cant must disclose the ‘‘best mode’’ for car-
rying out his or her invention. In subsequent 
litigation an accused infringer can offer as a 
defense that the best mode was not properly 
disclosed by the patent holder. This section 
eliminates that defense, which many con-
sider subjective and possibly irrelevant, as 
the best mode may change over time. Best 
mode disclosure remains a requirement for 
patentability. 
Section 16. Technical Amendments 


This section contains technical amend-
ments to reorganize the patent statute. 


Section 17. Clarification of Jurisdiction 
This section clarifies exclusive federal ju-


risdiction over patent claims. 
Section 18. Effective Date 


Except where otherwise provided by spe-
cific provisions in the Act, the effective date 
of the Act is 12 months after enactment, 
meaning it would apply to all patents issued 
on or after that date. 


ADMINISTRATION POSITION 
As of the publication of this Notice, no 


Statement of Administration Policy (SAP) 
has been issued. 


COST 
As of the publication of this Notice, no 


Congressional Budget Office cost estimate 
for S. 23 has been issued. 


POSSIBLE AMENDMENTS 
At this time, there is no unanimous con-


sent agreement with respect to consideration 
of S. 23 or limiting the submission of amend-
ments. 


SUMMARY OF THE MANAGERS’ AMENDMENT 
The title is changed to the ‘‘America In-


vents Act’’. 
The date of the repeal of statutory inven-


tion registrations, which are used only in 
first-to-invent, is changed to conform to the 
date of the switch to first to file. 


All remaining damages language—gate-
keeper, sequencing, and recodification of 
current law as subsection (a)—is struck. The 
bill now makes no changes to section 284. 


In PGR, the subsection imposing a six- 
month deadline on filing after litigation is 
commenced is replaced with the ‘‘shoot 
first’’ provision requiring a court to consider 
a PI request without taking a PGR petition 
or its institution into account if the patent 
owner sues within 3 months of the issuance 
of patent. The six-month deadline did not 
work well here—PGR can only be requested 
within 9 months of patent issuance anyway, 
and no suit can be brought until the patent 
issues. Also, a much broader range of issues 
can be raised in PGR than in IPR, justifying 
more time for filing. 


PGR is limited to only FTF patents—no 
FTI patents can be challenged in PGR. This 
is done because FTI patents raise discovery- 
intensive invention-date and secret-prior-art 
issues that would be difficult to address in 
an administrative proceeding. This also ef-
fectively gives PTO a much easier ramp up 
for PGR. In light of this change, the time for 
implementing PGR is moved back to 1 year 
after enactment, so that it is done at the 
same time as new IPR is implemented, which 
is PTO’s preference. 


During the first four years after new IPR is 
implemented, the Director has discretion to 
continue to use old inter partes reexam. This 
is done because the Director believes his re-
forms of the CRU have greatly improved old 
inter partes, and it may actually work more 
efficiently than new IPR during the ramp up. 
Old inter partes can also be used for PGR 
proceedings that are instituted only on the 
basis of patents and printed publications, 
which are the only issues that can be raised 
in old inter partes (as well as new IPR). 


The codification of the TS Tech transfer- 
of-venue rule is struck. TS Tech already ap-
plies as a matter of caselaw in the Fifth Cir-
cuit. (The Federal Circuit applies regional 
circuit law to procedural matters, and reads 
Fifth Circuit law as applying the transfer of 
venue rule.) Complaints about venue gen-
erally focus on EDTX, so there is little need 
to apply TS Tech nationally, and it seemed 
odd for Congress to regulate such matters in 
any event. 


A blue-slip fix to the Director’s fee setting 
authority. The revised language identifies 
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with great specificity the sources of author-
ity to impose patent and trademark user 
fees, in order to avoid a violation of the 
Origination Clause. 


A new provision requiring the Director to 
charge reduced fees to small entities for use 
of accelerated examination. 


Language is added making clear that the 
repeal of the Baldwin rule (which rule re-
quires Federal Circuit judges to live within 
50 miles of Washington, D.C.) shall not be 
construed to require the AOC to provide 
judges office space or staff outside of D.C. 


A PTO-approved broadening of the defini-
tion of ‘‘microentity,’’ a status that entitles 
applicants to reduced fees. 


In the tax patents section, language is 
added: [(1) clarifying that the language does 
not bar patenting of tax software that is 
novel as software—i.e., where the innovation 
is in the software] (this may be dropped); and 
(2) establishing that making tax strategies 
unpatentable shall not be construed to imply 
that other business methods are patentable 
or valid. In Bilski v. Kappos, (2010), the Su-
preme Court interpreted Congress’s 1999 en-
actment of a prior-user right that only ap-
plied against business-method patents as im-
plying that business methods qualify as pat-
entable subject matter under section 101, 
which was enacted in 1793. 


Language is added to the part of the 
Holmes Group fix allowing removal of patent 
cases from state to federal court to clarify 
that derivative jurisdiction is not required in 
such cases. Derivative jurisdiction is the 
doctrine that, even if a federal district court 
would have had original jurisdiction over an 
action, on removal, the district court can 
only have jurisdiction if the state court from 
which the action is removed properly had ju-
risdiction. (In other words, the federal 
court’s removal jurisdiction is regarded as 
derivative of the state court’s jurisdiction.) 
This silly form-over-substance doctrine was 
abrogated by Congress, but some courts have 
continued to read it into other parts of the 
law, and thus it was thought best to also 
make clear here that derivative jurisdiction 
is not required. 


The Schumer-Kyl business-methods pro-
ceeding, as modified to accommodate indus-
try concerns and PTO needs. In its 1998 State 
Street decision, the Federal Circuit greatly 
broadened the patenting of business meth-
ods. Recent court decisions, culminating in 
last year’s Supreme Court decision in Bilski 
v. Kappos, have sharply pulled back on the 
patenting of business methods, emphasizing 
that these ‘‘inventions’’ are too abstract to 
be patentable. In the intervening years, how-
ever, PTO was forced to issue a large number 
of business-method patents, many or pos-
sibly all of which are no longer valid. The 
Schumer proceeding offers a relatively cheap 
alternative to civil litigation for challenging 
these patents, and will reduce the burden on 
the courts of dealing with the backwash of 
invalid business-method patents. The pro-
ceeding has been limited since mark up so 
that: (1) only defendants or accused infring-
ers may invoke the proceeding; (2) prior art 
is limited to old 102(a), which must be pub-
licly available, or prior art of old 102(a) scope 
that shall be presumed to beat old 102(a) in-
vention-date limits but that falls outside the 
old 102(b) grace period (i.e., effectively, old 
102(b) prior art but limited to old 102(a)’s 
publicly-available prior-art scope); (3) the 
proceeding may not be used to challenge a 
patent while it is eligible for a PGR chal-
lenge (i.e., an FTF patent during the first 9 
months after its issue); (4) the proceeding is 
available only for four years; (5) district 
courts decide whether to stay litigation 
based on the four-factor Broadcast Innova-
tion test, and the Federal Circuit reviews 
stay decision on interlocutory appeal to en-


sure consistent application of established 
precedent; (5) the definition of business- 
method patent, which tracks the language of 
Class 705, is limited to data processing relat-
ing to just a financial product or service 
(rather than also to an enterprise). 


PTO is given greater flexibility in paying 
and compensating the travel of APJs. A 
large number of APJs will need to be re-
cruited, trained, and retained to adjudicate 
PGR and new IPR. This change’s enhance-
ments will be paid for out of existing funds. 


The Coburn end to fee diversion. Currently, 
PTO fees go into a Treasury account and are 
only available to the Office as provided in 
appropriations. In the last two decades, 
about $800 million in PTO user fees has been 
diverted from PTO to other federal spending. 
The Coburn amendment creates a revolving 
fund, giving PTO direct access to its fees 
without the need for enactment of an appro-
priations act. 


Budget Committee paygo language is 
added at the end. 


Mr. KOHL. Mr. President, I rise 
today in support of S. 23, the America 
Invents Act. This bipartisan bill is the 
product of a great deal of hard work 
and negotiation, and I congratulate 
Senators LEAHY, HATCH and GRASSLEY 
on their accomplishment. This bill is a 
reasonable compromise that will up-
date and strengthen our U.S. Patent 
system so that American businesses 
can better compete in the 21st Century. 


The American system of patenting 
inventions has helped make our coun-
try the center of innovation for more 
than two centuries. The America In-
vents Act will ensure that inventors 
and those who invest in their discov-
eries are able to rely on their most im-
portant asset—their patent. Patents 
are vital components in the research 
and development cycle that help create 
small businesses and jobs. 


In my home State of Wisconsin, we 
have a strong tradition of invention 
and innovation—from the invention of 
the first practical typewriter in 1869 to 
a cure for Rickets disease in 1925 to 
cutting edge drug therapies for the 21st 
Century. More than 50 Wisconsin based 
startup companies have been fueled by 
patents that resulted from research at 
the University of Wisconsin. And there 
are countless other Wisconsin compa-
nies that rely on patents to sustain and 
grow their business. 


I am able to support the Patent Re-
form Act because of the improvements 
made to the bill since it was first intro-
duced. As is the nature of compromise, 
I recognize that we cannot all get 
every change we want. I thank Senator 
LEAHY for making substantial changes 
to accommodate many of my concerns. 


Specifically, I appreciate your will-
ingness to strike a major section of the 
bill regarding prior user rights—which 
would have done serious harm to the 
University of Wisconsin and its patent 
licensing business. The bill incor-
porates additional changes that were 
important to research universities, in-
cluding provisions related to venue, 
grace period for first inventor to file, 
oath, and collaborative research. 


Patent protection will be stronger 
with the inclusion of ‘‘could have 


raised’’ estoppel, strong administrative 
estoppel, and explicit statutory author-
ity for the Patent and Trademark Of-
fice, PTO, to reject petitions by third 
parties and order joinder of related par-
ties. Improvements have also been 
made regarding damages. Finally, I am 
pleased that we were able to address 
the PTO’s funding needs in a way that 
maintains Congress’ duty to carefully 
oversee the PTO while ensuring that it 
has the resources necessary to issue 
top quality patents in a timely man-
ner. 


Again, I commend Senator LEAHY for 
his many years of work on this bill, 
and I look forward to the House taking 
up this legislation. 


Mr. LEVIN. Mr. President, I thank 
my colleagues, Senator LEAHY, who is 
the chairman of the Judiciary Com-
mittee, and Senator GRASSLEY, who is 
the ranking Republican, for including 
in the Patent Reform Act a provision 
that a number of us have been working 
on for several years to stop the grant-
ing of tax strategy patents. 


The key provision contains the text 
of legislation that Senators BAUCUS, 
GRASSLEY and I, as well as others, in-
troduced earlier this year, S. 139, the 
Equal Access to Tax Planning Act, to 
end the troubling practice of persons 
seeking patents for tax-avoidance 
strategies. Issuing such patents per-
verts the Tax Code by granting what 
some could see as a government impri-
matur of approval for questionable or 
illegal tax strategies, while at the 
same time penalizing taxpayers seek-
ing to use legitimate strategies. 


Since 1998, when Federal courts ruled 
that business practices were eligible 
for patent protection, the Patent and 
Trademark Office has issued more than 
130 patents for tax strategies, with 
more than 150 applications pending. 
These patents are a terrible idea for 
two reasons. 


First, they may be providing unin-
tended support for abusive tax shelters. 
Some unscrupulous tax shelter pro-
moters may claim that the patent rep-
resents an official government endorse-
ment of their tax scheme and evidence 
that the scheme would withstand IRS 
challenge. Given the well-documented 
problem we have with tax avoidance in 
this country, allowing persons to pat-
ent tax strategies is not only a waste 
of government resources needed else-
where, but an invitation to wrongdoers 
to misuse those government resources 
to promote tax avoidance. 


Second, the granting of tax patents 
threatens to penalize taxpayers seek-
ing to use legal tax strategies to mini-
mize their tax bills. If a tax practi-
tioner is the first to discover a legal 
advantage and secures a patent for it, 
that person could then effectively 
charge a toll for all other taxpayers to 
use the same strategy, even though as 
a matter of public policy all persons 
ought to be able to take advantage of 
the law to minimize their taxes. Com-
panies could even patent a legal meth-
od to minimize their taxes and then 
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refuse to license that patent to their 
competitors in order to prevent them 
from lowering their operating costs. 
Tax patents could be used to hinder 
productivity and competition rather 
than foster it. 


Federal patent law is supposed to en-
courage innovation, productivity, and 
competition by encouraging inventors 
to innovate, secure in the knowledge 
that they can profit from their efforts. 
In the tax arena, there is already 
ample incentive for taxpayers to seek 
legitimate ways of reducing their tax 
burden, as the wealth of advice and 
consulting in this area demonstrates. 
Injecting patents into the mix encour-
ages abusive tax avoidance while rais-
ing the cost of legal tax planning at 
the same time, both to society’s det-
riment. 


I introduced the first bill to ban tax 
patents back in 2007. Since then, Sen-
ators on both sides of the aisle have 
been trying to get this problem fixed. 
The language in the bill before us 
today is designed to put a halt to the 
issuance of patents for tax strategies 
once and for all, including for the 155 
pending applications. Although the bill 
does not apply on its face to the 130- 
plus tax patents already granted, if 
someone tries to enforce one of those 
patents in court by demanding that a 
taxpayer provide a fee before using it 
to reduce their taxes, I hope a court 
will consider this bill’s language and 
policy determination and refuse to en-
force the patent as against public pol-
icy. 


The tax patent provisions of this bill 
are significant, but they are not the 
only reasons to support passage. This 
legislation will create jobs, help keep 
our manufacturers competitive and 
strengthen and expand the ability of 
our universities to conduct research 
and turn that research into innovative 
products and processes that benefit 
Michigan and our Nation. It also will 
assist the new satellite Patent and 
Trade Office that will be established in 
Detroit by modernizing the patent sys-
tem and improving efficiency of patent 
review and the hiring of patent exam-
iners. One objective of the new office in 
Detroit is to recruit patent examiners 
to reduce the backlog of patent appli-
cations. This legislation is a huge step 
forward in that effort. 


Mr. GRASSLEY. Mr. President, I 
want to discuss an important compo-
nent of the patent reform legislation 
that protects against frivolous and vex-
atious litigation arising from qui tam 
suits for false patent markings. The 
bill before the Senate abolishes this 
qui tam procedure and I would like to 
discuss why I support doing so, even 
though I am generally a strong pro-
ponent of using the qui tam mechanism 
to protect American taxpayers. 


The qui tam provisions of the False 
Claims Act specifically allow the gov-
ernment to intervene and control liti-
gation when the government has been 
harmed through false or fraudulent 
billing. The qui tam provisions of the 
patent law do not. 


In fact, a recent Federal court deci-
sion struck down the qui tam provi-
sions of the patent law as unconstitu-
tional because the false patent mark-
ing statute does not give the executive 
branch sufficient control over the liti-
gation to ensure that the President can 
‘‘take Care that the Laws be faithfully 
executed.’’ 


As I mentioned, the False Claims Act 
is completely different. The Justice 
Department has the right to intervene, 
to prosecute, or to dismiss a False 
Claims Act qui tam. I was instru-
mental in ensuring such controls on 
frivolous lawsuits were inserted into 
the False Claims Act and the absence 
of similar controls in the false patent 
marking law is problematic. 


I would not want anyone watching 
the patent reform bill to conclude that 
Congress will weaken or undermine the 
False Claims Act qui tam statute be-
cause we have stricken a flawed qui 
tam provision in the patent bill. I will 
vigorously defend the False Claims Act 
and urge my colleagues to do the same. 
The False Claims Act is the Federal 
Government’s strongest weapon to pro-
tecting the taxpayer dollars from fraud 
and abuse. It would be a serious mis-
calculation for anyone to imply or at-
tempt to characterize my support for 
the removal of the patent qui tam as a 
starting point for striking or reforming 
the False Claims Act qui tam provi-
sions. 


The False Claims Act qui tam provi-
sions have helped the Federal Govern-
ment recover over $28 billion since I 
amended it to add the qui tam provi-
sions in 1986. With the recent amend-
ments to the False Claims Act that I, 
along with Senator LEAHY, included in 
the Fraud Enforcement and Recovery 
Act of 2009, the False Claims Act will 
continue to serve as the Federal Gov-
ernment’s most valuable tool to com-
bat fraud in government programs for 
decades to come. 


Mr. KYL. Mr. President, I rise today 
to make a few comments about the 
present bill, which has now been re-
titled the ‘‘America Invents Act.’’ This 
bill is almost identical to the man-
agers’ amendment that was negotiated 
by Chairman LEAHY and then-Ranking 
Member Sessions during the last Con-
gress and announced in March 2010. I 
cosponsored and strongly supported 
that managers’ amendment, which sub-
stantially addressed all of the concerns 
that Senators Feingold, COBURN, and I 
raised in our Minority Report to the 
2009 committee report for the bill, Sen-
ate Report 111-18, at pages 53 through 
61. As the bill was renegotiated in the 
fall of 2009 and early 2010, improve-
ments and corrections were made 
throughout the bill, and a number of 
new provisions were added. I would like 
to take a moment to comment on some 
of those changes and additions. 


In section 2(a) of the bill, the defini-
tion of ‘‘effective filing date’’ in sec-
tion 100(i) has been modified in several 
ways. In subparagraph (A), the word 
‘‘actual’’ is added before ‘‘filing date.’’ 


When the word ‘‘filing date’’ is used in 
current law, it is sometimes used to 
mean the actual filing date and some-
times used to mean the effective filing 
date. Since section 100 is a definitional 
section, it should be clear in its lan-
guage, and thus the word ‘‘actual’’ is 
added in order to avoid a lingering am-
biguity. Also, the language of subpara-
graph (B) is streamlined to clarify that 
a patent gets the benefit or priority of 
an earlier application if it is entitled 
to such benefit or priority as to the in-
vention in question under the relevant 
code sections, which require satisfac-
tion of the requirements of section 
112(a), a specific reference to the prior 
application, and copendency. 


The new language makes it clear 
that the definition of effective-filing 
date does not create new rules for enti-
tlement to priority or the benefit of an 
earlier filing date. Rather, the defini-
tion simply incorporates the rules cre-
ated by existing code sections. Also, 
since those rules expressly require an 
enabling disclosure, there is no need to 
separately require such disclosure in 
this definition, and thus the reference 
at the end of subparagraph (B) to the 
first paragraph of section 112 that ap-
peared in earlier versions of the bill is 
dropped. Keeping that citation would 
have created a negative implication 
that unless such a requirement of sec-
tion 120 was expressly incorporated 
into the definition of effective-filing 
date, then such requirement need not 
be satisfied in order to secure the ben-
efit of an earlier effective-filing date. 


It should be noted that, for purposes 
of subparagraph (A) of section 100(i)(1), 
a patent or application for patent con-
tains a claim to an invention even if 
the claim to the particular invention 
was added via an amendment after the 
application was filed. Of course, such 
an amendment may not introduce new 
matter into the application—it may 
only claim that which was disclosed in 
the application. 


Finally, new section 100(i)(2) of title 
35 governs the effective date of reissued 
patents. Consistent with section 251, 
this new paragraph effectively treats 
the reissue as an amendment to the 
patent, which is itself treated as if it 
were a still-pending application. It 
bears emphasis that the first paragraph 
of section 251, which is designated as 
subsection (a) by this bill, bars the in-
troduction of new matter in an applica-
tion for reissue. Moreover, paragraph 
(3) of section 251, now designated as 
section 251(c), makes the rules gov-
erning applications generally applica-
ble to reissues. A reissue is treated as 
an amendment to the patent, and the 
last sentence of section 132(a) bars the 
introduction of new matter in an 
amendment. See In re Rasmussen, 650 
F.2d 1212, 1214–15, CCPA 1981. Thus a 
claim that relies for its support on new 
matter introduced in a reissue would 
be invalid. 


Section 2(b) of the bill recodifies sec-
tion 102 of title 35. In the present bill, 
this recodification is reorganized by 
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consolidating all exceptions to the def-
inition of prior art in section 102(b)— 
and excluding from subsection (b) pro-
visions that do not define exceptions to 
prior art, such as the CREATE Act and 
the definition of the effective date of 
patents and applications cited as prior 
art. Thus what previously appeared as 
section 102(a)(1)(B) in earlier versions 
of the bill is now 102(b)(1)(A), and 
former paragraphs (3) and (4) of sub-
section (b) are now subsections (c) and 
(d), respectively. 


Also, the wording of subparagraph 
(B) of section 102(b)(2), which appeared 
at the same place in earlier versions of 
the bill, is changed so that it tracks 
the wording of subparagraph (B) of sub-
section (b)(1). These two subparagraph 
(B)s are intended to operate in the 
same way, and their previous dif-
ferences in wording, although not sub-
stantive, tended to create an implica-
tion that they were intended to operate 
in different ways. 


Under the first subparagraph (B), at 
section 102(b)(1)(B), if an inventor pub-
licly discloses his invention, no subse-
quent disclosure made by anyone, re-
gardless of whether the subsequent dis-
closer obtained the subject matter 
from the inventor, will constitute prior 
art against the inventor’s subsequent 
application for patent in the United 
States. The parallel provision at sec-
tion 102(b)(2)(B) applies the same rule 
to subsequent applications: if the in-
ventor discloses his invention, a subse-
quently filed application by another 
will not constitute prior art against 
the inventor’s later-filed application 
for patent in the United States, even if 
the other filer did not obtain the sub-
ject matter from the first-disclosing 
inventor. And of course, the inventor’s 
earlier disclosure will constitute prior 
art that invalidates the other filer’s 
subsequent application. 


In other words, under the regime of 
the two subparagraph (B)s, an inven-
tor’s disclosure of his invention to the 
public not only invalidates anyone 
else’s subsequently filed application, 
but no one else’s subsequent disclosure 
or filing of an application during the 1- 
year grace period will constitute prior 
art against that inventor’s application. 
The bill thus effectively creates a 
‘‘first to publish’’ rule that guarantees 
patent rights in the United States to 
whoever discloses the invention to the 
public first. 


Of course, until the Europeans and 
the Japanese adopt a more substantial 
grace period, an inventor’s pre-filing 
disclosure will prevent patenting in 
Europe and Japan. An inventor who is 
concerned about protecting his inven-
tion from theft, but who also wants to 
preserve his rights overseas, can in-
stead file a provisional application in 
the United States. This inexpensive al-
ternative protects the inventor’s rights 
both in the United States and abroad. 


Another change that this bill makes 
to chapter 10 is that the CREATE Act, 
formerly at section 103(c) of title 35, 
has been moved to section 102(c). The 


present bill departs from earlier 
versions of the bill by giving the CRE-
ATE Act is own subsection and making 
several clarifying and technical 
changes. In particular, the citation at 
the end of the chapeau is made more 
specific, and in paragraph (1) the words 
‘‘was developed’’ are added because 
subject matter is not always ‘‘made,’’ 
but is always ‘‘developed.’’ Also in the 
same paragraph, the reference to ‘‘par-
ties’’ is replaced with ‘‘1 or more par-
ties’’, to further clarify that not all 
parties to the joint research agreement 
need have participated in developing 
the prior art or making the invention. 
Finally, as noted previously, the defini-
tion of ‘‘joint research agreement’’ is 
moved to section 100, which contains 
other definitions relevant to CREATE. 
As section 2(b)(2) of this bill notes, 
these changes are made with the same 
‘‘intent’’ to promote joint-research ac-
tivities that animated the CREATE 
Act. None of the changes in this legis-
lation alter the meaning of the original 
law. 


The present bill’s new subsection 
102(d) of title 35 makes several changes 
to earlier bills’ version of this provi-
sion. Specifically, the chapeau of this 
subsection, which defines the effective 
date of patents and applications cited 
as prior art, is modified in the first 
clause by expressly stating the purpose 
of this subsection, and by otherwise 
clarifying the language employed. In 
paragraph (1), a clause is added at the 
outset to make clear that the para-
graph applies only if paragraph (2) does 
not apply. Paragraph (2) is unmodified 
save for the nonsubstantive addition of 
a comma. 


Though the language of section 
102(d)(2) remains unchanged from ear-
lier versions of the bill, that language 
deserves some comment. Paragraph (2) 
is intended to overrule what remains of 
In re Wertheim, 646 F.2d 527 (CCPA 
1981), which appeared to hold that only 
an application that could have become 
a patent on the day that it was filed 
can constitute prior art against an-
other application or patent. See id. at 
537, noting that: 


If, for example, the PTO wishes to utilize 
against an applicant a part of that patent 
disclosure found in an application filed ear-
lier than the date of the application which 
became the patent, it must demonstrate that 
the earlier-filed application contains sec-
tions 120/112 support for the invention 
claimed in the reference patent. For if a pat-
ent could not theoretically have issued the 
day the application was filed, it is not enti-
tled to be used against another as ‘secret 
prior art,’ the rationale of Milburn being in-
applicable. 


Wertheim, however, was already al-
most completely overruled by the 
American Inventors Protection Act of 
1999, Public Law 106–113, which, by 
making any published application prior 
art, effectively displaced Wertheim’s 
requirement that the application have 
been capable of becoming a patent on 
the day that it was filed. Two recent 
BPAI decisions, Ex parte Yamaguchi, 
88 U.S.P.Q.2d 1606, BPAI 2008, and Ex 


parte Jo Anne Robbins, 2009 WL 3490271, 
BPAI October 26, 2009, confirm this 
overruling, holding that any applica-
tion that is ultimately published is 
prior art as of its filing date, and that 
provisional applications—which typi-
cally cannot become patents as filed— 
also are prior art. See Robbins at page 
*4, noting that ‘‘[i]n our opinion, a pub-
lished patent application which is 
statutorily destined to be published 
constitutes prior art for all that it dis-
closes on its earliest filing date,’’ and 
Yamaguchi at page 9, noting that ‘‘a 
provisional application—like a regular 
utility application—constitutes prior 
art for all that it teaches,’’ and the 
same case at page 13, Judge Torczon 
concurring that ‘‘[i]f [the majority] is 
correct, In re Wertheim is no longer 
tenable authority.’’ Moreover, these 
BPAI decisions’ holding that a patent 
has a patent-defeating effect as of the 
filing date of the provisional applica-
tion to which it claims priority was re-
cently affirmed by the Federal Circuit 
in In re Giacomini, 612 F.3d 1380 (Fed. 
Cir. 2010). 


The caselaw also teaches that parent 
applications to the published applica-
tion set the effective date of the prior 
art if they describe the invention and 
the invention is enabled before the fil-
ing of the patent under review, even if 
that prior-art description, standing 
alone, may not be adequate to show 
enablement. This point is illustrated 
by Application of Samour, 571 F.2d 559, 
CCPA 1978, which holds that prior art 
must be enabled before the effective fil-
ing date of the application or patent 
under review, but this enablement need 
not be disclosed at the same place and 
time as the primary reference relied on 
as prior art—and can even come later 
than the primary reference, so long as 
it still comes before the effective-filing 
date of the application under review. 
Samour at page 563, notes that: 
we do not believe that a reference showing 
that a method of preparing the claimed sub-
ject matter would have been known by, or 
would have been obvious to, one of ordinary 
skill in the pertinent art, must antedate the 
primary reference. The critical issue under 
35 U.S.C. § 102(b) is whether the claimed sub-
ject matter was in possession of the public 
more than one year prior to applicant’s fil-
ing date, not whether the evidence showing 
such possession came before or after the date 
of the primary reference. 


Technically, In re Wertheim still 
controls the prior-art effect of the lim-
ited universe of applications that are 
not published before they are patented, 
but the Office’s examination guidelines 
ignore even this vestigial effect, and 
extend prior-art effect to all prior ap-
plications that describe an invention as 
of the date of their filing. MPEP 
21360.03, part IV, which notes that: 


For prior art purposes, a U.S. patent or 
patent application publication that claims 
the benefit of an earlier filing date under 35 
U.S.C. 120 of a prior nonprovisional applica-
tion would be accorded the earlier filing date 
as its prior art date under 35 U.S.C. 102(e), 
provided the earlier-filed application prop-
erly supports the subject matter relied upon 
in any rejection in compliance with 35 U.S.C. 
§ 112, first paragraph. 
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A prior-art parent application, how-


ever, must be copendent, have some 
continuity of disclosure, and be specifi-
cally referred to in the patent or pub-
lished application. The continuous dis-
closure must be a description of the 
subject matter that is relied on as 
prior art. That description can become 
narrower in the intervening applica-
tions. But so long as there is still some 
description of the subject matter in the 
intervening applications, the Office can 
rely on an earlier application’s fuller 
description as prior art. 


The language of paragraph (2) is 
somewhat indirect in its imposition of 
these requirements. They are mostly 
incorporated through the paragraph’s 
mandate that the prior-art application 
be ‘‘entitled to claim * * * priority or 
benefit’’ under section 120 et al. In sec-
tion 100(i), which defines the effective- 
filing date of the patent under review, 
the patent must be entitled to the pri-
ority or benefit itself under the rel-
evant sections. Here again in section 
102(d), however, the application need 
only be entitled to claim the benefit or 
priority under those sections. This dif-
ference in language, which offers an ex-
cellent example of why people hate 
lawyers, distinguishes between the core 
requirement of section 120 et al.—that 
the application include an enabling dis-
closure—and the ministerial require-
ments of that section—that the appli-
cation be copendent and specifically 
referenced. In effect, an application 
that meets the ministerial require-
ments of copendency and specific ref-
erence is entitled to claim the benefit 
or priority, but only an application 
that also offers an enabling disclosure 
is actually entitled to the benefit or 
priority itself. The language of para-
graph (2) also expressly requires that 
the earliest application ‘‘describe’’ the 
subject matter, and the Office has tra-
ditionally required that this disclosure 
be continuous, as discussed above. 


Paragraph (2) can be criticized as 
codifying current BPAI common law 
and examination practice without fully 
describing that practice. However, a 
fully descriptive codification of the 
principles codified therein would be un-
duly long, requiring repetition of the 
already somewhat inelegant language 
of section 120. 


Another aspect of the bill’s changes 
to current section 102 also merits spe-
cial mention. New section 102(a)(1) 
makes two important changes to the 
definition of non-patent prior art. 
First, it lifts current law’s geographic 
limits on what uses, knowledge, or 
sales constitute prior art. And second, 
it limits all non-patent prior art to 
that which is available to the public. 
This latter change is clearly identified 
in Senate Report 110–259, the report for 
S. 1145, the predecessor to this bill in 
the 110th Congress. The words ‘‘other-
wise available to the public’’ were 
added to section 102(a)(1) during that 
Congress’s Judiciary Committee mark 
up of the bill. The word ‘‘otherwise’’ 
makes clear that the preceding clauses 


describe things that are of the same 
quality or nature as the final clause— 
that is, although different categories of 
prior art are listed, all of them are lim-
ited to that which makes the invention 
‘‘available to the public.’’ As the com-
mittee report notes at page 9, ‘‘the 
phrase ‘available to the public’ is added 
to clarify the broad scope of relevant 
prior art, as well as to emphasize the 
fact that it [i.e., the relevant prior art] 
must be publicly available.’’ In other 
words, as the report notes, ‘‘[p]rior art 
will be measured from the filing date of 
the application and will include all art 
that publicly exists prior to the filing 
date, other than disclosures by the in-
ventor within one year of filing.’’ 


The Committee’s understanding of 
the effect of adding the words ‘‘or oth-
erwise available to the public’’ is con-
firmed by judicial construction of this 
phraseology. Courts have consistently 
found that when the words ‘‘or other-
wise’’ or ‘‘or other’’ are used to add a 
modifier at the end of a string of 
clauses, the modifier thus added re-
stricts the meaning of the preceding 
clauses. Strom v. Goldman, Sachs & Co., 
202 F.3d 138, 146–47, Second Cir. 1999, 
states that: 


The position of the phrase ‘or any other eq-
uitable relief’ in the sentence in which it ap-
pears indicates that it modifies one or both 
of the two specific remedies referred to just 
before it in the same sentence * * * [T]he use 
of the words ‘other’ immediately after the 
reference to back pay and before ‘equitable 
relief’ demonstrated Congress’ understanding 
that the back pay remedy is equitable in na-
ture. 


Strom construed the phrase ‘‘may in-
clude * * * back pay, * * * or any other 
equitable relief.’’ Universal City Studios, 
Inc. v. Reimerdes, 111 F.Supp.2d 294, 325, 
S.D.N.Y. 2000, holds that: 


The statute makes it unlawful to offer, 
provide or otherwise traffic in described 
technology. To ‘traffic’ in something is to 
engage in dealings in it, conduct that nec-
essarily involves awareness of the nature of 
the subject of the trafficking. * * * The 
phrase ‘or otherwise traffic in’ modifies and 
gives meaning to the words ‘offer’ and ‘pro-
vide.’ In consequence, the anti-trafficking 
provision of the DMCA is implicated where 
one presents, holds out or makes a cir-
cumvention technology or device available, 
knowing its nature, for the purpose of allow-
ing others to acquire it. 


Reimerdes construed the phrase 
‘‘offer to the public, provide, or other-
wise traffic in any technology.’’ 
Williamson v. Southern Regional Council, 
Inc., 223 Ga. 179, 184, 154 S.E.2d 21, 25 
(Ga. 1967), noted that: 


The words ‘carrying on propaganda’ in this 
statute must be construed in connection 
with the words following it, ‘or otherwise at-
tempting to influence legislation.’ The use of 
the word ‘otherwise’ indicates that ‘carrying 
on propaganda’ relates to ‘attempting to in-
fluence legislation.’ 


Williamson construed the phrase 
‘‘carrying on propaganda, or otherwise 
attempting to influence legislation.’’ 


In other words, the Judiciary Com-
mittee’s design in adding the 2007 
amendment to section 102(a)(1), as ex-
pressed in the relevant committee re-


port, is consistent with the unanimous 
judicial construction of the same turn 
of phrase. It appears that every court 
that has considered this question 
agrees with the committee’s under-
standing of the meaning of this lan-
guage. 


Moreover, the fact that the clause 
‘‘or otherwise available to the public’’ 
is set off from its preceding clauses by 
a comma confirms that it applies to 
both ‘‘public use’’ and ‘‘on sale.’’ 
Finisar Corp. v. DirecTV Group, Inc., 523 
F.3d 1323, 1336, Fed. Cir. 2008, notes that 
‘‘when a modifier is set off from a se-
ries of antecedents by a comma, the 
modifier should be read to apply to 
each of those antecedents.’’ Thus new 
section 102(a)(1) imposes a public-avail-
ability standard on the definition of all 
prior art enumerated by the bill—an 
understanding on which the remainder 
of the bill is predicated. 


Whether an invention has been made 
available to the public is the same in-
quiry that is undertaken under exist-
ing law to determine whether a docu-
ment has become publicly accessible, 
but is conducted in a more generalized 
manner to account for disclosures of 
information that are not in the form of 
documents. 


A document is publicly accessible if it has 
been disseminated or otherwise made avail-
able to the extent that persons interested 
and ordinarily skilled in the subject matter 
or art, exercising reasonable diligence, can 
locate it and recognize and comprehend 
therefrom the essentials of the claimed in-
vention without need of further research or 
experimentation. 


That is a quotation from Cordis Corp. 
v. Boston Scientific Corp., 561 F.3d 1319, 
1333, Fed. Cir. 2009. That decision also 
states that ‘‘[i]n general, accessibility 
goes to the issue of whether interested 
members of the relevant public could 
obtain the information if they wanted 
to.’’ See also In re Lister, 583 F.3d 1307, 
Fed. Cir. 2009. 


Another important aspect of public 
availability or accessibility is the doc-
trine of inherency. ‘‘Under the doctrine 
of inherency, if an element is not ex-
pressly disclosed in a prior art ref-
erence, the reference will still be 
deemed to anticipate a subsequent 
claim if the missing element is nec-
essarily present in the thing described 
in the reference, and that it would be 
so recognized by persons of ordinary 
skill,’’ a point noted in Rosco, Inc. v. 
Mirror Lite Co., 304 F.3d 1373, 1380, Fed. 
Cir. 2002. This doctrine applies to prod-
ucts sold to the public as well as pub-
lished references. Thus once a product 
is sold on the market, any invention 
that is inherent to the product be-
comes publicly available prior art and 
cannot be patented. 


The present bill’s elimination of the 
patent forfeiture doctrines in favor of a 
general public availability standard 
also limits and reconciles the various 
purposes that previously have been as-
cribed to section 102’s definition of 
prior art. Current 102(b), which imposes 
the forfeiture doctrines, has been de-
scribed as being ‘‘primarily concerned 
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with the policy that encourages an in-
ventor to enter the patent system 
promptly,’’ a quotation from Woodland 
Trust v. Flowertree Nursery, Inc., 148 
F.3d 1368, 1370, Fed. Cir. 1998. And the 
‘‘overriding concern of the on-sale bar’’ 
has been described as ‘‘an inventor’s 
attempt to commercialize his inven-
tion beyond the statutory term,’’ as 
stated in Netscape Communications Corp. 
v. Konrad, 295 F.3d 1315, 1323, Fed. Cir. 
2002. 


By adopting the first-to-file system, 
however, the present bill already pro-
vides ample incentive for an inventor 
to enter the patent system promptly. 
There is no need to also require for-
feiture of patents simply because the 
inventor has made some use of the in-
vention that has not made the inven-
tion available to the public. And the 
current on-sale bar imposes penalties 
not demanded by any legitimate public 
interest. There is no reason to fear 
‘‘commercialization’’ that merely con-
sists of a secret sale or offer for sale 
but that does not operate to disclose 
the invention to the public. 


The current forfeiture doctrines have 
become traps for unwary inventors and 
impose extreme results to no real pur-
pose. In Beachcombers International, Inc. 
v. Wildewood Creative Products, Inc., 31 
F.3d 1154, 1159–60, Fed. Cir. 1994, for ex-
ample, an improved kaleidoscope was 
held to be ‘‘in public use’’ within the 
meaning of current section 102(b) be-
cause the inventor had demonstrated 
the device to several guests at a party 
in her own home. And in JumpSport, 
Inc. v. Jumpking, Inc., 2006 WL 2034498, 
Fed. Cir. July 21, 2006, the court of ap-
peals affirmed the forfeiture of a pat-
ent for a trampoline enclosure on the 
ground that the enclosure had been in 
‘‘public use’’ because neighbors had 
been allowed to use it in the inventor’s 
back yard. Obviously, neither of these 
uses made the inventions accessible to 
persons interested and skilled in the 
subject matter. The only effect of rul-
ings like these is to create heavy dis-
covery costs in every patent case, and 
to punish small inventors who are un-
aware of the pitfalls of the current def-
inition of prior art. 


The present bill’s new section 102(a) 
precludes extreme results such as these 
and eliminates the use of the definition 
of prior art to pursue varied goals such 
as encouraging prompt filing or lim-
iting commercialization. Instead, the 
new definition of prior art will serve 
only one purpose: ‘‘to prevent the with-
drawal by an inventor of that which 
was already in the possession of the 
public,’’ as noted in Bruckelmyer v. 
Ground Heaters, Inc., 335 F.3d 1374, 1378, 
Fed. Cir. 2006. The new definition is 
‘‘grounded on the principle that once 
an invention is in the public domain, it 
is no longer patentable by anyone,’’ as 
stated in SRI International, Inc. v. Inter-
net Security Systems, Inc., 511 F.3d 1186, 
1194, Fed. Cir. 2008. 


The present definition thus abrogates 
the rule announced in Egbert v. 
Lippman, 104 U.S. 333, 336 (1881), one of 


the more unusual patent cases to come 
before the Supreme Court. That case 
held that: 
whether the use of an invention is public or 
private does not necessarily depend upon the 
number of persons to whom its use is known. 
If an inventor, having made his device, gives 
or sells it to another, to be used by the donee 
or vendee, without limitation or restriction, 
or injunction of secrecy, and it is so used, 
such use is public, even though the use and 
knowledge of the use may be confined to one 
person. 


Egbert v. Lippman is another case 
whose result can fairly be character-
ized as extreme. The invention there 
was an improved corset spring. The evi-
dence showed only that the inventor 
had given the improved corset spring 
to one lady friend, who gave it to no 
other, and who used it in a corset, 
which of course was worn under her 
dress. The U.S. Supreme Court deemed 
this to be a ‘‘public use’’ of the inven-
tion within the meaning of section 
102(b). 


Justice Miller dissented. He began by 
noting that the word ‘‘public’’ in sec-
tion 102(b) is ‘‘an important member of 
the sentence.’’ Justice Miller went on 
to conclude: 


A private use with consent, which could 
lead to no copy or reproduction of the ma-
chine, which taught the nature of the inven-
tion to no one but the party to whom such 
consent was given, which left the public at 
large as ignorant of this as it was before the 
author’s discovery, was no abandonment to 
the public, and did not defeat his claim for a 
patent. If the little steep spring inserted in a 
single pair of corsets, and used by only one 
woman, covered by her outer-clothing, and 
in a position always withheld from public ob-
servation, is a public use of that piece of 
steel, I am at a loss to know the line between 
a private and a public use. 


In this bill’s revisions to section 102, 
vindication has finally come to Justice 
Miller, albeit 130 years late. 


I emphasize these points about the 
bill’s imposition of a general public 
availability standard and its elimi-
nation of secret prior art because they 
are no small matter. A contrary con-
struction of section 102(a)(1), which al-
lowed private and non-disclosing uses 
and sales to constitute invalidating 
prior art, would be fairly disastrous for 
the U.S. patent system. First, the bill’s 
new post-grant review, in which any 
validity challenge can be raised, would 
be utterly unmanageable if the validity 
of all patents subject to review under 
the new system continued to depend on 
discovery-intensive searches for secret 
offers for sale and non-disclosing uses 
by third parties. Only patents issued 
under the new prior-art rules can be ef-
ficiently reviewed under chapter 32. 


Second, a general public-availability 
standard is a necessary accompaniment 
to this bill’s elimination of geographic 
restrictions on the definition of prior 
art. As unwieldy as the current rules 
may be, at least those rules allow only 
those secret sales and private third- 
party uses that occur in the United 
States to constitute prior art. Under 
the new regime, however, sales and 
uses occurring overseas will also con-


stitute prior art. A sale or use that dis-
closes an invention to the public is rel-
atively hard to falsify. If the invention 
truly was made available to the public 
by sale or use, independent validation 
of that sale or use should be readily 
available. By contrast, the existence of 
a secret offer for sale, or a nondis-
closing third-party use, largely will 
turn on the affidavits or statements of 
the parties to such an occurrence. Un-
fortunately, some foreign countries 
continue to have weak business ethics 
and few scruples about bending the 
rules to favor domestic interests over 
foreign competitors. A system that al-
lowed foreign interests to invalidate a 
U.S. patent simply by securing state-
ments from individuals that a secret 
offer for sale or non-disclosing third- 
party use of the invention had occurred 
in a foreign country would place U.S. 
inventors at grave risk of having their 
inventions stolen through fraud. That 
is not a risk that Congress is willing to 
accept. 


In section 2(c), the present bill, for 
clarity’s sake, changes the previous 
bills’ recodification of section 103 of 
title 35 by replacing the word ‘‘though’’ 
with ‘‘, notwithstanding that’’. The 
modified text reflects more conven-
tional English usage. Also, in both the 
present bill and earlier versions, 
former subsection (b) of section 103 has 
been dropped, since it has already been 
subsumed in caselaw. And subsection 
(c), the CREATE Act, has been moved 
to subsection (d) of section 102. 


In section 2(e) of the present bill, an 
effective date is added to the repeal of 
statutory invention registrations. SIRs 
are needed only so long as inter-
ferences exist. The bill repeals the au-
thority to initiate interferences 18 
months after the date of enactment. 
The added effective-date language also 
repeals SIRs 18 months after enact-
ment, making clear that preexisting 
SIRs will remain effective for purposes 
of pending interferences, which may 
continue under this bill. 


Section 2(e)(2) of the bill strikes the 
citation to section 115 from section 
111(b)(8)’s enumeration of application 
requirements that do not apply to 
provisionals. This conforming change 
is made because, in section 3 of the bill, 
section 115 itself has been amended so 
that it only applies to nonprovisionals. 
In other words, there is no longer any 
need for section 111(b)(8) to except out 
the oath requirement because that re-
quirement no longer extends to 
provisionals. There is no need for an 
exception to a requirement that does 
not apply. 


Sections 2(h) and (i) of the present 
bill make a number of changes to the 
previous bills’ treatment of remedies 
for derivation. These changes are made 
largely at the Patent Office’s sugges-
tion. In particular, the new section 135 
proceeding is simplified, the Office is 
given authority to implement the pro-
ceeding through regulations, the Office 
is permitted to stay a derivation pro-
ceeding pending an ex parte 
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reexamintion, IPR, or PGR for the ear-
lier-filed patent, and the Office is per-
mitted but not required to institute a 
proceeding if the Office finds substan-
tial evidence of derivation. In lieu of a 
section 135 proceeding, parties will be 
allowed to challenge a derived patent 
through a civil action under a revised 
section 291. 


New section 2(k) of the bill elimi-
nates the qui tam remedy for false 
marking, while allowing a party that 
has suffered a competitive injury as a 
result of such marking to seek compen-
satory damages. Section 292 of title 35 
prohibits false patent marking and im-
poses a penalty of $500 for each such of-
fense. Under current law, subsection (b) 
allows ‘‘any person’’ to sue for the pen-
alty, and requires only that one half of 
the proceeds of the suit shall go to the 
United States. Current subsection (b) 
is, in effect, a qui tam remedy for false 
marking, but without any of the pro-
tections and government oversight 
that normally accompany qui tam ac-
tions. 


The changes made by section 2(k) of 
the bill would allow the United States 
to continue to seek the $500-per-article 
fine, and would allow competitors to 
recover in relation to actual injuries 
that they have suffered as a result of 
false marking, but would eliminate 
litigation initiated by unrelated, pri-
vate third parties. 


In recent years, patent attorneys 
have begun to target manufacturers of 
high-volume consumer products with 
section 292(b) actions. Since the fine of 
up to $500 is assessed for each article 
that is falsely marked, such litigants 
have an incentive to target products 
that are sold in high volume. Though 
one might assume that section 292 is 
targeted at parties that assert ficti-
tious patents in order to deter competi-
tors, such a scenario is almost wholly 
unknown to false-marking litigation. 
False-marking suits are almost always 
based on allegations that a valid pat-
ent that did cover the product has ex-
pired, but the manufacturer continued 
to sell products stamped with the pat-
ent, or allegations that an existing pat-
ent used to mark products is invalid or 
unenforceable, or that an existing and 
valid patent’s claims should not be 
construed to cover the product in ques-
tion. 


Indeed, a recent survey of such suits 
found that a large majority involved 
valid patents that covered the products 
in question but had simply expired. For 
many products, it is difficult and ex-
pensive to change a mold or other 
means by which a product is marked as 
patented, and marked products con-
tinue to circulate in commerce for 
some time after the patent expires. It 
is doubtful that the Congress that 
originally enacted this section antici-
pated that it would force manufactur-
ers to immediately remove marked 
products from commerce once the pat-
ent expired, given that the expense to 
manufacturers of doing so will gen-
erally greatly outweigh any conceiv-


able harm of allowing such products to 
continue to circulate in commerce. 


Indeed, it is not entirely clear how 
consumers would suffer any tangible 
harm from false marking that is dis-
tinct from that suffered when competi-
tors are deterred from entering a mar-
ket. Patent marking’s primary purpose 
is to inform competitors, not con-
sumers, that a product is patented. I 
doubt that consumers would take any 
interest, for example, in whether a dis-
posable plastic cup is subject to a pat-
ent, to take one case recently decided 
by the courts. Even less clear is how 
the consumer would be harmed by such 
marking, absent a deterrence of com-
petition. Current section 292(b) creates 
an incentive to litigate over false 
marking that is far out of proportion 
to the extent of any harm actually suf-
fered or the culpability of a manufac-
turer’s conduct. 


To the extent that false patent mark-
ing deters competition, the bill’s re-
vised section 292(b) allows those com-
petitors to sue for relief. This remedy 
should be more than adequate to deter 
false marking that harms competition. 
And to the extent that false marking 
somehow harms the public in a manner 
distinct from any injury to competi-
tors and competition, revised section 
292(a) would allow the United States to 
seek relief on behalf of the public. The 
Justice Department can be expected to 
be more judicious in its use of this 
remedy than is a private qui tam liti-
gant seeking recovery that will benefit 
him personally. These revisions to sec-
tion 292 should restore some equi-
librium to this field of litigation. 


Finally, because the Federal Circuit’s 
recent decision in Forest Group, Inc. v. 
Bon Tool Co., 590 F.3d 1295, Fed Cir. 
2009, appears to have created a surge in 
false-marking qui tam litigation, the 
changes made by paragraph (1) of sec-
tion 2(k) of the bill are made fully ret-
roactive by paragraph (2). Because the 
courts have had difficulty properly 
construing effective-date language in 
recent years, paragraph (2) employs the 
language of section 7(b) of Public Law 
109–366, the Military Commissions Act 
of 2006, which recently was given an au-
thoritative construction in Boumediene 
v. Bush, 476 F.3d 981, 987, D.C. Cir. 2007. 
As that court noted when construing 
effective-date language identical to 
that of section 2(k)(2): 


Section 7(b) could not be clearer. It states 
that ‘‘the amendment made by subsection 
(a)’’—which repeals habeas jurisdiction—ap-
plies to ‘‘all cases, without exception’’ relat-
ing to any aspect of detention. It is almost 
as if the proponents of these words were 
slamming their fists on the table shouting 
‘‘When we say ‘all,’ we mean all—without ex-
ception!’’ 


It is anticipated that courts will find 
the same clarity in the language of sec-
tion 2(k)(2), and will apply the revised 
section 292(b) to cases pending at any 
level of appeal or review. 


Section 2(l) of the present bill modi-
fies the statute of limitations for initi-
ating a proceeding to exclude an attor-
ney from practice before the Office. 


Under this provision, a section 32 pro-
ceeding must be initiated either within 
10 years of when the underlying mis-
conduct occurred, or within 1 year of 
when the misconduct is reported to 
that section of PTO charged with con-
ducting section 32 proceedings, which-
ever is earlier. 


It is not entirely clear how the time 
limitation applies under present law. A 
recent D.C. Circuit case, 3M v. Browner, 
17 F.3d 1461 D.C. Cir. 1994, effectively 
makes the 5-year statute of limitations 
that generally applies to enforcement 
of civil penalties, at 28 U.S.C. § 2462, 
run from the date when a violation oc-
curred, rather than from the date when 
the enforcement agency first learned of 
the violation or reasonably could have 
learned of it. A recent Federal Circuit 
case, Sheinbein v. Dudas, 465 F.3d 493, 
496, Fed. Cir. 2006, applies the section 
2462 5-year limitation to section 32 pro-
ceedings, and applies 3M v. Browner’s 
general rule, as described by Sheinbein, 
that ‘‘[a] claim normally accrues when 
the factual and legal prerequisites for 
filing suit are in place.’’ However, an-
other court case, S.E.C. v. Koenig, 557 
F.3d 736, 739, 7th Cir. 2009, has recently 
held that when a fraud has occurred, 
section 2462 only runs from when the 
fraud ‘‘could have been discovered by a 
person exercising reasonable dili-
gence.’’ 


Although the Federal Circuit appears 
to be inclined to follow 3M v. Browner, 
it is not entirely clear that it would re-
ject Koenig’s exception for cases of 
fraud, Koenig having been decided sub-
sequently to Sheinbein. In any event, 
neither rule would be entirely satisfac-
tory for section 32 proceedings. On the 
one hand, a strict five-year statute of 
limitations that runs from when the 
misconduct occurred, rather than from 
when it reasonably could have been dis-
covered, would appear to preclude a 
section 32 proceeding for a significant 
number of cases of serious misconduct, 
since prosecution misconduct often is 
not discovered until a patent is en-
forced. On the other hand, a fraud ex-
ception that effectively tolls the stat-
ute of limitations until the fraud rea-
sonably could have been discovered 
would be both overinclusive and under-
inclusive. Such tolling could allow a 
section 32 proceeding to be commenced 
more than two decades after the attor-
ney’s misconduct occurred. This is well 
beyond the time period during which 
individuals can reasonably be expected 
to maintain an accurate recollection of 
events and motivations. And yet, a 
fraud exception would also be under-
inclusive, since there is a substantial 
range of misconduct that PTO should 
want to sanction that does not rise to 
the level of fraud, which requires reli-
ance on the perpetrator’s misrepresen-
tations. 


Section 2(1) of the bill adopts neither 
3M v. Browner nor Koenig’s approach, 
but instead imposes an outward limit 
of 10 years from the occurrence of the 
misconduct for the initiation of a sec-
tion 32 proceeding. A 10-year limit 


VerDate Mar 15 2010 03:54 Mar 09, 2011 Jkt 099060 PO 00000 Frm 00038 Fmt 0624 Sfmt 0634 E:\CR\FM\A08MR6.034 S08MRPT1sr
ob


er
ts


 o
n 


D
S


K
G


8S
O


Y
B


1P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATE S1373 March 8, 2011 
would appear to allow a proceeding for 
the vast bulk of misconduct that is dis-
covered, while also staying within the 
limits of what attorneys can reason-
ably be expected to remember. 


Paragraph (2) of section 2(l) requires 
the Office to report to Congress every 
two years on incidents of misconduct 
that it becomes aware of and would 
have investigated but for the 10 year 
limit. By providing a description of the 
character and apparent seriousness of 
such incidents, these reports will alert 
a future Congress if there is a need to 
revisit the 10-year limit. If the number 
and seriousness of such incidents is 
substantial enough, it may outweigh 
the interest in repose with regard to 
such matters. 


Section 2(m) of the present bill re-
quires the Small Business Administra-
tion to report to Congress on the ex-
pected impact of the first-to-file sys-
tem on small businesses. On the one 
hand, some parties have suggested that 
the first-to-file system will be rel-
atively burdensome for small busi-
nesses because it will require patent 
applicants to file their applications 
earlier, and will require that more ap-
plications be filed for a complex inven-
tion. On the other hand, others have 
suggested that the first-to-file system 
will be far simpler and cleaner to ad-
minister, that the ability to file provi-
sional applications mitigates the bur-
den of filing earlier, and that by induc-
ing American patent applicants to file 
earlier, the first-to-file system is more 
likely to result in American patents 
that are valid and have priority else-
where in the industrialized world. 


Under current law, even if an Amer-
ican small business or independent in-
ventor is legally sophisticated enough 
to maintain the type of third-party 
validation that will preserve his pri-
ority under the first-to-invent system, 
if that American inventor relies on 
first-to-invent rules to delay filing his 
application, he runs a serious risk that 
someone in another country will file an 
application for the same invention be-
fore the American does. Because the 
rest of the world uses the first-to-file 
system, even if the American inventor 
can prove that he was the first to have 
possession of the invention, the foreign 
filer would obtain the patent rights to 
the invention everywhere outside of 
the United States. In today’s world, 
patent rights in Europe and Asia are 
valuable and important and cannot be 
ignored. 


Section 2(n) of the bill requires the 
Director to report on the desirability 
of authorizing prior-user rights, par-
ticularly in light of the adoption of a 
first-to-file system. 


In section 2(o) of the bill, the time 
for implementing the first-to-file sys-
tem has been moved to 18 months, so 
that Congress might have an oppor-
tunity to act on the conclusions or rec-
ommendations of the reports required 
by subsections (m) and (n) before first- 
to-file rules are implemented. 


Subsection (o) generally adopts the 
Office’s preferred approach to 


transitioning to the first-to-file sys-
tem. Under this approach, if an appli-
cation contains or contained a claim to 
an invention with an effective-filing 
date that is 18 months after the date of 
enactment of the Act, the entire appli-
cation is subject to the first-to-file re-
gime. As a practical matter, this al-
lows applicants to flip their applica-
tions forward into the first-to-file sys-
tem, but prevents them from flipping 
backward into the first-to-invent uni-
verse once they are already subject to 
first-to-file rules. 


New section 100(i)(2) of title 35 en-
sures that reissues of first-to-invent 
patents will remain subject to first-to- 
invent rules. Also, continuations of 
first-to-invent applications that do not 
introduce new matter will remain sub-
ject to first-to-invent rules. This last 
rule is important because if a continu-
ation filed 18 months after the enact-
ment of the Act were automatically 
subject to first-to-file rules, even if it 
introduced no new matter, the Office 
likely would see a flood of continu-
ation filings on the eve of the first-to- 
file effective date. Under subsection 
(o), an applicant who wants to add to 
his disclosure after this section’s 18- 
month effective date can choose to pull 
the whole invention into the first-to- 
file universe by including the new dis-
closure in a continuation of his pend-
ing first-to-invent application, or he 
can choose to keep the pending appli-
cation in the first-to-file world by fil-
ing the new disclosure as a separate in-
vention. 


Paragraph (2) of subsection (o) pro-
vides a remedy in situations in which 
interfering patents are issued, one of 
which remains subject to first-to-in-
vent rules, and the other of which was 
filed earlier but has a later date of con-
ception and has transitioned into the 
first-to-file system. Paragraph (2) sub-
jects the latter patent to the first-to- 
invent rule, and allows the other pat-
ent owner and even third parties to 
seek invalidation of that later-con-
ceived interfering patent on that basis. 


In section 3(a) of the present bill, the 
language of section 115 of title 35, the 
inventor’s oath requirement, has been 
tidied up from that appearing in earlier 
versions of the bill. A grammatical 
error is corrected, an unnecessary par-
enthetical is struck, and stylistic 
changes are made. 


In the new section 115(g), a paragraph 
(2) has been added that allows the Di-
rector to require an applicant claiming 
the benefit of an earlier-filed applica-
tion to include copies of previous in-
ventor’s oaths used in those applica-
tions. The Office cannot begin exam-
ining an application until it knows who 
those inventors are, since their iden-
tity determines which prior art counts 
as prior art against the claimed inven-
tion. However, a later-filed application 
is not currently required to name in-
ventors. Such information is included 
in an application data sheet, but such 
data sheets are not always filed—the 
requirement is not statutory. More-


over, a later-filed application often will 
cite to multiple prior applications 
under section 120, each of which may 
list several inventors. Thus unless the 
Office can require the applicant to 
identify which oath or other statement 
applies to the later-filed application, 
the Office may not be able to figure out 
who the inventor is for that later appli-
cation. 


In new section 115(h)(2), the present 
bill replaces the word ‘‘under’’ with 
‘‘meeting the requirements of’’ in order 
to conform to the formulation used 
later in the same sentence. 


In section 3(a)(3) of the bill, the 
changes to section 111(a) are modified 
to reflect that either an oath or dec-
laration may be submitted. 


In section 3(b), the present bill adds a 
new paragraph (2) that modifies section 
251 to allow an assignee who applied for 
a patent to also seek broadening re-
issue of the patent within two years of 
its issue. Notwithstanding the lan-
guage of the fourth paragraph of cur-
rent section 251, the Office currently 
does allow assignees to seek broad-
ening reissue, so long as the inventor 
does not oppose the reissue. The Office 
views such unopposed applications for 
reissue as effectively being made ‘‘in 
the name’’ of the inventor. Expanding 
an assignee’s right to seek broadening 
reissue is consistent with the bill’s 
changes to sections 115 and 118, which 
expand assignees’ rights by allowing 
assignees to apply for a patent against 
the inventor’s wishes. If an assignee ex-
ercises his right to apply for a patent 
against the inventor’s wishes, there is 
no reason not to allow the same as-
signee to also seek a broadening re-
issue within the section 251 time lim-
its. 


Turning to the issue of damages, at 
the end of the 110th Congress, I intro-
duced a patent reform bill, S. 3600, that 
proposed restrictions on the use of 
some of the factors that are used to 
calculate a reasonable royalty. Discus-
sions with patent-damages experts had 
persuaded me that several of the 
metrics that are employed by litigants 
are unsound, unduly manipulable and 
subjective, and prone to producing ex-
cessive awards. The most significant of 
the restrictions that I proposed in S. 
3600 were limits on the use of sup-
posedly comparable licenses for other 
patents to value the patent in suit, and 
limits on the use of standardized meas-
ures such as the so-called rule of 
thumb. These proposals are discussed 
in my statement accompanying the in-
troduction of S. 3600, at 154 CONGRES-
SIONAL RECORD S9982, S9984-85, daily ed. 
September 27, 2008. I argued at the time 
that the only way to ensure that courts 
and juries would stop using these 
metrics ‘‘is for Congress to tell the 
courts to disallow them.’’ 


It appears that I underestimated the 
courts’ ability and willingness to ad-
dress these problems on their own. And 
I certainly did not anticipate the speed 
with which they might do so. Three re-
cent decisions from the Federal Circuit 
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have sharply restricted the use of li-
censes for supposedly comparable pat-
ents to value the patent in suit. Lucent 
Technologies, Inc. v. Gateway, Inc., 580 
F.3d 1301, 1328, Fed. Cir. 2009, makes 
clear that mere ‘‘kinship’’ in a field of 
technology is not enough to allow use 
of evidence of licenses for other pat-
ents. Lucent bars the use of other-pat-
ent licenses where there is no showing 
of the significance of such other pat-
ented inventions to their licensed prod-
ucts, or no showing of how ‘‘valuable or 
essential’’ those other licensed inven-
tions are. In a similar vein, 
ResQNet.com, Inc. v. Lansa, Inc., 594 
F.3d 860, 870, 872, Fed. Cir. 2010, con-
demns the use of ‘‘unrelated’’ licenses 
for other patents as a measure of value 
and makes clear that a supposedly 
comparable license must have ‘‘an eco-
nomic or other link to the technology 
in question.’’ And Wordtech Systems, 
Inc. v. Integrated Network Solutions, 
Inc., 609 F.3d 1308, 1320, Fed. Cir. 2010, 
recently reiterated that ‘‘comparisons 
of past patent licenses to the infringe-
ment must account for the techno-
logical and economic differences be-
tween them.’’ 


And just two months ago, I was par-
ticularly pleased to see the Federal 
Circuit announce, in Uniloc USA, Inc. v. 
Microsoft Corp.,llll F.3dllll, 
2011 WL 9738, Fed. Cir. 2011, that the 
‘‘court now holds as a matter of Fed-
eral Circuit law that the 25 percent 
rule of thumb is a fundamentally 
flawed tool for determining a baseline 
royalty rate in a hypothetical negotia-
tion.’’ The court ruled that testimony 
based on the rule of thumb is inadmis-
sible under the Daubert standard. 


The rule of thumb is a particularly 
arbitrary and inaccurate measure of 
patent value. I am glad to see that it 
will no longer be used. 


The Lucent case that I quoted earlier 
also struck down a damages award that 
was based on the entire market value 
of the infringing product. The court did 
so because there was no substantial 
evidence that the patented invention 
was the basis for consumer demand for 
the product. See Lucent, 580 F.3d at 
1337–38. This holding addresses one of 
the principal complaints that I have 
heard about patent-damages calcula-
tions. And it effects a reform that Con-
gress itself cannot enact. Existing law 
already required that the invention be 
the basis for consumer demand before 
damages can be assessed on the whole 
product, and the law already required 
parties to support their contentions 
with legally sufficient evidence. Con-
gress can change the underlying law, 
but it cannot make the courts enforce 
it. The Lucent case did so. 


The limits that I had proposed in S. 
3600 on the use of metrics such as the 
rule of thumb, and that bill’s restric-
tions on the use of licenses for com-
parable patents to value the patent in 
suit, are rendered superfluous by these 
intervening judicial decisions. The 
present bill appropriately leaves pat-
ent-damages law to common law devel-
opment in the courts. 


The present bill also makes no 
changes to the standard for awards of 
treble damages. As noted in the Minor-
ity Report to the committee report for 
the 2009 bill, Senate Report 111-18 at 
pages 58-60, that bill’s grounds for al-
lowing awards of treble damages were 
exceedingly narrow, and its safe har-
bors were overly broad. That bill would 
have created immunity from willful-
ness damages even for an infringer who 
was fully aware of a patent and had no 
real doubts as to its validity. It also 
created immunity, in some cases, even 
for infringers who had engaged in wan-
ton conduct such as deliberate copying. 


Awards of enhanced damages play an 
important role in the U.S. patent sys-
tem. It is not uncommon that a manu-
facturer will find itself in a situation 
where it feels great pressure to copy a 
competitor’s patented invention. In a 
typical scenario, the sales staff report 
that they are losing sales because the 
competitor’s product has a particular 
feature. The manufacturer’s engineers 
discover that the feature is protected 
by a valid patent, and they find that 
they are unable to produce the same 
feature without infringing the patent. 
The company then has two choices. It 
can choose to continue to try to repro-
duce or substitute for the patented fea-
ture, and as it does so, continue to lose 
market share, and in some cases, lose 
convoyed sales of associated products 
or services. Or it can choose to infringe 
the competitor’s patent. 


Treble damages are authorized in 
order to deter manufacturers from 
choosing the second option. Absent the 
threat of treble damages, many manu-
facturers would find that their most fi-
nancially reasonable option is simply 
to infringe patents. Lost-profits dam-
ages are often hard to prove or unavail-
able. The patent owner is always enti-
tled to a reasonable royalty, but under 
that standard, the infringer often can 
keep even some of the profits produced 
by his infringing behavior. Without 
treble damages, many companies would 
find it economically rational to in-
fringe valid patents. Section 284’s au-
thorization of treble damages is de-
signed to persuade these companies 
that their best economic option is to 
respect valid patents. 


If patents were routinely ignored and 
infringed, the patent system would 
cease to be of use to many companies 
and other entities that do some of our 
nation’s most important research and 
development. These companies are 
profitable because people respect their 
patents and voluntarily pay a license. 
They would not be viable enterprises if 
they always had to sue in order to get 
paid for others’ use of their patented 
inventions. 


By dropping the 2009 bill’s restric-
tions on treble-damages awards, the 
present bill preserves these awards’ 
role as a meaningful deterrent to reck-
less or wanton conduct. Ultimately, we 
want a treble-damages standard that 
creates an environment where the most 
economically reasonable option for a 


party confronted by a strong patent is 
to take a license—and where no one 
thinks that he can get away with copy-
ing. 


Section 4(c) of the present bill adds a 
new section 298 to title 35. This section 
bars courts and juries from drawing an 
adverse inference from an accused in-
fringer’s failure to obtain opinion of 
counsel as to infringement or his fail-
ure to waive privilege and disclose such 
an opinion. The provision is designed 
to protect attorney-client privilege and 
to reduce pressure on accused infring-
ers to obtain opinions of counsel for 
litigation purposes. It reflects a policy 
choice that the probative value of this 
type of evidence is outweighed by the 
harm that coercing a waiver of attor-
ney-client privilege inflicts on the at-
torney-client relationship. Permitting 
adverse inferences from a failure to 
procure an opinion or waive privilege 
undermines frank communication be-
tween clients and counsel. It also feeds 
the cottage industry of providing such 
opinions—an industry that is founded 
on an unhealthy relationship between 
clients and counsel and which amounts 
to a deadweight loss to the patent sys-
tem. Some lawyers develop a lucrative 
business of producing these opinions, 
and inevitably become aware that con-
tinued requests for their services are 
contingent on their opinions’ always 
coming out the same way—that the 
patent is invalid or not infringed. Sec-
tion 298 reflects legislative skepticism 
of the probative value of such opinions. 


Section 298 applies to findings of both 
willfulness and intent to induce in-
fringement—and thus legislatively ab-
rogates Broadcom Corp. v. Qualcomm 
Inc., 543 F.3d 683, Fed. Cir. 2008. That 
case held, at page 699, that: 


Because opinion-of-counsel evidence, along 
with other factors, may reflect whether the 
accused infringer ‘knew or should have 
known’ that its actions would cause another 
to directly infringe, we hold that such evi-
dence remains relevant to the second prong 
of the intent analysis. Moreover, we disagree 
with Qualcomm’s argument and further hold 
that the failure to procure such an opinion 
may be probative of intent in this context. 


Section 5 of the bill has been sub-
stantially reorganized and modified 
since the 2009 bill. In general, the 
changes to this part of the bill aim to 
make inter partes and post-grant re-
view into systems that the Patent Of-
fice is confident that it will be able to 
administer. The changes also impose 
procedural limits on post-grant admin-
istrative proceedings that will prevent 
abuse of these proceedings for purposes 
of harassment or delay. 


Accused infringers, however, also will 
benefit from some of the changes made 
by the present bill. The bill eliminates 
current law’s requirement, at section 
317(b) of title 35, that an inter partes 
reexamination be terminated if litiga-
tion results in a final judgment. It also 
removes the bar on challenging pre-1999 
patents in inter partes proceedings. All 
patents can now be challenged in inter 
partes review. 


In addition, the bill creates a new 
post-grant review in which a patent 
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can be challenged on any validity 
ground during the first nine months 
after its issue. Challengers who use 
this proceeding will be estopped in liti-
gation from raising only those issues 
that were raised and decided in the 
post-grant review, rather than all 
issues that could have been raised, the 
standard employed in inter partes reex-
amination. 


The present bill also softens the 
could-have-raised estoppel that is ap-
plied by inter partes review against 
subsequent civil litigation by adding 
the modifier ‘‘reasonably.’’ It is pos-
sible that courts would have read this 
limitation into current law’s estoppel. 
Current law, however, is also amenable 
to the interpretation that litigants are 
estopped from raising any issue that it 
would have been physically possible to 
raise in the inter partes reexamination, 
even if only a scorched-earth search 
around the world would have uncovered 
the prior art in question. Adding the 
modifier ‘‘reasonably’’ ensures that 
could-have-raised estoppel extends 
only to that prior art which a skilled 
searcher conducting a diligent search 
reasonably could have been expected to 
discover. 


Section 5(a) of the 2009 version of the 
bill, which would amend section 301, 
has been modified and moved to sec-
tion 5(g) of the bill. This provision al-
lows written statements of the patent 
owner regarding claim scope that have 
been filed in court or in the Office to be 
made a part of the official file of the 
patent, and allows those statements to 
be considered in reexaminations and 
inter partes and post-grant reviews for 
purposes of claim construction. This 
information should help the Office un-
derstand and construe the key claims 
of a patent. It should also allow the Of-
fice to identify inconsistent state-
ments made about claim scope—for ex-
ample, cases where a patent owner suc-
cessfully advocated a claim scope in 
district court that is broader than the 
‘‘broadest reasonable construction’’ 
that he now urges in an inter partes re-
view. 


The present bill preserves the agree-
ment reached in the 2009 Judiciary 
Committee mark up to maintain the 
current scope of inter partes pro-
ceedings: only patents and printed pub-
lications may be used to challenge a 
patent in an inter partes review. 


One important structural change 
made by the present bill is that inter 
partes reexamination is converted into 
an adjudicative proceeding in which 
the petitioner, rather than the Office, 
bears the burden of showing 
unpatentability. Section 5(c) of the 
previous bill eliminated language in 
section 314(a) that expressly required 
inter partes reexamination to be run as 
an examinational rather than adjudica-
tive proceeding, but failed to make 
conforming changes eliminating provi-
sions in section 314(b) that effectively 
would have required inter partes reex-
amination to still be run as an 
examinational proceeding. In the 


present bill, section 316(a)(4) gives the 
Office discretion in prescribing regula-
tions governing the new proceeding. 
The Office has made clear that it will 
use this discretion to convert inter 
partes into an adjudicative proceeding. 
This change also is effectively com-
pelled by new section 316(e), which as-
signs to the petitioner the burden of 
proving a proposition of 
unpatentability by a preponderance of 
the evidence. Because of these changes, 
the name of the proceeding is changed 
from ‘‘inter partes reexamination’’ to 
‘‘inter partes review.’’ 


The present bill also makes changes 
to the petition requirements that ap-
pear in new sections 312(a)(5) and 
322(a)(5). These sections have been 
modified to require petitioners to pro-
vide to the patent owner the same 
identification of any real parties in in-
terest or privies that is provided to the 
Office. The Office anticipates that pat-
ent owners will take the initiative in 
determining whether a petitioner is the 
real party in interest or privy of a 
party that is barred from instituting a 
proceeding with respect to the patent. 


Language that previously appeared 
as the last sentences of what are now 
sections 312(c) and 322(c), and which 
stated that failure to file a motion to 
seal will result in pleadings’ being 
placed in the record, has been struck. 
At best this sentence was redundant, 
and at worst it created an ambiguity as 
to whether material accompanying the 
pleadings also would be made public 
absent a motion to seal. 


Many of the procedural limits added 
to inter partes and post-grant review 
by the present bill are borrowed from 
S. 3600, the bill that I introduced in the 
110th Congress. My comments accom-
panying the introduction of that bill, 
at 154 CONGRESSIONAL RECORD S9982– 
S9993, daily ed. Sept. 27, 2008, are rel-
evant to those provisions of the present 
bill that are carried over from S. 3600, 
particularly to the extent that the 
comments disclose understandings 
reached with the Patent Office, con-
scious use of terms of art, or the rea-
soning behind various provisions. Rel-
evant passages include page S9987’s dis-
cussion of the use of the adjudicative 
or oppositional model of post-grant re-
view and estoppel against parties in 
privity, and page S9988’s discussion of 
what is now section 324(b)’s additional 
threshold for instituting a post-grant 
review, the expectation that the Direc-
tor will identify the issues that satis-
fied the threshold for instituting an 
inter partes or post-grant review, the 
meaning of ‘‘properly filed’’ when used 
in the joinder provisions in sections 
315(c) and 325(c), the authorization to 
consolidate proceedings in sections 
315(d) and 325(d), and the standards for 
discovery in sections 316(a)(6) and 
326(a)(5). Also relevant is page S9991’s 
discussion of the excesses and effects of 
inequitable-conduct litigation, which 
informs this bill’s provisions relating 
to that doctrine. 


Among the most important protec-
tions for patent owners added by the 


present bill are its elevated thresholds 
for instituting inter partes and post- 
grant reviews. The present bill dis-
penses with the test of ‘‘substantial 
new question of patentability,’’ a 
standard that currently allows 95% of 
all requests to be granted. It instead 
imposes thresholds that require peti-
tioners to present information that 
creates serious doubts about the pat-
ent’s validity. Under section 314(a), 
inter partes review will employ a rea-
sonable-likelihood-of-success thresh-
old, and under section 324(a), post- 
grant review will use a more-likely- 
than-not-invalidity threshold. 


Satisfaction of the inter partes re-
view threshold of ‘‘reasonable likeli-
hood of success’’ will be assessed based 
on the information presented both in 
the petition for review and in the pat-
ent owner’s response to the petition. 
The ‘‘reasonable likelihood’’ test is 
currently used in evaluating whether a 
party is entitled to a preliminary in-
junction, and effectively requires the 
petitioner to present a prima facie case 
justifying a rejection of the claims in 
the patent. 


Post-grant review uses the ‘‘more 
likely than not invalid’’ test. This 
slightly higher threshold is used be-
cause some of the issues that can be 
raised in post-grant review, such as 
enablement and section 101 invention 
issues, may require development 
through discovery. The Office wants to 
ensure that petitioners raising such 
issues present a complete case at the 
outset, and are not relying on obtain-
ing information in discovery in the 
post-grant review in order to satisfy 
their ultimate burden of showing inva-
lidity by a preponderance of the evi-
dence. 


Subsections (a) and (b) of sections 315 
and 325 impose time limits and other 
restrictions when inter partes and 
post-grant review are sought in rela-
tion to litigation. Sections 315(a) and 
325(a) bar a party from seeking or 
maintaining such a review if he has 
sought a declaratory judgment that 
the patent is invalid. This restriction 
applies, of course, only if the review 
petitioner has filed the civil action. 
These two subsections (a) do not re-
strict the rights of an accused infringer 
who has been sued and is asserting in-
validity in a counterclaim. That situa-
tion is governed by section 315(b), 
which provides that if a party has been 
sued for infringement and wants to 
seek inter partes review, he must do so 
within 6 months of when he was served 
with the infringement complaint. 


Section 325(b) provides that if a pat-
ent owner sues to enforce his patent 
within three months after it is granted, 
a court cannot refuse to consider a mo-
tion for a preliminary injunction on 
the basis that a post-grant review has 
been requested or instituted. A patent 
owner who sues during this period is 
likely to be a market participant who 
already has an infringer intruding on 
his market, and who needs an injunc-
tion in order to avoid irreparable harm. 


VerDate Mar 15 2010 02:01 Mar 09, 2011 Jkt 099060 PO 00000 Frm 00041 Fmt 0624 Sfmt 0634 E:\CR\FM\A08MR6.038 S08MRPT1sr
ob


er
ts


 o
n 


D
S


K
G


8S
O


Y
B


1P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATES1376 March 8, 2011 
This provision strengthens and carries 
over to post-grant review the rule of 
Procter & Gamble Co. v. Kraft Foods 
Global, Inc., 549 F.3d 842, Fed. Cir. 2008. 


Sections 315(c) and 325(c) allow join-
der of inter partes and post-grant re-
views. The Office anticipates that join-
der will be allowed as of right—if an 
inter partes review is instituted on the 
basis of a petition, for example, a party 
that files an identical petition will be 
joined to that proceeding, and thus al-
lowed to file its own briefs and make 
its own arguments. If a party seeking 
joinder also presents additional chal-
lenges to validity that satisfy the 
threshold for instituting a proceeding, 
the Office will either join that party 
and its new arguments to the existing 
proceeding, or institute a second pro-
ceeding for the patent. The Director is 
given discretion, however, over wheth-
er to allow joinder. This safety valve 
will allow the Office to avoid being 
overwhelmed if there happens to be a 
deluge of joinder petitions in a par-
ticular case. 


In the second sentence of section 
325(d), the present bill also authorizes 
the Director to reject any request for 
ex parte reexamination or petition for 
post-grant or inter partes review on 
the basis that the same or substan-
tially the same prior art or arguments 
previously were presented to the Office. 
This will prevent parties from mount-
ing attacks on patents that raise issues 
that are substantially the same as 
issues that were already before the Of-
fice with respect to the patent. The 
Patent Office has indicated that it cur-
rently is forced to accept many re-
quests for ex parte and inter partes re-
examination that raise challenges that 
are cumulative to or substantially 
overlap with issues previously consid-
ered by the Office with respect to the 
patent. 


The second sentence of section 325(d) 
complements the protections against 
abuse of ex parte reexamination that 
are created by sections 315(e) and 
325(e). The estoppels in subsection (e) 
will prevent inter partes and post- 
grant review petitioners from seeking 
ex parte reexamination of issues that 
were raised or could have been raised 
in the inter partes or post-grant re-
view. The Office has generally declined 
to apply estoppel, however, to an issue 
that is raised in a request for inter 
partes reexamination if the request 
was not granted with respect to that 
issue. Under section 325(d), second sen-
tence, however, the Office could never-
theless refuse a subsequent request for 
ex parte reexamination with respect to 
such an issue, even if it raises a sub-
stantial new question of patentability, 
because the issue previously was pre-
sented to the Office in the petition for 
inter partes or post-grant review. 


Under paragraph (1) of sections 315(e) 
and 325(e), a party that uses inter 
partes or post-grant review is estopped 
from raising in a subsequent PTO pro-
ceeding any issue that he raised or rea-
sonably could have raised in the post- 


grant or inter partes review. This effec-
tively bars such a party or his real par-
ties in interest or privies from later 
using inter partes review or ex parte 
reexamination against the same pat-
ent, since the only issues that can be 
raised in an inter partes review or ex 
parte reexamination are those that 
could have been raised in the earlier 
post-grant or inter partes review. The 
Office recognizes that it will need to 
change its regulations and require that 
ex parte reexamination requesters 
identify themselves to the Office in 
order for the Office to be able to en-
force this new restriction. 


The present bill also incorporates S. 
3600’s extension of the estoppels and 
other procedural limits in sections 315 
and 325 to real parties in interest and 
privies of the petitioner. As discussed 
at 154 CONGRESSIONAL RECORD S9987, 
daily ed. Sept. 27, 2008, privity is an eq-
uitable rule that takes into account 
the ‘‘practical situation,’’ and should 
extend to parties to transactions and 
other activities relating to the prop-
erty in question. Ideally, extending 
could-have-raised estoppel to privies 
will help ensure that if an inter partes 
review is instituted while litigation is 
pending, that review will completely 
substitute for at least the patents-and- 
printed-publications portion of the 
civil litigation. Whether equity allows 
extending privity estoppel to codefend-
ants in litigation, however, will depend 
in large measure upon the actions of 
the patent owner, and whether he has 
made it reasonably and reliably clear 
which patent claims he is asserting and 
what they mean. If one defendant has 
instituted an inter partes review, but 
other defendants do not have an oppor-
tunity to join that review before it be-
comes reasonably clear which claims 
will be litigated and how they will be 
construed, it would be manifestly un-
fair to extend privity estoppel to the 
codefendants. 


The Office also has the authority to 
address such scenarios via its author-
ity under section 316(a)(5), which gives 
the Office discretion in setting a time 
limit for allowing joinder. The Office 
has made clear that it intends to use 
this authority to encourage early re-
quests for joinder and to discourage 
late requests. The Office also has indi-
cated that it may consider the fol-
lowing factors when determining 
whether and when to allow joinder: dif-
ferences in the products or processes 
alleged to infringe; the breadth or un-
usualness of the claim scope that is al-
leged, particularly if alleged later in 
litigation; claim-construction rulings 
that adopt claim interpretations that 
are substantially different from the 
claim interpretation used in the first 
petition when that petition’s interpre-
tation was not manifestly in error; 
whether large numbers of patents or 
claims are alleged to be infringed by 
one or more of the defendants; consent 
of the patent owner; a request of the 
court; a request by the first petitioner 
for termination of the first review in 


view of strength of the second petition; 
and whether the petitioner has offered 
to pay the patent owner’s costs. 


Sections 316(a)(6) and 326(a)(5) pre-
scribe standards for discovery. In inter 
partes review, discovery is limited to 
deposition of witnesses submitting affi-
davits or declarations, and as other-
wise necessary in the interest of jus-
tice. In post-grant review, discovery is 
broader, but must be limited to evi-
dence directly related to factual asser-
tions advanced by either party. For 
commentary on these standards, which 
are adopted from S. 3600, see 154 CON-
GRESSIONAL RECORD S9988–89, daily ed. 
Sept. 27, 2008. 


Sections 316(a)(12) and 326(a)(11) pro-
vide that inter partes and post-grant 
reviews must be completed within 12 
months of when the proceeding is insti-
tuted, except that the Office can ex-
tend this deadline by 6 months for good 
cause. Currently, inter partes reexam-
inations usually last for 3 to 5 years. 
Because of procedural reforms made by 
the present bill to inter partes pro-
ceedings, the Patent Office is confident 
that it will be able to complete these 
proceedings within one year. Among 
the reforms that are expected to expe-
dite these proceedings are the shift 
from an examinational to an adjudica-
tive model, and the elevated threshold 
for instituting proceedings. The ele-
vated threshold will require chal-
lengers to front load their case. Also, 
by requiring petitioners to tie their 
challenges to particular validity argu-
ments against particular claims, the 
new threshold will prevent challenges 
from ‘‘mushrooming’’ after the review 
is instituted into additional arguments 
employing other prior art or attacking 
other claims. 


Although sections 316 and 326 do not 
regulate when and how petitioners will 
be allowed to submit written filings 
once a review is instituted, the Office 
has made clear that it will allow peti-
tioners to do so via the regulations im-
plementing the proceedings. Sections 
316 and 326 do clearly allow petitioners 
to obtain some discovery and to have 
an oral hearing. Obviously, it would 
make no sense to do so if petitioners 
were not also allowed to submit writ-
ten arguments. The bill conforms to 
the Office’s preference, however, that it 
be given discretion in determining the 
procedures for written responses and 
other filings, in order to avoid the for-
malism of current chapter 31, which 
adds substantially to the delays in that 
proceeding. 


The bill also eliminates intermediate 
administrative appeals of inter partes 
proceedings to the BPAI, instead allow-
ing parties to only appeal directly to 
the Federal Circuit. By reducing two 
levels of appeal to just one, this change 
will substantially accelerate the reso-
lution of inter partes cases. 


Sections 5(c)(2)(C) and 5(c)(3) of the 
bill provide for a transition from cur-
rent inter partes reexamination to new 
inter partes review. To protect the Of-
fice from being overwhelmed by the 
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new inter partes and post-grant pro-
ceedings, sections 5(c)(2)(C) and 5(f)(2) 
allow the Director to place a limit on 
the number of post-grant and inter 
partes reviews that will be instituted 
during the first four years that the pro-
ceedings are in effect. It is understood 
that if the Office rejects a petition dur-
ing this period because of this numer-
ical limit, it will make clear that the 
rejection was made because of this 
limit and not on the merits of the va-
lidity challenges presented in the peti-
tion. Otherwise, even a challenger with 
strong invalidity arguments might be 
deterred from using inter partes or 
post-grant review by fear that his peti-
tion might be rejected because of the 
numerical limit, and the fact of the re-
jection would then be employed by the 
patent owner in civil litigation to sug-
gest that the experts at the Patent Of-
fice found no merit in the challenger’s 
arguments. 


Similarly, under subsection (a)(2) of 
sections 316 and 326, the Office is re-
quired to implement the inter partes 
and post-grant review thresholds via 
regulations, and under subsection (b) of 
those sections, in prescribing regula-
tions, the Office is required to take 
into account, among other things, the 
Office’s ability ‘‘to timely complete 
proceedings instituted under’’ those 
chapters. It is expected that the Office 
will include in the threshold regula-
tions a safety valve that allows the Of-
fice to decline to institute further pro-
ceedings if a high volume of pending 
proceedings threatens the Office’s abil-
ity to timely complete all proceedings. 
The present bill’s inclusion of this reg-
ulations consideration in subsection (b) 
reflects a legislative judgment that it 
is better that the Office turn away 
some petitions that otherwise satisfy 
the threshold for instituting an inter 
partes or post-grant review than it is 
to allow the Office to develop a backlog 
of instituted reviews that precludes the 
Office from timely completing all pro-
ceedings. Again, though, if the Office 
rejects a petition on the basis of this 
subsection (b) consideration, rather 
than on the basis of a failure to satisfy 
the substantive standards of the 
thresholds in section 314 or 324, it is ex-
pected that Office will make this fact 
clear when rejecting the petition. 


Section 5(c)(3) of the present bill ap-
plies the bill’s new threshold for insti-
tuting an inter partes review to re-
quests for inter partes reexamination 
that are filed between the date of en-
actment of the bill and one year after 
the enactment of the bill. This is done 
to ensure that requesters seeking to 
take advantage of the lax standards of 
the old system do not overwhelm the 
Office with requests for inter partes re-
examination during the year following 
enactment of the bill. 


Finally, section 5(h)(2) of the bill ad-
dresses an issue raised by a recent pub-
lication, Charles E. Miller & Daniel P. 
Archibald, The Destructive Potential 
of the Senate Version of the Proposed 
Patent Reform Act of 2010: The Aboli-


tion of de novo Review in Ex parte Pat-
ent Reexaminations (circulated April 
16, 2010). This article criticizes the 
draft managers’ amendment that Sen-
ators LEAHY and SESSIONS circulated in 
March 2010 on the ground that it elimi-
nates authority for a patent owner to 
have relief by civil action under sec-
tion 145 from an adverse decision in the 
BPAI on review of an ex parte reexam-
ination. It is fairly apparent, however, 
that this authority was intended to be 
eliminated by the amendments made 
by section 4605 of the American Inven-
tors Protection Act of 1999, Public Law 
106–113, to sections 134 and 141 of title 
35. The 2010 managers’ amendment sim-
ply maintained the AIPA’s changes to 
sections 134 and 141. 


The AIPA neglected, however, to 
eliminate a cross reference to section 
145 in section 306 of title 35, which de-
lineates the appeals available from ex 
parte reexaminations. The mainte-
nance of this cross reference in section 
306 created an ambiguity as to whether 
the AIPA did, in fact, eliminate a pat-
ent owner’s right to seek remedy in the 
district court under section 145 from an 
adverse BPAI decision on review of an 
ex parte reexamination. See Sigram 
Schindler Beteiligungsgesellschaft mbH v. 
Kappos, 93 USPQ2d 1752, E.D. Va. 2009, 
(Ellis, J.), notes that ‘‘the fact that 
§ 306 continues to cross-reference § 141 
to 145 following the AIPA’s enactment 
appears to be in tension with the AIPA 
amendment to § 141.’’ 


Section 5(h)(2) of the present bill 
eliminates this ambiguity by striking 
the citation to section 145 from section 
306 of title 35. 


Section 6 of the bill includes all pro-
visions of the bill addressing the juris-
diction of the Patent Trial and Appeal 
Board and administrative and judicial 
appeals. In section 6(a), the recodifica-
tion of section 6 of title 35 is modified 
so that all members of the PTAB can 
participate in all proceedings. Also, 
subsection (d) is added to the recodifi-
cation of section 6 of title 35. By omit-
ting this provision, the 2009 bill would 
have effectively repealed the APJ ‘‘ap-
pointments fix’’ that had been enacted 
in 2008. 


In section 6(c) of the bill, section 141 
of title 35 is modified to allow appeals 
of PTAB decisions in inter partes and 
post-grant reviews, and the section is 
edited and reorganized. To address the 
continuing need to allow appeals of 
pending interferences, language has 
been added to section 5(f)(3) of the bill 
that deems references to derivation 
proceedings in the current appeals 
statutes to extend to interferences 
commenced before the effective date of 
the bill’s repeal of interferences, and 
that allows the Director to deem the 
PTAB to be the BPAI for purposes of 
pending interferences and to allow the 
PTAB to conduct such interferences. 


In section 6(c)(2) of the bill, section 
1295(a)(4)(A) of title 28 is modified to 
authorize appeals of reexaminations 
and reviews. Interestingly, current 
1295(a)(4)(A) only gives the Federal Cir-


cuit jurisdiction over appeals from ap-
plications and interferences. It appears 
that Congress never gave the Federal 
Circuit jurisdiction over appeals from 
reexaminations when it created those 
proceedings. The language of subpara-
graph (A) is also generalized and clari-
fied, recognizing that the details of 
what is appealable will be in sections 
134 and 141. Also, for logical consist-
ency, language is added to subpara-
graph (A) making clear that section 145 
and 146 proceedings are an exception to 
the Federal Circuit’s otherwise exclu-
sive appellate jurisdiction over applica-
tions and interferences under that sub-
paragraph. 


In section 6(c)(3) of the bill, section 
143 of title 35 is modified to allow the 
Director to intervene in the appeal of a 
decision of the PTAB in an inter partes 
or post-grant review or a derivation 
proceeding. 


In the effective-date provision at the 
end of section 6, various existing au-
thorities are extended so that they 
may continue to apply to inter partes 
reexaminations commenced under the 
old system, and the apparent gap in 
current section 1295(a)(4)(A)’s author-
ization of jurisdiction is immediately 
filled with respect to all inter partes 
and ex parte reexaminations. 


In section 7, the present bill makes 
several PTO-recommended changes to 
previous bill versions’ authorization to 
make preissuance submissions of prior 
art. In paragraph (1) of new section 
122(e) of title 35, the word ‘‘person’’ has 
been replaced with ‘‘third party,’’ so 
that submissions may only be sub-
mitted by third parties. This addresses 
the Office’s concern that applicants 
might otherwise use section 122(e) to 
submit prior art and thereby evade 
other examination disclosure require-
ments. 


In subparagraph (A) of section 
122(e)(1), the word ‘‘given’’ has been 
added. This has the effect of including 
email notices of allowances. 


In clause (i) of section 122(e)(1)(B), 
the word ‘‘first’’ has been added. This 
change was sought by the Office, which 
prefers to limit submissions to the first 
publication for two reasons. First, re-
publications overwhelmingly only nar-
row the claims, and in such cases any-
one who would want to submit prior 
art could have done so at the first pub-
lication. Second, and more impor-
tantly, most republications occur only 
after the first office action, when there 
is usually rapid back-and-forth action 
on the application between the appli-
cant and the Office. Allowing third par-
ties to make prior-art submissions at 
this point would require the Office to 
wait six months after the republication 
in order to allow such submissions, and 
would otherwise greatly slow down this 
otherwise relatively speedy final phase 
of prosecution. 


Also in clause (i) of section 
122(e)(1)(B), the words ‘‘by the Office’’ 
are added to ensure that only publica-
tion by the United States Patent and 
Trademark Office begins the period for 
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making pre-issuance submissions. The 
Office sought this change because a for-
eign publication can be deemed a publi-
cation under section 122, and the Office 
wants to ensure that it is only required 
to collect third-party submissions for 
an application if that application is ac-
tually filed in the United States. 


Section 8 of the present bill omits 
provisions appearing in prior bills that 
would have created an expanded right 
to an interlocutory appeal from claim- 
construction rulings. Even as revised 
in the 2009 Judiciary Committee mark 
up, previous section 8(b) gave the Fed-
eral Circuit insufficient discretion to 
turn away such appeals and posed a se-
rious risk of overwhelming the court. 
The 2009 mark-up revisions allowed the 
Federal Circuit to reject an interlocu-
tory appeal if it found clear error in 
the district court’s certification that 
there is a sufficient evidentiary record 
for an interlocutory appeal and that 
such an appeal may advance the termi-
nation of the litigation or will likely 
control the outcome of the case. It 
would be difficult in any case, however, 
to reject a finding that an interlocu-
tory appeal of claim-construction rul-
ings may lead to the termination of the 
litigation. Moreover, if a district judge 
has certified a case for interlocutory 
appeal, it is very unlikely that the 
record that he has created would sup-
port a finding that his decision is clear-
ly erroneous. And finally, given the 
disdain for patent cases felt by a sub-
stantial number of district judges, 
there is a serious likelihood that a 
large number of judges would take ad-
vantage of a new authorization from 
Congress to send away such cases to 
the Federal Circuit, with the hope that 
they do not return. Current law’s grant 
of discretion to the Federal Circuit to 
entertain interlocutory appeals of 
claim-construction rulings strikes the 
appropriate balance. 


Section 10 of the present bill author-
izes supplemental examination of a 
patent to correct errors or omissions in 
proceedings before the Office. Under 
this new procedure, information that 
was not considered or was inadequately 
considered or was incorrect can be pre-
sented to the Office. If the Office deter-
mines that the information does not 
present a substantial new question of 
patentability or that the patent is still 
valid, that information cannot be used 
as a basis for an inequitable-conduct 
attack on the surviving patent in civil 
litigation. New section 257(c)(1) follows 
the usual practice of referring to in-
equitable-conduct attacks in terms of 
unenforceability, rather than inva-
lidity, though courts have in the past 
used the terms interchangeably when 
describing the effect of fraud or inequi-
table conduct on a patent. J.P. Stevens 
& Co., Inc. v. Lex Tex Ltd., Inc., 747 F.2d 
1553, 1560, Fed. Cir. 1984, notes that 
‘‘[w]hether the holding should be one of 
invalidity or unenforceability has had 
no practical significance in cases thus 
far presented to this court.’’ The term 
should be considered to be used inter-


changeably with ‘‘invalidity’’ in this 
bill as well. Obviously, Congress would 
not create a procedure for reexamining 
patents that allowed them to be pro-
tected against subsequent inequitable- 
conduct challenges of unenforceability, 
only to allow the same patents to be 
challenged on the same basis and de-
clared invalid on the basis of inequi-
table conduct. 


While some critics of this proposal 
have suggested that it would immunize 
misconduct by inventors and practi-
tioners, I would note that the Patent 
Office has ample authority to sanction 
such misconduct. Under section 32 of 
title 35, the Office can bar an attorney 
from appearing before the Office if he 
has engaged in misconduct in any pro-
ceeding before the Office. In section 2(l) 
of this bill, we have extended the stat-
ute of limitations for initiating such a 
proceeding. Under current regulations, 
the Office also sanctions misconduct by 
striking offending filings or reducing 
the weight that they are given. And the 
Federal Circuit has recognized that the 
Office also ‘‘has inherent authority to 
govern procedure before the [Office],’’ 
as noted in In re Bogese II, 303 F.3d 
1362, 1368, Fed. Cir. 2002, and that inher-
ent authority to sanction attorneys for 
misconduct is not restricted to Article 
III courts, a point noted in In re Bai-
ley, 182 F.3d 860, 864 n.4, Fed. Cir. 1999. 


Given the Office’s existing tools for 
sanctioning misconduct, there is no 
need to make the courts into super-
visors of attorney conduct in Office 
proceedings. It is doubtful that a prac-
titioner who is discovered to have en-
gaged in substantial misconduct in pro-
ceedings before the Office would escape 
adequate and effective sanction by the 
Office itself. 


Section 11 of the bill repeals the so- 
called Baldwin rule, which requires 
judges on the Federal Circuit to live 
within 50 miles of Washington, D.C. 
Subsection (b) provides that the repeal 
of the Baldwin rule shall not be con-
strued to imply that the Administra-
tive Office of the Courts must provide 
court facilities or administrative sup-
port services to judges who choose to 
reside outside of the District of Colum-
bia. This proviso does not affect the 
AOC’s existing authority to provide 
services to judges outside of the Dis-
trict of Columbia. Its reference to 
‘‘court facilities’’ means space within a 
courthouse or federal building, and the 
reference to ‘‘administrative support 
services’’ means those services that 
would be provided to judges within a 
courthouse or federal building. 


In section 15 of the bill, a conforming 
subsection (b) has been added to ensure 
that the best-mode requirement cannot 
be used to challenge a patent’s entitle-
ment to a right of priority or to the 
benefit of an earlier filing date. In the 
new effective-date subsection, the sec-
tion is made applicable to all ‘‘pro-
ceedings’’ commenced after enactment 
of the Act, in order to make clear that 
the section’s changes to the law will be 
immediately applicable not just in liti-


gation but also in post-grant reviews of 
patents under chapter 32. 


At subsections (a) through (h), sec-
tion 16 of the bill has been modified by 
reinserting language that eliminates 
various deceptive-intent requirements 
that relate to correcting the naming of 
the inventor or a joint inventor, ob-
taining a retroactive foreign filing li-
cense, seeking section 251 reissue, or 
enforcing remaining valid claims if a 
claim is invalidated. See generally 
Kearney & Trecker Corp. v. Giddings & 
Lewis, Inc., 452 F.2d 579, 596, 7th Cir. 
1971. These changes were first proposed 
in section 5 of the original Patent Re-
form Act of 2005, H.R. 2795, 109th Con-
gress, and have been advocated by uni-
versities and their technology-transfer 
offices. For reasons that are not en-
tirely clear, subsequent bills main-
tained this section and its addition of 
substructure and titles to the affected 
code sections, but struck the sub-
stantive part of the section—i.e., its 
elimination of the deceptive-intent re-
quirements. 


Eliminating the various deceptive-in-
tent requirements moves the U.S. pat-
ent system away from the 19th century 
model that focused on the patent own-
er’s subjective intent, and towards a 
more objective-evidence-based system 
that will be much cheaper to litigate 
and more efficient to administer. 


Section 16(i) of the present bill cor-
rects several errors and typos through-
out title 35 that are noted in the revis-
er’s notes to the U.S. Code. 


Section 16(j) strikes unnecessary ref-
erences to ‘‘of this title’’ that are 
sprinkled throughout title 35. The 1952 
Act included such unnecessary ref-
erences, but more recent additions to 
the code have not, and the current 
bill’s changes omit such references. Be-
cause the unnecessary references great-
ly outnumber the necessary references, 
the provision is written to strike all 
references but then except out the nec-
essary references. 


The present bill’s new section 17 en-
acts the so-called Holmes Group fix, 
H.R. 2955, 109th Congress, which was re-
ported out of the House Judiciary Com-
mittee in 2006. The committee report 
accompanying that bill, House Report 
109–407, explains the bill’s reasons for 
abrogating Holmes Group, Inc. v. 
Vornado Air Circulation Systems, Inc., 
535 U.S. 826 (2002), and more fully pre-
cluding state court jurisdiction over 
patent legal claims. 


Section 17 makes two modifications 
to the reported version of H.R. 2955. 
The first modification, at subsection 
(c), limits the bill’s expansion of Fed-
eral Circuit jurisdiction to only com-
pulsory counterclaims asserting patent 
rights, rather than the original bill’s 
expansion of jurisdiction to include 
any counterclaim asserting patent 
rights. Compulsory counterclaims are 
defined at Rule 13(a) and basically con-
sist of counterclaims that arise out of 
the same transaction or occurrence and 
that do not require the joinder of par-
ties over whom the court would lack 
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jurisdiction. A compulsory counter-
claim must be raised as a counterclaim 
in the case in question, and cannot be 
asserted in a later case. Without this 
modification, it is possible that a de-
fendant could raise unrelated and un-
necessary patent counterclaims simply 
in order to manipulate appellate juris-
diction. With the modification, a de-
fendant with a permissive patent coun-
terclaim who wanted to preserve Fed-
eral Circuit appellate review of that 
counterclaim could simply wait to as-
sert it in a separate action. 


The second modification, in sub-
section (d), corrects an error in H.R. 
2955 that would have required remand 
of patent and other intellectual-prop-
erty counterclaims after their removal. 
H.R. 2955’s proposed removal statute, 
at section 1454(c)(1) of title 28, required 
a remand to the state court of all 
claims that are not within the original 
or supplemental jurisdiction of the dis-
trict court. Since the bill no longer 
amends section 1338 to give district 
courts original jurisdiction over patent 
counterclaims, however—and since, 
pursuant to Holmes Group itself, pat-
ent counterclaims are not within the 
district courts’ original jurisdiction— 
then under paragraph (1), district 
courts would be required to remand the 
patent counterclaims. Courts would 
probably strain to avoid reading the 
paragraph this way, since doing so de-
feats the only apparent purpose of the 
section, and the amendments to sec-
tion 1338 strip the state courts of juris-
diction over patent counterclaims. But 
that is exactly what H.R. 2955’s pro-
posed 1454(c)(1) ordered the court to do. 
In the modified text of section 17(d) of 
this bill, the court is instructed to not 
remand those claims that were a basis 
for removal in the first place—that is, 
the intellectual-property counter-
claims. 


Section 18 of the bill creates an ad-
ministrative mechanism for reviewing 
the validity of business-method pat-
ents. In 1998, the U.S. Court of Appeals 
for the Federal Circuit, in its decision 
in State Street Bank & Trust Co. v. Sig-
nature Financial Group, Inc., 149 F.3d 
1368 (Fed. Cir. 1998), substantially ex-
panded the patentability of business- 
method inventions in the United 
States, holding that any invention can 
be patented so long as it produces a 
‘‘useful, concrete, and tangible result’’ 
and meets other requirements of title 
35. In recent years, federal judicial de-
cisions, culminating in the U.S. Su-
preme Court’s decision in Bilski v. 
Kappos, 561 U.S. ll, 130 S.Ct. 3218 
(2010), have overruled State Street and 
retracted the patentability of business 
methods and other abstract inventions. 
This judicial expansion and subsequent 
judicial retraction of U.S. patent-
ability standards resulted in the 
issuance, in the interim, of a large 
number of business-method patents 
that are no longer valid. Section 18 cre-
ates a relatively inexpensive adminis-
trative alternative to litigation for ad-
dressing disputes concerning the valid-
ity of these patents. 


This section grew out of concerns 
originally raised in the 110th Congress 
about financial institutions’ inability 
to take advantage of the authority to 
clear checks electronically pursuant 
the Check Clearing for the 21st Century 
Act, at chapter 50 of title 12 of the U.S. 
Code, without infringing the so-called 
Ballard patents, patents number 
5,910,988 and 6,032,137. See generally 
Senate Report 110–259 at pages 33 
through 34. Once the committee began 
to examine this issue in greater depth, 
however, the question quickly turned 
from whether the Ballard patents 
should be allowed to disrupt compli-
ance with the Check 21 Act, to how it 
is that the Ballard patents were issued 
in the first place. These patents consist 
of long recitations of technology cre-
ated by others to implement the sup-
posed ‘‘invention’’ of transmitting and 
processing checks and other business 
records electronically. The first of 
these patents was assigned to the class 
of cryptography inventions, but its 
specification itself concedes that the 
invention’s ‘‘controller’’ will 
‘‘execute[] an encryption algorithm 
which is well known to an artisan of 
ordinary skill in the field.’’ The second 
patent is assigned to Class 705, home to 
many of the most notorious business- 
method patents. Both of these patents 
are obviously business-method patents, 
and it is difficult to see how they were 
even novel and nonobvious and other-
wise valid under the more liberal State 
Street standard, much less how they 
could survive the strictures of Bilski. 


Section 18’s definition of business- 
method patent, and its authorization 
to raise prior-art challenges in the pe-
tition for review, are designed to allow 
the Office to recognize a business- 
method patent as such despite its reci-
tation of technological elements that 
are not colorably novel and non-
obvious. This definition does not re-
quire the Office to conduct a merits in-
quiry into the nonobviousness of a 
technological invention, and should 
not be construed in a way that makes 
it difficult for the Office to administer. 
But if a technological element in a pat-
ent is not even assertedly or plausibly 
outside of the prior art, the Office 
should not rely on that element to 
classify the patent as not being a busi-
ness-method patent. Thus when pat-
ents such as the Ballard patents recite 
elements incorporating off-the-shelf 
technology or other technology ‘‘know 
to those skilled in the art,’’ that 
should not preclude those patents’ eli-
gibility for review under this program. 


At the request of other industry 
groups, section 18’s definition of ‘‘cov-
ered business-method patent’’ has been 
limited to those patents that relate to 
a financial product or service. Given 
the protean nature of many business- 
method patents, it often will be un-
clear on the face of the patent whether 
it relates to a financial product or 
service. To make such a determination, 
the Office may look to how the patent 
has been asserted. Section 5(g) of the 


present bill modifies section 301 of title 
35 to allow any person to submit to the 
Office the patent owner’s statements in 
federal court or in any Office pro-
ceeding about the scope of the patent’s 
claims. With this and other informa-
tion, the Office should be able to deter-
mine whether the patent reads on prod-
ucts or services that are particular to 
or characteristic of financial institu-
tions. 


As the proviso at the end of the defi-
nition makes clear, business methods 
do not include ‘‘technological inven-
tions.’’ In other words, the definition 
applies only to abstract business con-
cepts and their implementation, 
whether in computers or otherwise, but 
does not apply to inventions relating 
to computer operations for other uses 
or the application of the natural 
sciences or engineering. 


One feature of section 18 that has 
been the subject of prolonged discus-
sion and negotiation between various 
groups during the last few weeks is its 
subsection (c), which concerns stays of 
litigation. The current subsection (c) 
reflects a compromise that requires a 
district judge to consider fixed criteria 
when deciding whether to grant a stay, 
and provides either side with a right to 
an interlocutory appeal of the district 
judge’s decision. The appeal right has 
been modified to provide that such re-
view ‘‘may be de novo,’’ and in every 
case requires the Federal Circuit to en-
sure consistent application of estab-
lished precedent. Thus whether or not 
every case is reviewed de novo, the 
court of appeals cannot simply leave 
the stay decision to the discretion of 
the district court and allow different 
outcomes based on the predilections of 
different trial judges. 


It is expected that district judges 
will liberally grant stays of litigation 
once a proceeding is instituted. Peti-
tioners are required to make a high 
threshold showing in order to institute 
a proceeding, and proceedings are re-
quired to be completed within one year 
to 18 months after they are instituted. 
The case for a stay is particularly pro-
nounced in a section 18 proceeding, 
given the expectation that most if not 
all true business-method patents are 
abstract and therefore invalid in light 
of the Bilski decision. 


In pursuit of this congressional pol-
icy strongly favoring stays when pro-
ceedings are instituted under this sec-
tion, subsection (c) incorporates the 
four-factor test for stays of litigation 
that was first announced in Broadcast 
Innovation, L.L.C. v. Charter Commu-
nications, 2006 WL 1897165, D. Colo. 2006. 
Broadcast Innovation includes, and 
gives separate weight to, a fourth fac-
tor that has often been ignored by 
other courts: ‘‘whether a stay will re-
duce the burden of litigation on the 
parties and on the court.’’ 


In order to ensure consistency in de-
cisions whether to stay, regardless of 
the court in which a section 281 action 
is pending, paragraph (2) of subsection 
(c) requires consistent application of 
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‘‘established precedent.’’ This par-
ticular requirement is based on section 
2245(d)(1) of title 28, which has been 
construed to require lower courts to 
look only to a fixed body of caselaw 
when making decisions under section 
2254. Currently, district judge’s deci-
sions whether to stay litigation when a 
reexamination has been ordered are not 
appealable and therefore have never 
been reconciled by the Federal Circuit. 
Unsurprisingly, the resulting district- 
court caselaw is a dog’s breakfast of 
different combinations of factors and 
different meanings ascribed to those 
factors. Although the cases applying 
Broadcast Innovation cite other opin-
ions applying other tests as sources for 
some of its factors, by requiring appli-
cation of ‘‘established precedent,’’ sub-
section (c) limits the relevant prece-
dent to that applying the four factors 
of Broadcast Innovation in combina-
tion. By requiring courts to apply this 
limited and relatively consistent body 
of caselaw when determining whether 
to grant a stay, subsection (c) should 
ensure predictability and stability in 
stay decisions across different district 
courts, and limit the incentive to 
forum shop. The existence of forum 
shopping is an embarrassment to the 
legal system. Federal courts should 
apply equal justice, and give federal 
law the same meaning, regardless of 
where they are located. 


Mr. President, I will conclude by not-
ing that the present bill is the product 
of almost a decade of hard work. The 
path to this bill included three Senate 
Judiciary Committee mark ups, as well 
as the untold hours devoted by Chair-
man SMITH and other members of the 
House of Representatives to the devel-
opment of the Patent Reform Act of 
2005, the foundation of today’s bill. The 
present bill will protect our heritage of 
innovation while updating the patent 
system for the current century. It will 
create clear and efficient rules for de-
fining prior art and establishing patent 
priority. It will fix problems with cur-
rent administrative proceedings, and 
create new means for improving patent 
quality. And it will move us toward a 
patent system that is objective, trans-
parent, clear, and fair to all parties. I 
look forward to the Senate’s passage of 
this bill and its enactment into law. 


Mr. GRASSLEY. Mr. President, I 
urge my colleagues to support final 
passage on the America Invents Act. 
The Judiciary Committee has held nu-
merous hearings on the need for patent 


reform, and has done a lot of work over 
the past several Congresses. We have 
had a good process on the floor. We 
adopted several amendments to im-
prove the bill. We had votes on amend-
ments and a pretty good open process, 
which we have not seen much of in the 
last few years. We have a good bipar-
tisan bill—the chairman of the Judici-
ary Committee has successfully 
brought Senators and industry to-
gether to craft this compromise legis-
lation. Now I urge my colleagues to 
support final passage on this important 
bill so we can conclude our work in the 
Senate. 


The America Invents Act will protect 
inventors’ rights and encourage inno-
vation and investment in our economy. 
It will improve transparency and third 
party participation in the patent re-
view process, which will strengthen 
patent quality and reduce costs. The 
bill will institute beneficial changes to 
the patent approval and review process, 
and will curb litigation abuses and im-
prove certainty for investors and 
innovators. It will help companies do 
business more efficiently on an inter-
national basis. 


The America Invents Act will also 
help small entities in their patent ap-
plications and provide for reduced fees 
for microentities and small businesses. 
The bill will prevent patents from 
being issued on claims for tax strate-
gies, which can add unwarranted fees 
on taxpayers simply for attempting to 
comply with the Tax Code. 


Finally, the America Invents Act will 
enhance operations of the Patent and 
Trademark Office with administrative 
reforms and will give the Office fee set-
ting authority to reduce backlogs. It 
will end fee diversion, which will im-
prove the ability of the Patent and 
Trademark Office to manage its affairs 
and allocate resources where they are 
most needed. 


I thank Chairman LEAHY and Senator 
HATCH for their hard work on this bill. 
Without their leadership, we would not 
be where we are today. I thank Sen-
ators KYL, SESSIONS, and COBURN. They 
were instrumental in making improve-
ments to the bill. I also wish to ac-
knowledge the Senate Judiciary Com-
mittee staff for their efforts on this 
bill: in particular, Bruce Cohen, Aaron 
Cooper, and Curtis LeGeyt of Chairman 
LEAHY’s staff, Matt Sandgren of Sen-
ator HATCH’s staff, Joe Matal of Sen-
ator KYL’s staff, and Sarah Beth 
Groshart of Senator COBURN’s staff. I 


especially thank Kolan Davis and Rita 
Lari Jochum of my staff for their good 
work on this bill. 


In conclusion, I urge my colleagues 
to vote for the America Invents Act. 
This is a bill that will spur inventions, 
create innovative new products and 
services, and stimulate job creation. 
This bill will help upgrade and 
strengthen our patent system so Amer-
ica can stay competitive in an increas-
ingly global environment. I urge my 
colleagues to support this carefully 
crafted bill. 


Mr. LEAHY. Mr. President, the man-
agers’ amendment to the America In-
vents Act, adopted 97–2 on March 1, 
contained a rule of construction that 
nothing in section 14 of the act should 
be construed to imply that other busi-
ness methods are patentable or that 
other business-method patents are 
valid. This provision was included 
merely as a clarification. No inference 
should be drawn in any way from any 
part of section 14 of the act about the 
patentability of methods of doing busi-
ness. 


Mr. President, I have discussed this 
with the Republican leadership, and we 
are prepared to yield back all time on 
both the Democratic and Republican 
sides. 


The PRESIDING OFFICER. All time 
is yielded back. 


Mr. LEAHY. Mr. President, I ask for 
the yeas and nays on the bill. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There appears to be a sufficient sec-
ond. 


The yeas and nays were ordered. 
The bill was ordered to be engrossed 


for a third reading and was read the 
third time. 


The PRESIDING OFFICER. The 
clerk will read the pay-go statement. 


The bill clerk read as follows: 
Mr. Conrad: This is the Statement of Budg-


etary Effects of PAYGO Legislation for S. 23, 
as amended. 


Total Budgetary Effects of S. 23 for the 5- 
year statutory PAYGO Scorecard: net reduc-
tion in the deficit of $590 million. 


Total Budgetary Effects of S. 23 for the 10- 
year statutory PAYGO Scorecard: net reduc-
tion in the deficit of $750 million. 


Also submitted for the RECORD as part of 
this statement is a table prepared by the 
Congressional Budget Office, which provides 
additional information on the budgetary ef-
fects of this Act, as follows: 


CBO ESTIMATE OF THE STATUTORY PAY-AS-YOU-GO EFFECTS FOR S. 23, THE AMERICA INVENTS ACT, WITH AMENDMENTS APPROVED BY THE SENATE THROUGH MARCH 8, 2010 


By fiscal year, in millions of dollars— 


2011 2012 2013 2014 2015 2016 2017 2018 2019 2020 2021 2011– 
2016 


2011– 
2021 


NET DECREASE (¥) IN THE DEFICIT 
Statutory Pay-As-You-Go Impact ...................................................................................................................... 0 ¥420 ¥90 ¥30 ¥20 ¥30 ¥30 ¥30 ¥30 ¥40 ¥30 ¥590 ¥750 
Memorandum: 


Changes in Outlays .................................................................................................................................. 0 2,060 2,600 2,800 2,940 3,070 3,200 3,320 3,450 3,570 3,700 13,470 30,710 
Changes in Revenues .............................................................................................................................. 0 2,480 2,690 2,830 2,960 3,100 3,230 3,350 3,480 3,610 3,730 14,060 31,460 


Notes: Components may not sum to totals because of rounding. 
The legislation would give the Patent and Trademark Office permanent authority to collect and spend fees. 
Sources: Congressional Budget Office. 
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CONGRESSIONAL RECORD — SENATE S1381 March 8, 2011 
The PRESIDING OFFICER. The bill 


having been read the third time, the 
question is, Shall the bill, as amended, 
pass? 


The yeas and nays have been ordered. 
The clerk will call the roll. 
The bill clerk called the roll. 
The result was announced—yeas 95, 


nays 5, as follows: 
[Rollcall Vote No. 35 Leg.] 


YEAS—95 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Brown (MA) 
Brown (OH) 
Burr 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
DeMint 
Durbin 
Enzi 
Feinstein 
Franken 
Gillibrand 


Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 
Merkley 
Mikulski 


Moran 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Paul 
Portman 
Pryor 
Reed 
Reid 
Roberts 
Rockefeller 
Rubio 
Sanders 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NAYS—5 


Boxer 
Cantwell 


Crapo 
Ensign 


Risch 


The bill (S. 23), as amended, was 
passed, as follows: 


S. 23 
Be it enacted by the Senate and House of Rep-


resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE; TABLE OF CONTENTS. 


(a) SHORT TITLE.—This Act may be cited as 
the ‘‘America Invents Act’’. 


(b) TABLE OF CONTENTS.—The table of con-
tents for this Act is as follows: 
Sec. 1. Short title; table of contents. 
Sec. 2. First inventor to file. 
Sec. 3. Inventor’s oath or declaration. 
Sec. 4. Virtual marking and advice of coun-


sel. 
Sec. 5. Post-grant review proceedings. 
Sec. 6. Patent Trial and Appeal Board. 
Sec. 7. Preissuance submissions by third 


parties. 
Sec. 8. Venue. 
Sec. 9. Fee setting authority. 
Sec. 10. Supplemental examination. 
Sec. 11. Residency of Federal Circuit judges. 
Sec. 12. Micro entity defined. 
Sec. 13. Funding agreements. 
Sec. 14. Tax strategies deemed within the 


prior art. 
Sec. 15. Best mode requirement. 
Sec. 16. Technical amendments. 
Sec. 17. Clarification of jurisdiction. 
Sec. 18. Transitional program for covered 


business-method patents. 
Sec. 19. Travel expenses and payment of ad-


ministrative judges. 
Sec. 20. Patent and Trademark Office fund-


ing. 
Sec. 21. Satellite offices. 
Sec. 22. Patent Ombudsman Program for 


small business concerns. 
Sec. 23. Priority examination for tech-


nologies important to Amer-
ican competitiveness. 


Sec. 24. Designation of Detroit satellite of-
fice. 


Sec. 25. Effective date. 
Sec. 26. Budgetary effects. 
SEC. 2. FIRST INVENTOR TO FILE. 


(a) DEFINITIONS.—Section 100 of title 35, 
United States Code, is amended by adding at 
the end the following: 


‘‘(f) The term ‘inventor’ means the indi-
vidual or, if a joint invention, the individ-
uals collectively who invented or discovered 
the subject matter of the invention. 


‘‘(g) The terms ‘joint inventor’ and ‘co-
inventor’ mean any 1 of the individuals who 
invented or discovered the subject matter of 
a joint invention. 


‘‘(h) The term ‘joint research agreement’ 
means a written contract, grant, or coopera-
tive agreement entered into by 2 or more 
persons or entities for the performance of ex-
perimental, developmental, or research work 
in the field of the claimed invention. 


‘‘(i)(1) The term ‘effective filing date’ of a 
claimed invention in a patent or application 
for patent means— 


‘‘(A) if subparagraph (B) does not apply, 
the actual filing date of the patent or the ap-
plication for the patent containing a claim 
to the invention; or 


‘‘(B) the filing date of the earliest applica-
tion for which the patent or application is 
entitled, as to such invention, to a right of 
priority under section 119, 365(a), or 365(b) or 
to the benefit of an earlier filing date under 
section 120, 121, or 365(c). 


‘‘(2) The effective filing date for a claimed 
invention in an application for reissue or re-
issued patent shall be determined by deem-
ing the claim to the invention to have been 
contained in the patent for which reissue 
was sought. 


‘‘(j) The term ‘claimed invention’ means 
the subject matter defined by a claim in a 
patent or an application for a patent.’’. 


(b) CONDITIONS FOR PATENTABILITY.— 
(1) IN GENERAL.—Section 102 of title 35, 


United States Code, is amended to read as 
follows: 
‘‘§ 102. Conditions for patentability; novelty 


‘‘(a) NOVELTY; PRIOR ART.—A person shall 
be entitled to a patent unless— 


‘‘(1) the claimed invention was patented, 
described in a printed publication, or in pub-
lic use, on sale, or otherwise available to the 
public before the effective filing date of the 
claimed invention; or 


‘‘(2) the claimed invention was described in 
a patent issued under section 151, or in an ap-
plication for patent published or deemed 
published under section 122(b), in which the 
patent or application, as the case may be, 
names another inventor and was effectively 
filed before the effective filing date of the 
claimed invention. 


‘‘(b) EXCEPTIONS.— 
‘‘(1) DISCLOSURES MADE 1 YEAR OR LESS BE-


FORE THE EFFECTIVE FILING DATE OF THE 
CLAIMED INVENTION.—A disclosure made 1 
year or less before the effective filing date of 
a claimed invention shall not be prior art to 
the claimed invention under subsection (a)(1) 
if— 


‘‘(A) the disclosure was made by the inven-
tor or joint inventor or by another who ob-
tained the subject matter disclosed directly 
or indirectly from the inventor or a joint in-
ventor; or 


‘‘(B) the subject matter disclosed had, be-
fore such disclosure, been publicly disclosed 
by the inventor or a joint inventor or an-
other who obtained the subject matter dis-
closed directly or indirectly from the inven-
tor or a joint inventor. 


‘‘(2) DISCLOSURES APPEARING IN APPLICA-
TIONS AND PATENTS.—A disclosure shall not 
be prior art to a claimed invention under 
subsection (a)(2) if— 


‘‘(A) the subject matter disclosed was ob-
tained directly or indirectly from the inven-
tor or a joint inventor; 


‘‘(B) the subject matter disclosed had, be-
fore such subject matter was effectively filed 
under subsection (a)(2), been publicly dis-
closed by the inventor or a joint inventor or 
another who obtained the subject matter dis-
closed directly or indirectly from the inven-
tor or a joint inventor; or 


‘‘(C) the subject matter disclosed and the 
claimed invention, not later than the effec-
tive filing date of the claimed invention, 
were owned by the same person or subject to 
an obligation of assignment to the same per-
son. 


‘‘(c) COMMON OWNERSHIP UNDER JOINT RE-
SEARCH AGREEMENTS.—Subject matter dis-
closed and a claimed invention shall be 
deemed to have been owned by the same per-
son or subject to an obligation of assignment 
to the same person in applying the provi-
sions of subsection (b)(2)(C) if— 


‘‘(1) the subject matter disclosed was de-
veloped and the claimed invention was made 
by, or on behalf of, 1 or more parties to a 
joint research agreement that was in effect 
on or before the effective filing date of the 
claimed invention; 


‘‘(2) the claimed invention was made as a 
result of activities undertaken within the 
scope of the joint research agreement; and 


‘‘(3) the application for patent for the 
claimed invention discloses or is amended to 
disclose the names of the parties to the joint 
research agreement. 


‘‘(d) PATENTS AND PUBLISHED APPLICATIONS 
EFFECTIVE AS PRIOR ART.—For purposes of 
determining whether a patent or application 
for patent is prior art to a claimed invention 
under subsection (a)(2), such patent or appli-
cation shall be considered to have been effec-
tively filed, with respect to any subject mat-
ter described in the patent or application— 


‘‘(1) if paragraph (2) does not apply, as of 
the actual filing date of the patent or the ap-
plication for patent; or 


‘‘(2) if the patent or application for patent 
is entitled to claim a right of priority under 
section 119, 365(a), or 365(b), or to claim the 
benefit of an earlier filing date under section 
120, 121, or 365(c), based upon 1 or more prior 
filed applications for patent, as of the filing 
date of the earliest such application that de-
scribes the subject matter.’’. 


(2) CONTINUITY OF INTENT UNDER THE CRE-
ATE ACT.—The enactment of section 102(c) of 
title 35, United States Code, under the pre-
ceding paragraph is done with the same in-
tent to promote joint research activities 
that was expressed, including in the legisla-
tive history, through the enactment of the 
Cooperative Research and Technology En-
hancement Act of 2004 (Public Law 108–453; 
the ‘‘CREATE Act’’), the amendments of 
which are stricken by subsection (c). The 
United States Patent and Trademark Office 
shall administer section 102(c) of title 35, 
United States Code, in a manner consistent 
with the legislative history of the CREATE 
Act that was relevant to its administration 
by the United States Patent and Trademark 
Office. 


(3) CONFORMING AMENDMENT.—The item re-
lating to section 102 in the table of sections 
for chapter 10 of title 35, United States Code, 
is amended to read as follows: 


‘‘102. Conditions for patentability; novelty.’’. 


(c) CONDITIONS FOR PATENTABILITY; NON-
OBVIOUS SUBJECT MATTER.—Section 103 of 
title 35, United States Code, is amended to 
read as follows: 


‘‘§ 103. Conditions for patentability; non-
obvious subject matter 
‘‘A patent for a claimed invention may not 


be obtained, notwithstanding that the 
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CONGRESSIONAL RECORD — SENATES1382 March 8, 2011 
claimed invention is not identically dis-
closed as set forth in section 102, if the dif-
ferences between the claimed invention and 
the prior art are such that the claimed in-
vention as a whole would have been obvious 
before the effective filing date of the claimed 
invention to a person having ordinary skill 
in the art to which the claimed invention 
pertains. Patentability shall not be negated 
by the manner in which the invention was 
made.’’. 


(d) REPEAL OF REQUIREMENTS FOR INVEN-
TIONS MADE ABROAD.—Section 104 of title 35, 
United States Code, and the item relating to 
that section in the table of sections for chap-
ter 10 of title 35, United States Code, are re-
pealed. 


(e) REPEAL OF STATUTORY INVENTION REG-
ISTRATION.— 


(1) IN GENERAL.—Section 157 of title 35, 
United States Code, and the item relating to 
that section in the table of sections for chap-
ter 14 of title 35, United States Code, are re-
pealed. 


(2) REMOVAL OF CROSS REFERENCES.—Sec-
tion 111(b)(8) of title 35, United States Code, 
is amended by striking ‘‘sections 115, 131, 135, 
and 157’’ and inserting ‘‘sections 131 and 135’’. 


(3) EFFECTIVE DATE.—The amendments 
made by this subsection shall take effect 18 
months after the date of the enactment of 
this Act, and shall apply to any request for 
a statutory invention registration filed on or 
after that date. 


(f) EARLIER FILING DATE FOR INVENTOR AND 
JOINT INVENTOR.—Section 120 of title 35, 
United States Code, is amended by striking 
‘‘which is filed by an inventor or inventors 
named’’ and inserting ‘‘which names an in-
ventor or joint inventor’’. 


(g) CONFORMING AMENDMENTS.— 
(1) RIGHT OF PRIORITY.—Section 172 of title 


35, United States Code, is amended by strik-
ing ‘‘and the time specified in section 
102(d)’’. 


(2) LIMITATION ON REMEDIES.—Section 
287(c)(4) of title 35, United States Code, is 
amended by striking ‘‘the earliest effective 
filing date of which is prior to’’ and inserting 
‘‘which has an effective filing date before’’. 


(3) INTERNATIONAL APPLICATION DESIG-
NATING THE UNITED STATES: EFFECT.—Section 
363 of title 35, United States Code, is amend-
ed by striking ‘‘except as otherwise provided 
in section 102(e) of this title’’. 


(4) PUBLICATION OF INTERNATIONAL APPLICA-
TION: EFFECT.—Section 374 of title 35, United 
States Code, is amended by striking ‘‘sec-
tions 102(e) and 154(d)’’ and inserting ‘‘sec-
tion 154(d)’’. 


(5) PATENT ISSUED ON INTERNATIONAL APPLI-
CATION: EFFECT.—The second sentence of sec-
tion 375(a) of title 35, United States Code, is 
amended by striking ‘‘Subject to section 
102(e) of this title, such’’ and inserting 
‘‘Such’’. 


(6) LIMIT ON RIGHT OF PRIORITY.—Section 
119(a) of title 35, United States Code, is 
amended by striking ‘‘; but no patent shall 
be granted’’ and all that follows through 
‘‘one year prior to such filing’’. 


(7) INVENTIONS MADE WITH FEDERAL ASSIST-
ANCE.—Section 202(c) of title 35, United 
States Code, is amended— 


(A) in paragraph (2)— 
(i) by striking ‘‘publication, on sale, or 


public use,’’ and all that follows through 
‘‘obtained in the United States’’ and insert-
ing ‘‘the 1-year period referred to in section 
102(b) would end before the end of that 2-year 
period’’; and 


(ii) by striking ‘‘the statutory’’ and insert-
ing ‘‘that 1-year’’; and 


(B) in paragraph (3), by striking ‘‘any stat-
utory bar date that may occur under this 
title due to publication, on sale, or public 
use’’ and inserting ‘‘the expiration of the 1- 
year period referred to in section 102(b)’’. 


(h) DERIVED PATENTS.—Section 291 of title 
35, United States Code, is amended to read as 
follows: 
‘‘§ 291. Derived patents 


‘‘(a) IN GENERAL.—The owner of a patent 
may have relief by civil action against the 
owner of another patent that claims the 
same invention and has an earlier effective 
filing date if the invention claimed in such 
other patent was derived from the inventor 
of the invention claimed in the patent owned 
by the person seeking relief under this sec-
tion. 


‘‘(b) FILING LIMITATION.—An action under 
this section may only be filed within 1 year 
after the issuance of the first patent con-
taining a claim to the allegedly derived in-
vention and naming an individual alleged to 
have derived such invention as the inventor 
or joint inventor.’’. 


(i) DERIVATION PROCEEDINGS.—Section 135 
of title 35, United States Code, is amended to 
read as follows: 
‘‘§ 135. Derivation proceedings 


‘‘(a) INSTITUTION OF PROCEEDING.—An appli-
cant for patent may file a petition to insti-
tute a derivation proceeding in the Office. 
The petition shall set forth with particu-
larity the basis for finding that an inventor 
named in an earlier application derived the 
claimed invention from an inventor named 
in the petitioner’s application and, without 
authorization, the earlier application claim-
ing such invention was filed. Any such peti-
tion may only be filed within 1 year after the 
first publication of a claim to an invention 
that is the same or substantially the same as 
the earlier application’s claim to the inven-
tion, shall be made under oath, and shall be 
supported by substantial evidence. Whenever 
the Director determines that a petition filed 
under this subsection demonstrates that the 
standards for instituting a derivation pro-
ceeding are met, the Director may institute 
a derivation proceeding. The determination 
by the Director whether to institute a deri-
vation proceeding shall be final and non-
appealable. 


‘‘(b) DETERMINATION BY PATENT TRIAL AND 
APPEAL BOARD.—In a derivation proceeding 
instituted under subsection (a), the Patent 
Trial and Appeal Board shall determine 
whether an inventor named in the earlier ap-
plication derived the claimed invention from 
an inventor named in the petitioner’s appli-
cation and, without authorization, the ear-
lier application claiming such invention was 
filed. The Director shall prescribe regula-
tions setting forth standards for the conduct 
of derivation proceedings. 


‘‘(c) DEFERRAL OF DECISION.—The Patent 
Trial and Appeal Board may defer action on 
a petition for a derivation proceeding until 3 
months after the date on which the Director 
issues a patent that includes the claimed in-
vention that is the subject of the petition. 
The Patent Trial and Appeal Board also may 
defer action on a petition for a derivation 
proceeding, or stay the proceeding after it 
has been instituted, until the termination of 
a proceeding under chapter 30, 31, or 32 in-
volving the patent of the earlier applicant. 


‘‘(d) EFFECT OF FINAL DECISION.—The final 
decision of the Patent Trial and Appeal 
Board, if adverse to claims in an application 
for patent, shall constitute the final refusal 
by the Office on those claims. The final deci-
sion of the Patent Trial and Appeal Board, if 
adverse to claims in a patent, shall, if no ap-
peal or other review of the decision has been 
or can be taken or had, constitute cancella-
tion of those claims, and notice of such can-
cellation shall be endorsed on copies of the 
patent distributed after such cancellation. 


‘‘(e) SETTLEMENT.—Parties to a proceeding 
instituted under subsection (a) may termi-
nate the proceeding by filing a written state-


ment reflecting the agreement of the parties 
as to the correct inventors of the claimed in-
vention in dispute. Unless the Patent Trial 
and Appeal Board finds the agreement to be 
inconsistent with the evidence of record, if 
any, it shall take action consistent with the 
agreement. Any written settlement or under-
standing of the parties shall be filed with the 
Director. At the request of a party to the 
proceeding, the agreement or understanding 
shall be treated as business confidential in-
formation, shall be kept separate from the 
file of the involved patents or applications, 
and shall be made available only to Govern-
ment agencies on written request, or to any 
person on a showing of good cause. 


‘‘(f) ARBITRATION.—Parties to a proceeding 
instituted under subsection (a) may, within 
such time as may be specified by the Direc-
tor by regulation, determine such contest or 
any aspect thereof by arbitration. Such arbi-
tration shall be governed by the provisions 
of title 9, to the extent such title is not in-
consistent with this section. The parties 
shall give notice of any arbitration award to 
the Director, and such award shall, as be-
tween the parties to the arbitration, be dis-
positive of the issues to which it relates. The 
arbitration award shall be unenforceable 
until such notice is given. Nothing in this 
subsection shall preclude the Director from 
determining the patentability of the claimed 
inventions involved in the proceeding.’’. 


(j) ELIMINATION OF REFERENCES TO INTER-
FERENCES.—(1) Sections 41, 134, 145, 146, 154, 
305, and 314 of title 35, United States Code, 
are each amended by striking ‘‘Board of Pat-
ent Appeals and Interferences’’ each place it 
appears and inserting ‘‘Patent Trial and Ap-
peal Board’’. 


(2)(A) Sections 146 and 154 of title 35, 
United States Code, are each amended— 


(i) by striking ‘‘an interference’’ each place 
it appears and inserting ‘‘a derivation pro-
ceeding’’; and 


(ii) by striking ‘‘interference’’ each addi-
tional place it appears and inserting ‘‘deriva-
tion proceeding’’. 


(B) The subparagraph heading for section 
154(b)(1)(C) of title 35, United States Code, as 
amended by this paragraph, is further 
amended by— 


(i) striking ‘‘OR’’ and inserting ‘‘OF’’; and 
(ii) striking ‘‘SECRECY ORDER’’ and insert-


ing ‘‘SECRECY ORDERS’’. 
(3) The section heading for section 134 of 


title 35, United States Code, is amended to 
read as follows: 
‘‘§ 134. Appeal to the Patent Trial and Appeal 


Board’’. 
(4) The section heading for section 146 of 


title 35, United States Code, is amended to 
read as follows: 
‘‘§ 146. Civil action in case of derivation pro-


ceeding’’. 
(5) Section 154(b)(1)(C) of title 35, United 


States Code, is amended by striking ‘‘INTER-
FERENCES’’ and inserting ‘‘DERIVATION PRO-
CEEDINGS’’. 


(6) The item relating to section 6 in the 
table of sections for chapter 1 of title 35, 
United States Code, is amended to read as 
follows: 
‘‘6. Patent Trial and Appeal Board.’’. 


(7) The items relating to sections 134 and 
135 in the table of sections for chapter 12 of 
title 35, United States Code, are amended to 
read as follows: 
‘‘134. Appeal to the Patent Trial and Appeal 


Board. 
‘‘135. Derivation proceedings.’’. 


(8) The item relating to section 146 in the 
table of sections for chapter 13 of title 35, 
United States Code, is amended to read as 
follows: 
‘‘146. Civil action in case of derivation pro-


ceeding.’’. 
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CONGRESSIONAL RECORD — SENATE S1383 March 8, 2011 
(k) FALSE MARKING.— 
(1) IN GENERAL.—Section 292 of title 35, 


United States Code, is amended— 
(A) in subsection (a), by adding at the end 


the following: 
‘‘Only the United States may sue for the 


penalty authorized by this subsection.’’; and 
(B) by striking subsection (b) and inserting 


the following: 
‘‘(b) Any person who has suffered a com-


petitive injury as a result of a violation of 
this section may file a civil action in a dis-
trict court of the United States for recovery 
of damages adequate to compensate for the 
injury.’’. 


(2) EFFECTIVE DATE.—The amendments 
made by this subsection shall apply to all 
cases, without exception, pending on or after 
the date of the enactment of this Act. 


(l) STATUTE OF LIMITATIONS.— 
(1) IN GENERAL.—Section 32 of title 35, 


United States Code, is amended by inserting 
between the third and fourth sentences the 
following: ‘‘A proceeding under this section 
shall be commenced not later than the ear-
lier of either 10 years after the date on which 
the misconduct forming the basis for the 
proceeding occurred, or 1 year after the date 
on which the misconduct forming the basis 
for the proceeding is made known to an offi-
cer or employee of the Office as prescribed in 
the regulations established under section 
2(b)(2)(D).’’. 


(2) REPORT TO CONGRESS.—The Director 
shall provide on a biennial basis to the Judi-
ciary Committees of the Senate and House of 
Representatives a report providing a short 
description of incidents made known to an 
officer or employee of the Office as pre-
scribed in the regulations established under 
section 2(b)(2)(D) of title 35, United States 
Code, that reflect substantial evidence of 
misconduct before the Office but for which 
the Office was barred from commencing a 
proceeding under section 32 of title 35, 
United States Code, by the time limitation 
established by the fourth sentence of that 
section. 


(3) EFFECTIVE DATE.—The amendment 
made by paragraph (1) shall apply in all 
cases in which the time period for insti-
tuting a proceeding under section 32 of title 
35, United State Code, had not lapsed prior 
to the date of the enactment of this Act. 


(m) SMALL BUSINESS STUDY.— 
(1) DEFINITIONS.—In this subsection— 
(A) the term ‘‘Chief Counsel’’ means the 


Chief Counsel for Advocacy of the Small 
Business Administration; 


(B) the term ‘‘General Counsel’’ means the 
General Counsel of the United States Patent 
and Trademark Office; and 


(C) the term ‘‘small business concern’’ has 
the meaning given that term under section 3 
of the Small Business Act (15 U.S.C. 632). 


(2) STUDY.— 
(A) IN GENERAL.—The Chief Counsel, in 


consultation with the General Counsel, shall 
conduct a study of the effects of eliminating 
the use of dates of invention in determining 
whether an applicant is entitled to a patent 
under title 35, United States Code. 


(B) AREAS OF STUDY.—The study conducted 
under subparagraph (A) shall include exam-
ination of the effects of eliminating the use 
of invention dates, including examining— 


(i) how the change would affect the ability 
of small business concerns to obtain patents 
and their costs of obtaining patents; 


(ii) whether the change would create, miti-
gate, or exacerbate any disadvantage for ap-
plicants for patents that are small business 
concerns relative to applicants for patents 
that are not small business concerns, and 
whether the change would create any advan-
tages for applicants for patents that are 
small business concerns relative to appli-


cants for patents that are not small business 
concerns; 


(iii) the cost savings and other potential 
benefits to small business concerns of the 
change; and 


(iv) the feasibility and costs and benefits 
to small business concerns of alternative 
means of determining whether an applicant 
is entitled to a patent under title 35, United 
States Code. 


(3) REPORT.—Not later than 1 year after 
the date of enactment of this Act, the Chief 
Counsel shall submit to the Committee on 
Small Business and Entrepreneurship and 
the Committee on the Judiciary of the Sen-
ate and the Committee on Small Business 
and the Committee on the Judiciary of the 
House of Representatives a report regarding 
the results of the study under paragraph (2). 


(n) REPORT ON PRIOR USER RIGHTS.— 
(1) IN GENERAL.—Not later than 1 year after 


the date of the enactment of this Act, the 
Director shall report, to the Committee on 
the Judiciary of the Senate and the Com-
mittee on the Judiciary of the House of Rep-
resentatives, the findings and recommenda-
tions of the Director on the operation of 
prior user rights in selected countries in the 
industrialized world. The report shall include 
the following: 


(A) A comparison between patent laws of 
the United States and the laws of other in-
dustrialized countries, including members of 
the European Union and Japan, Canada, and 
Australia. 


(B) An analysis of the effect of prior user 
rights on innovation rates in the selected 
countries. 


(C) An analysis of the correlation, if any, 
between prior user rights and start-up enter-
prises and the ability to attract venture cap-
ital to start new companies. 


(D) An analysis of the effect of prior user 
rights, if any, on small businesses, univer-
sities, and individual inventors. 


(E) An analysis of legal and constitutional 
issues, if any, that arise from placing trade 
secret law in patent law. 


(F) An analysis of whether the change to a 
first-to-file patent system creates a par-
ticular need for prior user rights. 


(2) CONSULTATION WITH OTHER AGENCIES.—In 
preparing the report required under para-
graph (1), the Director shall consult with the 
United States Trade Representative, the Sec-
retary of State, and the Attorney General. 


(o) EFFECTIVE DATE.— 
(1) IN GENERAL.—Except as otherwise pro-


vided by this section, the amendments made 
by this section shall take effect on the date 
that is 18 months after the date of the enact-
ment of this Act, and shall apply to any ap-
plication for patent, and to any patent 
issuing thereon, that contains or contained 
at any time— 


(A) a claim to a claimed invention that has 
an effective filing date as defined in section 
100(i) of title 35, United States Code, that is 
18 months or more after the date of the en-
actment of this Act; or 


(B) a specific reference under section 120, 
121, or 365(c) of title 35, United States Code, 
to any patent or application that contains or 
contained at any time such a claim. 


(2) INTERFERING PATENTS.—The provisions 
of sections 102(g), 135, and 291 of title 35, 
United States Code, in effect on the day 
prior to the date of the enactment of this 
Act, shall apply to each claim of an applica-
tion for patent, and any patent issued there-
on, for which the amendments made by this 
section also apply, if such application or pat-
ent contains or contained at any time— 


(A) a claim to an invention having an ef-
fective filing date as defined in section 100(i) 
of title 35, United States Code, earlier than 
18 months after the date of the enactment of 
this Act; or 


(B) a specific reference under section 120, 
121, or 365(c) of title 35, United States Code, 
to any patent or application that contains or 
contained at any time such a claim. 
SEC. 3. INVENTOR’S OATH OR DECLARATION. 


(a) INVENTOR’S OATH OR DECLARATION.— 
(1) IN GENERAL.—Section 115 of title 35, 


United States Code, is amended to read as 
follows: 
‘‘§ 115. Inventor’s oath or declaration 


‘‘(a) NAMING THE INVENTOR; INVENTOR’S 
OATH OR DECLARATION.—An application for 
patent that is filed under section 111(a) or 
commences the national stage under section 
371 shall include, or be amended to include, 
the name of the inventor for any invention 
claimed in the application. Except as other-
wise provided in this section, each individual 
who is the inventor or a joint inventor of a 
claimed invention in an application for pat-
ent shall execute an oath or declaration in 
connection with the application. 


‘‘(b) REQUIRED STATEMENTS.—An oath or 
declaration under subsection (a) shall con-
tain statements that— 


‘‘(1) the application was made or was au-
thorized to be made by the affiant or declar-
ant; and 


‘‘(2) such individual believes himself or 
herself to be the original inventor or an 
original joint inventor of a claimed inven-
tion in the application. 


‘‘(c) ADDITIONAL REQUIREMENTS.—The Di-
rector may specify additional information 
relating to the inventor and the invention 
that is required to be included in an oath or 
declaration under subsection (a). 


‘‘(d) SUBSTITUTE STATEMENT.— 
‘‘(1) IN GENERAL.—In lieu of executing an 


oath or declaration under subsection (a), the 
applicant for patent may provide a sub-
stitute statement under the circumstances 
described in paragraph (2) and such addi-
tional circumstances that the Director may 
specify by regulation. 


‘‘(2) PERMITTED CIRCUMSTANCES.—A sub-
stitute statement under paragraph (1) is per-
mitted with respect to any individual who— 


‘‘(A) is unable to file the oath or declara-
tion under subsection (a) because the indi-
vidual— 


‘‘(i) is deceased; 
‘‘(ii) is under legal incapacity; or 
‘‘(iii) cannot be found or reached after dili-


gent effort; or 
‘‘(B) is under an obligation to assign the 


invention but has refused to make the oath 
or declaration required under subsection (a). 


‘‘(3) CONTENTS.—A substitute statement 
under this subsection shall— 


‘‘(A) identify the individual with respect to 
whom the statement applies; 


‘‘(B) set forth the circumstances rep-
resenting the permitted basis for the filing of 
the substitute statement in lieu of the oath 
or declaration under subsection (a); and 


‘‘(C) contain any additional information, 
including any showing, required by the Di-
rector. 


‘‘(e) MAKING REQUIRED STATEMENTS IN AS-
SIGNMENT OF RECORD.—An individual who is 
under an obligation of assignment of an ap-
plication for patent may include the re-
quired statements under subsections (b) and 
(c) in the assignment executed by the indi-
vidual, in lieu of filing such statements sepa-
rately. 


‘‘(f) TIME FOR FILING.—A notice of allow-
ance under section 151 may be provided to an 
applicant for patent only if the applicant for 
patent has filed each required oath or dec-
laration under subsection (a) or has filed a 
substitute statement under subsection (d) or 
recorded an assignment meeting the require-
ments of subsection (e). 


‘‘(g) EARLIER-FILED APPLICATION CON-
TAINING REQUIRED STATEMENTS OR SUB-
STITUTE STATEMENT.— 
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‘‘(1) EXCEPTION.—The requirements under 


this section shall not apply to an individual 
with respect to an application for patent in 
which the individual is named as the inven-
tor or a joint inventor and who claims the 
benefit under section 120, 121, or 365(c) of the 
filing of an earlier-filed application, if— 


‘‘(A) an oath or declaration meeting the re-
quirements of subsection (a) was executed by 
the individual and was filed in connection 
with the earlier-filed application; 


‘‘(B) a substitute statement meeting the 
requirements of subsection (d) was filed in 
the earlier filed application with respect to 
the individual; or 


‘‘(C) an assignment meeting the require-
ments of subsection (e) was executed with re-
spect to the earlier-filed application by the 
individual and was recorded in connection 
with the earlier-filed application. 


‘‘(2) COPIES OF OATHS, DECLARATIONS, 
STATEMENTS, OR ASSIGNMENTS.—Notwith-
standing paragraph (1), the Director may re-
quire that a copy of the executed oath or 
declaration, the substitute statement, or the 
assignment filed in the earlier-filed applica-
tion be included in the later-filed applica-
tion. 


‘‘(h) SUPPLEMENTAL AND CORRECTED STATE-
MENTS; FILING ADDITIONAL STATEMENTS.— 


‘‘(1) IN GENERAL.—Any person making a 
statement required under this section may 
withdraw, replace, or otherwise correct the 
statement at any time. If a change is made 
in the naming of the inventor requiring the 
filing of 1 or more additional statements 
under this section, the Director shall estab-
lish regulations under which such additional 
statements may be filed. 


‘‘(2) SUPPLEMENTAL STATEMENTS NOT RE-
QUIRED.—If an individual has executed an 
oath or declaration meeting the require-
ments of subsection (a) or an assignment 
meeting the requirements of subsection (e) 
with respect to an application for patent, the 
Director may not thereafter require that in-
dividual to make any additional oath, dec-
laration, or other statement equivalent to 
those required by this section in connection 
with the application for patent or any patent 
issuing thereon. 


‘‘(3) SAVINGS CLAUSE.—No patent shall be 
invalid or unenforceable based upon the fail-
ure to comply with a requirement under this 
section if the failure is remedied as provided 
under paragraph (1). 


‘‘(i) ACKNOWLEDGMENT OF PENALTIES.—Any 
declaration or statement filed pursuant to 
this section shall contain an acknowledg-
ment that any willful false statement made 
in such declaration or statement is punish-
able under section 1001 of title 18 by fine or 
imprisonment of not more than 5 years, or 
both.’’. 


(2) RELATIONSHIP TO DIVISIONAL APPLICA-
TIONS.—Section 121 of title 35, United States 
Code, is amended by striking ‘‘If a divisional 
application’’ and all that follows through 
‘‘inventor.’’. 


(3) REQUIREMENTS FOR NONPROVISIONAL AP-
PLICATIONS.—Section 111(a) of title 35, United 
States Code, is amended— 


(A) in paragraph (2)(C), by striking ‘‘by the 
applicant’’ and inserting ‘‘or declaration’’; 


(B) in the heading for paragraph (3), by in-
serting ‘‘OR DECLARATION’’ after ‘‘AND OATH’’; 
and 


(C) by inserting ‘‘or declaration’’ after 
‘‘and oath’’ each place it appears. 


(4) CONFORMING AMENDMENT.—The item re-
lating to section 115 in the table of sections 
for chapter 11 of title 35, United States Code, 
is amended to read as follows: 
‘‘115. Inventor’s oath or declaration.’’. 


(b) FILING BY OTHER THAN INVENTOR.— 
(1) IN GENERAL.—Section 118 of title 35, 


United States Code, is amended to read as 
follows: 


‘‘§ 118. Filing by other than inventor 
‘‘A person to whom the inventor has as-


signed or is under an obligation to assign the 
invention may make an application for pat-
ent. A person who otherwise shows sufficient 
proprietary interest in the matter may make 
an application for patent on behalf of and as 
agent for the inventor on proof of the perti-
nent facts and a showing that such action is 
appropriate to preserve the rights of the par-
ties. If the Director grants a patent on an ap-
plication filed under this section by a person 
other than the inventor, the patent shall be 
granted to the real party in interest and 
upon such notice to the inventor as the Di-
rector considers to be sufficient.’’. 


(2) CONFORMING AMENDMENT.—Section 251 
of title 35, United States Code, is amended in 
the third undesignated paragraph by insert-
ing ‘‘or the application for the original pat-
ent was filed by the assignee of the entire in-
terest’’ after ‘‘claims of the original patent’’. 


(c) SPECIFICATION.—Section 112 of title 35, 
United States Code, is amended— 


(1) in the first paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(a) IN GENERAL.—The specifica-
tion’’; and 


(B) by striking ‘‘of carrying out his inven-
tion’’ and inserting ‘‘or joint inventor of car-
rying out the invention’’; 


(2) in the second paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(b) CONCLUSION.—The specifica-
tion’’; and 


(B) by striking ‘‘applicant regards as his 
invention’’ and inserting ‘‘inventor or a joint 
inventor regards as the invention’’; 


(3) in the third paragraph, by striking ‘‘A 
claim’’ and inserting ‘‘(c) FORM.—A claim’’; 


(4) in the fourth paragraph, by striking 
‘‘Subject to the following paragraph,’’ and 
inserting ‘‘(d) REFERENCE IN DEPENDENT 
FORMS.—Subject to subsection (e),’’; 


(5) in the fifth paragraph, by striking ‘‘A 
claim’’ and inserting ‘‘(e) REFERENCE IN MUL-
TIPLE DEPENDENT FORM.—A claim’’; and 


(6) in the last paragraph, by striking ‘‘An 
element’’ and inserting ‘‘(f) ELEMENT IN 
CLAIM FOR A COMBINATION.—An element’’. 


(d) CONFORMING AMENDMENTS.— 
(1) Sections 111(b)(1)(A) is amended by 


striking ‘‘the first paragraph of section 112 of 
this title’’ and inserting ‘‘section 112(a)’’. 


(2) Section 111(b)(2) is amended by striking 
‘‘the second through fifth paragraphs of sec-
tion 112,’’ and inserting ‘‘subsections (b) 
through (e) of section 112,’’. 


(e) EFFECTIVE DATE.—The amendments 
made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to patent applications that 
are filed on or after that effective date. 
SEC. 4. VIRTUAL MARKING AND ADVICE OF 


COUNSEL. 
(a) DEFENSE TO INFRINGEMENT BASED ON 


EARLIER INVENTOR.—Section 273(b)(6) of title 
35, United States Code, is amended to read as 
follows: 


‘‘(6) PERSONAL DEFENSE.—The defense 
under this section may be asserted only by 
the person who performed or caused the per-
formance of the acts necessary to establish 
the defense as well as any other entity that 
controls, is controlled by, or is under com-
mon control with such person and, except for 
any transfer to the patent owner, the right 
to assert the defense shall not be licensed or 
assigned or transferred to another person ex-
cept as an ancillary and subordinate part of 
a good faith assignment or transfer for other 
reasons of the entire enterprise or line of 
business to which the defense relates. Not-
withstanding the preceding sentence, any 
person may, on its own behalf, assert a de-
fense based on the exhaustion of rights pro-
vided under paragraph (3), including any nec-
essary elements thereof.’’. 


(b) VIRTUAL MARKING.—Section 287(a) of 
title 35, United States Code, is amended by 
inserting ‘‘, or by fixing thereon the word 
‘patent’ or the abbreviation ‘pat.’ together 
with an address of a posting on the Internet, 
accessible to the public without charge for 
accessing the address, that associates the 
patented article with the number of the pat-
ent’’ before ‘‘, or when’’. 


(c) ADVICE OF COUNSEL.—Chapter 29 of title 
35, United States Code, is amended by adding 
at the end the following: 
‘‘§ 298. Advice of Counsel 


‘‘The failure of an infringer to obtain the 
advice of counsel with respect to any alleg-
edly infringed patent or the failure of the in-
fringer to present such advice to the court or 
jury may not be used to prove that the ac-
cused infringer willfully infringed the patent 
or that the infringer intended to induce in-
fringement of the patent.’’. 


(d) EFFECTIVE DATE.—The amendments 
made by this section shall apply to any civil 
action commenced on or after the date of the 
enactment of this Act. 
SEC. 5. POST-GRANT REVIEW PROCEEDINGS. 


(a) INTER PARTES REVIEW.—Chapter 31 of 
title 35, United States Code, is amended to 
read as follows: 


‘‘CHAPTER 31—INTER PARTES REVIEW 
‘‘Sec. 
‘‘311. Inter partes review. 
‘‘312. Petitions. 
‘‘313. Preliminary response to petition. 
‘‘314. Institution of inter partes review. 
‘‘315. Relation to other proceedings or ac-


tions. 
‘‘316. Conduct of inter partes review. 
‘‘317. Settlement. 
‘‘318. Decision of the board. 
‘‘319. Appeal. 
‘‘§ 311. Inter partes review 


‘‘(a) IN GENERAL.—Subject to the provi-
sions of this chapter, a person who is not the 
patent owner may file with the Office a peti-
tion to institute an inter partes review for a 
patent. The Director shall establish, by regu-
lation, fees to be paid by the person request-
ing the review, in such amounts as the Direc-
tor determines to be reasonable, considering 
the aggregate costs of the review. 


‘‘(b) SCOPE.—A petitioner in an inter partes 
review may request to cancel as 
unpatentable 1 or more claims of a patent 
only on a ground that could be raised under 
section 102 or 103 and only on the basis of 
prior art consisting of patents or printed 
publications. 


‘‘(c) FILING DEADLINE.—A petition for inter 
partes review shall be filed after the later of 
either— 


‘‘(1) 9 months after the grant of a patent or 
issuance of a reissue of a patent; or 


‘‘(2) if a post-grant review is instituted 
under chapter 32, the date of the termination 
of such post-grant review. 
‘‘§ 312. Petitions 


‘‘(a) REQUIREMENTS OF PETITION.—A peti-
tion filed under section 311 may be consid-
ered only if— 


‘‘(1) the petition is accompanied by pay-
ment of the fee established by the Director 
under section 311; 


‘‘(2) the petition identifies all real parties 
in interest; 


‘‘(3) the petition identifies, in writing and 
with particularity, each claim challenged, 
the grounds on which the challenge to each 
claim is based, and the evidence that sup-
ports the grounds for the challenge to each 
claim, including— 


‘‘(A) copies of patents and printed publica-
tions that the petitioner relies upon in sup-
port of the petition; and 


‘‘(B) affidavits or declarations of sup-
porting evidence and opinions, if the peti-
tioner relies on expert opinions; 
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‘‘(4) the petition provides such other infor-


mation as the Director may require by regu-
lation; and 


‘‘(5) the petitioner provides copies of any of 
the documents required under paragraphs (2), 
(3), and (4) to the patent owner or, if applica-
ble, the designated representative of the pat-
ent owner. 


‘‘(b) PUBLIC AVAILABILITY.—As soon as 
practicable after the receipt of a petition 
under section 311, the Director shall make 
the petition available to the public. 
‘‘§ 313. Preliminary response to petition 


‘‘(a) PRELIMINARY RESPONSE.—If an inter 
partes review petition is filed under section 
311, the patent owner shall have the right to 
file a preliminary response within a time pe-
riod set by the Director. 


‘‘(b) CONTENT OF RESPONSE.—A preliminary 
response to a petition for inter partes review 
shall set forth reasons why no inter partes 
review should be instituted based upon the 
failure of the petition to meet any require-
ment of this chapter. 
‘‘§ 314. Institution of inter partes review 


‘‘(a) THRESHOLD.—The Director may not 
authorize an inter partes review to com-
mence unless the Director determines that 
the information presented in the petition 
filed under section 311 and any response filed 
under section 313 shows that there is a rea-
sonable likelihood that the petitioner would 
prevail with respect to at least 1 of the 
claims challenged in the petition. 


‘‘(b) TIMING.—The Director shall determine 
whether to institute an inter partes review 
under this chapter within 3 months after re-
ceiving a preliminary response under section 
313 or, if none is filed, within three months 
after the expiration of the time for filing 
such a response. 


‘‘(c) NOTICE.—The Director shall notify the 
petitioner and patent owner, in writing, of 
the Director’s determination under sub-
section (a), and shall make such notice avail-
able to the public as soon as is practicable. 
Such notice shall list the date on which the 
review shall commence. 


‘‘(d) NO APPEAL.—The determination by 
the Director whether to institute an inter 
partes review under this section shall be 
final and nonappealable. 
‘‘§ 315. Relation to other proceedings or ac-


tions 
‘‘(a) INFRINGER’S ACTION.—An inter partes 


review may not be instituted or maintained 
if the petitioner or real party in interest has 
filed a civil action challenging the validity 
of a claim of the patent. 


‘‘(b) PATENT OWNER’S ACTION.—An inter 
partes review may not be instituted if the 
petition requesting the proceeding is filed 
more than 6 months after the date on which 
the petitioner, real party in interest, or his 
privy is served with a complaint alleging in-
fringement of the patent. The time limita-
tion set forth in the preceding sentence shall 
not apply to a request for joinder under sub-
section (c). 


‘‘(c) JOINDER.—If the Director institutes an 
inter partes review, the Director, in his dis-
cretion, may join as a party to that inter 
partes review any person who properly files a 
petition under section 311 that the Director, 
after receiving a preliminary response under 
section 313 or the expiration of the time for 
filing such a response, determines warrants 
the institution of an inter partes review 
under section 314. 


‘‘(d) MULTIPLE PROCEEDINGS.—Notwith-
standing sections 135(a), 251, and 252, and 
chapter 30, during the pendency of an inter 
partes review, if another proceeding or mat-
ter involving the patent is before the Office, 
the Director may determine the manner in 
which the inter partes review or other pro-


ceeding or matter may proceed, including 
providing for stay, transfer, consolidation, or 
termination of any such matter or pro-
ceeding. 


‘‘(e) ESTOPPEL.— 
‘‘(1) PROCEEDINGS BEFORE THE OFFICE.—The 


petitioner in an inter partes review under 
this chapter, or his real party in interest or 
privy, may not request or maintain a pro-
ceeding before the Office with respect to a 
claim on any ground that the petitioner 
raised or reasonably could have raised during 
an inter partes review of the claim that re-
sulted in a final written decision under sec-
tion 318(a). 


‘‘(2) CIVIL ACTIONS AND OTHER PRO-
CEEDINGS.—The petitioner in an inter partes 
review under this chapter, or his real party 
in interest or privy, may not assert either in 
a civil action arising in whole or in part 
under section 1338 of title 28 or in a pro-
ceeding before the International Trade Com-
mission that a claim in a patent is invalid on 
any ground that the petitioner raised or rea-
sonably could have raised during an inter 
partes review of the claim that resulted in a 
final written decision under section 318(a). 
‘‘§ 316. Conduct of inter partes review 


‘‘(a) REGULATIONS.—The Director shall pre-
scribe regulations— 


‘‘(1) providing that the file of any pro-
ceeding under this chapter shall be made 
available to the public, except that any peti-
tion or document filed with the intent that 
it be sealed shall be accompanied by a mo-
tion to seal, and such petition or document 
shall be treated as sealed pending the out-
come of the ruling on the motion; 


‘‘(2) setting forth the standards for the 
showing of sufficient grounds to institute a 
review under section 314(a); 


‘‘(3) establishing procedures for the sub-
mission of supplemental information after 
the petition is filed; 


‘‘(4) in accordance with section 2(b)(2), es-
tablishing and governing inter partes review 
under this chapter and the relationship of 
such review to other proceedings under this 
title; 


‘‘(5) setting a time period for requesting 
joinder under section 315(c); 


‘‘(6) setting forth standards and procedures 
for discovery of relevant evidence, including 
that such discovery shall be limited to— 


‘‘(A) the deposition of witnesses submit-
ting affidavits or declarations; and 


‘‘(B) what is otherwise necessary in the in-
terest of justice; 


‘‘(7) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other im-
proper use of the proceeding, such as to har-
ass or to cause unnecessary delay or an un-
necessary increase in the cost of the pro-
ceeding; 


‘‘(8) providing for protective orders gov-
erning the exchange and submission of con-
fidential information; 


‘‘(9) allowing the patent owner to file a re-
sponse to the petition after an inter partes 
review has been instituted, and requiring 
that the patent owner file with such re-
sponse, through affidavits or declarations, 
any additional factual evidence and expert 
opinions on which the patent owner relies in 
support of the response; 


‘‘(10) setting forth standards and proce-
dures for allowing the patent owner to move 
to amend the patent under subsection (d) to 
cancel a challenged claim or propose a rea-
sonable number of substitute claims, and en-
suring that any information submitted by 
the patent owner in support of any amend-
ment entered under subsection (d) is made 
available to the public as part of the pros-
ecution history of the patent; 


‘‘(11) providing either party with the right 
to an oral hearing as part of the proceeding; 
and 


‘‘(12) requiring that the final determina-
tion in an inter partes review be issued not 
later than 1 year after the date on which the 
Director notices the institution of a review 
under this chapter, except that the Director 
may, for good cause shown, extend the 1-year 
period by not more than 6 months, and may 
adjust the time periods in this paragraph in 
the case of joinder under section 315(c). 


‘‘(b) CONSIDERATIONS.—In prescribing regu-
lations under this section, the Director shall 
consider the effect of any such regulation on 
the economy, the integrity of the patent sys-
tem, the efficient administration of the Of-
fice, and the ability of the Office to timely 
complete proceedings instituted under this 
chapter. 


‘‘(c) PATENT TRIAL AND APPEAL BOARD.— 
The Patent Trial and Appeal Board shall, in 
accordance with section 6, conduct each pro-
ceeding authorized by the Director. 


‘‘(d) AMENDMENT OF THE PATENT.— 
‘‘(1) IN GENERAL.—During an inter partes 


review instituted under this chapter, the 
patent owner may file 1 motion to amend the 
patent in 1 or more of the following ways: 


‘‘(A) Cancel any challenged patent claim. 
‘‘(B) For each challenged claim, propose a 


reasonable number of substitute claims. 
‘‘(2) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted upon the 
joint request of the petitioner and the patent 
owner to materially advance the settlement 
of a proceeding under section 317, or as per-
mitted by regulations prescribed by the Di-
rector. 


‘‘(3) SCOPE OF CLAIMS.—An amendment 
under this subsection may not enlarge the 
scope of the claims of the patent or intro-
duce new matter. 


‘‘(e) EVIDENTIARY STANDARDS.—In an inter 
partes review instituted under this chapter, 
the petitioner shall have the burden of prov-
ing a proposition of unpatentability by a pre-
ponderance of the evidence. 
‘‘§ 317. Settlement 


‘‘(a) IN GENERAL.—An inter partes review 
instituted under this chapter shall be termi-
nated with respect to any petitioner upon 
the joint request of the petitioner and the 
patent owner, unless the Office has decided 
the merits of the proceeding before the re-
quest for termination is filed. If the inter 
partes review is terminated with respect to a 
petitioner under this section, no estoppel 
under section 315(e) shall apply to that peti-
tioner. If no petitioner remains in the inter 
partes review, the Office may terminate the 
review or proceed to a final written decision 
under section 318(a). 


‘‘(b) AGREEMENTS IN WRITING.—Any agree-
ment or understanding between the patent 
owner and a petitioner, including any collat-
eral agreements referred to in such agree-
ment or understanding, made in connection 
with, or in contemplation of, the termi-
nation of an inter partes review under this 
section shall be in writing and a true copy of 
such agreement or understanding shall be 
filed in the Office before the termination of 
the inter partes review as between the par-
ties. If any party filing such agreement or 
understanding so requests, the copy shall be 
kept separate from the file of the inter 
partes review, and shall be made available 
only to Federal Government agencies upon 
written request, or to any other person on a 
showing of good cause. 
‘‘§ 318. Decision of the board 


‘‘(a) FINAL WRITTEN DECISION.—If an inter 
partes review is instituted and not dismissed 
under this chapter, the Patent Trial and Ap-
peal Board shall issue a final written deci-
sion with respect to the patentability of any 
patent claim challenged by the petitioner 
and any new claim added under section 
316(d). 
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‘‘(b) CERTIFICATE.—If the Patent Trial and 


Appeal Board issues a final written decision 
under subsection (a) and the time for appeal 
has expired or any appeal has terminated, 
the Director shall issue and publish a certifi-
cate canceling any claim of the patent fi-
nally determined to be unpatentable, con-
firming any claim of the patent determined 
to be patentable, and incorporating in the 
patent by operation of the certificate any 
new or amended claim determined to be pat-
entable. 


‘‘(c) DATA ON LENGTH OF REVIEW.—The Pat-
ent and Trademark Office shall make avail-
able to the public data describing the length 
of time between the commencement of each 
inter partes review and the conclusion of 
that review. 
‘‘§ 319. Appeal 


‘‘A party dissatisfied with the final written 
decision of the Patent Trial and Appeal 
Board under section 318(a) may appeal the 
decision pursuant to sections 141 through 144. 
Any party to the inter partes review shall 
have the right to be a party to the appeal.’’. 


(b) TECHNICAL AND CONFORMING AMEND-
MENT.—The table of chapters for part III of 
title 35, United States Code, is amended by 
striking the item relating to chapter 31 and 
inserting the following: 
‘‘31. Inter Partes Review .................... 311.’’. 


(c) REGULATIONS AND EFFECTIVE DATE.— 
(1) REGULATIONS.—The Director shall, not 


later than the date that is 1 year after the 
date of the enactment of this Act, issue regu-
lations to carry out chapter 31 of title 35, 
United States Code, as amended by sub-
section (a) of this section. 


(2) APPLICABILITY.— 
(A) IN GENERAL.—The amendments made 


by subsection (a) shall take effect on the 
date that is 1 year after the date of the en-
actment of this Act and shall apply to all 
patents issued before, on, or after the effec-
tive date of subsection (a). 


(B) EXCEPTION.—The provisions of chapter 
31 of title 35, United States Code, as amended 
by paragraph (3), shall continue to apply to 
requests for inter partes reexamination that 
are filed prior to the effective date of sub-
section (a) as if subsection (a) had not been 
enacted. 


(C) GRADUATED IMPLEMENTATION.—The Di-
rector may impose a limit on the number of 
inter partes reviews that may be instituted 
during each of the first 4 years following the 
effective date of subsection (a), provided that 
such number shall in each year be equivalent 
to or greater than the number of inter partes 
reexaminations that are ordered in the last 
full fiscal year prior to the effective date of 
subsection (a). 


(3) TRANSITION.— 
(A) IN GENERAL.—Chapter 31 of title 35, 


United States Code, is amended— 
(i) in section 312— 
(I) in subsection (a)— 
(aa) in the first sentence, by striking ‘‘a 


substantial new question of patentability af-
fecting any claim of the patent concerned is 
raised by the request,’’ and inserting ‘‘the in-
formation presented in the request shows 
that there is a reasonable likelihood that the 
requester would prevail with respect to at 
least 1 of the claims challenged in the re-
quest,’’; and 


(bb) in the second sentence, by striking 
‘‘The existence of a substantial new question 
of patentability’’ and inserting ‘‘A showing 
that there is a reasonable likelihood that the 
requester would prevail with respect to at 
least 1 of the claims challenged in the re-
quest’’; and 


(II) in subsection (c), in the second sen-
tence, by striking ‘‘no substantial new ques-
tion of patentability has been raised,’’ and 
inserting ‘‘the showing required by sub-
section (a) has not been made,’’; and 


(ii) in section 313, by striking ‘‘a substan-
tial new question of patentability affecting a 
claim of the patent is raised’’ and inserting 
‘‘it has been shown that there is a reasonable 
likelihood that the requester would prevail 
with respect to at least 1 of the claims chal-
lenged in the request’’. 


(B) APPLICATION.—The amendments made 
by this paragraph shall apply to requests for 
inter partes reexamination that are filed on 
or after the date of the enactment of this 
Act, but prior to the effective date of sub-
section (a). 


(d) POST-GRANT REVIEW.—Part III of title 
35, United States Code, is amended by adding 
at the end the following: 


‘‘CHAPTER 32—POST-GRANT REVIEW 
‘‘Sec. 
‘‘321. Post-grant review. 
‘‘322. Petitions. 
‘‘323. Preliminary response to petition. 
‘‘324. Institution of post-grant review. 
‘‘325. Relation to other proceedings or ac-


tions. 
‘‘326. Conduct of post-grant review. 
‘‘327. Settlement. 
‘‘328. Decision of the board. 
‘‘329. Appeal. 
‘‘§ 321. Post-grant review 


‘‘(a) IN GENERAL.—Subject to the provi-
sions of this chapter, a person who is not the 
patent owner may file with the Office a peti-
tion to institute a post-grant review for a 
patent. The Director shall establish, by regu-
lation, fees to be paid by the person request-
ing the review, in such amounts as the Direc-
tor determines to be reasonable, considering 
the aggregate costs of the post-grant review. 


‘‘(b) SCOPE.—A petitioner in a post-grant 
review may request to cancel as 
unpatentable 1 or more claims of a patent on 
any ground that could be raised under para-
graph (2) or (3) of section 282(b) (relating to 
invalidity of the patent or any claim). 


‘‘(c) FILING DEADLINE.—A petition for a 
post-grant review shall be filed not later 
than 9 months after the grant of the patent 
or issuance of a reissue patent. 
‘‘§ 322. Petitions 


‘‘(a) REQUIREMENTS OF PETITION.—A peti-
tion filed under section 321 may be consid-
ered only if— 


‘‘(1) the petition is accompanied by pay-
ment of the fee established by the Director 
under section 321; 


‘‘(2) the petition identifies all real parties 
in interest; 


‘‘(3) the petition identifies, in writing and 
with particularity, each claim challenged, 
the grounds on which the challenge to each 
claim is based, and the evidence that sup-
ports the grounds for the challenge to each 
claim, including— 


‘‘(A) copies of patents and printed publica-
tions that the petitioner relies upon in sup-
port of the petition; and 


‘‘(B) affidavits or declarations of sup-
porting evidence and opinions, if the peti-
tioner relies on other factual evidence or on 
expert opinions; 


‘‘(4) the petition provides such other infor-
mation as the Director may require by regu-
lation; and 


‘‘(5) the petitioner provides copies of any of 
the documents required under paragraphs (2), 
(3), and (4) to the patent owner or, if applica-
ble, the designated representative of the pat-
ent owner. 


‘‘(b) PUBLIC AVAILABILITY.—As soon as 
practicable after the receipt of a petition 
under section 321, the Director shall make 
the petition available to the public. 
‘‘§ 323. Preliminary response to petition 


‘‘(a) PRELIMINARY RESPONSE.—If a post- 
grant review petition is filed under section 
321, the patent owner shall have the right to 


file a preliminary response within 2 months 
of the filing of the petition. 


‘‘(b) CONTENT OF RESPONSE.—A preliminary 
response to a petition for post-grant review 
shall set forth reasons why no post-grant re-
view should be instituted based upon the 
failure of the petition to meet any require-
ment of this chapter. 
‘‘§ 324. Institution of post-grant review 


‘‘(a) THRESHOLD.—The Director may not 
authorize a post-grant review to commence 
unless the Director determines that the in-
formation presented in the petition, if such 
information is not rebutted, would dem-
onstrate that it is more likely than not that 
at least 1 of the claims challenged in the pe-
tition is unpatentable. 


‘‘(b) ADDITIONAL GROUNDS.—The deter-
mination required under subsection (a) may 
also be satisfied by a showing that the peti-
tion raises a novel or unsettled legal ques-
tion that is important to other patents or 
patent applications. 


‘‘(c) TIMING.—The Director shall determine 
whether to institute a post-grant review 
under this chapter within 3 months after re-
ceiving a preliminary response under section 
323 or, if none is filed, the expiration of the 
time for filing such a response. 


‘‘(d) NOTICE.—The Director shall notify the 
petitioner and patent owner, in writing, of 
the Director’s determination under sub-
section (a) or (b), and shall make such notice 
available to the public as soon as is prac-
ticable. The Director shall make each notice 
of the institution of a post-grant review 
available to the public. Such notice shall list 
the date on which the review shall com-
mence. 


‘‘(e) NO APPEAL.—The determination by 
the Director whether to institute a post- 
grant review under this section shall be final 
and nonappealable. 
‘‘§ 325. Relation to other proceedings or ac-


tions 
‘‘(a) INFRINGER’S ACTION.—A post-grant re-


view may not be instituted or maintained if 
the petitioner or real party in interest has 
filed a civil action challenging the validity 
of a claim of the patent. 


‘‘(b) PRELIMINARY INJUNCTIONS.—If a civil 
action alleging infringement of a patent is 
filed within 3 months of the grant of the pat-
ent, the court may not stay its consideration 
of the patent owner’s motion for a prelimi-
nary injunction against infringement of the 
patent on the basis that a petition for post- 
grant review has been filed or that such a 
proceeding has been instituted. 


‘‘(c) JOINDER.—If more than 1 petition for a 
post-grant review is properly filed against 
the same patent and the Director determines 
that more than 1 of these petitions warrants 
the institution of a post-grant review under 
section 324, the Director may consolidate 
such reviews into a single post-grant review. 


‘‘(d) MULTIPLE PROCEEDINGS.—Notwith-
standing sections 135(a), 251, and 252, and 
chapter 30, during the pendency of any post- 
grant review, if another proceeding or mat-
ter involving the patent is before the Office, 
the Director may determine the manner in 
which the post-grant review or other pro-
ceeding or matter may proceed, including 
providing for stay, transfer, consolidation, or 
termination of any such matter or pro-
ceeding. In determining whether to institute 
or order a proceeding under this chapter, 
chapter 30, or chapter 31, the Director may 
take into account whether, and reject the pe-
tition or request because, the same or sub-
stantially the same prior art or arguments 
previously were presented to the Office. 


‘‘(e) ESTOPPEL.— 
‘‘(1) PROCEEDINGS BEFORE THE OFFICE.—The 


petitioner in a post-grant review under this 
chapter, or his real party in interest or 


VerDate Mar 15 2010 02:45 Mar 09, 2011 Jkt 099060 PO 00000 Frm 00052 Fmt 0624 Sfmt 0634 E:\CR\FM\A08MR6.021 S08MRPT1sr
ob


er
ts


 o
n 


D
S


K
G


8S
O


Y
B


1P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATE S1387 March 8, 2011 
privy, may not request or maintain a pro-
ceeding before the Office with respect to a 
claim on any ground that the petitioner 
raised or reasonably could have raised during 
a post-grant review of the claim that re-
sulted in a final written decision under sec-
tion 328(a). 


‘‘(2) CIVIL ACTIONS AND OTHER PRO-
CEEDINGS.—The petitioner in a post-grant re-
view under this chapter, or his real party in 
interest or privy, may not assert either in a 
civil action arising in whole or in part under 
section 1338 of title 28 or in a proceeding be-
fore the International Trade Commission 
that a claim in a patent is invalid on any 
ground that the petitioner raised during a 
post-grant review of the claim that resulted 
in a final written decision under section 
328(a). 


‘‘(f) REISSUE PATENTS.—A post-grant re-
view may not be instituted if the petition re-
quests cancellation of a claim in a reissue 
patent that is identical to or narrower than 
a claim in the original patent from which 
the reissue patent was issued, and the time 
limitations in section 321(c) would bar filing 
a petition for a post-grant review for such 
original patent. 
‘‘§ 326. Conduct of post-grant review 


‘‘(a) REGULATIONS.—The Director shall pre-
scribe regulations— 


‘‘(1) providing that the file of any pro-
ceeding under this chapter shall be made 
available to the public, except that any peti-
tion or document filed with the intent that 
it be sealed shall be accompanied by a mo-
tion to seal, and such petition or document 
shall be treated as sealed pending the out-
come of the ruling on the motion; 


‘‘(2) setting forth the standards for the 
showing of sufficient grounds to institute a 
review under subsections (a) and (b) of sec-
tion 324; 


‘‘(3) establishing procedures for the sub-
mission of supplemental information after 
the petition is filed; 


‘‘(4) in accordance with section 2(b)(2), es-
tablishing and governing a post-grant review 
under this chapter and the relationship of 
such review to other proceedings under this 
title; 


‘‘(5) setting forth standards and procedures 
for discovery of relevant evidence, including 
that such discovery shall be limited to evi-
dence directly related to factual assertions 
advanced by either party in the proceeding; 


‘‘(6) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other im-
proper use of the proceeding, such as to har-
ass or to cause unnecessary delay or an un-
necessary increase in the cost of the pro-
ceeding; 


‘‘(7) providing for protective orders gov-
erning the exchange and submission of con-
fidential information; 


‘‘(8) allowing the patent owner to file a re-
sponse to the petition after a post-grant re-
view has been instituted, and requiring that 
the patent owner file with such response, 
through affidavits or declarations, any addi-
tional factual evidence and expert opinions 
on which the patent owner relies in support 
of the response; 


‘‘(9) setting forth standards and procedures 
for allowing the patent owner to move to 
amend the patent under subsection (d) to 
cancel a challenged claim or propose a rea-
sonable number of substitute claims, and en-
suring that any information submitted by 
the patent owner in support of any amend-
ment entered under subsection (d) is made 
available to the public as part of the pros-
ecution history of the patent; 


‘‘(10) providing either party with the right 
to an oral hearing as part of the proceeding; 
and 


‘‘(11) requiring that the final determina-
tion in any post-grant review be issued not 


later than 1 year after the date on which the 
Director notices the institution of a pro-
ceeding under this chapter, except that the 
Director may, for good cause shown, extend 
the 1-year period by not more than 6 months, 
and may adjust the time periods in this para-
graph in the case of joinder under section 
325(c). 


‘‘(b) CONSIDERATIONS.—In prescribing regu-
lations under this section, the Director shall 
consider the effect of any such regulation on 
the economy, the integrity of the patent sys-
tem, the efficient administration of the Of-
fice, and the ability of the Office to timely 
complete proceedings instituted under this 
chapter. 


‘‘(c) PATENT TRIAL AND APPEAL BOARD.— 
The Patent Trial and Appeal Board shall, in 
accordance with section 6, conduct each pro-
ceeding authorized by the Director. 


‘‘(d) AMENDMENT OF THE PATENT.— 
‘‘(1) IN GENERAL.—During a post-grant re-


view instituted under this chapter, the pat-
ent owner may file 1 motion to amend the 
patent in 1 or more of the following ways: 


‘‘(A) Cancel any challenged patent claim. 
‘‘(B) For each challenged claim, propose a 


reasonable number of substitute claims. 
‘‘(2) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted upon the 
joint request of the petitioner and the patent 
owner to materially advance the settlement 
of a proceeding under section 327, or upon 
the request of the patent owner for good 
cause shown. 


‘‘(3) SCOPE OF CLAIMS.—An amendment 
under this subsection may not enlarge the 
scope of the claims of the patent or intro-
duce new matter. 


‘‘(e) EVIDENTIARY STANDARDS.—In a post- 
grant review instituted under this chapter, 
the petitioner shall have the burden of prov-
ing a proposition of unpatentability by a pre-
ponderance of the evidence. 
‘‘§ 327. Settlement 


‘‘(a) IN GENERAL.—A post-grant review in-
stituted under this chapter shall be termi-
nated with respect to any petitioner upon 
the joint request of the petitioner and the 
patent owner, unless the Office has decided 
the merits of the proceeding before the re-
quest for termination is filed. If the post- 
grant review is terminated with respect to a 
petitioner under this section, no estoppel 
under section 325(e) shall apply to that peti-
tioner. If no petitioner remains in the post- 
grant review, the Office may terminate the 
post-grant review or proceed to a final writ-
ten decision under section 328(a). 


‘‘(b) AGREEMENTS IN WRITING.—Any agree-
ment or understanding between the patent 
owner and a petitioner, including any collat-
eral agreements referred to in such agree-
ment or understanding, made in connection 
with, or in contemplation of, the termi-
nation of a post-grant review under this sec-
tion shall be in writing, and a true copy of 
such agreement or understanding shall be 
filed in the Office before the termination of 
the post-grant review as between the parties. 
If any party filing such agreement or under-
standing so requests, the copy shall be kept 
separate from the file of the post-grant re-
view, and shall be made available only to 
Federal Government agencies upon written 
request, or to any other person on a showing 
of good cause. 
‘‘§ 328. Decision of the board 


‘‘(a) FINAL WRITTEN DECISION.—If a post- 
grant review is instituted and not dismissed 
under this chapter, the Patent Trial and Ap-
peal Board shall issue a final written deci-
sion with respect to the patentability of any 
patent claim challenged by the petitioner 
and any new claim added under section 
326(d). 


‘‘(b) CERTIFICATE.—If the Patent Trial and 
Appeal Board issues a final written decision 


under subsection (a) and the time for appeal 
has expired or any appeal has terminated, 
the Director shall issue and publish a certifi-
cate canceling any claim of the patent fi-
nally determined to be unpatentable, con-
firming any claim of the patent determined 
to be patentable, and incorporating in the 
patent by operation of the certificate any 
new or amended claim determined to be pat-
entable. 


‘‘(c) DATA ON LENGTH OF REVIEW.—The Pat-
ent and Trademark Office shall make avail-
able to the public data describing the length 
of time between the commencement of each 
post-grant review and the conclusion of that 
review. 
‘‘§ 329. Appeal 


‘‘A party dissatisfied with the final written 
decision of the Patent Trial and Appeal 
Board under section 328(a) may appeal the 
decision pursuant to sections 141 through 144. 
Any party to the post-grant review shall 
have the right to be a party to the appeal.’’. 


(e) TECHNICAL AND CONFORMING AMEND-
MENT.—The table of chapters for part III of 
title 35, United States Code, is amended by 
adding at the end the following: 
‘‘32. Post-Grant Review ..................... 321.’’. 


(f) REGULATIONS AND EFFECTIVE DATE.— 
(1) REGULATIONS.—The Director shall, not 


later than the date that is 1 year after the 
date of the enactment of this Act, issue regu-
lations to carry out chapter 32 of title 35, 
United States Code, as added by subsection 
(d) of this section. 


(2) APPLICABILITY.—The amendments made 
by subsection (d) shall take effect on the 
date that is 1 year after the date of the en-
actment of this Act and, except as provided 
in section 18 and in paragraph (3), shall apply 
only to patents that are described in section 
2(o)(1). The Director may impose a limit on 
the number of post-grant reviews that may 
be instituted during each of the 4 years fol-
lowing the effective date of subsection (d). 


(3) PENDING INTERFERENCES.—The Director 
shall determine the procedures under which 
interferences commenced before the effective 
date of subsection (d) are to proceed, includ-
ing whether any such interference is to be 
dismissed without prejudice to the filing of a 
petition for a post-grant review under chap-
ter 32 of title 35, United States Code, or is to 
proceed as if this Act had not been enacted. 
The Director shall include such procedures 
in regulations issued under paragraph (1). 
For purposes of an interference that is com-
menced before the effective date of sub-
section (d), the Director may deem the Pat-
ent Trial and Appeal Board to be the Board 
of Patent Appeals and Interferences, and 
may allow the Patent Trial and Appeal 
Board to conduct any further proceedings in 
that interference. The authorization to ap-
peal or have remedy from derivation pro-
ceedings in sections 141(d) and 146 of title 35, 
United States Code, and the jurisdiction to 
entertain appeals from derivation pro-
ceedings in section 1295(a)(4)(A) of title 28, 
United States Code, shall be deemed to ex-
tend to final decisions in interferences that 
are commenced before the effective date of 
subsection (d) and that are not dismissed 
pursuant to this paragraph. 


(g) CITATION OF PRIOR ART AND WRITTEN 
STATEMENTS.— 


(1) IN GENERAL.—Section 301 of title 35, 
United States Code, is amended to read as 
follows: 
‘‘§ 301. Citation of prior art and written state-


ments 
‘‘(a) IN GENERAL.—Any person at any time 


may cite to the Office in writing— 
‘‘(1) prior art consisting of patents or 


printed publications which that person be-
lieves to have a bearing on the patentability 
of any claim of a particular patent; or 
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‘‘(2) statements of the patent owner filed in 


a proceeding before a Federal court or the 
Office in which the patent owner took a posi-
tion on the scope of any claim of a particular 
patent. 


‘‘(b) OFFICIAL FILE.—If the person citing 
prior art or written statements pursuant to 
subsection (a) explains in writing the perti-
nence and manner of applying the prior art 
or written statements to at least 1 claim of 
the patent, the citation of the prior art or 
written statements and the explanation 
thereof shall become a part of the official 
file of the patent. 


‘‘(c) ADDITIONAL INFORMATION.—A party 
that submits a written statement pursuant 
to subsection (a)(2) shall include any other 
documents, pleadings, or evidence from the 
proceeding in which the statement was filed 
that addresses the written statement. 


‘‘(d) LIMITATIONS.—A written statement 
submitted pursuant to subsection (a)(2), and 
additional information submitted pursuant 
to subsection (c), shall not be considered by 
the Office for any purpose other than to de-
termine the proper meaning of a patent 
claim in a proceeding that is ordered or in-
stituted pursuant to section 304, 314, or 324. If 
any such written statement or additional in-
formation is subject to an applicable protec-
tive order, it shall be redacted to exclude in-
formation that is subject to that order. 


‘‘(e) CONFIDENTIALITY.—Upon the written 
request of the person citing prior art or writ-
ten statements pursuant to subsection (a), 
that person’s identity shall be excluded from 
the patent file and kept confidential.’’. 


(2) EFFECTIVE DATE.—The amendment 
made by this subsection shall take effect 1 
year after the date of the enactment of this 
Act and shall apply to patents issued before, 
on, or after that effective date. 


(h) REEXAMINATION.— 
(1) DETERMINATION BY DIRECTOR.— 
(A) IN GENERAL.—Section 303(a) of title 35, 


United States Code, is amended by striking 
‘‘section 301 of this title’’ and inserting ‘‘sec-
tion 301 or 302’’. 


(B) EFFECTIVE DATE.—The amendment 
made by this paragraph shall take effect 1 
year after the date of the enactment of this 
Act and shall apply to patents issued before, 
on, or after that effective date. 


(2) APPEAL.— 
(A) IN GENERAL.—Section 306 of title 35, 


United States Code, is amended by striking 
‘‘145’’ and inserting ‘‘144’’. 


(B) EFFECTIVE DATE.—The amendment 
made by this paragraph shall take effect on 
the date of enactment of this Act and shall 
apply to appeals of reexaminations that are 
pending before the Board of Patent Appeals 
and Interferences or the Patent Trial and 
Appeal Board on or after the date of the en-
actment of this Act. 
SEC. 6. PATENT TRIAL AND APPEAL BOARD. 


(a) COMPOSITION AND DUTIES.—Section 6 of 
title 35, United States Code, is amended to 
read as follows: 
‘‘§ 6. Patent Trial and Appeal Board 


‘‘(a) There shall be in the Office a Patent 
Trial and Appeal Board. The Director, the 
Deputy Director, the Commissioner for Pat-
ents, the Commissioner for Trademarks, and 
the administrative patent judges shall con-
stitute the Patent Trial and Appeal Board. 
The administrative patent judges shall be 
persons of competent legal knowledge and 
scientific ability who are appointed by the 
Secretary, in consultation with the Director. 
Any reference in any Federal law, Executive 
order, rule, regulation, or delegation of au-
thority, or any document of or pertaining to 
the Board of Patent Appeals and Inter-
ferences is deemed to refer to the Patent 
Trial and Appeal Board. 


‘‘(b) The Patent Trial and Appeal Board 
shall— 


‘‘(1) on written appeal of an applicant, re-
view adverse decisions of examiners upon ap-
plications for patents pursuant to section 
134(a); 


‘‘(2) review appeals of reexaminations pur-
suant to section 134(b); 


‘‘(3) conduct derivation proceedings pursu-
ant to section 135; and 


‘‘(4) conduct inter partes reviews and post- 
grant reviews pursuant to chapters 31 and 32. 


‘‘(c) Each appeal, derivation proceeding, 
post-grant review, and inter partes review 
shall be heard by at least 3 members of the 
Patent Trial and Appeal Board, who shall be 
designated by the Director. Only the Patent 
Trial and Appeal Board may grant re-
hearings. 


‘‘(d) The Secretary of Commerce may, in 
his discretion, deem the appointment of an 
administrative patent judge who, before the 
date of the enactment of this subsection, 
held office pursuant to an appointment by 
the Director to take effect on the date on 
which the Director initially appointed the 
administrative patent judge. It shall be a de-
fense to a challenge to the appointment of an 
administrative patent judge on the basis of 
the judge’s having been originally appointed 
by the Director that the administrative pat-
ent judge so appointed was acting as a de 
facto officer.’’. 


(b) ADMINISTRATIVE APPEALS.—Section 134 
of title 35, United States Code, is amended— 


(1) in subsection (b), by striking ‘‘any reex-
amination proceeding’’ and inserting ‘‘a re-
examination’’; and 


(2) by striking subsection (c). 
(c) CIRCUIT APPEALS.— 
(1) IN GENERAL.—Section 141 of title 35, 


United States Code, is amended to read as 
follows: 
‘‘§ 141. Appeal to the Court of Appeals for the 


Federal Circuit 
‘‘(a) EXAMINATIONS.—An applicant who is 


dissatisfied with the final decision in an ap-
peal to the Patent Trial and Appeal Board 
under section 134(a) may appeal the Board’s 
decision to the United States Court of Ap-
peals for the Federal Circuit. By filing such 
an appeal, the applicant waives his right to 
proceed under section 145. 


‘‘(b) REEXAMINATIONS.—A patent owner 
who is dissatisfied with the final decision in 
an appeal of a reexamination to the Patent 
Trial and Appeal Board under section 134(b) 
may appeal the Board’s decision only to the 
United States Court of Appeals for the Fed-
eral Circuit. 


‘‘(c) POST-GRANT AND INTER PARTES RE-
VIEWS.—A party to a post-grant or inter 
partes review who is dissatisfied with the 
final written decision of the Patent Trial and 
Appeal Board under section 318(a) or 328(a) 
may appeal the Board’s decision only to the 
United States Court of Appeals for the Fed-
eral Circuit. 


‘‘(d) DERIVATION PROCEEDINGS.—A party to 
a derivation proceeding who is dissatisfied 
with the final decision of the Patent Trial 
and Appeal Board on the proceeding may ap-
peal the decision to the United States Court 
of Appeals for the Federal Circuit, but such 
appeal shall be dismissed if any adverse 
party to such derivation proceeding, within 
20 days after the appellant has filed notice of 
appeal in accordance with section 142, files 
notice with the Director that the party 
elects to have all further proceedings con-
ducted as provided in section 146. If the ap-
pellant does not, within 30 days after the fil-
ing of such notice by the adverse party, file 
a civil action under section 146, the Board’s 
decision shall govern the further proceedings 
in the case.’’. 


(2) JURISDICTION.—Section 1295(a)(4)(A) of 
title 28, United States Code, is amended to 
read as follows: 


‘‘(A) the Patent Trial and Appeal Board of 
the United States Patent and Trademark Of-
fice with respect to patent applications, deri-
vation proceedings, reexaminations, post- 
grant reviews, and inter partes reviews at 
the instance of a party who exercised his 
right to participate in a proceeding before or 
appeal to the Board, except that an applicant 
or a party to a derivation proceeding may 
also have remedy by civil action pursuant to 
section 145 or 146 of title 35. An appeal under 
this subparagraph of a decision of the Board 
with respect to an application or derivation 
proceeding shall waive the right of such ap-
plicant or party to proceed under section 145 
or 146 of title 35;’’. 


(3) PROCEEDINGS ON APPEAL.—Section 143 of 
title 35, United States Code, is amended— 


(A) by striking the third sentence and in-
serting the following: ‘‘In an ex parte case, 
the Director shall submit to the court in 
writing the grounds for the decision of the 
Patent and Trademark Office, addressing all 
of the issues raised in the appeal. The Direc-
tor shall have the right to intervene in an 
appeal from a decision entered by the Patent 
Trial and Appeal Board in a derivation pro-
ceeding under section 135 or in an inter 
partes or post-grant review under chapter 31 
or 32.’’; and 


(B) by repealing the second of the two iden-
tical fourth sentences. 


(d) EFFECTIVE DATE.—The amendments 
made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to proceedings commenced 
on or after that effective date, except that— 


(1) the extension of jurisdiction to the 
United States Court of Appeals for the Fed-
eral Circuit to entertain appeals of decisions 
of the Patent Trial and Appeal Board in re-
examinations under the amendment made by 
subsection (c)(2) shall be deemed to take ef-
fect on the date of enactment of this Act and 
shall extend to any decision of the Board of 
Patent Appeals and Interferences with re-
spect to a reexamination that is entered be-
fore, on, or after the date of the enactment 
of this Act; 


(2) the provisions of sections 6, 134, and 141 
of title 35, United States Code, in effect on 
the day prior to the date of the enactment of 
this Act shall continue to apply to inter 
partes reexaminations that are requested 
under section 311 prior to the date that is 1 
year after the date of the enactment of this 
Act; 


(3) the Patent Trial and Appeal Board may 
be deemed to be the Board of Patent Appeals 
and Interferences for purposes of appeals of 
inter partes reexaminations that are re-
quested under section 311 prior to the date 
that is 1 year after the date of the enactment 
of this Act; and 


(4) the Director’s right under the last sen-
tence of section 143 of title 35, United States 
Code, as amended by subsection (c)(3), to in-
tervene in an appeal from a decision entered 
by the Patent Trial and Appeal Board shall 
be deemed to extend to inter partes reexam-
inations that are requested under section 311 
prior to the date that is 1 year after the date 
of the enactment of this Act. 
SEC. 7. PREISSUANCE SUBMISSIONS BY THIRD 


PARTIES. 
(a) IN GENERAL.—Section 122 of title 35, 


United States Code, is amended by adding at 
the end the following: 


‘‘(e) PREISSUANCE SUBMISSIONS BY THIRD 
PARTIES.— 


‘‘(1) IN GENERAL.—Any third party may 
submit for consideration and inclusion in the 
record of a patent application, any patent, 
published patent application, or other print-
ed publication of potential relevance to the 
examination of the application, if such sub-
mission is made in writing before the earlier 
of— 
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‘‘(A) the date a notice of allowance under 


section 151 is given or mailed in the applica-
tion for patent; or 


‘‘(B) the later of— 
‘‘(i) 6 months after the date on which the 


application for patent is first published 
under section 122 by the Office, or 


‘‘(ii) the date of the first rejection under 
section 132 of any claim by the examiner dur-
ing the examination of the application for 
patent. 


‘‘(2) OTHER REQUIREMENTS.—Any submis-
sion under paragraph (1) shall— 


‘‘(A) set forth a concise description of the 
asserted relevance of each submitted docu-
ment; 


‘‘(B) be accompanied by such fee as the Di-
rector may prescribe; and 


‘‘(C) include a statement by the person 
making such submission affirming that the 
submission was made in compliance with 
this section.’’. 


(b) EFFECTIVE DATE.—The amendments 
made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to patent applications filed 
before, on, or after that effective date. 
SEC. 8. VENUE. 


(a) TECHNICAL AMENDMENTS RELATING TO 
VENUE.—Sections 32, 145, 146, 154(b)(4)(A), and 
293 of title 35, United States Code, and sec-
tion 21(b)(4) of the Act entitled ‘‘An Act to 
provide for the registration and protection of 
trademarks used in commerce, to carry out 
the provisions of certain international con-
ventions, and for other purposes’’, approved 
July 5, 1946 (commonly referred to as the 
‘‘Trademark Act of 1946’’ or the ‘‘Lanham 
Act’’; 15 U.S.C. 1071(b)(4)), are each amended 
by striking ‘‘United States District Court for 
the District of Columbia’’ each place that 
term appears and inserting ‘‘United States 
District Court for the Eastern District of 
Virginia’’. 


(b) EFFECTIVE DATE.—The amendments 
made by this section shall take effect upon 
the date of the enactment of this Act and 
shall apply to civil actions commenced on or 
after that date. 
SEC. 9. FEE SETTING AUTHORITY. 


(a) FEE SETTING.— 
(1) IN GENERAL.—The Director shall have 


authority to set or adjust by rule any fee es-
tablished, authorized, or charged under title 
35, United States Code, and the Trademark 
Act of 1946 (15 U.S.C. 1051 et seq.), notwith-
standing the fee amounts established, au-
thorized, or charged thereunder, for all serv-
ices performed by or materials furnished by, 
the Office, provided that patent and trade-
mark fee amounts are in the aggregate set to 
recover the estimated cost to the Office for 
processing, activities, services, and mate-
rials relating to patents and trademarks, re-
spectively, including proportionate shares of 
the administrative costs of the Office. 


(2) SMALL AND MICRO ENTITIES.—The fees 
established under paragraph (1) for filing, 
searching, examining, issuing, appealing, and 
maintaining patent applications and patents 
shall be reduced by 50 percent with respect 
to their application to any small entity that 
qualifies for reduced fees under section 
41(h)(1) of title 35, United States Code, and 
shall be reduced by 75 percent with respect 
to their application to any micro entity as 
defined in section 123 of that title. 


(3) REDUCTION OF FEES IN CERTAIN FISCAL 
YEARS.—In any fiscal year, the Director— 


(A) shall consult with the Patent Public 
Advisory Committee and the Trademark 
Public Advisory Committee on the advis-
ability of reducing any fees described in 
paragraph (1); and 


(B) after the consultation required under 
subparagraph (A), may reduce such fees. 


(4) ROLE OF THE PUBLIC ADVISORY COM-
MITTEE.—The Director shall— 


(A) submit to the Patent Public Advisory 
Committee or the Trademark Public Advi-
sory Committee, or both, as appropriate, any 
proposed fee under paragraph (1) not less 
than 45 days before publishing any proposed 
fee in the Federal Register; 


(B) provide the relevant advisory com-
mittee described in subparagraph (A) a 30- 
day period following the submission of any 
proposed fee, on which to deliberate, con-
sider, and comment on such proposal, and re-
quire that— 


(i) during such 30-day period, the relevant 
advisory committee hold a public hearing re-
lated to such proposal; and 


(ii) the Director shall assist the relevant 
advisory committee in carrying out such 
public hearing, including by offering the use 
of Office resources to notify and promote the 
hearing to the public and interested stake-
holders; 


(C) require the relevant advisory com-
mittee to make available to the public a 
written report detailing the comments, ad-
vice, and recommendations of the committee 
regarding any proposed fee; 


(D) consider and analyze any comments, 
advice, or recommendations received from 
the relevant advisory committee before set-
ting or adjusting any fee; and 


(E) notify, through the Chair and Ranking 
Member of the Senate and House Judiciary 
Committees, the Congress of any final rule 
setting or adjusting fees under paragraph (1). 


(5) PUBLICATION IN THE FEDERAL REG-
ISTER.— 


(A) IN GENERAL.—Any rules prescribed 
under this subsection shall be published in 
the Federal Register. 


(B) RATIONALE.—Any proposal for a change 
in fees under this section shall— 


(i) be published in the Federal Register; 
and 


(ii) include, in such publication, the spe-
cific rationale and purpose for the proposal, 
including the possible expectations or bene-
fits resulting from the proposed change. 


(C) PUBLIC COMMENT PERIOD.—Following 
the publication of any proposed fee in the 
Federal Register pursuant to subparagraph 
(A), the Director shall seek public comment 
for a period of not less than 45 days. 


(6) CONGRESSIONAL COMMENT PERIOD.—Fol-
lowing the notification described in para-
graph (3)(E), Congress shall have not more 
than 45 days to consider and comment on 
any final rule setting or adjusting fees under 
paragraph (1). No fee set or adjusted under 
paragraph (1) shall be effective prior to the 
end of such 45-day comment period. 


(7) RULE OF CONSTRUCTION.—No rules pre-
scribed under this subsection may diminish— 


(A) an applicant’s rights under title 35, 
United States Code, or the Trademark Act of 
1946; or 


(B) any rights under a ratified treaty. 


(b) FEES FOR PATENT SERVICES.—Division B 
of Public Law 108–447 is amended in title VIII 
of the Departments of Commerce, Justice, 
and State, the Judiciary, and Related Agen-
cies Appropriations Act, 2005— 


(1) in subsections (a), (b), and (c) of section 
801, by— 


(A) striking ‘‘During’’ and all that follows 
through ‘‘ 2006, subsection’’ and inserting 
‘‘Subsection’’; and 


(B) striking ‘‘shall be administered as 
though that subsection reads’’ and inserting 
‘‘is amended to read’’; 


(2) in subsection (d) of section 801, by strik-
ing ‘‘During’’ and all that follows through 
‘‘2006, subsection’’ and inserting ‘‘Sub-
section’’; and 


(3) in subsection (e) of section 801, by— 
(A) striking ‘‘During’’ and all that follows 


through ‘‘2006, subsection’’ and inserting 
‘‘Subsection’’; and 


(B) striking ‘‘shall be administered as 
though that subsection’’. 


(c) ADJUSTMENT OF TRADEMARK FEES.—Di-
vision B of Public Law 108–447 is amended in 
title VIII of the Departments of Commerce, 
Justice and State, the Judiciary and Related 
Agencies Appropriations Act, 2005, in section 
802(a) by striking ‘‘During fiscal years 2005, 
2006 and 2007’’, and inserting ‘‘Until such 
time as the Director sets or adjusts the fees 
otherwise,’’. 


(d) EFFECTIVE DATE, APPLICABILITY, AND 
TRANSITION PROVISIONS.—Division B of Pub-
lic Law 108–447 is amended in title VIII of the 
Departments of Commerce, Justice and 
State, the Judiciary and Related Agencies 
Appropriations Act, 2005, in section 803(a) by 
striking ‘‘and shall apply only with respect 
to the remaining portion of fiscal year 2005, 
2006 and 2007’’. 


(e) STATUTORY AUTHORITY.—Section 
41(d)(1)(A) of title 35, United States Code, is 
amended by striking ‘‘, and the Director may 
not increase any such fee thereafter’’. 


(f) RULE OF CONSTRUCTION.—Nothing in this 
section shall be construed to affect any other 
provision of Division B of Public Law 108–447, 
including section 801(c) of title VIII of the 
Departments of Commerce, Justice and 
State, the Judiciary and Related Agencies 
Appropriations Act, 2005. 


(g) DEFINITIONS.—In this section, the fol-
lowing definitions shall apply: 


(1) DIRECTOR.—The term ‘‘Director’’ means 
the Director of the United States Patent and 
Trademark Office. 


(2) OFFICE.—The term ‘‘Office’’ means the 
United States Patent and Trademark Office. 


(3) TRADEMARK ACT OF 1946.—The term 
‘‘Trademark Act of 1946’’ means an Act enti-
tled ‘‘Act to provide for the registration and 
protection of trademarks used in commerce, 
to carry out the provisions of certain inter-
national conventions, and for other pur-
poses’’, approved July 5, 1946 (15 U.S.C. 1051 
et seq.) (commonly referred to as the Trade-
mark Act of 1946 or the Lanham Act). 


(h) ELECTRONIC FILING INCENTIVE.— 
(1) IN GENERAL.—Notwithstanding any 


other provision of this section, a fee of $400 
shall be established for each application for 
an original patent, except for a design, plant, 
or provisional application, that is not filed 
by electronic means as prescribed by the Di-
rector. The fee established by this subsection 
shall be reduced 50 percent for small entities 
that qualify for reduced fees under section 
41(h)(1) of title 35, United States Code. All 
fees paid under this subsection shall be de-
posited in the Treasury as an offsetting re-
ceipt that shall not be available for obliga-
tion or expenditure. 


(2) EFFECTIVE DATE.—This subsection shall 
become effective 60 days after the date of the 
enactment of this Act. 


(i) REDUCTION IN FEES FOR SMALL ENTITY 
PATENTS.—The Director shall reduce fees for 
providing prioritized examination of utility 
and plant patent applications by 50 percent 
for small entities that qualify for reduced 
fees under section 41(h)(1) of title 35, United 
States Code, so long as the fees of the 
prioritized examination program are set to 
recover the estimated cost of the program. 


(j) EFFECTIVE DATE.—Except as provided in 
subsection (h), the provisions of this section 
shall take effect upon the date of the enact-
ment of this Act. 
SEC. 10. SUPPLEMENTAL EXAMINATION. 


(a) IN GENERAL.—Chapter 25 of title 35, 
United States Code, is amended by adding at 
the end the following: 
‘‘§ 257. Supplemental examinations to con-


sider, reconsider, or correct information 
‘‘(a) IN GENERAL.—A patent owner may re-


quest supplemental examination of a patent 
in the Office to consider, reconsider, or cor-
rect information believed to be relevant to 
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the patent. Within 3 months of the date a re-
quest for supplemental examination meeting 
the requirements of this section is received, 
the Director shall conduct the supplemental 
examination and shall conclude such exam-
ination by issuing a certificate indicating 
whether the information presented in the re-
quest raises a substantial new question of 
patentability. 


‘‘(b) REEXAMINATION ORDERED.—If a sub-
stantial new question of patentability is 
raised by 1 or more items of information in 
the request, the Director shall order reexam-
ination of the patent. The reexamination 
shall be conducted according to procedures 
established by chapter 30, except that the 
patent owner shall not have the right to file 
a statement pursuant to section 304. During 
the reexamination, the Director shall ad-
dress each substantial new question of pat-
entability identified during the supple-
mental examination, notwithstanding the 
limitations therein relating to patents and 
printed publication or any other provision of 
chapter 30. 


‘‘(c) EFFECT.— 
‘‘(1) IN GENERAL.—A patent shall not be 


held unenforceable on the basis of conduct 
relating to information that had not been 
considered, was inadequately considered, or 
was incorrect in a prior examination of the 
patent if the information was considered, re-
considered, or corrected during a supple-
mental examination of the patent. The mak-
ing of a request under subsection (a), or the 
absence thereof, shall not be relevant to en-
forceability of the patent under section 282. 


‘‘(2) EXCEPTIONS.— 
‘‘(A) PRIOR ALLEGATIONS.—This subsection 


shall not apply to an allegation pled with 
particularity, or set forth with particularity 
in a notice received by the patent owner 
under section 505(j)(2)(B)(iv)(II) of the Fed-
eral Food, Drug, and Cosmetic Act (21 U.S.C. 
355(j)(2)(B)(iv)(II)), before the date of a sup-
plemental-examination request under sub-
section (a) to consider, reconsider, or correct 
information forming the basis for the allega-
tion. 


‘‘(B) PATENT ENFORCEMENT ACTIONS.—In an 
action brought under section 337(a) of the 
Tariff Act of 1930 (19 U.S.C. 1337(a)), or sec-
tion 281 of this title, this subsection shall 
not apply to any defense raised in the action 
that is based upon information that was con-
sidered, reconsidered, or corrected pursuant 
to a supplemental-examination request 
under subsection (a) unless the supplemental 
examination, and any reexamination ordered 
pursuant to the request, are concluded before 
the date on which the action is brought. 


‘‘(d) FEES AND REGULATIONS.—The Director 
shall, by regulation, establish fees for the 
submission of a request for supplemental ex-
amination of a patent, and to consider each 
item of information submitted in the re-
quest. If reexamination is ordered pursuant 
to subsection (a), fees established and appli-
cable to ex parte reexamination proceedings 
under chapter 30 shall be paid in addition to 
fees applicable to supplemental examination. 
The Director shall promulgate regulations 
governing the form, content, and other re-
quirements of requests for supplemental ex-
amination, and establishing procedures for 
conducting review of information submitted 
in such requests. 


‘‘(e) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed— 


‘‘(1) to preclude the imposition of sanctions 
based upon criminal or antitrust laws (in-
cluding section 1001(a) of title 18, the first 
section of the Clayton Act, and section 5 of 
the Federal Trade Commission Act to the ex-
tent that section relates to unfair methods 
of competition); 


‘‘(2) to limit the authority of the Director 
to investigate issues of possible misconduct 


and impose sanctions for misconduct in con-
nection with matters or proceedings before 
the Office; or 


‘‘(3) to limit the authority of the Director 
to promulgate regulations under chapter 3 
relating to sanctions for misconduct by rep-
resentatives practicing before the Office.’’. 


(b) EFFECTIVE DATE.—This section shall 
take effect 1 year after the date of the enact-
ment of this Act and shall apply to patents 
issued before, on, or after that date. 
SEC. 11. RESIDENCY OF FEDERAL CIRCUIT 


JUDGES. 
(a) IN GENERAL.—Section 44(c) of title 28, 


United States Code, is amended— 
(1) by repealing the second sentence; and 
(2) in the third sentence, by striking 


‘‘state’’ and inserting ‘‘State’’. 
(b) NO PROVISION OF FACILITIES AUTHOR-


IZED.—The repeal made by the amendment in 
subsection (a)(1) shall not be construed to 
authorize the provision of any court facili-
ties or administrative support services out-
side of the District of Columbia. 


(c) EFFECTIVE DATE.—This section shall 
take effect on the date of enactment of this 
Act. 
SEC. 12. MICRO ENTITY DEFINED. 


Chapter 11 of title 35, United States Code, 
is amended by adding at the end the fol-
lowing new section: 
‘‘§ 123. Micro entity defined 


‘‘(a) IN GENERAL.—For purposes of this 
title, the term ‘micro entity’ means an appli-
cant who makes a certification that the ap-
plicant— 


‘‘(1) qualifies as a small entity, as defined 
in regulations issued by the Director; 


‘‘(2) has not been named on 5 or more pre-
viously filed patent applications, not includ-
ing applications filed in another country, 
provisional applications under section 111(b), 
or international applications filed under the 
treaty defined in section 351(a) for which the 
basic national fee under section 41(a) was not 
paid; 


‘‘(3) did not in the prior calendar year have 
a gross income, as defined in section 61(a) of 
the Internal Revenue Code (26 U.S.C. 61(a)), 
exceeding 3 times the most recently reported 
median household income, as reported by the 
Bureau of Census; and 


‘‘(4) has not assigned, granted, conveyed, 
and is not under an obligation by contract or 
law to assign, grant, or convey, a license or 
other ownership interest in the particular 
application to an entity that had a gross in-
come, as defined in section 61(a) of the Inter-
nal Revenue Code (26 U.S.C. 61(a)), exceeding 
3 times the most recently reported median 
household income, as reported by the Bureau 
of the Census, in the calendar year preceding 
the calendar year in which the fee is being 
paid, other than an entity of higher edu-
cation where the applicant is not an em-
ployee, a relative of an employee, or have 
any affiliation with the entity of higher edu-
cation. 


‘‘(b) APPLICATIONS RESULTING FROM PRIOR 
EMPLOYMENT.—An applicant is not consid-
ered to be named on a previously filed appli-
cation for purposes of subsection (a)(2) if the 
applicant has assigned, or is under an obliga-
tion by contract or law to assign, all owner-
ship rights in the application as the result of 
the applicant’s previous employment. 


‘‘(c) FOREIGN CURRENCY EXCHANGE RATE.— 
If an applicant’s or entity’s gross income in 
the preceding year is not in United States 
dollars, the average currency exchange rate, 
as reported by the Internal Revenue Service, 
during the preceding year shall be used to 
determine whether the applicant’s or enti-
ty’s gross income exceeds the threshold spec-
ified in paragraphs (3) or (4) of subsection (a). 


‘‘(d) STATE INSTITUTIONS OF HIGHER EDU-
CATION.— 


‘‘(1) IN GENERAL.—For purposes of this sec-
tion, a micro entity shall include an appli-
cant who certifies that— 


‘‘(A) the applicant’s employer, from which 
the applicant obtains the majority of the ap-
plicant’s income, is a State public institu-
tion of higher education, as defined in sec-
tion 102 of the Higher Education Act of 1965 
(20 U.S.C. 1002); or 


‘‘(B) the applicant has assigned, granted, 
conveyed, or is under an obligation by con-
tract or law to assign, grant, or convey, a li-
cense or other ownership interest in the par-
ticular application to such State public in-
stitution. 


‘‘(2) DIRECTOR’S AUTHORITY.—The Director 
may, in the Director’s discretion, impose in-
come limits, annual filing limits, or other 
limits on who may qualify as a micro entity 
pursuant to this subsection if the Director 
determines that such additional limits are 
reasonably necessary to avoid an undue im-
pact on other patent applicants or owners or 
are otherwise reasonably necessary and ap-
propriate. At least 3 months before any lim-
its proposed to be imposed pursuant to this 
paragraph shall take effect, the Director 
shall inform the Committee on the Judiciary 
of the House of Representatives and the 
Committee on the Judiciary of the Senate of 
any such proposed limits.’’. 
SEC. 13. FUNDING AGREEMENTS. 


(a) IN GENERAL.—Section 202(c)(7)(E)(i) of 
title 35, United States Code, is amended— 


(1) by striking ‘‘75 percent’’ and inserting 
‘‘15 percent’’; and 


(2) by striking ‘‘25 percent’’ and inserting 
‘‘85 percent’’. 


(b) EFFECTIVE DATE.—The amendments 
made by this section shall take effect on the 
date of enactment of this Act and shall apply 
to patents issued before, on, or after that 
date. 
SEC. 14. TAX STRATEGIES DEEMED WITHIN THE 


PRIOR ART. 
(a) IN GENERAL.—For purposes of evalu-


ating an invention under section 102 or 103 of 
title 35, United States Code, any strategy for 
reducing, avoiding, or deferring tax liability, 
whether known or unknown at the time of 
the invention or application for patent, shall 
be deemed insufficient to differentiate a 
claimed invention from the prior art. 


(b) DEFINITION.—For purposes of this sec-
tion, the term ‘‘tax liability’’ refers to any 
liability for a tax under any Federal, State, 
or local law, or the law of any foreign juris-
diction, including any statute, rule, regula-
tion, or ordinance that levies, imposes, or as-
sesses such tax liability. 


(c) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed to imply that 
other business methods are patentable or 
that other business-method patents are 
valid. 


(d) EFFECTIVE DATE; APPLICABILITY.—This 
section shall take effect on the date of enact-
ment of this Act and shall apply to any pat-
ent application pending and any patent 
issued on or after that date. 


(e) EXCLUSION.—This section does not 
apply to that part of an invention that is a 
method, apparatus, computer program prod-
uct, or system, that is used solely for pre-
paring a tax or information return or other 
tax filing, including one that records, trans-
mits, transfers, or organizes data related to 
such filing. 
SEC. 15. BEST MODE REQUIREMENT. 


(a) IN GENERAL.—Section 282 of title 35, 
United State Code, is amended in its second 
undesignated paragraph by striking para-
graph (3) and inserting the following: 


‘‘(3) Invalidity of the patent or any claim 
in suit for failure to comply with— 


‘‘(A) any requirement of section 112, except 
that the failure to disclose the best mode 
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shall not be a basis on which any claim of a 
patent may be canceled or held invalid or 
otherwise unenforceable; or 


‘‘(B) any requirement of section 251.’’. 
(b) CONFORMING AMENDMENT.—Sections 


119(e)(1) and 120 of title 35, United States 
Code, are each amended by striking ‘‘the 
first paragraph of section 112 of this title’’ 
and inserting ‘‘section 112(a) (other than the 
requirement to disclose the best mode)’’. 


(c) EFFECTIVE DATE.—The amendments 
made by this section shall take effect upon 
the date of the enactment of this Act and 
shall apply to proceedings commenced on or 
after that date. 
SEC. 16. TECHNICAL AMENDMENTS. 


(a) JOINT INVENTIONS.—Section 116 of title 
35, United States Code, is amended— 


(1) in the first paragraph, by striking 
‘‘When’’ and inserting ‘‘(a) JOINT INVEN-
TIONS.—When’’; 


(2) in the second paragraph, by striking ‘‘If 
a joint inventor’’ and inserting ‘‘(b) OMITTED 
INVENTOR.—If a joint inventor’’; and 


(3) in the third paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(c) CORRECTION OF ERRORS IN APPLICA-
TION.—Whenever’’; and 


(B) by striking ‘‘and such error arose with-
out any deceptive intent on his part,’’. 


(b) FILING OF APPLICATION IN FOREIGN 
COUNTRY.—Section 184 of title 35, United 
States Code, is amended— 


(1) in the first paragraph— 
(A) by striking ‘‘Except when’’ and insert-


ing ‘‘(a) FILING IN FOREIGN COUNTRY.—Except 
when’’; and 


(B) by striking ‘‘and without deceptive in-
tent’’; 


(2) in the second paragraph, by striking 
‘‘The term’’ and inserting ‘‘(b) APPLICA-
TION.—The term’’; and 


(3) in the third paragraph, by striking 
‘‘The scope’’ and inserting ‘‘(c) SUBSEQUENT 
MODIFICATIONS, AMENDMENTS, AND SUPPLE-
MENTS.—The scope’’. 


(c) FILING WITHOUT A LICENSE.—Section 185 
of title 35, United States Code, is amended by 
striking ‘‘and without deceptive intent’’. 


(d) REISSUE OF DEFECTIVE PATENTS.—Sec-
tion 251 of title 35, United States Code, is 
amended— 


(1) in the first paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(a) IN GENERAL.—Whenever’’; and 
(B) by striking ‘‘without any deceptive in-


tention’’; 
(2) in the second paragraph, by striking 


‘‘The Director’’ and inserting ‘‘(b) MULTIPLE 
REISSUED PATENTS.—The Director’’; 


(3) in the third paragraph, by striking 
‘‘The provisions’’ and inserting ‘‘(c) APPLICA-
BILITY OF THIS TITLE.—The provisions’’; and 


(4) in the last paragraph, by striking ‘‘No 
reissued patent’’ and inserting ‘‘(d) REISSUE 
PATENT ENLARGING SCOPE OF CLAIMS.—No re-
issued patent’’. 


(e) EFFECT OF REISSUE.—Section 253 of title 
35, United States Code, is amended— 


(1) in the first paragraph, by striking 
‘‘Whenever, without any deceptive inten-
tion’’ and inserting ‘‘(a) IN GENERAL.—When-
ever’’; and 


(2) in the second paragraph, by striking ‘‘in 
like manner’’ and inserting ‘‘(b) ADDITIONAL 
DISCLAIMER OR DEDICATION.—In the manner 
set forth in subsection (a),’’. 


(f) CORRECTION OF NAMED INVENTOR.—Sec-
tion 256 of title 35, United States Code, is 
amended— 


(1) in the first paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(a) CORRECTION.—Whenever’’; and 
(B) by striking ‘‘and such error arose with-


out any deceptive intention on his part’’; and 
(2) in the second paragraph, by striking 


‘‘The error’’ and inserting ‘‘(b) PATENT VALID 
IF ERROR CORRECTED.—The error’’. 


(g) PRESUMPTION OF VALIDITY.—Section 282 
of title 35, United States Code, is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘A patent’’ and inserting 


‘‘(a) IN GENERAL.—A patent’’; and 
(B) by striking the third sentence; 
(2) in the second undesignated paragraph, 


by striking ‘‘The following’’ and inserting 
‘‘(b) DEFENSES.—The following’’; and 


(3) in the third undesignated paragraph, by 
striking ‘‘In actions’’ and inserting ‘‘(c) NO-
TICE OF ACTIONS; ACTIONS DURING EXTENSION 
OF PATENT TERM.—In actions’’. 


(h) ACTION FOR INFRINGEMENT.—Section 288 
of title 35, United States Code, is amended by 
striking ‘‘, without deceptive intention,’’. 


(i) REVISER’S NOTES.— 
(1) Section 3(e)(2) of title 35, United States 


Code, is amended by striking ‘‘this Act,’’ and 
inserting ‘‘that Act,’’. 


(2) Section 202 of title 35, United States 
Code, is amended— 


(A) in subsection (b)(3), by striking ‘‘the 
section 203(b)’’ and inserting ‘‘section 
203(b)’’; and 


(B) in subsection (c)(7)— 
(i) in subparagraph (D), by striking ‘‘except 


where it proves’’ and all that follows through 
‘‘; and’’ and inserting: ‘‘except where it is de-
termined to be infeasible following a reason-
able inquiry, a preference in the licensing of 
subject inventions shall be given to small 
business firms; and’’; and 


(ii) in subparagraph (E)(i), by striking ‘‘as 
described above in this clause (D);’’ and in-
serting ‘‘described above in this clause;’’. 


(3) Section 209(d)(1) of title 35, United 
States Code, is amended by striking 
‘‘nontransferrable’’ and inserting ‘‘non-
transferable’’. 


(4) Section 287(c)(2)(G) of title 35, United 
States Code, is amended by striking ‘‘any 
state’’ and inserting ‘‘any State’’. 


(5) Section 371(b) of title 35, United States 
Code, is amended by striking ‘‘of the treaty’’ 
and inserting ‘‘of the treaty.’’. 


(j) UNNECESSARY REFERENCES.— 
(1) IN GENERAL.—Title 35, United States 


Code, is amended by striking ‘‘of this title’’ 
each place that term appears. 


(2) EXCEPTION.—The amendment made by 
paragraph (1) shall not apply to the use of 
such term in the following sections of title 
35, United States Code: 


(A) Section 1(c). 
(B) Section 101. 
(C) Subsections (a) and (b) of section 105. 
(D) The first instance of the use of such 


term in section 111(b)(8). 
(E) Section 157(a). 
(F) Section 161. 
(G) Section 164. 
(H) Section 171. 
(I) Section 251(c), as so designated by this 


section. 
(J) Section 261. 
(K) Subsections (g) and (h) of section 271. 
(L) Section 287(b)(1). 
(M) Section 289. 
(N) The first instance of the use of such 


term in section 375(a). 
(k) EFFECTIVE DATE.—The amendments 


made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to proceedings commenced 
on or after that effective date. 
SEC. 17. CLARIFICATION OF JURISDICTION. 


(a) SHORT TITLE.—This section may be 
cited as the ‘‘Intellectual Property Jurisdic-
tion Clarification Act of 2011’’. 


(b) STATE COURT JURISDICTION.—Section 
1338(a) of title 28, United States Code, is 
amended by striking the second sentence and 
inserting the following: ‘‘No State court 
shall have jurisdiction over any claim for re-
lief arising under any Act of Congress relat-
ing to patents, plant variety protection, or 
copyrights.’’. 


(c) COURT OF APPEALS FOR THE FEDERAL 
CIRCUIT.—Section 1295(a)(1) of title 28, United 
States Code, is amended to read as follows: 


‘‘(1) of an appeal from a final decision of a 
district court of the United States, the Dis-
trict Court of Guam, the District Court of 
the Virgin Islands, or the District Court of 
the Northern Mariana Islands, in any civil 
action arising under, or in any civil action in 
which a party has asserted a compulsory 
counterclaim arising under, any Act of Con-
gress relating to patents or plant variety 
protection;’’. 


(d) REMOVAL.— 
(1) IN GENERAL.—Chapter 89 of title 28, 


United States Code, is amended by adding at 
the end the following new section: 
‘‘§ 1454. Patent, plant variety protection, and 


copyright cases 
‘‘(a) IN GENERAL.—A civil action in which 


any party asserts a claim for relief arising 
under any Act of Congress relating to pat-
ents, plant variety protection, or copyrights 
may be removed to the district court of the 
United States for the district and division 
embracing the place where such action is 
pending. 


‘‘(b) SPECIAL RULES.—The removal of an 
action under this section shall be made in 
accordance with section 1446 of this chapter, 
except that if the removal is based solely on 
this section— 


‘‘(1) the action may be removed by any 
party; and 


‘‘(2) the time limitations contained in sec-
tion 1446(b) may be extended at any time for 
cause shown. 


‘‘(c) DERIVATIVE JURISDICTION NOT RE-
QUIRED.—The court to which a civil action is 
removed under this section is not precluded 
from hearing and determining any claim in 
such civil action because the State court 
from which such civil action is removed did 
not have jurisdiction over that claim. 


‘‘(d) REMAND.—If a civil action is removed 
solely under this section, the district court— 


‘‘(1) shall remand all claims that are nei-
ther a basis for removal under subsection (a) 
nor within the original or supplemental ju-
risdiction of the district court under any Act 
of Congress; and 


‘‘(2) may, under the circumstances speci-
fied in section 1367(c), remand any claims 
within the supplemental jurisdiction of the 
district court under section 1367.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 89 of title 28, United 
States Code, is amended by adding at the end 
the following new item: 
‘‘1454. Patent, plant variety protection, and 


copyright cases.’’. 
(e) TRANSFER BY COURT OF APPEALS FOR 


THE FEDERAL CIRCUIT.— 
(1) IN GENERAL.—Chapter 99 of title 28, 


United States Code, is amended by adding at 
the end the following new section: 
‘‘§ 1632. Transfer by the Court of Appeals for 


the Federal Circuit 
‘‘When a case is appealed to the Court of 


Appeals for the Federal Circuit under section 
1295(a)(1), and no claim for relief arising 
under any Act of Congress relating to pat-
ents or plant variety protection is the sub-
ject of the appeal by any party, the Court of 
Appeals for the Federal Circuit shall transfer 
the appeal to the court of appeals for the re-
gional circuit embracing the district from 
which the appeal has been taken.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 99 of title 28, United 
States Code, is amended by adding at the end 
the following new item: 
‘‘1632. Transfer by the Court of Appeals for 


the Federal Circuit.’’. 
(f) EFFECTIVE DATE.—The amendments 


made by this section shall apply to any civil 
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action commenced on or after the date of the 
enactment of this Act. 
SEC. 18. TRANSITIONAL PROGRAM FOR COVERED 


BUSINESS-METHOD PATENTS. 
(a) REFERENCES.—Except as otherwise ex-


pressly provided, wherever in this section 
language is expressed in terms of a section or 
chapter, the reference shall be considered to 
be made to that section or chapter in title 
35, United States Code. 


(b) TRANSITIONAL PROGRAM.— 
(1) ESTABLISHMENT.—Not later than 1 year 


after the date of enactment of this Act, the 
Director shall issue regulations establishing 
and implementing a transitional post-grant 
review proceeding for review of the validity 
of covered business-method patents. The 
transitional proceeding implemented pursu-
ant to this subsection shall be regarded as, 
and shall employ the standards and proce-
dures of, a post-grant review under chapter 
32, subject to the following exceptions and 
qualifications: 


(A) Section 321(c) and subsections (e)(2), (f), 
and (g) of section 325 shall not apply to a 
transitional proceeding. 


(B) A person may not file a petition for a 
transitional proceeding with respect to a 
covered business-method patent unless the 
person or his real party in interest has been 
sued for infringement of the patent or has 
been charged with infringement under that 
patent. 


(C) A petitioner in a transitional pro-
ceeding who challenges the validity of 1 or 
more claims in a covered business-method 
patent on a ground raised under section 102 
or 103 as in effect on the day prior to the 
date of enactment of this Act may support 
such ground only on the basis of— 


(i) prior art that is described by section 
102(a) (as in effect on the day prior to the 
date of enactment of this Act); or 


(ii) prior art that— 
(I) discloses the invention more than 1 year 


prior to the date of the application for pat-
ent in the United States; and 


(II) would be described by section 102(a) (as 
in effect on the day prior to the date of en-
actment of this Act) if the disclosure had 
been made by another before the invention 
thereof by the applicant for patent. 


(D) The petitioner in a transitional pro-
ceeding, or his real party in interest, may 
not assert either in a civil action arising in 
whole or in part under section 1338 of title 28, 
United States Code, or in a proceeding before 
the International Trade Commission that a 
claim in a patent is invalid on any ground 
that the petitioner raised during a transi-
tional proceeding that resulted in a final 
written decision. 


(E) The Director may institute a transi-
tional proceeding only for a patent that is a 
covered business-method patent. 


(2) EFFECTIVE DATE.—The regulations 
issued pursuant to paragraph (1) shall take 
effect on the date that is 1 year after the 
date of enactment of this Act and shall apply 
to all covered business-method patents 
issued before, on, or after such date of enact-
ment, except that the regulations shall not 
apply to a patent described in the first sen-
tence of section 5(f)(2) of this Act during the 
period that a petition for post-grant review 
of that patent would satisfy the require-
ments of section 321(c). 


(3) SUNSET.— 
(A) IN GENERAL.—This subsection, and the 


regulations issued pursuant to this sub-
section, are repealed effective on the date 
that is 4 years after the date that the regula-
tions issued pursuant to paragraph (1) take 
effect. 


(B) APPLICABILITY.—Notwithstanding sub-
paragraph (A), this subsection and the regu-
lations implemented pursuant to this sub-
section shall continue to apply to any peti-


tion for a transitional proceeding that is 
filed prior to the date that this subsection is 
repealed pursuant to subparagraph (A). 


(c) REQUEST FOR STAY.— 
(1) IN GENERAL.—If a party seeks a stay of 


a civil action alleging infringement of a pat-
ent under section 281 in relation to a transi-
tional proceeding for that patent, the court 
shall decide whether to enter a stay based 
on— 


(A) whether a stay, or the denial thereof, 
will simplify the issues in question and 
streamline the trial; 


(B) whether discovery is complete and 
whether a trial date has been set; 


(C) whether a stay, or the denial thereof, 
would unduly prejudice the nonmoving party 
or present a clear tactical advantage for the 
moving party; and 


(D) whether a stay, or the denial thereof, 
will reduce the burden of litigation on the 
parties and on the court. 


(2) REVIEW.—A party may take an imme-
diate interlocutory appeal from a district 
court’s decision under paragraph (1). The 
United States Court of Appeals for the Fed-
eral Circuit shall review the district court’s 
decision to ensure consistent application of 
established precedent, and such review may 
be de novo. 


(d) DEFINITION.—For purposes of this sec-
tion, the term ‘‘covered business method pat-
ent’’ means a patent that claims a method or 
corresponding apparatus for performing data 
processing operations utilized in the prac-
tice, administration, or management of a fi-
nancial product or service, except that the 
term shall not include patents for techno-
logical inventions. Solely for the purpose of 
implementing the transitional proceeding 
authorized by this subsection, the Director 
shall prescribe regulations for determining 
whether a patent is for a technological in-
vention. 


(e) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed as amending 
or interpreting categories of patent-eligible 
subject matter set forth under section 101. 
SEC. 19. TRAVEL EXPENSES AND PAYMENT OF 


ADMINISTRATIVE JUDGES. 
(a) AUTHORITY TO COVER CERTAIN TRAVEL 


RELATED EXPENSES.—Section 2(b)(11) of title 
35, United States Code, is amended by insert-
ing ‘‘, and the Office is authorized to expend 
funds to cover the subsistence expenses and 
travel-related expenses, including per diem, 
lodging costs, and transportation costs, of 
non-federal employees attending such pro-
grams’’ after ‘‘world’’. 


(b) PAYMENT OF ADMINISTRATIVE JUDGES.— 
Section 3(b) of title 35, United States Code, is 
amended by adding at the end the following: 


‘‘(6) ADMINISTRATIVE PATENT JUDGES AND 
ADMINISTRATIVE TRADEMARK JUDGES.—The 
Director has the authority to fix the rate of 
basic pay for the administrative patent 
judges appointed pursuant to section 6 of 
this title and the administrative trademark 
judges appointed pursuant to section 17 of 
the Trademark Act of 1946 (15 U.S.C. 1067) at 
not greater than the rate of basic pay pay-
able for Level III of the Executive Schedule. 
The payment of a rate of basic pay under 
this paragraph shall not be subject to the 
pay limitation of section 5306(e) or 5373 of 
title 5.’’. 
SEC. 20. PATENT AND TRADEMARK OFFICE FUND-


ING. 
(a) DEFINITIONS.—In this section, the fol-


lowing definitions shall apply: 
(1) DIRECTOR.—The term ‘‘Director’’ means 


the Director of the United States Patent and 
Trademark Office. 


(2) FUND.—The term ‘‘Fund’’ means the 
public enterprise revolving fund established 
under subsection (c). 


(3) OFFICE.—The term ‘‘Office’’ means the 
United States Patent and Trademark Office. 


(4) TRADEMARK ACT OF 1946.—The term 
‘‘Trademark Act of 1946’’ means an Act enti-
tled ‘‘Act to provide for the registration and 
protection of trademarks used in commerce, 
to carry out the provisions of certain inter-
national conventions, and for other pur-
poses’’, approved July 5, 1946 (15 U.S.C. 1051 
et seq.) (commonly referred to as the ‘‘Trade-
mark Act of 1946’’ or the ‘‘Lanham Act’’). 


(5) UNDER SECRETARY.—The term ‘‘Under 
Secretary’’ means the Under Secretary of 
Commerce for Intellectual Property. 


(b) FUNDING.— 
(1) IN GENERAL.—Section 42 of title 35, 


United States Code, is amended— 
(A) in subsection (b), by striking ‘‘Patent 


and Trademark Office Appropriation Ac-
count’’ and inserting ‘‘United States Patent 
and Trademark Office Public Enterprise 
Fund’’; and 


(B) in subsection (c), in the first sentence— 
(i) by striking ‘‘To the extent’’ and all that 


follows through ‘‘fees’’ and inserting ‘‘Fees’’; 
and 


(ii) by striking ‘‘shall be collected by and 
shall be available to the Director’’ and in-
serting ‘‘shall be collected by the Director 
and shall be available until expended’’. 


(2) EFFECTIVE DATE.—The amendments 
made by paragraph (1) shall take effect on 
the later of— 


(A) October 1, 2011; or 
(B) the first day of the first fiscal year that 


begins after the date of the enactment of 
this Act. 


(c) USPTO REVOLVING FUND.— 
(1) ESTABLISHMENT.—There is established 


in the Treasury of the United States a re-
volving fund to be known as the ‘‘United 
States Patent and Trademark Office Public 
Enterprise Fund’’. Any amounts in the Fund 
shall be available for use by the Director 
without fiscal year limitation. 


(2) DERIVATION OF RESOURCES.—There shall 
be deposited into the Fund on or after the ef-
fective date of subsection (b)(1)— 


(A) any fees collected under sections 41, 42, 
and 376 of title 35, United States Code, pro-
vided that notwithstanding any other provi-
sion of law, if such fees are collected by, and 
payable to, the Director, the Director shall 
transfer such amounts to the Fund, provided, 
however, that no funds collected pursuant to 
section 9(h) of this Act or section 1(a)(2) of 
Public Law 111–45 shall be deposited in the 
Fund; and 


(B) any fees collected under section 31 of 
the Trademark Act of 1946 (15 U.S.C. 1113). 


(3) EXPENSES.—Amounts deposited into the 
Fund under paragraph (2) shall be available, 
without fiscal year limitation, to cover— 


(A) all expenses to the extent consistent 
with the limitation on the use of fees set 
forth in section 42(c) of title 35, United 
States Code, including all administrative 
and operating expenses, determined in the 
discretion of the Under Secretary to be ordi-
nary and reasonable, incurred by the Under 
Secretary and the Director for the continued 
operation of all services, programs, activi-
ties, and duties of the Office relating to pat-
ents and trademarks, as such services, pro-
grams, activities, and duties are described 
under— 


(i) title 35, United States Code; and 
(ii) the Trademark Act of 1946; and 
(B) all expenses incurred pursuant to any 


obligation, representation, or other commit-
ment of the Office. 


(d) ANNUAL REPORT.—Not later than 60 
days after the end of each fiscal year, the 
Under Secretary and the Director shall sub-
mit a report to Congress which shall— 


(1) summarize the operations of the Office 
for the preceding fiscal year, including finan-
cial details and staff levels broken down by 
each major activity of the Office; 
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(2) detail the operating plan of the Office, 


including specific expense and staff needs for 
the upcoming fiscal year; 


(3) describe the long term modernization 
plans of the Office; 


(4) set forth details of any progress towards 
such modernization plans made in the pre-
vious fiscal year; and 


(5) include the results of the most recent 
audit carried out under subsection (f). 


(e) ANNUAL SPENDING PLAN.— 
(1) IN GENERAL.—Not later than 30 days 


after the beginning of each fiscal year, the 
Director shall notify the Committees on Ap-
propriations of both Houses of Congress of 
the plan for the obligation and expenditure 
of the total amount of the funds for that fis-
cal year in accordance with section 605 of the 
Science, State, Justice, Commerce, and Re-
lated Agencies Appropriations Act, 2006 
(Public Law 109–108; 119 Stat. 2334). 


(2) CONTENTS.—Each plan under paragraph 
(1) shall— 


(A) summarize the operations of the Office 
for the current fiscal year, including finan-
cial details and staff levels with respect to 
major activities; and 


(B) detail the operating plan of the Office, 
including specific expense and staff needs, 
for the current fiscal year. 


(f) AUDIT.—The Under Secretary shall, on 
an annual basis, provide for an independent 
audit of the financial statements of the Of-
fice. Such audit shall be conducted in ac-
cordance with generally acceptable account-
ing procedures. 


(g) BUDGET.—The Fund shall prepare and 
submit each year to the President a busi-
ness-type budget in a manner, and before a 
date, as the President prescribes by regula-
tion for the budget program. 
SEC. 21. SATELLITE OFFICES. 


(a) ESTABLISHMENT.—Subject to available 
resources, the Director may establish 3 or 
more satellite offices in the United States to 
carry out the responsibilities of the Patent 
and Trademark Office. 


(b) PURPOSE.—The purpose of the satellite 
offices established under subsection (a) are 
to— 


(1) increase outreach activities to better 
connect patent filers and innovators with 
the Patent and Trademark Office; 


(2) enhance patent examiner retention; 
(3) improve recruitment of patent exam-


iners; and 
(4) decrease the number of patent applica-


tions waiting for examination and improve 
the quality of patent examination. 


(c) REQUIRED CONSIDERATIONS.—In select-
ing the locale of each satellite office to be 
established under subsection (a), the Direc-
tor— 


(1) shall ensure geographic diversity among 
the offices, including by ensuring that such 
offices are established in different States and 
regions throughout the Nation; 


(2) may rely upon any previous evaluations 
by the Patent and Trademark Office of po-
tential locales for satellite offices, including 
any evaluations prepared as part of the Pat-
ent and Trademark Office’s Nationwide 
Workforce Program that resulted in the 2010 
selection of Detroit, Michigan as the first 
ever satellite office of the Patent and Trade-
mark Office; and 


(3) nothing in the preceding paragraph 
shall constrain the Patent and Trademark 
Office to only consider its prior work from 
2010. The process for site selection shall be 
open. 


(d) PHASE-IN.—The Director shall satisfy 
the requirements of subsection (a) over the 3- 
year period beginning on the date of enact-
ment of this Act. 


(e) REPORT TO CONGRESS.—Not later than 
the end of the first fiscal year that occurs 


after the date of the enactment of this Act, 
and each fiscal year thereafter, the Director 
shall submit a report to Congress on— 


(1) the rationale of the Director in select-
ing the locale of any satellite office required 
under subsection (a); 


(2) the progress of the Director in estab-
lishing all such satellite offices; and 


(3) whether the operation of existing sat-
ellite offices is achieving the purposes re-
quired under subsection (b). 


(f) DEFINITIONS.—In this section, the fol-
lowing definitions shall apply: 


(1) DIRECTOR.—The term ‘‘Director’’ means 
the Director of the United States Patent and 
Trademark Office. 


(2) PATENT AND TRADEMARK OFFICE.—The 
term ‘‘Patent and Trademark Office’’ means 
the United States Patent and Trademark Of-
fice. 
SEC. 22. PATENT OMBUDSMAN PROGRAM FOR 


SMALL BUSINESS CONCERNS. 
Subject to available resources, the Direc-


tor may establish in the United States Pat-
ent and Trademark Office a Patent Ombuds-
man Program. The duties of the Program’s 
staff shall include providing support and 
services relating to patent filings to small 
business concerns. 
SEC. 23. PRIORITY EXAMINATION FOR TECH-


NOLOGIES IMPORTANT TO AMER-
ICAN COMPETITIVENESS. 


Section 2(b)(2) of title 35, United States 
Code, is amended— 


(1) in subparagraph (E), by striking ‘‘; and’’ 
and inserting a semicolon; 


(2) in subparagraph (F), by striking the 
semicolon and inserting ‘‘; and’’; and 


(3) by adding at the end the following: 
‘‘(G) may, subject to any conditions pre-


scribed by the Director and at the request of 
the patent applicant, provide for 
prioritization of examination of applications 
for products, processes, or technologies that 
are important to the national economy or 
national competitiveness without recovering 
the aggregate extra cost of providing such 
prioritization, notwithstanding section 41 or 
any other provision of law;’’. 
SEC. 24. DESIGNATION OF DETROIT SATELLITE 


OFFICE. 
(a) DESIGNATION.—The satellite office of 


the United States Patent and Trademark Of-
fice to be located in Detroit, Michigan shall 
be known and designated as the ‘‘Elijah J. 
McCoy United States Patent and Trademark 
Office’’. 


(b) REFERENCES.—Any reference in a law, 
map, regulation, document, paper, or other 
record of the United States to the satellite 
office of the United States Patent and Trade-
mark Office to be located in Detroit, Michi-
gan referred to in subsection (a) shall be 
deemed to be a reference to the ‘‘Elijah J. 
McCoy United States Patent and Trademark 
Office’’. 
SEC. 25. EFFECTIVE DATE. 


Except as otherwise provided in this Act, 
the provisions of this Act shall take effect 1 
year after the date of the enactment of this 
Act and shall apply to any patent issued on 
or after that effective date. 
SEC. 26. BUDGETARY EFFECTS. 


The budgetary effects of this Act, for the 
purpose of complying with the Statutory 
Pay-As-You-Go-Act of 2010, shall be deter-
mined by reference to the latest statement 
titled ‘‘Budgetary Effects of PAYGO Legisla-
tion’’ for this Act, submitted for printing in 
the Congressional Record by the Chairman of 
the Senate Budget Committee, provided that 
such statement has been submitted prior to 
the vote on passage. 


Mr. LEAHY. I move to reconsider the 
vote. 


Mr. GRASSLEY. I move to lay that 
motion on the table. 


The motion to lay on the table was 
agreed to. 


Mr. LEAHY. Mr. President, it has 
been many years getting to this point. 
I cannot tell you the amount of pride I 
have in my fellow Senators, both Re-
publicans and Democrats. I thank the 
Senator from Iowa who has been here 
with me and so many others I men-
tioned earlier. It is nice to finally have 
this bill through the Senate. 


Mr. KYL. Mr. President, I rise today 
to recognize and thank the patent law-
yers and Senate staff who have played 
a critical role in the drafting and en-
actment of the present bill. 


Among the Senate staff who have 
played a role with regard to this bill 
are Chip Roy, Holt Lackey, and Zina 
Bash of Senator CORNYN’s staff, David 
Barlow and Rob Porter of Senator 
LEE’s staff, Walt Kuhn of Senator 
GRAHAM’s staff, and Danielle Cutrona 
and Bradley Hayes of Senator SES-
SIONS’s staff. Special mention is mer-
ited for Matt Sandgren of Senator 
HATCH’s staff, who fought tenaciously 
for the bill’s supplemental examination 
provision, and who worked hard to de-
feat the amendment to strip the bill of 
its adoption of the first-to-file system, 
and Sarah Beth Groshart of Senator 
COBURN’s staff, who helped draft the 
Coburn amendment, which will create 
a revolving fund for the PTO and put 
an end to fee diversion. Past staff who 
played an important role include Jen-
nifer Duck of Senator FEINSTEIN’s 
staff, and Ryan Triplette, who man-
aged the bill for Senator HATCH while 
he was chairman and for Senator Spec-
ter while he was the lead Republican 
on the committee. Miss Duck and Miss 
Triplette negotiated the managers’ 
amendment that was adopted during 
the bill’s 2009 committee mark up, and 
which represented a major break-
through on this bill, resolving the con-
tentious issues of damages and venue. 
In the House of Representatives, key 
staff include Blaine Merritt and Vishal 
Amin of Chairman LAMAR SMITH’s 
staff, and Christal Sheppard of Mr. 
CONYERS’s staff. Bob Schiff of Senator 
Feingold’s staff worked with my staff 
to develop minority views for the bill’s 
2009 committee report—I believe that 
this is the only time that Senator 
Feingold and I ever submitted a minor-
ity report together. I should also ac-
knowledge Tim Molino of Senator 
KLOBUCHAR’s staff, Rebecca Kelly of 
Senator SCHUMER’s staff, Caroline Hol-
land of Senator KOHL’s staff, and Galen 
Roehl, who worked in past Congresses 
for Senator Brownback, and who cur-
rently staffs Senator TOOMEY. Much of 
S. 3600 was drafted in Senator 
Brownback’s conference room. Let me 
also recognize the work of Rob Grant 
of Senate Legislative Counsel, who has 
drafted literally hundreds of versions 
of and amendments to this bill. And fi-
nally, I must acknowledge Rita Lari, 
who managed this bill for Senator 
GRASSLEY on the Senate floor this past 
week, and the indispensable Aaron Coo-
per, who has managed the bill for the 
chairman since the beginning of 2009. 
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Among those outside the Senate, I 


recognize and thank Hayden Gregory of 
the American Bar Association, Laurie 
Self and Rod McKelvie of Covington & 
Burling, and Hans Sauer, Mike 
Schiffer, Bruce Burton, Matt Rainey, 
David Korn, Carl Horton, Steve Miller, 
Doug Norman, and Stan Fendley. The 
Wisconsin Alumni Research Founda-
tion has played an important role, par-
ticularly with regard to the bill’s en-
hanced grace period. I thank Carl 
Gulbrandsen, Howard Bremmer, Andy 
Cohn, and Mike Remington. I thank 
Todd Dickinson and Vince Garlock of 
AIPLA, and Jim Crowne, who was will-
ing to come to the Senate to double 
check the draft enrolled bill. I should 
also mention Herb Wamsley of Intellec-
tual Property Owners, as well as Dana 
Colarulli, who has worn two hats dur-
ing the course of his work on this bill, 
first with IPO, and subsequently as the 
head of legislative affairs at the PTO. 
Key participants at the PTO have also 
included Mike Fleming, John Love, 
Jim Toupin, and Rob Clarke. And of 
course I must mention the current Di-
rector, David Kappos, without whose 
effort and dedication the passage of the 
present bill would not have been pos-
sible. 


Finally, allow me to acknowledge the 
key members of the 21st Century Coali-
tion for Patent Reform, who have de-
voted countless hours to this bill, and 
stuck with it through thick and thin. 
They have also formed an important 
‘‘kitchen cabinet’’ that has been indis-
pensable to the committee’s drafting of 
this bill and to the resolution of dif-
ficult technical questions. I thus ac-
knowledge and thank Phil Johnson, 
Gary Griswold, Bob Armitage, and 
Mike Kirk for their key role in the cre-
ation of the America Invents Act. 


I yield the floor. I suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER (Mr. BEN-
NET). The clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


MORNING BUSINESS 
Mr. LEAHY. Mr. President, I ask 


unanimous consent that the Senate 
proceed to a period for the transaction 
of morning business, with Senators 
permitted to speak therein for up to 10 
minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. LEAHY. Mr. President, I suggest 
the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. MENENDEZ. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. MENENDEZ. Mr. President, I un-
derstand we are in a period of morning 
business. 


The PRESIDING OFFICER. The Sen-
ator is correct. 


Mr. MENENDEZ. Mr. President, I ask 
unanimous consent to speak for 20 min-
utes. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


THE FEDERAL DEFICIT 


Mr. MENENDEZ. Mr. President, as 
someone who voted to freeze salaries, 
to end earmarks in this budget process, 
as someone who has already voted to 
cut $45 billion from the budget, I rise 
today in recognition that business as 
usual cannot continue. I recognize the 
critical importance of addressing our 
Federal deficit—a deficit, I would add, 
inherited by this administration, a def-
icit driven by two wars, both unpaid 
for, and the unprecedented need for 
governmental action to mitigate the 
wild excesses of Wall Street and Amer-
ican financial markets, excesses that 
were effectively condoned by the last 
administration, whose policies took 
this Nation to the brink of a second 
Great Depression and cost millions of 
American jobs. 


I never forget that time in late 2008 
when Chairman Bernanke, the Chair-
man of the Federal Reserve, came be-
fore members of the Banking Com-
mittee and members of the leadership 
and described the circumstances that 
were unfolding in the country in which 
a series of financial institutions, ac-
cording to Chairman Bernanke and 
then-Secretary Paulson, the Secretary 
of the Treasury—they said: We are 
going to have a series of financial insti-
tutions collapse, and if they collapse, 
they will create systemic risk to the 
entire country’s economy, and every 
American will feel the consequences of 
that collapse. I remember how hushed 
that room was. 


I remember also the question being 
put to Chairman Bernanke: Surely you 
must have enough tools at the Federal 
Reserve to get us through this period 
of time. I remember the response to 
that question, which was basically: 
Senator, if you and your colleagues do 
not act in a matter of days, maybe a 
week, we will have a global financial 
meltdown, which really meant a new 
depression. 


Chairman Bernanke is an academi-
cian. His expertise is in depression-era 
economics, how this Nation got into 
the last depression, how Roosevelt got 
us out of it. So when he made that 
statement, it was all the more chilling. 
It is from that moment in 2008, before 
this President took office and Demo-
crats were in full control here, that, in 
fact, we were facing the challenges we 
are today. 


Those of us who believe in a free mar-
ket also know you cannot have a free- 
for-all market. We had economic poli-
cies for the Bush 8 years, two wars rag-
ing abroad, an unregulated market 


that allowed for the free-for-all that 
brought us on the brink of a new de-
pression, and that is what we are meet-
ing the challenges of today. 


Those choices then and the choices 
we make, what we choose to cut and 
what we determine is in our interest, 
will speak volumes about our values, 
our priorities as a people and as a Na-
tion. 


Mr. President, I favor smart cuts, not 
dangerous ones. In an independent 
analysis of H.R. 1, which we are going 
to be voting on tomorrow—the Repub-
lican vision of where we should take 
the country—shows we are losing about 
700,000 jobs. But we are trying to grow 
jobs in America. We have finally got-
ten into positive gross domestic prod-
uct of our Nation’s economy. We are 
seeing job growth. I would like to see it 
be even more robust, but H.R. 1 takes 
us back the opposite way and threatens 
the very essence of this economic re-
covery—700,000 jobs. 


Don’t believe what I say because I 
say it is so, but because those in the 
know say it—Ben Bernanke: ‘‘The 
GOP’s plan will cut jobs.’’ Economist 
Mark Zandi: ‘‘The GOP plan would cost 
700,000 jobs.’’ Here is another analysis: 
House spending cuts will hurt eco-
nomic growth. So what we have is 
economist after economist telling us 
that H.R. 1 is a recipe for disaster when 
it comes to the question of jobs in 
America. 


That analysis which says we would 
slash 700,000 jobs directly impacts the 
lives of middle-class and working fami-
lies struggling to get back on their 
feet. They are severe cuts that run 
roughshod over the green shoots of eco-
nomic recovery just to satisfy a polit-
ical agenda. I favor smart common-
sense cuts—cuts made with a surgeon’s 
knife not a meat ax; cuts that are 
thoughtful, surgically precise cuts that 
actually reduce the deficit, not cuts 
that eliminate jobs and disinvest in 
educational opportunities for millions 
of promising young Americans, not 
cuts that hurt middle-class families 
struggling to make ends meet, make 
our workforce less competitive, our 
communities less safe, and strip away 
basic protections Americans have come 
to take for granted. 


In my view, we can preserve our val-
ues and invest in the future, invest in 
out-educating, out-innovating, out- 
greening, and out-growing the world 
and still cut the deficit. To begin with, 
Secretary Gates of the Department of 
Defense has identified $78 billion in de-
fense spending cuts alone. He has iden-
tified $178 billion in program reduc-
tions over 5 years, including delaying 
or terminating high-profile weapon 
systems. 


I agree with Secretary Gates that we 
can live without the Marine Corps vari-
ant of the F–35 Joint Strike Fighter as 
well as the Marine Corps Expeditionary 
Fighting Vehicle. The Secretary has 
identified $54 billion in cuts in over-
head costs and improved efficiency 
across defense agencies and the civilian 
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Mr. Speaker, I urge a ‘‘yes’’ vote on 


the rule, House Resolution 636. 
I yield back the balance of my time, 


and I move the previous question on 
the resolution. 


The previous question was ordered. 
The SPEAKER pro tempore. The 


question is on the resolution. 
The question was taken; and the 


Speaker pro tempore announced that 
the ayes appeared to have it. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, on that I demand 
the yeas and nays. 


The yeas and nays were ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 8 of rule XX, further pro-
ceedings on this question will be post-
poned. 


f 


b 1015 


PROVIDING FOR CONSIDERATION 
OF CONFERENCE REPORT ON 
H.R. 2669, COLLEGE COST REDUC-
TION AND ACCESS ACT 


Ms. SUTTON. Mr. Speaker, by direc-
tion of the Committee on Rules, I call 
up House Resolution 637 and ask for its 
immediate consideration. 


The Clerk read the resolution, as fol-
lows: 


H. RES. 637 
Resolved, That upon adoption of this reso-


lution it shall be in order to consider the 
conference report to accompany the bill 
(H.R. 2669) to provide for reconciliation pur-
suant to section 601 of the concurrent resolu-
tion on the budget for fiscal year 2008. All 
points of order against the conference report 
and against its consideration are waived. 
The conference report shall be considered as 
read. 


The SPEAKER pro tempore. The gen-
tlewoman from Ohio is recognized for 1 
hour. 


Ms. SUTTON. Mr. Speaker, for the 
purpose of debate only, I yield the cus-
tomary 30 minutes to the gentleman 
from Florida (Mr. LINCOLN DIAZ- 
BALART). All time yielded during con-
sideration of the rule is for debate 
only. 


GENERAL LEAVE 
Ms. SUTTON. Mr. Speaker, I ask 


unanimous consent that all Members 
have 5 legislative days within which to 
revise and extend their remarks and in-
sert extraneous materials into the 
RECORD. 


The SPEAKER pro tempore. Is there 
objection to the request of the gentle-
woman from Ohio? 


There was no objection. 
Ms. SUTTON. Mr. Speaker, I yield 


myself such time as I may consume. 
(Ms. SUTTON asked and was given 


permission to revise and extend her re-
marks.) 


Ms. SUTTON. Mr. Speaker, H. Res. 
637 provides for consideration of the 
conference report to accompany H.R. 
2669, the College Cost Reduction and 
Access Act. The rule waives all points 
of order against the conference report 
and its consideration and considers the 
conference report as read. 


Mr. Speaker, I am honored to rise 
today in support of this rule and this 


much-needed underlying conference re-
port, the College Cost Reduction Act, 
which will help give our students a real 
opportunity to go to college and give 
them the vital tools necessary to enter 
our workforce and build a positive fu-
ture for themselves and our commu-
nities. And, Mr. Speaker, at the outset 
I want to thank Representative 
GEORGE MILLER, the distinguished 
chairman of the Education and Labor 
Committee, along with Speaker NANCY 
PELOSI, whose commitment to our stu-
dents, our families and our future in 
this country has brought us to this day 
when we are able to take this great 
step to put college education back 
within reach of so many hardworking 
families and students. The College Cost 
Reduction Act addresses one of the 
most pressing issues facing millions of 
families across this Nation: the ques-
tion of how they will afford to send 
their children to college. 


Educational opportunity is the back-
bone of our Nation and everything that 
makes it great. And while access to 
higher education is more critical than 
ever for younger generations, the cost 
is rapidly moving out of reach for 
many low- and middle-income families. 
Tuition at 4-year public colleges and 
universities has risen 41 percent after 
inflation since 2001. And the typical 
American student now graduates from 
college with a $17,500 debt. This prob-
lem has developed into nothing less 
than a crisis. 


Sadly, due to the failure of past Con-
gresses, many students have had their 
dreams shattered because they could 
not afford college tuition. Many hard-
working parents have had their hearts 
broken because, despite their valiant 
efforts, they simply could not afford to 
pay tuition and meet other vital family 
needs. This problem has festered for 
too long, and I have long believed, Mr. 
Speaker, that those in government 
must work with the people they are 
called to serve and not against them. 


And that is what this bill does. It is 
the single largest investment in higher 
education since the GI Bill. It’s good 
for our families. It’s good for our stu-
dents. It’s good for our country. 


Financial barriers to higher edu-
cation not only hurt students them-
selves by robbing them of the edu-
cation and training necessary to make 
a productive and positive impact in our 
communities; it hurts us all. Investing 
in our students will not only improve 
their future; it will help our economy 
and our retired workers whom they 
will support. It ensures our national se-
curity, continued improvements in 
health outcomes, and will help the 
United States maintain its role as a 
leader in developing new cutting-edge 
technologies. By providing students 
with access to higher education, we are 
bolstering every sector of our economy 
from medical research to manufac-
turing because we are creating the next 
generation of innovators and leaders. 
Investing in our younger generations 
will not only help our students and 


families who are need; it strengthens 
America. 


The promise of the American Dream 
is the glue that holds our communities 
together. It was educational oppor-
tunity that provided me, the proud 
daughter of a working family, to ob-
tain a first-rate education and ulti-
mately find my way to the floor of the 
House of Representatives to fight for 
what is right. By denying the opportu-
nities afforded by access to higher edu-
cation, we deny our families their 
share of the American Dream. 


The College Cost Reduction Act ad-
dresses this crisis in a fiscally sound 
and responsible manner. It is funded by 
cutting unnecessary subsidies to pri-
vate lenders and putting our taxpayer 
dollars to work for the American peo-
ple. So, Mr. Speaker, this act will not 
only put college back in reach for our 
families; it does so by cutting almost 
$21 billion in taxpayer subsidies to pri-
vate lenders and reinvesting over $20 
billion of the savings in our Nation’s 
students and putting an additional $750 
million towards reducing our Nation’s 
deficit. 


Specifically, the College Cost Reduc-
tion Act will cut the interest rates on 
subsidized student loans in half. The 
bill invests heavily in the much-need-
ed, need-based Pell Grant scholarship 
program, increasing the maximum 
award by at least $1,090 over the next 5 
years and expanding eligibility for the 
grants. By passing this bill, we will 
make a college education possible for 
hundreds of thousands of additional 
students over the next 5 years. 


Additionally, Mr. Speaker, this legis-
lation also recognizes the value of our 
public servants by providing them with 
loan forgiveness for those who choose 
to serve in the jobs that make our 
world turn: teachers, firefighters, 
nurses, law enforcement officers, and 
librarians. 


Further, the College Cost Reduction 
Act provides upfront tuition assistance 
to qualified undergraduates who com-
mit to teaching in public schools in 
high-poverty communities. This bill in-
vests in the strength of our commu-
nities and of our country. And the re-
turn on our investment as a Nation in 
our students and people will, without 
question, provide an enormous return. 


Mr. Speaker, the crisis of college cost 
is pervasive, and it is getting worse. It 
is long past the time that Congress 
take action to ensure that a college 
education is not a privilege reserved 
only for the wealthy. 


I urge all of my colleagues to support 
our children and our families by voting 
for the rule and the underlying bill. 


Mr. Speaker, I reserve the balance of 
my time. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, I thank my 
friend, the gentlewoman from Ohio, for 
the time; and I yield myself such time 
as I may consume. 


This rule that the majority brings 
forth today, Mr. Speaker, is a standard 
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rule for a conference report. But yes-
terday the minority on the Rules Com-
mittee voted against this rule because 
of the unsatisfactory manner in which 
the conference report was put together. 


In his submitted testimony to the 
Rules Committee yesterday, Education 
and Labor Committee Ranking Mem-
ber BUCK McKeon expressed concern 
with the process the majority used of 
the conference committee. The minor-
ity was informed at 9:30 p.m. that the 
conference committee would meet at 
11:30 a.m. the following morning. How-
ever, the majority did not provide the 
minority with the text of the con-
ference report at the time the meeting 
was announced and even kept the text 
away from Republicans at the meeting 
itself. 


Republican conferees were, in effect, 
left in the dark. They had no way to 
know what was in the report. As such, 
it was impossible for members of the 
minority to propose amendments to 
the report and thus play any meaning-
ful part in the conference. 


Democrats did not even allow Repub-
licans to see the conference report at 
the end of the meeting. Instead, Repub-
licans had to wait until later in the 
evening hours after the conference 
committee had ended. 


Mr. Speaker, our friends on the other 
side of the aisle campaigned, and they 
did so repeatedly, on an open, fair, and 
bipartisan process, including a promise 
to provide members of conference com-
mittees with texts of conference re-
ports. They also said that they will 
allow members of the conference com-
mittee to vote on all amendments. 


During consideration of the rules 
package for this new Congress, the dis-
tinguished chairwoman of the Rules 
Committee said, ‘‘Never again will any 
Member of the Congress have to fight 
to find out where the conference to 
which he or she has been appointed is 
meeting.’’ 


Well, in this instance, Members did 
not have to fight to find the conference 
committee location, but they certainly 
did have to fight to get the text of the 
conference report; and even after fight-
ing, they did not get to see it. By keep-
ing the text of the conference report 
away from the minority, Democrats 
were essentially locking out Repub-
lican Members from the conference 
committee, which is exactly what the 
Democrats said they would not do. 


So, Mr. Speaker, because of the man-
ner, the way the majority kept the text 
of the conference report from Repub-
licans and thus committed, if you will, 
a process foul, we oppose this rule. 


Mr. Speaker, I reserve the balance of 
my time. 


Ms. SUTTON. Mr. Speaker, I yield 6 
minutes to the distinguished gen-
tleman, the chairman of the Education 
and Labor Committee from California 
(Mr. GEORGE MILLER). 


Mr. GEORGE MILLER of California. 
I thank the gentlewoman for yielding. 


Mr. Speaker, I rise in strong support 
of this rule to make in order the con-


ference report on H.R. 2669, the College 
Cost Reduction and Access Act. 


In this last election, we campaigned 
very hard on cutting the cost of college 
for students and making college more 
affordable for students and their fami-
lies who are borrowing money to go to 
school. And it is clear that we intend 
to do that with the passage of this leg-
islation today. 


In the first 10 hours as part of our 6 
for ’06 agenda, we cut the interest rates 
in half on the subsidized student loans 
so that those low-income families and 
middle-income families who are strug-
gling to meet the debt burden of send-
ing their children to school will have 
some relief in that effort. And over the 
next 4 years in this conference report, 
we will cut those interest rates from 
6.8 percent to 3.4 percent, which is a 
savings of the average indebted student 
upon graduation over the life of that 
loan of some $4,400. Also for the lowest- 
income students, the students most in 
need, we are increasing the Pell Grant 
up to a level over the next 5 years of 
$5,400. This is in keeping with what the 
President promised but never did, and 
this is in keeping with our promise 
that we would again restore the pur-
chasing value of the Pell Grant. 


And you can see from this chart, Mr. 
Speaker, the fact is over the last sev-
eral years, the Pell Grant has been 
flat-lined in spite of promises each and 
every year that it was going to be in-
creased; and this year for the first time 
Mr. OBEY put money in, in the con-
tinuing resolution in the appropria-
tions bill, and then this bill will con-
tinue to raise the Pell Grant to $5,400. 
This is the largest increase, certainly, 
in recent history. 


It is important that these two popu-
lations, middle-income students and 
families and low-income students and 
families, have these resources available 
to them. And the reason it is impor-
tant is we are now seeing increasing re-
ports now estimated at more than a 
quarter of a million students who are 
fully qualified to go to school every 
year choose not to go to college, to 
postpone it, or not to go at all because 
they are worried about whether or not 
they will be able to manage the debt or 
afford the cost of college. 


b 1030 


And it is our job to make sure that 
no student in America that is fully 
qualified to go to college is refused the 
opportunity to do so because of the 
cost of college. That has been the pol-
icy of this country since the GI Bill, 
and this is the largest investment since 
the GI Bill 50 years ago. But it was a 
policy of the Eisenhower administra-
tion, of the Kennedy administration, 
and essentially every administration 
on a bipartisan basis since then. But 
we now see college costs far outstrip-
ping the ability of families to pay for a 
college education, therefore requiring 
them to borrow money. 


So in this legislation we take $20 bil-
lion away from the large lenders and 


other lenders of college loans, exces-
sive subsidies that were paid for them, 
excessive subsidies that were identified 
in the President’s legislation, and we 
recycle those monies to the benefit of 
the students and to their families, and 
we do so within pay-as-you-go, that 
each and every expenditure in this bill 
is paid for by the recycling of those ex-
cessive subsidies that were going to the 
lending institution. And in that way, 
we’re able to deliver real money to 
these families in need in the form of a 
reduction in interest rates, in the form 
of an increase in the Pell Grants. 


But we also do that so that those 
people who want to choose the profes-
sion of a policeman, a nurse, a fireman, 
a teacher, a special educator, a pros-
ecutor, a public defender, that those in-
dividuals will be allowed to choose 
those careers and know that they will 
not have to make another choice be-
cause of the crushing debt of their col-
lege education. They, under this legis-
lation, will not be required to pay any 
more than 15 percent of their income in 
any given year for these student loans. 
And what does that mean? That means 
they can start a career in nursing, in 
health care, in law enforcement, as a 
first responder, and they know that if 
they stay in that field for 10 years, that 
loan will be forgiven. That is a major 
advantage to those individuals who are 
seeking to go into those fields. 


We also want to keep the promise of 
earlier actions in this Congress when 
we passed the COMPETES Act to have 
highly qualified teachers in math and 
science go into the classrooms. We’re 
saying to those exemplary performers 
in college that if you’ll go into teach-
ing and you’ll go into the most dif-
ficult schools, we will give you $4,000 a 
year up front while you’re in school of 
tuition relief if you will agree to do 
that; 16,000 real dollars to those people 
because they’re going to go in and 
teach in the most difficult schools, and 
the exemplary performers are going to 
have the skills and the talents to do 
that if they so choose to do it. 


This legislation is the foundation of 
the cornerstone of our agenda on inno-
vation for new discovery of this Na-
tion, the next generation of discovery, 
of innovation, of economic growth and 
jobs here in America. This is the most 
valuable investment we can make. 
Every economist will tell you that the 
investment in education yields more 
back to the government, more back to 
the public sector, more back to civil 
society than any other investment we 
make. And that’s what we’re doing in 
this legislation. We promised we would 
do it. We started out in ‘‘six for ’06,’’ 
and today, with this conference report, 
the House and the Senate is keeping its 
promise. 


We’ve made changes in this legisla-
tion that were suggested by Mr. 
MCKEON and by the administration. 
And I am proud to announce that the 
President, in spite of his suggested 
veto messages or his staff-suggested 
veto messages over the last couple of 
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months, the President has agreed to 
sign this legislation. 


I encourage all of my colleagues to 
join in support of this rule and to sup-
port the conference report when it 
comes before us. I hope that we will 
have a good bipartisan vote as they’re 
now having in the Senate at this very 
moment. 


I thank the gentlewoman for her sup-
port in this effort and for yielding the 
time. 
ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 


The SPEAKER pro tempore. Mem-
bers are reminded to address their re-
marks to the Chair. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, it is my privilege 
to yield such time as he may consume 
to the distinguished gentleman from 
California, the ranking member of the 
committee, Mr. MCKEON. 


Mr. MCKEON. I thank the gentleman 
for yielding the time. 


Mr. Speaker, I rise in opposition to 
the rule. This rule would provide for 
consideration of fiscally irresponsible 
legislation that would create costly 
new entitlement programs and mis-
direct billions of aid toward colleges, 
universities, college graduates and 
philanthropic organizations rather 
than the low-income students who need 
the help the most. 


My colleagues who were around in 
the last Congress may remember that 
when we passed a real budget reconcili-
ation bill, the Education and Work-
force Committee found some $18 billion 
plus in savings, two-thirds of which we 
directed towards deficit reduction and 
one-third of which we directed towards 
increased student benefits such as 
higher loan limits, more grant aid for 
low-income, high-achieving students, 
and loan forgiveness for high-demand 
teachers. Unfortunately, H.R. 2669, the 
bill that will be before us today, takes 
us in a drastically different direction. 


The rule before us provides for the 
culmination of months of abuse of the 
budget reconciliation process as a 
backdoor way to implement significant 
changes to programs best addressed 
through regular order. Not a single 
committee hearing has been held on 
this legislation. The potential impact 
of many of its student loan cuts has 
never been weighed, and no one has 
provided adequate reasons regarding 
why the new entitlement programs and 
complex student loan auction scheme 
created under the conference report are 
necessary or fiscally reasonable. 


It eliminates the right of parents to 
choose their lender and replaces con-
sumer choice with a government-run 
auction system that is complex, bur-
densome and untested. And all of this 
will be put into place in a couple of 
weeks time. I’m anxious to see how the 
department puts this into place. 


This measure could have been im-
proved by infusing more savings into 
the Pell Grant Program. Pell is a prov-
en success that has helped millions of 
young people attend college. In the 
time during the last 12 years that we 


were in charge, we have increased Pell 
Grant spending double. As the chair-
man just pointed out, the amount of 
what he talked about, the individual 
aid to each individual student, has re-
mained fairly even, but the amount 
that we have put in has been increased 
like a billion dollars a year over that 
period of time because we have a mil-
lion and a half more students that have 
now been able to take advantage of 
that and use the money for their help 
in getting their chance to achieve the 
American Dream. 


By creating a bundle of new entitle-
ment programs complete with new bu-
reaucracy, rules, and regulations, this 
conference agreement places billions of 
dollars in new Federal spending on 
autopilot with no accountability to 
taxpayers whatsoever, completely op-
posite of what the real purpose of rec-
onciliation is for. 


The purpose of reconciliation, requir-
ing an easier passage by only requiring 
50 votes in the Senate, was set up to re-
duce mandatory spending and to save 
money on the budget deficit. And this 
will actually increase and go just the 
opposite direction. 


And finally, let me be perfectly clear: 
I have absolutely no confidence in the 
Department of Education’s ability to 
implement the changes outlined in this 
conference agreement, particularly 
with the timeline it sets. It gives me 
no pleasure to point out this obvious 
fact, particularly in a Republican ad-
ministration, but it’s true. And sadly, 
we will be watching this failure play 
out in the coming months and years. 


The rule allows consideration of a 
conference report that breaks promises 
to students and taxpayers alike. I urge 
my colleagues to join me in opposing 
it. 


Ms. SUTTON. Mr. Speaker, I yield 1 
minute to the distinguished gentle-
woman from Texas (Ms. JACKSON-LEE). 


(Ms. JACKSON-LEE of Texas asked 
and was given permission to revise and 
extend her remarks.) 


Ms. JACKSON-LEE of Texas. Mr. 
Speaker, this is the single largest in-
vestment in education since the GI 
Bill, and we know what the GI Bill did 
for the World War II generation. 


Last month, the American people 
lost 4,000 jobs under this administra-
tion, and foreclosures are rising. The 
middle class needs relief. And this bill 
will cut interest rates in half of sub-
sidized student loans over the next 4 
years. It will allow borrowers to be 
able to not pay more than 15 percent 
on their loans. 


In addition, the Pell Grant, some-
thing that has helped low income, stu-
dents, and what all of my students ask 
about every single time I visit college 
campuses, will be raised to $490, and 
over 5 years more than $1,000. And then 
we will invest in America’s most un-
derserved communities, Hispanic-serv-
ing, Historically Black, Native Ameri-
cans and other institutions in which 
the bill will invest $510 million to help 
students stay in school among other 
incentives. 


This legislation helps our students 
graduate. It encourages public service. 
This bill is worth all of us voting for it. 
The middle class of America needs re-
lief. This is a giant step forward in edu-
cating all Americans. 


Ms. SUTTON. Mr. Speaker, at this 
time, I yield 1 minute to the gentleman 
from New York, a distinguished mem-
ber of the Education and Labor Com-
mittee, Mr. BISHOP. 


Mr. BISHOP of New York. I thank 
the gentlewoman for yielding. 


Mr. Speaker, it is difficult for me to 
summarize in 1 minute the attributes 
of this first-rate conference report, but 
let me just say this: For a period of 
time before I came to the Congress, I 
was the senior administrator in a col-
lege. I had a very simple rule when I 
was faced with a decision. That rule 
was: Is the decision I’m about to make 
in the best interest of students, will it 
help students? And by that measure, 
the answer to this question is an em-
phatic ‘‘yes.’’ 


We should be supporting the rule. We 
should be supporting the underlying 
legislation. This legislation helps stu-
dents realize their dreams, and that’s 
what this Congress should be about. 
This is about student aspiration, and 
this is about the Congress providing 
the resources to see to it that students 
can get their slice of the American 
Dream. And by increasing the Pell 
Grant maximum, by reducing the rate 
that students will have to pay when 
they borrow, and by streamlining the 
needs analysis system so that students 
have a more realistic measure of their 
ability to pay, we will increase access, 
we will enhance affordability. 


We should support this rule and sup-
port this conference report. 


Ms. SUTTON. Mr. Speaker, I yield 1 
minute to the gentleman from Illinois, 
a distinguished member of the Edu-
cation and Labor Committee, Mr. 
DAVIS. 


(Mr. DAVIS of Illinois asked and was 
given permission to revise and extend 
his remarks.) 


Mr. DAVIS of Illinois. Mr. Speaker, I 
rise in strong support of the rule for 
H.R. 2669, the College Cost Reduction 
and Access conference bill. 


Mr. Speaker, first of all, I want to 
commend the leadership in both the 
House and the Senate for this out-
standing legislation. This bill recog-
nizes the fact that without investment 
there is no return. And it is, indeed, a 
strong investment in the future of 
America. 


There are many components of the 
bill that are outstanding: loan forgive-
ness for public service, loan forgiveness 
for individuals who teach in high-need 
institutions, schools. But especially, 
Mr. Speaker, I am pleased to note that 
this legislation focuses attention on 
the needs of primarily minority-serv-
ing institutions like Hispanic-serving 
institutions, Historically Black Col-
leges and Universities, PBIs, predomi-
nantly black institutions, and of 
course Native American and Pacific Is-
land institutions. 
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I want to commend Mr. HINOJOSA, 


who is the chairman of our sub-
committee, and urge that this legisla-
tion be passed. 


First of all, Mr. Speaker, I want to commend 
the leadership in both the House and the Sen-
ate for this outstanding legislation. This bill 
recognizes the fact that without investment, 
there is no return. And it is indeed a strong in-
vestment in the future of America. It expands 
access and makes higher education more ac-
cessible for all. It increases the Pell grant 
maximum to $4,800 next year and to $5,400 
by 2012. It cuts interest rates, provides up- 
front tuition for students who agree to teach in 
high-need public schools, provides loan for-
giveness for some public employees and, Mr. 
Speaker, I am especially pleased that it recog-
nizes the unique needs of primarily minority 
serving institutions like Hispanic-serving His-
torically Black Colleges and Universities, Na-
tive American, Pacific American, Asian Amer-
ican and Predominately Black Institutions in 
which I took a particular interest. Importantly, 
it includes $510 million for these minority-serv-
ing institutions and $30 million for PBIs specifi-
cally. 


Again, Mr. Speaker, I want to commend the 
leadership in both the House for this great 
work and especially subcommittee Chairman 
HINOJOSA for his strong positions on the needs 
of minority students and primarily minority 
serving institutions. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, we reiterate that 
the process by which this conference 
report was composed was not fair. And 
it, in effect, violated the promises 
made by the other side of the aisle very 
recently, very recently made and reit-
erated. The process was profoundly un-
fair. I stressed that in my previous re-
marks, and I reiterate it now. 


In addition, we’ve heard from the dis-
tinguished ranking member with re-
gard to grave concerns by many of 
those who have been working on this 
issue, such as Mr. MCKEON, for many 
years. 


So for those reasons, Mr. Speaker, we 
oppose this rule and would urge a ‘‘no’’ 
vote on the rule. 


Mr. Speaker, I yield back the balance 
of my time. 


Ms. SUTTON. Mr. Speaker, the Con-
gress has an obligation to address the 
needs of the American people, and to 
work with them to address the pressing 
problems that they face. 


Today, we take a great step towards 
regaining the faith of the American 
people as we pass the College Cost Re-
duction Act to provide hundreds of 
thousands of American families with 
the opportunity to create a better life 
for their children. I am proud to be a 
part of that effort. 


The College Cost Reduction Act is a 
fiscally responsible bill which makes 
the single largest investment in college 
aid since the GI Bill, which, as we all 
know, provided our Greatest Genera-
tion with the opportunity to create the 
Nation we know today. 


This legislation invests over $20 bil-
lion in student aid, and does so with no 
additional cost to the taxpayers. 


Before I close, Mr. Speaker, I want to 
again applaud the extraordinary lead-


ership of Chairman GEORGE MILLER in 
making college affordability a top pri-
ority. 
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Under his guidance, all of the mem-
bers of the Education and Labor Com-
mittee have crafted a good bill that 
works for our families and our country. 


Mr. Speaker, I urge all of my col-
leagues to vote for this investment in 
our children, in our economy and in 
our future, to keep faith with the 
American people, and to send a clear 
message that the American Dream is 
not a relic of the past, but a corner-
stone of our future. 


I urge a ‘‘yes’’ vote on the previous 
question and on the rule. 


Mr. Speaker, I yield back the balance 
of my time, and I move the previous 
question on the resolution. 


The previous question was ordered. 
The SPEAKER pro tempore. The 


question is on the resolution. 
The question was taken; and the 


Speaker pro tempore announced that 
the ayes appeared to have it. 


Mr. LINCOLN DIAZ-BALART of 
Florida. Mr. Speaker, on that I demand 
the yeas and nays. 


The yeas and nays were ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 8 of rule XX, further pro-
ceedings on this question will be post-
poned. 


f 


ANNOUNCEMENT BY THE SPEAKER 
PRO TEMPORE 


The SPEAKER pro tempore. Pursu-
ant to clause 8 of rule XX, the Chair 
will now put each question on which 
further proceedings were postponed 
earlier today, in the following order: 


Adoption of H. Res. 636, by the yeas 
and nays; 


Adoption of H. Res. 637, by the yeas 
and nays. 


The Chair will reduce to 5 minutes 
the time for the second electronic vote 
in this series. 


f 


PROVIDING FOR CONSIDERATION 
OF H. Res. 636, PATENT REFORM 
ACT OF 2007 


The SPEAKER pro tempore. The un-
finished business is the vote on adop-
tion of House Resolution 636, on which 
the yeas and nays were ordered. 


The Clerk read the title of the resolu-
tion. 


The SPEAKER pro tempore. The 
question is on the resolution. 


The vote was taken by electronic de-
vice, and there were—yeas 222, nays 
181, not voting 29, as follows: 


[Roll No. 860] 


YEAS—222 


Abercrombie 
Ackerman 
Allen 
Altmire 
Andrews 
Arcuri 
Baca 
Baird 


Baldwin 
Barrow 
Bean 
Becerra 
Berkley 
Berman 
Berry 
Bishop (GA) 


Bishop (NY) 
Blumenauer 
Boren 
Boswell 
Boucher 
Boyda (KS) 
Brady (PA) 
Braley (IA) 


Brown, Corrine 
Butterfield 
Cannon 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Castor 
Chandler 
Clarke 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Conyers 
Cooper 
Costa 
Courtney 
Cramer 
Crowley 
Cuellar 
Cummings 
Davis (AL) 
Davis (CA) 
Davis (IL) 
Davis, Lincoln 
Davis, Tom 
DeFazio 
DeGette 
Delahunt 
DeLauro 
Dicks 
Dingell 
Doggett 
Donnelly 
Doyle 
Edwards 
Ellison 
Emanuel 
Engel 
Eshoo 
Etheridge 
Farr 
Fattah 
Filner 
Frank (MA) 
Gallegly 
Giffords 
Gillibrand 
Gonzalez 
Gordon 
Green, Al 
Green, Gene 
Grijalva 
Gutierrez 
Hall (NY) 
Hare 
Harman 
Hastings (FL) 
Herseth Sandlin 
Higgins 
Hinojosa 
Hirono 
Hodes 
Holt 


Honda 
Hoyer 
Inslee 
Israel 
Issa 
Jackson (IL) 
Jackson-Lee 


(TX) 
Jefferson 
Johnson (GA) 
Johnson, E. B. 
Kagen 
Kanjorski 
Kennedy 
Kildee 
Kilpatrick 
Kind 
Klein (FL) 
Kucinich 
Langevin 
Lantos 
Larsen (WA) 
Larson (CT) 
Lee 
Levin 
Lewis (GA) 
Lipinski 
Loebsack 
Lofgren, Zoe 
Lowey 
Lynch 
Mahoney (FL) 
Maloney (NY) 
Markey 
Marshall 
Matheson 
Matsui 
McCarthy (NY) 
McCollum (MN) 
McDermott 
McGovern 
McIntyre 
McNerney 
McNulty 
Meek (FL) 
Meeks (NY) 
Melancon 
Miller (NC) 
Miller, George 
Mitchell 
Mollohan 
Moore (KS) 
Moore (WI) 
Moran (VA) 
Murphy (CT) 
Murphy, Patrick 
Murtha 
Nadler 
Napolitano 
Neal (MA) 
Oberstar 
Obey 
Olver 
Ortiz 
Pascrell 
Pastor 
Payne 


Perlmutter 
Peterson (MN) 
Pomeroy 
Price (NC) 
Rahall 
Rangel 
Reyes 
Richardson 
Rodriguez 
Ross 
Rothman 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (OH) 
Salazar 
Sánchez, Linda 


T. 
Sarbanes 
Schakowsky 
Schiff 
Schwartz 
Scott (GA) 
Scott (VA) 
Serrano 
Shea-Porter 
Sherman 
Shuler 
Simpson 
Sires 
Skelton 
Slaughter 
Smith (TX) 
Smith (WA) 
Snyder 
Solis 
Space 
Spratt 
Stark 
Stupak 
Sutton 
Tanner 
Tauscher 
Taylor 
Thompson (CA) 
Thompson (MS) 
Tierney 
Towns 
Udall (CO) 
Udall (NM) 
Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Weiner 
Welch (VT) 
Wexler 
Wilson (OH) 
Woolsey 
Wu 
Wynn 
Yarmuth 


NAYS—181 


Aderholt 
Akin 
Alexander 
Bachmann 
Bachus 
Baker 
Barrett (SC) 
Bartlett (MD) 
Barton (TX) 
Biggert 
Bilbray 
Bilirakis 
Blackburn 
Blunt 
Boehner 
Bonner 
Bono 
Boozman 
Boustany 
Brady (TX) 
Broun (GA) 
Brown (SC) 
Brown-Waite, 


Ginny 
Buchanan 
Burgess 
Burton (IN) 
Buyer 
Calvert 
Camp (MI) 


Campbell (CA) 
Cantor 
Capito 
Castle 
Chabot 
Cole (OK) 
Conaway 
Costello 
Crenshaw 
Culberson 
Davis (KY) 
Davis, David 
Deal (GA) 
Dent 
Diaz-Balart, L. 
Diaz-Balart, M. 
Doolittle 
Drake 
Dreier 
Duncan 
Ehlers 
Emerson 
English (PA) 
Everett 
Fallin 
Feeney 
Ferguson 
Flake 
Forbes 
Fortenberry 


Fossella 
Foxx 
Franks (AZ) 
Frelinghuysen 
Garrett (NJ) 
Gerlach 
Gingrey 
Gohmert 
Goode 
Goodlatte 
Granger 
Graves 
Hall (TX) 
Hastings (WA) 
Hayes 
Heller 
Hensarling 
Herger 
Hill 
Hinchey 
Hobson 
Hoekstra 
Hulshof 
Hunter 
Inglis (SC) 
Johnson (IL) 
Jones (NC) 
Jordan 
Kaptur 
Keller 
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have yet to be answered by the admin-
istration. 


However, the President’s recent 
budget request does outline his game 
plan to advance this flawed policy. The 
current strategy seems to be spending 
more taxpayer dollars to continue to 
try to convince a skeptical public that 
the health care law is good policy; and 
if they don’t agree, use an enforcement 
hammer to ensure compliance. 


Buried within the President’s budget 
is a request for a 315 percent increase 
for the public affairs office at the De-
partment of Health and Human Serv-
ices. One of the primary tasks of the 
Public Affairs Office is to sell the 
health care reform law to the Amer-
ican people. Furthermore, they also re-
quested a whopping 1,270 new Internal 
Revenue Service agents to implement 
the law and to enforce its individual 
mandate and other related provisions. 


While Speaker PELOSI may have ad-
vocated passing the bill so that we 
could learn what is in it, many Ameri-
cans were not so naive. They under-
stand that you can’t spend the same 
dollar twice. They understand that if 
something sounds too good to be true, 
it probably is. They know when some-
one shows up from the government of-
fering a carrot, there is probably a 
stick not far behind. 


Last year, a real opportunity to craft 
health care policy on a bipartisan basis 
was squandered. That missed oppor-
tunity will continue to haunt us. 


Unfortunately, I worry that the sec-
ond year under the oppressive provi-
sions of this law will be no better than 
the last. It is regrettable that we have 
reached this point, having known so 
many of these problems existed before 
this law passed. But of course we were 
warned. 


So, I will use the occasion of the sol-
emn first anniversary to redouble my 
efforts to right the wrong. 


We will work to wipe this misguided 
law from the books to protect the 
rights of Americans to choose their 
doctor, select their insurance, and 
trust in their own good judgment. 
Many are committed to the cause. I be-
lieve it will happen. 


I yield the floor. 
f 


CONCLUSION OF MORNING 
BUSINESS 


The ACTING PRESIDENT pro tem-
pore. Morning business is closed. 


f 


SBIR/STTR REAUTHORIZATION ACT 
OF 2011 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, the 
Senate will resume consideration of S. 
493, which the clerk will report. 


The legislative clerk read as follows: 
A bill (S. 493) to reauthorize and improve 


the SBIR and STTR programs, and for other 
purposes. 


Pending: 
Nelson (NE) amendment No. 182, of a per-


fecting nature. 


McConnell amendment No. 183, to prohibit 
the Administrator of the Environmental 
Protection Agency from promulgating any 
regulation concerning, taking action relat-
ing to, or taking into consideration the 
emission of a greenhouse gas to address cli-
mate change. 


Vitter amendment No. 178, to require the 
Federal Government to sell off unused Fed-
eral real property. 


Inhofe (for Johanns) amendment No. 161, to 
amend the Internal Revenue Code of 1986 to 
repeal the expansion of information report-
ing requirements to payments made to cor-
porations, payments for property and other 
gross proceeds, and rental property expense 
payments. 


Snowe amendment No. 193, to strike the 
Federal authorization of the National Vet-
erans Business Development Corporation. 


AMENDMENT NO. 182 
The ACTING PRESIDENT pro tem-


pore. Under the previous order, there is 
now 2 minutes of debate equally di-
vided prior to a vote in relation to 
amendment No. 182, offered by the Sen-
ator from Nebraska, Mr. NELSON. 


The Senator from Nebraska. 
Mr. NELSON of Nebraska. Madam 


President, I rise to speak on my 
amendment proposing a sense-of-the- 
Senate agreement to cut the Senate’s 
budget by at least 5 percent. 


When I go home every weekend, peo-
ple come up to me at the grocery store, 
hardware store and elsewhere, and they 
tell me they are concerned about our 
national debt and deficit. They want 
Washington to cut spending and bring 
down the cloud of debt that hangs over 
our economic environment. 


As chairman of the Senate Appro-
priations Legislative Branch Sub-
committee, I have been pursuing a 5- 
percent cut in this year’s budget for 
Congress and agencies and offices on 
Capitol Hill. We cut this budget a year 
ago, we are cutting it this year, and we 
will be back for further cuts next year. 


My amendment says that as Congress 
pursues comprehensive debt reduction 
while conducting major military ac-
tion on two fronts, all in the midst of 
a fragile economic recovery, Congress 
still should not be exempt from the 
pain. Fiscal restraint starts at home 
and with our own budget. 


I yield the floor. 
The ACTING PRESIDENT pro tem-


pore. The Senator from Mississippi. 
Mr. WICKER. Madam President, I 


rise to agree with my colleague from 
Nebraska, to support his amendment, 
and to congratulate him for his new-
found enthusiasm for this idea. 


Actually, on January 10, the House of 
Representatives passed a rule to reduce 
its spending by 5 percent. This measure 
was passed on a rollcall vote of 410 to 
13. Soon thereafter, I was the first Sen-
ator to call on my colleagues in the 
Senate to cut their office expenditures 
by 5 percent. This small but symbolic 
step could save the taxpayers over $20 
million. 


On February 4, some 6 weeks ago, I 
requested unanimous consent to take 
up a sense-of-the-Senate resolution I 
authored, urging all Senators to take 
such action. Unfortunately, at that 


time and since then, there has been an 
objection from the other side of the 
aisle to this unanimous consent re-
quest. 


My effort was bipartisan. I was joined 
by 14 of my colleagues, Republicans 
and Democrats, and I thank them. 


We now have an agreement to take 
up my sense-of-the-Senate resolution 
by unanimous consent later in the day 
so as to expedite and refine enactment 
of the provisions of the Nelson amend-
ment. Based on that understanding—— 


The ACTING PRESIDENT pro tem-
pore. The Senator’s time has expired. 


Mr. WICKER. I commend the Senator 
from Nebraska for coming to this idea 
somewhat late. But I support his 
amendment nonetheless. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Louisiana. 


Ms. LANDRIEU. Is there any time re-
maining? 


The ACTING PRESIDENT pro tem-
pore. There is no time remaining. 


Ms. LANDRIEU. Madam President, I 
ask for the yeas and nays. 


The ACTING PRESIDENT pro tem-
pore. Is there a sufficient second? 
There is a sufficient second. 


The question is on agreeing to the 
amendment. 


The clerk will call the roll. 
The legislative clerk called the roll. 
Mr. DURBIN. I announce that the 


Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


The ACTING PRESIDENT pro tem-
pore. Are there any other Senators in 
the Chamber desiring to vote? 


The result was announced—yeas 98, 
nays 1, as follows: 


[Rollcall Vote No. 41 Leg.] 


YEAS—98 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cantwell 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
Crapo 
DeMint 
Durbin 
Ensign 
Enzi 


Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 


Merkley 
Mikulski 
Moran 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Paul 
Portman 
Pryor 
Reed 
Reid 
Risch 
Roberts 
Rubio 
Sanders 
Schumer 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NAYS—1 


Sessions 


NOT VOTING—1 


Rockefeller 


The amendment (No. 182) was agreed 
to. 
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The ACTING PRESIDENT pro tem-


pore. The motion to reconsider is con-
sidered made and laid on the table. 


AMENDMENT NO. 193 
Under the previous order, there is 


now 2 minutes of debate equally di-
vided prior to a vote in relation to 
amendment No. 193 offered by the Sen-
ator from Maine, Ms. SNOWE. 


The Senator from Maine is recog-
nized. 


Ms. SNOWE. Madam President, this 
bipartisan amendment is supported by 
me; Chair LANDRIEU; Senator KERRY, 
the former chair of the committee; 
Senator COBURN; and Senator WEBB. 


This amendment is based on a report 
that was conducted by the Small Busi-
ness Committee back in 2008, when 
Senator KERRY was chair of the com-
mittee, and we both requested an in-
vestigation into the National Veterans 
Business Development Corporation, 
also known as TVC, and found egre-
gious mismanagement. TVC was en-
gaged in mismanagement, misuse of 
taxpayer money, and did not abide by 
its statutory obligations. 


Our committee issued a very detailed 
report explaining how they misused 
hundreds of thousands if not millions 
of dollars. In light of our investigation 
and subsequent efforts, they do not re-
ceive any federal appropriations now. 


But we want to remove them from 
statute so they do not have any Fed-
eral linkage, any Federal charter, or 
any ability to use the auspices of the 
Federal Government for any activities 
in the future. 


So I urge support of this amendment 
and note that both the Veterans of For-
eign Wars and the American Legion 
supported discontinuing the funding 
for this organization, after our report 
was released. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Louisiana. 


Ms. LANDRIEU. Madam President, I 
will speak for just a moment, if I could. 


I know people in Washington and 
people in America do not believe we 
can actually eliminate a program. We 
are getting ready to eliminate one now 
in a bipartisan fashion to cut funding 
and to cut a program that has not 
worked. I just want to underline that 
we most certainly can do that in a bi-
partisan way. That is what this vote is 
about. 


I do not believe there is any opposi-
tion, so I yield back the remaining 
time. 


Ms. SNOWE. Madam President, I ask 
for the yeas and nays. 


The ACTING PRESIDENT pro tem-
pore. Is there a sufficient second? 


There appears to be a sufficient sec-
ond. 


The question is on agreeing to the 
amendment. 


The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
Mr. DURBIN. I announce that the 


Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


The ACTING PRESIDENT pro tem-
pore. Are there any other Senators in 
the Chamber desiring to vote? 


The result was announced—yeas 99, 
nays 0, as follows: 


[Rollcall Vote No. 42 Leg.] 
YEAS—99 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cantwell 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
Crapo 
DeMint 
Durbin 
Ensign 
Enzi 


Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 


Merkley 
Mikulski 
Moran 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Paul 
Portman 
Pryor 
Reed 
Reid 
Risch 
Roberts 
Rubio 
Sanders 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NOT VOTING—1 


Rockefeller 


The amendment (No. 193) was agreed 
to. 


The ACTING PRESIDENT pro tem-
pore. The motion to reconsider is con-
sidered made and laid on the table. 


The Senator from Arizona. 
Mr. MCCAIN. Madam President, I ask 


unanimous consent to engage in a col-
loquy with the distinguished Repub-
lican leader for 3 minutes. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


DEFENSE APPROPRIATIONS 
Mr. MCCAIN. Madam President, I say 


to my friend and leader and to all my 
colleagues, it is of deep concern to the 
Secretary of Defense and to this Mem-
ber, and I am sure many other Mem-
bers, that we are defending this Nation 
on a 2-week-to-2-week basis, and it is 
harming our ability to defend this Na-
tion’s national security. I know we are 
probably now going to go into another 
3-week continuing resolution. 


Is it the intention of the Republican 
leader, along with myself and others, 
that we will not do another continuing 
resolution unless we take up a Defense 
appropriations bill for the year? We 
can’t do this to the men and women 
who are serving—deprive them of the 
equipment, the training, and where-
withal—when we are in two wars. It is 
vital, in my view, that we not allow an-
other continuing resolution without 
addressing the Defense appropriations 
bill for, hopefully, what should be the 
remainder of the year. 


Mr. MCCONNELL. I would say to my 
friend from Arizona, he is entirely cor-
rect. I don’t intend, myself, to support 
another continuing resolution. It does 
not contain the full-year Defense ap-
propriations bill. I think everybody un-


derstands the urgency of that. My 
friend from Arizona, our leader on 
these issues, has been very clear and 
articulate about it. I can say with total 
confidence that the House and Senate 
are not going to be passing another 
continuing resolution without the 
funding for the Defense Department for 
the remainder of this fiscal year. 


Mr. MCCAIN. I thank the Republican 
leader, and I thank my colleague from 
Louisiana. I hope this message is trans-
mitted to our friends and colleagues on 
the other side of the Capitol; that they 
should not send over another CR with-
out funding the Defense Department 
for the rest of the year. 


Mr. MCCONNELL. I would say to my 
friend, I believe his position is shared 
by the leadership of our party in the 
House, and I think there is no chance 
we will not complete work on the De-
fense appropriations bill in the next 
few weeks. 


Mr. MCCAIN. I thank the Senator. 
The ACTING PRESIDENT pro tem-


pore. The Senator from Louisiana. 
Ms. LANDRIEU. Madam President, 


before I get into the business before us, 
which is SBIR and STTR reauthoriza-
tion, a very important small business 
program, let me just add a few 
thoughts to the colloquy of the Sen-
ator from Arizona and the minority 
leader. I would most certainly support 
that view, and there may be others on 
the Democratic side who feel that way 
as well. As chair of the Homeland Secu-
rity Appropriations Committee, let me 
be very clear that I don’t think we 
should go to another short-term CR 
without a full-year appropriation of 
Homeland Security. Not only is the De-
fense Department appropriations bill 
absolutely essential to the well-being 
of this Nation, but so is the Homeland 
Security budget. They have complete 
jurisdiction over Customs and Immi-
gration, over safety and security at our 
ports and our airports and train sta-
tions. We most certainly can’t let our 
guard down as it pertains to our over-
seas operations, but we absolutely can-
not let our guard down as it pertains to 
our safety here at home. 


I hope both Republican and Demo-
cratic leadership, as we find our way 
through this complicated and difficult 
appropriations process, will remember 
Defense and Homeland Security. 


I see Senator CORNYN on the floor. I 
know he is going to call up, with no ob-
jection from me, his amendment. 


AMENDMENT NO. 216 


Before that, I ask unanimous consent 
to call up Casey amendment No. 216 to 
be put in the pending column. Senator 
CASEY will be here shortly to discuss 
his amendment, and then we will go in 
just a minute to Senator CORNYN. 


The ACTING PRESIDENT pro tem-
pore. The clerk will report. 


The assistant legislative clerk read 
as follows: 


The Senator from Louisiana [Ms. 
LANDRIEU], for Mr. CASEY, proposes an 
amendment numbered 216. 
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Ms. LANDRIEU. I ask unanimous 


consent that the reading of the amend-
ment be dispensed with. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


The amendment is as follows: 
(Purpose: To require contractors to notify 


small business concerns that have been in-
cluded in offers relating to contracts let by 
Federal agencies) 
At the end of title III, add the following: 


SEC. 3ll. SUBCONTRACTOR NOTIFICATIONS. 
Section 8(d) of the Small Business Act (15 


U.S.C. 637(d)) is amended by adding at the 
end the following: 


‘‘(13) NOTIFICATION REQUIREMENT.— 
‘‘(A) IN GENERAL.—An offeror with respect 


to a contract let by a Federal agency that is 
to be awarded pursuant to the negotiated 
method of procurement that intends to iden-
tify a small business concern as a potential 
subcontractor in the offer relating to the 
contract shall— 


‘‘(i) notify the small business concern that 
the offeror intends to identify the small 
business concern as a potential subcon-
tractor in the offer; and 


‘‘(14) REPORTING BY SUBCONTRACTORS.—The 
Administrator shall establish a reporting 
mechanism that allows a subcontractor to 
report fraudulent activity by a contractor 
with respect to a subcontracting plan sub-
mitted to a procurement authority under 
paragraph (4)(B).’’. 


Ms. LANDRIEU. Our intention is for 
Senator CASEY to have an opportunity 
when he comes to the floor. 


Before Senator CORNYN speaks, for 
just one moment I wish to add a few 
comments about what happened this 
morning. We did get two amendment 
votes on the bill. Those were the first 
two amendments, the Nelson of Ne-
braska amendment, and then Senator 
SNOWE and I offered an amendment. We 
have approximately six other amend-
ments pending not yet scheduled for a 
vote. Most of them were discussed at 
some length yesterday on the floor, the 
most notable Senator MCCONNELL’s 
amendment, which Senator BOXER and 
others strongly opposed. 


I wish to say one thing, as respect-
fully as I can, in response to a com-
ment Senator WICKER made regarding 
the Nelson amendment. He said some-
thing along the lines that Senator NEL-
SON had found some new—how did he 
say it—new-found enthusiasm for cut-
ting the budget. In defense of Senator 
NELSON, I wish to say his enthusiasm is 
most certainly not new found. He has 
been a leader on our side in cutting the 
agencies and departments respectfully 
and appropriately under his jurisdic-
tion. He has been the lead sponsor of 
legislation for a long time that has cut 
legislative spending. I might say it is 
very difficult with his bill because he 
also has had to absorb $22 million in 
additional expenses related to the oper-
ation of the Visitor Center which all of 
our constituents enjoy and support. So 
he has absorbed that into his operating 
budget and still managed to cut. 


I know Senator WICKER is relatively 
new to the Senate, but I do wish to re-
mind him and others that Senator NEL-
SON has been a leader in that field. 


I yield the floor. 
The ACTING PRESIDENT pro tem-


pore. The Senator from Texas. 
AMENDMENT NO. 186 


(Purpose: To establish a bipartisan commis-
sion for the purpose of improving oversight 
and eliminating wasteful government 
spending) 
Mr. CORNYN. Madam President, I 


ask unanimous consent to call up 
amendment No. 186 and ask for its im-
mediate consideration, and I ask unan-
imous consent that any pending 
amendments be set aside. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


The clerk will report. 
The assistant legislative clerk read 


as follows: 
The Senator from Texas [Mr. CORNYN] pro-


poses an amendment numbered 186. 


Mr. CORNYN. I ask unanimous con-
sent that the reading of the amend-
ment be dispensed with. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


(The amendment is printed in the 
RECORD of Tuesday, March 15, 2010, 
under ‘‘Text of Amendments.’’) 


Mr. CORNYN. Madam President, this 
is a very important amendment, which 
addresses the three critical issues that 
face our country today: too many peo-
ple out of work, the Federal Govern-
ment engaged in runaway spending, 
and our unsustainable national debt. 
This actually comes from a portion of 
President Barack Obama’s fiscal com-
mission report, which pointed out a 
Texas program that had been in place 
since 1977 and its impact on providing 
oversight and review of wasteful or no 
longer needed programs for spending. 


That is what this amendment does. It 
establishes a bipartisan U.S. Author-
ization and Sunset Commission. 


Actually, it would be composed of 
eight Members of Congress, who would 
go through programs that have spend-
ing associated with them but have not 
been authorized by the Congress, and 
who review redundancies and duplica-
tive programs such as those pointed 
out most significantly by the General 
Accounting Office within the last week 
to 10 days. 


As I said, this is modeled after the 
sunset process that my State insti-
tuted in 1977, which has been enor-
mously successful. It has eliminated 
more than 50 different State agencies 
and saved taxpayers in the hundreds of 
millions of dollars. 


I ask unanimous consent that Sen-
ators VITTER, ENZI, DEMINT, RUBIO, 
PAUL, ENSIGN, AYOTTE, and RISCH be 
added as cosponsors to my amendment. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mr. CORNYN. This is what the Presi-
dent’s own fiscal commission has said 
about such a concept. I know Members 
of the Senate and the political parties 
are divided about many things, but this 
is something that should be non-


controversial and should be bipartisan. 
I hope my colleagues will listen briefly 
and consider cosponsoring and joining 
us in passing this important amend-
ment establishing this sunset commis-
sion. Again, this is what the Presi-
dent’s own fiscal commission said 
about this concept: 


Such a committee has been recommended 
many times, and has found bipartisan sup-
port. The original and arguably most effec-
tive committee exists at the State level in 
Texas. The legislature created a sunset com-
mission in 1977 to eliminate waste and ineffi-
ciency in government agencies. Estimates 
from reviews conducted between 1982 and 
2009 showed 27-year savings of over $780 mil-
lion, compared with expenditures of $28.6 
million. Based on the estimated savings 
achieved, for every dollar spent on the sun-
set process, the State received $27 in return. 


We all know the challenges we face in 
Washington when it comes to proper 
oversight. Once programs are created— 
even so-called temporary programs— 
they tend to take on a life of their own. 
Indeed, I think that must be what Ron-
ald Reagan was talking about in one of 
my favorite quotations, when he said 
that ‘‘the closest thing to eternal life 
here on earth is a temporary govern-
ment program.’’ 


We all know what happens once a 
program is created. A constituency is 
created, and they come in and ask for 
a cost of living or other increase, and 
they grow and grow, and there is no 
one—I am not criticizing the standing 
committees, but there is not adequate 
time or opportunity given to looking 
at these programs to see whether they 
are still needed or whether their budg-
ets are justified. So you see these pro-
grams growing and Federal spending 
growing and no real time and effort 
given to cutting out wasteful spending 
and eliminating programs that have 
not been authorized or which are dupli-
cative or redundant, as pointed out by 
the GAO. 


My hope is that when we soon have a 
chance to vote on this amendment, we 
can all answer this important call. I 
think in the process we can ask the 
single most important question Con-
gress can ask when it comes to spend-
ing and programs, which is: Is this pro-
gram still needed? 


A sunset commission would help us 
do our job of oversight and account-
ability. It would help rein in runaway 
Federal spending and, hopefully, along 
with growth in the private sector and 
investments by the job creators and en-
trepreneurs, help us get past where we 
are now, where we have not only run-
away spending but unsustainable debt, 
and a private sector sitting on the side-
lines not creating new jobs the way we 
need them to do it. 


I yield the floor and thank the man-
ager. 


Ms. LANDRIEU. Will the Senator 
yield for a question on his amendment? 


Mr. CORNYN. Yes. 
Ms. LANDRIEU. Most of the pro-


grams I am familiar with at the Fed-
eral level have built-in sunsets, be-
cause they have limited authorization. 
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How does the Senator’s amendment ei-
ther override that or undercut that? 
Why is his amendment necessary? 


Mr. CORNYN. Madam President, I 
am glad to respond to the question. As 
the Senator knows, many programs 
that are currently up and running are 
operating on the basis of an appropria-
tion without an authorization by the 
committee of jurisdiction, and that is 
part of what the sunset commission 
would look at because, frankly, it 
hasn’t been authorized, the kind of 
oversight that is needed in order to 
scrub the numbers and make sure the 
program is still necessary and the 
spending is appropriate doesn’t happen. 


This also is designed specifically to 
deal with what the GAO pointed out in 
the last 7 to 10 days, where we have 
dozens of programs designed to do ex-
actly the same thing. In other words, 
rather than making sure that existing 
programs work, we tend to layer those 
on over time, forgetting that those ex-
isting programs are even there. So this 
would be designed primarily to do two 
things: one, to deal with programs 
where there is spending because there 
has been an appropriation made but no 
authorization; and it would also deal 
with that duplication. 


If, in fact, Congress comes back and 
authorizes the program, that is one 
way they could respond to the report of 
the commission. 


Ms. LANDRIEU. I thank the Senator. 
I will comment, and I know the Sen-
ator wants to genuinely root out the 
waste and duplication. I only say that 
for programs that are operating under 
appropriations only. The Senator will 
know that that authorization is only 
intact for 1 year under the general 
rules. When you appropriate money, it 
is only for 1 year at a time. It can only 
be extended by an act of this body 
every year. On the authorizing pro-
grams, to my knowledge—and I will get 
the committee to check on that— 
Homeland Security has jurisdiction 
over government operations. It is my 
understanding that every authorized 
program has a length of time and that 
each committee here is responsible for 
their own oversight. 


If the Senator is suggesting that 
committees either can’t, or don’t, do 
their work and we need an extra com-
mission, we will consider that. I under-
stand what the Senator is trying to do. 
I will have the Homeland Security 
team look at it on our side and we will 
respond. 


Mr. CORNYN. I don’t think anybody 
believes the way things are operating 
now is appropriate. What this does is it 
seeks to bring a new set of eyes, par-
ticularly regarding the spending levels 
in programs—whether they are nec-
essary. As the President’s own fiscal 
commission pointed out, this is not a 
partisan issue. We know with that kind 
of increased scrutiny, we can begin to 
cut out duplicative and unnecessary 
spending and prioritize those that are 
important, such as homeland security. 


Part of the problem we have is that 
the spending levels we have now make 


it almost impossible for us to decide 
what our priorities are and fund those 
because everything seems to be a pri-
ority. Well, everything can’t be a pri-
ority, everything cannot be essential. 
This is a commonsense approach, based 
on an effective State model, that would 
allow Congress to do its job better and 
deal with the most important issues 
that face the country today, which is 
runaway spending and unsustainable 
debt, and too high unemployment. 


I yield the floor. 
Ms. LANDRIEU. I thank the Senator 


from Texas. 
Hopefully, as we go through the day, 


we will have a discussion on that 
amendment and others. I will try to 
give a recap. My ranking member is on 
the floor, and we wish to proceed today 
as we did yesterday, fairly orderly. We 
have made progress. We got two 
amendments voted on already. There 
are now several amendments pending. I 
want to ask this for clarification. We 
have Johanns 161, Vitter 178, McCon-
nell 183, Casey 216, and Cornyn 186. 
Those are all pending, but no time has 
been established for a vote. Can I ask 
the Chair to confirm that? 


The ACTING PRESIDENT pro tem-
pore. The Senator is correct. 


Ms. LANDRIEU. Can I also ask the 
Chair this: We have filed and discussed 
Hutchison 197, Paul 199, and Sanders 
207, which are not pending but have 
been discussed on the floor. Does that 
list exist at the desk? 


The ACTING PRESIDENT pro tem-
pore. Those amendments have been 
filed and will need to be offered. 


Ms. LANDRIEU. Let me say again 
how pleased I am that only a handful of 
amendments out of the 68 that are 
pending actually pertain directly to 
the programs we are getting ready, 
hopefully, to authorize. Actually, out 
of the 68 amendments pending, only 14 
are related to this particular program, 
and 3 others to the Small Business Ad-
ministration itself. I want to believe 
that is because Senator SNOWE and I 
have tried hard to take all Members’ 
views into consideration as we have 
moved the bill through the process. As 
I said, yesterday, we worked on reau-
thorization of this important pro-
gram—the largest Federal research 
program for small business in the coun-
try, the largest program—we have 
worked on this reauthorization for 6 
years. So in the last three Congresses 
this bill has been debated, both in com-
mittee and on the floor, in the House 
and in the Senate. It has been modified 
many different times to accommodate 
different views. 


The great news is that the bill is still 
strong, very focused. It provides an ad-
ditional percentage of funding for 
small business so they can actually 
have access to the research and devel-
opment dollars like big businesses, 
which often have better access. It gives 
an open door and an opportunity for 
small businesses—for some of our best 
patents, our best inventors, our strong-
est risk takers, which are often very 


small startups. We want to encourage 
that, because the country is fighting 
its way—and I mean that—out of this 
recession. It is not easy, and it will not 
happen automatically. It will happen 
by what actions the Federal Govern-
ment takes, State governments, and 
local governments, creating 
atmospheres so the private sector can 
grow. This bill helps to improve that 
atmosphere. That is why we are talk-
ing about this. 


Many people have come to the floor 
and said: Why aren’t we talking about 
closing the deficit? We are talking 
about reducing the deficit and debt, be-
cause one of the ways we do that is by 
creating private-sector jobs. This bill 
is one of the bills filed in this Con-
gress—I am not saying it is the top or 
the absolute best, but I can promise 
you that it is one of the best bills that 
is filed that will have a direct and im-
mediate impact on job creation in 
America. That is why Senator SNOWE 
and I are spending our time talking 
about it because it is a jobs bill. It is 
also a deficit closing bill. It is also a 
debt reduction bill. It is also a great 
bill that is going to help level the play-
ing field between large and small com-
panies and say to some of those risk 
takers out there who look at Wash-
ington and shake their head and say, 
What is going on, doesn’t anyone pay 
attention to us, yes, we are paying at-
tention, we know you are out there. We 
know if we can provide open-door ac-
cess to Federal Government research 
and development dollars, we can have 
literally hundreds of companies grow 
and expand. 


One example I gave yesterday—and I 
will give many more today—is 
Qualcomm, unknown 35 years ago. It 
started in Dr. Jacobs’ den. It received 
early funding through this program, 
SBIR. They received multiple grants. 
You can get multiple grants as your 
technology improves and it shows 
promise. Of course, it showed promise. 
At a point, they were recognized by the 
venture capital community and inves-
tors came in. History has shown now 
that company employs 17,500 people 
and last year their local San Diego- 
based company paid taxes to local gov-
ernments in California and around the 
country of $1 billion. That covers half 
the cost of this entire program—one 
company. 


That is why Senator SNOWE and I 
have spent so much time on this reau-
thorization and why she has been fight-
ing for this program for actually al-
most 20 years, since she was a Member 
of Congress. This program is one that 
works. We have tweaked it. We have 
improved it. We are extending our au-
thorizations from 4 years to 8 years to 
give certainty. 


Those are some of the comments I 
wanted to make about the bill. We 
have, as I said, 68 amendments that 
have been filed. I ask Members, if they 
are interested in getting their amend-
ments pending, to come to the floor to 
see what we can do to work that out. I 
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am not sure we will get to final passage 
of the bill this week, but we want to do 
as much work on the bill as we can so 
when we get back, it will hopefully be 
the first order of business. We will see. 
Maybe there will be a breakthrough in 
the next 2 or 3 days and we can get it 
done before we leave. That would send 
a positive signal. We are working with 
the leadership to see if that can be 
done. If not, we will continue to work 
this week to get as many amendments 
offered and pending and some votes 
today and tomorrow. 


I see the ranking member on the 
floor. I wish to turn the time over to 
her now. 


The ACTING PRESIDENT pro tem-
pore. The Senator from Maine. 


Ms. SNOWE. Madam President, I cer-
tainly concur in the comments that 
have been made by the Chair of the 
Small Business Committee, Senator 
LANDRIEU, who has exhibited tremen-
dous leadership in bringing these ini-
tiatives to the floor for reauthoriza-
tion. It has been a long journey for 
these programs, reaching the point of 
reauthorizing them for the first time 
since 2008. In the intervening years, the 
programs have had to rely on multiple 
extensions to continue to operate. 


These programs are of indisputable 
value to the growth in America when it 
comes to innovation and invention on 
the part of small businesses. They un-
deniably have been critically effective. 
When they have had access to venture 
capital and research and development 
dollars that are available in more than 
11 agencies across the government, in-
cluding the National Institutes of 
Health, the Department of Defense, the 
Department of Energy, to name a few, 
they have provided invaluable support 
to the entrepreneurial spirit that is so 
critical to this country. 


As the Chair indicated, it is the small 
businesses in America, the one segment 
of the economy that undeniably cre-
ates the kinds of jobs that are so im-
portant to this country. In fact, they 
create two-thirds of all the net new 
jobs. We have to do everything we can 
to make sure that they are getting ac-
cess to the kind of capital and support 
and the research and development dol-
lars that are available at the national 
level. 


These two programs, were created 
back in 1982. As the Chair indicated, I 
was an original cosponsor of that legis-
lation when I was serving in the House 
of Representatives because we knew it 
could ultimately be a great catalyst for 
innovative and technological ideas in 
America. It has provided it, without 
question. 


The National Academy of Sciences 
study of the SBIR Program—which is a 
landmark study—called the program 
sound in concept and effective in prac-
tice. Just over 20 percent of companies 
they surveyed were founded partly or 
entirely because of the SBIR program. 
Over two-thirds of the respondents said 
that the SBIR projects would not have 
taken place without the funding. Each 


year, over one-third of firms awarded 
SBIR funds participate in the program 
for the first time. 


Again, it is encouraging innovation 
across a broad spectrum of businesses 
and creating additional competition 
among suppliers for the Federal Gov-
ernment’s procurement agencies. We 
see that it produces over and over 
again the benefits, the jobs, the cre-
ativity. 


The Chair spoke about Qualcomm. 
That is true. We saw the Sonicare 
toothbrush. In May, we had a company 
called Tex Tech that developed armor 
for our troops in Iraq and Afghanistan. 
If we can give the infusion of these dol-
lars—dollars already being expended by 
Federal agencies but redirected to 
small businesses and making sure that 
they are getting a fair share of the 
Federal pie—then they can put that 
money to good use in creating the 
kinds of jobs and the inventions that 
are so important to moving this coun-
try forward in the 21st century. 


I am very pleased we are at this 
point. Hopefully, we will be able to get 
this legislation through and signed 
into law because it is critical to ven-
ture capital investments. It is a promi-
nent source of investment in bio-
technology research and development. 
As we know, it takes 10 to 15 years of 
work and hundreds of millions of dol-
lars to bring a drug to market and to 
complete the testing of the drug proc-
ess along the way costs millions of dol-
lars. The biotechnology companies are 
able to commercialize their tech-
nologies with this kind of backing from 
these programs and money that is 
being expended at the Federal level in 
these key agencies, such as the Na-
tional Institutes of Health. Such in-
vestments in biotechnology and med-
ical device industries totaled more 
than $1 billion in 2007. 


Again, it is a demonstration of the 
kind of value and results we achieve 
through this program without pro-
viding additional Federal appropria-
tions. It is not as if we are spending 
more money on a new program. We are 
not. What we are saying is that with 
the research and development dollars 
that are already being appropriated 
within the Federal agencies, we are 
asking that they set aside more than 
$2.5 billion in Federal research and de-
velopment to fund our Nation’s small-
est firms because they are the ones 
that are most likely to create the jobs 
and to commercialize their products. 
They have demonstrated time and 
again, year after year, at an all-time 
high, that the innovations coming out 
of small businesses are directly 
through these two programs. Their in-
ventions reach the marketplace. They 
commercialize them. 


Qualcomm, 25 years ago started with 
a $1.5 million grant from the SBIR Pro-
gram. They had less than a dozen em-
ployees. Currently, they have more 
than 17,000 employees in their com-
pany, and are a multibillion dollar For-
tune 500 company. Again, it is an ex-
ample how this program can work. 


The Information Technology Innova-
tion Foundation indicated in its report 
recently that 25 percent of the top 100 
innovations came from small busi-
nesses funded through the SBIR Pro-
gram, and stated further that it is a 
powerful indication that this program 
has become a key force in the innova-
tion economy of the United States. 


If there were ever a time that we 
should be supporting these programs 
and promptly and expeditiously, it is 
here and now. We saw last month 
where we created 200,000 jobs. But the 
month prior was 36,000 jobs. In order to 
reach prerecession levels of unemploy-
ment, it would take eight consecutive 
years of creating jobs at a rate of 
200,000 a month in order to achieve the 
prerecession levels of unemployment of 
5 percent. 


That is an indication of how far we 
need to go to create jobs in this econ-
omy, and it is creating the anxiety, the 
apprehension, the fear all across this 
country because people are struggling 
to find jobs or to keep the ones they 
have. This would go a long way to ben-
efitting the sector of the economy that 
does create the jobs, and that is, of 
course, small businesses. 


Again, I hope that we can move 
quickly to get this legislation enacted 
and signed into law and create the 
kinds of jobs people in this country un-
deniably deserve. 


I yield the floor. 
The ACTING PRESIDENT pro tem-


pore. The Senator from Louisiana. 
Ms. LANDRIEU. Mr. President, at 


this time, Senator CASEY, whose 
amendment is pending, wishes to speak 
a few minutes. I know at 12 o’clock, 
under a unanimous consent agreement, 
we will have a speech from the Senator 
from Connecticut. 


I ask unanimous consent that at 2:30 
p.m., Senator PORTMAN be recognized 
for up to 20 minutes as in morning 
business for the purpose of giving his 
maiden speech. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


The Senator from Pennsylvania. 
Mr. CASEY. Madam President, first, 


I thank Senator LANDRIEU for her lead-
ership on these many issues and espe-
cially on this critically important leg-
islation to small businesses and for al-
lowing me for a few minutes to talk 
about the amendment I have sub-
mitted. It is amendment No. 216. It ad-
dresses a crucial issue that affects sub-
contractors, particularly subcontrac-
tors who are minority owned or 
women-owned firms in the United 
States of America. 


When I was the auditor general of 
Pennsylvania, we audited a similar 
program at the State level and found 
all kinds of problems, all kinds of 
abuses when prime contractors do not 
do what they are supposed to do. In 
many instances, prime contractors will 
routinely list a minority-owned firm or 
women-owned firm to make their ap-
plication in a competitive process 
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without informing the named subcon-
tractor. It puts that subcontractor at a 
disadvantage. Once the contract is 
awarded, the business is not given to 
the named subcontractor. 


The purpose of this amendment is 
very simple. It will ensure that all sub-
contractors are aware of their inclu-
sion in Federal procurement bids by 
prime contractors and establish a sys-
tem in which those subcontractors can 
report any fraudulent activity. It is a 
simple but critically important remedy 
to part of this problem. We have more 
work to do on this issue, but it will 
give subcontractors the ability to more 
fairly and more fully participate in 
contracting. That is the least we 
should be doing at a time when so 
many small businesses are struggling 
to survive and to thrive. 


I am grateful Senator LANDRIEU gave 
me this opportunity. I yield the floor. 


Ms. LANDRIEU. I thank the Senator 
from Pennsylvania. I do intend to sup-
port his amendment. It is an excellent 
one. Hopefully, we can get a vote on it 
sometime today or tomorrow. 


At this time, pursuant to a unani-
mous consent agreement, we will hear 
a speech from the Senator from Con-
necticut. 


The PRESIDING OFFICER (Mr. 
FRANKEN). The Senator from Con-
necticut. 


FIGHTING FOR CONNECTICUT’S INTERESTS 
Mr. BLUMENTHAL. Mr. President, 


the people of Connecticut sent me here 
to fight for their interests and today I 
rise to amplify their voices and share 
their concerns in my first remarks 
from the floor of the United States 
Senate. 


I know these voices firsthand from 
listening day after day, year after year, 
traveling the State to be with people 
and to see people where they live and 
work, and recently on a 2-week listen-
ing tour as one of my first actions as a 
Member of the Senate. 


What I am hearing is people are still 
hurting, still struggling, trying to stay 
in their homes, make ends meet, find 
jobs, and keep their families together. 
They feel rightly that Washington is 
not listening, Washington is not heed-
ing their voices or responding with the 
right action or results. 


The people of Connecticut are clear 
about their priorities. They want to be 
back at work with good jobs and a 
growing economy and responsible, 
smart cuts in government spending to 
reduce our debt and deficit. They want 
to know that Washington is listening 
to them and that their leaders are 
fighting for them, standing up and 
speaking out against powerful special 
interests and predatory wrongdoing. 
And that is the kind of listener and 
leader they sent me here to be. 


In the northeast corner of my State, 
known as the ‘‘Quiet Corner,’’ the 
president of Nutmeg Container Cor-
poration, Charlie Pious, tells me he is 
hoping to hire more workers, but he 
has difficulty finding people with the 
skills he needs. 


Not far away, in Putnam, at a meet-
ing at the Putnam Bank with chairman 
Thomas Borner, one after another 
small business leaders tell me they 
could create more jobs with more cer-
tainty and consistency in government 
action. 


In Hartford, our State’s capital, we 
celebrate a Jobs Corps graduating 
class—kids who dropped out and came 
back through training and determina-
tion. 


In Bridgeport, unemployed, older 
workers are crowding the WorkPlace, a 
highly successful job training center. 
There and all around the state, people 
simply want work. 


At the Fuel Cell Energy Corporation 
in Torrington, R. Daniel Brdar, the 
president of this cutting-edge green en-
ergy manufacturer, plans to expand his 
workforce, but he needs to know that 
he can continue to count on the renew-
able energy tax credit and workers 
with the right skills. 


In Waterbury, at a meeting hosted by 
Joe Vrabley, president of Atlantic 
Steel, small business manufacturers 
described again and again how they are 
facing unfair competition from compa-
nies in countries breaking the rules. 


At Crescent Manufacturing in Bur-
lington, Steve Wilson demonstrates the 
destructive consequences of Chinese 
currency manipulation, when they ef-
fectively devalue their money and sub-
sidize their exports so the prices of 
their products undercut Connecticut- 
made goods and jobs. 


The people of Connecticut don’t need 
Washington to tell them what is 
wrong; they need help making it right. 
They want job creation to be the pri-
ority in Washington, just as it is in 
Connecticut. They are frustrated be-
cause Washington seems beholden not 
to them but to some of the financial 
gamblers who made the economy their 
own personal casino and put millions of 
Americans out of work and out of their 
homes. 


On Main Street, small businesses 
struggle to get started and ongoing 
businesses face roadblocks when they 
try to grow. They can’t get capital, 
credit, or loans. They can’t find work-
ers with the skills they need. They face 
unfair trade practices from foreign 
governments promoting the products of 
their manufacturers. 


Taxpayers are angry for good reason, 
not just for themselves but for their 
children and the growing danger to the 
American dream, the great fear they 
will be the first generation to leave the 
next a lesser America and trillions in 
unpaid bills. 


A new report from the Government 
Accountability Office documents what 
we instinctively have known: Waste 
and duplication in government costs 
taxpayers billions of dollars every 
year—early estimates say between $100 
billion and $200 billion. And experts say 
we could save tens of billions of dollars 
by aggressively prosecuting health care 
waste and abuse, just as we saved mil-
lions of dollars going after health care 
fraud when I was attorney general. 


The people of Connecticut—indeed, of 
America—will not tolerate and should 
not tolerate billions in waste and du-
plication. It must be cut. That is where 
we should focus, not on the thoughtless 
slashing of essential services that pro-
vide a safety net for our most vulner-
able citizens. When we cut, let’s be 
smart about it. 


The people of Connecticut are sick of 
the special breaks and tax loopholes 
that have been protected for far too 
long—tax breaks to companies that 
send jobs overseas; subsidies to huge 
oil and gas interests, some of them the 
most profitable companies in the his-
tory of the planet; and giveaways to 
giant agribusinesses, many given tax 
dollars not to grow anything. 


Shutting down those loopholes and 
special breaks and sweetheart deals 
will take a fight, but the people of Con-
necticut and the country are ready for 
that fight, and so am I. And we must 
fight. That fight will require support 
for the prosecutors and enforcers who 
prevent and go after waste, abuse, and 
lawbreaking. Cutting enforcement 
funds may make appealing political 
sound bites until we realize that real- 
world lawlessness has real-world con-
sequences. Consistent, vigorous en-
forcement is critical. Good cops on the 
beat make a difference. 


These steps—responsible cuts in 
spending, clear rules, and consistent, 
rigorous enforcement—are absolutely 
necessary to help our economy grow 
again, but they alone are not enough to 
create jobs. Washington must provide 
tools and remove obstacles to the peo-
ple and small businesses that are the 
real job creators. We have to make 
‘‘Made in Connecticut’’ and ‘‘Made in 
America’’ mean something again. We 
must invest more, we must make more, 
and we must invent more right here in 
the United States. 


Step No. 1, we must invest more. We 
must invest in infrastructure and edu-
cation—in roads, transmission lines, 
and airports, in everything from our 
grade schools to our community col-
leges and job-training programs. In 
New Haven, as just one example, cut-
ting-edge biotechnologies are taking 
root and growing thanks to the Down-
town Crossing project, where a new 
building and road rebuilding are nec-
essary for dynamic growth. Instead of 
thoughtless threats to slash Downtown 
Crossing transportation grants, we 
should be encouraging this promising 
development. 


In the coming weeks, I will introduce 
new legislation that will help small 
businesses to set aside money to invest 
and reinvest in their business. 


Step 2, making more, which means 
more manufacturing and fair trade, 
and strengthening ‘‘Buy American’’ re-
quirements to ensure that our tax dol-
lars are creating jobs here not abroad. 
Chinese currency manipulation is cost-
ing us jobs and undermining our busi-
nesses, and it must be stopped. And we 
need stronger enforcement of laws to 
prevent foreign export subsidies and in-
tellectual property theft. 
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Third, we must invent more. The re-


newable energy tax credits and other 
incentives which encourage businesses 
to create and produce green energy so-
lutions should be made permanent. The 
R&D tax credit, which creates incen-
tives for businesses to invest in re-
search, should be extended indefinitely 
and expanded. 


The people of Connecticut want bi-
partisan efforts to achieve job creation 
and economic growth. They want part-
nerships among business, labor, and 
education. They want bipartisan ef-
forts to help our veterans so that after 
those veterans serve our country, they 
return to a paycheck instead of an un-
employment line. That is why, in com-
ing weeks, I will introduce a bill to 
help secure job opportunities for our 
veterans and provide training, health 
care, higher education, and more. 


As I travel across the State of Con-
necticut, I listen to people like the 
Squatritos of Carla’s Pasta. Their busi-
ness is in South Windsor. An immi-
grant from Italy, Carla Squatrito 
started making pasta in her kitchen 
and grew it into a successful small 
business. This year, thanks to smart, 
targeted tax incentives, Carla’s finan-
cial recipe includes investing in a fuel 
cell from the Fuel Cell Energy Cor-
poration in Torrington to provide a 
low-cost source for most of her com-
pany’s electricity needs. This cleaner, 
greener energy source will lower their 
energy bills and allow them to hire 
more workers and create more Con-
necticut jobs. 


The people of Connecticut sent me 
here to fight for them—to fight for jobs 
and justice, to fight against a Capitol 
that caters to powerful special inter-
ests. The best moments of my career 
have been when we fought and won bat-
tles for ordinary people—for Skylar 
Austin and others when their health 
insurance companies wrongly denied 
them medically necessary, sometimes 
lifesaving treatment; for 
businesspeople such as Kathy Platt 
when General Motors sought wrong-
fully and unfairly to shut down her car 
dealership, Alderman Motors; or Terry, 
a marine, like many veterans, who re-
turned from Iraq or other military 
service only to be denied proper treat-
ment from our own government. I am 
here because the people of Connecticut 
know me as a fighter, and in the chal-
lenging time, again, I will fulfill that 
trust by listening to them and working 
for them and fighting for them. 


As we gather today, young Ameri-
cans are serving and sacrificing at 
home and abroad. Like all of you, I am 
grateful to them every day, and to all 
the veterans who have served and sac-
rificed before them, for giving us the 
freedoms we enjoy every day, including 
the extraordinary opportunity to speak 
today in this historic Chamber and par-
ticipate in the greatest democracy in 
the greatest Nation the world has ever 
known. 


Mr. President, I yield the floor, and I 
suggest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Ms. LANDRIEU. Mr. President, I ask 
unanimous consent the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Ms. LANDRIEU. Mr. President, while 
we are waiting for Senators to come to 
the floor, I would like to put a couple 
other quotes or comments from very 
well-respected organizations about the 
importance of this bill into the record. 
I, again, appreciate the 84 Members of 
the Senate who voted yes to bring this 
bill to the floor because those 84 Mem-
bers of the Senate understand we can-
not close budget gaps and reduce defi-
cits without growing the economy. 
Those 84 Members understand that in 
order to grow the economy, helping 
government create the atmosphere for 
the private sector to grow is absolutely 
imperative. If we would spend a little 
less hot air time around here and a lit-
tle more on illuminating discussion, 
the benefits of programs such as this 
would be clear. It is actually a Federal 
program, but it is a Federal program 
that establishes a partnership with the 
private sector that is exciting and that 
works and that helps to create jobs. 


The Biodistrict in New Orleans, 
which was newly formed after Katrina, 
sent a document to the office that said, 
in reference to the temporary exten-
sions of this program: 


These repeated, temporary extensions have 
wreaked havoc on agencies’ ability to make 
strategic decisions in regard to the pro-
grams. 


The Small Business Technology 
Council says: 


Not only does this program spur techno-
logical innovation and entrepreneurship, it 
helps create high-tech jobs, and does so with-
out increasing Federal spending. 


The National Small Business Asso-
ciation, another strong supporter, said: 


The uncertain future of the program has 
deterred potential participants and inves-
tors. 


We do not want to deter anyone. We 
do not want to discourage anyone from 
making that investment or taking that 
step to create the next business that 
could create not just a handful of jobs 
but dozens, hundreds, and potentially 
thousands. That is why President 
Obama is talking about—and I support 
his efforts—the need to outinnovate 
and outcompete, to fight our way out 
of this recession. 


This bill of Senator SNOWE and mine 
might be a relatively small bill from a 
small agency, but it packs a lot of 
power and potential to create the jobs 
that people—in your home State of 
Minnesota, in my home State of Lou-
isiana, in Maine, and other places— 
want to see us creating, with virtually 
no additional cost to the Federal Gov-
ernment. We are simply setting aside a 
slightly larger portion of research and 
development moneys already budgeted 
for cutting-edge research and develop-


ment and targeting those to small 
businesses that have proven themselves 
to produce excellent innovations, tech-
nology, and in fact have a dispropor-
tionate share of high-impact patents. 


The National Venture Capital Asso-
ciation says: 


At a time when our country needs to build 
new businesses, the venture capital industry 
believes the best use of government dollars is 
to leverage public/private partnerships. . . . 


That is what this does. I know there 
are a few people around this place who 
do not think the Federal Government 
can do anything right. I am not one of 
them. I actually think the Federal 
Government can do lots of things right. 
Yes, we make mistakes; yes, there is 
money wasted; yes, there is duplica-
tion; and, yes, sometimes there is even 
fraud. But programs such as this need 
to be reauthorized. We have been de-
bating now for 6 years whether this 
program should be authorized. 


If it takes us 6 years to reauthorize 
one of the best programs in the Federal 
Government, I wonder how long it is 
going to take us to reauthorize some of 
those that are not as well run and to 
give us the opportunity to make them 
run better instead of just running 
around, throwing up our hands, saying 
nothing works, nothing ever works, ev-
erything in Washington is broken. This 
program is not broken, and it deserves 
to be reauthorized. 


According to the U.S. Chamber of 
Commerce: 


The SBIR program serves as an important 
avenue by which agencies harness the cre-
ativity and ingenuity of small business to 
meet specific research and development 
needs of the Federal Government. 


Might I say, they may be the today 
needs of the Federal Government; such 
as we need a way to cool our tanks in 
Afghanistan and Iraq because our 
tanks are operating in temperatures 
that are excessive. That was a real 
need of the Defense Department. They 
sent out, basically, an SOS: Can any-
body come up with a better way? 


Not only did we come up with a bet-
ter way in a radiator out of technology 
we actually developed in Louisiana, 
but as you know, these technologies do 
not stay in the Department of Defense. 
Once they go out to be used in our 
tanks, helping keep our war fighters 
safe and helping win the wars we send 
them to fight, this technology can now 
be deployed, potentially, in the racing 
car industry or in Detroit or some of 
our other car manufacturing. While it 
is launched by Federal scientists and 
inventors and people who are good em-
ployees and good, solid Americans who 
are looking for a better way, it finds 
its way out into the general public for 
all of our benefit. 


Let me give two more quotes. I see 
the Senator from Kentucky. The Bio-
Technology Industry Organization 
says: 


This bill represents a balanced approach to 
ensure that America’s most innovative small 
businesses can access existing incentives to 
grow jobs by commercializing new discov-
eries. 
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Finally, from the University of Cali-


fornia, the CONNECT group says: 
Because acquiring funding through tradi-


tional lending sources continues to prove dif-
ficult in today’s tight credit market, SBIR/ 
STTR grants provide tech start-up compa-
nies another viable chance to compete for 
early-stage funding. 


Yes, there are many venture capital-
ists out there. There are always very 
savvy inventors looking for the next 
best thing. But before the next best 
things are invented, there has to be 
somebody betting on the human cap-
ital in our Federal agencies, the human 
capital in our academic institutions, 
and the human capital in small busi-
nesses that take the risks and believe 
they can invent that next best thing. 


This financing is early. It is high 
risk. Not every SBIR grant works. But 
according to the man who gave us the 
review of this program, if every one of 
these inventions works, we are not run-
ning the program correctly. This pro-
gram is early, before it is clear whether 
it is going to work, a chance to get it 
to work. But the upside is so great 
when one or more does work, and we 
have hundreds of companies that have 
sort of broken out. 


I see the Senator from Kentucky. I 
will rest my discussion. I do want to 
put some other things in the RECORD, 
but to keep the debate moving forward, 
this would be a good time for him to 
proceed. 


The PRESIDING OFFICER. The Sen-
ator from Kentucky. 


AMENDMENT NO. 199 
Mr. PAUL. I ask unanimous consent 


to set aside the pending amendment 
and call up my amendment, No. 199. 


The PRESIDING OFFICER. Without 
objection, the clerk will report. 


The legislative clerk read as follows: 
The Senator from Kentucky [Mr. PAUL] 


proposes an amendment numbered 199. 


Mr. PAUL. I ask unanimous consent 
the reading of the amendment be dis-
pensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment follows: 
(Purpose: To cut $200,000,000,000 in spending 


in fiscal year 2011) 
At the appropriate place, insert the fol-


lowing: 
TITLE lll—CUT FEDERAL SPENDING 


ACT OF 2011 
SEC. ll01. SHORT TITLE AND DEFINITION 


(a) SHORT TITLE.—This title may be cited 
as the ‘‘Cut Federal Spending Act of 2011’’. 


(b) DEFUND.—In this Act, the term 
‘‘defund’’ with respect to an agency or pro-
gram means— 


(1) all unobligated balances of the discre-
tionary appropriations, including any appro-
priations under this Act, made available to 
the agency or program are rescinded; and 


(2) any statute authorizing the funding or 
activities of the agency or program is 
deemed to be repealed. 
SEC. ll 02. LEGISLATIVE BRANCH. 


Amounts made available for fiscal year 
2011 for the legislative branch are reduced by 
$654,000,000. 
SEC. ll 03. JUDICIAL BRANCH. 


Amounts made available to the judicial 
branch for fiscal year 2011 are reduced on a 


pro rata basis by the amount required to 
bring total reduction to $155,000,000. 
SEC. ll 04. AGRICULTURE. 


Amounts made available to the Depart-
ment of Agriculture for fiscal year 2011 are 
reduced on a pro rata basis by the amount 
required to bring total reduction to 
$1,427,000,000. 
SEC. ll 05. COMMERCE. 


Amounts made available to the Depart-
ment of Commerce for fiscal year 2011 are re-
duced on a pro rata basis by the amount re-
quired to bring total reduction to 
$2,700,000,000. 
SEC. ll 06. DEFENSE. 


Amounts made available to the Depart-
ment of Defense for fiscal year 2011 are re-
duced on a pro rata basis by the amount re-
quired to bring total reduction to 
$30,000,000,000. 
SEC. ll 07. EDUCATION. 


Amounts made available to the Depart-
ment of Education for fiscal year 2011 are re-
duced on a pro rata basis by the amount re-
quired to bring total reduction to 
$46,258,000,000, except for the Pell grant pro-
gram which shall be capped at $17,000,000,000. 
SEC. ll 08. ENERGY. 


Amounts made available to the Depart-
ment of Energy for fiscal year 2011 are re-
duced on a pro rata basis by the amount re-
quired to bring total reduction to 
$9,602,000,000. 
SEC. ll 09. HEALTH AND HUMAN SERVICES. 


Amounts made available to the Depart-
ment of Health and Human Services for fis-
cal year 2011 are reduced on a pro rata basis 
by the amount required to bring total reduc-
tion to $26,510,000,000. 
SEC. ll 10. HOMELAND SECURITY. 


Amounts made available to the Depart-
ment of Homeland Security for fiscal year 
2011 are reduced on a pro rata basis by the 
amount required to bring total reduction to 
$4,603,000,000. 
SEC. ll 11. HOUSING AND URBAN DEVELOP-


MENT. 
Amounts made available to the Depart-


ment of Housing and Urban Development for 
fiscal year 2011 are reduced on a pro rata 
basis by the amount required to bring total 
reduction to $22,000,000,000. 
SEC. ll 12. INTERIOR. 


Amounts made available to the Depart-
ment of the Interior for fiscal year 2011 are 
reduced on a pro rata basis by the amount 
required to bring total reduction to 
$1,808,000,000. 
SEC. ll 13. JUSTICE. 


Amounts made available to the Depart-
ment of Justice for fiscal year 2011 are re-
duced on a pro rata basis by the amount re-
quired to bring total reduction to 
$4,811,000,000. 
SEC. ll 14. LABOR. 


Amounts made available to the Depart-
ment of Labor for fiscal year 2011 are reduced 
on a pro rata basis by the amount required 
to bring total reduction to $3,260,000,000. 
SEC. ll 15. STATE. 


Amounts made available to the Depart-
ment of State for fiscal year 2011 are reduced 
on a pro rata basis by the amount required 
to bring total reduction to $8,216,000,000. 
SEC. ll 16. INTERNATIONAL ASSISTANCE. 


International assistance programs are 
defunded effective on the date of enactment 
of this Act. 
SEC. ll 17. TRANSPORTATION. 


Amounts made available to the Depart-
ment of Transportation for fiscal year 2011 
are reduced on a pro rata basis by the 
amount required to bring total reduction to 
$14,724,000,000. 


SEC. ll 18. VETERANS’ AFFAIRS. 
The Department of Veterans’ Affairs shall 


not be subject to funding cuts in fiscal year 
2011. 
SEC. ll 19. CORPS OF ENGINEERS. 


Amounts made available to the Corps of 
Engineers for fiscal year 2011 are reduced on 
a pro rata basis by the amount required to 
bring total reduction to $4,135,000,000. 
SEC. ll 20. ENVIRONMENTAL PROTECTION 


AGENCY. 
Amounts made available to the Environ-


mental Protection Agency for fiscal year 
2011 are reduced on a pro rata basis by the 
amount required to bring total reduction to 
$3,506,000,000. 
SEC. ll 21. GENERAL SERVICES ADMINISTRA-


TION. 
Amounts made available to the General 


Services Administration for fiscal year 2011 
are reduced on a pro rata basis by the 
amount required to bring total reduction to 
$1,140,000,000. 
SEC. ll 22. NATIONAL AERONAUTICS AND 


SPACE ADMINISTRATION. 
Amounts made available to the National 


Aeronautics and Space Administration for 
fiscal year 2011 are reduced on a pro rata 
basis by the amount required to bring total 
reduction to $480,000,000. 
SEC. ll 22. NATIONAL SCIENCE FOUNDATION. 


Amounts made available to the National 
Science Foundation for fiscal year 2011 are 
reduced on a pro rata basis by the amount 
required to bring total reduction to 
$1,733,000,000. 
SEC. ll 23. OFFICE OF PERSONNEL MANAGE-


MENT. 
Amounts made available to the Office of 


Personnel Management for fiscal year 2011 
are reduced on a pro rata basis by the 
amount required to bring total reduction to 
$133,000,000. 
SEC. ll 24. SOCIAL SECURITY ADMINISTRATION. 


The Social Security Administration shall 
not be subject to funding cuts in fiscal year 
2011. 
SEC. ll 25. REPEAL OF INDEPENDENT AGEN-


CIES. 
The following agencies are defunded effec-


tive on the date of enactment of this Act: 
(1) Affordable Housing Program. 
(2) Commission on Fine Arts. 
(3) Consumer Product Safety Commission. 
(4) Corporation for Public Broadcasting. 
(5) National Endowment for the Arts. 
(6) National Endowment for the Human-


ities. 
(7) State Justice Institute. 


Mr. PAUL. This amendment would 
cost $200 billion in spending. Earlier 
this morning we voted, nearly unani-
mously in this body, to cut 5 percent 
from our legislative budget. Similar to 
so much in Washington, it sounds good. 
I voted for it. But 5 percent of our leg-
islative budget will be a few million 
dollars. We have a deficit this year of 
$1.65 trillion. We are awash in debt. It 
is America’s No. 1 problem. Even the 
administration has said our national 
debt is our No. 1 threat to our national 
security at this point. We have to get 
our fiscal house in order. 


Voting to cut our own budget by 5 
percent is wonderful. It is a first step. 
It is about $1 million—a couple million 
dollars. It will not put a dent in the 
overall problem. 


If we were truly concerned as a body 
about our deficit, we could cut the en-
tire budget by 5 percent. It has gone up 
by 25 percent in the last couple years. 
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If we were to cut our entire budget by 
5 percent, it would be about $200 bil-
lion. That is what I am proposing, a 
$200 billion cut in spending. 


Are we bold enough? Will we do it? If 
we do not do it, what happens? My fear 
is, if we do not have significant cuts in 
Federal spending, that ultimately in 
the next few years we could have a debt 
crisis. This amendment will give us a 
chance, will give the Members of this 
body a chance to say: Are we serious? 
Are we serious about addressing the 
debt problem or do we only want to do 
token things such as cutting our legis-
lative budget 5 percent? 


It is a good start, but it is not 
enough. This was actually only a sense- 
of-the-Senate resolution, so we didn’t 
cut our budget by 5 percent. We said we 
might be in favor of that. This would 
be a real cut, $200 billion. 


I hope the Senate will support it. 
I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. SANDERS. Mr. President, I ask 


the Senate set aside the pending 
amendment so I can call up amend-
ment No. 207. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 207 
Mr. SANDERS. Mr. President, I call 


up amendment No. 207. 
The PRESIDING OFFICER. Without 


objection, the clerk will report. 
The legislative clerk read as follows: 
The Senator from Vermont [Mr. SANDERS], 


for himself, Mr. BROWN of Ohio, Ms. BOXER, 
Ms. STABENOW, Mr. WHITEHOUSE, and Mr. 
LAUTENBERG, proposes an amendment num-
bered 207. 


Mr. SANDERS. I ask unanimous con-
sent the reading of the amendment be 
dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To establish a point of order 


against any efforts to reduce benefits paid 
to Social Security recipients, raise the re-
tirement age, or create private retirement 
accounts under title II of the Social Secu-
rity Act) 
At the end, add the following: 


TITLE VI—SOCIAL SECURITY PROTECTION 
ACT 


SEC. 601. SHORT TITLE. 
This title may be cited as the ‘‘Social Se-


curity Protection Act of 2011’’. 
SEC. 602. FINDINGS. 


Congress makes the following findings: 
(1) Social Security is the most successful 


and reliable social program in our Nation’s 
history. 


(2) For 75 years, through good times and 
bad, Social Security has reliably kept mil-
lions of senior citizens, individuals with dis-
abilities, and children out of poverty. 


(3) Before President Franklin Roosevelt 
signed the Social Security Act into law on 
August 14, 1935, approximately half of the 
senior citizens in the United States lived in 
poverty; less than 10 percent of seniors live 
in poverty today. 


(4) Social Security has succeeded in pro-
tecting working Americans and their fami-
lies from devastating drops in household in-
come due to lost wages resulting from retire-


ment, disability, or the death of a spouse or 
parent. 


(5) More than 53,000,000 Americans receive 
Social Security benefits, including 36,500,000 
retirees and their spouses, 9,200,000 veterans, 
8,200,000 disabled individuals and their 
spouses, 4,500,000 surviving spouses of de-
ceased workers, and 4,300,000 dependent chil-
dren. 


(6) Social Security has never contributed 
to the Federal budget deficit or the national 
debt, and benefit cuts should not be proposed 
as a solution to reducing the Federal budget 
deficit. 


(7) Social Security is not in a crisis or 
going bankrupt, as the Social Security Trust 
Funds have been running surpluses for the 
last quarter of a century. 


(8) According to the Social Security Ad-
ministration, the Social Security Trust 
Funds currently maintain a $2,600,000,000,000 
surplus that is project to grow to 
$4,200,000,000,000 by 2023. 


(9) According to the Social Security Ad-
ministration, even if no changes are made to 
the Social Security program, full benefits 
will be available to every recipient until 
2037, with enough funding remaining after 
that date to pay about 78 percent of prom-
ised benefits. 


(10) According to the Social Security Ad-
ministration, ‘‘money flowing into the [So-
cial Security] trust funds is invested in U.S. 
Government securities . . . the invest-
ments held by the trust funds are backed by 
the full faith and credit of the U.S. Govern-
ment. The Government has always repaid 
Social Security, with interest.’’. 


(11) All workers who contribute into Social 
Security through the 12.4 percent payroll 
tax, which is divided equally between em-
ployees and employers on income up to 
$106,800, deserve to have a dignified and se-
cure retirement. 


(12) Social Security provides the majority 
of income for two-thirds of the elderly popu-
lation in the United States, with approxi-
mately one-third of elderly individuals re-
ceiving nearly all of their income from So-
cial Security. 


(13) Overall, Social Security benefits for 
retirees currently average a modest $14,000 a 
year, with the average for women receiving 
benefits being less than $12,000 per year. 


(14) Nearly 1 out of every 4 adult Social Se-
curity beneficiaries has served in the United 
States military. 


(15) Social Security is not solely a retire-
ment program, as it also serves as a dis-
ability insurance program for American 
workers who become permanently disabled 
and unable to work. 


(16) The Social Security Disability Insur-
ance program is a critical lifeline for mil-
lions of American workers, as a 20-year-old 
worker faces a 30 percent chance of becoming 
disabled before reaching retirement age. 


(17) Proposals to privatize the Social Secu-
rity program would jeopardize the security 
of millions of Americans by subjecting them 
to the ups-and-downs of the volatile stock 
market as the source of their retirement 
benefits. 


(18) Raising the retirement age would jeop-
ardize the retirement future of millions of 
American workers, particularly those in 
physically demanding jobs as well as lower- 
income women, African-Americans, and 
Latinos, all of whom have a much lower life 
expectancy than wealthier Americans. 


(19) Social Security benefits have already 
been cut by 13 percent, as the Normal Retire-
ment Age was raised in 1983 from 65 years of 
age to 67 years of age by 2022. 


(20) According to the Social Security Ad-
ministration, raising the retirement age for 
future retirees would reduce benefits by 6 to 


7 percent for each year that the Normal Re-
tirement Age is raised. 


(21) Reducing cost-of-living adjustments 
for current or future Social Security bene-
ficiaries would force millions of such individ-
uals to choose between heating their homes, 
putting food on the table, or paying for their 
prescription drugs. 


(22) Social Security is a promise that this 
Nation cannot afford to break. 
SEC. 603. LIMITATION ON CHANGES TO THE SO-


CIAL SECURITY PROGRAM FOR CUR-
RENT AND FUTURE BENEFICIARIES. 


(a) IN GENERAL.—Notwithstanding any 
other provision of law, it shall not be in 
order in the Senate or the House of Rep-
resentatives to consider, for purposes of the 
old-age, survivors, and disability insurance 
benefits program established under title II of 
the Social Security Act (42 U.S.C. 401 et 
seq.), any legislation that— 


(1) increases the retirement age (as defined 
in section 216(l)(1) of the Social Security Act 
(42 U.S.C. 416(l)(1))) or the early retirement 
age (as defined in section 216(l)(2) of the So-
cial Security Act (42 U.S.C. 416(l)(2))) for in-
dividuals receiving benefits under title II of 
the Social Security Act on or after the date 
of enactment of this Act; 


(2) reduces cost-of-living increases for indi-
viduals receiving benefits under title II of 
the Social Security Act on or after the date 
of enactment of this Act, as determined 
under section 215(i) of the Social Security 
Act (42 U.S.C. 415(i)); 


(3) reduces benefit payment amounts for 
individuals receiving benefits under title II 
of the Social Security Act on or after the 
date of enactment of this Act; or 


(4) creates private retirement accounts for 
any of the benefits individuals receive under 
title II of the Social Security Act on or after 
the date of enactment of this Act. 


(b) WAIVER OR SUSPENSION.— 
(1) IN THE SENATE.—The provisions of this 


section may be waived or suspended in the 
Senate only by the affirmative vote of two- 
thirds of the Members, present and voting. 


(2) IN THE HOUSE.—The provisions of this 
section may be waived or suspended in the 
House of Representatives only by a rule or 
order proposing only to waive such provi-
sions by an affirmative vote of two-thirds of 
the Members, present and voting. 


(c) POINT OF ORDER PROTECTION.—In the 
House of Representatives, it shall not be in 
order to consider a rule or order that waives 
the application of paragraph (2) of subsection 
(b). 


(d) MOTION TO SUSPEND.—It shall not be in 
order for the Speaker to entertain a motion 
to suspend the application of this section 
under clause 1 of rule XV of the Rules of the 
House of Representatives. 


Mr. SANDERS. Mr. President, this 
amendment is identical to the Social 
Security Protection Act I introduced 
yesterday with Senators MIKULSKI, 
BOXER, SHERROD BROWN, BLUMENTHAL, 
STABENOW, AKAKA, WHITEHOUSE, 
BEGICH, and LAUTENBERG. 


This legislation has the strong sup-
port of the National Committee to Pre-
serve Social Security and Medicare, 
the American Federation of Federal 
Employees, the Paralyzed Veterans of 
America, the Military Order of the 
Purple Heart, and the Jewish Veterans 
of America, among others. 


Social Security is the most success-
ful and reliable Federal program in our 
Nation’s history. For 75 years, through 
good times and bad, when the economy 
was strong and when the economy was 
weak, Social Security has paid out 
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every nickel owed to every eligible 
American. While we take that for 
granted, that, in fact, is an extraor-
dinary accomplishment. It is all done 
at very modest administrative costs. 


Social Security has been enormously 
successful in accomplishing exactly 
what its founders hoped to accomplish. 
Before President Roosevelt signed the 
Social Security Act into law in August 
of 1935, approximately half our senior 
citizens lived in poverty. Before Social 
Security, about half our seniors lived 
in poverty. Today, fewer than 10 per-
cent of seniors live in poverty. That 
number is too great, but it is a signifi-
cant improvement over what occurred 
before the establishment of Social Se-
curity. 


What we should be very clear about, 
given the volatility of today’s econ-
omy—there is a great deal of anxiety 
among the American people about 
whether they are going to be able to re-
tire with dignity. At a time when mil-
lions of Americans have seen the value 
of their private retirement plans plum-
met, at a time when major corpora-
tions have significantly cut back on 
the defined benefit pension plans and 
401(k) contributions, it makes no sense 
to me that anybody in this Chamber 
would contemplate dismantling the one 
retirement program that has been 
there for 75 years and has worked for 75 
years. 


There was an interesting article in 
USA Today yesterday. These are just a 
couple facts they threw out in yester-
day’s USA Today. The percentage of 
workers who are not at all confident 
about saving enough money for a com-
fortable retirement reached 27 percent 
in 2011 compared with 22 percent just 
last year—a significant increase in a 1- 
year period. When combined with those 
who said they are ‘‘not too confident,’’ 
the total reaches 50 percent of workers. 
So we are in a situation, according to 
USA Today, where almost 50 percent of 
American workers lack confidence 
about whether they are going to have 
enough money to retire with dignity. 
There is another point that the article 
made. This is what they say: 


Quite a few workers virtually have no sav-
ings or investments. In 2011, 29 percent said 
they have less than $1,000. 


Well, you are not going to go too far 
in your retirement with less than 
$1,000. 


56 percent said that their savings and in-
vestments, excluding their home value, to-
tals less than $25,000. 


The bottom line is, for a variety of 
reasons, A, the Wall Street collapse of 
a few years ago, the fact that wages for 
millions of workers have not kept up 
with inflation, a significant part of our 
older workforce today is extremely 
worried about what will happen to 
them when they retire. 


Within that context, why there are 
people in the Congress who would want 
to start dismantling the one program 
that has, without fail, been there for 75 
years, makes no sense to me at all. Let 
me also make another point. I think it 


is important to make this point 24 
hours a day because we hear so much 
misinformation coming to us from pun-
dits, from the media, and from Mem-
bers of Congress. So let me be very 
clear. 


This country has a very serious na-
tional debt problem and a very serious 
deficit problem. We just heard about 
that, a $1.6 trillion deficit. That is seri-
ous business. In my view, Congress has 
to be aggressive to address that issue. 
But here is the point. Social Security 
has not contributed one nickel to the 
Federal deficit or the national debt— 
not one penny. 


So when you hear people say we have 
a serious deficit problem, therefore we 
have to cut benefits in Social Security 
or raise the retirement age, what they 
are saying makes no sense at all. These 
are two very separate issues. 


In fact, Social Security currently has 
a $2.6 trillion surplus. Let me repeat 
that. Social Security has a $2.6 trillion 
surplus. That is projected to grow to 
$4.2 trillion in 2023. In 1983, when we 
look back a little bit, it turns out that 
Social Security did face a crisis. At 
that point, in 1983, if the Congress and 
then-President Reagan had not acted, 
Social Security was projected to run 
out of necessary funding in 6 months— 
6 months. That is a crisis. 


As a result of the discussions and ne-
gotiations and a committee put to-
gether by the President, Tip O’Neill, et 
cetera, a resolution was reached to 
that problem. The Congress over-
whelmingly voted for it. Today is not 
1983. Today the Social Security Admin-
istration has estimated that Social Se-
curity will be able to pay out 100 per-
cent of promised benefits to every eli-
gible recipient for the next 26 years. 


This country does face a whole lot of 
crises: Unemployment is off the wall; 
childhood poverty is too high; we have 
serious deficit problems; two wars; we 
are worried about global warming. We 
have a lot of problems. But it seems to 
me to be totally absurd that people 
would say: Oh, my goodness, we have to 
cut Social Security because it can only 
pay out benefits for the next 26 years. 


Go to Minnesota and say to a busi-
ness person: If you could pay out all 
that you owe for the next 26 years, do 
you think it is a crisis? People would 
be shaking their heads. 


I should point out that after those 26 
years, if nothing is done—and I think 
something should be done—Social Se-
curity will be able to fund about 78 per-
cent of promised benefits. So it seems 
to me that given the enormous impor-
tance of Social Security not only to 
the elderly but to people with disabil-
ities, to people who are widows and or-
phans who have lost the income that a 
bread winner had brought into the fam-
ily, we have to do everything we can to 
protect Social Security. 


We have to make it very clear that 
Social Security is strong, can pay out 
every benefit for 26 years, that has not 
contributed one nickel to the deficit. 
And that is the amendment that I will 


be bringing up as soon as I possibly 
can. 


Ms. LANDRIEU. Would the Senator 
yield for a question? 


Mr. SANDERS. I sure would. 
Ms. LANDRIEU. Would the Senator 


explain—I think he knows because he 
is quite an expert on this program. I 
agree 100 percent with the views he just 
expressed. What is the basic average 
Social Security income that a person 
might receive? I understand it is some-
where between $7,000 and $10,000. 


Mr. SANDERS. I think it is a hair 
higher than that. I think it is about 
$14,000 a year. But the point is, I would 
say to the Senator from Louisiana, 
there are millions of seniors for whom 
that is either all or almost all of their 
income. That is it. That is it. In this 
day and age, that is the average. So 
your point is, there are people cer-
tainly below the average. 


Ms. LANDRIEU. The reason I ask the 
Senator that is because it is striking to 
me that some Members from the other 
side of the aisle will come and argue 
that programs like this should be slat-
ed for cuts and reductions, and yet 
failed to vote favorably to raise slight-
ly the income tax on families making 
over $1 million a year in annual in-
come. I, frankly, Senator, do not un-
derstand that. I am not sure people lis-
tening to this understand it. 


Could you enlighten us? 
Mr. SANDERS. Here is the story. I 


agree with you. I find it hard to under-
stand that there are people who get up 
here—and we hear the speeches every 
day. They say we have a serious deficit 
crisis. It is unfair to leave that burden 
to our kids and our grandkids. We 
agree with that. 


We say, OK, let’s address the deficit 
crisis. But let’s do it in a way that is 
not on the backs of the sick, the elder-
ly, the children, the most vulnerable 
people in the country. So what this 
Senator is pointing out is that in the 
last number of years what we have seen 
is that the people on top have been 
doing very well—the top 1 percent now 
earns about 23 percent of all income, 
which is more than the bottom 50 per-
cent. The effective tax rate for the very 
wealthiest people in this country is 
about 16 percent, which is the lowest in 
recent history. We have given huge 
amounts of tax breaks in recent years 
to these very same people. 


So what I think the Senator from 
Louisiana is saying, and I agree with 
her, is, if we are going to go forward 
with deficit reduction, which you and I 
agree we should, let’s do it in a way 
that calls for shared sacrifices. 


The Senator from Louisiana knows 
that H.R. 1, the Republican House- 
passed bill, would throw over 200,000 
kids off of Head Start. Millions of stu-
dents who are trying to get through 
college would either get lower Pell 
grants or no Pell grants at all. 


It is an attack, a devastating attack, 
a cruel attack, against some of the 
most vulnerable people in this country. 
They are cutting back on the Supple-
mental Nutrition Program for Women, 
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Infants, and Children. There are low-in-
come women now, who are trying to 
make sure they do not give birth to 
low-weight babies—cut back on their 
program. But when we say, well, maybe 
billionaires—who are doing phenome-
nally well—might be asked to pay a lit-
tle bit more in taxes, oh, my word. We 
will have none of that at all. 


So the issue is shared sacrifice. Do 
not balance the budget on the backs of 
the weak and the vulnerable. 


Ms. LANDRIEU. I thank the Senator 
from Vermont for that eloquent and 
very accurate description of the situa-
tion we are in. I see the Senator from 
Oklahoma here for an amendment. We 
want to keep these amendments being 
discussed. So I thank the Senator from 
Oklahoma for joining us. 


The PRESIDING OFFICER. The Sen-
ator from Oklahoma. 


Mr. COBURN. Mr. President, so the 
chairman knows, my planned time to 
introduce these amendments is 3:30. 
That is what they have given me time 
on. I did want to engage in some of the 
comments of the Senator from 
Vermont. 


As someone who was on the deficit 
commission and looking at that, the 
first presumption was making Social 
Security solvent was our goal, making 
it solvent for 75 years. The flaw in the 
argument given by my colleague from 
Vermont is the assumption that the 
IOU at the Treasury for Social Secu-
rity is good. 


It is good as long as people will loan 
us money. It is not any good if they 
will not. So when people say, why fix 
Social Security? We can fix Social Se-
curity by taking the very haircut from 
the people the Senator from Vermont 
just described and markedly lessening 
the benefits, even though they con-
tinue to pay into Social Security, that 
they will receive, the billionaires and 
the millionaires. We can do that. But 
if, in fact, we do not send a signal to 
the international financial community 
that on the largest expenditure we 
have, that we are going to make it sol-
vent, then we will not be in the market 
and available and have the ability to 
borrow the $2.8 trillion. 


Now, one other thing on which I 
would disagree: The Social Security 
trust fund trustees say Social Security 
is running a net deficit this last year 
and will run one this year and for every 
year forward in terms of what comes in 
versus what goes out. There is no ques-
tion I want to keep our commitments. 
Nobody is talking about eliminating 
benefits except to the very rich in this 
country in terms of Social Security. As 
a matter of fact, the deficit commis-
sion raised the benefits in Social Secu-
rity for the poorest in this country. So 
we actually did the opposite of what 
the Senator claims that Republicans 
might want to do. 


What we have to do is to make sure 
Social Security is viable for the future. 
And having looked at every aspect of 
Social Security, I can tell you if we are 
not able to borrow the $2.6 trillion, the 


benefits will not be there. The money 
has been stolen. There is no trust fund. 
There is no money there. If you read 
what the head of the OMB said in 1999, 
he said it is not there. 


So what is really happening in Social 
Security? Congresses, under both Re-
publican and Democratic control, both 
Republican and Democratic Presi-
dencies, have stolen money from Social 
Security and spent it. The money is 
gone. It has been used for another pur-
pose. 


So there are two ways of solving this: 
One is to make Social Security the pri-
ority and not fund anything but that 
until we get it paid back or we can ac-
tually refund that $2.6 trillion by going 
to the debt market, to which we will go 
every year from now forward under the 
present plan on Social Security. The 
rate of taxes between now and 2035 that 
will be taxed will rise from $106,000 or, 
I think, $107,000 to $168,000 between now 
and then. That is a 60-percent increase 
in the taxes on the wealthy that is 
planned and programmed right now. 


Even with that, Social Security will 
run a deficit every year, every year 
now forward. Even with the $2.8 tril-
lion, it still is in a negative cashflow. 
So to deny the fact, if we do not want 
to fix Social Security, then what we 
are saying is we do not want to fix it 
for our children’s children or our chil-
dren. 


Mr. SANDERS. Will my friend yield? 
Mr. COBURN. I would like to finish 


my point. It is not about taking some-
thing away, except from the very 
wealthy, the fix from the deficit com-
mission. That is what it did. We also 
added back. When you reach 80—and a 
lot of people may be running out of 
their combination of what their retire-
ment was plus their Social Security— 
we give another little bump. 


So what the deficit commission did 
was significantly increase the viability 
for Social Security for the next 75 
years. The Social Security trustees 
know we have to do this. Everybody 
knows we have to do this. The question 
is, Does this Congress owe that $2.8 
trillion back to Social Security? Yes. 
But where do we get the money to 
repay it? 


Unless we can calm down the inter-
national financial markets, where we 
make major changes not just in Social 
Security but in discretionary spend-
ing—$50 billion out of the Pentagon, 
modifying Medicare, where we get the 
fraud waste and abuse out of Medi-
care—unless we do those things, we are 
not going to be able to borrow the 
money. 


One final fact and then I will yield 
back to my chairman because I have a 
meeting to go to. So far, in the last 5 
months, who do you think has bought 
our bonds to finance the deficit? We 
ran a $223 billion deficit in the month 
of February. 


Who bought them? Was it the Chi-
nese? Who was the biggest buyer? The 
Federal Reserve bought 70 percent of 
the bonds we put on the market. What 


are they doing? They are debasing our 
currency and creating future inflation 
which will hurt the very people who 
are going to be on Social Security be-
cause the cost of living index will 
never truly keep up with the real cost 
of inflation. 


All of us have received letters from 
constituents wondering why there was 
no COLA. We know why there was no 
COLA. When we look at food and trans-
portation costs and what they have 
done in the last 3 years, that is what is 
important to seniors—their health care 
costs, housing costs, food costs. Yet we 
have a COLA system that does not rec-
ognize that we may get into a period of 
hyperinflation because the Federal Re-
serve is buying the bonds because no-
body else will buy them. Right now, 30 
percent are bought in the market. 


Final point. The largest bond trader 
in the world, PIMCO, last week sold 
every U.S. Government bond they had. 
They expect the price of the bonds to 
go down because they expect the inter-
est rates to go up. What happens to us 
if we don’t fix Social Security? If the 
interest rates are going to be a lot 
higher on our debt and if they are a lot 
higher and we owe $14 trillion for every 
1 percent increase in the cost of bor-
rowing that we have, it adds to our def-
icit $140 billion. 


I am honored Senator SANDERS is ad-
amant about making sure we keep our 
commitments. But in terms of 
cashflow, it isn’t there. We have to ad-
dress that. That is the only way we cre-
ate confidence for the international fi-
nancial community to say: You have a 
solvent program for 75 years—the larg-
est segment of our expenditures—and 
we are going to loan you money. If we 
don’t do that, interest costs are going 
to be higher, and we are going to pay 
for it anyway. Right now, we are al-
most to the point where these decisions 
will not be controlled by us. I would 
rather us be in a situation of control. 


This is not a partisan issue. There 
isn’t one Senator who wants to take 
money away from needy seniors. This 
is about making changes far down the 
road that will affect people 30, 40, 50 
years from now. It makes sense to do 
that. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. SANDERS. Mr. President, let me 


make a few points, if I may. 
Is the Senator leaving? 
Mr. COBURN. I have to. 
Mr. SANDERS. I did wish to make a 


few points. 
No. 1, the Senator from Oklahoma 


gave his understanding about what the 
debt commission would do to Social 
Security. I do not agree with his char-
acterization. In point of fact, what the 
debt commission does do is cut retire-
ment benefits by more than 35 percent 
for young workers entering the work-
force today. Today’s 20-year-old work-
ers who retire at age 65 would see their 
benefits cut by 17 percent if their 
wages average $43,000 over their work-
ing lives, by 30 percent if their wages 
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average $69,000 over their working 
lives, and by 36 percent if their wages 
average $107,000 over their working 
lives, according to the Social Security 
Chief Actuary. The proposed cuts 
would apply to retirees, disabled work-
ers and their families, children who 
have lost parents, widows, and wid-
owers. It is not accurate to say that 
the debt commission left unscathed 
workers—quite the contrary. There are 
devastating cuts to young workers. 


If the Senator from Oklahoma wants 
to make sure Social Security is finan-
cially solvent for the next 75 years— 
and I want to see that as well—there is 
an easy and fair way to do it. It is a 
way that doesn’t require slashing bene-
fits for younger workers. When Barack 
Obama ran for President, he had a pret-
ty good idea. I hope he still has that 
idea. What he said is that it is impor-
tant to understand that right now 
somebody making $1 million a year 
pays the same amount of money into 
the Social Security trust fund as some-
body who makes $106,000. If we lift that 
cap, start at $250,000, ask those people 
to contribute into the Social Security 
trust fund, we will go a very long way 
to solving the financial solvency of So-
cial Security. I think we should do 
that. That is certainly not what the 
deficit reduction commission rec-
ommended. 


We keep hearing that the Social Se-
curity trust fund has a pile of worth-
less IOUs. The fact is, Social Security 
invests the surplus money it receives 
from workers, from the payroll tax, 
into U.S. Government bonds, the same 
bonds China or anybody else purchases. 
These bonds are backed by the full 
faith and credit of the U.S. Govern-
ment. And in our entire history—and 
many of us want to make sure this con-
tinues—the U.S. Government has never 
defaulted on its debt obligations. 


The point is, to say these are worth-
less IOUs is not dissimilar to saying: 
Guess what. Because we have a deep 
deficit and a deep national debt, we 
don’t have any money to fund equip-
ment for soldiers who are in the field in 
Afghanistan or Iraq. They are just 
worthless IOUs, and we can’t fund 
them. 


That is, of course, nonsense. 
Do we have to address the deficit cri-


sis? Yes, we do. But my friend from 
Oklahoma did not respond to the issue 
of why, if he and his friends are so con-
cerned about our deficit crisis, they 
vote year after year for hundreds of bil-
lions of dollars in tax breaks for the 
wealthiest people or why they want to 
repeal the estate tax, which will pro-
vide $1 trillion dollars in tax breaks to 
the top three-tenths of 1 percent. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Louisiana. 
Ms. LANDRIEU. Mr. President, this 


has been a very interesting debate. It 
really gets to the heart of the larger 
amendment on Capitol Hill and in the 
minds of all Americans. How are we 
going to close this budget deficit, an-


nual deficit, and how are we going to 
substantially reduce the national debt? 


I am pleased this discussion is taking 
place on this bill because the intention 
of this legislation is to close that gap 
by creating jobs. Some Senators actu-
ally believe we can accomplish that by 
cutting discretionary spending alone. 


The Senator from Kentucky, Mr. 
PAUL, was arguing along that line, that 
if we just accept his amendment, which 
I will strongly object to, and cut $200 
billion out of the discretionary side of 
the budget, that will get us in the di-
rection we need to go. All that will do 
is eat the seed corn this country needs 
to invest in important things such as 
infrastructure and education to secure 
the future for our children and grand-
children. 


I remind Senators that since 1982, 
military discretionary spending has 
never dropped below 5.5 percent in any 
given year. The Paul amendment, if 
adopted—and I doubt it will be—would 
propose a 50-percent reduction in the 
discretionary funding of Education, 
Energy, Housing and Urban Develop-
ment. It is a drastic cut that would not 
support a foundation for growth and 
expansion. 


Having said that, the other offensive 
thing to that approach is that there 
never seems to be a discussion of a re-
duction of the military budget when it 
comes to waste, fraud, and abuse. 
There are billions of dollars, hundreds 
of millions of dollars documented in 
the Defense Department by the Sec-
retary of Defense himself that people 
object to in trying to get to a balanced 
budget. Then we have Members who are 
trying to use the Social Security situa-
tion to argue for their point that the 
roof is falling in, the world is col-
lapsing, and we have to cut back on So-
cial Security. 


I wish to add to what Senator SAND-
ERS said and clarify something. I re-
spect Senator COBURN. No Member has 
worked harder on the issue of deficits 
and debt reduction. I do not agree with 
all the things he suggests, but I most 
certainly recognize effort when I see it. 
Senator COBURN has most certainly put 
in the effort. When he says the Social 
Security Program is running a deficit 
in terms of money in and money out, 
he is correct. But, as Senator SANDERS 
pointed out, the reason is because the 
Federal Government used the surplus 
over the last 15 or 20 years to fund 
other operations of government. But 
the Social Security Program itself is 
intact. When that money is paid back, 
it will have a surplus. Using the fact 
that it is running an annual deficit to 
argue for either cutting benefits to So-
cial Security or cutting benefits from 
education or from health to pay for So-
cial Security is not a legitimate argu-
ment. Again, Social Security is intact. 
It is actually running a surplus. They 
would have a surplus right now in the 
account if the money had been left 
there. 


It continues to amaze me that even 
in this discussion, we never, ever hear 


from the other side a willingness to 
raise $50 billion, if we are trying to get 
to $100 billion in cuts—and some people 
want to get to 200, but we would like to 
close the gap by anywhere from $10 to 
$100 billion—if we want to get 50 of 
that billion by raising the income tax 
on people who make over $1 million, we 
could get halfway to $100 billion by 
doing that. But we never hear that. We 
just hear: Cut Social Security benefits, 
cut education, cut health care, cut Pell 
grants, cut homeland security. 


I know we have to cut back on spend-
ing. I know we have to get our deficit 
under control. I know our debt is too 
high. But we are not going to achieve 
the goal of fiscal responsibility by cut-
ting discretionary spending on the do-
mestic side, which means cutting Head 
Start, Pell grants, and education, and 
adamantly refusing to raise the income 
tax for people who make over $1 mil-
lion. 


This is going to be a very interesting 
debate over the next couple of weeks. 
It will not be settled on the SBIR bill, 
but it will be settled sometime in the 
next couple of weeks in this Congress. 
I, for one, look forward to the debate. 
I believe the American people need to 
have an open and honest debate about 
what is actually going on. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Iowa. 
AMENDMENT NO. 183 


Mr. GRASSLEY. Mr. President, I be-
lieve there is a pending amendment, 
which hopefully we will vote on, called 
the McConnell amendment. It basically 
takes away from the Environmental 
Protection Agency the authority to 
regulate greenhouse gases. The Envi-
ronmental Protection Agency gets this 
power from a Supreme Court decision 
that said they had the authority to do 
so. That decision was about 2 or 3 years 
ago. It came about 16 or 17 years after 
the 1990 Clean Air Act was passed. 
Those of us who were around here and 
debated and worked on the Clean Air 
Act of 1990 don’t remember any discus-
sion about EPA under that legislation 
having the authority to regulate green-
house gases, but obviously the Su-
preme Court read the law differently 
than we intended. 


The Environmental Protection Agen-
cy was told it could regulate green-
house gases. The Environmental Pro-
tection Agency did not have to do that, 
but I suppose they are like regulators, 
generally. Some ask: Why do cows 
moo? Why do pigs squeal? And why do 
regulators regulate? Because regu-
lators know how to regulate, and that 
is all they know how to do. So they are 
going to issue a regulation if they 
think they have the authority. 


The situation is this: If we don’t take 
away the authority—and in a sense 
overturn the Supreme Court case—EPA 
is going to put us in a position of being 
economically uncompetitive with the 
rest of the world, particularly in manu-
facturing. 


When you increase the cost of energy 
by anywhere from $1,800, under one 
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study, to $3,000, under another study, 
per household, you are very dramati-
cally increasing the cost of manufac-
turing. If we are worried about too 
many manufacturing jobs going over-
seas—and we if would let the EPA fol-
low through with what they want to 
do, increasing the cost of energy—we 
will lose all our manufacturing over-
seas. 


I have not checked the record, but 
my guess is a lot of my colleagues who 
are fighting the McConnell amendment 
and think it is not the right thing to do 
are the very same people who are very 
chagrined because jobs are going over-
seas and are blaming American indus-
try. 


Well, if we are going to pass a law 
that increases the cost of energy in 
this country, we are not going to have 
a level playing field with our competi-
tors overseas. That is why I have al-
ways said, if we want to regulate CO2, 
we need to do it by international agree-
ment. Because if China is not on the 
same level playing field as we are, then 
we are going to lose our manufacturing 
to China and other countries. 


It happens that China puts more CO2 
in the air than we do. Take China and 
Brazil and India and Indonesia, and 
they put a lot more CO2 into the air 
than the United States does. Yet some-
how EPA is of the view that the United 
States acting alone can solve the glob-
al warming problem? Well, even the 
EPA Director has testified before com-
mittees of Congress that if the rest of 
the world does not do it, we are not 
going to make a dent in CO2 just by the 
United States doing it. 


But the argument goes that the 
United States ought to show political 
leadership in this global economy we 
have, and if the United States would do 
something about CO2, the rest of the 
world would follow along. But China 
has already said they are not going to 
follow along. Even Japan, which signed 
on to the Kyoto treaty, said they would 
not be involved in extending the Kyoto 
treaty beyond 2012. 


If the United States did it by itself, 
under the guise of being a world leader 
and setting an example, and the rest of 
the world did not do it, Uncle Sam 
would soon become ‘‘Uncle Sucker,’’ 
and we would find our manufacturing 
fleeing the United States to places 
where they do not have regulation on 
CO2, where energy expenses are not as 
high, and we would lose the jobs ac-
cordingly. In a sense, then, those peo-
ple who have complained for decades 
about American manufacturing moving 
overseas would destine the United 
States to lose more of it. 


I do not understand how people who 
are concerned about losing jobs over-
seas could be fighting the McConnell 
amendment. Because if we want to pre-
serve jobs in America, our industry has 
to be competitive with the rest of the 
world. So I hope the McConnell amend-
ment will be adopted, and I hope there 
will be some consistency in the rea-
soning of people who are concerned 


about the movement of jobs overseas, 
that it is intellectually dishonest to 
support EPA adopting regulations that 
are going to make America uncompeti-
tive. 


There is nothing wrong with seeking 
a solution to the CO2 problem. There is 
nothing wrong with working on the 
issue of global warming. But it ought 
to be a level playing field for American 
industry so we can be competitive with 
the rest of the world and not lose our 
industry, not lose our manufacturing 
overseas, and not lose the jobs that are 
connected with it. 


But it often is the case that when ei-
ther the courts or the Congress dele-
gates broad powers to the executive 
branch agencies, it seems like we give 
them an inch and they take a mile. 


There are plenty of other examples as 
well—and I will go into some of them 
in just a moment—of EPA having some 
authority and moving very dramati-
cally beyond what Congress intended in 
a way that does not meet the common-
sense test. 


The work of EPA on CO2 is a perfect 
example of this kind of overreach. 
First of all, they did not have to do it 
just because the Supreme Court said 
they could do it. But like regulators, 
they want to regulate, and they are 
moving ahead. 


I suppose they are moving ahead also 
because, in 2009, the House of Rep-
resentatives passed a bill regulating 
CO2—a bill that would have made the 
United States very uncompetitive, as I 
have stated the EPA will—but the Sen-
ate declined to take it up. I think this 
administration is intent upon getting 
the job done, and so they go to EPA to 
issue a rule because Congress will not 
pass the legislation it wants. 


It is so typical of so many things this 
administration is doing; that because 
Congress will not pass a law they want, 
they see what they can do by regula-
tion. So they are setting out to accom-
plish a lot of change in public policy 
that Congress declines to endorse, but 
they are going to act anyway. If they 
claim the authority to do it, they will 
probably get away with it and avoid 
the will of the people, the will of the 
people expressed through the Congress 
of the United States. So if Congress de-
cides to not do something, can the ad-
ministration ignore the will of the peo-
ple? Yes, they can, if they want to, but 
they should not, in my judgment. 


It brings me to not only the McCon-
nell amendment but a lot of other 
things we should be doing around here 
to prevent this outrageous overreach 
by not only the Environmental Protec-
tion Agency but by a lot of other agen-
cies as well. 


Because when the EPA and other 
agencies promulgate rules that go be-
yond the intent of Congress—and never 
could have passed Congress—it under-
mines our system of checks and bal-
ances. The American people can hold 
their member of Congress accountable 
for passing laws they do not like. How-
ever, when unelected bureaucrats im-


plement policies with the force of law 
that they would not have been able to 
get through the Congress—and that is 
without direct accountability when a 
regulator acts instead of Congress act-
ing—something is very wrong, and it is 
against the will of the people. 


I think it is time for Congress to re-
assert its constitutional role. We try to 
do this from time to time in a process 
called the Congressional Review Act. I 
recall last June the Senator from Alas-
ka, Ms. MURKOWSKI, proposed doing 
that on these very rules affecting CO2. 
We did not get a majority vote, so it 
did not happen. Maybe in the new Con-
gress such an attempt would get a ma-
jority vote. 


We cannot apply that Congressional 
Review Act again to those same rules, 
so that brings about the McConnell 
amendment I am speaking about—to 
take away the authority of EPA to do 
it. But perhaps we can use the congres-
sional Review Act on a lot of other 
issues yet that regulators are regu-
lating maybe against the will of the 
people, and I hope we will. 


But there is one measure Senator 
PAUL has suggested and I ask unani-
mous consent to be added as a cospon-
sor to amendment No. 231. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. GRASSLEY. He uses the acro-
nym REINS, but it is called the Regu-
lations From the Executive in Need of 
Scrutiny Act. Basically, what it does— 
and I applaud Senator PAUL for his 
amendment, and I will surely vote for 
it—and that is, when we delegate au-
thority to agencies in the executive 
branch of government to write regula-
tions, and if those regulations are con-
sidered ‘‘major rules,’’ then they would 
have to be submitted to the Congress 
for our approval before they can go 
into effect and then would also have to 
be signed by the President before they 
would go into effect. 


It seems to me that is a natural ex-
tension of Congress’s authority under 
the Constitution to legislate and to be 
the only branch of government that 
can legislate. It seems to me to be a 
very adequate check on out-of-control 
bureaucracy, that they can only do 
those things Congress intended they do 
in the legislation they pass. 


I would extend my remarks on some-
thing a little bit unrelated to the 
McConnell amendment but still to the 
overreach of the Environmental Pro-
tection Agency; this is, in regard to 
some of their regulations on agri-
culture. When it comes to their regula-
tion of agriculture, instead of EPA 
standing for Environmental Protection 
Agency, I think it stands for ‘‘End Pro-
duction Agriculture.’’ That is not their 
intent. But in this city of Wash-
ington—and I describe it sometimes as 
an island surrounded by reality—it is 
evidence of not enough common sense 
being put into the thought process of 
issuing regulations. I could give several 
examples, but I may just give a few. 


Before I give those examples, I wish 
to compliment EPA on one thing. A 
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year or two ago, when one of their sub-
division heads testified before Con-
gress—and the issue was agriculture, 
and she said she had never been on a 
family farm, in the 20-some years they 
had been working in the EPA and yet 
dealing with agriculture issues—I in-
vited her to a family farm and she 
came and showed a great deal of inter-
est. We had a very thorough tour of 
some facilities in research, agriculture, 
and biofuels industries within our 
State. They were very thankful we did 
it. I believe it has helped their consid-
eration of the impact that maybe some 
of their regulation writing has on agri-
culture. 


But, still, I am not totally convinced. 
So I would use one or two examples of 
regulation that is out of control. One 
of them would deal with what I call the 
fugitive dust issue. 


‘‘Fugitive dust’’ is a term EPA uses 
to regulate what they call particulate 
matter. The theory behind fugitive 
dust rules is that if you are making 
dust that is harmful, then you have to 
keep it within your property line. So 
let’s see the reality of that. 


You are farming. The wind is blow-
ing, and you have to work in the fields. 
The wind is blowing so hard that you 
cannot keep the dust, when you are 
tilling the fields, within your property 
line. 


Well, are you supposed to not farm? 
Are you supposed to not raise food? Are 
you supposed to not be concerned 
about the production of food that is so 
necessary to our national defense and 
the social cohesion of our society? Be-
cause we are only nine meals away 
from a revolution. If you go nine meals 
without eating, and you do not have 
prospects of it, are we going to have re-
volts such as they have in other coun-
tries because they do not have enough 
food? No, we have a stable supply of 
food in this country, so we do not have 
to worry about it. But suppose we did 
have to worry about it. Well, there is 
more to farming than just the pros-
perity of rural America. There is the 
national defense and social cohesion, 
and all those issues. 


But the point is, they are thinking 
about issuing a rule—in fact, they 
started a process, 2 or 3 years ago, of 
issuing a rule maybe a year or two 
from now—hopefully, they will decide 
not to—that says you have to keep the 
dust within your property line. I won-
der, when I talk about the common 
sense that is lacking in this big city— 
not only in EPA, but in a lot of agen-
cies—do they realize only God deter-
mines when the wind blows? Do they 
realize only God determines when soy-
beans have 13 percent moisture in Sep-
tember or October, and at 13 percent 
moisture you have to harvest them and 
you only have about 2 or 3 days of ideal 
weather to harvest them? When you 
combine soybeans, dust happens; and if 
dust happens and you can’t keep it 
within your property lines, you are 
going to violate the EPA regulation. 
What are you supposed to do, shut 


down and let a whole year’s supply of 
food stay in the field? No. Good busi-
ness practices would say when beans 
get to 13 percent moisture, whether the 
wind is blowing or not, you are going 
to take your combine out into the field 
and not worry about the dust. Does 
somebody at EPA think John Deere 
and Caterpillar and New Holland and 
all of those companies are thinking 
about: Well, we have this problem with 
EPA; we have to do something about 
the dust and we have to control it com-
ing out of our combines? Or, when our 
tillage equipment goes across the field 
we have to consider the dust that 
comes up from tilling the field? Well, 
we have asked these manufacturers. 
They don’t have any solutions to these 
problems. I think they probably think 
it is ridiculous, after 6,000 years of ag-
riculture throughout our society, that 
it is an issue. But there are people 
down at EPA who think it is an issue. 
So I use fugitive dust as one example 
as to whether they realize what they 
are doing to production agriculture. 


Another one would be spilled milk. 
Milk has fat in it. So now they are say-
ing if dairy farmers have above-the- 
ground tanks to store their milk, they 
are the same as above-the-ground oil 
tanks and they are going to have the 
same regulation applied to them as ap-
plied to petroleum. The compliance re-
quirements on this have been delayed 
pending action on an exemption, so 
maybe this won’t go through. But 
think how ridiculous it is that people 
at the Environmental Protection Agen-
cy are saying if you are a dairy farmer 
and you happen to spill a little milk, 
you have to follow the same environ-
mental requirements as an oil company 
if they spill oil with respect to the 
cleanup. But that is where we are on 
these sorts of rules. 


I have other examples such as 
Atrazine, and the potential application 
of Chesapeake Bay requirements to the 
rest of the country. But I hope we will 
take a look at this McConnell amend-
ment that speaks to carbon dioxide 
plus the examples I have given of the 
harm EPA regulations will do to fam-
ily farming and stop to think about it. 
We have to find ways to stop EPA from 
doing things that don’t make common 
sense. I think a start would be to vote 
for the McConnell amendment, and I 
am going to vote for it. 


I yield the floor and I suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER (Mr. 
UDALL of New Mexico). The clerk will 
call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. SCHUMER. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. SCHUMER. Mr. President, I ask 
unanimous consent that at 2 o’clock I 
be given 5 minutes to speak, and the 
Senator from Texas, Mrs. HUTCHISON, 
speak immediately after me. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. SCHUMER. I suggest the absence 
of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. SCHUMER. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


FEDERAL BUDGET DEBATE 
Mr. SCHUMER. Mr. President, I rise 


today to speak about the current de-
bate over the Federal budget. Yester-
day, we had a very telling and trou-
bling vote in the House of Representa-
tives. On the 3-week continuing resolu-
tion needed to avoid a government 
shutdown on March 18, Speaker 
BOEHNER was forced to rely on votes 
from House Democrats in order to pass 
a measure he himself had negotiated. 
The reason was that conservative Re-
publicans abandoned their party lead-
ership in droves out of anger that the 
measure lacks special interest add-ons 
dealing with ideological issues, such as 
abortion, global warming, and net neu-
trality. 


In all, 54 conservative Republicans 
rejected the measure, even though it 
was necessary to avert a shutdown and 
even though it included $6 billion in 
cuts to domestic discretionary spend-
ing. 


This is a bad omen. This was not sup-
posed to happen. Last week, the Senate 
held two test votes—one on H.R. 1 and 
one on a Democratic alternative. We 
knew that neither one would have the 
votes to pass, but we held the votes 
anyway. And, sure enough, they both 
went down. The purpose of those votes 
was to make it clear that both sides’ 
opening bids in this debate were non-
starters and thus pave the way for a se-
rious, good-faith compromise. But, un-
fortunately, an intense ideological tail 
continues to wag the dog over in the 
House of Representatives. Speaker 
BOEHNER had hoped after H.R. 1 failed 
in the Senate that it would convince 
his conservatives of the need to com-
promise. Instead, those conservatives 
have only dug in further. Not only will 
they not budge off $61 billion in ex-
treme cuts on the long-term measure 
and special-interest add-ons, but they 
also won’t support any more stopgaps 
to avert a shutdown. So Speaker 
BOEHNER is now caught between a shut-
down and a hard place. 


The Speaker has said all along he 
wants to avoid a shutdown at all costs, 
and I believe him. He is a good man. 
The problem is, a large percentage of 
those in his party don’t feel the same 
way. They think ‘‘compromise’’ is a 
dirty word. They think taking any 
steps to avert a shutdown would mean 
being the first to blink. And don’t take 
my word for it. Here is what some in 
the other Chamber are saying: Conserv-
ative House Member MIKE PENCE said 
passing a 3-week bill to keep the gov-
ernment running would ‘‘only delay a 
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confrontation that must come. I say, 
let it come now. It’s time to take a 
stand.’’ That is what Congressman 
PENCE said. MICHELLE BACHMANN said, 
‘‘If a Member votes for the continuing 
resolution, that vote effectively says, ‘I 
am choosing not to fight.’ ’’ 


Outside forces on the far right are 
also cheerleading a shutdown. Tea 
Party Nation, for example, has called 
on Republicans to oppose any more 
budget measures unless they repeal 
health care and do away with family 
planning. 


The tea party element in the House 
is digging in its heels. That is putting 
the Speaker in a real bind. His need to 
avoid a shutdown is in conflict with his 
political desire to keep his tea party 
base happy. 


I don’t envy the position the Speaker 
is in, but he is going to have to make 
a choice one way or the other. There 
are two choices but only one of them is 
responsible. The Republican leadership 
can cater to the tea party element and, 
as MIKE PENCE has suggested, ‘‘pick a 
fight’’ that will inevitably cause a 
shutdown on April 8 or the leadership 
can abandon the tea party in these ne-
gotiations and forge a consensus 
among more moderate Republicans and 
a group of Democrats. I think we all 
know what the right answer is. Speak-
er BOEHNER wouldn’t have been able to 
pass this short-term measure without 
Democratic votes, and he won’t be able 
to pass a long-term one without Demo-
cratic votes either. It is clear that 
there is no path to compromise that 
goes through the tea party. We urge 
Speaker BOEHNER to push ahead with-
out them. We are ready to work with 
him if he is willing to buck the ex-
treme elements in his party. 


Throughout this debate, Democrats 
have repeatedly shown a willingness to 
negotiate, a willingness to meet Repub-
licans somewhere in the middle. Yet 
the rank-and-file of the House GOP has 
been utterly unrelenting. They have 
wrapped their arms around the discred-
ited, reckless approach advanced by 
H.R. 1, and they won’t let go. Worse, 
the last few days have taught us that 
spending cuts alone will not bring a 
compromise. 


The new demand from the far right is 
that we go along with all their extra-
neous riders. They do not belong on a 
budget bill, but they were shoehorned 
onto H.R. 1 anyhow. Now these 
hardliners in the House want them in 
any deal. These measures are like a 
heavy anchor bogging down the budget. 


In recent days, a number of right-
wing interest groups, such as the Fam-
ily Research Council, began encour-
aging Republicans to vote against any 
budget measure that doesn’t contain 
some of these controversial policy 
measures. That is why a compromise 
has been so hard to come by on the 
budget. It is because hard-right Repub-
licans want more than spending cuts; 
they want to impose their entire social 
agenda on the back of a must-pass 
budget. Those on the right are entitled 


to their policy positions, but there is a 
time and a place to debate these issues 
and, Mr. President, this ain’t it. 


If this debate were only about spend-
ing cuts, we could possibly come to an 
agreement before too long, but we will 
have a hard time coming to an agree-
ment with those on the far right 
threatening the budget as an oppor-
tunity to enact a far-ranging social 
agenda. 


The tea party lawmakers are putting 
a drag on the progress of these budget 
talks. Many Republicans in the House 
recognize the unreasonableness of the 
hardliners. KEVIN MCCARTHY was re-
ported to have gotten into a ‘‘tense ex-
change’’ with Mr. PENCE, one of the 
lead defectors. Republican MIKE SIMP-
SON acknowledged it was ‘‘unexpected’’ 
to have so many defections yesterday. 
STEVE LATOURETTE of Ohio said pass-
ing the 3-week stopgap was ‘‘exactly 
what people expect us to do—find cuts 
and continue to talk.’’ And MICHAEL 
GRIMM, from my home State of New 
York, said the tea party lawmakers 
were ‘‘a big mistake.’’ This shows there 
are enough commonsense conservatives 
in the House to go along with reason-
able Democrats that Speaker BOEHNER 
can find a way around the tea party. In 
order to avoid a dead end on these 
budget talks, he should abandon the 
tea party and work to find a bipartisan 
consensus. It is the only way out of 
this bind. 


Mr. President, I yield the floor. 
The PRESIDING OFFICER (Mr. 


SANDERS). The Senator from Texas. 
AMENDMENT NO. 197 


Mrs. HUTCHISON. Mr. President, I 
ask unanimous consent that the pend-
ing amendment be set aside, and I call 
up amendment No. 197. 


The PRESIDING OFFICER. Is there 
objection? 


Ms. LANDRIEU. No objection, Mr. 
President, but may I ask—I see Sen-
ator MURRAY on the floor and Senator 
STABENOW is on the floor, so I ask 
unanimous consent that after Senator 
HUTCHISON from Texas, we recognize 
Senator MURRAY for 7 minutes and 
Senator STABENOW for 7 minutes. 


The PRESIDING OFFICER. Will the 
Senator from Texas so modify her re-
quest to allow the others to speak after 
her? 


Mrs. HUTCHISON. I do, Mr. Presi-
dent. I would like to have my amend-
ment called up, then speak, and then I 
am happy to have the unanimous con-
sent so that they know the order fol-
lowing me. 


The PRESIDING OFFICER. The Sen-
ator from Washington. 


Mrs. MURRAY. May I request of the 
Senator how long she intends to speak? 


Mrs. HUTCHISON. For 10 minutes. 
The PRESIDING OFFICER. Without 


objection, the request is granted. 
The clerk will report the amendment. 
The bill clerk read as follows: 
The Senator from Texas [Mrs. HUTCHISON] 


proposes an amendment numbered 197. 


Mrs. HUTCHISON. Mr. President, I 
ask unanimous consent that the read-


ing of the amendment be dispensed 
with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To delay the implementation of 


the health reform law in the United States 
until there is final resolution in pending 
lawsuits) 
At the end of title V, add the following: 


SEC. 504. EFFECTIVE DATE OF PPACA. 
(a) IN GENERAL.—Notwithstanding any 


other provision of law, the provisions of the 
Patient Protection and Affordable Care Act 
(Public Law 111–148) and the Health Care and 
Education Reconciliation Act of 2010 (Public 
Law 111–152), including the amendments 
made by such Acts, that are not in effect on 
the date of enactment of this Act shall not 
be in effect until the date on which final 
judgment is entered in all cases challenging 
the constitutionality of the requirement to 
maintain minimum essential coverage under 
section 5000A of the Internal Revenue Code 
of 1986 that are pending before a Federal 
court on the date of enactment of this Act. 


(b) PROMULGATION OF REGULATIONS.—Not-
withstanding any other provision of law, the 
Federal Government shall not promulgate 
regulations under the Patient Protection 
and Affordable Care Act (Public Law 111–148) 
or the Health Care and Education Reconcili-
ation Act of 2010 (Public Law 111–152), includ-
ing the amendments made by such Acts, or 
otherwise prepare to implement such Acts 
(or amendments made by such Acts), until 
the date on which final judgment is entered 
in all cases challenging the constitutionality 
of the requirement to maintain minimum es-
sential coverage under section 5000A of the 
Internal Revenue Code of 1986 that are pend-
ing before a Federal court on the date of en-
actment of this Act. 


Mrs. HUTCHISON. Mr. President, I 
do wish to thank the Senator from 
Louisiana, who is managing the bill for 
her side, for allowing us to go forward 
with amendments. I think that is very 
important, and I do have an amend-
ment that I think will help our small 
businesses and our States throughout 
the country. The cosponsors to amend-
ment No. 197 are Senators HATCH, KYL, 
BARRASSO, BURR, JOHANNS, MURKOWSKI, 
COCHRAN, MORAN, and ENSIGN. 


We are approaching the 1-year anni-
versary of health care reform becoming 
law, and it is important to highlight 
the reality of what this bill has done to 
every American family, every patient, 
every doctor, health care provider, and 
every small business in this country. 


One year later, the skyrocketing cost 
of health care is still the No. 1 concern 
among our Nation’s job creators. Just 
today, my office heard from a small 
business in Corpus Christi, TX, that 
has 34 employees. This company has 
now gotten the bids for renewal of the 
policies they had before, and the cheap-
est option for their health insurance 
represents a 44-percent increase from 
last year’s cost. They have until April 
1 to decide whether to continue to offer 
their employees health insurance and 
to try to figure out how they are going 
to compensate for that increase in 
cost. But this isn’t the first small busi-
ness I have heard from that is telling 
me the same thing—that their pre-
miums are coming up for renewal, they 
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are getting bids, they are trying to get 
the best bid they possibly can, and the 
costs are skyrocketing. 


These price increases have not hap-
pened in a vacuum. They are the result 
of the 2,000-page, $2.6 trillion health 
care bill signed into law 1 year ago. 
One year after that bill was signed, 
small businesses are facing unprece-
dented premium increases. Their poli-
cies are being canceled as insurers 
close up shop because of new Federal 
regulations. 


The reality of the small business tax 
credits touted by the administration 
are really just an empty promise that a 
majority of small businesses will never 
see. In fact, the Obama administration 
estimated that by 2013 as many as 80 
percent of small businesses will not 
even be offering their current health 
care plan anymore due to the new Fed-
eral regulations and mandates and the 
increasing costs, leaving the promise 
our President made—if you like what 
you have, you can keep it—as a distant 
memory. 


A former Director of the Congres-
sional Budget Office has warned that 
health reform includes strong incen-
tives for employers and employees to 
drop employer-sponsored health insur-
ance for as many as 35 million Ameri-
cans. 


A recent employer survey conducted 
by the National Business Group on 
Health reports that 81 percent of em-
ployers have experienced increased ad-
ministrative burdens because of health 
reform. This same survey also reported 
that because of the increased cost from 
health reform, 68 percent of employers 
are increasing the contributions re-
quired for dependent insurance cov-
erage. The Congressional Budget Office 
agrees and has reported that these in-
creased burdens and mandates on em-
ployers will result in fewer jobs, as well 
as a shift from full-time to part-time 
jobs in our country. The Congressional 
Research Service adds that lower 
wages will also become a reality be-
cause of the new employer mandates. 


The only good news our small busi-
nesses have gotten recently on this 
health care reform bill is from the 
courts. Two Federal courts have found 
the law unconstitutional—one in Vir-
ginia and one in Florida. In January, 
the Florida judge voided the entire law 
because the Constitution doesn’t allow 
Congress to force individuals, small 
businesses, or families to purchase any-
thing just because you live in this 
country. That is why I am offering an 
amendment to S. 493, the small busi-
ness innovation bill, that would delay 
any further implementation of health 
reform until the Supreme Court rules 
whether the law is actually a valid law. 


Included within the 2,000 pages of the 
law are provisions that harm small 
businesses, their employees, and fami-
lies. The health reform law contains 
$500 billion in new taxes, cuts nearly 
$500 billion from Medicare to fund the 
new government entitlement, and puts 
the Federal Government between pa-


tients and their doctors. Health reform 
requires individuals and businesses to 
buy government-approved health care 
or have IRS agents knocking at their 
door. If business owners want to grow 
their business and hire new employees, 
health reform says: If you have over 50 
employees, there will be costly new 
Federal regulations with which you 
have to comply. Small businesses 
across the country that now have 48 or 
49 employees are facing a Federal man-
date that discourages them from hiring 
more people. And this is occurring dur-
ing one of the highest unemployment 
rates in our country’s history. 


We need to get government off the 
backs of small businesses, our job cre-
ators, and stop putting up miles of red-
tape that restrict innovation. This bill 
is the perfect place to do it. 


My amendment would pause further 
implementation of this law so that we 
don’t spend millions of our taxpayer 
dollars and our small business dollars 
implementing a bill that ultimately 
could be struck down by the highest 
Court in the land in a case that has al-
ready said the law is unconstitutional. 
It is making its way to the Supreme 
Court as we speak. 


In addition to the effects on the indi-
viduals and small businesses of our 
country, State legislators and Gov-
ernors across our country are also 
making very tough decisions needed to 
close nearly $125 billion in budget 
shortfalls. They too are having to meet 
the Federal mandates of health care re-
form. Their Medicaid systems are being 
drastically impacted. 


Some States are saying, because of 
the Florida judge’s ruling, they are not 
going to go further in implementing 
the law. They do not want to spend the 
millions if the law is going to be de-
clared unconstitutional by the Su-
preme Court. On the other hand, we are 
putting them in the position of taking 
a chance because there are fines if they 
do not implement the law in a timely 
way, according to the law that was 
passed. If they do not implement it, 
while the court has said the law is un-
constitutional, they could pay, on the 
other end, by having fines because they 
did not implement it. 


My home State of Texas is going for-
ward with implementation, but they 
are facing a $27 billion shortfall in 
their budget. Yet they are spending 
money that may be money down a rat 
hole to implement a law that may not 
be a valid law. 


Today we could take one Federal 
mandate off the list. Today we can 
make it easier for job creators to cre-
ate jobs. The least we can do for the 
businesses and States and families in 
our country is to delay the burden, the 
mandates, the regulations and taxes 
until the highest Court in the land 
rules on whether it is a valid law. 


This amendment would not affect 
any of the law that has already been 
implemented. We are not doing some-
thing that is retroactive at all. But 
when this bill passes, everything going 


forward would be halted until the Su-
preme Court has ruled on whether, in 
fact, the health care law that was 
passed last year is a valid law. I ask 
my colleagues to join me in taking this 
heavy burden from our employers and 
our States. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Washington. 
Mrs. MURRAY. Mr. President, let me 


thank the Senator from Louisiana, Ms. 
LANDRIEU, for her tremendous work on 
the bill in front of us today, the small 
business bill. It is so important that we 
keep focusing on what is most impor-
tant right now for families and small 
business owners across the country; 
that is, to continue working to create 
jobs and boost the economy. That is ex-
actly what this bill is all about. 


Last month our economy added over 
200,000 private sector jobs, and the un-
employment rate fell to the lowest in 2 
years. We have a long way to go, but I 
am confident we have turned the cor-
ner and we are now beginning to move 
in the right direction. But we have to 
continue to make progress. That is ex-
actly why I strongly support this long- 
term reauthorization of the Small 
Business Innovation Research Pro-
gram, which supports research and de-
velopment efforts by small businesses 
that will help them grow and create 
jobs. 


That is why I will continue working 
with all of our colleagues to make sure 
we pass a budget for this year that cuts 
spending responsibly while continuing 
to invest in programs that create jobs 
and boost our economy. 


The Small Business Innovation Re-
search Program, or SBIR, is a bipar-
tisan bill that has been successfully 
creating jobs since it was signed into 
law by President Reagan in 1982. The 
resources this program has provided to 
small businesses over the years have 
led to new products, new ideas, and 
new innovations. In fact, small busi-
ness tech firms that receive SBIR 
grants produce 38 percent of our coun-
try’s taxes, they employ 40 percent of 
America’s scientists and engineers, and 
they have produced many of the most 
important innovations that have driv-
en our economy forward. 


This program has been especially im-
portant in my home State of Wash-
ington, for over 200,000 grants have 
been awarded to small businesses total-
ing close to $700 million. One company 
that received the support of the Small 
Business Innovation Research Program 
is Infinia, in the Tri-Cities area of my 
State. Infinia was founded in 1985 as an 
R&D firm, but they have been able now 
to successfully transition to commer-
cial production and have emerged as a 
leader in our State’s clean-tech indus-
try. 


With support from SBIR’s other pro-
grams, Infinia has been able to develop 
their products and grow from 30 em-
ployees to over 150. These are good 
family-wage jobs in that community. 
This is such a great example of what 
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small businesses can do with just a lit-
tle bit of support. 


There are thousands of companies 
across the country with similar stories 
that have received a critical boost 
from SBIR. Unfortunately, the Small 
Business Innovation Research Program 
has been operating now under a short- 
term authorization over the last sev-
eral years, and that creates uncer-
tainty and makes planning very dif-
ficult for companies that do want to 
participate in this program. 


I hope we support this long-term leg-
islation that will help our innovative 
small businesses develop their products 
and expand and create jobs and we do 
not continue to see all these extra-
neous measures added onto it that will 
stop us from getting it passed in the 
Senate and moving to a place that can 
help create jobs and grow our economy. 


I also want to mention another issue 
we are going to be discussing on the 
floor because it is directly connected 
to Senate Democrats’ efforts to get 
workers back on the job; that is, the 
need to pass a long-term budget bill to 
keep the government open through the 
end of this fiscal year. 


I am disappointed that the same Re-
publicans who came into office saying 
they were going to focus on the econ-
omy have now put forward a very dam-
aging and short-sighted budget pro-
posal that would literally destroy hun-
dreds of thousands of jobs and dev-
astate our workers and small busi-
nesses and undermine our fragile eco-
nomic recovery. 


I am disappointed that at a time 
when our middle-class families still 
need some support to get back on their 
feet, Republicans have proposed this 
very highly politicized slash-and-burn 
budget that is going to pull the rug out 
from under these families at a critical 
time. 


I am disappointed that while on this 
side, Senate Democrats have put for-
ward some ideas to make responsible 
and prudent budget cuts that will allow 
us to continue to out-innovate, out- 
educate, and out-build our competitors, 
that we need to do, we are seeing a Re-
publican budget proposal that is going 
to hack away at the investments that 
strengthen our ability to compete right 
now and improve the quality of life for 
all of our families in this country. 


The proposal they put forward would 
slash programs such as Head Start. It 
would decimate housing and economic 
development. It would eliminate com-
munity health centers that the Pre-
siding Officer has worked so hard to 
put in place. It would cut off critical 
investments for our workers and our 
infrastructure. 


Independent analysts have said their 
plan would destroy up to 700,000 Amer-
ican jobs. That includes 15,000 in my 
home State. That is a hit we cannot 
take right now. It would be dev-
astating. 


Senate Democrats are trying to put 
forward a proposal that goes in a very 
different direction. We will cut spend-


ing billions of dollars, but we will do it 
in a responsible and measured way to 
protect our middle-class families and 
not kill jobs and continue making the 
investments we need to compete and 
win in the 21th-century economy. 


Unfortunately, as we all know, we 
were not able to pass that proposal last 
week. Now, unfortunately, we are back 
to passing a short-term funding bill 
just to keep the government from shut-
ting down. I have to tell you, weekly 
spending bills are no way to run the 
government. I am hopeful that mod-
erate Republicans will say no to the ex-
treme members of their party and 
come to the table to work with us to 
pass a responsible long-term budget 
that will help us create jobs and invest 
in middle-class families and workers 
across the country. That is what this is 
all about: creating jobs, getting our 
economy back on track, and setting 
our country up for continued success 
and prosperity now and in the future. 
That is exactly why this debate is so 
important, and it is also why having 
the Small Business Research Invest-
ment Program is so critical. 


I urge my colleagues today to sup-
port this reauthorization, to support 
small businesses and investment in in-
novation and growth. I hope we can get 
rid of these extraneous matters for all 
of us to come together and do some-
thing that helps create jobs and gets 
our economy back on track rather than 
diving into all the political debates of 
the past and offering all the amend-
ments we can think of in order to slow 
it down. 


This bill is important, and I hope we 
can move it forward to final passage. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Michigan. 
Ms. STABENOW. Mr. President, I 


rise today in strong support of the 
Small Business Innovation Research 
Act. I congratulate and thank our dis-
tinguished chair, the Senator from 
Louisiana, for her leadership and advo-
cacy for small business. I was pleased 
to join with her as we worked very 
hard last fall to pass the Small Busi-
ness Jobs Act to create more capital 
for small businesses to be able to grow 
and thrive and start a new business, ex-
pand their business. The eight different 
tax cuts that were in that proposal as 
well are beginning to take effect and 
help our small businesses. 


This particular bill in front of us is 
one more opportunity for us to partner 
with small businesses that are on the 
cutting edge of innovation and new 
ideas. We just passed a patent change 
to update our patent laws last week. I 
am proud the one satellite patent of-
fice in the country is in Detroit be-
cause we are the heart of innovation 
and new technology. We need to make 
sure small businesses are able to com-
pete successfully and have the partner-
ship knowledge they need to create 
these innovations. That is what this 
legislation does. 


We know small businesses create 
two-thirds of all new jobs in America. 


Our top priority should be working 
with them to create an environment so 
small businesses can thrive and create 
jobs. I have to say, even in our wonder-
ful automobile industry, which is roar-
ing back, the majority of our jobs are 
in the small- and medium-size sup-
pliers. It is very much about small 
business and medium-size businesses. 


This particular program was first 
created by President Reagan in 1982, 
and it has helped literally tens of thou-
sands of small businesses create jobs— 
new ideas, new innovations in our 
economy. We have led the way in a va-
riety of military and communication 
and health care innovations. It has 
been extremely successful. In fact, 
small business tech firms have partici-
pated in SBIR producing 38 percent of 
our patents. Thirty-eight percent of 
America’s patents have come from 
small businesses involved in the tech 
sector partnering with the Federal 
Government on new innovative oppor-
tunities—13 times more patents than 
coming from large businesses. 


This is a big deal. This is very much 
about out-innovating in a global econ-
omy so we can compete globally and 
create jobs. Our small businesses in the 
tech sector employ about 40 percent of 
our scientists and engineers. They pro-
duced 25 percent of our Nation’s crucial 
innovations over the last three dec-
ades. Unfortunately, this important 
partnership has been allowed to nearly 
lapse, and it had to be reauthorized 10 
different times in the last 3 years—over 
and over again, for just a few months 
at a time. It is impossible for small 
businesses to plan for the future and be 
able to create those innovative invest-
ments and partnerships without a long- 
term view. 


We have in front of us a bill that 
would reauthorize this important part-
nership for the next 8 years and give 
some opportunity to plan a little bit 
more long term, which I think is also 
critical. 


We have many outstanding small 
businesses that are partnering right 
now with our universities and with our 
Federal agencies to create jobs and in-
novations. One of those outstanding 
entities is Cybernet Systems in Ann 
Arbor, a leader in research and devel-
opment in the medical and defense 
fields. They are one of the largest 
small business innovative research con-
tract winners. Because of their success 
they have now added up to 60 employ-
ees, and they have had 30 patents as a 
result of the SBIR Program. 


Another important entity is Niowave 
in Lansing, MI, a high-tech business 
specializing in superconducting par-
ticle accelerators. They have been dou-
bling their staff, and talking to them 
today, tripling their workforce because 
of new innovations they have created, 
they have now been nominated for the 
National SBIR business of the year. 


Finally, an important part of our 
economy in Michigan—and nationally 
as we look to alternatives to bring 
down gas prices by having better com-
petition for alternatives, alternative 
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energy through battery policy and 
electric vehicles—has been aided by the 
small business program in front of us 
today. 


As an example, A123 Systems is a 
company that has received SBIR sup-
port. I was very pleased in September 
of last year to join with them when 
they opened the largest lithium ion 
battery manufacturing plant in North 
America, in Livonia, MI, and they are 
now creating 400 jobs. 


I could go on and on. I will not in the 
interest of time. But focusing on small 
business, focusing on innovation, new 
technologies, will create jobs, allow us 
to out-compete in a global economy, 
and allow us to grow our economy. We 
in Michigan are very proud to be help-
ing to lead the way. 


The PRESIDING OFFICER. The Sen-
ator from Louisiana. 


Ms. LANDRIEU. I know Senator 
PORTMAN is here on the floor, and 
under a previous order will be recog-
nized in a few minutes. But before that, 
for clarification purposes on the pre-
vious agreement, I want to state that 
the next first-degree amendment in 
order after Senator HUTCHISON, who 
spoke a minute ago, will be from the 
Democratic side. 


As a recap, there are, I think, seven 
amendments pending. We are hoping to 
get some votes on those amendments 
that are pending later this afternoon, 
potentially in the morning. If there are 
other amendments Senators have to 
offer, come down to floor. We want to 
limit, of course, what we can. It is very 
important for us to move this bill for-
ward. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Ohio. 
TWIN CHALLENGES 


Mr. PORTMAN. Mr. President, I ap-
preciate being given the time to make 
a few remarks as a new Senator from 
Ohio. To be in the Senate, representing 
the people of Ohio, is a great honor and 
solemn responsibility, particularly at 
this critical time in our Nation’s his-
tory. 


And it is actually not an honor I ex-
pected to have. After representing 
southern Ohio in the U.S. House for 12 
years, and serving in the Bush adminis-
tration, I returned home to Cincinnati, 
OH, 4 years ago. Although we had kept 
our home in Cincinnati, and raised our 
kids there, I had commuted for 15 
years, and it was time to be home with 
three teenagers, my amazing wife Jane, 
and other family members including 
my dad, one of my true heroes. 


At that time, my predecessor, Sen-
ator George Voinovich, was serving 
with distinction here, and had said he 
intended to run for reelection. I was 
happy to be back in the private sector, 
involved in two small family busi-
nesses, practicing law, teaching at the 
Ohio State University and enjoying 
being a dad, including getting to coach 
my daughter’s soccer teams. But I was 
also watching with apprehension the 
worsening economy and the way the 


administration and Congress were re-
sponding. 


When George Voinovich announced 
he would not seek reelection to the 
Senate, I made the decision to run be-
cause I was so concerned with the di-
rection of my State and our country. I 
saw the bottom falling out of the Ohio 
economy. And I saw firsthand the pain 
that comes with layoffs and 
downsizing. 


Like others, I was frustrated that 
while Ohio small businesses and fami-
lies were making the tough decisions 
to deal with a deepening recession, the 
Federal Government seemed immune, 
and out of touch. Instead of cutting ex-
penses and figuring out how to do more 
with less, and focusing on private sec-
tor job growth, the Obama administra-
tion and Congress responded with a big 
government approach. Unfortunately, 
the $800 billion stimulus package had 
less to do with creating private sector 
jobs than growing the size and scope of 
government. 


And, in the midst of all this, I saw a 
new national health care bill working 
its way through the system that would 
substantially increase the Federal Gov-
ernment role and lock in place the 
unsustainable costs and inefficiency of 
our health care system, making health 
care even more expensive for families 
and small businesses and making it 
harder to deal with the exploding costs 
of health care in the Federal budget. 


And I saw record deficits building up 
to dangerous levels of debt that further 
threatened our economy. 


These issues, these deep concerns 
over jobs and the direction of our econ-
omy and fiscal crisis we face as a na-
tion are my focus now in the Senate. 
And I am not alone. Whether Repub-
lican, Democrat, or Independent, I be-
lieve Ohioans understand that our 
State and our country are in trouble, 
and it is going to take real change and 
all of us working together across party 
lines to set things right. 


I believe the twin challenges of our 
time are how to revive the American 
economic miracle, and how to stop the 
reckless overspending by government 
that threatens to extinguish the Amer-
ican dream. And one affects the other. 
Without a growing economy and more 
jobs we cannot hope to reverse the dan-
gerous trend of record deficits and 
deepening debt. 


And without getting our spending 
under control, we can not get our econ-
omy moving. It is not one or the other. 


These two goals are not inconsistent; 
in fact, they are reinforcing. With the 
fiscal time bomb on our doorstep and 
all the uncertainty it creates, we will 
never see the kind of strong recovery 
we hope for. We have to do both. 


In addition to taking steps to get our 
fiscal house in order, we revive the 
American economic miracle by moving 
aggressively to create the climate for 
job growth, for innovation, invention, 
and entrepreneurship. We need an envi-
ronment that encourages risk-taking 
and private investment, which econo-


mists will tell you is the biggest chal-
lenge we face in this weak recovery. 
The current economic climate encour-
aged by Washington is one of uncer-
tainty and apprehension. I have seen it 
all over Ohio. 


Last fall, I visited an independent 
trucking company, Wooster Trucking, 
based in Wayne County, OH. Paul Wil-
liams, the owner, pulled together a 
dozen or so local small business owners 
from the area for a roundtable discus-
sion, one of the many I have had in the 
last couple years. Struggling in a 
tough economy, these small businesses 
all wondered the same thing: why has 
Washington made it harder on them to 
grow and create jobs, not easier? They 
talked about the threat of new EPA 
regulations that will drive up energy 
costs. Depending on their business, 
they were worried about other specific 
Federal regulations or mandates in 
trucking, manufacturing and banking 
that would drive up their compliance 
make them less competitive. 


They talked about the threat of high-
er income taxes coming, which creates 
uncertainty at a time when the oppo-
site is needed to incentivize businesses 
to invest and grow. Like the vast ma-
jority of small businesses, most of 
those businesses around the table that 
day pay their taxes as individuals not 
corporations. The temporary extension 
of tax rates and capital gains and death 
taxes, with the very real possibility of 
higher taxes soon reduces their incen-
tive to invest and create the jobs we 
need. 


Every single small business owner 
around the table talked about health 
care. All of them said the same thing. 
They said, since the health care bill 
passed, their health care costs are 
going up more, not less, and how that 
was increasing their cost of doing busi-
ness and hurting their ability to create 
jobs. They talked about premium in-
creases of 10 to 25 percent, eating away 
any profit and chance to expand even 
after cutting other expenses. 


At one of the 80 factory visits I have 
made in the past 2 years, Bruce 
Beeghley, an impressive small business 
entrepreneur in northeast Ohio, told 
me his orders were picking up but he 
was not hiring. He was paying overtime 
instead of hiring permanent workers 
for the long-term because of the em-
bedded and increasing cost of health 
care. 


And our education system and Fed-
eral worker retraining system is failing 
us in Ohio: Around the State, high-tech 
companies have told me they cannot 
find the skilled workers they need. 
This is wrong: At a time of soaring un-
employment, there is a skills gap in 
America. There are high-skilled, high- 
wage jobs available but our schools are 
not producing a sufficient supply of 
well-trained American workers. 


You cannot be out there talking to 
workers and management without see-
ing these issues. But I have heard it 
closer to home. In fact, I am the prod-
uct of small family business. My dad, 
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Bill Portman, who we lost at age 88 
last year, was one of those small busi-
ness risk takers. He took a big risk 
when I was a kid. At age 40, he left a 
job. He had a good job with a big com-
pany as a salesman. He had health care 
coverage and retirement benefits. He 
gave it all up to start his own business, 
Portman Equipment Company, with 
five other guys and my mom as book-
keeper. 


He could not get a loan and his fam-
ily did not have the money and the 
bank would not lend him money, so he 
borrowed money from my mom’s uncle. 
The company lost money over the first 
few years, but they kept it alive 
through hard work, ingenuity, and sac-
rifice. My brother took the reins later 
and took it to a new level. By the time 
my dad retired the company employed 
almost 300 people, 300 families. 


We all worked there, and when I was 
growing up, the discussion around the 
kitchen table was often about how gov-
ernment—taxes, rules, and regula-
tions—affected Portman Equipment 
and other Ohio small businesses. My 
dad is among my heroes because of his 
hard work and sacrifice. Because with 
my mom they built something of value. 
I have seen it done, and I know the role 
government can play and should not 
play in helping to create jobs and op-
portunities. 


About a year ago, I asked my dad if 
he would take the same risk today. He 
said, ‘‘I don’t know, there’s a lot of un-
certainty out there . . . That is a word 
I hear a lot from small business owners 
all over Ohio. That is why a lot of job 
creators, or potential job creators are 
staying on the sidelines, and keeping 
their cash on the sidelines, and keeping 
their cash on the sidelines rather than 
investing in plant, equipment, and peo-
ple. 


Leadership is needed to create a posi-
tive climate which spurs job growth, 
drives opportunity and restores the 
American dream. Leadership is needed 
to get a handle on our serious fiscal 
issues. Instead, we are debating at the 
margins. You will see it play out on 
the floor of the Senate this week. We 
are locked in a fierce partisan debate 
about less than 1 percent of Federal 
outlays, actual federal spending, for 
this fiscal year. And we are not even 
addressing the biggest and fastest 
growing part of the budget, which is 
the important, but, unsustainable, en-
titlement programs. 


In fact, as American families have 
tightened their belts over the past cou-
ple of years and businesses have had to 
do more with less, the Federal Govern-
ment has taken the opposite path, 
spending more, growing bigger, and be-
coming more involved in our private 
economy and our lives. 


Over the past 2 years, Paul Williams 
at that trucking company in Wooster I 
told you about had to cut expenses to 
stay afloat. They had to sell some of 
their trucks and let folks go. Here in 
Washington during that same time, the 
U.S. Government, though going deeper 


into debt, borrowing more money, 
brought on more government employ-
ees, and grew in size. During these 
same 2 years, Washington spent 27 per-
cent more in its so-called domestic dis-
cretionary spending that is being de-
bated this week. And that does not 
count the stimulus bill and other one- 
time spending, which gave us stag-
gering 80 percent increase in this type 
of spending in 2 short years. 


This historic failure to control spend-
ing, directly affects all of us because it 
affects our economy and the ability to 
create jobs. It pushes up interest rates, 
affecting car loans, mortgages, and stu-
dent loans, and crowds out private in-
vestment, and leaves us with three bad 
choices, far higher taxes, even more 
borrowing, or both. 


This will surprise no one, but re-
cently, a group of 47 respected business 
economists agreed that the greatest 
threat to our economy was our debt 
and deficits. 


Restoring fiscal restraint is critical 
to creating the certainty that employ-
ers and entrepreneurs need to create 
jobs across Ohio and our country. It is 
truly dangerous because left un-
checked, these mounting debts are 
likely to lead to the kind of debt crisis 
we have seen in Greece and other coun-
tries. 


The government spending more than 
it takes in hurts our economy today 
and mortgages the future for our chil-
dren and grandchildren. Think about 
this: every child born in America today 
automatically, through no fault of 
their own, inherits $45,000 in U.S. debt. 


People are looking for a better way. 
People are looking for leadership from 
Washington that takes on those chal-
lenges that Ohio’s businesses and work-
ers face. The status quo is not working. 
There is an urgency about this that the 
American people get, even while many 
in Washington seem to be in denial. We 
must rise to the challenge and work to-
gether across party lines to meet our 
economic and fiscal problems head-on 
by aggressively putting in place pro- 
growth measures and spending re-
straint, and we must do it now. 


We must think and act differently to 
compete and win in the global econ-
omy, regain America’s place in the 
world and give working families the 
hope of a better tomorrow. We can no 
longer rest on our laurels, no longer af-
ford the luxury of living with a sub-
standard education system that does 
not produce young people with the 21st 
century skills they need to succeed. We 
cannot afford a bureaucratic regu-
latory regime and a hopelessly com-
plicated Tax Code that favors social 
engineering over sound business deci-
sions. We can no longer sit back while 
our dependence on imported oil charts 
our destiny rather than American tech-
nology and innovation. 


And we cannot compete and win if 
our health care system is so inefficient 
that its costs are double the rest of the 
developed world while outcomes are 
unsatisfactory, especially for those 


millions of American families without 
coverage. This is wrong for the small 
businesses at the roundtable I talked 
about earlier who are trying to provide 
health care and yet stay afloat. And it 
is wrong for working families whose 
rising costs are eating away at their 
opportunity to move up the ladder. 


To revive the American economic 
miracle, we need to revolutionize the 
way we think about all the major insti-
tutions of our economy. We need struc-
tural reform of our regulatory system, 
energy policy, tax code, worker re-
training and education, health care de-
livery, our trade policy and legal sys-
tem. And of course, we must fix our 
broken budgeting process that has us 
so deeply in debt. 


These challenges are not insurmount-
able. I know because we are Americans 
and we have done this before. We waged 
a World War that required more re-
sources and sacrifices than anything 
we face today, and we have come out 
stronger. We survived a Civil War, a 
Great Depression, and a Cold War to 
emerge as the beacon of hope and op-
portunity for the rest of the world. 


There is a long line of distinguished 
Senators from Ohio who were part of 
these historic times, including Warren 
G. Harding and William Henry Har-
rison. 


One famous predecessor is John 
Glenn, an American hero who, along 
with his wife, Annie, I have been hon-
ored to know and work with over the 
years. And immediately follow Senator 
George Voinovich—one of the very fin-
est public servants our State has ever 
known. Jane and I are grateful to 
George and Janet for their support and 
friendship, and for the extraordinary 
legacy they leave. 


And there is another former Ohio 
Senator whose desk I requested and 
speak from today: Robert A. Taft, a fel-
low Cincinnatian, who actually worked 
at the same law firm where I was a 
partner before being elected to Con-
gress. Like me, he also served in the 
executive branch. Unlike me, he was 
first in his class in high school, college 
and law school and was said to have 
had ‘‘the best mind in Washington.’’ 
Democrats joked that ‘‘he had the best 
mind in Washington until he made it 
up.’’ He was a principled and effective 
Republican leader. In fact, when his 
peers commissioned a review of the top 
five U.S. Senators in history, he was 
selected to be among them. That is 
why he is one of only five Senators to 
have a portrait in the President’s 
Room off the Senate floor. He was a 
featured ‘‘Profile in Courage’’ in John 
Kennedy’s book; on his memorial 
across Constitution Avenue it is writ-
ten that it ‘‘stands as a tribute to the 
honesty, indomitable courage and high 
principles of free governments symbol-
ized by his life.’’ 


It is always dangerous to predict how 
a former Senator would react to to-
day’s predicaments. But I am confident 
that were Robert A. Taft among us 
today, he would rise in full-throated 
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support of addressing the twin chal-
lenges we have talked about today. His 
honesty would force him to admit that 
our economic systems are not up to the 
global competition of the 21st century, 
his courage would force him to insist 
we address our budget woes, including 
entitlements, and his love of liberty 
would compel him to fight for solutions 
to our economic challenges that pro-
mote free markets and the power and 
dignity of the individual over the 
heavy hand of government. 


As we have discussed, there is a lot of 
hard work to do. In my role, I hope to 
be worthy of this great and temporary 
privilege. I will rely on my faith, my 
family, and the good people of Ohio. I 
will work constructively with my col-
leagues to achieve results, including 
working with the senior Senator from 
Ohio, SHERROD BROWN, and others 
across the aisle. I will work every day 
to try to earn the confidence and trust 
the people of Ohio have placed in me. 
As we go forward together, may God 
bless Ohio and this great Nation and 
help guide us in our shared commit-
ment to a better future. 


I yield the floor. 
The PRESIDING OFFICER. The Re-


publican leader. 
Mr. MCCONNELL. Mr. President, I 


say to my friend from Ohio, I have lis-
tened with great interest to his first 
speech in the Senate. I was particu-
larly interested in his reference to Rob-
ert A. Taft, whose portrait is in the Re-
publican leader’s office and has been 
there for some time. In fact, the place 
that is currently the office of the Re-
publican leader became the office of 
the Republican leader about the time 
Senator Taft, in that all-too-brief pe-
riod, was majority leader. He was actu-
ally only in that position for about 8 
months before he passed away, but he 
left an incredible impression in this 
town, which the junior Senator from 
Ohio pointed out. 


Listening to the new Senator from 
Ohio, he is entirely able to fill the 
shoes of those who have come before 
representing the great State of Ohio in 
the Senate. He made reference to some 
of them. I predict by the time the Sen-
ator from Ohio leaves this body, he will 
be widely referred to in the same cat-
egory. 


I thank him for his important first 
contribution in the Senate. 


The PRESIDING OFFICER. The Sen-
ator from Ohio. 


Mr. BROWN of Ohio. Mr. President, I 
join the Republican leader in congratu-
lating Senator PORTMAN on his first 
speech on the Senate floor. I remember 
those days some 4 years ago when I had 
the honor of doing that. I know how 
close ROB and Jane are and their chil-
dren. I have seen them often over the 
last year, and I know the sacrifice and 
difficulty of leaving home, as he points 
out. I know he feels that way about his 
family. I look forward to this relation-
ship. I look forward to what we have 
been working to do, especially on man-
ufacturing, on jobs. Senator PORTMAN 


has visited some 80 manufacturing 
plants in the last 3 years. He sees what 
I see on the shop floors. If we keep 
these jobs in the United States—much 
of the innovation is done on the shop 
floor—we will continue to lead the 
world in innovation and continue to 
lead the world in job creation. That is 
the importance of working with small- 
and medium-size and large manufac-
turing companies. 


I also would add that Senator 
PORTMAN already understands Ohio is 
the home of two major Federal instal-
lations, NASA Glenn in Cleveland and, 
in the part of the State I live in, 
Wright Patterson Air Force Base near 
Dayton. In the part of the State Sen-
ator PORTMAN lives in, there is the 
Battelle Memorial Institute, in Colum-
bus, which, while not a Federal agency 
per se, serves much of the Federal Gov-
ernment by running the country’s en-
ergy labs. There is synergism among 
those three, coupled with Ohio State 
and Case Western. I met today with 
President Williams of the University of 
Cincinnati, Senator PORTMAN’s home-
town. The kind of synergism that 
comes out of this and innovation and 
high-end manufacturing and all the 
kinds of things that he and Senator 
PORTMAN and I will do together in job 
creation, whether it is USEC in south-
ern Ohio or the solar industry in To-
ledo or the auto industry in the north 
or the aerospace industry in the south-
west and throughout the State, this 
kind of work will absolutely matter to 
put people back to work and create the 
kinds of good-paying industrial jobs 
and good-paying other jobs Ohioans as-
pire to, to create a strong, vibrant mid-
dle class. 


I congratulate Senator PORTMAN. 
I yield the floor and suggest the ab-


sence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The legislative clerk proceeded to 


call the roll. 
Ms. LANDRIEU. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER (Mr. 
MERKLEY). Without objection, it is so 
ordered. 


Ms. LANDRIEU. Mr. President, I 
wish to thank all of my colleagues for 
really helping us to focus on this de-
bate yesterday and today. We started 
discussing the reauthorization of the 
SBIR and STTR Programs within the 
Small Business Administration. Sen-
ator SNOWE has been on the floor most 
of the day yesterday and part of the 
day today as we have managed this 
bill. 


As I have said many times, this par-
ticular program is the Federal Govern-
ment’s largest research program for 
small business. It was started in 1982 by 
a bipartisan group of Senators and 
House Members who believed small 
businesses in America had something 
to contribute in the technological and 
scientific advances in this country, and 
they were right. They said the Federal 


Government spends billions of dollars 
every year on research and develop-
ment, and yet some of our most prom-
ising small businesses—maybe inde-
pendent scientists or researchers or en-
gineers or inventors of all different 
backgrounds and persuasions—could 
not really get in the front door of the 
Department of Defense or NIH. In those 
days, people only wanted to see people 
from big companies. 


Well, not only was that not allowing 
small business an opportunity, but it 
was shortchanging the taxpayers be-
cause what taxpayers want is the best 
technology. It does not matter to them 
whether it comes from a small shop 
down the street operating on the sec-
ond floor above a doughnut shop—like 
my father got started many years 
ago—or whether it comes from the 
back office of IBM. They just want the 
best, and they deserve it. This program 
delivers it. So this is about innovation 
and jobs. 


One thing I want to stress again: Sev-
eral people have come down to the 
floor and said, why aren’t we—I guess 
meaning Democrats—focused like a 
laser on closing the budget gap? 


Let me say that this is an effort to 
close the budget gap and to reduce the 
debt and to close the annual deficit be-
cause that can be done by cutting dis-
cretionary spending, cutting defense 
spending, where it is wasteful and not 
effective, raising revenues where it is 
appropriate—particularly for those 
making over $1 million a year would be 
a good place to start—and most impor-
tantly or equally important to all of 
the above is creating an atmosphere so 
the private sector can get about the 
business of creating jobs. That is what 
this program does. That is why Senator 
SNOWE and I are on the floor. That is 
why our committee voted this bill out 
18 to 1. We know it is important. Inno-
vation creates jobs. 


I want to show you just three exam-
ples, as we are waiting for Senators to 
come to the floor to talk about their 
amendments. I want to share one 
story. This is from Connecticut. 


Might I say that over the 20-plus 
years of this program, there have been 
small businesses in every State that 
have benefited either through grants or 
through contracts. The Department of 
Defense has about $1 billion of their re-
search and development set aside for 
this purpose. Other departments call 
them grants. The Department of De-
fense actually enters into contracts 
with small businesses. 


I am not sure if this example came 
out of the Department of Defense. It is 
not noted on the chart. But one of our 
agencies thought it might be impor-
tant to create a device to safely trans-
port toxic chemicals. 


I am from Louisiana. We have a tre-
mendous and are proud of our indus-
trial base in petrochemicals. Some 
things we produce are really safe. Some 
things we produce are quite dangerous 
but necessary to undergird our econ-
omy. So the transport of these toxic 
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chemicals—to do it safely—is impor-
tant. 


So one of the agencies—and I do not 
have exactly which one—identified a 
company in Connecticut that might be 
able to come up with some such device. 
They did. That particular company, 
which is now ATMI, paid more than 10 
times in taxes now that that invention 
has been commercialized, as we can see 
here on this chart. But what people 
really need to know is that this com-
pany paid more than 10 times in taxes 
than what they received from the pro-
gram. This is just one example. 


ATMI went from 40 employees to em-
ploying 800 people worldwide. I am hop-
ing their company is still located in 
Danbury, CT, and I am hoping most of 
these 800 people are working in Amer-
ica. There is no requirement in this 
particular program for that to occur, 
and we would not want to have that re-
quirement because we are producing 
technology and innovation for America 
and for the world, and our people will 
benefit from it. But let’s hope that is 
the case. That is just one example. 


A second example comes from Ann 
Arbor, MI. Senator STABENOW was on 
the floor earlier today, and I thank her 
so very much. She was a very strong 
supporter of our very important small 
business jobs and innovation bill in the 
last Congress. I am pleased the leader-
ship has given our committee an oppor-
tunity to be on the floor with another 
important bill so early in this Con-
gress. 


I think Leader REID knows and feels 
strongly—as strongly as I do—that 
there are more ways to cut a deficit 
than the one being trumpeted on the 
other side of this Capitol, and it is not 
even a way because it will not work. 
All we hear from the other Chamber is 
cut discretionary spending and you will 
get there. A, we will not get there, and 
B, we are going to shoot off both feet in 
the process of trying to go down that 
road because it is a road to a dead end. 


You cannot get to where we want to 
go the way some people are arguing. 
We can get to reducing our deficit, 
eliminating our debt, by doing all four 
of the things I mentioned, and one of 
them is creating jobs and doing it in 
the private sector. 


This is a Cybernet ammo sorter, as 
shown on this chart. This did come 
from the Defense Department. When 
people ask, how can you save millions 
of dollars, well, this particular inven-
tion has saved the government hun-
dreds of millions of dollars in defense 
costs over 5 years. It started in Michi-
gan. Now it is expanding to Florida. 
That will make Senator NELSON very 
happy. It was initially implemented at 
one of our camps in Kuwait. It was in 
support of Operation Iraqi Freedom. It 
is now also in use at Fort Irwin, the 
National Training Center in the Mo-
jave Desert, where troops train before 
deployment. It sorts ammunition in a 
way that saves our troops many 
manhours and hundreds of millions of 
dollars. 


So there is another way to cut spend-
ing besides just slashing and burning 
some of the best programs in the world, 
literally. Some of the best programs in 
the world have been left on the chop-
ping block—not just in America, in the 
world, have been left on the chopping 
block—on the House of Representatives 
floor. 


I might suggest that they think out-
side the box and they think of other 
ways to reduce spending, which is in-
vesting in smart investments that 
streamline operations, that create effi-
ciencies and save taxpayers money and 
create jobs at the same time; thus, 
companies can pay in more taxes at the 
local, State, and Federal levels, and we 
continue to get spending under control 
and reduce our deficit. 


So that is Cybernet’s Automated 
Tactical Ammunition Classification 
System. Leave it to the Department of 
Defense to make up such a name. 


As shown on this chart, this is Bea-
con Interactive Systems’ TurboWork 
out of Cambridge, MA. This company 
created technology to help sailors keep 
the fleet safe through streamlined and 
uniformed maintenance. It will be 
going now into all 250 ships in the 
Navy, and 460,000 sailors will use this 
technology developed out of the SBIR 
Program every day to protect and pre-
serve our warships. In its first full year 
of implementation, the software should 
give a 300-percent return on the initial 
SBIR investment. 


The Presiding Officer knows this be-
cause he has been a very strong advo-
cate nationally—not just in the State 
of Oregon—for small business. The Pre-
siding Officer knows that with a little 
investment at the right time, there can 
be a tremendous upside, and that is 
what we are seeing here with this pro-
gram. 


Our initial grants are only $150,000. 
People might say, geez, what can you 
do with $150,000? Well, $150,000 given to 
the scientist or the engineer or the in-
ventor at the right time can help pro-
vide that half-year or year of research 
and development necessary to grow and 
to mobilize the technologies to develop 
it into something that could work. 
Then phase II comes in with the poten-
tial: If it looks inviting and exciting 
and interesting to the agency, they 
might award such a grantee another 
$150,000 for phase II, and then it can go 
up to $1.5 million. That is the way 
these companies or these ideas grow. 


At some point, this program ceases 
to be necessary because what happens 
is it either becomes clear to the people 
managing it that this idea has failed, 
the technology is not going to work 
and the grant is simply shut down or 
the contract comes to end, then, yes, 
that money will be lost. But what often 
happens, although not in every case, is 
that technology goes to such a phase 
that it becomes so promising that ven-
ture capitalists step in, as they should, 
and other investors step in and take 
that company way up. That is what 
happened to Qualcomm. Twenty years 


ago nobody ever heard of them. They 
got a small grant from this program 
and they were one of the winners. We 
were winners too, not just the com-
pany, because now they employ 17,800 
people operating in more than 30 coun-
tries worldwide. They paid in taxes in 1 
year half of the cost of this entire pro-
gram. 


As the doctor who researched this 
program said to us in our hearing—we 
have five new members of our com-
mittee from the Republican side and 
Senator SNOWE and I wanted to give 
them a chance to understand this bill. 
I am proud to say all but one supported 
it coming out of committee when they 
understood—of course, some of them 
had served in the House before and 
were familiar with this. But when they 
understood that this has been one of 
the most successful programs, and 
when it was reviewed by—I think it 
was Dr. Wessner who gave us a review 
of the program, he said, Let me tell 
you, Senator: If every single grant pro-
duces a company, you are running the 
wrong kind of program. Because this is 
a high-risk effort, but it is a risk that 
over time has paid off tremendously to 
the taxpayer and will continue if it 
continues to run in that fashion. 


We have tightened up fraud and 
abuse statutes in this bill. We have put 
in more oversight, which Senator 
SNOWE and I thought was important, 
not to heavily burden the program but 
to make sure the people in our Depart-
ments, whether it is in Defense or NIH 
or the NASA program, are utilizing 
this program to the extent and with 
the spirit Congress intends. So we have 
made some adjustments, some perfec-
tions through some adjustments and 
modifications, and we think we have 
made this program hopefully even 
stronger. 


Not every grant that is given will re-
sult in jobs, and it will be folded. But 
when it works, it works, and we are so 
benefited as a nation. In fact, there was 
also testimony given before our com-
mittee that countries all over the 
world are trying to model some of their 
programs after this one. They keep 
asking: How is it in America you have 
such an innovative spirit? How is it 
you start so many small businesses, 
and many of them—not all—succeed? 
What is it? 


It is a number of things. It is our own 
nature and spirit. It is also because 
people have traditionally had a variety 
of accesses to capital, whether it is eq-
uity in their homes or a savings ac-
count or a banking system that is for 
the most part very honest and trans-
parent. We have had some difficulties 
in the past few years with some of the 
antics on Wall Street that caused peo-
ple to catch their breath. Generally, 
compared to many other countries in 
the world, our people have access to 
those things—private property they 
own. In many countries people can’t 
even own private property. They can’t 
even get a clear title to property, so 
how can they borrow against it to start 
a business? They don’t. 
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There are many things that go into 


this miracle we call the American 
economy, and this is a big part of it. 
The Federal Government doesn’t do it 
all. But I am hoping, as people consider 
this debate, every State in the Union 
will create a similar program. Some of 
them already have. I will try to provide 
to all the Members here a list of what 
their individual States have done. Be-
cause if we think about it, the large 
cities, whether it be New York or San 
Francisco or Detroit or Chicago—if 
every city government would think 
about setting aside a small portion of 
some of their research and develop-
ment money to push out the small 
businesses that aren’t obvious some-
times to Wall Street and New York or 
they are not obvious to Pennsylvania 
Avenue and Washington or they are not 
exactly located in the Silicon Valley in 
California, but there are budding entre-
preneurs and Americans with great 
ideas and great drive and great deter-
mination—I am hoping our government 
can be smarter. I would like the Fed-
eral Government to be as smart as it 
can possibly be, and I am hoping our 
State governments will look at this 
program as a model and, potentially, 
cities. 


I can tell my colleagues one thing I 
am very excited about. I haven’t talked 
with them about it specifically, but I 
have spoken at some length to the 
Goldman Sachs executives, and I wish 
to speak for a minute about a program 
I am very impressed with. It is not 
something we are doing. It is some-
thing they are doing, but I think it is 
worth mentioning here. 


Goldman Sachs has decided to try to 
create 10,000 new small businesses in 
America—not new small businesses. 
They are trying to grow 10,000 small 
businesses in America. They have a 
very strategic plan and one I am 
watching very closely for a number of 
reasons. One, their model is scaleable 
and other companies could potentially 
do it and maybe we could model some 
kind of Federal program, if theirs is 
successful. 


Secondly, I am watching it closely 
because one of the cities they chose for 
their pilot is the City of New Orleans, 
the city I represent. My brother serves 
as mayor there now. He is very engaged 
with the leadership there, because New 
Orleans has become a hotbed of innova-
tion. When I hear President Obama 
talking about out-competing and out- 
innovating, that is not going to happen 
on Pennsylvania Avenue or right down 
on the intersection of M and Wisconsin 
in Georgetown. It is going to happen on 
Canal Street and in the lower ninth 
ward in New Orleans east, in Gentilly, 
and places all over the world. 


Goldman Sachs is saying, All right, 
Mr. Mayor, you get the city leadership 
and one of the community colleges to 
get the training. We jointly choose 
these entrepreneurs that have prom-
ise—they are already established and 
they have proven they can run a busi-
ness and they can turn a profit, but 


they are stagnating. They are smaller. 
They have the potential to be larger, 
but they are not. What is it that is 
causing this? Maybe lack of knowledge, 
lack of capital. Our Delgado Commu-
nity College—and I am very proud of 
Delgado. It is one of the finest commu-
nity colleges in the country. Delgado 
stepped up and said, Let us put them 
through the training. When they suc-
ceed and successfully exit the train-
ing—and I believe it is a 6-month to 9- 
month program—at the other end, 
Goldman Sachs gives them a check for 
X amount of money. I am not sure if it 
is $25,000 or $100,000 or $200,000. I will 
get that into the RECORD so we can be 
clear. But they give them a check so 
they have the capital and know-how 
and then they have the support of some 
of the nonprofits in the area to help 
them grow. 


Think about that. If that is some-
thing only one company is doing, think 
about what companies such as Chev-
ron—and I see them advertising—what 
they are doing to help small business. I 
think about other companies. Amer-
ican Express with their Plum card, if I 
am correct, talks about what they are 
doing. I am not promoting these com-
panies, but they are examples of pro-
grams that are out there supporting 
small business. The Federal Govern-
ment can do its part as well, and we 
have an obligation. We can’t do every-
thing, but we most certainly can do 
our part, as many large companies 
around the country and the world are 
also thinking about what they can do 
to help grow small businesses in their 
area. That is just one example. 


We are going to watch the success of 
some of these programs in the private 
sector, and then we will get some of 
their best ideas and potentially even 
strengthen our partnership. But this is 
a partnership between the Federal Gov-
ernment and private small businesses 
throughout our country. 


Let me switch for a minute to men-
tion a couple of the organizations that 
are supporting this program. I don’t 
see anyone on the floor at this time to 
speak, so let me read into the RECORD 
again some of the comments we have 
received from very strong organiza-
tions. 


The Small Business Technology 
Council says: 


Not only does this SBIR program spur 
technological innovation and entrepreneur-
ship, it helps create high-tech jobs and does 
so without increasing the Federal deficit. 


The National Small Business Asso-
ciation says: 


The uncertain future of this program— 


and as I said, for 6 years it has been 
operating on short-term arrangements: 
3 months here, 2 months there. For 6 
years, nobody has had any idea, either 
from the private sector, from some of 
the best labs, from our agencies, 
whether this program would be there 
next week. That is unconscionable. 
That is why Senator SNOWE and I have 
fought so hard to get this program au-
thorized. 


I see Senator COBURN on the floor, 
the Senator from Oklahoma, and I wish 
to thank him, because as a result of his 
good compromising efforts with us last 
Congress we will be able to authorize 
this program for 8 years, as the Sen-
ator will know, because he has been a 
strong advocate for good management 
and streamlining. Programs such as 
this need certainty. The labs, our agen-
cies need to know. We are looking out 
2 years or 3 years for this new tech-
nology, but if there is a company out 
here we think could provide it to us, we 
need to know. So this 8-year authoriza-
tion is important. I thank the Senator 
from Oklahoma, because some pro-
grams are only authorized for 4 years 
or 5 years. But we feel because we have 
been in limbo for 6 years, it would be a 
good idea to get an 8-year authoriza-
tion. 


One more comment for 30 seconds 
and I will yield the floor. I wish to read 
into the RECORD the letters of support 
from a short list of companies, and as 
additional ones come in we will read 
into the RECORD their support: 


The Bay Area Innovation Alliance 
has sent their support. The Bio District 
of New Orleans, the Biotechnology In-
dustry Organization, Connect of Cali-
fornia, the National Defense Industrial 
Association, the New England Innova-
tion Alliance, the National Small Busi-
ness Association, the National Venture 
Capital Association, the Small Busi-
ness Association of New England—and 
I wish to thank Senator SHAHEEN par-
ticularly for her support—Small Busi-
nesses of California, Small Business 
Technology Council, V-Labs, Inc./ 
American Chemical Society, and the 
United States Chamber of Commerce, 
to name a few. 


Let’s keep this debate moving for-
ward. We have had a number of amend-
ments today. I see Senator COBURN on 
the floor. 


I yield the floor at this time. 
The PRESIDING OFFICER. The Sen-


ator from Oklahoma. 
Mr. COBURN. I thank the chair-


woman for her kind words. It is nec-
essary that we move this bill, I agree. 
I am thankful to Senator LANDRIEU and 
the ranking member for the movement 
on some of the commitments they 
made to me on programs that don’t 
work within the small business area. 


I have multiple amendments, but in 
due deference to the chairwoman, I will 
not call those up. I am going to call up 
two. I wish to explain both of them. 


Amendment No. 184. Everybody was 
excited about the GAO report that 
looked at the first third of the Federal 
Government in terms of all the dupli-
cation. We don’t know the extent of 
that duplication, and we are going to 
have to do some hard work to winnow 
out a lot of savings, but there are a lot 
of savings. People don’t agree with me 
on my estimate, but nobody knows 
these programs better than I do. I have 
been studying them for 6 years. There 
is at least $100 billion where we can 
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save the American taxpayers and actu-
ally do a better job through rede-
signing the programs and eliminating 
the bureaucracies that make them less 
than effective. 


So one of the things we need to do to 
help GAO is have the agencies report to 
OMB and to us on a yearly basis on 
their programs. There are at least 2,100 
programs that we know of in the Fed-
eral Government. When GAO looks at 
this, it is very difficult for them to fer-
ret it all out. We only have one agency 
that publishes a list of their programs 
every year, and that is the Department 
of Education. The book is very thick, 
and it lists all their programs. That 
will make it much easier for GAO to do 
the next third. 


This is a simple amendment that re-
quires every department of the Cabinet 
to fulfill to OMB, within a short period 
of time, all their programs and also re-
port to us. When that happens that will 
make GAO much more effective in how 
it brings to us this next group of dupli-
cations. So it is a straightforward 
amendment. I hope it can be accepted. 


AMENDMENT NO. 184 
Mr. President, I ask unanimous con-


sent to call up amendment No. 184 and 
make it pending. 


The PRESIDING OFFICER. Is there 
objection? 


Ms. LANDRIEU. There is no objec-
tion. But before we do that, I ask the 
Senator a question. I actually like this 
amendment, No. 184. The Senator 
spoke with me about this previously. It 
has some merit. I thank the Senator 
for being cooperative. 


If he could identify his other number, 
I would like to suggest that if we can 
get a Democratic amendment slid in 
between these, we might call up his 
two and the Democratic one. 


Mr. COBURN. The other amendment 
is No. 220. 


Ms. LANDRIEU. Would the Senator 
mind explaining that amendment, and 
I will make sure it is cleared on our 
side and we will see what we can do. 


Mr. COBURN. Mr. President, I under-
stand my first amendment is up and 
pending; is that correct? 


The PRESIDING OFFICER. Without 
objection, the clerk will report the 
amendment. 


The assistant legislative clerk read 
as follows: 


The Senator from Oklahoma [Mr. COBURN] 
proposes an amendment numbered 184. 


Mr. COBURN. I ask unanimous con-
sent that reading of the amendment be 
dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To provide a list of programs ad-


ministered by every Federal department 
and agency) 
At the end of title V, add the following: 


SEC. ll. REQUIREMENT TO IDENTIFY AND DE-
SCRIBE PROGRAMS. 


(a) Each fiscal year, the head of each Fed-
eral agency shall— 


(1) identify and describe every program ad-
ministered by the agency, including the mis-


sion, goals, purpose, budget, and statutory 
authority of each program; 


(2) report the list and description of pro-
grams to the Office of Management and 
Budget, Congress, and the U.S. Government 
Accountability Office; and 


(3) post the list and description of pro-
grams on the agency’s public website. 


(b) Not later than 120 days after the date of 
enactment of this Act, the Director of the 
Office of Management and Budget shall pre-
scribe regulations to implement this section. 


(c) This section shall be implemented be-
ginning in the first full fiscal year occurring 
after the date of the enactment of this Act. 


AMENDMENT NO. 220 


Mr. COBURN. Mr. President, I will 
discuss amendment No. 220 now. Is the 
chairman’s intention that I defer call-
ing up that amendment right now? 


Ms. LANDRIEU. I may not have an 
objection. We are trying to get it 
cleared on our side. If the Senator will 
explain it, we can get back to him in 
short order. 


Mr. COBURN. Amendment No. 220 is 
about making sure we don’t send good 
money after bad. When you go to the 
pump today to buy gasoline that is 
blended with ethanol, you pay, as a 
taxpayer, $1.78. As a taxpayer, you pay 
that before you ever pay the $3.51 we 
are paying per gallon, through incen-
tives, tax credits, and rebates for eth-
anol and blending. 


This doesn’t take away incentives on 
corn-based ethanol. It says that be-
cause we already have a mandate that 
says 15 billion gallons of ethanol must 
be available and put through the sys-
tem this year, no longer is there a ne-
cessity to have a blender’s credit to the 
tune of $6 billion a year. So what this 
does is two things: One, it takes away 
an incentive that is no longer needed 
because we have already mandated the 
ethanol will be there. But it saves us $6 
billion that we are paying to firms that 
are going to do the business whether 
we pay it or not. 


So it is silly to continue to spend $6 
billion of American taxpayer money of 
which almost $3 billion of it will be 
borrowed money from either the Fed-
eral Reserve or from the Chinese to 
incentivize something that is already 
mandated to happen. 


If we look at ethanol, it is two-thirds 
as efficient when blended as gasoline. 
It gets poorer mileage, and there is no 
savings in terms of carbon output or 
pollution. So we are incentivizing the 
use of a fuel that goes against what 
most people would like to do environ-
mentally. It causes us to markedly in-
crease the cost of food, which we are 
seeing in our country and around the 
world today, and we are incentivizing 
something that is going to happen any-
way. 


So it is a straightforward amend-
ment. It says on the blender’s tax cred-
it we are no longer going to give a 
credit for something on which we al-
ready have a market—we are going to 
do without it. Some will say that is a 
tax increase. But when we send $6 bil-
lion to a small segment of American 
industry, and it is not going to impact 


their sales at all, what is the purpose 
for having tax credits? If we use tax 
credits or expenditures to expand the 
economy and it is not doing that, why 
would we continue to do it? 


As part of the President’s deficit 
commission, we looked at that and said 
it is a no-brainer. There is no reason 
we would incent something that is al-
ready mandated by law and has to hap-
pen. I know it is a controversial sub-
ject for a lot of my colleagues from 
farm States. But the fact is, worldwide 
sophistication and food preference has 
markedly increased. This is creating an 
enormous pressure in taking food 
stocks out of the human food chain and 
putting it into the energy chain. So we 
are not stopping that. There are still 
all the other credits available, incen-
tives and mandates. But we are saying 
we should not spend $6 billion of Amer-
ican taxpayer money that we don’t 
have—by the way, we do not have it— 
for something they are going to do 
anyway. 


The other point I make is that we are 
now a net exporter of ethanol. A lot of 
people don’t recognize that. Through 
November 2010, we exported 397 million 
gallons of ethanol. That is almost 1 bil-
lion gallons since 2005. Not counting 
the blender’s credit but all the other 
credits, we are supporting that to the 
tune of $1.20 a gallon. 


Now we are subsidizing the consump-
tion of ethanol in Europe to the tune of 
$1.20 a gallon. That makes no sense 
when, in fact, we have significant en-
ergy needs ourselves. 


My hope is that we will consider this 
amendment and that we will vote on it. 
I recognize it is going to be a close 
vote. My count is at 55, and I know we 
have to get 60. I want the other 45 
Members of our body to go and explain 
to their constituents why we are send-
ing $6 billion to something that is 
going to happen anyway. It is a gift. 
That is all it is. We don’t have $6 bil-
lion to spend that way. 


The other point I will make is that 
with the trouble we are in, we are not 
going to get out of it by cutting $200 
billion at a time. We are going to get 
out of it $6 billion at a time. Senator 
BEGICH and I found $1 billion in the 
FAA bill from earmarks that are tied 
up. So if we do it $1 billion, $2 billion, 
$3 billion, $4 billion, $5 billion, or $6 bil-
lion at a time, pretty soon it will add 
up and we will take pressure off our 
country in terms of funding our debt. 


The ultimate course has to be to con-
vince the world that we get it, that we 
can’t continue to borrow 40 percent of 
our expenditures in the world financial 
market and expect them to continue to 
loan us money. It is very straight-
forward. 


My corn farmers in Oklahoma don’t 
like it, and I understand that. It is 
about doing the right thing for our 
country. Now is the time to do it. 


I yield the floor. 
Ms. LANDRIEU. Mr. President, I ap-


preciate the cooperation of the Senator 
from Oklahoma. We have been able to 
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get his amendment No. 184 pending in 
the list of seven others, which gives us 
eight pending but not yet set for a 
vote. If he would allow me to get back 
to him about whether I will be able to 
clear that, I would appreciate it. Sen-
ator SNOWE is not on the floor, and we 
need to consult with her. 


The number of the Senator’s other 
amendment is 220. I will let him know 
within the hour about that. 


Senator SHAHEEN is here. I appreciate 
her letting me say—and she will ask to 
be recognized—that she has been an 
outstanding member of our Small Busi-
ness Committee. She most certainly 
was the job creator in chief in New 
Hampshire and has brought a tremen-
dous amount of expertise to the Sen-
ate. I am very pleased to have her 
input on many of these bills that come 
out of our committee. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from New Hampshire is recog-
nized. 


Mrs. SHAHEEN. Mr. President, I 
thank the Senator from Louisiana, Ms. 
LANDRIEU, for those nice words and 
also for her leadership. We are all in-
debted to Senator LANDRIEU and Rank-
ing Member SNOWE for their leadership 
of the Small Business Committee and 
in bringing forward this legislation be-
fore us, the small business innovation 
research program. 


They worked very hard in the last 
session of Congress to get this bill 
through the Senate, and it would have 
passed then except the House ad-
journed before taking it up. I am 
thrilled that we are getting back to it 
this early in this session. 


I think most of us recognize that our 
future economic prosperity depends on 
whether this country continues to be a 
leader in science and innovation. We 
can’t compete with India, China, and 
other Third World countries for low- 
wage manufacturing jobs. That is not 
our future. America’s future is to be 
the global leader in science and tech-
nology. America makes the best, most 
innovative products and services. That 
ingenuity and excellence is our chief 
economic strength as a nation. 


As a former small business owner, I 
understand it is the private sector and 
business, and not government, that is 
responsible for most of the job creation 
in this country. But I also understand 
that government has a critical role to 
play in fostering the positive business 
climate that we need in this country to 
remain competitive. I believe there are 
a few things we can do through policy 
to unleash the innovative spirit that is 
so alive and well throughout this coun-
try, and particularly in my State of 
New Hampshire. 


One of those policy initiatives that 
we can do that is essential in maintain-
ing the creative dominance that has al-
lowed us to lead the world in innova-
tion is to enact a long-term reauthor-
ization of the Small Business Innova-
tion Research Program or the SBIR 
Program. 


SBIR is not just a typical grant pro-
gram. Under the SBIR Program, a 
small business is able to compete for 
research that Federal agencies need to 
accomplish their mission—agencies 
such as the Department of Defense. 
Small businesses employ about one- 
third of America’s scientists and engi-
neers and produce more patents than 
large businesses and universities. Yet 
small business receives only about 4 
percent of Federal research and devel-
opment dollars. 


SBIR ensures that small business 
gets a tiny fraction of the existing Fed-
eral research dollars. Just in the last 
few weeks, I visited three New Hamp-
shire companies that are doing cutting 
edge research because of the SBIR Pro-
gram. Those three are Airex in 
Somersworth, Spire Semiconductor in 
Hudson, and Active Shock in Man-
chester. The research they have done 
under the SBIR Program has allowed 
them to develop new products, to add 
customers, and hire new workers—in 
other words, create jobs. All three have 
done essential research for the Depart-
ment of Defense. 


Airex, for example, has developed a 
state-of-the-art program to manufac-
ture critical components for our Na-
tion’s strategic missiles. This SBIR 
award positioned them perfectly to 
compete and win a contract to manu-
facture motors for use in military pro-
grams and to commercialize their re-
search. They have been able to expand 
from a workforce of 10 to, currently, 25 
workers since they got that SBIR 
award, and they are continuing to 
grow. 


In Hanover, we have a company 
called Creare that is a poster child for 
the economic benefit that can be 
reaped through the SBIR Program. 
Senator LANDRIEU has talked on the 
floor about Qualcomm in San Diego. 
We should put Creare in Hanover, NH, 
in the same category as Qualcomm. 


Creare can trace more than $670 mil-
lion of revenues they have earned be-
cause of the SBIR Program, its spin-
offs, and technology licensees for the 
commercialization of its SBIR 
projects. 


Many New Hampshire small busi-
nesses have successfully competed for 
SBIR funding in the 28 years since the 
program has been in existence. All 
across New Hampshire, small busi-
nesses that otherwise would not be able 
to compete for Federal R&D funding 
have won competitive SBIR grants 
that advance technology and science 
and create good jobs—what we all want 
to happen right now in this economy. 


In just the last 2 years, New Hamp-
shire firms have won 80 SBIR awards, 
and, in fact, despite its small size, New 
Hampshire is ranked 22nd in the coun-
try for the total grants awarded 
through the Department of Defense 
under the SBIR Program. 


As a Senator from New Hampshire, I 
take particular pride in the SBIR Pro-
gram because it was New Hampshire 
Senator Warren Rudman who, back in 


1982, sponsored the Small Business In-
novation Development Act which es-
tablished the SBIR Program. 


SBIR has a proven track record and 
its cost, as Chair LANDRIEU has said so 
often on the floor, is minimal. CBO es-
timates that implementing this bill 
would cost only $150 million over the 
next 5 years, and most of that minimal 
cost would have zero impact on the 
budget. That is because what this bill 
does is establish a 3-year pilot program 
that authorizes participating agencies 
to use the same dollars they set aside 
anyway for SBIR research to pay for 
administrative costs. That means we 
will not be using general operating 
funds to pay for administrative costs, 
and this bill imposes no mandates on 
business and imposes no costs on State 
and local governments. 


We need to address the long-term def-
icit and debt in this country. Our col-
league from Oklahoma just spoke very 
eloquently to the need to do that and 
what it is going to take. We all know 
that. But the best way we can start 
dealing with the debt and deficit is 
through more robust economic growth. 
Objecting to the SBIR Program, as 
some have done, on the grounds that 
we should be focusing on the deficit 
alone makes no sense at all because the 
jobs created by the SBIR Program will 
lower the deficit. 


Just like stopgap budgeting is bad for 
business, so are stopgap extensions of 
the SBIR Program. Unfortunately, 
SBIR has been operating under short- 
term extensions—10 of them—since 
2008. Short-term extensions are a prob-
lem because, as I hear and I know we 
all hear regularly from businesses— 
they need certainty in planning. This 
bill reauthorizes the SBIR Program for 
8 years. It is a reasonable period of 
time, and it will allow small businesses 
and Federal agencies to effectively 
plan their research. 


I know we have heard from some 
quarters and it has become fashionable 
on the part of some people to say that 
this country’s best days are behind us. 
But I do not believe that for one mo-
ment. As I have traveled around New 
Hampshire, I see cutting-edge 
innovators who are creating jobs. We in 
the Senate know what needs to be 
done. We just need the will to do it. 


I urge all our colleagues to join Sen-
ator LANDRIEU, Ranking Member 
SNOWE, and the Small Business Com-
mittee in voting to reauthorize and 
strengthen the SBIR Program. 


I yield the floor. I suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Ms. LANDRIEU. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


TRIBUTE TO FRANK BUCKLES 
Ms. LANDRIEU. Mr. President, we 


are waiting 10 or 15 minutes for Sen-
ators to come to the floor to speak 
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about the bill. Senator SNOWE, myself, 
and others have fairly described it for 
hours today and yesterday. I thought I 
would take a minute to pay honor to a 
gentleman, the last U.S. veteran of 
World War I, who was laid to rest in 
Arlington Cemetery just yesterday and 
to put into the CONGRESSIONAL RECORD 
an article. I would like to read as much 
of it as I am able before the other 
Members come because it struck me as 
something important. It is a beau-
tifully written article in the Post this 
morning. I hope many people got to see 
it. I am hoping many of our Members 
are able to read it. I learned some 
things I had actually no idea about, 
which will become apparent as I read 
this short article. It was beautifully 
written by Paul Duggan. 


I thought I would take a minute to 
read it into the RECORD. This is the 
last U.S. veteran of World War I so, of 
course, it was not just any ordinary fu-
neral—not that any funeral is ordi-
nary. It was extremely special to our 
country and to the world. President 
Obama was in attendance. Vice Presi-
dent JOE BIDEN was in attendance. I 
would like to read as much of it as I 
can: 


A lowly corporal of long ago was buried 
Tuesday at Arlington National Cemetery, 
ushered to his grave with all the Army’s Old 
Guard solemn pomp. 


Frank Woodruff Buckles lived to be 110, 
the last of nearly 5 million U.S. veterans of 
a dimly remembered war—a generation now 
laid to rest. 


In a late-day chill, after hundreds of 
strangers had paid their respects in public 
viewings since the weekend, soldiers carried 
the former doughboy’s flag-draped coffin 
partway up a knoll and set it on polished 
rails above his plot, a stone’s toss from the 
grave of his old supreme commander, Gen. 
John J. ‘‘Blackjack’’ Pershing. 


A chaplain commended his soul to God; 
rifle volleys cracked; a bugler sounded taps 
below the gentle rise. With flags at half-staff 
throughout the U.S. military and govern-
ment, it was a fine send-off for the country’s 
last known veteran of World War I, who died 
peacefully Feb. 27 in his West Virginia farm-
house. 


Yet the hallowed ritual at grave No. 34–581 
was not a farewell to one man alone. A rev-
erent crowd of the powerful and the ordi-
nary—President Obama and Vice President 
Biden, laborers and store clerks, heads 
bowed—came to salute Buckles’s deceased 
generation, the vanished millions soldiers 
and sailors he came to symbolize in the end. 


Who were they? Not the troops of ‘‘the 
Greatest Generation,’’ so celebrated these 
days, but the unheralded ones of 1917 and 
1918, who came home to pats on the back and 
little else in an era before the country em-
braced and rewarded its veterans. Their 20th- 
century narrative, poignant and meaningful, 
is seldom recalled. 


‘‘I know my father would want me to be 
here,’’ said Mike Oliver, 73, a retiree from Al-
exandria, leaning on a cane near the ceme-
tery’s amphitheater hours before the burial. 
Inside, a hushed procession of visitors filed 
past Buckles’s closed coffin in the chapel. 


‘‘I’m here for Mr. Buckles, and I’m here for 
what he represents,’’ Oliver said. On his left 
lapel, he wore a tiny gold pin, the insignia of 
his long-dead father’s infantry division in 
World War I, the Army’s 80th. ‘‘I’m here to 
say goodbye to my dad,’’ he said. 


Buckles, who fibbed his way into the Army 
at 16, was a rear-echelon ambulance driver in 


war-ravaged France, miles behind the battle-
front. More than 116,000 Americans died, 
about half in the fighting, most of the rest 
from illnesses, in the nation’s 19-month long 
engagement in a conflict that scorched Eu-
rope for four years. 


Now the veterans who survived are all 
gone. What’s left is remembrance—the col-
lective story of 4.7 million lives, an obituary 
for a generation. 


Arriving stateside in 1918 and 1919, many of 
them, scarred in mind and limb, they were 
met by postwar recession and joblessness. 


A lot of veterans thought that they were 
owed a boost, that they ought to be com-
pensated for the good civilian wages they 
had missed. But— 


Unfortunately, my words— 
lawmakers, year after year, said no. 


‘‘Oh, the YMCA did give me a one-month 
free membership,’’ Buckles recalled when he 
was a very old fellow. Except for the $60 
most veterans got from the government 
when they mustered out, the YMCA gift was 
‘‘the only consideration I ever saw given to 
a soldier after the war,’’ the last doughboy 
said. 


What he and other veterans finally re-
ceived, in 1924, were bonus certificates re-
deemable for cash in 1945. And Congress had 
to override a veto to secure even that. 


With the 1920s roaring by then, the young 
veterans tucked away their certificates and 
went about their lives. Buckles became a 
purser on merchant ships, traveling the 
globe. 


Then the Depression hit, and their genera-
tion’s legacy took on another aspect, one of 
activism that helped propel a reshaping of 
the nation’s social landscape. 


Thousands of ruined veterans were left 
with nothing of value but the promise of 
eventual bonuses. In 1932, while Buckles was 
at sea, a ragtag army of ex-servicemen de-
scended on Washington with their wives and 
kids to lobby for early redemption of the cer-
tificates, and a disaster ensued that would 
long reverberate. 


This is the part I had no idea about, 
and I think it is important to recall it, 
to remember it: 


Living for weeks in a sprawling shanty-
town on mud flats in the Anacostia and in 
tents and hovels near the U.S. Capitol, the 
dirt poor ‘‘Bonus Army,’’ numbering more 
than 20,000, defied orders to disperse. So the 
White House unleashed the military. 


Infantrymen, saber-wielding cavalry troops 
and a half-dozen tanks swept along the ave-
nues below the Capitol, routing the veterans 
and their families in a melee of blood and 
tear gas. Then soldiers cleared out the Ana-
costia shacks and set them ablaze. 


Two veterans died, and hundreds were in-
jured. Four years later, after a Florida hurri-
cane killed 259 destitute veterans at a make-
shift federal work camp, political support fi-
nally tipped for the bonuses, and the genera-
tion that fought World War I finally got a 
substantial benefit. 


‘‘I think mine was $800,’’ Buckles said of 
his bonus, equal of $12,000 today. He said he 
gave it to his father, an Oklahoma Dust 
Bowl farmer barely hanging on. 


The Bonus Army debacle weighed on Con-
gress and the Roosevelt administration dur-
ing World War II. With 16 million Americans 
in uniform—more than three times the 
World War I total—policymakers feared mas-
sive unrest if the new veterans got the same 
shabby treatment that Buckles’ generation 
had received. 


The result, in 1944, was the GI Bill, widely 
viewed as the most far-reaching social pro-
gram in U.S. history. 


I underscore that to say widely 
viewed as the most far-reaching social 
program in world history. 


It made college and homeownership pos-
sible for the great wave of returning World 
War II veterans, when such opportunities 
were considered luxuries, and spurred a vast, 
decades-long expansion of America’s middle 
class. 


Unfortunately for the veterans of 
Buckles’s era, the bill wasn’t retroactive. 


Tuesday’s hours-long viewing in the am-
phitheater chapel was a consolation. 
Buckles’s family and members of West Vir-
ginia’s congressional delegation had wanted 
him to lie in honor in the Capitol Rotunda. 


They wanted him to lie in honor 
here, but it was not to be permissible. 


So the people of Arlington came to say 
goodbye. 


The article continues: 
A generation’s end. 
When Murial Sue Kerr met Buckles— 


This was his wife— 
in the 1970s, she was a secretary at the Alex-
andria headquarters of Veterans of World 
War I of the USA, which had a large office 
staff at the time, scores of chapters across 
the country and a quarter-million members 
out of 750,000 surviving veterans of the war. 


‘‘The commander,’’ Kerr calls Buckles, who 
got that title in 2008 when the only other liv-
ing member, a Florida man, passed away. 


The group was formed in 1948 after millions 
of World War II veterans swelled the ranks of 
the American Legion and similar organiza-
tions. 


It goes on to quote Kerr: 
‘‘The World War II guys had business loans, 


home loans, education, all kinds of things,’’ 
she said. ‘‘My World War I guys? Nothing. So 
they said, ‘Okay . . . we’ll go start our own 
bunch.’ ’’ 


Which included Buckles, who had been cap-
tured by the Japanese while working in Ma-
nila at the outbreak of hostilities in the Pa-
cific. Although he spent World War II in an 
enemy prison camp, he was a civilian, so the 
GI Bill didn’t extend to him. 


In 1974, when Kerr was hired, most of the 
men were retirees. 


She said: 
‘‘Every year they’d come to Washington, 


bus loads of them, and testify before Con-
gress,’’ she recalled. They wanted money for 
eyeglasses, hearing aids, dentures. ‘‘And a 
little pension,’’ she said. ‘‘Good ol’ H.R. 
1918—it was a bill they were always putting 
in to give them $50 a month. But, of course, 
it never, ever passed.’’ 


Just lot of memoirs now—the lobbying, the 
quarterly magazine, the big annual conven-
tions in Hot Springs and Daytona Beach. 
Time ran out for all but the heartiest of the 
Veterans of World War I of the USA, and 
they died fast. By 1993, when the office shut 
for good, Kerr, then in her 40s, was the only 
staff member left. 


And occasionally she got phone calls from 
some of the few remaining members, whose 
frail voices broke her heart. 


‘‘The typical sad things you’ll hear from 
the elderly,’’ she said. ‘‘I had one of my guys, 
he was absolutely in tears. He was from Ne-
vada, and his new nurse wouldn’t cut the 
crust off of his sandwich.’’ 


They were buried with honors Tuesday as 
scores of somber onlookers crowded the hill-
side, a distant generation borne to the grave 
with the last old veteran, who was cared for 
lovingly by his family to the end. 


In the waning afternoon, the soldiers of the 
burial detail strode in formation up the ave-
nue from the grand marble amphitheater to 
Section 34 of the cemetery, escorting the 
horse-drawn caisson with Buckles’s metal 
coffin, the procession slow and deliberate, 
like the march of time. 
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After the prayer and the echoes of the 


bugle and the rifles had faded, the Army’s 
vice chief of staff, Gen. Peter W. Chiarelli, 
knelt before Buckles’s daughter, seated by 
the grave, and handed her a tri-folded Amer-
ican flag. He whispered words of comfort, 
then stood and walked away. 


No more doughboys now. 
So long. Rest in peace. 


Madam President, I thought this was 
an article worth entering into the 
RECORD. I am pleased I had the time 
today, before Senators came to the 
floor, to actually read it into the 
RECORD so that we could pause to re-
member this week the burial of the last 
veteran of World War I and what an ob-
ligation we have to our veterans today 
and the kind of determination that we 
must continue to foster to honor them 
for the sacrifices they make, whether 
it was this generation, which we in 
large measure failed to do, the veterans 
of World War II, the veterans of Viet-
nam and Korea, of course, Desert 
Storm, our veterans from Iraq and 
from Afghanistan who are currently 
fighting those battles. It helps us to re-
member that the important work we do 
here—the bills passing, particularly 
bills that provide these kinds of fair 
and equitable benefits—is most cer-
tainly something the Federal Govern-
ment must continue to keep as one of 
its highest priorities. 


I yield the floor. 
The PRESIDING OFFICER (Mrs. 


HAGAN). The Senator from Arkansas. 
AMENDMENT NO. 229 


Mr. PRYOR. Madam President, I am 
sorry for the delay, but we wanted to 
make sure we had our i’s dotted and 
our t’s crossed. 


Madam President, I ask unanimous 
consent to call up and make pending 
the Pryor amendment numbered 229, 
the Patriot Express loan program. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. The clerk 
will report the amendment. 


The assistant legislative clerk read 
as follows: 


The Senator from Arkansas [Mr. PRYOR] 
proposes an amendment numbered 229. 


Mr. PRYOR. Madam President, I ask 
unanimous consent that the reading of 
the amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To establish the Patriot Express 


Loan Program under which the Small 
Business Administration may make loans 
to members of the military community 
wanting to start or expand small business 
concerns, and for other purposes) 
On page 116, after line 24, add the fol-


lowing: 
SEC. 504. PATRIOT EXPRESS LOAN PROGRAM. 


(a) PROGRAM.— 
(1) IN GENERAL.—Section 7(a)(31) of the 


Small Business Act (15 U.S.C. 636(a)(31)) is 
amended by adding at the end the following: 


‘‘(G) PATRIOT EXPRESS LOAN PROGRAM.— 
‘‘(i) DEFINITION.—In this subparagraph, the 


term ‘eligible member of the military com-
munity’— 


‘‘(I) means— 
‘‘(aa) a veteran, including a service-dis-


abled veteran; 


‘‘(bb) a member of the Armed Forces on ac-
tive duty who is eligible to participate in the 
Transition Assistance Program; 


‘‘(cc) a member of a reserve component of 
the Armed Forces; 


‘‘(dd) the spouse of an individual described 
in item (aa), (bb), or (cc) who is alive; 


‘‘(ee) the widowed spouse of a deceased vet-
eran, member of the Armed Forces, or mem-
ber of a reserve component of the Armed 
Forces who died because of a service-con-
nected (as defined in section 101(16) of title 
38, United States Code) disability; and 


‘‘(ff) the widowed spouse of a deceased 
member of the Armed Forces or member of a 
reserve component of the Armed Forces re-
lating to whom the Department of Defense 
may provide for the recovery, care, and dis-
position of the remains of the individual 
under paragraph (1) or (2) of section 1481(a) of 
title 10, United States Code; and 


‘‘(II) does not include an individual who 
was discharged or released from the active 
military, naval, or air service under dishon-
orable conditions. 


‘‘(ii) LOAN GUARANTEES.—The Adminis-
trator shall establish a Patriot Express Loan 
Program, under which the Administrator 
may guarantee loans under this paragraph 
made by express lenders to eligible members 
of the military community. 


‘‘(iii) LOAN TERMS.— 
‘‘(I) IN GENERAL.—Except as provided in 


this clause, a loan under this subparagraph 
shall be made on the same terms as other 
loans under the Express Loan Program. 


‘‘(II) USE OF FUNDS.—A loan guaranteed 
under this subparagraph may be used for any 
business purpose, including start-up or ex-
pansion costs, purchasing equipment, work-
ing capital, purchasing inventory, or pur-
chasing business-occupied real estate. 


‘‘(III) MAXIMUM AMOUNT.—The Adminis-
trator may guarantee a loan under this sub-
paragraph of not more than $1,000,000. 


‘‘(IV) GUARANTEE RATE.—The guarantee 
rate for a loan under this subparagraph shall 
be the greater of— 


‘‘(aa) the rate otherwise applicable under 
paragraph (2)(A); 


‘‘(bb) 85 percent for a loan of not more than 
$500,000; and 


‘‘(cc) 80 percent for a loan of more than 
$500,000.’’. 


(2) GAO REPORT.— 
(A) DEFINITION.—In this paragraph, the 


term ‘‘programs’’ means— 
(i) the Patriot Express Loan Program 


under section 7(a)(31)(G) of the Small Busi-
ness Act, as added by paragraph (1); and 


(ii) the increased veteran participation 
pilot program under section 7(a)(33) of the 
Small Business Act, as in effect on the day 
before the date of enactment of this Act. 


(B) REPORT REQUIREMENT.—Not later than 1 
year after the date of enactment of this Act, 
the Comptroller General of the United States 
shall submit to the Committee on Small 
Business and Entrepreneurship of the Senate 
and the Committee on Small Business of the 
House of Representatives a report on the 
programs. 


(C) CONTENTS.—The report submitted under 
subparagraph (B) shall include— 


(i) the number of loans made under the 
programs; 


(ii) a description of the impact of the pro-
grams on members of the military commu-
nity eligible to participate in the programs; 


(iii) an evaluation of the efficacy of the 
programs; 


(iv) an evaluation of the actual or poten-
tial fraud and abuse under the programs; and 


(v) recommendations for improving the Pa-
triot Express Loan Program under section 
7(a)(31)(G) of the Small Business Act, as 
added by paragraph (1). 


(b) FEE REDUCTION.—Section 7(a)(18) of the 
Small Business Act (15 U.S.C. 636(a)(18)) is 
amended— 


(1) in subparagraph (A), in the matter pre-
ceding clause (i), by striking ‘‘With respect 
to’’ and inserting ‘‘Except as provided in sub-
paragraph (C), with respect to’’; and 


(2) by adding at the end the following: 
‘‘(C) MILITARY COMMUNITY.—For an eligible 


member of the military community (as de-
fined in paragraph (31)(G)(i)), the fee for a 
loan guaranteed under this subsection, ex-
cept for a loan guaranteed under subpara-
graph (G) of paragraph (31), shall be equal to 
75 percent of the fee otherwise applicable to 
the loan under subparagraph (A).’’. 


(c) TECHNICAL AND CONFORMING AMEND-
MENTS.— 


(1) SMALL BUSINESS ACT.—Section 7(a) of 
the Small Business Act (15 U.S.C. 636(a)) is 
amended— 


(A) by striking paragraph (33); and 
(B) by redesignating paragraphs (34) and 


(35) as paragraphs (33) and (34), respectively. 
(2) SMALL BUSINESS JOBS ACT OF 2010.—Sec-


tion 1133(b) of the Small Business Jobs Act of 
2010 (Public Law 111–240; 124 Stat. 2515) is 
amended by striking paragraphs (1) and (2) 
and inserting the following: 


‘‘(1) by striking paragraph (33), as redesig-
nated by section 504(c) of the SBIR/STTR Re-
authorization Act of 2011; and 


‘‘(2) by redesignating paragraph (34), as re-
designated by section 504(c) of the SBIR/ 
STTR Reauthorization Act of 2011, as para-
graph (33).’’. 


(d) REDUCTION OF GOVERNMENT PRINTING 
COSTS.— 


(1) STRATEGY AND GUIDELINES.—Not later 
than 180 days after the date of enactment of 
this Act, the Director of the Office of Man-
agement and Budget shall coordinate with 
the heads of the Executive departments and 
independent establishments, as those terms 
are defined in chapter 1 of title 5, United 
States Code— 


(A) to develop a strategy to reduce Govern-
ment printing costs during the 10-year period 
beginning on September 1, 2011; and 


(B) to issue Government-wide guidelines 
for printing that implements the strategy 
developed under subparagraph (A). 


(2) CONSIDERATIONS.— 
(A) IN GENERAL.—In developing the strat-


egy under paragraph (1)(A), the Director of 
the Office of Management and Budget and 
the heads of the Executive departments and 
independent establishments shall consider 
guidelines for— 


(i) duplex and color printing; 
(ii) the use of digital file systems by Exec-


utive departments and independent estab-
lishments; and 


(iii) determine which Government publica-
tions might be made available on Govern-
ment Web sites instead of being printed. 


(B) ESSENTIAL PRINTED DOCUMENTS.—The 
Director of the Office of Management and 
Budget shall ensure that printed versions of 
documents that the Director determines are 
essential to individuals entitled to or en-
rolled for benefits under part A of title XVIII 
of the Social Security Act (42 U.S.C. 1395 et 
seq.) or enrolled for benefits under part B of 
such title, individuals who receive old-age 
survivors’ or disability insurance payments 
under title II of such Act (42 U.S.C. 401 et 
seq.), and other individuals with limited 
ability to use or access the Internet have ac-
cess to printed versions of documents that 
the Director are available after the issuance 
of the guidelines under paragraph (1)(B). 


Mr. PRYOR. Madam President, I 
wish to thank Senator LANDRIEU and 
Senator SNOWE for their efforts to get 
this bill to the floor, to handle these 
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amendments, and to show the leader-
ship we need to try to really focus on 
and emphasize small business. 


I am convinced that if we are going 
to get the full economic recovery we 
all want to see, the private sector—and 
especially small business—is going to 
have to drive that recovery. That 
brings me to the amendment that I 
have filed today and that I have called 
up. 


In 2007, there were roughly 25,000 vet-
eran-owned small businesses in my 
State. So you can do the math on that. 
There are probably 2 million around 
the country or more—maybe 3 million 
veteran-owned small businesses around 
the country. 


In 2007, the SBA created the Patriot 
Express Pilot Loan Initiative for mem-
bers of the military community. That 
is part of the 7(a) program. My amend-
ment would move that Patriot Express 
loan program from a pilot program to a 
fully authorized one, and this would 
ensure that veterans and members of 
the military community continue to 
have the ability to access capital when 
starting a new business or even when 
operating an existing one. 


The Patriot Express pilot program 
has been a very successful program, 
issuing close to 7,000 loans valued at 
$560 million and increasing veteran 
participation in the SBA programs. 
The amendment would make the Pa-
triot Express loan program available to 
all members of the military commu-
nity, including Active and non-Active 
members, veterans, spouses and chil-
dren, widows and widowers of service-
members. It would increase the max-
imum loan amount from $500,000 to $1 
million. It would guarantee rates 
would be 85 percent for loans of $500,000 
or less and 80 percent for loans over 
$500,000 up to $1 million. It would also 
reduce the fees imposed by the SBA for 
all veterans to 75 percent of the fees 
otherwise applicable under the 7(a) and 
express programs. 


This is a way we can really help our 
men and women in uniform. And one of 
the reasons I think this particular 
pilot program has been a success is be-
cause obviously these folks are hard- 
working, they are disciplined, they are 
well trained, and they are serious be-
cause of what they have been through 
for our country. But also one of the 
reasons I think this is compelling is 
that they have given years of their 
lives to military service. If they are in 
the Reserve or National Guard, these 
can be very disruptive years. It is hard 
for them to get anything going and in 
some cases hard to maintain a job over 
a period of years because they are 
being deployed, they are back and forth 
doing the training and fulfilling the re-
quirements the country has required of 
them. So it is a very disruptive time 
during what otherwise would be poten-
tially strong earning years where they 
could be really building their busi-
nesses. 


So this pilot program has been very 
effective and successful in providing 


access to capital, speeding the process 
along for our men and women in uni-
form, and we want to encourage small 
business ownership, we want to encour-
age that innovation, and I think this is 
a great way to do it. Again, this is a 
program that has been on the books, 
has proven to be successful, and we cer-
tainly hope we can move it from a pilot 
program to a fully authorized program. 


With that, Madam President, I yield 
the floor. 


Ms. LANDRIEU. Madam President, I 
really appreciate the Senator coming 
to the floor, and I thank him for his 
help in advancing this bill and sup-
porting many of the proposals. 


The ranking member is not on the 
floor, so until we run this through the 
other side for review, I am not sure we 
will be able to support it. But we are 
looking at it now, and I thank the Sen-
ator for offering it. 


Madam President, I suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. INHOFE. Madam President, I ask 
unanimous consent the order for the 
quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. INHOFE. Madam President, we 
are currently, it is my understanding, 
on my amendment No. 183 to S. 493, is 
that correct? 


The PRESIDING OFFICER. That is 
not the pending amendment at this 
time. 


AMENDMENT NO. 183 
Mr. INHOFE. I ask unanimous con-


sent to set the pending amendment 
aside for the purpose of considering 
amendment No. 183. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. INHOFE. Madam President, I no-
tice we did not have any speakers here 
so I thought I would come down. We do 
have a bill in consideration right now, 
in process for a vote. It is my under-
standing there will be a vote on amend-
ment No. 183 in the next perhaps hour 
or so, maybe in a few minutes. 


Let me give a little background on 
what happened on this, where we are 
today. Back in the early 1990s we had 
the Kyoto treaty that was up for con-
sideration. That was during the Clin-
ton administration. The Kyoto treaty 
was one we looked at and studied here 
in this Senate. One of the concerns 
about it was it was assuming we have 
catastrophic global warming that was 
due to manmade gases, anthropogenic 
gases—methane. That assumption ev-
erybody thought probably was right, 
because everybody said it was—until 
such time as we thought what the cost 
would be if at that time we would have 
ratified the Kyoto treaty and lived by 
its emissions restrictions. The cost 
would be somewhere between $300 and 
$400 billion. That actually came from 
the Wharton School. 


We looked at that and thought we 
better look at that pretty closely. Over 


some debate we decided, if this treaty 
came back—which President Clinton 
signed but had to come to the Senate 
for ratification—if it came to the Sen-
ate for ratification we would not ratify 
any treaty that had either one of two 
things—No. 1, would be devastating to 
our economy and, No. 2, it would not 
treat developing countries the same as 
developed countries. 


As it turned out, it did both. It is one 
that only affected the developed coun-
tries and, of course, with the reports 
we had on the cost, it would be very ex-
pensive. But that was back in the 1990s. 


Starting around the year 2000 and 
specifically 2003, this was called to our 
attention at that time. I say to you, 
Madam President, I was the chairman 
of the Environment and Public Works 
Committee that had jurisdiction. We 
looked at this and evaluated the 
science that was behind it as well as we 
could. The science on which this is 
predicated came from the United Na-
tions. Actually, in 1988 the IPCC, the 
International Panel on Climate 
Change, was formed. This came in the 
United Nations and the science behind 
it was pretty much confined to rec-
ommendations from the IPCC. 


We started getting phone calls from 
well-respected scientists all over the 
country and these scientists would say 
to us that the IPCC is a closed society. 
They would not let anyone in to offer 
their judgment unless they agreed that 
in fact anthropogenic gases were caus-
ing catastrophic global warming. 


These scientists started piling up 
until, I believe it was around 2003, we 
had a couple of hundred of them. I re-
member standing at this podium and 
talking on the floor about all the sci-
entists who disagreed with the science 
of the IPCC. At that time I made a 
statement that became quite an irri-
tant to a lot of people when I said: The 
notion that we are having catastrophic 
global warming due to anthropogenic 
gases could be the greatest hoax ever 
perpetrated on the American people. 


I remember going to one of the meet-
ings. Every year the United Nations 
throws a big party. We just had our 
15th, I would add. Everyone remembers 
a year ago it was Copenhagen. This 
year it was Cancun. Back then, in 2003, 
it happened to be in Milan, Italy. I was 
kind of detested by everyone there be-
cause everyone else there was saying 
we have to do something about this ca-
tastrophe that was about to hit us. 


As the years went by we had bills. We 
had the bill in 2003, the bill in 2005, the 
bill in 2007, in 2009, the last one was the 
Markey-Waxman—Waxman-Markey 
bill. Each time those who were behind 
this, seeking to pass some kind of cap- 
and-trade bill, were fewer every time 
we voted. The last count there were a 
total of 30 Members of the Senate who 
would say they would vote for the last 
cap-and-trade bill. 


The interesting thing about the bill 
coming up now is that they were un-
able to pass it legislatively, which is 
what we should be doing. We should be 


VerDate Mar 15 2010 00:48 Mar 17, 2011 Jkt 099060 PO 00000 Frm 00033 Fmt 0624 Sfmt 0634 E:\CR\FM\G16MR6.049 S16MRPT1jb
el


l o
n 


D
S


K
D


V
H


8Z
91


P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATES1742 March 16, 2011 
handling this through legislation. We 
tried. We considered it and it went 
through the process and it failed. Now 
they are trying to do it through regula-
tions. It has been speculated that the 
cost to the American people would be 
even greater if done through the Envi-
ronmental Protection Agency than if it 
were done legislatively. 


It was not long ago we had a hearing. 
I have a great deal of respect for Presi-
dent Obama’s Director of the Environ-
mental Protection Agency, Lisa Jack-
son. She testified before our committee 
live on TV, and I asked the question. I 
said if we were to pass this—it might 
have been the Waxman-Markey bill—it 
doesn’t matter, they are all the same. 
Cap-and-trade is cap-and-trade—it 
would have cost between $300 and $400 
billion if we ratified Kyoto and the 
same would be true of any of the five or 
six cap-and-trade bills we have de-
feated since then. 


But I said let’s say we pass this and 
have it signed into law. Would this re-
duce CO2 emissions? That is the whole 
idea. CO2 emissions were supposed to be 
causing all this. I was very proud of 
her, because it took a lot of courage to 
give the response she did. She said in 
response: No, it wouldn’t, because it 
would only affect the United States of 
America. 


Then I would take it one step fur-
ther. What would happen if we have 
cap-and-trade—whether it is by legisla-
tion or by regulation, it doesn’t mat-
ter—what they are going to do is regu-
late everything that is out there in our 
society. As I say, the cost would be be-
tween $300 and $400 billion. 


What I do, since I am not as smart as 
the rest of them around here, when I 
hear the billions and trillions of dol-
lars, I try to see what does this cost my 
people in Oklahoma. I did the math, 
and in Oklahoma, if we take the total 
number of people who have filed tax re-
turns, and divide it into the amount of 
taxes this would cost, it would be 
about $3,100 per family in my State of 
Oklahoma. 


What do you get if you get it? You 
get something even the EPA Director 
said is not going to lower worldwide 
CO2 emissions, so you don’t get any-
thing for it. 


The big vote coming up in a few min-
utes is on a bill I have introduced, and 
we have now introduced this as an 
amendment to this small business bill, 
that would say to the EPA: You no 
longer have jurisdiction—which they 
should not have, and I questioned that 
they have it in the first place—over the 
regulation of CO2. 


There is a lot of talk about the Clean 
Air Act. I was a very strong supporter 
of the Clean Air Act. Several people 
who take a different position from me 
on the vote that is coming up talk 
about the Clean Air Act and all the 
wonderful things it has done—and I 
agree. It has. So I feel strongly about 
it. We have cleaner air now than we 
have had in a long period of time. The 
thing is, it was designed to take care of 


six known pollutants. CO2 was not one, 
it was not a pollutant. The Court said 
you do not have to count it as a pollut-
ant but if you want to you can do it. So 
it was optional to the Environmental 
Protection Agency and to the govern-
ment of our country. 


They elected to do that. In order to 
do that they have to have an endanger-
ment finding. An endangerment finding 
is something that says CO2 is an 
endangerment to public health. When 
the same administrator, Administrator 
Jackson, was before our committee— 
and this was right before Copenhagen; 
this would have been a year ago last 
December—I can remember making a 
statement to her, again in the same 
public meeting: Madam Administrator, 
I have a feeling when I leave for Copen-
hagen tomorrow you are going to have 
an endangerment finding. 


I could see a few smiles. I said: If 
that happens, it has to be based on 
some science, doesn’t it? 


She said yes, it does. 
What science do you base it on? 
Well, primarily the IPCC. 
Primarily—this was right before all 


the Climategate stuff came out, where 
they saw that they were falsifying 
science. All the things we found during 
the mid-1990s about scientists coming 
in, they were correct after all and they 
had been cooking the science on this 
thing. So that is another problem we 
have that we are faced with. 


The way to solve the problem, and I 
think many of my Democratic 
friends—many of them said they agree 
this should be a matter of the legisla-
ture and not a matter of the EPA mak-
ing these decisions. This morning I 
quoted some of them. I have it right 
here. 


Senator BAUCUS, a Democratic Sen-
ator, said: 


I mentioned I do not want the EPA writing 
these regulations. I think it is too much 
power in the hands of one single agency, but 
rather climate change should be a matter es-
sentially left to Congress. 


I agree with that and it was left to 
Congress. We considered five or six 
bills on this. 


Senator BEN NELSON, another Demo-
crat from Nebraska, said: 


Controlling the levels of carbon emissions 
is the job of Congress. We don’t need EPA 
looking over Congress’ shoulder telling us we 
are not moving fast enough. 


I agree with him. In addition to that, 
we have eight other Democratic Sen-
ators who said essentially the same 
thing, so I think that is pretty well un-
derstood. 


One reason I wanted to mention this 
before the vote takes place, my wife 
thinks the greatest problem facing 
America is the price of gas at the 
pump. My wife is not the only wife 
around here believing that, I know. She 
was saying for a long period of time, 
what causes these things? And it is 
very easy. 


Even my grandkids understand sup-
ply and demand. That is taught in ele-
mentary schools nowadays. So supply 


and demand is at work here. We have 
supply in the United States of Amer-
ica. We have—and I am going to show 
you in just a minute—in fact, I will go 
ahead and do that now because I want 
everyone who votes on this to under-
stand anyone, Democrat or Republican, 
who votes against my amendment is 
voting to increase dramatically the 
price of gas at the pumps. 


The next time we hear someone say 
we have—this is something you keep 
hearing, that we have just 3 percent of 
the oil in this country. I think that is 
interesting because they say 3 percent 
of the proven reserves. Well, proven re-
serves cannot take place until such 
time as you drill to prove it. 


We have Members of the majority, 
along with the White House, the major-
ity of the Members of the Senate have 
disallowed us to go out and drill. So if 
you cannot drill—something like 83 
percent of our public lands where we 
could be drilling for oil, we cannot do 
it because they will not let us do it. So 
if they will not let us do it, then there 
cannot be proven reserves. 


But they do have recoverable re-
serves. Our recoverable reserves right 
now in America are 135 billion barrels. 
All we have to do, in order to do that, 
is go out and take advantage of that 
and use these recoverable reserves. 


With the CRS report that came out— 
the CRS is something that is recog-
nized as an impartial, bipartisan or 
nonpartisan study group. They study 
these things. They said that, as of 1 
year ago, the United States of Amer-
ica—now this is very important be-
cause the United States of America has 
the largest recoverable reserves in 
coal, gas, and oil of any of the nations. 
There they are right there. These are 
the reserves of coal—this is all three, 
isn’t it? Fossil fuels. Yes, coal, gas, and 
oil. There it is. This is the United 
States of America. 


If you add this up, we have more than 
Saudi Arabia, China, Canada, and Iraq 
combined. That is what we have. But 
the problem is, politically, they will 
not let us drill for it. 


I know—and I regret to say this be-
cause I was just challenged, but it was 
true because I was there—21 years ago 
we had the Exxon Valdez. It was a dis-
aster. It took place up in Prince Wil-
liam Sound. Most people here remem-
ber that now. It was an accident where 
you had a deficient ship that had 
leaked in that beautiful, pristine water 
up there. 


I went up there. Quite frankly, there 
are a bunch of the far left who were 
celebrating that it happened. Why 
would they celebrate a disaster such as 
that? They celebrated because they 
said: We are going to parlay this into 
stopping oil production on ANWR or on 
the North Slopes of Alaska. 


Well, that is kind of interesting that 
they are going to parlay that into that. 
I said: How do you figure that? Because 
Prince William Sound, the Exxon 
Valdez, that was a transportation acci-
dent. That hit something causing it to 
break. 
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Then, I said: If you do away with 


drilling in America, that means we are 
going to have to transport it in from 
foreign countries, and the likelihood of 
it happening again is far greater. None-
theless, they said: We are going to use 
that. 


I hate to say this also, but when we 
had our spill in the gulf not too long 
ago, a lot of people were saying: Aha, 
now we are going to stop all drilling, 
deepwater drilling in the Gulf. 


We have tremendous reserves down 
there in the gulf. While the morato-
rium was lifted, the administration has 
only issued one deepwater drilling per-
mit since that happened. 


What I am saying is, we have all 
these reserves out there, and we can do 
it. I am talking about gas and oil and 
coal. It is not just the oil and gas, but 
we have another opportunity out there. 


We have talked about oil. We have 
talked about gas. In oil, if we would 
just export our own resources, that is 
what we know is there, the reserves 
that we have in oil and in gas, it would 
run this country, in oil and gas, for 90 
years. That is our own stuff. That is 
not from Saudi Arabia. It is not from 
the Middle East. It is not even from 
Mexico. That is our stuff. 


The same is true with the coal re-
serves. There is the United States, 28 
percent of all the coal reserves. Right 
now, 50 percent of the power generated 
in the United States is generated with 
coal-fired generation, and they are try-
ing to do away with that. So that is a 
target. 


But again, we have these tremendous 
reserves in the United States—let’s not 
forget—so we can run this country for 
100 years on just what we have, except 
the politicians will not let us go in and 
recover our own reserves. 


Let’s not forget about oil shale. 
Right now oil shale is something—yes, 
there are several pilot projects to prove 
the shale’s commercial viability. The 
Green River Formation, located in Col-
orado, Wyoming, and Utah, contains 
the equivalent of 6 trillion barrels of 
oil. Let me say that again, 6 trillion 
barrels of oil. The Department of En-
ergy estimates that of the 6 trillion, 
approximately 1.38 trillion barrels are 
potentially recoverable. That is the 
equivalent of more than five times the 
oil reserves in Saudi Arabia. 


When I made this statement about 
having all these reserves, more than 
any other country, I was not counting 
shale because that is not quite here 
yet—almost but not quite. Another do-
mestic energy source that could lessen 
our dependence is methane hydrates. I 
think everybody knows that. But I did 
not count that either. 


So all these things that we could 
have counted are not there. But the 
point is this: We have enough reserves 
to take care of all the problems we 
have in this country for the years to 
come. I look at—some people will come 
in, and they are well-meaning people, 
they will say: Well, we have to go to 
green energy. I am for green energy. 


But if you have something that is 
under development, and it might be 1 
year, it might be 20 years or 30 years 
before it comes, you have to continue 
to run this machine called America in 
the meantime. What do we know works 
and what is available? It is oil, gas, and 
coal. 


Just for a minute, I am going to devi-
ate over there to what has happened in 
Japan. We just came from a hearing. I 
am very proud that not just our admin-
istration, the President and the Sec-
retary of Energy, but also the Nuclear 
Regulatory Commission has said that 
should not affect what we are doing 
right now. We currently have 12 appli-
cations pending. Two of them are pend-
ing for almost immediate consider-
ation for nuclear reactors, so that we 
will get into nuclear. Right now, we 
only develop about 20 percent of our 
energy from nuclear. France, for exam-
ple, does 80 percent. So that is some-
thing that is out there. 


I would say, in my opinion, as one 
Member of the Senate, in order to stop, 
not reduce but stop, our dependance 
upon the Middle East altogether, all we 
have to do is keep working on all of the 
above. I want wind, I want solar, and 
all that. But I also want those things 
that are developed and available 
today—coal, gas, and oil. 


You may wonder what I am getting 
around to with these charts. It is the 
fact that we have a—everyone admits 
that the goal of this administration—I 
am looking for it right now—is to get 
prices so high, oil and gas so high that 
we will have to be dependent upon 
other things. 


President Obama said, not long ago: 
Under this cap and trade—we are talk-
ing about it could either be legislative 
or it could be regulations—‘‘electricity 
prices would necessarily skyrocket.’’ 
Notice he said, ‘‘necessarily sky-
rocket.’’ His administrator, or the Sec-
retary of Energy, to give you an idea of 
what is behind this, the high price of 
gas at the pumps, said—now this is 
Steven Chu, Secretary of Energy for 
the Obama administration. He said: 
‘‘Somehow we have to figure out a way 
to boost the price of gasoline to the 
levels in Europe.’’ 


Let me repeat that. ‘‘Somehow we 
have to figure out a way to boost the 
price of gasoline to the levels in Eu-
rope.’’ 


What are the levels in Europe? The 
United Kingdom, $7.87 per gallon; Italy, 
$7.54; France, $7.50; Germany, $7.41. 
That is the motivation out there to do 
this. I think we have many others 
whom we could quote from the admin-
istration, but I do not want this to 
turn into something that gives the ap-
pearance that we are just criticizing 
the administration. 


The fact is, we have to do something 
about developing our own resources. If 
we do that, we are going to be able to 
bring down the price—do two things. 
First of all, for our national security, 
quit worrying about depending upon 
the Middle East for our oil. We can 


stop that just by developing our own 
resources. Secondly, go right back to 
elementary supply and demand. If we 
can supply the oil and gas and coal, 
then we will lower the price and lower 
it dramatically. 


Everybody knows that. That is why 
this vote that is coming up is so impor-
tant. Because the vote is not just to 
try to keep us from having between a 
$300 and $400 billion tax increase on the 
American people that will not accom-
plish anything. Remember what I said 
the Administrator of the EPA said— 
not only that we would stop that kind 
of a tax increase but also that we can 
stop the rise of gas at the pump. 


So if somebody votes against this 
amendment, all it does is say that 
the—which many Democrats, all Re-
publicans and many Democrats agree— 
we are going to find out how many— 
the Congress should be the one to ad-
dress these issues, not the Environ-
mental Protection Agency. So that is 
what the amendment is all about. Any-
one who is going to be voting against 
the amendment is saying we do not 
want to develop our own resources. 
That is one of the most serious prob-
lems we are dealing with right now. 


We have other problems that have to 
do with the EPA right now with all the 
regulations. They have this minimum 
achievable technology on emissions, on 
other things such as boilers and other 
things that would end up increasing 
the cost to do business. Ultimately, it 
is the consumer who pays. I actually 
have a quote I cannot seem to find 
right now, since I am not using notes, 
that says we do have the technology to 
do all these things. Yet we are going to 
allow this to happen, even though it is 
not necessary. So we have a big vote 
coming up. That vote is: Do you think 
the EPA should regulate the emissions 
of CO2 in America or do you think Con-
gress should do it? 


If you think the EPA should do it, 
get ready for a tax increase, because I 
can assure you, the President is just 
waiting to sign something that will 
allow them to continue down the road 
of overregulating. There is a cost to 
regulation. I think we all know that. It 
is one that is huge. 


If you look at the regulations we 
have, I have already mentioned the $300 
to $400 billion and how that relates to 
everybody in my State of Oklahoma 
who files a tax return. The boiler regu-
lation that is coming out right now— 
the same EPA—that would affect 
800,000 jobs in America. The utility 
MACT—that is something the Director 
of the EPA just had a news conference 
on today. The minimum achievable re-
duction in utilities would cost about 
$100 billion. The ozone and the PM 
would be about $90 billion. 


As I say, we would be talking about a 
pretty big jobs bill but only on this. I 
wish to make sure everyone under-
stands. My very good friend, JOHN 
BARRASSO, a Senator from Wyoming, 
has a bill that is going to go a lot fur-
ther than this. I am a strong supporter 
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of his legislation. It will go into the— 
keeping the EPA from using CO2 to 
change the Clean Air Act, the Clean 
Water Act, the Endangered Species 
Act. That is very good. That is not 
what this is. 


I heard something this morning that 
I want to make sure to clarify because 
it is important because there are all 
kinds of things out there people are 
saying will happen if we pass this 
amendment. 


They are saying that is going to 
somehow affect—in fact, they said I re-
spectfully asked the members of the 
committee to keep in mind that EPA’s 
implementation of the Clean Air Act 
saves millions of American adults and 
children from debilitating and expen-
sive illnesses that occur when smoke-
stacks and tailpipes release unre-
stricted amounts of pollution. Yes, I 
agree with that. But let’s keep in mind, 
I was a strong supporter when the 
Clean Air Act came out and when the 
amendments came out. 


It was designed for the six criteria 
pollutants at the heart of the Clean Air 
Act: lead, ozone, nitrogen oxide, sul-
phur dioxide, carbon monoxide, and 
particulate matter. These are real pol-
lutants, not imaginary pollutants such 
as CO2. But that is what was targeted 
by the Clean Air Act. 


Of course, it has nothing to do with 
anything else. So those things are still 
going to be restricted. We have had 
some people say—and I have heard this 
several times today—this amendment 
would block the administration’s an-
nounced plan to follow up with the 
Clean Air Act standards for cars and 
light trucks. This is not at all true. 
That is all done by the National High-
way Traffic Safety Administration. 
That is not within the jurisdiction of 
the EPA. That is NHTSA, they call it. 


It has nothing do with mileage on 
cars, nothing do with the whole effort 
to increase mileage. 


EPA is contributing practically noth-
ing to the administration’s global 
warming car deal—about 4 percent of 
the joint EPA-NHTSA program’s emis-
sions reductions. Dropping EPA would, 
therefore, have a meaningless effect on 
oil consumption. According to the 
EPA, its greenhouse gas car standards 
would mean that ‘‘global mean tem-
perature’’ is reduced by ‘‘0.006 to 0.0015 
[Celsius] by 2100.’’ 


That is not even measurable. Don’t 
let anyone use the argument that this 
has anything to do with CAFE stand-
ards. It doesn’t affect anything that is 
harmful for people to breathe. 


The amendment will be coming up 
soon. We are going to find out who 
wants to keep us from developing our 
own resources. It should be a very in-
teresting vote. 


I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Hawaii. 
Mr. INOUYE. Madam President, the 


amendment from the Senator from 
Kentucky seeks to reduce discre-
tionary spending by $200 billion. The 


actual amendment would cut in excess 
of $155 billion from domestic discre-
tionary spending programs and the bal-
ance from security-related programs. 
While I am sure the Senator is serious 
in his desire to cut spending, I would 
point out to my colleagues that for the 
remaining 6 months of this fiscal year, 
with the passage of the next short-term 
continuing resolution, the Federal 
Government will have less than $200 
billion in fiscal year 11 funds remain-
ing for domestic discretionary spend-
ing. 


My colleagues need to be advised 
that the CR that has passed the House 
will set a ceiling on domestic discre-
tionary funding for the whole year at 
$400 billion. Since we are half way 
through the fiscal year, we have al-
ready allocated approximately half of 
these resources. Moreover, during the 
first 6 months of the fiscal year the 
government was funded at a higher 
rate, approximately $405 billion. There-
fore, we only have approximately $195 
billion remaining for the balance of the 
year to spend on all discretionary do-
mestic programs. While there are ex-
amples where unobligated balances re-
main in some agencies, in general it is 
fair to say the Senator’s amendment 
would cut this year’s remaining domes-
tic spending by 80 percent. 


The amendment stipulates that the 
Consumer Product Safety Commission, 
the National Endowments for the Arts 
and Humanities, the Corporation for 
Public Broadcasting are all abolished. 
If this wasn’t bad enough, the amend-
ment would also cut more funding from 
the Department of Education than 
they have remaining for the balance of 
the fiscal year. It would cut more than 
remains available for the Department 
of Housing and Urban Development and 
from the Office of Personnel Manage-
ment. 


Some domestic agencies would have 
sufficient resources to survive this cut, 
but none without dire consequences. 


A cut of 35 percent to the EPA would 
seriously curtail funding for sewer and 
drinking water infrastructure, while 
leaving the agency with little funding 
to pay its personnel for the balance of 
the fiscal year. 


For the Department of the Interior, 
the Paul amendment would almost cer-
tainly necessitate the closure of our 
national parks and Indian schools. 


On security funding, the bill would 
slash the State Department’s budget 75 
percent below last year’s level, effec-
tively eliminating funding for most 
State Department functions worldwide 
with devastating consequences for on-
going operations in Iraq, Afghanistan, 
and Pakistan. 


The $30 billion cut to the Department 
of Defense would likely delay or termi-
nate procurement programs supported 
by the Congress as the Department 
uses its authority to target cuts away 
from readiness and personnel programs 
toward investment programs. 


The Energy Department’s nuclear 
weapons program would be cut by $2.5 


billion. This would put the safety, se-
curity and reliability of our nuclear 
weapons at risk. 


The only thing that many agencies 
would be able to do if they were faced 
with cuts of this magnitude would be 
to plan their shut down operations. 


Not a single Member of this Chamber 
can responsibly vote for this amend-
ment. 


I yield the floor and suggest the ab-
sence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. CASEY. Madam President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 216 
Mr. CASEY. Madam President, I rise 


to speak about an amendment I have 
offered and we will be voting on in a 
little while. It is amendment No. 216, 
and it is a basic, very simple amend-
ment, but it will rectify or remedy a 
problem we have in our contracting. 


We have all kinds of businesses 
across the country that are part of the 
contracting process. But often when we 
have prime contractors who will have 
the opportunity to bid on Federal 
work, they will list subcontractors in 
their application. In some cases those 
subcontractors happen to be minority- 
owned firms and women-owned firms, 
known, of course, by the acronyms 
MBE and WBE. So the prime contrac-
tors will list them to make their appli-
cations more competitive, without in-
forming—this is where the problem 
comes in—without informing the sub-
contractor. 


This amendment does two basic 
things, and it is an amendment all of 
about 13 lines when we get to the heart 
of it. Basically, what it requires in 
these instances is that the prime con-
tractor notify the subcontractor. That 
is part one. Part two is, in these in-
stances where there may be an allega-
tion of fraud or other problems the sub-
contractor wants to report, the Admin-
istrator, in this case, will establish a 
reporting mechanism that allows that 
subcontractor to report fraudulent ac-
tivity by the contractor. 


So two very basic elements: a notifi-
cation provision, so if you are a firm 
that is listed on paperwork a prime 
contractor files, you be notified of 
that—that is No. 1—and, in addition to 
the notification of the subcontractor, 
that the Administrator set up a pro-
gram, a method where you can report 
fraudulent activity by the contractor. 


It is that simple. At a time when we 
are trying to create jobs and support 
small businesses across the Common-
wealth of Pennsylvania and across the 
country, I think it is a very basic 
change that needs to be made. 


So I commend the work Chairman 
LANDRIEU has done on this bill and her 
leadership but in particular her sup-
port for this amendment. 
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I yield to Senator LANDRIEU. 
The PRESIDING OFFICER (Mr. 


WHITEHOUSE). The Senator from Lou-
isiana. 


Ms. LANDRIEU. Mr. President, I ap-
preciate the Senator from Pennsyl-
vania being so supportive and so help-
ful. I think this is an amendment we 
can support. I am hoping to get clari-
fication to actually go to a vote on this 
amendment sometime in the next 20 
minutes or so. We do not have that 
cleared at this point, but we are hoping 
to be able to vote on this amendment. 


I would like to ask the Presiding Of-
ficer, though, to read the pending 
amendments just by number and name 
because I think we have seven or eight 
pending amendments. Could the Pre-
siding Officer clarify what amendments 
are currently pending? 


The PRESIDING OFFICER. The 
pending amendments are No. 183, a 
McConnell amendment; No. 178, a 
Vitter amendment; No. 161, an Inhofe 
for Johanns amendment; No. 216, a 
Landrieu for Casey amendment; No. 
186, a Cornyn amendment; No. 199, a 
Paul amendment; No. 207, a Sanders 
amendment; No. 197, a Hutchison 
amendment; No. 184, a Coburn amend-
ment; and, finally, No. 229, a Pryor 
amendment. 


Ms. LANDRIEU. Thank you, Mr. 
President. That is what our records 
show. 


I appreciate all these Members being 
very patient. We have their amend-
ments pending. We are going to try to 
line up votes for them, hopefully, 
sometime either later tonight or to-
morrow. 


We also have a few other Members 
who have said they would like to have 
their amendments considered. I would 
simply ask if they can come down to 
the floor. Tonight would be a good time 
because we have had a very good, open, 
encompassing debate on a variety of 
different issues. Of course, the under-
lying bill before us is the reauthoriza-
tion of the SBIR and STTR Programs 
that have been operating on a very 
short term with very ineffectual au-
thorizations that do not allow these 
programs to have the benefit for tax-
payers they deserve. So we have strug-
gled now for 6 years, three Congresses. 
It is time to get this done. 


So while we have many, many 
amendments that have been filed, I am 
happy to report that there are probably 
just a few more Members who want to 
actually come and speak on their 
amendments. Some have said: We will 
take up our amendments on a later 
day. Many of the Members who have 
filed five and six amendments have 
said: I am only going to go with one, 
Senator LANDRIEU and Senator SNOWE. 


We are very grateful for everyone’s 
cooperation. 


So, hopefully, we can vote on the 
Casey amendment tonight, and then 
have a queue of other amendments po-
tentially in this order or some revision 
of this order. But all those pending will 
be, of course, provided an opportunity 


for a vote. We do have some out-
standing questions about one of the 
Coburn amendments we have not 
cleared on either side. 


So I am hoping we can have that vote 
tonight, and we will know something 
in a few minutes. 


I yield the floor. 
I suggest the absence of a quorum. 
The PRESIDING OFFICER. The 


clerk will call the roll. 
The legislative clerk proceeded to 


call the roll. 
Ms. LANDRIEU. Mr. President, I ask 


unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 216 
Ms. LANDRIEU. Mr. President, I ask 


unanimous consent that we resume 
consideration of the Casey amendment 
No. 216; that there be 2 minutes equally 
divided before we proceed to a vote in 
relation to the amendment; that there 
be no amendments in order to the 
Casey amendment prior to the vote; 
that the motion to reconsider be con-
sidered made and laid upon the table, 
with no intervening action or debate, 
and that the vote occur at 5:25. 


The PRESIDING OFFICER. Is there 
objection? 


Without objection, it is so ordered. 
Ms. LANDRIEU. Mr. President, as we 


are waiting for Senator CASEY, I don’t 
think there is any opposition to this 
amendment. I see the ranking member 
on the floor and I am wondering if she 
has anything she wishes to add at this 
point. 


I said earlier Members have been 
very cooperative in trying to mini-
mize—still have an open debate but 
nevertheless minimize—the issues and 
the amendments so we can pass this 
important bill and get it over to the 
House and onto the President’s desk. 


The PRESIDING OFFICER. The Sen-
ator from Maine. 


Ms. SNOWE. Mr. President, I thank 
the Chair as well. I wish to speak to 
the amendment offered by the Senator 
from Pennsylvania. I think it is a crit-
ical amendment for the contracting 
process. As the Chair well understands, 
because I know the Chair has called 
many meetings on contracts and proc-
esses, and over the years we have at-
tempted to rectify and mitigate many 
of the problems that have arisen during 
the course of a contract to make sure 
there is access for small business with-
in the Federal agencies, I have heard, 
as I know the Chair has as well, from 
countless small businesses who feel 
abused by large prime contractors. 
During the procurement process when 
preparing for government bids, often-
times large prime contractors do not 
fulfill their obligations to use small 
businesses as outlined in the subcon-
tracting plan. They identify the small 
businesses in their own plan that they 
submit to the government, they win 
the contract, and then they turn 
around and don’t use the small busi-
nesses they have identified in their bid 


they have submitted to the Federal 
Government. So I wish to congratulate 
the Senator from Pennsylvania for 
identifying an important way to make 
sure small businesses are not left out 
of this process, because they are re-
quired—once they have been identified 
in an open, large prime contractor’s 
plan, they are required to use that 
small business. But, unfortunately, if a 
small business is not notified that the 
large prime contractor has won that 
bid from the Federal agency, they have 
no way of pursuing a process by which 
they make sure they are part of that 
overall bid. 


I think it is very important that 
small businesses have access to the 
procurement process, and when large 
contractors are including small busi-
nesses, we have to make sure they no-
tify the small businesses about their 
intent to use them in the bid process, 
and to make sure they are aware that 
they have won the contract as well. 
This becomes paramount because small 
businesses then have the opportunity 
to contract with Federal agencies be-
cause the Federal Government is the 
largest purchaser of goods and services 
in the world, spending more than $500 
billion in fiscal year 2000 alone. For 
small firms that are struggling to stay 
afloat and maintain their workforce, 
Federal contracting can be an instru-
mental part of the larger strategy for 
broadening their customer base in cre-
ating jobs. So it is a commonsense 
amendment that protects small busi-
nesses from abuses during the Federal 
procurement process. 


Also, I think the reporting mecha-
nism that is created by the Senator’s 
amendment will allow small businesses 
to report fraudulent activity with re-
spect to subcontracting plans. These 
small business protections will benefit 
small contracting firms without adding 
an undue burden to the government’s 
acquisition workforce. I think it is an 
amendment that is not only practical 
but critical in making sure small busi-
ness has fair access and opportunities 
for procurement within the Federal 
agencies, and more to curb the abuses 
that have occurred with large prime 
contractors that either disguise them-
selves as small businesses and go 
through the contracting process or use 
small businesses in their bid but never 
notify the small businesses of their in-
tent to use them and, therefore, small 
businesses have no opportunity to pur-
sue the legal process, due process to 
make sure they can report these 
abuses. 


I urge support of the Casey amend-
ment. 


The PRESIDING OFFICER. The Sen-
ator from Pennsylvania. 


Mr. CASEY. Mr. President, I already 
spoke earlier on the amendment—actu-
ally, twice today, so I won’t reiterate 
those points. I wish to thank and com-
mend the work done by Senator 
LANDRIEU and Senator SNOWE and the 
way they have worked together in a bi-
partisan manner to move this bill for-
ward but in particular to help us pass 
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this amendment. We are looking for-
ward to the vote, and I want to thank 
them for their help. 


I yield the floor. 
Ms. LANDRIEU. Mr. President, how 


much time remains before the vote? 
The PRESIDING OFFICER. There 


are 45 seconds remaining. 
Ms. LANDRIEU. Let me use the 45 


seconds to ask unanimous consent to 
be listed as a cosponsor of the Casey 
amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Ms. LANDRIEU. I wish to join Sen-
ator SNOWE in supporting this amend-
ment. We have received actually many 
complaints from small businesses at 
any number of the roundtables we have 
held in our committee about the old 
bait and switch that is going on, where 
their names are used by large contrac-
tors to actually succeed in receiving 
the bid or winning the bid, and then, as 
Senator SNOWE stated, their companies 
are switched out and they don’t even 
know it. This also puts an enforcement 
mechanism in place and actually man-
dates the SBA to come up with an en-
forcement mechanism so we can have 
more honesty and transparency. 


Mr. President, I ask for the yeas and 
nays. 


The PRESIDING OFFICER. Is there a 
sufficient second? 


There is a sufficient second. 
The question is on agreeing to 


amendment No. 216. 
The clerk will call the roll. 
The assistant legislative clerk called 


the roll. 
The PRESIDING OFFICER (Mr. BEN-


NET). Are there any other Senators in 
the Chamber desiring to vote? 


Mr. DURBIN. I announce that the 
Senator from West Virginia (Mr. 
ROCKEFELLER) is necessarily absent. 


The result was announced—yeas 99, 
nays 0, as follows: 


[Rollcall Vote No. 43 Leg.] 


YEAS—99 


Akaka 
Alexander 
Ayotte 
Barrasso 
Baucus 
Begich 
Bennet 
Bingaman 
Blumenthal 
Blunt 
Boozman 
Boxer 
Brown (MA) 
Brown (OH) 
Burr 
Cantwell 
Cardin 
Carper 
Casey 
Chambliss 
Coats 
Coburn 
Cochran 
Collins 
Conrad 
Coons 
Corker 
Cornyn 
Crapo 
DeMint 
Durbin 
Ensign 
Enzi 


Feinstein 
Franken 
Gillibrand 
Graham 
Grassley 
Hagan 
Harkin 
Hatch 
Hoeven 
Hutchison 
Inhofe 
Inouye 
Isakson 
Johanns 
Johnson (SD) 
Johnson (WI) 
Kerry 
Kirk 
Klobuchar 
Kohl 
Kyl 
Landrieu 
Lautenberg 
Leahy 
Lee 
Levin 
Lieberman 
Lugar 
Manchin 
McCain 
McCaskill 
McConnell 
Menendez 


Merkley 
Mikulski 
Moran 
Murkowski 
Murray 
Nelson (NE) 
Nelson (FL) 
Paul 
Portman 
Pryor 
Reed 
Reid 
Risch 
Roberts 
Rubio 
Sanders 
Schumer 
Sessions 
Shaheen 
Shelby 
Snowe 
Stabenow 
Tester 
Thune 
Toomey 
Udall (CO) 
Udall (NM) 
Vitter 
Warner 
Webb 
Whitehouse 
Wicker 
Wyden 


NOT VOTING—1 


Rockefeller 


The amendment (No. 216) was agreed 
to. 


The PRESIDING OFFICER. The Sen-
ator from Montana. 


Mr. BAUCUS. Mr. President, I ask 
unanimous consent to speak as in 
morning business. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


NATIONAL AGRICULTURE WEEK 
Mr. BAUCUS. Mr. President, I rise 


today to highlight the importance of 
agriculture and celebrate National Ag-
riculture Week. 


President Dwight D. Eisenhower once 
said: 


Farming looks mighty easy when your 
plow is a pencil and you’re a thousand miles 
away from a cornfield. 


This week reminds us that it is our 
job to bridge the gap between plowing 
fields and crafting laws and make sure 
our ranchers and farmers have the 
tools they need. 


In my home State of Montana, agri-
culture is the heart and soul of our 
economy. It is an essential part of who 
we are. In Montana, agriculture is not 
simply a livelihood, it is our way of 
life. Growing up on a ranch outside of 
Helena taught me firsthand the values 
of hard work, faith, family, and doing 
what is right—values I try to bring 
with me to work every day. 


Fifty percent of Montana’s economy 
is tied to ranching and farming, and 
one in five Montana jobs is tied in 
some way to agriculture. It is our No. 
1 industry. Each year, Montana ranch-
ers and farmers produce nearly $3 bil-
lion of the highest quality agricultural 
goods produced anywhere in the world. 


As a nation, we are blessed with a 
safe, affordable, and abundant food sup-
ply. Our farmers and ranchers in our 
country put food on the tables of fami-
lies around the world, and they help 
create good-paying jobs here at home. 
Every year, the average American 
farmer feeds 155 people worldwide. 


While agriculture stands in the spot-
light this week, it is critical to remem-
ber the words of President Eisenhower 
and recognize the needs of our ranchers 
and farmers every day throughout the 
year. 


Next week, I will be holding a series 
of listening sessions across Montana to 
discuss the next farm bill. I did that 
last time around and they were ter-
rific. I learned so much by having these 
listening sessions all across our State. 
I will be starting Monday in the east-
ern part of Montana—in towns such as 
Forsyth and Miles City—and over the 
next year I will work my way across 
the State collecting ideas and informa-
tion from Montana’s farmers and 
ranchers to make sure the next farm 
bill works for them. 


I am lucky to represent so many 
ranchers and farmers in our State who 
have dedicated their life to the land. It 
is so important, and it roots us in our 
State. It grounds us. I am proud to 


honor these folks today during Na-
tional Agriculture Week. 


Mr. LEAHY. Mr. President, I am 
pleased that the Senate is proceeding 
to consider legislation to reauthorize 
the Small Business Innovation Re-
search Program and Small Business 
Technology Transfer Program, SBIR/ 
STTR. Our Nation’s small businesses 
and start-ups are crucial to maintain-
ing America’s position as the world 
leader in technology and innovation. 
The SBIR/STTR programs improve the 
ability of small businesses to take part 
in federally funded research. 


Last week, the Senate voted 95–5 to 
pass another bill to help small busi-
nesses and our economic recovery, the 
America Invents Act. This legislation 
will provide our small businesses and 
start-ups the legal landscape that they 
need to protect and commercialize 
their inventions to create jobs and 
boost our economy. 


The Small Business and Entrepre-
neurship Council, in strongly endorsing 
the America Invents Act, wrote that 
‘‘[p]atent reform is needed to clarify 
and simplify the system; to properly 
protect legitimate patents; and to re-
duce costs in the system, including 
when it comes to litigation and the 
international marketplace.’’ 


Similarly, Louis Foreman, an inven-
tor and advocate for other independent 
inventors wrote that the legislation 
‘‘will make independent inventors, 
such as myself, more competitive in to-
day’s global marketplace.’’ 


Both the council and Mr. Foreman 
specifically noted the importance of 
transitioning to ‘‘first-inventor-to- 
file’’ and ending fee diversion at the 
U.S. Patent and Trademark Office. 


The America Invents Act will benefit 
small businesses and start-ups in sev-
eral specific ways. First, the legisla-
tion will make it more difficult for 
large infringers to harass a patent 
owner through successive administra-
tive challenges of the patent or chal-
lenges that have no likelihood of suc-
cess. Large corporations often use 
these challenges to avoid license fees 
or discourage an infringement suit. For 
small businesses, patent owners and 
independent inventors, the expense of 
countering these tactics can make en-
forcement of their patents difficult to 
impossible. The improvements that 
this legislation makes to the inter 
partes system will limit harassment. 


Second, the America Invents Act re-
quires discounts for small businesses at 
the Patent and Trademark Office, PTO. 
Specifically, the bill mandates that the 
PTO provide a 50-percent reduction in 
fees for small business, and a 75-per-
cent reduction in fees for businesses 
that receive a new ‘‘micro-entity’’ des-
ignation as truly small and inde-
pendent inventors. Together, these pro-
visions ensure that the PTO’s need to 
collect fees for services is not done on 
the backs of small businesses. Small 
businesses will, therefore, be able to af-
ford patent protection better than 
today. 
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Third, as part of the transition to 


first-inventor-to-file, the America In-
vents Act eliminates costly inter-
ference proceedings as the method for 
determining the right to a patent be-
tween competing inventors in favor of 
a derivation proceeding. Under current 
law, before enactment of the American 
Invents Act, when more than one appli-
cation claiming the same invention is 
filed, the patent is given to the appli-
cant who has the resources to prove 
their claim to the invention. This cost-
ly proceeding is almost always won by 
larger corporations. A derivation pro-
ceeding is far simpler and does not re-
quire meticulous notes by the inventor, 
which gives large corporations an ad-
vantage, because the key date is the 
date of application. 


Finally, the legislation will improve 
patent quality overall. Roughly half of 
all patents in litigation have claims in-
validated. When there are too many 
patents out there that are not able to 
withstand court scrutiny, it leads to a 
more difficult climate for small busi-
nesses to license their inventions and 
raise capital from investors. By im-
proving our patent system, we can pro-
vide confidence that when a patent is 
granted, it is of high quality, and in-
vestors can rely on that. 


The New York Times editorialized 
last week that today, ‘‘The patent sys-
tem is too cumbersome, and it doesn’t 
protect the small inventor. The Amer-
ica Invents Act is a smart reform.’’ In-
deed, the legislation is crucial to ful-
filling the promise that we make to 
small businesses and independent in-
ventors that if they put in the hard 
work, the United States is the place 
where a great invention will be re-
warded. I thank the 95 Senators who 
voted in favor of Senate passage of the 
America Invents Act and look forward 
to continuing our work with Chairman 
SMITH the House of Representatives to 
get the legislation to the President’s 
desk without unnecessary delay. We 
tried to make sure that patent reform 
in the America Invents Act helps small 
businesses and increases their ability 
to serve as an engine for economic 
growth and good jobs here in America. 


Mr. President, I yield the floor, and I 
suggest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Ms. LANDRIEU. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


f 


MORNING BUSINESS 
Ms. LANDRIEU. Mr. President, I ask 


unanimous consent to proceed to a pe-
riod of morning business, with Sen-
ators permitted to speak for up to 10 
minutes each. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Ms. LANDRIEU. Mr. President, I sug-
gest the absence of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The bill clerk proceeded to call the 
roll. 


Mr. DURBIN. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


Mr. DURBIN. Mr. President, it is my 
understanding that we are in morning 
business. 


The PRESIDING OFFICER. The Sen-
ator is correct. 


f 


DEBIT CARD SWIPE FEES 


Mr. DURBIN. This week, we are con-
sidering legislation on the Senate floor 
that affects small businesses. I want to 
talk about another issue very impor-
tant to small businesses; that is, the 
topic of interchange fees, also known 
as swipe fees. 


Last week, nearly 200 small busi-
nesses came to Washington, DC, from 
Illinois and from all across America. 
They came to stand up in support of 
the reform of interchange fees, swipe 
fees, that Congress passed last year. 
They came to stand up to the major 
credit card companies, Visa and 
MasterCard, and the $13 trillion bank-
ing industry that is doing everything 
in its power to reverse this reform. 


We all know small businesses are the 
key to our economy and its future. We 
need for them to be able to grow, to 
hire more workers, and serve their cus-
tomers well. But debit card swipe fees 
set by Visa and MasterCard on behalf 
of their big bank allies are crushing 
many small businesses. 


Back in 2009, the banks made over $16 
billion per year in debit swipe fees, 
about $1.3 billion per month. Now, $16 
billion may not sound like a lot of 
money when you compare it to the 
$20.8 billion that the New York State 
comptroller said was paid out in Wall 
Street bonuses to major financial insti-
tutions just last year, but it is a huge 
amount when it affects small business. 


For most Americans on Main Street, 
$16 billion in swipe fees is quite a lot. 
This money comes out of the pockets 
of small business owners across Amer-
ica and out of the pockets of their cus-
tomers, who pay higher prices for gas 
and groceries as a result. 


According to data from the Federal 
Reserve and the Nilson Report, over 
half of all debit interchange fees—more 
than $8 billion per year—goes to just 10 
giant banks. 


What it boils down to is this: Some 
who are pushing for a delay in this re-
form are literally offering a handout of 
$16 billion mainly to the biggest banks 
in America. 


The swipe fee system does not have 
transparency and has no competition. 
The bottom line is that the current 
debit card system in this country is a 
broken market. Ask any retailer, large 
or small, hotel owner, restaurant 
owner, convenience store owner, gas 
station, ask them what bargaining 


power they have when it comes to the 
amount they are charged for the use of 
a debit card, and the answer is, none. 
Ask them how much is being paid in 
each transaction. And the answer is, it 
is secret. Now, is that how you would 
build an economy, with no competition 
and no transparency? That is exactly 
what is going on with the duopoly of 
Visa and MasterCard imposing these 
fees on small businesses. 


The banks and card companies are 
sending an army of lobbyists to Con-
gress to undo the reform Congress 
passed last year. There are hundreds of 
bankers swarming over Capitol Hill 
this week. Several Members who have 
never supported an interchange reform 
in the first place have introduced legis-
lation to delay that reform that we 
passed. I am sorry to say that this 
plays right into the banking industry’s 
effort to avoid accountability. 


I want my colleagues to know that 
small businesses are going to tell their 
side of the story too. 


Todd McCracken is the president of 
the National Small Business Associa-
tion. He came to Capitol Hill last week, 
and this is what he said: 


Small businesses aren’t trying to do away 
with credit and debit cards, we just want 
them to play by the rules. Small businesses 
have been at the mercy of these large banks 
for years, and the swipe fee reforms merely 
inject fairness and transparency into a mar-
ket that has been dictated by a handful of 
companies for years. 


Hundreds of small businesses also 
submitted formal comments to the 
Federal Reserve in support of reform. 
Those comments are posted on the Fed-
eral Reserve’s Web site. I would like to 
read a few of those from my home 
State of Illinois. 


Nolan Williamson runs a flower shop. 
It is called Jerry’s Flower Shoppe in 
Carbondale, IL. Carbondale, IL, in 
southern Illinois, is the home of South-
ern Illinois University. Here is what 
Nolan wrote to the Federal Reserve: 


In 1964, Jerry’s Flower Shoppe opened, and 
for 35 years I have been a partner in the busi-
ness. We are located in a university town, 
and our business depends greatly on the uni-
versity. Since the university budget is down 
and they are not spending, our business is 
suffering. 


We have streamlined our business as much 
as possible. We were forced to lay off one em-
ployee for a while, then brought her back at 
reduced pay and reduced hours. As a retail 
business, we have no choice but to accept 
credit and debit cards. We had to increase 
prices to cover the high interchange card 
fees. Even with a price increase, these high 
card fees are eating away our profits. 


Nolan concluded by saying: 
Help our struggling business and other 


small businesses around the country. Reduce 
our swipe fees to 12 cents as proposed. 


He alludes to the fact that when the 
Federal Reserve took a look at the ac-
tual interchange fee being charged for 
the use of a debit card, they estimated 
the average to be over 40 cents per 
transaction, which is more than 1.1 
percent of the value of each trans-
action. The actual cost? Less than 10 
cents. So what the credit and debit 
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King (IA) 


King (NY) 


Kingston 


Kirk 


Kline (MN) 


Knollenberg 


Kuhl (NY) 


LaHood 


Lamborn 


Lampson 


Latham 


LaTourette 


Lewis (CA) 


Lewis (KY) 


Linder 


LoBiondo 


Lucas 


Lungren, Daniel 


E. 


Mack 


Manzullo 


Marchant 


McCarthy (CA) 


McCaul (TX) 


McCotter 


McCrery 


McHenry 


McHugh 


McKeon 


Mica 


Michaud 


Miller (FL) 


Miller (MI) 


Miller, Gary 


Moran (KS) 


Murphy, Tim 


Musgrave 


Neugebauer 


Nunes 


Pence 


Peterson (PA) 


Petri 


Pitts 


Platts 


Poe 


Porter 


Price (GA) 


Pryce (OH) 


Putnam 


Radanovich 


Ramstad 


Regula 


Rehberg 


Renzi 


Reynolds 


Rogers (AL) 


Rogers (KY) 


Rogers (MI) 


Rohrabacher 


Ros-Lehtinen 


Roskam 


Ryan (WI) 


Sali 


Saxton 


Schmidt 


Sensenbrenner 


Sessions 


Sestak 


Shadegg 


Shays 


Shuster 


Smith (NE) 


Smith (NJ) 


Souder 


Stearns 


Sullivan 


Terry 


Thornberry 


Tiahrt 


Tiberi 


Turner 


Upton 


Walberg 


Walden (OR) 


Wamp 


Weldon (FL) 


Westmoreland 


Whitfield 


Wicker 


Wilson (NM) 


Wilson (SC) 


Wolf 


Young (FL) 


NOT VOTING—29 


Bishop (UT) 


Boyd (FL) 


Carson 


Carter 


Cubin 


Davis, Jo Ann 


Ellsworth 


Gilchrest 


Hastert 


Holden 


Hooley 


Jindal 


Johnson, Sam 


Jones (OH) 


McMorris 


Rodgers 


Myrick 


Pallone 


Paul 


Pearce 


Pickering 


Reichert 


Royce 


Sanchez, Loretta 


Shimkus 


Tancredo 


Walsh (NY) 


Watson 


Weller 


Young (AK) 


b 1111 


Messrs. DEAL of Georgia, BAKER, 


MCCARTHY of California, CALVERT 


and CAMPBELL of California changed 


their vote from ‘‘yea’’ to ‘‘nay.’’ 


Messrs. KILDEE, GALLEGLY and 


TAYLOR changed their vote from 


‘‘nay’’ to ‘‘yea.’’ 


So the resolution was agreed to. 


The result of the vote was announced 


as above recorded. 


A motion to reconsider was laid on 


the table. 


f 


PROVIDING FOR CONSIDERATION 


OF CONFERENCE REPORT ON 


H.R. 2669, COLLEGE COST REDUC-


TION AND ACCESS ACT 


The SPEAKER pro tempore. The un-


finished business is the vote on adop-


tion of House Resolution 637, on which 


the yeas and nays were ordered. 


The Clerk read the title of the resolu-


tion. 


The SPEAKER pro tempore. The 


question is on the resolution. 


This is a 5-minute vote. 


The vote was taken by electronic de-


vice, and there were—yeas 220, nays 


185, not voting 27, as follows: 


[Roll No. 861] 


YEAS—220 


Abercrombie 


Ackerman 


Allen 


Altmire 


Andrews 


Arcuri 


Baca 


Baird 


Baldwin 


Barrow 


Bean 


Becerra 


Berkley 


Berman 


Berry 


Bishop (GA) 


Bishop (NY) 


Blumenauer 


Boren 


Boswell 


Boucher 


Boyda (KS) 


Brady (PA) 


Braley (IA) 


Brown, Corrine 


Butterfield 


Capps 


Capuano 


Cardoza 


Carnahan 


Carney 


Castor 


Chandler 


Clarke 


Clay 


Cleaver 


Clyburn 


Cohen 


Conyers 


Cooper 


Costa 


Costello 


Courtney 


Cramer 


Crowley 


Cuellar 


Cummings 


Davis (AL) 


Davis (CA) 


Davis (IL) 


DeFazio 


DeGette 


Delahunt 


DeLauro 


Dicks 


Dingell 


Doggett 


Donnelly 


Doyle 


Edwards 


Ellison 


Emanuel 


Engel 


Eshoo 


Etheridge 


Farr 


Fattah 


Filner 


Frank (MA) 


Giffords 


Gillibrand 


Gonzalez 


Gordon 


Green, Al 


Green, Gene 


Grijalva 


Gutierrez 


Hall (NY) 


Hare 


Harman 


Hastings (FL) 


Herseth Sandlin 


Higgins 


Hill 


Hinchey 


Hinojosa 


Hirono 


Hodes 


Holt 


Honda 


Hoyer 


Inslee 


Israel 


Jackson (IL) 


Jackson-Lee 


(TX) 


Jefferson 


Johnson (GA) 


Johnson, E. B. 


Kagen 


Kanjorski 


Kennedy 


Kildee 


Kilpatrick 


Kind 


Klein (FL) 


Kucinich 


Lampson 


Langevin 


Lantos 


Larsen (WA) 


Larson (CT) 


Lee 


Levin 


Lewis (GA) 


Lipinski 


Loebsack 


Lofgren, Zoe 


Lowey 


Lynch 


Mahoney (FL) 


Maloney (NY) 


Markey 


Marshall 


Matheson 


Matsui 


McCarthy (NY) 


McCollum (MN) 


McDermott 


McGovern 


McIntyre 


McNerney 


McNulty 


Meek (FL) 


Meeks (NY) 


Melancon 


Michaud 


Miller (NC) 


Miller, George 


Mitchell 


Mollohan 


Moore (KS) 


Moore (WI) 


Moran (VA) 


Murphy (CT) 


Murphy, Patrick 


Murtha 


Nadler 


Napolitano 


Neal (MA) 


Oberstar 


Obey 


Olver 


Ortiz 


Pascrell 


Pastor 


Payne 


Perlmutter 


Peterson (MN) 


Pomeroy 


Price (NC) 


Rahall 


Rangel 


Reyes 


Richardson 


Rodriguez 


Ross 


Rothman 


Roybal-Allard 


Ruppersberger 


Rush 


Ryan (OH) 


Salazar 


Sánchez, Linda 


T. 


Sarbanes 


Schakowsky 


Schiff 


Schwartz 


Scott (GA) 


Scott (VA) 


Serrano 


Sestak 


Shea-Porter 


Sherman 


Shuler 


Sires 


Skelton 


Slaughter 


Smith (WA) 


Snyder 


Solis 


Space 


Spratt 


Stark 


Stupak 


Sutton 


Tanner 


Tauscher 


Taylor 


Thompson (CA) 


Thompson (MS) 


Tierney 


Towns 


Udall (CO) 


Udall (NM) 


Van Hollen 


Velázquez 


Visclosky 


Walz (MN) 


Wasserman 


Schultz 


Waters 


Watt 


Waxman 


Weiner 


Welch (VT) 


Wexler 


Wilson (OH) 


Woolsey 


Wu 


Wynn 


Yarmuth 


NAYS—185 


Aderholt 


Akin 


Alexander 


Bachmann 


Bachus 


Baker 


Barrett (SC) 


Bartlett (MD) 


Barton (TX) 


Biggert 


Bilbray 


Bilirakis 


Bishop (UT) 


Blackburn 


Blunt 


Boehner 


Bonner 


Bono 


Boozman 


Boustany 


Brady (TX) 


Broun (GA) 


Brown (SC) 


Brown-Waite, 


Ginny 


Buchanan 


Burgess 


Burton (IN) 


Buyer 


Calvert 


Camp (MI) 


Campbell (CA) 


Cannon 


Cantor 


Capito 


Castle 


Chabot 


Coble 


Cole (OK) 


Conaway 


Crenshaw 


Culberson 


Davis (KY) 


Davis, David 


Davis, Tom 


Deal (GA) 


Dent 


Diaz-Balart, L. 


Diaz-Balart, M. 


Doolittle 


Drake 


Dreier 


Duncan 


Ehlers 


Emerson 


English (PA) 


Everett 


Fallin 


Feeney 


Ferguson 


Flake 


Forbes 


Fortenberry 


Fossella 


Foxx 


Franks (AZ) 


Frelinghuysen 


Gallegly 


Garrett (NJ) 


Gerlach 


Gilchrest 


Gingrey 


Gohmert 


Goode 


Goodlatte 


Granger 


Graves 


Hall (TX) 


Hastings (WA) 


Hayes 


Heller 


Hensarling 


Herger 


Hobson 


Hoekstra 


Hulshof 


Hunter 


Inglis (SC) 


Issa 


Johnson (IL) 


Jones (NC) 


Jordan 


Kaptur 


Keller 


King (IA) 


King (NY) 


Kingston 


Kirk 


Kline (MN) 


Knollenberg 


Kuhl (NY) 


LaHood 


Lamborn 


Latham 


LaTourette 


Lewis (CA) 


Lewis (KY) 


Linder 


LoBiondo 


Lucas 


Lungren, Daniel 


E. 


Mack 


Manzullo 


Marchant 


McCarthy (CA) 


McCaul (TX) 


McCotter 


McCrery 


McHenry 


McHugh 


McKeon 


McMorris 


Rodgers 


Mica 


Miller (FL) 


Miller (MI) 


Miller, Gary 


Moran (KS) 


Murphy, Tim 


Musgrave 


Neugebauer 


Nunes 


Pence 


Peterson (PA) 


Petri 


Pitts 


Platts 


Poe 


Porter 


Price (GA) 


Pryce (OH) 


Putnam 


Radanovich 


Ramstad 


Regula 


Rehberg 


Renzi 


Reynolds 


Rogers (AL) 


Rogers (KY) 


Rogers (MI) 


Rohrabacher 


Ros-Lehtinen 


Roskam 


Ryan (WI) 


Sali 


Saxton 


Schmidt 


Sensenbrenner 


Sessions 


Shadegg 


Shays 


Shuster 


Simpson 


Smith (NE) 


Smith (NJ) 


Smith (TX) 


Souder 


Stearns 


Sullivan 


Terry 


Thornberry 


Tiahrt 


Tiberi 


Turner 


Upton 


Walberg 


Walden (OR) 


Wamp 


Weldon (FL) 


Westmoreland 


Whitfield 


Wicker 


Wilson (NM) 


Wilson (SC) 


Wolf 


Young (FL) 


NOT VOTING—27 


Boyd (FL) 


Carson 


Carter 


Cubin 


Davis, Jo Ann 


Davis, Lincoln 


Ellsworth 


Hastert 


Holden 


Hooley 


Jindal 


Johnson, Sam 


Jones (OH) 


Myrick 


Pallone 


Paul 


Pearce 


Pickering 


Reichert 


Royce 


Sanchez, Loretta 


Shimkus 


Tancredo 


Walsh (NY) 


Watson 


Weller 


Young (AK) 


ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 


The SPEAKER pro tempore (during 


the vote). Members are advised 2 min-


utes remain in this vote. 


b 1120 


So the resolution was agreed to. 


The result of the vote was announced 


as above recorded. 


A motion to reconsider was laid on 


the table. 


f 


MESSAGE FROM THE SENATE 


A message from the Senate by Ms. 


Curtis, one of its clerks, announced 


that the Senate agrees to the report of 


the committee of conference on the 


disagreeing votes of the two Houses on 


the amendment of the Senate to the 


bill (H.R. 2669) ‘‘An Act to provide for 


reconciliation pursuant to section 601 


of the concurrent resolution on the 


budget for fiscal year 2008.’’. 


f 


CONFERENCE REPORT ON H.R. 2669, 


COLLEGE COST REDUCTION AND 


ACCESS ACT 


Mr. GEORGE MILLER of California. 


Madam Speaker, pursuant to House 


Resolution 637, I call up the conference 


report on the bill (H.R. 2669) to provide 


for reconciliation pursuant to section 


601 of the concurrent resolution on the 


budget for fiscal year 2008. 


The Clerk read the title of the bill. 


The SPEAKER pro tempore (Ms. 


SOLIS). Pursuant to House Resolution 


637, the conference report is considered 


read. 


(For conference report and state-


ment, see proceedings of the House of 


September 6, 2007 at page H10168.) 


The SPEAKER pro tempore. The gen-


tleman from California (Mr. GEORGE 
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Act. I would like to thank my colleagues who 
worked diligently to bring this legislation before 
the full Congress, including Chairman MILLER, 
Chairman KENNEDY, and Subcommittee Chair-
man HINOJOSA. 


The College Cost Reduction and Access Act 
takes savings generated as a result of the rec-
onciliation process and makes four major in-
vestments in America’s students, especially 
students in African American communities. 


First, the bill will increase the maximum Pell 
grant scholarship—the Federal scholarship for 
low- and moderate-income students—over the 
next 5 years to $5,400. This increase in the 
Pell program is critical. Since the 2001–2002 
school year, tuition at public four-year colleges 
has risen 55 percent. Unfortunately, during 
that same time period, the maximum Pell 
grant award increased by less than 8 percent 
and did not increase at all over the past 4 
years. 


Second, H.R. 2669 will cut the interest rate 
on student loans in half over the next 4 years. 
This interest rate reduction will provide enor-
mous relief to the many students who take out 
subsidized Federal loans. 


Third, this legislation will make a strong and 
historic investment in Historically Black Col-
leges and Universities and minority serving in-
stitutions. HBCUs represent an important 
piece of our history and investments in 
HBCUs are imperative for both student serv-
ices and programs as well as institutional 
needs and infrastructure improvements. The 
College Cost Reduction and Access Act 
shows this commitment by improving and in-
creasing funding for much needed student 
programming and opportunities. The funding 
for these colleges and institutions can be used 
for a variety of important programs and needs, 
including science and lab equipment, library 
books, and enhancement of certain disciplines 
of instruction such as math, computer science, 
engineering and health care. 


This funding will go a long way toward clos-
ing the achievement gap that exists across our 
nation and helping those who wish to better 
themselves through education achieve their 
goals. The bill also provides, for the first time 
ever, funding for Predominantly Black Institu-
tions and Asian and Pacific Islander-serving 
institutions, thereby recognizing the impor-
tance of institutions of higher learning that 
serve these communities. In addition, it also 
provides additional funding to Hispanic-serving 
institutions, Tribal Colleges and Universities, 
Alaska Native-serving institutions, and Native 
Hawaiian-serving institutions. While this fund-
ing will cover only a portion of the unique 
needs of these historical places of learning, I 
appreciate the commitment that members of 
the House Education and Labor Committee 
have expressed to continue to find ways to 
support these important institutions. 


Finally, the College Cost Reduction and Ac-
cess Act includes a provision to aid the Up-
ward Bound program, which is the last hope 
and ticket to the future for many low income 
and first generation college students. The bill 
includes an additional $228 million to fund 
both new and prior funded Upward Bound pro-
grams across the Nation. This funding will 
reach several Upward Bound programs at 
HBCUs. In this grant cycle, 30 percent of Up-
ward Bound programs at HBCUs would have 
been eliminated despite an increase in the 
total number of Upward Bound programs re-
ceiving grants. This provision would also pro-


vide funding to other deserving Upward Bound 
programs including programs serving Hispanic 
students. 


I believe the College Cost Reduction and 
Access Act contains critical support for our na-
tion’s higher education system and I urge my 
colleagues to support the conference report. 


Mr. WELDON of Florida. Mr. Speaker, I join 
with my colleagues in support of efforts to 
make college education more affordable for 
more Americans. Indeed, earlier this year I 
voted in support of H.R. 5, the College Stu-
dent Relief Act of 2007. I believed that bill 
took some positive steps. 


Unfortunately, the bill that is being brought 
before the House today for consideration, H.R. 
2669, is full of budget gimmicks, creates five 
new entitlement programs, spends tens of bil-
lions of dollars, and shifts from the private 
sector to the taxpayers the potential liability for 
billions of dollars should student loans bor-
rowers default. 


I am very disappointed that the bill before 
us, H.R. 2669, falls far short of its goal. While 
those who drafted the bill assert that it is a 
comprehensive solution to making college 
more affordable, H.R. 2669 fails to address 
the core problem of access to U.S. colleges 
and universities: sky-rocketing rates of tuition 
and room and board. In just the last 7 years, 
annual inflation has increased on average 2.7 
percent. However, higher education costs for 
students have increased an average of 4.2 
percent—a rate that is 55 percent higher than 
regular inflation. This bill takes a pass on ad-
dressing that fundamental issue, and simply 
makes it easier and more likely that students 
will borrow more money and accumulate a 
larger debt by the time they graduate from col-
lege. H.R. 2669 completely ignores the root 
problem. The end result of this bill will be that 
the average college student graduating from 
college 4 years from now will still face a high-
er college debt than those graduating this 
year—even with all of the billions of dollars in-
cluded in this bill. 


Under H.R. 2669, those attending college in 
the future will be able to borrow more money 
and perhaps pay a lower interest rate for a 
short period of time, but with college expenses 
growing at a rate that far exceeds the annual 
inflation rate, students will end college with a 
significantly larger debt. 


This bill creates five new Federal entitle-
ment programs, costing tens of billions of dol-
lars. In an attempt to feign compliance with 
the pay-as-you-go rules adopted by the cur-
rent Congress, the Democrats include a provi-
sion that sunsets these new entitlement pro-
gram. This is a budget gimmick designed to 
fool the American people. Does anyone really 
think that when these programs expire and 
students are half way through their college 
education, they will simply be allowed to ex-
pire? Of course they won’t, and taxpayers will 
be forced to hand over tens of billions of addi-
tional dollars to continue these programs. Inci-
dentally, this will come at about the same time 
when the House-passed state children’s health 
insurance program, SCHIP, funding dries up 
and Congress will be looking for tens of bil-
lions of dollars to extend that program. Cre-
ating five new entitlement programs and 
spending tens of billions of dollars puts this 
nation on a path to financial ruin. 


The bottom line is that H.R. 2669 enables 
students to take on more debt which will fur-
ther burden them for many years past gradua-


tion. In 2006, the Higher Education Price 
Index, HEPI, calculation showed that inflation 
for colleges and universities jumped to 5 per-
cent. This is 30 percent higher than the con-
sumer price index, CPI—the regular inflation 
rate. When colleges and universities know that 
students have access to more funds through 
financial aid, loans, and grants, they have sim-
ply seen this as an opportunity to raise costs 
for students. This was the case in the past 
when college loan limits were significantly ex-
panded and it will be repeated after this bill is 
passed. 


The bill takes a pass on encouraging col-
leges and universities to put a lid on uncon-
trolled tuition increases. But it’s not surprising 
given that this is the same Democrat majority 
that created a massive $100 million lobbying 
loophole for public universities. If we truly want 
to help our students go into the world with a 
good education saddled with less debt, we 
should hold colleges and universities who take 
government aid more accountable and not 
allow them to continue their excessive in-
creases in college costs. Colleges and univer-
sities have an obligation to exercise fiscal re-
sponsibility rather than simply seeing these 
new student loans and grants as an oppor-
tunity to shift more of their fiscally irrespon-
sible costs onto the backs of students and tax-
payers. 


Mr. GEORGE MILLER of California. 
Mr. Speaker, I yield back the balance 
of my time. 


The SPEAKER pro tempore (Mr. 
KAGEN). Without objection, the pre-
vious question is ordered on the con-
ference report. 


There was no objection. 
The SPEAKER pro tempore. The 


question is on the conference report. 
The question was taken; and the 


Speaker pro tempore announced that 
the ayes appeared to have it. 


Mr. GEORGE MILLER of California. 
Mr. Speaker, on that I demand the yeas 
and nays. 


The yeas and nays were ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 8 of rule XX, further pro-
ceedings on this question will be post-
poned. 


f 


PATENT REFORM ACT OF 2007 
The SPEAKER pro tempore. Pursu-


ant to House Resolution 636 and rule 
XVIII, the Chair declares the House in 
the Committee of the Whole House on 
the State of the Union for the consider-
ation of the bill, H.R. 1908. 


b 1223 
IN THE COMMITTEE OF THE WHOLE 


Accordingly, the House resolved 
itself into the Committee of the Whole 
House on the State of the Union for the 
consideration of the bill (H.R. 1908) to 
amend title 35, United States Code, to 
provide for patent reform, with Ms. 
SOLIS in the chair. 


The Clerk read the title of the bill. 
The CHAIRMAN. Pursuant to the 


rule, the bill is considered read the 
first time. 


The gentleman from Michigan (Mr. 
CONYERS) and the gentleman from 
Texas (Mr. SMITH) each will control 30 
minutes. 
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The Chair recognizes the gentleman 


from Michigan. 
Mr. CONYERS. Madam Chairman, I 


yield myself such time as I may con-
sume. 


Members of the House, I am proud 
and privileged to be the chairman of 
the Judiciary Committee for this his-
toric consideration of the Patent Re-
form Act of 2007. 


I can’t help but begin by commending 
those members of Judiciary who were 
in this battle before I became chair-
man, namely, LAMAR SMITH of Texas; 
namely, HOWARD BERMAN of California; 
namely, Mr. COBLE of North Carolina, 
all who have worked in a remarkable 
way. Even when the leadership changed 
in the committees and SMITH became 
ranking and BERMAN became Chair, the 
cooperation and bipartisanship contin-
ued. I think it is important to lay that 
groundwork because of the intense co-
operation in which we have sought to 
consult with every conceivable organi-
zation, individual, all stakeholders in 
this matter; and I think it has had a 
very telling effect on a bill that brings 
us all together here this afternoon. 


After all, patent reform is enshrined 
in the Constitution, isn’t it? Article I, 
section 8. After all, we have had a pat-
ent office pursuant to constitutional 
direction since 1790. So for a couple 
hundred years, this has been the driv-
ing force for American competition, 
creativity, inventiveness, and a pros-
perous economy. Thomas Jefferson was 
the first patent examiner in our Amer-
ican history. So I am humbly standing 
in the well to tell you that the contin-
ued robustness of the patent concept is 
very important. It has been estimated 
that the value of intellectual property 
in the United States amounts to $5 tril-
lion, and much of that is in the value 
of the patents that come from the leg-
islation produced by this bill. 


Well, if it is so great, why are we 
here? Well, because certain things have 
happened over the course of years that 
need some re-examination. One of them 
is the trolling situation in which pat-
ents of less than high quality, they 
have created a whole legal industry, as 
some will continue to describe here 
today, in which, with very little pre-
text or excuse, patents are challenged 
and create a huge nuisance value. They 
flood the courts with unnecessary liti-
gation. There are abusive practices 
that have grown up around the concept 
of patents, and there are certain ineffi-
ciencies where, for example, we use the 
first-to-invent system of granting pat-
ents, while most of the active and cre-
ative inventors in other countries use 
the first-inventor-to-file system, and 
we harmonize that in this legislation. 


So there are problems, and they have 
been addressed with great care, because 
sometimes they go against the grain or 
to the detriment of the rest of the peo-
ple, the stakeholders in this great legal 
activity of granting patents. 


So I am here to tell you that we fi-
nally closed the circle, and I am proud 
of this, being from the highly organized 


State of Michigan, that with our 
friends in Labor we have been able to 
work out differences that they had 
originally had with this measure. All 
the consumer groups, there are several 
of them that have now joined with us. 
The United States Public Interest Re-
search Group has come in. The pharma-
ceuticals have mostly come in. The As-
sociation of Small Inventors has come 
in. 


We have done a great job, and we 
have created a manager’s amendment 
to which we have allotted 20 minutes 
to discuss separately from the bill 
itself. I am proud, as you can tell, of 
the bipartisan nature of this work, be-
cause that is what it takes to make 
some 22 changes in the manager’s 
amendment, more than two dozen 
changes in the underlying bill; and 
dealing with the question of damages 
and post grant opposition are stories 
that can only be told by the gentleman 
from California with his appropriate 
brevity. So it is in this spirit that we 
begin this final discussion of this meas-
ure. 


I thank all the Members of the Con-
gress not on the Judiciary Committee 
who have helped us in so many dif-
ferent ways. 


Madam Chairman, I reserve the bal-
ance of my time. 


Mr. SMITH of Texas. Madam Chair-
man, I yield myself such time as I may 
consume. 


I strongly endorse H.R. 1908, the Pat-
ent Reform Act of 2007, and I urge my 
colleagues to support American inven-
tors, American businesses, and the 
American people by voting for this bill 
today. 


Last year we laid a substantial foun-
dation for patent reform. It was a good 
start, but we need to finish the job 
now. The Patent Reform Act is the 
most significant and comprehensive 
update to patent law since the 1952 act 
was enacted. The Judiciary Committee 
has undertaken such an initiative be-
cause changes to the patent system are 
necessary to bolster the U.S. economy 
and improve the quality of living for 
all Americans. 


There are two major reasons the 
committee wrote the bill: first, too 
many patents of questionable integrity 
have been approved. Second, holders of 
these weak patents discovered a novel 
way to make money, not by commer-
cializing the patents but by suing man-
ufacturing companies whose operations 
might incorporate the patents. This 
combination of weak patents and 
‘‘seat-of-the-patents’’ litigation has 
hurt the economy. 


Most companies don’t want to risk 
shutting down their operations in re-
sponse to a questionable lawsuit. Nor 
do they have much faith in a legal sys-
tem in which juries and even judges be-
come confused by the complexities of 
patent law. The result: legalized extor-
tion in which companies pay a lot of 
money to use suspect patents. 


The bill will eliminate legal games-
manship from the current system that 


rewards lawsuit abuses. It will enhance 
the quality of patents and increase 
public confidence in their legal integ-
rity. This will help individuals and 
companies obtain money for research, 
commercialize their inventions, expand 
their businesses, create new jobs, and 
offer the American people a dazzling 
array of products and services that 
continue to make our country the envy 
of the world. 


All businesses, small and large, will 
benefit. All industries directly or indi-
rectly affected by patents, including fi-
nance, automotive, manufacturing, 
high tech, and pharmaceuticals, will 
profit. 


Given the scope of H.R. 1908, it is im-
possible to satisfy completely every in-
terested party. But the committee has 
made many concessions to accommo-
date many individuals and many busi-
nesses. 


b 1230 


The bill has not been rushed through 
the process. Over the past 3 years, our 
committee has conducted 10 hearings 
with more than 40 witnesses rep-
resenting a broad range of interests 
and views. 


The Patent Reform Act was amended 
at different stages of the process to ad-
dress criticisms of the bill. Still, not 
all interests have endorsed the bill. I 
think their response is mostly resist-
ance to change, any change. 


This bill is not intended to favor the 
interests of one group over another. It 
does correct glaring inequities that en-
courage individuals to be less inventive 
and more litigious. 


Supporters of the bill run the edu-
cational, consumer and business spec-
trum. The Business Software Alliance, 
the Information Technology Industry 
Council, the American Association of 
Universities, the American Bankers 
Association, the Consumer Federation 
of America, the Computer and Commu-
nications Industry Association, and the 
Financial Services Roundtable, again, 
they all endorse this bill. 


Article I, section 8, as the chairman 
mentioned a while ago, of the Constitu-
tion empowers Congress, ‘‘to promote 
the progress of science and the useful 
arts by securing for limited times to 
authors and inventors the exclusive 
right to their respective writings and 
discoveries.’’ 


The foresight of the founders, in cre-
ating an intellectual property system, 
demonstrates their understanding of 
how patent rights ultimately benefit 
the American people. Nor was the 
value of patents lost when one of our 
greatest Presidents, Abraham Lincoln, 
himself a patent owner, Lincoln de-
scribed the patent system as adding 
‘‘the fuel of interest to the fire of ge-
nius.’’ 


Few issues are as important to the 
economic strength of the United States 
as our ability to create and protect in-
tellectual property. American IP indus-
tries account for over half of all U.S. 
exports, represent 40 percent of the 
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country’s economic growth, and em-
ploy 18 million Americans. A recent 
study valued U.S. intellectual property 
at $5 trillion, or about half of the U.S. 
gross domestic product. 


The Patent Reform Act represents a 
major improvement to our patent sys-
tem that will benefit Americans for 
years to come. 


Madam Chairman, this bill has been 
a bipartisan effort. We would not be 
here now without the steady hand and 
gentle suggestions made by our chair-
man, Mr. CONYERS. 


I also want to acknowledge the indis-
pensable contributions of Congressman 
HOWARD BERMAN and Congressman 
HOWARD COBLE, among others. All 
three of us have been chairmen of the 
Intellectual Property Subcommittee 
over the past number of years, and we 
have worked together on developing 
this bill. But it is Mr. BERMAN’s good 
fortune and a testament to his legisla-
tive ability that we are on the House 
floor today, and I congratulate him for 
that achievement. 


Madam Chairman, I reserve the bal-
ance of my time. 


Mr. CONYERS. Madam Chairman, 
part of the Smith-Berman-Coble trio is 
the chairman now of the Courts, Intel-
lectual Property and Internet Sub-
committee. His indefatigable commit-
ment to patent reform is now well 
known by all of the House, and I’m 
pleased to yield 21⁄2 minutes to the gen-
tleman from California (Mr. BERMAN). 


Mr. BERMAN. Madam Chairman, 
first I have to say that we wouldn’t be 
here, not only for his substantive con-
tributions to this legislation, but be-
cause of his suggestions about the ap-
proach we should take, whether it was 
in full committee or as we move to-
wards the floor in terms of working out 
problems that existed, and that’s 
Chairman CONYERS. He played a crit-
ical role in getting us to this point. 


LAMAR SMITH, HOWARD COBLE, RICK 
BOUCHER, who I started this with, DAR-
RELL ISSA, ZOE LOFGREN, ADAM SCHIFF, 
BOB GOODLATTE, a number of people 
played key roles in all this. I don’t 
have too much time. The staff, on an 
issue like this, was indispensable; they 
made incredible contributions. This is 
really complicated stuff. Perry 
Apelbaum who demonstrated great 
leadership and guidance on many 
issues, George Elliott, a detailee from 
the Patent Office who is a great re-
source, Karl Manheim, who decided to 
spend his sabbatical helping on patent 
reform, Eric Gorduna who spent his 
summer working on the committee re-
port, countless other staff, and of 
course my Chief Counsel Shanna Win-
ters. 


But the question is why, why are we 
doing this? And here are the things we 
are told by groups like the National 
Academy of Sciences and so many 
other organizations that are tremen-
dously respected for their under-
standing of science and of our econ-
omy: 


One, there are serious problems in 
the patent system; 


Two, many poor-quality patents have 
been issued, which cheapen the value of 
patents generally; 


Three, there have been a variety of 
abuses in patent litigation rules that 
have taken valuable resources away 
from research and innovation; 


Four, U.S.-based businesses are dis-
advantaged because our patent laws 
aren’t harmonized with the rest of the 
world. 


Many organizations, many groups 
have argued for these reforms. 


A quick statement about support. 
Every major consumer group in this 
country has endorsed this legislation. 
There is tremendous support in the fi-
nancial services sector, in the high 
technology sector. The universities 
have now, University of California, 
which is one of the critical magnets of 
research and development, have sup-
ported passage of this legislation 
through the House. The American As-
sociation of Universities has supported 
moving the bill forward. 


And one last comment. There is one 
very controversial issue, aside from the 
ones addressed by the amendments 
that we have seen that are not fully 
dealt with, and that particularly re-
lates to the issue of damages and the 
apportionment of damages. It is our 
commitment, my commitment, the 
chairman’s commitment, Mr. SMITH’s 
commitment, Mr. COBLE’s commit-
ment, to work with people who are con-
cerned about that language to reach an 
appropriate middle ground that re-
forms the way damages are calculated 
between now and the conference com-
mittee and when this comes back to 
deal with that controversy. 


I urge strong support for this bill so 
we can make this historic effort, first 
in 60 years, move forward to ultimate 
enactment. 


I include short list of the range of 
groups that support this bill. 


The Business Software Association, The 
Financial Services Roundtable, Small Busi-
ness & Entrepreneurship Council, TechNet, 
Consumer Federation of America, Consumer 
Union, Electronic Frontier Foundation, 
Knowledge Ecology International, Public 
Knowledge, United States Public Interest 
Research Group, American Corn Growers As-
sociation, American Agricultural Movement, 
Federation of Southern Cooperatives, Na-
tional Family Farm Coalition, National 
Farmers Organization, Rural Coalition, Se-
curities Industry and Financial Markets As-
sociation, Computer and Communications 
Industry Association, Computing Tech-
nology Industry Association, Illinois IT As-
sociation, Information Technology Associa-
tion of America, Information Technology In-
dustry Council, Software & Information In-
dustry Association, St. Jude Medical, Massa-
chusetts Technology Leadership Council, 
Inc., Hampton Roads Technology Council, 
Northern Virginia Technology Council. 


Mr. SMITH of Texas. Madam Chair-
man, I yield 5 minutes to my friend 
from North Carolina (Mr. COBLE), the 
ranking member and former chairman 
of the Intellectual Property Sub-
committee. 


Mr. COBLE. I thank the gentleman 
from Texas for yielding. 


Madam Chairman, I recall several 
years ago, when we were discussing 
proposed patent legislation before a 
crowded hearing room, and I remember 
one Member saying to the crowd, he 
said, I have friends for this bill, I have 
friends opposed to this bill, and I want 
to make it clear, he said to that group, 
I’m for my friends. Well, we don’t do it 
quite that easily; easier said than done. 
But as has been mentioned before, the 
distinguished gentleman from Cali-
fornia (Mr. BERMAN) and I, along with 
the gentleman from Texas and the gen-
tleman from Michigan, we’ve plowed 
this field before. And I’ve heard many 
argue that H.R. 1908 undermines every-
thing that we accomplished in 1999 
when the American Inventors Protec-
tion Act was implemented. 


Madam Chairman, this is simply in-
accurate. Mr. BERMAN and I shepherded 
that legislation which, among other 
things, created patent reexamination, 
banned deceptive practices, clarified 
the term for patents, required that pat-
ents be published before they’re grant-
ed, and made the Patent Office inde-
pendent within the Department of 
Commerce, among other things. 


As our domestic economy becomes 
increasingly dependent on the global 
economy, Madam Chairman, so, too, 
does our patent system. 


Other challenges stem from the mar-
ketplace. As our domestic economy be-
comes increasingly dependent on the 
global economy, so does the patent sys-
tem. In many international markets, 
patent protection is one certainty on 
which American manufacturers can 
rely when they are trying to compete 
internationally. 


H.R. 1908 addresses these challenges 
in several respects. First, the bill im-
plements a first-to-file patent system, 
which is in line with other countries 
and will streamline the patent review 
and issuance process. 


Other provisions in the bill dealing 
with willful infringement, post-grant 
opposition, publication, inequitable 
conduct and best mode will also help 
improve patent issuance and patent 
quality. 


By improving patent quality, patent 
disputes and litigation should be re-
duced, and patent examiners’ ability to 
perform the daunting task of searching 
scores of records and files should im-
prove greatly. 


Unfortunately, H.R. 1908 has not en-
joyed universal support. Several key 
stakeholders have voiced concerns and 
objections which cannot be overlooked. 
And I understand that many, if not all, 
of the changes in the manager’s amend-
ment will address many concerns, but I 
am still troubled that another key coa-
lition may not endorse H.R. 1908 at the 
end of today’s debate. Many of these 
companies in this coalition, unfortu-
nately for me, are either located in or 
near my district, and I’m concerned 
that anything in H.R. 1908 would ad-
versely affect them. 


So while I urge my colleagues to sup-
port H.R. 1908, I do not mean to cast 
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any aspersions upon those who may 
very well have meritorious concern, 
particularly dealing with applicant re-
sponsibility and how any change to the 
rule for calculating infringement dam-
ages could impact the value of their 
patents. 


That being said, Madam Chairman, I 
know that Chairman BERMAN, the dis-
tinguished gentleman from California, 
the distinguished gentleman from 
Texas, the Ranking Member SMITH, 
have accepted all criticisms in good 
faith and have worked diligently to 
forge some sort of compromise where it 
has been possible. I hope that after 
today we will continue to pursue com-
promise so that with some good for-
tune we may convince all stakeholders 
to support what I believe is needed pat-
ent reform. 


And I say to the gentleman from 
Texas, I thank you for having yielded. 


Mr. CONYERS. Madam Chairman, I 
am pleased to yield to the gentleman 
from Virginia (Mr. BOUCHER). He is the 
last Member on this side that’s getting 
3 minutes. 


(Mr. BOUCHER asked and was given 
permission to revise and extend his re-
marks.) 


Mr. BOUCHER. I thank the gen-
tleman from Michigan for yielding this 
time. I also want to commend the gen-
tleman from Michigan for the very fine 
and persistent work that he has per-
formed in bringing this measure to the 
House floor today. 


Mr. BERMAN and I introduced an ear-
lier version of this patent reform fully 
5 years ago. And building on that early 
effort, Mr. BERMAN has worked tire-
lessly to build broad support for the 
patent reform, support externally and 
bipartisan support in this Chamber, to 
fine-tune the bill’s provisions and to 
obtain Judiciary Committee approval 
of the measure earlier this year. That 
is truly an impressive accomplishment. 


There is an urgent need to improve 
the patent system. Patent examiners 
are burdened with many applications 
and are encouraged to move quickly on 
each one of them. And as they do their 
work, they are isolated from an impor-
tant source of highly relevant informa-
tion. That information source is the 
knowledge that individuals may have 
that the work that is the subject of the 
patent application may, in fact, not be 
original, that someone else, in fact, 
may have invented that particular ob-
ject, and that that object has been in 
use prior to the time that the applica-
tion was filed. That information we 
call ‘‘prior art.’’ The existing patent 
process contains no avenue for third 
parties who may possess information 
about prior art to submit that to the 
patent examiner while the application 
is being examined. Our reform bill cor-
rects that flaw, and in so doing, will 
broadly operate to improve patent 
quality. 


Also in aid of patent quality is the 
provision which significantly strength-
ens the post-grant interparty’s reexam-
ination process through which the Pat-


ent Office can be required to take a 
more careful look at the patent and the 
application that accompanies it before 
that patent is issued in final form by 
the Patent Office. 


Our goal with this provision is to en-
sure that before a patent is issued, par-
ties who contest its validity will have 
a full and complete opportunity to do 
so within the confines of the Patent Of-
fice itself. That should prove to be a 
very effective and less costly alter-
native than litigating the validity of 
the patent in the court process. 


Across its range of provisions, the re-
form measure before us makes long- 
needed changes that will improve the 
quality of patents, adjust aspects of 
the litigation process to the benefit of 
patent holders and those who license 
for use patented items. 


The bill before us contains a provi-
sion which I offered as an amendment 
in committee in partnership with my 
Virginia colleague, Mr. GOODLATTE. 
Our provision prohibits prospectively 
the award of patents for tax planning 
methods. 


Madam Chairman, I strongly encour-
age that the bill, with that amend-
ment, be approved. 


I thank the gentleman from Michigan for 
yielding this time to me, and I commend him 
on his effective work, which brings the patent 
reform measure to the House floor today. 


Mr. BERMAN and I introduced an earlier 
version of this reform 5 years ago. 


Building on that early effort Mr. BERMAN has 
worked tirelessly to build broad support for 
patent reform, to fine tune the bills provisions, 
and to obtain Judiciary Committee approval of 
this measure. It is a truly impressive achieve-
ment. 


There is an urgent need to improve the pat-
ent system. 


Patent examiners are burdened with many 
applications and are encouraged to conclude 
each one quickly. 


And as they do that work they are isolated 
from an important source of highly relevant in-
formation. 


That information source is the knowledge in-
dividuals may have, that the subject of the 
patent application is not original, that in fact, 
the object may have previously been invented 
by someone else. We call that prior art. 


And the existing patent process contains no 
avenue for third parties to submit evidence of 
prior art to the patent examiner. 


Our reform bill correct that flaw, and in so 
doing will help to improve overall patent qual-
ity. 


Also in aid of patent quality is the provision 
which significantly threatens the past grant 
inter partes reexamination process through 
which the Patent Office can be required to 
take a more careful look at the proposed pat-
ent prior to its final issuance. 


Our goal with this provision is to assure that 
before a patent is issued, parties who contest 
its validity will have a full and complete oppor-
tunity to make their case. 


A meaningful Inter Pates proceeding can 
also be an expeditious, less costly alternative 
to litigating the validity of the patent in the 
courts. 


Accross its range of provisions, the reform 
measure before us makes long-needed 


changes, which will improve the quality of pat-
ents and adjust aspects of the litigation proc-
ess to the mutual benefit of patent holders and 
those who license for use patented items. 


The bill before us contains a provision which 
I offered as an amendment in committee along 
with my Virginia colleague, Mr. GOODLATTE. 


Our provisions prohibits prospectively the 
award of patent for tax planning methods. 


Approximately 60 such patents have been 
issued and at least 85 more are pending at 
the Patent Office. 


These patents limit the ability of taxpayers, 
and the tax professionals they employ, to read 
the tax laws and find the most efficient means 
of lessening or avoiding tax liability (contrary 
to said public policy). 


If someone else has previously read the tax 
law, found the same means of reducing tax li-
ability and received a patent for it, that person 
is entitled to a royalty if anyone else tries to 
reduce his taxes by the same means. 


I frankly think that is outrageous. No one 
should have to pay a royalty to pay their 
taxes. No one should have sole ownership of 
how taxes are paid. 


Such a barrier to the ability of every Amer-
ican to find creative lawful ways to lessen tax 
liability is contrary to said public policy. 


Our amendment, now a part of the bill be-
fore us, will bar the future award of such pat-
ents, and I would encourage the Patent Office 
to reexamine those that have been issued to 
date. 


I also want to thank the bipartisan leader-
ship of the Ways and Means Committee for 
expressing support for our provision on tax 
planning strategies. 


Mr. Chairman, I urge approval of the bill. 
Mr. SMITH of Texas. Madam Chair, I 


yield a full 4 minutes to my friend from 
California (Mr. ROHRABACHER) on the 
condition, of course, that he is not too 
critical of this legislation and that he 
is dispassionate in his remarks. 


Mr. ROHRABACHER. I thank my 
friend from Texas. 


I rise in strong opposition to H.R. 
1908. 


The proponents suggest that it is the 
most fundamental and comprehensive 
change of American patent law in over 
a half century. Well, that’s true, and 
that’s why it should be defeated, be-
cause the changes are almost all aimed 
at undermining the technological cre-
ators and strengthening the hand of 
foreign and domestic thieves and scav-
engers who would exploit America’s 
most creative minds and use our tech-
nology against us. It would be a dis-
aster for individual inventors, with an 
impressive coalition strongly opposing 
this legislation: universities, labor 
unions, biotech industries, pharma-
ceuticals, nanotech, small business, 
traditional manufacturers, electronics 
and computer engineers, as well, of 
course, the patent examiners them-
selves who are telling us this will have 
a horrible impact on our patent sys-
tem. 


b 1245 


They are all begging us to vote ‘‘no.’’ 
This so-called reform will make them 
vulnerable to theft by foreign and do-
mestic technology thieves. Our most 
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cutting-edge technology will be avail-
able to our enemies and our competi-
tors. That is why I call this the Steal 
American Technologies Act. The bil-
lionaires in the electronics industry 
and the financial industries who are 
supporting H.R. 1908, many of them al-
ready have built their factories in 
China, would do away with the patent 
system altogether if they could. They 
are so powerful and arrogant that they 
have set out to fundamentally alter 
our traditional technology protection 
laws, laws that have served America 
well for over 200 years. 


Yes, this is an issue vital to the well- 
being of the American people, to our 
standard of living; yet we find our-
selves with a severely limited debate. 
There is only 1 hour of debate. Those of 
us who are opposing this legislation 
haven’t even been given the right, 
which is traditional in this body, to 
control our own time. Yes, the way we 
are handling this debate is a disgrace. 
There will be 12 minutes available for 
those of us who oppose a bill that they 
claim is so important for the future of 
our country. 


What do we know about this bill? It 
is a horror story for American inven-
tors and a windfall for foreign and do-
mestic thieves. We don’t even know 
what is in the bill. The manager’s 
amendment has been changed even 
after the committee did its business. 
So it wasn’t even fully debated in the 
committee and much less fully debated 
at the subcommittee level. No, what we 
are doing is a power play here. That is 
what we are witnessing. The opposition 
doesn’t even get the chance to argue 
our case adequately before this body or 
before the American people. Our inven-
tors and our innovators are begging us 
not to pass this legislation. Foreign 
and domestic technology thieves are 
licking their chops. Let’s not let the 
big guys beat down and smash the lit-
tle guys, which is what the purpose of 
this legislation is. 


There are problems in the Patent Of-
fice, that is true, that can be fixed 
without having to fundamentally alter 
the principles that are the basis of our 
patent system, which is what this leg-
islation does. This legislation, in the 
name of reform, is being used as a 
cover to basically destroy the patent 
system that has served us so well. In 
the long term, it will destroy American 
competitiveness and the standard of 
living of our working people. That is 
what is at stake here. Overseas, the 
people in India, China, Japan and 
Korea are waiting. We have quotes 
from newspapers suggesting that as 
soon as this bill passes, they will have 
a greater ability to take American 
technology even before a patent is 
granted and put it into commercial use 
against us. 


This is a shameful, shameful pro-
posal. The American people have a 
right to know. We are watching out for 
their interests. I don’t care what the 
billionaires in the electronics industry 
and the financial industry say. We 


should have more debate on this. We 
should have had 2 or 3 hours of debate 
on this if it is as important as they 
say. Instead, we have been muzzled, 
and it is a power grab. Vote against 
H.R. 1908. 


Mr. CONYERS. Madam Chairman, I 
yield 10 seconds to my colleague from 
California (Mr. BERMAN). 


Mr. BERMAN. I thank the gentleman 
for yielding. 


Madam Chairman, just because the 
gentleman says it is so, doesn’t mean it 
is so. I have letters from the AFL–CIO, 
the university community, and the 
major centers of innovation and re-
search in this country that directly 
contradict his assertion that they are 
opposed to the passage of this bill. The 
Members of this body should under-
stand that. 


Mr. CONYERS. Madam Chairman, I 
am pleased now to yield 21⁄2 minutes to 
the gentleman from Illinois (Mr. EMAN-
UEL). 


Mr. EMANUEL. Right before our 
break, we passed and sent to the Presi-
dent comprehensive innovation legisla-
tion that allowed America to maintain 
its lead in the area of technology and 
investment in the R&D of this country. 
With this legislation, the patent re-
form, we are taking the second step in 
assuring that America, American com-
panies and America’s innovation, 
maintains its leadership in the world 
and the companies that are producing 
the jobs and well-paying manufac-
turing jobs here in this country. 


I have only a small assortment of let-
ters from the CEO and managements of 
these companies: Mr. Chambers from 
Cisco, Safra Catz from Oracle, the 
president and chief financial officer, 
the CEOs from Palm and the Micron 
company, and other companies. 


Just to read the sense of what they 
are saying: ‘‘As a company with several 
thousand patents, Cisco believes deeply 
in strong protection for intellectual 
property. Unfortunately, as you found 
during the hearing process, there are 
clear signs the current patent system 
is not functioning properly.’’ 


This is from Mr. Chambers, the chair-
man and CEO of Cisco: These reforms 
you are debating today, this legislation 
will allow us to continue to innovate 
and help maintain our Nation’s posi-
tion as the world’s technology leader. 


This is essential legislation for 
American companies, America’s inno-
vation, and its ability to produce jobs 
for the future. Major CEOs from major 
companies that have maintained and 
also built America’s leadership in the 
high-tech field all support this legisla-
tion, in addition to leaders of every 
major consumer group. So it is both 
good for consumers and good for busi-
ness and good for the companies that 
are producing the jobs here in this 
country. 


I would like to submit into the 
RECORD these letters from just an as-
sortment of the companies that sup-
port this legislation because of what 
we are doing to maintain America’s 


leadership in the production of new 
jobs, new technology, and new compa-
nies here in the country, formation of 
new capital, venture capital funding, et 
cetera. This, though, is the most im-
portant step to ensure that when peo-
ple invent things and design patents 
that they have the notion and the in-
tegrity that those patents and their 
ideas are going to be protected. 


Today we are taking a major step, 
forward as the CEOs have said in their 
own letters, in maintaining America’s 
leadership in the production of not 
only new companies but the most inno-
vative jobs and high-paying jobs that 
are the future of this country. I want 
to commend the leadership for pro-
ducing this legislation and having it on 
the floor today for a vote. 


CISCO SYSTEMS. INC., 
San Jose, CA, September 6, 2007. 


Hon. JOHN CONYERS, JR., 
Chairman, Committee on the Judiciary, Ray-


burn House Office Building, Washington, 
DC. 


Hon. HOWARD L. BERMAN, 
Chairman, Committee on the Judiciary, Sub-


committee on Courts, the Internet and Intel-
lectual Property, Rayburn House Office 
Building, Washington, DC. 


Hon. LAMAR S. SMITH, 
Ranking Member, Committe on the Judiciary, 


Rayburn House Office Building, Wash-
ington, DC. 


Hon. HOWARD COBLE, 
Ranking Member, Committee on the Judiciary, 


Subcommittee on Courts, the Internet and 
Intellectual Property, Rayburn House Office 
Building, Washington, DC. 


DEAR CHAIRMAN CONYERS, RANKING MEM-
BER SMITH, CHAIRMAN BERMAN, AND RANKING 
MEMBER COBLE: I am writing to applaud your 
tireless efforts to pass H.R. 1908, the Patent 
Reform Act of 2007. As the House prepares to 
debate this bill, I want to reiterate to you 
Cisco’s strong support for the legislation. 


In bringing the issue of patent reform to 
the floor, the House of Representatives and 
the sponsors of H.R. 1908, have demonstrated 
a genuine commitment to promoting innova-
tion. As a company with several thousand 
patents, Cisco believes deeply in strong pro-
tection for intellectual property. Unfortu-
nately, as you found during the hearing proc-
ess, there are clear signs the current patent 
system is not functioning properly. H.R. 1908 
provides a series of needed reforms, which 
will modernize and restore balance to the 
patent system. These reforms will allow us 
to continue to innovate and help maintain 
our nation’s position as the world’s tech-
nology leader. 


Passage of comprehensive patent reform is 
Cisco’s number one legislative priority for 
2007. We have made this issue a priority be-
cause we believe a modernized and balanced 
patent system will promote innovation 
throughout our economy and thus improve 
our nation’s ability to compete in the global 
economy. 


I believe the time has come for patent re-
form legislation, and I deeply appreciate 
your commitment to passing H.R. 1908. 


Kind Regards, 
JOHN CHAMBERS, 


Chairman and CEO, Cisco. 
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ORACLE, 


Washington DC, September 6, 2007. 
Hon. NANCY PELOSI, 
Speaker, House of Representatives, Washington, 


DC. 
Hon. JOHN BOEHNER, 
Republican Leader, House of Representatives, 


Washington, DC. 
DEAR MADAM SPEAKER AND REPUBLICAN 


LEADER BOEHNER: I am so pleased to see that 
the House of Representatives will soon begin 
debate and vote on H.R. 1908, the Patent Re-
form Act. I can’t emphasize enough the sig-
nificance of this upcoming vote—it is per-
haps the single most important vote for our 
innovation-driven industry in the last few 
years. 


Our economy historically has been at the 
forefront of each new wave of innovation for 
one simple reason: our intellectual property 
laws, starting with our nation’s Constitu-
tion, reward innovation. However, today’s 
U.S. patent system has not kept pace with 
the growth of highly complex information 
management systems—the cornerstone of an 
innovation wave that is truly global in 
scope. As a result, we have seen a significant 
increase in low quality patents, which has 
sparked a perverse form of patent litigation 
innovation. Some of our nation’s most cre-
ative companies have been forced to spend 
tens of millions of dollars to defend them-
selves against frivolous lawsuits that extract 
settlements that are in the hundreds of mil-
lions of dollars. 


This is not news to you and your col-
leagues. A bipartisan effort, led by Congress-
men Howard Berman and Lamar Smith, has 
been underway for several years now, and 
after numerous public hearings and discus-
sions with key stakeholders, a balanced blue-
print for reform has been produced and ap-
proved by the House Judiciary Committee. 
In addition to long-sought reforms in patent 
quality, H.R. 1908 will bring certainty, fair-
ness and equity to key stages of the patent 
litigation process, including determinations 
of venue, willful infringement and the cal-
culation of damages. 


In short, H.R. 1908 is designed to strength-
en and bring our patent system back to basic 
principles: to reward innovation, and pre-
serve our economy’s creative and competi-
tive leadership. 


We at Oracle thank you and your col-
leagues for the tremendous work to advance 
this essential legislation, and we look for-
ward to seeing H.R. 1908 become law in the 
110th Congress. 


Sincerely, 
SAFRA CATZ, 


President and Chief Financial Officer. 


PALM INC., 
Sunnyvale, CA, September 5, 2007 


Hon. HOWARD BERMAN, 
House of Representatives, Rayburn Building, 
Washington, DC. 


DEAR CONGRESSMAN BERMAN: On behalf of 
Palm, Inc., thank you for your work in 
bringing the Patent Reform Act of 2007 to 
the House floor for a vote this Friday, Sep-
tember 7, 2007. 


This legislation is extremely important to 
Palm as well as other companies beyond the 
technology industry. By updating the cur-
rent patent system, including changes that 
affect the litigation process, Palm will be 
able to continue to effectively innovate in 
ways that will benefit the consumer and the 
U.S. economy. We are proud to work with a 
diverse, multi-industry national coalition 
that has advanced this critical patent reform 
legislation over the past six years and we ap-
preciate your leadership in providing a 
strong opportunity for passage. 


I thank you for your time and commit-
ment on this critical issue. 


Sincerely, 
EDWARD T. COLLIGAN, 


Chief Executive Officer, Palm, Inc. 


MICRON TECHNOLOGY, INC., 
Boise, ID, September 6, 2007. 


Hon. NANCY PELOSI, 
Speaker, House of Representatives, 
Washington, DC. 


DEAR MADAM SPEAKER: As H.R. 1908 the 
Patent Reform Act of 2007, led by Chairman 
JOHN CONYERS, Ranking Member LAMAR 
SMITH, Representatives BERMAN and COBLE, 
is considered in the House of Representa-
tives, I would like to take this opportunity 
to thank you and all the bill’s supporters 
who have worked in a bipartisan fashion to 
help move this legislation forward. 


Patent reform is a top legislative priority 
for the high-tech industry. Like many other 
supporters of this legislation, Micron Tech-
nology, Inc. is one of the world’s top patent 
holders. Protecting our intellectual property 
is critical to our success. However, the U.S. 
patent system has not kept pace with the de-
mands of rapidly evolving and complex tech-
nologies, and the global competitiveness of 
U.S. technology companies has suffered as a 
result. H.R. 1908 would balance many of the 
imbalances that currently plague our patent 
system. It would promote innovation, yet 
safeguard the rights of innovators, thereby 
restoring fairness to the patent system in 
our nation. 


Thank you again for recognizing that now 
is the time to move forward on this impor-
tant legislation. 


Sincerely, 
STEVEN R. APPLETON, 


Chairman and CEO, Micron Technology, Inc. 


AUTODESK, INC., 
San Rafael, CA, September 6, 2007. 


Hon. NANCY PELOSI, 
Speaker of the House, House of Representatives, 
Washington, DC. 


DEAR MADAM SPEAKER: I want to thank 
you and your colleagues in the House leader-
ship for scheduling H.R. 1908, The Patent Re-
form Act of 2007, for consideration this week 
on the floor of the House of Representatives. 
This legislation is my company’s top legisla-
tive priority this year and is important to 
the innovation economy of the country. It 
has been thoughtfully drafted in a bipartisan 
manner to accommodate many diverse per-
spectives. I applaud the House for taking de-
cisive action on this critical bill, and look 
forward to its passage and ultimate enact-
ment into law. 


Sincerely, 
CARL BASS, 


President & CEO, Autodesk, Inc. 


KALIDO, 
Burlington, MA, September 6, 2007. 


Hon. NANCY PELOSI, 
Speaker of the House, House of Representatives, 


Washington, DC. 
Hon. STENY HOYER, 
Majority Leader, House of Representatives, 


Washington, DC. 
Hon. HOWARD BERMAN, 
Chairman, Subcommittee on Courts, the Internet 


and Intellectual Property, Committee on the 
Judiciary, House of Representatives, Wash-
ington, DC. 


DEAR MADAM SPEAKER, MAJORITY LEADER 
HOYER, AND CHAIRMAN BERMAN: Thank you 
for bringing the Patent Reform Act of 2007 to 
the House floor for a vote this Friday, Sep-
tember 7, 2007. 


This legislation is extremely important to 
the livelihood of my company as well as 
companies beyond the technology industry. 
By updating the current patent system, in-


cluding changes that affect the litigation 
process, Kalido will be able to continue to in-
novate in ways that will benefit the con-
sumer and the U.S. economy. 


As a software company, our business is our 
intellectual property, and protecting soft-
ware companies also protects the large mul-
tinational firms that benefit from our inno-
vation. It is extremely important not only to 
protect our intellectual capital, but to moti-
vate our investors, employees, and ulti-
mately, our customers. 


Understanding the challenges in advancing 
this critical patent reform legislation over 
the past six years, we appreciate your leader-
ship for providing a strong opportunity for 
passage. 


I thank you for your time and commit-
ment on this issue. 


Sincerely, 
WILLIAM M. HEWITT, 


President & CEO. 


AUTHORIA, INC., 
Waltham, MA, September 6, 2007. 


Hon. NANCY PELOSI, 
Speaker of the House, House of Representatives, 


Washington, DC. 
SPEAKER PELOSI: I look forward to seeing 


you again at TechNet Day this Spring. 
Thank you for bringing the Patent Reform 


Act of 2007 to the House floor for a vote this 
Friday. 


This legislation is extremely important to 
the livelihood of my company as well as tens 
of thousands of other high-growth compa-
nies. 


By updating the current patent system, in-
cluding changes that affect the litigation 
process, Authoria will be able to continue to 
innovate in ways that will benefit the con-
sumer and the U.S. economy. 


Understanding the challenges in advancing 
this critical patent reform legislation over 
the past six years, we appreciate your leader-
ship for providing a strong opportunity for 
passage. 


I thank you for your time and commit-
ment on this issue. 


Sincerely, 
TOD LOOFBOURROW, 


President, Founder & CEO Authoria, Inc. 


Mr. SMITH of Texas. Madam Chair-
man, I yield 4 minutes to my friend 
from Virginia (Mr. GOODLATTE), the 
ranking member of the Agriculture 
Committee, the chairman of the House 
High Tech Caucus, and a senior mem-
ber of the Judiciary Committee. 


Mr. GOODLATTE. I thank the gen-
tleman, and I thank him for his leader-
ship on the Judiciary Committee and 
for years of leadership on this legisla-
tion, along with HOWARD BERMAN, the 
chairman of the Intellectual Property 
Subcommittee, and their staffs for this 
legislation. 


Madam Chairman, article I, section 8 
of our Constitution lays the framework 
for our Nation’s patent laws. It grants 
Congress the power to award inventors, 
for limited periods of time, exclusive 
rights to their inventions. The Framers 
had the incredible foresight to realize 
that this type of incentive was crucial 
to ensure that America would become 
the world’s leader in innovation and 
creativity. 


These incentives are just as impor-
tant today as they were at the found-
ing of our country. It is only right that 
as more and more inventions with in-
creasing complexity emerge, we should 
examine our Nation’s patent laws to 
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ensure that they still work efficiently 
and that they still encourage, and not 
discourage, innovation, so America will 
remain the world’s leader in innova-
tion. 


The solution involves both ensuring 
that quality patents are issued in the 
first place and ensuring that we take a 
good hard look at patent litigation and 
enforcement laws to make sure that 
they do not contain loopholes for op-
portunists with invalid claims to ex-
ploit. H.R. 1908 addresses both of these 
concerns. 


First, the bill helps ensure that qual-
ity patents are being issued by the U.S. 
Patent and Trademark Office. The 
PTO, like any other large government 
agency, makes mistakes. H.R. 1908 cre-
ates a post-grant opposition procedure 
to allow the private sector to challenge 
a patent just after it is approved to 
provide an additional check on the 
issuance of bogus patents. Better qual-
ity patents mean more certainty and 
less litigation for patent holders and 
businesses. 


In addition, H.R. 1908 contains impor-
tant litigation reforms to rein in abu-
sive lawsuits and forum shopping so 
that aggressive trial lawyers do not 
make patent litigation their next gold 
mine like they did for asbestos law-
suits, class action lawsuits and the 
like. Specifically, the bill tightens the 
venue provisions in the current patent 
law to prevent forum shopping. 


H.R. 1908 also prohibits excessive 
damage awards. Believe it or not, there 
is no current requirement that damage 
awards in patent cases be limited to 
the value the patent added to the over-
all product. The courts have created a 
virtual free-for-all environment in this 
area. H.R. 1908 contains provisions to 
help ensure that damages are propor-
tional to the value the invention added 
to the product, which will inject cer-
tainty into this area and allow busi-
nesses to devote their resources to 
R&D and innovating. 


The bill also creates clearer stand-
ards for ‘‘willful infringement’’ by re-
quiring greater specificity in notice 
letters alleging infringement of patent 
claims and requiring courts to include 
in the record more information about 
how they calculate damage awards. 


Furthermore, the bill contains an im-
portant amendment that Congressman 
BOUCHER and I added during the Judici-
ary Committee markup to prevent in-
dividuals and companies from filing 
patents to protect tax strategies. Since 
1998, when the Federal Circuit Court of 
Appeals held that business methods 
were patentable, 51 tax strategy pat-
ents have been granted covering such 
topics as estate and gift tax strategies, 
pension plans, charitable giving and 
the like. Over 80 additional tax strat-
egy patents are pending before the 
USPTO. 


When one individual or business is 
given the exclusive right to a par-
ticular method of complying with the 
Tax Code, it increases the cost and 
complexity for every other citizen or 


tax preparer to comply with the Tax 
Code. No one should have to pay royal-
ties to file their taxes. H.R. 1908 ren-
ders these tax strategy patents 
unpatentable so that citizens can be 
free to comply with the Tax Code in 
the most efficient manner without ask-
ing permission or paying a royalty. 


Our patent laws were written over 50 
years ago and did not contemplate our 
modern economy where many products 
involve hundreds and even thousands of 
patented inventions. H.R. 1908 provides 
a much-needed update to these laws, 
and I urge my colleagues to support 
this litigation. 


Mr. CONYERS. Madam Chairman, I 
am pleased to add to that trio in the 
Judiciary that has worked for so long 
on patent reform. Her name is ZOE 
LOFGREN, and she is a subcommittee 
Chair; but she stayed with patent re-
form. I yield her 21⁄2 minutes. 


Ms. ZOE LOFGREN of California. 
Thank you, Mr. CONYERS, Mr. BERMAN, 
Mr. SMITH for your hard work. 


I rise in support of the bill which 
brings much-needed reform to our sys-
tem. We have worked hard really over 
the past half decade to come to this 
floor today with this legislation. 


I want to talk about one issue, and 
that is venue. Due to a flawed Federal 
Court decision in 1990, B.E. Holdings, 
patent trolls have been able to file 
cases more or less wherever they 
choose in the United States. And that 
decision has led to forum shopping as 
plaintiffs filed in jurisdictions where 
they knew they stood a better chance 
of winning, and where they would get 
more money if they did win. 


For example, filings in eastern Texas 
went from 32 cases a year 4 years ago 
to over 234 cases last year with a pro-
jected 8 percent increase this year. 
Patent holders win 27 percent more 
often there, and the awards are much 
bigger. The presiding judge himself de-
scribes the district as a ‘‘plaintiff-ori-
ented district.’’ It has led to the forma-
tion of entities that exist solely to 
bring patent cases. For example, the 
Zodiac Conglomerate is formed of sev-
eral smaller companies. None of the 
companies create any technology. They 
don’t produce any products. All of 
those companies are incorporated in ei-
ther Texas or Delaware. They exist for 
one purpose only, to bring patent 
cases. So far the Zodiac Conglomerate 
has sued 357 different companies, most-
ly in the Eastern District of Texas. 


b 1300 


Manufacturing venue leads to overly 
aggressive litigation behavior, which 
deters legitimate innovation. This 
manager’s amendment is going to cor-
rect the problem. The bill will allow 
cases to be filed where the defendant is 
located or has committed acts relevant 
to the patent dispute. 


We give the freest rules to inde-
pendent inventors and to individual in-
ventors and universities, noting their 
special role in this system. Corporate 
plaintiffs can only bring cases where 


the facilities are located if they have 
engaged in activities relevant to the 
patent dispute. 


In sum, the bill restores fairness and 
clarity to patent litigation by remov-
ing the most glaring instances of forum 
shopping by patent trolls. 


I represent Silicon Valley, which has 
a diversity of high tech. Biotech, large 
companies, small companies, univer-
sities, small inventors, pharmaceutical 
companies, we have got them all, in-
cluding small inventors working out of 
a garage. A balanced approach to inno-
vation is essential to all of these enti-
ties. H.R. 1908 provides that balance. 
We need to pass this bill today. I urge 
my colleagues to do so. 


Mr. SMITH of Texas. I yield 2 min-
utes to my friend, the gentleman from 
Ohio (Mr. CHABOT), the ranking mem-
ber of the Small Business Committee, 
ranking member of the Anti-Trust 
Task Force, and a senior member of 
the Judiciary Committee. 


Mr. CHABOT. Mr. Chairman, I rise in 
reluctant opposition to H.R. 1908, the 
Patent Reform Act, that we are consid-
ering here now. While this bill has been 
improved since its introduction back in 
April, the scheduling of this bill for 
consideration today makes one ques-
tion whether reform really is the ma-
jority’s objective. 


Why else would we push a bill 
through on a Friday afternoon under a 
structured rule that will only allow a 
few selected amendments even to be 
considered? In fact, since this bill was 
reported from the Judiciary Com-
mittee in July, several of us, as well as 
the stakeholders, have asked the lead-
ership to slow this bill down to ensure 
that we have a true reform bill that is 
fair and equitable to all who use the 
patent system. 


I believe the bill in its current form, 
and even if the manager’s amendment 
is adopted, fails to strengthen the sys-
tem Congress created to foster and pro-
tect innovation. In fact, more than 100 
companies, unions, universities, coali-
tions and other organizations have 
voiced their concerns with this bill. 


These entities, users of the patent 
system, believe that the changes pro-
posed by this act and the amendments 
we are considering today will be harm-
ful to their respective businesses, will 
be bad for the economy, and could 
threaten our status as the number one 
patent system in the world. If that is 
even possible, why would we rush to 
pass a bill that could jeopardize the 
very industries and employees that 
have made this Nation what it is 
today? 


Innovation is the heart and soul of 
this country. What has made the U.S. 
the strongest patent system in the 
world is its ability to adapt to different 
business models and innovations, pro-
tecting those who invent, while at the 
same time encouraging public dissemi-
nation. 


Of course, our patent system is not 
perfect. The Small Business Committee 
that I happen to be the ranking mem-
ber of held a hearing on March 29th, 
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2007, examining how small businesses 
use the patent system and the impact 
that this patent reform would have on 
them. The most revealing aspect of the 
hearing was the consensus among 
members and panelists that Congress 
should be very careful in making sig-
nificant change to the system. 


Mr. Chairman, I urge my colleagues 
to oppose this. 


Mr. CONYERS. Mr. Chairman, I am 
pleased to yield 2 minutes to the gen-
tleman from North Carolina (Mr. 
WATT), who has worked continuously 
on this bill to improve it. 


Mr. WATT. I thank the gentleman 
for yielding. 


Mr. Chairman, when you practice law 
for 22 years, as I have before coming to 
Congress, and served on the Judiciary 
Committee for 15 years and never even 
in all that time dealt with patents, you 
are tempted to think of patent lawyers 
and the law of patents as a bunch of 
technocrats and elevate constitutional 
considerations and criminal law and 
other civil rights matters to a higher 
position. It has been an eye-opening ex-
perience for me, the first time to serve 
on this subcommittee and to see how 
important patent law is to stimulating, 
encouraging innovation, and to see how 
difficult and precise the law needs to 
be and how far behind the patent law 
has become in adapting to changes. 


One of the changes that I think 
hasn’t gotten much attention in this 
bill that I was surprised at as a mem-
ber of the Financial Services Com-
mittee that has so many regulators of 
the various parts of our financial sys-
tem which can promulgate rules, it 
seemed to me when I found out that 
the Patent and Trade Office really 
didn’t have the authority to promul-
gate any meaningful rules, that that 
was contributing to the problem, be-
cause innovations and ideas and inven-
tions and communications are trav-
eling so fast that the law can’t always 
keep up with them. It is in that con-
text that meaningful regulation is im-
portant. So I wanted to point to that 
particular aspect. 


Mr. SMITH of Texas. Mr. Chairman, I 
yield 3 minutes to my friend, the gen-
tleman from Illinois (Mr. MANZULLO), 
the former chairman of the Small Busi-
ness Committee. 


Mr. MANZULLO. Mr. Chairman, if we 
had to patent the way Congress is con-
sidering this bill, no one would claim 
to be its inventor. This is a disgrace. 
One of the most important bills to 
come before this Nation in 60 years 
concerning manufacturing and patent-
ability of articles and processes is so 
limited that the Democrats have given 
just 4 minutes of their 30 to two people 
on the other side. They owe them an 
apology. They owe them at least an-
other hour of debate. The American 
people deserve a lot more debate than 
that. 


An amendment was filed at 2:46 yes-
terday before the Rules Committee, the 
manager’s amendment. One of the 
groups that contacted us representing 


pharmacies and labor unions and Cat-
erpillar and all kinds of manufacturing 
organizations got a hold of it, finally 
had to analyze it overnight because of 
the complexity of the issues, and said, 
my gosh, this could destroy the system 
of patent law and protection of patent 
holders in this country. 


What we are asking for is the oppor-
tunity to be able to explain it. Mem-
bers of Congress should not be placed 
in the position of choosing between in-
novation. 


Let me give you an example. Cater-
pillar is on one side, in Peoria, Illinois, 
PHIL HARE’s district. Hundreds of thou-
sands of suppliers across the country, 
including the Midwest. Research in Mo-
tion, the maker of the BlackBerry, is 
on the other side of the issue, in favor 
of it. But inside of the BlackBerry is 
this motherboard. It is magnesium. It 
is made by Chicago White Metals. They 
have the finest processes for magne-
sium hot-chamber diecasting, a com-
pany that is the only diecasting com-
pany in the country that is rated ISO 
14001 for its higher environmental 
standards. 


You have to get on the inside of these 
machines to understand the impor-
tance of this law. You have to be able 
to take every single word that is added 
at the last minute and be able to study 
it to see the impact upon American in-
novation. That is what this debate is 
about. It is simply asking for more 
time. 


The first thing we learn as Members 
of Congress is do no harm. Why should 
we place ourselves in the position of 
choosing winners and losers in some-
thing as important as patent law, with 
the excuse that we have to harmonize 
and we have to adopt Asian and Euro-
pean standards of patent law? What is 
wrong with the American system? We 
are the innovators, we are the ones 
with the great minds. It is our system 
that is placed, in effect, in the entire 
world, all the products and the proc-
esses and the ideas that have made us 
free. 


I would therefore ask the Members, 
even if you lean towards this bill, to 
vote against it as a matter of free 
speech principle. The American people 
are entitled to more debate, because 
they need to know more about this bill. 


Mr. CONYERS. Mr. Chairman, I yield 
myself 10 seconds. 


I just want to tell the previous 
speaker that we have had to accommo-
date about 20 different parts of our 
American industry and society, and, of 
course, everybody is not equally happy. 
Apparently you are one of those. 


Mr. Chairman, I yield 2 minutes to 
the distinguished gentleman from 
Georgia (Mr. JOHNSON). 


(Mr. JOHNSON of Georgia asked and 
was given permission to revise and ex-
tend his remarks.) 


Mr. JOHNSON of Georgia. I thank 
the chairman. 


Mr. Chairman, I rise in support of 
H.R. 1908, the Patent Reform Act of 
2007. I want to commend the Chair of 


the Judiciary Committee, JOHN CON-
YERS, as well as all the members of the 
Subcommittee on Courts, the Internet 
and Intellectual Property, especially 
Chairman HOWARD BERMAN, and also 
Ranking Member HOWARD COBLE, for 
their hard work in bringing this impor-
tant piece of legislation to the floor. It 
is a bipartisan effort. 


Although I am a new member to this 
subcommittee, I am well aware that 
Congress has been debating patent re-
form for several years. This area of the 
law has not been updated for 55 years, 
yet patents touch upon so many dif-
ferent sectors, from agriculture to bio-
technology to manufacturing and com-
puter technology. 


In order to continue to stimulate 
growth and reward inventors in these 
various sectors, we in Congress are 
charged with finding the right balances 
between protecting inventions and 
stimulating innovation. Our Founding 
Fathers realized it was so important to 
protect inventions and promote inno-
vation that they wrote that protection 
into our Constitution in article I, sec-
tion 8. 


For more than half a century, the 
United States has led the world in re-
search and innovation, partly due to 
the fact that the U.S. rewards its in-
ventors and protects their ideas. But 
since the last update to our system 
over 55 years ago, technology has rap-
idly changed and has revolutionized 
our economy. In order to keep up with 
these changes, Congress has stepped 
forward to update this important body 
of law. 


This bill makes several important 
changes, including moving from a first- 
to-invent to a first-to-file system. It 
places certain limitations on willful in-
fringement, it creates a new process of 
post-grant review, and it addresses 
changes of venue to address the issue of 
forum shopping. 


This bill is not perfect, but I ask that 
the Members of this body pass this bill. 


Now this bill is not perfect, and Members as 
well as many representatives from various in-
dustries have come to my office with their con-
cerns about the damages section of HR 1908. 


During the House Judiciary Committee 
markup, Congressman FEENEY and I were 
able to craft an amendment that I believe 
struck a balance, giving juries the ability to 
come to a deliberate decision while giving 
them the flexibility within the law to assess 
damages. 


Our intent is also included in the CONGRES-
SIONAL RECORD; the case law used in assess-
ing damages, also known as the fifteen Geor-
gia Pacific factors, may still be considered 
when courts are assessing damages. We 
have diligently tried to meet the concerns of a 
wide spectrum of industries and while this bill 
is not perfect, it is a bipartisan effort to update 
the patent system. 


Mr. Chairman, it is my hope that although 
there are continued concerns, we can work on 
them through the conference committee proc-
ess in a continued bi-partisan fashion and we 
can all come to a compromise. 


Mr. SMITH of Texas. Mr. Chairman, I 
yield 2 minutes to my friend and col-
league, the gentleman from Texas (Mr. 
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GOHMERT), the deputy ranking member 
of the Crime Subcommittee of the Ju-
diciary Committee. 


(Mr. GOHMERT asked and was given 
permission to revise and extend his re-
marks.) 


Mr. GOHMERT. I thank the ranking 
member. 


Mr. Chairman, there are some things 
that need repair in the U.S. patent sys-
tem, but something about this bill kept 
troubling me. When I read the provi-
sion regarding the transfer of venue, I 
began to realize something was very 
wrong. The provision said the court 
may transfer an action only to a dis-
trict where ‘‘the defendant had sub-
stantial evidence or witnesses.’’ 


I could not believe it. That provision 
did not even allow a judge to consider 
fairness or justice or caseloads or time 
delays or whether the plaintiff was a 
small entrepreneur with only a few 
patents who could be led to bankruptcy 
by being forced to file in a court where 
it had a 5-year delay. I would have been 
absolutely staggered during my years 
as a judge to see a venue provision like 
this. Many agreed and realized that 
was grossly overreaching and pro-
ponents of the bill immediately recog-
nized that and were willing to work. 


But patent cases increased in the 
Eastern District of Texas when compa-
nies like Texas Instruments realized 
they could get a trial within 18 months 
in front of some of the best judges in 
the country and get fairness. Initially, 
there were more plaintiff victories, 
but, as I understand, the last year or so 
it has been 50–50, which there is no-
where in the country comparable to 
that. 


I began to realize something was very 
wrong and one-sided when something 
like that could get into a bill, and espe-
cially the manager’s amendment, with-
out being noticed. And who would want 
something like that? Then you realize, 
it is big companies who do not want 
others to have the opportunities that 
they did. 


So that made me look again at the 
damage provision that was being com-
pletely changed. I realized to whom 
that was helping and whom that would 
destroy, and I realized that the lan-
guage for that must have come from 
the same type source who did not want 
anything but a small cookie cutter or 
mold to consider damages when, for 
years now, there have been many more 
factors that needed to be considered. 
You have drug cases. You have objects 
that are patented. You have concepts. 


The Comprehensive Patent Reform bill 
being pushed at this time has some good fea-
tures. 


There are some things that need repair in 
the U.S. patent system. But, something about 
this bill kept troubling me. 


When I read the provision regarding the 
transfer of venue, I began to realize something 
was very wrong. The provision said that the 
court may transfer an action only to a district 
where ‘‘the defendant has substantial evi-
dence or witnesses.’’ That provision did not 
even allow the judge to consider fairness, or 


justice, or case loads and time delays of other 
courts or whether the plaintiff was a small en-
trepreneur with only a few patents who will be 
destroyed if the case is transferred to a court 
with a 5-year wait to trial. In my days as a trial 
judge, I would have been absolutely staggered 
to see a venue rule so incredibly one-sided. It 
was grossly overreaching and proponents of 
the bill immediately recognized that when it 
was pointed out, but they just had not noticed 
that. They then agreed to changes that pre-
vent the language from being quite so egre-
gious. 


As our colleague from the high tech area of 
California pointed out moments ago, there 
have been patent cases filed in the Eastern 
District of Texas in my district. That began 
happening when Texas Instruments, not some 
small patent troll, along with others who had 
patents being infringed, could not get a prompt 
trial elsewhere, realized the Eastern District of 
Texas had some of the best judicial minds 
who were rarely ever reversed, and they could 
receive a trial within 2 years instead of 5. So 
lawsuits were filed there. As far as the rates 
of victories by plaintiffs to defendants, she 
cited old data and the new data shows that 
the district being excoriated in the past year 
probably has had more equality of verdicts 
than anywhere else in the country, which 
means the issue is a red herring for something 
else to get passed that is potentially deadly to 
invention. 


I agreed we needed to do something about 
patent trolls who buy patents so they can sue 
to try to hold up a company for cash. I agreed 
that’s not right. I was willing to help fix it. But 
after proposing solutions to that which were 
met by a desire to use that issue only as an 
excuse to make comprehensive, devastating 
changes to two centuries of patent law, I real-
ized something inappropriate was at work 
here. 


I began to realize something was very 
wrong for a terribly one-sided provision to 
make its way into the official bill being consid-
ered as a Manager’s Amendment at the full 
Judiciary Committee. I began to think about 
who must have written or at least pushed to 
get that type of totally one-sided provision in 
there. It was not anyone interested in fairness. 
It was someone interested in really tilting the 
playing field completely one way. That had to 
be from huge defendants who wanted to drag 
small entrepreneurs into dilatory situations so 
that their invention or component could be 
usurped without proper compensation, even 
though it might mean the bankruptcy of the in-
ventor and the destruction of the opportunity 
for the little guys with the inventive vision and 
spirit, which actually spurred some of the 
greatest developments and wealth we know 
and have in this country. 


So when I looked again at the damage pro-
vision that was being completely changed, I 
realized whom that was helping and whom 
that would destroy and I realized that lan-
guage came from the same type source. It is 
extremely one-sided and completely abrogates 
the ability of a court to use factors or stand-
ards that are applicable in the vast variety of 
patent cases which arise. Patents are ob-
tained for so many different types of objects, 
drugs, and even concepts. To try to force such 
a huge spectrum of patents into one small 
specific type of cookie cutter or mold is of 
great concern to so many. 


Then, I remembered also something about 
this ‘‘comprehensive’’ type approach—that’s 


what was being said about immigration re-
form!! In the case of Immigration, ‘‘Com-
prehensive Reform’’ was being used to make 
some changes most of us could probably 
agree on in order to mask within those accept-
able provisions other problematic provisions 
unacceptable to most Americans which could 
probably not pass by themselves. After finding 
examples of inappropriately oppressive lan-
guage that was being stuffed or hidden in a 
large comprehensive bill, I am left wondering 
why not just fix the limited areas that are 
agreeable and not shove a brand new com-
prehensive, revolutionary change—that some 
say will absolutely set over 200 years of pat-
ent law on its head—that may give some of 
the largest corporations in the country the abil-
ity to prevent others from having the same op-
portunities they had to become large. 


It is real easy to continue to excoriate these 
horrid ‘‘patent trolls’’, which could easily be ad-
dressed by very small changes to a very lim-
ited provision. If you want to limit patent trolls, 
then restrict the abilities of those who pur-
chase the patents or rights to sue as sec-
ondary holders of patents. If that is not 
enough, there are other limited ways to handle 
it, though one must be careful not to destroy 
principal patent assets after a company is 
bought out by another. But I would humbly 
submit that when an easy fix is rejected to 
such a problem because some desire the 
issue to mask an effort that may well deni-
grate or destroy the adequate ability to pre-
serve such assets—something is amiss in 
Washington, DC. 


As objections from many areas have grown, 
the private interests pushing this bill have real-
ized they may have pushed too far too fast, so 
have sought to appear less draconian, but we 
must review what this bill does. The bill before 
us today completely changes: The damages 
or compensation that may be obtained from a 
wrongdoer for stealing or usurping someone 
else’s patent; the law on where such suits for 
infringement may be filed; the effect of a pat-
ent; the law on administrative review of pat-
ents and privacy issues of the patent before it 
is final. Is it any wonder that the worst thieves 
nationally and internationally of U.S. intellec-
tual property are hoping we pass this bill. 


It is also important to point out that we have 
heard here today promises about things that 
will be fixed between now and when the law 
were to become law. We’ve been told that our 
input is welcome toward such fixes. The trou-
ble is, we were told the same thing at the full 
committee. I was one who was called by 
name to help the group work on fixes to major 
problems. Though I am not questioning moti-
vation at this juncture, I have made myself 
available to meet and have offered sugges-
tions, but the group that was going to meet 
and work on the changes before today never 
met that I was advised. My staff says they 
were never advised. So much for getting in 
that valuable input. 


The question remains: do we need this 
much of a complete change to a system that 
has spurred, nurtured and protected the great-
est advancements in the history of mankind. I 
would submit that it is imperative that we back 
up, vote this down, and come back with non- 
comprehensive provisions that do not include 
provisions that will tilt the playing field and so 
dramatically change our laws to protect intel-
lectual property rights. We should borrow from 
the old Code in Medicine to first do no harm! 
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Mr. CONYERS. Mr. Chairman, I yield 


21⁄4 minutes to the gentlewoman from 
Texas (Ms. JACKSON-LEE). 


(Ms. JACKSON-LEE of Texas asked 
and was given permission to revise and 
extend her remarks.) 


b 1315 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, let me first of all thank the 
toiling committee chaired by Chair-
man CONYERS and Ranking Member 
SMITH. This has been a long journey. 
As a new member of the Subcommittee 
on Intellectual Property, let me also 
thank both the chairman and ranking 
member for a tough, tough challenge. 


It is important to express that this is 
a significant change in patent law, but 
it is done to protect, if you will, the 
very treasure that has propelled Amer-
ica into an economic engine and that 
we must insist continue. 


I think the changes that have been 
made certainly to some may be star-
tling, but the effort was to bring all 
parties together. I am delighted that 
even though there are questions about, 
for example, the first-to-file over the 
first-to-invent, this committee saw fit 
to add my amendment which means 
that there will be periodic review so 
Congress will be instructed on whether 
or not this works on behalf of all in-
ventors big and small. 


Then when we look at the workings 
in section 5 dealing with first-to-file 
and dealing with damages. Rather than 
passing this law forever and ever, an 
amendment I added will give us an op-
portunity to study it to assess who is it 
helping and who is it hurting. We cer-
tainly want to ensure that all are given 
an opportunity. 


I am very glad that the manager’s 
amendment has impacted the damages 
provision. The original bill seemed to 
require all apportionment in all cases. 
But in this instance the manager’s 
amendment has made it as one of the 
factors. Therefore, when you look at a 
Post-it sticker, you can determine how 
much the glue has helped the Post-it 
sticker. This is apportionment of dam-
ages in case there was a lawsuit. 


I know that there are many groups, 
such as Innovation Alliance, that I 
look forward to working with as we 
make our way through to ensure that 
this bill answers the questions big and 
small and fuels the economic engine of 
manufacturing, universities, pharma-
ceuticals and others, like small inven-
tors. I ask my colleagues to consider 
this bill and support it. It has a mean-
ingful response to changing patent law 
for all involved. 


Mr. Chairman, as an original co-sponsor 
and member of the Judiciary Subcommittee on 
the Courts, Intellectual Property, and the Inter-
net, I rise in strong support of H.R. 1908, the 
Patent Reform Act of 2007. I am proud to 
Support this legislation because in many ways 
the current patent system is flawed, outdated, 
and in need of modernization. Under the vi-
sionary leadership of Chairman CONYERS and 
Subcommittee Chairman BERMAN, joined by 
Mr. SMITH and Mr. COBLE, their counterparts 


on the minority side, the Judiciary Committee 
labored long and hard to produce legislation 
that reforms the American patent system so 
that it continues to foster innovation and be 
the jet fuel of the American economy and re-
mains the envy of the world. 


Mr. Chairman, Article I, Section 8, clause 8 
of the Constitution confers upon the Congress 
the power: 


To promote the Progress of Science and 
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries. 


In order to fulfill the Constitution’s mandate, 
we must examine the patent system periodi-
cally. The legislation before us represents the 
first comprehensive review of the patent sys-
tem in more than a generation. It is right and 
good and necessary that the Congress now 
reexamine the patent system to determine 
whether there may be flaws in its operation 
that may hamper innovation, including the 
problems described as decreased patent qual-
ity, prevalence of subjective elements in pat-
ent practice, patent abuse, and lack of mean-
ingful alternatives to the patent litigation proc-
ess. 


On the other hand, Mr. Chairman, we must 
always be mindful of the importance of ensur-
ing that small companies have the same op-
portunities to innovate and have their inven-
tions patented and that the laws will continue 
to protect their valuable intellectual property. 


The role of venture capital is very important 
in the patent debate, as is preserving the col-
laboration that now occurs between small 
firms and universities. We must ensure that 
whatever improvements we make to the pat-
ent laws are not done so at the expense of 
innovators and to innovation. The legislation 
before us, while not perfect, does a surpris-
ingly good job at striking the right balance. 


Mr. Chairman, the subject of damages and 
royalty payments, which is covered in Section 
5 of the bill, is a complex issue. The com-
plexity stems from the subject matter itself but 
also interactive effects of patent litigation re-
form on the royalty negotiation process and 
the future of innovation. Important innovations 
come from universities, medical centers, and 
smaller companies that develop commercial 
applications from their basic research. These 
innovators must rely upon the licensing proc-
ess to monetize their ideas and inventions. 


Mr. Chairman, the innovation ecosystem we 
create and sustain today will produce tomor-
row’s technological breakthroughs. That eco-
system is comprised of many different oper-
ating models. It is for that reason that we eval-
uated competing patent reform proposals thor-
oughly to ensure that sweeping changes in 
one part of the system do not result in unin-
tended consequences to other important parts. 


Let me discuss briefly some of the more sig-
nificant features of this legislation, which I will 
urge all members to support. 


SECTION 3: RIGHT OF THE FIRST INVENTOR TO FILE 
H.R. 1908 converts the U.S. patent system 


from a first-to-invent system to a first-inventor- 
to file system. The U.S. is alone in granting 
priority to the first inventor as opposed to the 
first inventor to file a patent. H.R. 1908 will in-
ject needed clarity and certainty into the sys-
tem. While cognizant of the enormity of the 
change that a ‘‘first inventor to file’’ system 
may have on many small inventors and uni-
versities, a grace period is maintained to sub-
stantially reduce the negative impact to these 
inventors. 


Moreover, the legislation incorporates an 
amendment that I offered during the full com-
mittee markup that requires the Department of 
Commerce Undersecretary for Intellectual 
Property and Director of the Patent and Trade-
mark Office director to conduct a study every 
seven years on the effectiveness of revisions 
made in the bill to the patent derivation litiga-
tion system and submit the report to the 
House and Senate Judiciary committees. In 
embracing this constructive addition to the bill, 
the Committee Report notes: 


[T]he amendments in section 3 of the bill 
serve to implement a fundamental change in 
the operation of the United States patent 
system. Such change, while well-reasoned, 
requires a mechanism for monitoring its 
long-term effects. 


SECTION 5: FORMULA FOR CALCULATING FAIR AND 
EQUITABLE REMEDIES 


Section 5 of the bill provides useful clarifica-
tion to courts and juries designed to ensure in-
ventors are compensated fairly, while not dis-
couraging innovation with arbitrary or exces-
sive damage awards. While preserving the 
right of patent owners to receive appropriate 
damages, the bill provides a formula to ensure 
that the patent owner be rewarded for the ac-
tual value of the patented invention. 


Computing damages in patent cases is an 
exceedingly complex task. The complexity 
stems not from the unwillingness of competing 
interests to find common ground but from the 
interactive effects of patent litigation reform on 
the royalty negotiation process and the future 
of innovation. 


To illustrate, consider this frequently cited 
hypothetical. A new turbine blade for a jet en-
gine is invented which enables the plane to 
achieve a 40 percent increase in gas mileage. 
What is fair compensation for the holder of the 
patent? Damages could fairly be based on the 
number of turbine blades used, the number of 
jet engines employing those turbine blades, or 
on a percentage of the savings of the cost of 
jet fuel used, or the number of miles flown by 
aircraft using engines employing the turbine 
blades, or even, if the higher efficiency of air-
craft using the turbine blades was the basis 
for the market demand for the jet, the jet itself. 


The original version of the bill was suscep-
tible to a reasonable interpretation that appor-
tionment would be required in all cases. But 
as marked up and amended, apportionment is 
only one of the several methods a court can 
use in awarding damages, including the use of 
the current approach established in Georgia- 
Pacific v. United States Plywood Corp., 318 
F.Supp. 116 (S.D.N.Y. 1970), which provides 
that reasonable royalty damages are 
ascertained by looking to what the infringer 
would have paid, and what the patent owner 
would have accepted, for a license, had one 
been negotiated at the time the infringement 
began. 


Moreover, apportionment no longer applies 
to damages based on lost profits. Another 
change allows plaintiff to recover the en-
hanced value of previously known elements 
where their combination in the invention adds 
value or functionality to the prior art. This is a 
very important and helpful compromise on the 
issue of patent case damages. We must keep 
in mind that important innovations come from 
universities, medical centers, and smaller 
companies that develop commercial applica-
tions from their basic research. These 
innovators must rely upon the licensing proc-
ess to monetize their ideas and inventions. 


VerDate Aug 31 2005 02:43 Sep 08, 2007 Jkt 059060 PO 00000 Frm 00033 Fmt 7634 Sfmt 9920 E:\CR\FM\K07SE7.060 H07SEPT1ba
jo


hn
so


n 
on


 P
R


O
D


1P
C


69
 w


ith
 H


O
U


S
E







CONGRESSIONAL RECORD — HOUSEH10280 September 7, 2007 
Thus, it is very important that we take care not 
to harm this incubator of tomorrow’s techno-
logical breakthroughs. The bill before us 
strikes the proper balance. 


In addition, it should also be pointed out that 
included in the bill is another of my amend-
ments adopted during the full committee mark-
up requiring the PTO Director to conduct a 
study on the effectiveness and efficiency of 
the amendments to section 5 of the bill, and 
submit to the Committees on the Judiciary of 
the House of Representatives and the Senate 
a report on the results of the study. The report 
must include any recommendations the Direc-
tor may have on amendments to the law add 
any other recommendations the Director may 
have with respect to the right of the inventor 
to obtain damages for patent infringement. 
The study must be done not later than the end 
of the 7-year period beginning on the date of 
enactment of this Act and at the end of every 
7-year period after the date of the first study. 
In adopting this amendment, the Judiciary 
Committee reported that: 


[T]he amendments in section 5 of the bill 
will have many positive effects on the patent 
system, but that the changes are sufficiently 
significant to require periodic monitoring. 
By examining the effects of these changes on 
a regular basis, and by paying attention to 
such feedback as may be obtained through 
these studies, Congress can ensure that any 
unforeseen negative consequences that may 
arise can be dealt with through future legis-
lation or other mechanisms. 


WILLFUL INFRINGEMENT AND PRIOR USE RIGHTS 
The legislation also contains certain limita-


tions on willful infringement. A court may only 
find willful infringement if the patent owner 
shows, by clear and convincing evidence, that 
(1) the infringer, after receiving detailed written 
notice from the patentee, performed the acts 
of infringement, (2) the infringer intentionally 
copied the patented invention with knowledge 
that it was patented, or (3) after having been 
found by a court to have infringed a patent, 
the infringer engaged in conduct that again in-
fringed on the same patent. An allegation of 
willfulness is subject to a ‘‘good faith’’ defense. 
H.R. 1908 also expands the ‘‘prior user rights’’ 
defense to infringement, where an earlier in-
ventor began using a product or process (al-
though unpatented) before another obtained a 
patent for it. 


POST-GRANT PROCEDURES AND OTHER QUALITY 
ENHANCEMENTS 


Another beneficial feature of H.R. 1908 is 
that it cures the principal deficiencies of re-ex-
amination procedures and creates a new, 
post-grant review that provides an effective 
and efficient system for considering challenges 
to the validity of patents. Addressing concerns 
that one seeking to cancel a patent could 
abuse a post -grant review procedure, the bill 
establishes a single opportunity for challenge 
that must be initiated within 12 months of the 
patent being granted. It also requires the PTO 
Director to prescribe rules for abuse of dis-
covery or improper use of the proceeding, lim-
its the types of prior art which may be consid-
ered, and prohibits a party from reasserting 
claims in court that it raised in post-grant re-
view. 


VENUE AND JURISDICTION 
Finally, the bill also addresses changes to 


venue, to address extensive forum shopping 
and provides for interlocutory appeals to help 
clarify the claims of the inventions early in the 


litigation process. H.R. 1908 would restore 
balance to this statute by allowing cases to be 
brought in a variety of locales—including 
where the defendant is incorporated or has its 
principal place of business or has committed a 
substantial portion of the acts of infringement 
and has a physical facility controlled by the 
defendant. H.R. 1908 makes patent reform liti-
gation more efficient by providing the Federal 
Circuit jurisdiction over interlocutory decisions, 
known as Markman orders, in which the dis-
trict court construes the claims of a patent as 
a matter of law. 


CONCLUSION 
In short, Mr. Chairman, the argument for 


supporting H.R. 1908 can be summed up as 
follows: For those who are confident about the 
future, the bill, as amended, offers vindication. 
For those who are skeptical that the new 
changes will work, the Jackson-Lee amend-
ments added to the bill will provide the evi-
dence they need to prove their case. And for 
those who believe that maintaining the status 
quo is intolerable, the legislation before us of-
fers the best way forward. 


I urge all members to join me in supporting 
passage of this landmark legislation. 


Mr. SMITH of Texas. Mr. Chairman, I 
reserve the balance of my time. 


Mr. CONYERS. Mr. Chairman, I am 
pleased to call on my neighbor and 
friend, MARCY KAPTUR from Toledo, 
Ohio; and I recognize her for 2 minutes. 


Ms. KAPTUR. Mr. Chairman, I thank 
my good friend from the great State of 
Michigan, the chairman of the com-
mittee, for yielding. 


Unfortunately, I have to disagree 
with him on this bill and urge my col-
leagues to vote ‘‘no’’ on H.R. 1908 be-
cause we don’t want to weaken the U.S. 
patent system. This is surely not the 
time with a trillion-dollar trade deficit 
to do more selling out of America and 
to try to harmonize our standards 
down to some of the worst intellectual 
property pirates like China. 


This bill essentially makes it easier 
for infringers to steal U.S. inventions, 
and it is truly sad that we are only 
given a few seconds to talk about this. 
That alone should tell our colleagues, 
vote ‘‘no,’’ give us a chance to open 
this up and talk about how this is 
going to affect jobs in America. 


This bill affects two-thirds to 80 per-
cent of the asset value of all U.S. firms. 
Most industrial companies in this 
country oppose it. Over 200 organiza-
tions across this country oppose it, in-
cluding the electronics industry, phar-
maceuticals, small inventors, and uni-
versities. And, yet, we just get a few 
seconds here. 


Let me tell you what is going on. Mr. 
EMANUEL was down here earlier reading 
a list of the big semiconductor compa-
nies, the high-tech firms. This bill does 
heavily benefit them because they are 
some of the worst intellectual property 
infringers. 


What this bill does is it supports 
those large transnational corporations 
that repeatedly infringe on the patents 
of others, and they are looking to re-
duce what they have to pay in the 
courts. Now, they have had to pay 
about $3.5 billion in fines over the last 


couple of years, and it was deserved. 
But that represents less than 1 percent 
of their revenues. What they are trying 
to do is use this bill to make it harder 
for small inventors and others to file. 


What does this bill change? It says to 
an inventor, unlike since 1709 in this 
country, when we say if you are first to 
invent, that patent belongs to us, they 
want to change it to first-to-file. In 
other words, they can file it anywhere 
else in the world and someone else can 
take that and infringe on that inven-
tion. It is not first-invention anymore, 
it is first-to-file. Boy, there is a lot 
more to say and our time should not be 
squashed in this House on an issue of 
such vital importance to the industrial 
and the commercial base of this coun-
try. 


Mr. CONYERS. Mr. Chairman, I yield 
2 minutes to the gentleman from Maine 
(Mr. MICHAUD). 


Mr. MICHAUD. Mr. Chairman, I 
thank the gentleman for yielding. 
Today I rise in strong opposition to the 
Patent Reform Act of 2007. While I ap-
preciate all of the hard work that 
Chairman BERMAN did on this bill, I 
think this bill is bad for our manufac-
turing industry. 


We have been told that the manager’s 
amendment significantly improves the 
bill. It actually is worse than the un-
derlying bill, especially with respect to 
the damages section in the bill. This 
bill is fundamentally flawed. It can’t 
be fixed by the manager’s amendment. 


This bill will weaken patent protec-
tion by making patents less reliable, 
easier to challenge, and cheaper to in-
fringe. This bill severely threatens 
American innovation, jobs and com-
petitiveness and ought to be opposed. 


Hundreds of companies and organiza-
tions around the country have written 
Congress to raise their strong opposi-
tion and their strong objections to cer-
tain provisions of this bill. Manufac-
turers, organized labor, biotech, 
nanotech, pharmaceuticals, small busi-
nesses, universities, and economic de-
velopment organizations have serious 
concerns about this legislation. 


Foreign companies are watching this 
legislation and are eager to attack U.S. 
patents. The Economic Times reports 
that Indian companies see an oppor-
tunity to challenge our patents; and by 
doing so, they will leave our businesses 
in a litigation crisis. 


We are compromising many of our in-
dustries by passing this bill. We are 
creating a litigation nightmare. We 
need to proceed to get a better bill, and 
I urge my colleagues to defeat this leg-
islation so we can move forward on leg-
islation with more people who will sup-
port patent reform which has to be 
changed. I urge my colleagues to defeat 
this legislation. 


Mr. CONYERS. Mr. Chairman, I take 
5 seconds to assure my distinguished 
friend from Maine that I have more in-
dustry in my State than he does, and I 
am protecting them pretty much. 


Mr. SMITH of Texas. Mr. Chairman, I 
yield the balance of my time to Mr. 
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ISSA, a member of the Judiciary Com-
mittee and the holder of 37 U.S. pat-
ents. 


Mr. ISSA. Mr. Chairman, for those 
who may be interested, some of my 
patents have expired and more will. 


I am no longer a day-to-day inventor; 
but I will always have the soul of an in-
ventor, the belief that in fact if you 
have an idea, you can go to the Patent 
Office and for a relative de minimis 
amount of money you can in fact pro-
tect that idea for a period of 20 years 
from the time you ask the Patent Of-
fice to protect your invention and give 
you an opportunity to make a small or 
not-so-small fortune off of it. 


I don’t think there is anyone in the 
Congress who owes their reason for 
being here to the success of patents 
more than myself. My company grew 
and thrived because we were able to 
protect our intellectual property, pat-
ents, copyrights and trademarks. So 
since I have been here as a non-attor-
ney coming to the Congress and asking 
to be on the Judiciary Committee, a 
little bit like Sonny Bono, that is 
where the things he knew about were 
legislated. He knew about copyrights 
and songs; I know a little bit about 
patents, and a lot about the flaws in 
the system. 


And, Mr. Chairman, there are many 
flaws in the system. This bill has been 
the best work by the best minds, both 
by Members of Congress, but also by 
staff, trade associations and industry, 
to bring out those mistakes and to try 
to find solutions. 


Today you have heard a lot of anger 
and rancor about China. Nobody could 
want America to prosper more than I 
do. But, in fact, by next year more 
than half of all patents in the U.S. will 
be granted to non-U.S. companies. This 
is not a debate about protecting pat-
ents against foreigners. Foreigners are 
patenting in our country, and we invite 
that innovation. It has often led to 
prosperity in all aspects of America. 


I include a long letter from UCSD 
CONNECT, an organization founded by 
Bill Otterson and the University of 
California at San Diego, in which they, 
along with California Healthcare Insti-
tute, BIOCOM, Gen-Probe, Invitrogen, 
Pfizer, Qualcomm and others who all 
say this is a good bill, but we have 
some additional areas we would like to 
find compromise on. Some of the 
things in this letter of yesterday are 
included in the manager’s amendment. 
Some will be included in amendments 
that will be heard on the floor in a few 
minutes. 


CONNECT, 
September 5, 2007. 


Hon. DARRELL ISSA, 
Washington, DC. 


DEAR REPRESENTATIVE ISSA: We greatly ap-
preciate the time you spent meeting with 
CONNECT last week to discuss the Patent 
Reform Act, H.R. 1908. Thank you for your 
efforts to improve the bill and, in particular, 
your ongoing work on the post-grant review 
provision. 


Given the immediacy of the House floor 
consideration, this letter and ensuing draft 


language serves as a follow-up to our recent 
meeting. On behalf of the San Diego innova-
tion community and CONNECT members, we 
request your continued leadership and 
strongly urge your consideration of the fol-
lowing improvements to the bill. 


APPORTIONMENT OF DAMAGES 
As you well know, the damages provision 


in the patent statute is a critical part of pat-
ent law and a vital part of strong patent pro-
tection, which CONNECT supports. We be-
lieve our patent system must have appro-
priate consequences that serve as a deterrent 
for stealing intellectual property. However, 
we do not want the law modified to the point 
where patent infringement is simply a cost 
of doing business. Per our meeting, we have 
worked with your staff to develop the draft 
language at the end of this letter to address 
this important matter. 


Further, the courts must have flexibility 
in the assessment of damages. The bill takes 
away this flexibility. The judicial system is 
working. A judge either accepts a jury deci-
sion or not, and the appeals system is in 
place to handle additional grievances. We en-
courage you to avoid binding the court with 
a prescribed mechanism and ask you to con-
sider the language following this letter that 
preserves judges’ flexibility. 


RULEMAKING 
The existing rulemaking language in the 


bill is too expansive and gives the U.S. Pat-
ent and Trademark Office (PTO) unparal-
leled authority. Congress is expressly given 
authority in the U.S. Constitution to safe-
guard intellectual property. In addition, we 
believe this excessively broad rulemaking 
power could lead to instability in the patent 
system. Congress is better equipped to de-
velop standards through legislative means. 
As such, we urge you to follow the Senate’s 
lead and remove the PTO rulemaking provi-
sion from the House bill. 


USER FEES 
The diversion of user fees has long been a 


concern because it hinders the PTO’s ability 
to hire examiners and eliminate the backlog 
of patents. It now takes approximately 31 
months for a patent to be issued, and a 2005 
congressional report stated that without fee 
diversion the patent backlog would lower to 
about 22 months. 


Given this, we respectfully ask that you 
include language, identical to Senator 
Coburn’s amendment to S. 1145, to prevent 
the diversion of fees collected by the PTO for 
general revenue purposes by cancelling the 
appropriations account for PTO fees and cre-
ating a new account in the U.S. Treasury for 
the fees to be deposited. 


VENUE 
We favor balanced venue language with re-


spect to the parties that is also symmetrical 
in terms of transfer. Venue should be proper 
in a district or division: (1) in which either 
party resides or (2) where the defendant has 
committed acts of infringement and has a 
regular and established place of business. 
Specifically, we urge a return to the pre- 
markup venue provision in H.R. 1908. 


Thank you, again, for your consideration 
of our views and the accompanying draft lan-
guage. Though we do not support the bill as 
currently written, we want to work with you 
to make the legislation a means to strength-
en the patent system to advance innovation, 
promote entrepreneurship and boost job 
growth. We look forward to continuing to 
work with you to achieve these goals. 


Sincerely, 
CONNECT, AMN Healthcare, California 


Healthcare Institute, BIOCOM, Gen- 
Probe, Invitrogen, Pfizer, QUALCOMM, 
San Diego State University Research 
Foundation Tech Transfer Office, Tech 


Coast Angels, Townsend and Townsend 
and Crew. 


DRAFT DAMAGES LANGUAGE 
SEC. 5. RIGHT OF THE INVENTOR TO OBTAIN 


DAMAGES. 
(a) DAMAGES.—Section 284 is amended— 
(1) in the first paragraph— 
(A) by striking ‘‘Upon’’ and inserting ‘‘(a) 


IN GENERAL.—Upon’’; 
(B) by designating the second undesignated 


paragraph as subsection (c); and 
(C) by inserting after subsection (a) (as 


designated by subparagraph (A) of this para-
graph) the following: 


‘‘(b) RESONABLE ROALTY.— 
‘‘(1) IN GENERAL.—An award pursuant to 


subsection (a) that is based upon a reason-
able royalty shall be determined in accord-
ance with this subsection. Based on the facts 
of the case, the court shall consider the ap-
plicability of paragraph (2), (3) and (5) in cal-
culating a reasonable royalty. The court 
shall identify the factors that are relevant to 
the determination of a reasonable royalty 
under the applicable paragraph, and the 
court or jury, as the case may be, shall con-
sider only those factors in making the deter-
mination. 


‘‘(2) RELATIONSHIP OF DAMAGES TO CON-
TRIBUTIONS OVER PRIOR ART.—If an infringer 
shows evidence that features not covered by 
the claimed invention contribute economic 
value to the accused product or process, an 
analysis may be conducted to ensure that a 
reasonable royalty under subsection (a) is 
applied only to that economic value properly 
attributable to the claimed invention. The 
court, or the jury, as the case may be, may 
exclude from the analysis the economic 
value properly attributable to features not 
covered by the claimed invention that con-
tribute economic value to the infringing 
product or process. 


‘‘(3) ENTIRE MARKET VALUE.—If the claim-
ant shows that the claimed invention is the 
predominant basis for market demand for a 
product or process that has a functional rela-
tionship with the claimed invention, dam-
ages may be based upon the entire market 
value of the products or professes involved 
that satisfy that demand. 


‘‘(4) COMBINATION INVENTIONS.—For pur-
poses of paragraphs (2) and (3), in the case of 
a combination product or process the ele-
ments of which are present individually in 
the prior art, the patentee may show that 
the economic value attributable to the in-
fringing product includes the value of the ad-
ditional function resulting from the com-
bination, as well as the enhanced value, if 
any, of some or all of the prior art elements 
resulting from the combination. 


‘‘(5) OTHER FACTORS.—In determining a rea-
sonable royalty, the court may also consider, 
or direct the jury to consider, the terms of 
any nonexclusive marketplace licensing of 
the invention, where appropriate, as well as 
any other relevant factors under applicable 
law.’’ 


Mr. Chairman, this is a work in proc-
ess; but since when does this body say 
that in fact the good will be sacrificed 
in search of the perfect? We have never 
done that. Every bill that goes through 
here is by definition the best work we 
can do as a continuous body, one that 
will come back after this bill becomes 
law and continue working on refine-
ments. 


I would like to quickly say there will 
be amendments that will be offered 
that will deal with some of the very 
issues that people have said today are 
an outrage because they are not there. 
I hope that my colleagues, even if they 
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do not vote for the final bill, will come 
and support the amendments that 
make this bill better because as a body 
what we do best is we take the best 
ideas from the best places we can get 
them, we bring them together and we 
create the best bill we possibly can. 


That is what we have done here 
today. It is the best work available. 
People who are dissenting today, we 
welcome on a bipartisan basis their 
input to find language that will make 
it better. 


Mr. Chairman, in closing, the one 
thing I would say is we are past the 
point of compromise. What we are into 
is finding win/wins. We are looking to 
take issues in which one side is for and 
one side is against and find real middle 
ground, and we have done that in a 
couple of areas, and we will continue to 
want to do that. 


I am a small inventor. I want to 
make sure that the small inventor is 
protected. That is why this bill is going 
to maintain the right of the small in-
ventor, or any inventor, to retain the 
secrecy of their invention if they are 
not granted a patent. That is why we 
are going to limit the regulatory au-
thority of the PTO so that for a time, 
as long as we need to, every time they 
propose a rule, we will have a right and 
an obligation to consider it and if even 
one Member of this body opposes it, to 
bring to a vote that opposition to the 
rule. 


These kinds of compromises and win/ 
wins and thoughtful legislation are un-
usual in this body. That is why I be-
lieve that this will win overwhelming 
support here. We will continue to work 
to find an even better bill in conference 
with the Senate because, in fact, we 
are a bicameral body. We have to, in 
fact, get something that both sides can 
live with. 


In closing, I want to thank Mr. BER-
MAN, Mr. CONYERS, and certainly Mr. 
SMITH and Mr. COBLE because they 
have made this the best bill we can 
possibly have. 


Mr. Chairman, I rise in support of H.R. 
1908, the Patent Reform Act of 2007. While 
we will continue to improve the bill as this 
process moves forward, I support the product 
before us and look forward to ongoing efforts 
to strengthen this legislation. 


As the holder of 37 United States patents, 
I came to Congress with the desire to tackle 
elements I found awry in our patent laws. 
While in the private sector, I litigated several 
patent cases before our district courts and the 
United States Court of Appeals for the Federal 
Circuit. Through these experiences, I learned 
a great deal about patent law, both what was 
right with the law and areas that could use im-
provement. 


One area in need of improvement is in the 
ability of district court judges to hear patent 
cases effectively. I am gratified that the House 
passed legislation I authored to address this 
problem in the last two congresses. However, 
we are here today to deal with the substance 
of patent law, not our judges’ ability to master 
it. 


There are strong arguments in favor of re-
form, as well as strong arguments in favor of 


caution as we move forward. Our patent laws 
have not had an overhaul in many decades, 
while technology has advanced exponentially. 
Not all of our patent laws fit today with the ad-
vancements we have seen in electronics, bio-
technology, and many other areas. Impor-
tantly, many commentators and practitioners 
are concerned with the preponderance of 
over-zealous litigation and what some deem 
exaggerated damages awards. 


Both of these issues are addressed in part 
in this bill. The creation of a post grant review 
procedure at the Patent Office will help direct 
some conflicts away from court to an adminis-
trative remedy, hopefully saving vast re-
sources in time and money. Damages awards 
are addressed in encouraging courts to look 
toward apportioning damages more often, or 
allowing damages that represent the value of 
an infringed invention in a product into which 
the invention is incorporated. 


With damages and several other issues in 
this legislation, there is still work to be done. 
But to keep this process moving, to keep par-
ties negotiating in good faith, I believe we 
must support this bill today and commit to im-
proving it in the weeks to come. 


I am offering two amendments today to help 
address issues that opponents of this legisla-
tion have highlighted over the forgoing nego-
tiation process. The first maintains the ability 
of patent applicants to keep their application 
from going public until action is taken by the 
patent office. Opponents of the current bill 
argue that, because the legislation before us 
eliminates this option, entities at home and 
abroad will steal an applicant’s ideas. My 
amendment solves this problem. 


The second amendment focuses on the 
ability of the United States Patent and Trade-
mark Office to promulgate rules. The PTO cur-
rently has limited ability to do so, and oppo-
nents of this legislation argue that the very 
ability of the United States to compete in a 
global economy could be adversely affected 
by a bad rule put forth by the PTO. My 
amendment requires a 60-day delay before 
PTO rules take effect so that Congress may 
have the opportunity to review these rules. If 
Congress finds the rule unacceptable, it has 
the ability to vote on a Joint Resolution of Dis-
approval nullifying the PTO’s action. If Con-
gress does nothing, the rule takes effect. 
Therefore, this amendment helps to ameliorate 
concerns over possible PTO action that could 
harm innovation in the United States. 


Even opponents of the underlying bill should 
support these amendments. While my amend-
ments do not cure all ills in the legislation as 
seen by its opponents, they do address two 
very controversial problems in the bill. 


I thank Judiciary Committee Ranking Mem-
ber LAMAR SMITH and Subcommittee Chairman 
HOWARD BERMAN for all of their effort on this 
legislation, and I especially thank them for 
their indulgences in hearing my thoughts on 
these issues as we have worked over the 
years on patent reform. We have worked long 
and hard on this bill, and I have the full inten-
tion to continue our work together after today’s 
votes. 


Mr. CONYERS. Mr. Chairman, I now 
introduce for our closing speaker the 
distinguished gentleman from Florida, 
Mr. BOB WEXLER, to have the balance 
of our time. 


Mr. WEXLER. Mr. Chairman, a co- 
chair of the Congressional Caucus on 


Intellectual Property Promotion, I rise 
in strong support of this patent reform 
legislation because it is critical for the 
continued growth of American busi-
nesses and the creation of high-paying 
jobs in America. 


This bill will nurture and protect in-
ventors, thereby promoting future Al-
exander Graham Bells and tomorrow’s 
Microsofts. 


For more than 200 years, strong pat-
ent protection, along with timely ex-
amination of patent applications, has 
helped secure the economic success of 
the United States by empowering in-
ventors and encouraging the develop-
ment of American business both large 
and small. 


b 1330 
Every day, Americans rely on the in-


novation that comes from our patent 
system. From new computer tech-
nologies to medicines for America’s 
seniors, the American patent system 
provides the fuel for our most impor-
tant technological accomplishments. 


In America today, our capacity to 
come up with new ideas actually out-
strips the value of the goods we make. 
The licensing of U.S. patents contrib-
utes approximately $150 billion to our 
annual economy, and intellectual prop-
erty, including patents, is the only eco-
nomic area where the United States 
maintains a solid trade surplus with 
the rest of the world. 


A well-functioning patent system is 
vital to America’s commercial and sci-
entific entrepreneurs and preserves the 
incentives for innovation guaranteed 
under the United States Constitution. 


This legislation will make America 
more competitive in the global mar-
ketplace, not less. We need to support 
Mr. BERMAN and Mr. CONYERS in their 
effort to produce what I would respect-
fully suggest is the most important 
economic legislation that this House 
will pass. This is excellent for Amer-
ica’s workers; it’s excellent for Amer-
ica’s universities and our economy at 
large. 


Ms. HIRONO. Mr. Chairman, I rise in reluc-
tant opposition to H.R. 1908, the Patent Re-
form Act. 


I applaud the House Judiciary Committee 
and the House Judiciary Subcommittee on 
Courts, the Internet, and Intellectual Property 
for their efforts in putting together this com-
prehensive bill. However, I cannot in good 
conscience support the Patent Reform Act in 
its current form given the concerns that con-
tinue to be raised from organizations in my 
district and at least 100 companies nation-
wide. 


Organizations in my district, such as the Ha-
waii Science & Technology Council and Uni-
versity of Hawaii’s Office of Technology Trans-
fer and Economic Development, have raised 
concerns regarding the provisions on manda-
tory publication, prior user rights, apportion-
ment of damages, and post-grant review, 
which may discourage investment in innova-
tive technologies, harm inventors, and reduce 
publication and collaborative activities among 
academic scientists. I want to make sure that 
the final bill that becomes law protects the in-
terests of Hawaii’s burgeoning high technology 
industry and small inventors. 
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This bill remains a work-in-progress that 


certainly requires more debate. Our patent 
system serves as the basis for America’s inno-
vation. It is my hope that the concerns and 
needs of our inventors will be addressed in 
conference should this bill pass the House as 
I very much want to be able to support the 
final conference report. 


Mr. ETHERIDGE. Mr. Chairman, I rise in 
opposition to H.R. 1908, Patent Reform Act of 
2007. 


While I recognize the need for some reform 
of the United States’ patent process, I believe 
we must proceed carefully and with the goal of 
improvement for the many stakeholders af-
fected by the patent system. We should con-
tinue to work towards an efficient system that 
issues high-quality patents and places reason-
able limits on patent challenges. Although 
there are some provisions in H.R. 1908 that 
could prove beneficial, this far-reaching bill 
could do serious harm to many of the impor-
tant employers in my district. 


North Carolina benefits greatly from its 
strong university system. Institutions including 
the University of North Carolina at Chapel Hill 
and North Carolina State University in my dis-
trict serve as engines for research and innova-
tion that help to drive the state’s economy. In 
addition, the 2nd Congressional District of 
North Carolina contains a number of pharma-
ceutical companies and biotechnology compa-
nies that provide thousands of jobs and are 
helping to transform our economy. Along with 
many of the traditional manufacturing compa-
nies in North Carolina, the lifeblood of these 
institutions is the value of the patents they 
hold. These entities have expressed opposi-
tion to any measure that would weaken their 
patent portfolios. H.R. 1908 in its current form 
would endanger the value of their patents and 
harm their ability to continue fueling our econ-
omy. 


Our patent system has long been a wonder-
ful tool that has helped to foster innovation 
and reward American ingenuity. Patents, and 
their value and validity, serve as the backbone 
for thousands of companies and help form the 
basis of our economy. Congress should con-
tinue to work to reform the system in a way 
that benefits all of the varied interests that 
keep our economy strong. I hope the con-
ference committee on H.R. 1908 can correct 
its shortcomings so I can support and Con-
gress can enact comprehensive reform of our 
patent process. 


Ms. EDDIE BERNICE JOHNSON of Texas. 
Mr. Chairman, I rise today to commend Chair-
man CONYERS and the House Leadership for 
their diligence in addressing the issue of pat-
ent reform, and to express why I unfortunately 
must oppose this bill in its current form. 


There is an overwhelming need to move 
patents through the approval process quickly, 
fairly, and economically. I commend this bill on 
many of the positive changes it makes to the 
reform system, but I remain concerned about 
provisions that may dramatically restrict dam-
ages payable by infringers. It is my fear that 
this bill will alter the current system in favor of 
defendants resulting in further backlogs. 
These changes to the current system would 
ultimately hurt existing patent owners. 


In addition, this bill implements a post grant 
review process that will lead to duplicative 
challenges, resulting in an increase to the cost 
of patent ownership and significantly decreas-
ing the enforceability, predictability and value 
of all patents. 


Numerous technology firms, both large and 
small are opposed to this bill, as well as, 
many universities. These are the people on 
the forefront of our technological future and 
their voice and opposition need to be heard. 


Innovation and advancement are key to the 
future of America. It is my concern that this bill 
will tilt the legal balance in favor of patent in-
fringers and discourage innovation and invest-
ment in research and development. We must 
protect our innovators and allow them to pur-
sue concise and necessary action in the court 
of law. 


Ms. MATSUI. Mr. Chairman, I rise today in 
support of the progress to our Nation’s com-
petitiveness that the Patent Reform Act rep-
resents. Patents are vital to our universities, 
our large and small companies, our entre-
preneurs, and our economy. Our advances in 
technology are clearly demonstrated by the 
vast increase in patent applications submitted. 
Our policies and procedures governing the 
United States patent process must be updated 
to keep pace with our inventors. The Patent 
Reform Act takes significant steps towards 
that goal. 


I appreciate the extensive patent portfolio 
that is generated by the cutting-edge research 
at the University of California. These innova-
tions provide the intellectual property that busi-
nesses depend on to develop new products. I 
have heard from numerous constituents in my 
district on this issue who benefit from the tech-
nology transfer process. I am happy to rep-
resent their interests by supporting patent re-
form. This is an incredibly complex topic, as 
we face the challenge of legislating a single 
patent system to meet the needs of many in-
dustries. 


I commend Subcommittee Chairman BER-
MAN, Chairman CONYERS, Ranking Member 
SMITH, and the entire House Judiciary Com-
mittee for their diligence. They have worked 
tirelessly with hundreds of stakeholders to 
reach the carefully crafted bill that we have on 
the floor today. I thank the committee and its 
staff for their long commitment to patent re-
form. The product of their years of work, the 
Patent Reform Act, will improve our nation’s 
competitiveness and start moving our coun-
try’s patent system into the 21st century. 


Mrs. BONO. Mr. Chairman, today I rise in 
support of the Patent Reform Act of 2007. I 
would like to commend Congressman BER-
MAN, Congressman SMITH and the many Mem-
bers of the House, on both sides of the aisle, 
who have worked diligently to bring this legis-
lation before us. As one who cares deeply 
about the importance of strong legal protec-
tions for copyright and other intellectual prop-
erty rights, I look forward to supporting this bill 
today. 


My experience with the importance of intel-
lectual property rights has been in the field of 
entertainment, specifically music. The greatest 
protection that the innovators of these songs 
and performances have is their ability to copy-
right. To continue encouraging involvement 
and growth in the area of entertainment and 
the myriad of jobs that are tied to the industry, 
it is critical that patents are protected, in order 
to support the many creative individuals who 
bring music to the masses. 


Many of the issues that we address in Con-
gress from telecommunications to energy to 
health care advancements all have their basis 
in a few core concepts—the ability for small 
and large inventors to pursue a unique idea 


through the patent process. With that pursuit 
brings the need for related capital that is often 
required from outside investors to further the 
research and development that brings the pat-
ent holder’s idea to consumers across the 
world. California is home to some of the most 
impressive and entrepreneurial high-tech, bio- 
tech and entertainment industries that rely 
heavily on patent protection and copyright 
laws. Each of these industries, and their hun-
dreds of thousands of employees, will be 
greatly impacted by these changes. 


This basic concept of innovation is as crit-
ical in the high-tech field as it is in the health 
sciences and biotech realm. However, as 
many of my colleagues have pointed out 
today, the interaction between competitors and 
the role of patent protections differs greatly 
between fields. There is no one-size-fits-all so-
lution. As this legislation moves forward and is 
considered in conference, it is my hope that 
the conferees will be aware of the concerns 
that have been expressed by the biotech in-
dustry and take these concerns into consider-
ation. 


Again, I would like to reiterate my support of 
this long awaited legislation. There has been 
remarkable bipartisan work on this legislation 
over the past several years and I am proud to 
cast my vote in support of it. 


Mr. UDALL of Colorado. Mr. Chairman, 
while I have some concerns about this bill, I 
will vote for it because I think on balance it de-
serves to be approved as a necessary step to-
ward needed improvements in the current law. 


I am far from expert in the intricacies of pat-
ent law, so I have listened carefully to those 
with more knowledge, including several com-
panies employing substantial numbers of 
Coloradans that utilize patents in various 
fields. While they are not unanimous, most of 
them have urged support for the legislation. 


I have also noted that the passage of the 
legislation, as a step toward needed improve-
ments in the current law, is supported by the 
Consumers Federation of America, Con-
sumers Union, the Electronic Frontier Founda-
tion, and other groups including the Financial 
Services Roundtable. 


At the same time, I have listened to the con-
cerns expressed by others who have raised a 
number of objections to the bill and think that 
its defects are so serious as to merit rejection 
of the legislation in its current form. 


I take those objections seriously, but I have 
decided that nonetheless the better outcome 
today is for the House to pass the bill and for 
further discussion of the points they raise to 
occur in the context of debate in the Senate 
and then a conference between that body and 
the House of Representatives. 


Mrs. MCCARTHY of New York. Mr. Chair-
man, I will support H.R. 1908 with some res-
ervations. 


Our patent laws need to be updated to ad-
dress the concerns of a 21st Century global 
economy. For decades, the law has reacted to 
innovation rather than anticipating it. H.R. 
1908 contains many positive provisions that 
will make it easier for us to compete. I, there-
fore, want the process to move forward. 


The American economy is strong in part be-
cause it is diverse. We do not depend on only 
one segment for our income. Some countries 
grow crops. Others rely on tourism. Still other 
countries depend on finite natural resources. 
Some specialize in manufacturing or providing 
specific services. We are fortunate enough to 
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be able to conduct all these businesses and 
more. 


A revised patent law must protect and en-
courage all segments of our economy. We 
cannot favor high tech over manufacturing. 
We cannot discourage biotech research while 
encouraging financial services. 


If our economic foundation remains strong 
and diversified, we will be able to retain our 
preeminent role in the world’s economy. How-
ever, if our patent laws inhibit invention and in-
novation in manufacturing and basic research, 
then we would be undermining the very 
strength of our national economy. 


As the legislative process continues, I hope 
that the authors of H.R. 1908 and the mem-
bers of the other body will remember one im-
portant point. The purpose of our patent law is 
to protect and promote American innovation. 
Innovation by Americans and for Americans is 
the keystone to our domestic economic vitality 
and strength. 


The final version of patent reform must ad-
dress the legitimate interests of manufacturing, 
biotech, and small inventors. My vote on a 
final patent reform bill will depend on how well 
those interests are met. 


Ms. ESHOO. Mr. Chairman, I rise in strong 
support of this legislation which I am proud to 
cosponsor, and I congratulate Chairman BER-
MAN for his exceptional leadership and on this 
complex issue. 


I am proud to represent Silicon Valley, 
which is known worldwide for the innovation 
and developing technologies that continue to 
change and improve our lives. Nowhere in 
America—nowhere in the world—are ideas, in-
vention, and intellectual property more impor-
tant. 


Patents and IP are the cornerstone of the 
Information Economy, and it is essential that 
the United States patent system continue to 
foster the ideas and innovation which fuel our 
economy and keep America competitive. 


The patent system, unfortunately, has been 
subject to abuse, and unscrupulous opportun-
ists have exploited the rights granted to legiti-
mate patent holders to target innovative com-
panies and file groundless lawsuits based on 
dubious patents. 


The rapid pace of innovation and increas-
ingly complex patent filings have strained the 
Patent and Trademark Office and patent 
claims of questionable validity have been 
granted. 


Loopholes and shortcomings in the disposi-
tion of patent cases also allow baseless 
claims of infringement to create unnecessary 
litigation and extort nuisance settlements, sap-
ping billions from economic growth, and cre-
ating a drag on real innovation. 


Technology companies have become par-
ticularly enticing targets for this litigation be-
cause of the broad importance of patents to 
technology products. Just a single piece of 
high-tech equipment can contain hundreds of 
patents, and any one of them can now be 
used to sue for the value of the entire product. 


One company in Silicon Valley—Cisco Sys-
tems—spent $45 million this year to defend 
patent infringement cases. 


It is time to implement reforms to the patent 
system and ensure that we reward truly novel 
ideas and cutting edge innovation, not suc-
cessful litigation strategies. 


This bipartisan legislation enjoys broad sup-
port throughout the technology industry, major 
universities including the University of Cali-


fornia, as well as major consumer groups such 
as Consumer Federation of America, Con-
sumers Union, and U.S. PIRG. 


I urge my colleagues to support this bill 
which will restore balance to our patent sys-
tem. 


Ms. WOOLSEY. Mr. Chairman, the patent 
reform bill before us today is a necessary step 
to modernize and streamline our patent proc-
ess to ensure American innovation will keep 
our country competitive. It’s been over 50 
years since we have updated our patent proc-
ess. That’s before the Internet, before per-
sonal computers, and before digital music. Ac-
tually, it’s 5 years before they launched Sput-
nik. So, there can be no doubt that reforming 
the system to accommodate a new era of in-
novation is needed. 


Although this bill isn’t perfect, I think that it 
does move the ball forward in terms of reform-
ing the system. Clearly, additional patent re-
form is needed in the pharmaceutical and bio-
medical industry as there are many issues left 
unresolved by H.R. 1908. Hopefully these 
issues can be addressed in conference with 
the Senate. 


Mr. Chairman, I commend my colleagues on 
the Judiciary committee for all of their hard 
work on this bill, it’s been fifty-five years in the 
making, and it’s time for an update. 


Mr. CANNON. Mr. Chairman, I urge you to 
support the Patent Reform Act of 2007, H.R. 
1908. 


Certain aspects of our patent system have 
not been amended since 1954, but our econ-
omy has changed dramatically since then and 
it’s time our patent system caught up. 


H.R. 1908 was introduced and is supported 
by the bipartisan leadership of the Judiciary 
Committee and was approved by the com-
mittee in a unanimous voice vote. 


For the sake of our Nation’s ability to inno-
vate, grow and compete, we must pass this 
legislation. 


The danger of not reforming our patent sys-
tem is real and we are witnessing its effects 
today. 


Patents of questionable validity are limiting 
competition and raising prices for con-
sumers—a fact noted by the Federal Trade 
Commission in a 2003 report. 


In addition, current interpretations of patent 
law by district and appellate courts have 
veered far from what Congress originally in-
tended. 


The result is that companies are diverting 
resources from R&D to pay for legal defense. 


Because interpretations of patent law are so 
off-course, the U.S. Supreme Court has had to 
intervene in an unusually high number of pat-
ent cases in recent years. 


In one case, the Court explicitly called for 
Congress to take action. 


We have been debating patent reform for 
years. Such issues as post-grant review and 
damages apportionment have been compo-
nents of various patent reform bills in the 
House and Senate over the course of the last 
several sessions and have been discussed at 
length in nearly every forum, from Congres-
sional hearings to the media. 


One issue that generated the most debate 
in previous Congresses—injunctions—was re-
solved by the U.S. Supreme Court in 2006 in 
much the same way as proposed legislation 
would have done. 


Yet despite predictions from some that re-
forming the standards for granting injunctions 


would grind innovation to a halt, patent hold-
ers still are granted injunctions today to pro-
tect their intellectual property. In fact, the pat-
ent system is healthier as a result. 


H.R. 1908 will restore fairness and common 
sense to the standards for awarding reason-
able damages. 


Today, patent holders regularly are awarded 
damages based on the value of an entire 
product, even if the patent in question is one 
of literally thousands of other patented compo-
nents comprising the product. 


Additionally, H.R. 1908 will give trained pat-
ent examiners greater ability to review patents 
and enhance patent quality. 


Innovation is indeed threatened not by 
changes to the system, but by the status quo. 


After years of debate, it’s time for action. 
One area of particular interest to me is the 


language in the manager’s amendment deal-
ing with venue reform. 


I am pleased the Chairman included venue 
reform language in the manager’s amend-
ment. 


At the Judiciary Committee, Representative 
ZOE LOFGREN of California offered an amend-
ment that I cosponsored that would inject san-
ity into the patent litigation system. 


The venue reform language will create a 
real and substantial relationship between the 
parties and the acts of infringement by deny-
ing the ability to manufacture venue for hopes 
of gaming the judicial system. 


During years of efforts on litigation reform, 
we have learned about what some have re-
ferred to as Judicial Hell Holes. 


These locations are where judges apply 
laws and procedures in an unfair and unbal-
anced manner. 


The underlying legislation’s intent is to bring 
fairness and balance into the patent system. 


And the venue language will bring fairness 
and balance to patent litigation. 


This amendment will not close the court 
house door on any plaintiff. 


But it will require legitimate nexus for where 
claims may be brought. 


The nexus requirements of the amendment 
will prevent groups or entities from artificially 
manipulating presence in a judicial district just 
to game the system to file suit. 


Swift passage of H.R. 1908 will stimulate in-
novation, competition and growth—great news 
for consumers, workers and our global eco-
nomic leadership. 


I urge support of H.R. 1908. 
Mrs. TAUSCHER. Mr. Chairman, I rise 


today to commend the work of my colleague, 
Chairman HOWARD BERMAN, on the Patent Re-
form Act of 2007. 


This bill is a necessary step forward in the 
modernization of a patent system that has not 
been meaningfully updated for decades. 


I urge my colleagues to show their support 
for reform by casting a vote for this bill. 


This bill will result in higher quality patents 
emerging from the Patent and Trademark Of-
fice. 


It will harmonize our patent system with that 
of our major trading partners. 


And it will improve fairness in litigation by 
preventing ‘‘patent trolls’’ from shopping 
around for friendly courts. 


At the same time, I look forward to working 
with Congressman BERMAN to fine-tune a 
number of provisions in this bill. 


In my State of California, our economy is 
based on the incredible advances made by 
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university researchers, the high-tech sector, 
and the life sciences industry. 


Innovations in all sectors must be afforded 
the strongest possible protection. 


This has particular importance for small ven-
ture-backed firms whose patents are their only 
asset. 


With this in mind, I look forward to seeing 
improvements to provisions governing the way 
damage awards are calculated in patent suits. 


The inequitable conduct defense and the 
issue of continuations also deserve further re-
view and revision. 


I again applaud Chairman BERMAN for his 
efforts, and urge my colleagues to support 
H.R. 1908. 


The Acting CHAIRMAN (Mr. ROSS). 
All time for general debate has expired. 


Pursuant to the rule, the amendment 
in the nature of a substitute printed in 
the bill shall be considered as an origi-
nal bill for the purpose of amendment 
under the 5-minute rule and shall be 
considered read. 


The text of the amendment in the na-
ture of a substitute is as follows: 


H.R. 1908 
Be it enacted by the Senate and House of Rep-


resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE; TABLE OF CONTENTS. 


(a) SHORT TITLE.—This Act may be cited as 
the ‘‘Patent Reform Act of 2007’’. 


(b) TABLE OF CONTENTS.—The table of con-
tents of this Act is as follows: 
Sec. 1. Short title; table of contents. 
Sec. 2. Reference to title 35, United States Code. 
Sec. 3. Right of the first inventor to file. 
Sec. 4. Inventor’s oath or declaration. 
Sec. 5. Right of the inventor to obtain damages. 
Sec. 6. Post-grant procedures and other quality 


enhancements. 
Sec. 7. Definitions; patent trial and appeal 


board. 
Sec. 8. Study and report on reexamination pro-


ceedings. 
Sec. 9. Submissions by third parties and other 


quality enhancements. 
Sec. 10. Tax planning methods not patentable. 
Sec. 11. Venue and jurisdiction. 
Sec. 12. Additional information; inequitable 


conduct as defense to infringe-
ment. 


Sec. 13. Best mode requirement. 
Sec. 14. Regulatory authority. 
Sec. 15. Technical amendments. 
Sec. 16. Study of special masters in patent 


cases. 
Sec. 17. Rule of construction. 
SEC. 2. REFERENCE TO TITLE 35, UNITED STATES 


CODE. 
Whenever in this Act a section or other provi-


sion is amended or repealed, that amendment or 
repeal shall be considered to be made to that 
section or other provision of title 35, United 
States Code. 
SEC. 3. RIGHT OF THE FIRST INVENTOR TO FILE. 


(a) DEFINITIONS.—Section 100 is amended by 
adding at the end the following: 


‘‘(f) The term ‘inventor’ means the individual 
or, if a joint invention, the individuals collec-
tively who invented or discovered the subject 
matter of an invention. 


‘‘(g) The terms ‘joint inventor’ and ‘co-
inventor’ mean any one of the individuals who 
invented or discovered the subject matter of a 
joint invention. 


‘‘(h) The ‘effective filing date of a claimed in-
vention’ is— 


‘‘(1) the filing date of the patent or the appli-
cation for patent containing the claim to the in-
vention; or 


‘‘(2) if the patent or application for patent is 
entitled to a right of priority of any other appli-


cation under section 119, 365(a), or 365(b) or to 
the benefit of an earlier filing date in the United 
States under section 120, 121, or 365(c), the filing 
date of the earliest such application in which 
the claimed invention is disclosed in the manner 
provided by section 112(a). 


‘‘(i) The term ‘claimed invention’ means the 
subject matter defined by a claim in a patent or 
an application for a patent. 


‘‘(j) The term ‘joint invention’ means an in-
vention resulting from the collaboration of in-
ventive endeavors of two or more persons work-
ing toward the same end and producing an in-
vention by their collective efforts.’’. 


(b) CONDITIONS FOR PATENTABILITY.— 
(1) IN GENERAL.—Section 102 is amended to 


read as follows: 


‘‘§ 102. Conditions for patentability; novelty 
‘‘(a) NOVELTY; PRIOR ART.—A patent for a 


claimed invention may not be obtained if— 
‘‘(1) the claimed invention was patented, de-


scribed in a printed publication, in public use, 
or on sale— 


‘‘(A) more than one year before the effective 
filing date of the claimed invention; or 


‘‘(B) one year or less before the effective filing 
date of the claimed invention, other than 
through disclosures made by the inventor or a 
joint inventor or by others who obtained the 
subject matter disclosed directly or indirectly 
from the inventor or a joint inventor; or 


‘‘(2) the claimed invention was described in a 
patent issued under section 151, or in an appli-
cation for patent published or deemed published 
under section 122(b), in which the patent or ap-
plication, as the case may be, names another in-
ventor and was effectively filed before the effec-
tive filing date of the claimed invention. 


‘‘(b) EXCEPTIONS.— 
‘‘(1) PRIOR INVENTOR DISCLOSURE EXCEP-


TION.—Subject matter that would otherwise 
qualify as prior art based upon a disclosure 
under subparagraph (B) of subsection (a)(1) 
shall not be prior art to a claimed invention 
under that subparagraph if the subject matter 
had, before such disclosure, been publicly dis-
closed by the inventor or a joint inventor or oth-
ers who obtained the subject matter disclosed di-
rectly or indirectly from the inventor or a joint 
inventor. 


‘‘(2) DERIVATION, PRIOR DISCLOSURE, AND 
COMMON ASSIGNMENT EXCEPTIONS.—Subject mat-
ter that would otherwise qualify as prior art 
only under subsection (a)(2) shall not be prior 
art to a claimed invention if— 


‘‘(A) the subject matter was obtained directly 
or indirectly from the inventor or a joint inven-
tor; 


‘‘(B) the subject matter had been publicly dis-
closed by the inventor or a joint inventor or oth-
ers who obtained the subject matter disclosed di-
rectly or indirectly from the inventor or a joint 
inventor before the date on which the applica-
tion or patent referred to in subsection (a)(2) 
was effectively filed; or 


‘‘(C) the subject matter and the claimed inven-
tion, not later than the effective filing date of 
the claimed invention, were owned by the same 
person or subject to an obligation of assignment 
to the same person. 


‘‘(3) JOINT RESEARCH AGREEMENT EXCEPTION.— 
‘‘(A) IN GENERAL.—Subject matter and a 


claimed invention shall be deemed to have been 
owned by the same person or subject to an obli-
gation of assignment to the same person in ap-
plying the provisions of paragraph (2) if— 


‘‘(i) the claimed invention was made by or on 
behalf of parties to a joint research agreement 
that was in effect on or before the effective fil-
ing date of the claimed invention; 


‘‘(ii) the claimed invention was made as a re-
sult of activities undertaken within the scope of 
the joint research agreement; and 


‘‘(iii) the application for patent for the 
claimed invention discloses or is amended to dis-
close the names of the parties to the joint re-
search agreement. 


‘‘(B) For purposes of subparagraph (A), the 
term ‘joint research agreement’ means a written 
contract, grant, or cooperative agreement en-
tered into by two or more persons or entities for 
the performance of experimental, developmental, 
or research work in the field of the claimed in-
vention. 


‘‘(4) PATENTS AND PUBLISHED APPLICATIONS 
EFFECTIVELY FILED.—A patent or application for 
patent is effectively filed under subsection (a)(2) 
with respect to any subject matter described in 
the patent or application— 


‘‘(A) as of the filing date of the patent or the 
application for patent; or 


‘‘(B) if the patent or application for patent is 
entitled to claim a right of priority under section 
119, 365(a), or 365(b) or to claim the benefit of an 
earlier filing date under section 120, 121, or 
365(c), based upon one or more prior filed appli-
cations for patent, as of the filing date of the 
earliest such application that describes the sub-
ject matter.’’. 


(2) CONFORMING AMENDMENT.—The item relat-
ing to section 102 in the table of sections for 
chapter 10 is amended to read as follows: 
‘‘102. Conditions for patentability; novelty.’’. 


(c) CONDITIONS FOR PATENTABILITY; NON-OB-
VIOUS SUBJECT MATTER.—Section 103 is amend-
ed to read as follows: 
‘‘§ 103. Conditions for patentability; non-


obvious subject matter 
‘‘A patent for a claimed invention may not be 


obtained though the claimed invention is not 
identically disclosed as set forth in section 102, 
if the differences between the claimed invention 
and the prior art are such that the claimed in-
vention as a whole would have been obvious be-
fore the effective filing date of the claimed in-
vention to a person having ordinary skill in the 
art to which the claimed invention pertains. 
Patentability shall not be negated by the man-
ner in which the invention was made.’’. 


(d) REPEAL OF REQUIREMENTS FOR INVENTIONS 
MADE ABROAD.—Section 104, and the item relat-
ing to that section in the table of sections for 
chapter 10, are repealed. 


(e) REPEAL OF STATUTORY INVENTION REG-
ISTRATION.— 


(1) IN GENERAL.—Section 157, and the item re-
lating to that section in the table of sections for 
chapter 14, are repealed. 


(2) REMOVAL OF CROSS REFERENCES.—Section 
111(b)(8) is amended by striking ‘‘sections 115, 
131, 135, and 157’’ and inserting ‘‘sections 131 
and 135’’. 


(f) EARLIER FILING DATE FOR INVENTOR AND 
JOINT INVENTOR.—Section 120 is amended by 
striking ‘‘which is filed by an inventor or inven-
tors named’’ and inserting ‘‘which names an in-
ventor or joint inventor’’. 


(g) CONFORMING AMENDMENTS.— 
(1) RIGHT OF PRIORITY.—Section 172 is amend-


ed by striking ‘‘and the time specified in section 
102(d)’’. 


(2) LIMITATION ON REMEDIES.—Section 
287(c)(4) is amended by striking ‘‘the earliest ef-
fective filing date of which is prior to’’ and in-
serting ‘‘which has an effective filing date be-
fore’’. 


(3) INTERNATIONAL APPLICATION DESIGNATING 
THE UNITED STATES: EFFECT.—Section 363 is 
amended by striking ‘‘except as otherwise pro-
vided in section 102(e) of this title’’. 


(4) PUBLICATION OF INTERNATIONAL APPLICA-
TION: EFFECT.—Section 374 is amended by strik-
ing ‘‘sections 102(e) and 154(d)’’ and inserting 
‘‘section 154(d)’’. 


(5) PATENT ISSUED ON INTERNATIONAL APPLICA-
TION: EFFECT.—The second sentence of section 
375(a) is amended by striking ‘‘Subject to section 
102(e) of this title, such’’ and inserting ‘‘Such’’. 


(6) LIMIT ON RIGHT OF PRIORITY.—Section 
119(a) is amended by striking ‘‘; but no patent 
shall be granted’’ and all that follows through 
‘‘one year prior to such filing’’. 


(7) INVENTIONS MADE WITH FEDERAL ASSIST-
ANCE.—Section 202(c) is amended— 
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(A) in paragraph (2)— 
(i) by striking ‘‘publication, on sale, or public 


use,’’ and all that follows through ‘‘obtained in 
the United States’’ and inserting ‘‘the 1-year pe-
riod referred to in section 102(a) would end be-
fore the end of that 2-year period’’; and 


(ii) by striking ‘‘the statutory’’ and inserting 
‘‘that 1-year’’; and 


(B) in paragraph (3), by striking ‘‘any statu-
tory bar date that may occur under this title 
due to publication, on sale, or public use’’ and 
inserting ‘‘the expiration of the 1-year period re-
ferred to in section 102(a)’’. 


(h) REPEAL OF INTERFERING PATENT REM-
EDIES.—Section 291, and the item relating to 
that section in the table of sections for chapter 
29, are repealed. 


(i) ACTION FOR CLAIM TO PATENT ON DERIVED 
INVENTION.— 


(1) IN GENERAL.—Section 135(a) is amended to 
read as follows: 


‘‘(a) DISPUTE OVER RIGHT TO PATENT.— 
‘‘(1) INSTITUTION OF DERIVATION PRO-


CEEDING.— 
‘‘(A) REQUEST FOR PROCEEDING.—An appli-


cant may request initiation of a derivation pro-
ceeding to determine the right of the applicant 
to a patent by filing a request that sets forth 
with particularity the basis for finding that an-
other applicant derived the claimed invention 
from the applicant requesting the proceeding 
and, without authorization, filed an application 
claiming such invention. Any such request— 


‘‘(i) may only be made within 12 months after 
the earlier of— 


‘‘(I) the date on which a patent is issued con-
taining a claim that is the same or substantially 
the same as the claimed invention; or 


‘‘(II) the date of first publication of an appli-
cation containing a claim that is the same or is 
substantially the same as the claimed invention; 
and 


‘‘(ii) must be made under oath, and must be 
supported by substantial evidence. 


‘‘(B) DETERMINATION OF DIRECTOR.—When-
ever the Director determines that patents or ap-
plications for patent naming different individ-
uals as the inventor interfere with one another 
because of a dispute over the right to patent 
under section 101 on the basis of a request under 
subparagraph (A), the Director shall institute a 
derivation proceeding for the purpose of deter-
mining which applicant is entitled to a patent. 


‘‘(2) DETERMINATION BY PATENT TRIAL AND AP-
PEAL BOARD.—In any proceeding under this 
subsection, the Patent Trial and Appeal 
Board— 


‘‘(A) shall determine the question of the right 
to patent; 


‘‘(B) in appropriate circumstances, may cor-
rect the naming of the inventor in any applica-
tion or patent at issue; and 


‘‘(C) shall issue a final decision on the right 
to patent. 


‘‘(3) DERIVATION PROCEEDING.—The Patent 
Trial and Appeal Board may defer action on a 
request to initiate a derivation proceeding for up 
to three months after the date on which the Di-
rector issues a patent to the applicant that filed 
the earlier application. 


‘‘(4) EFFECT OF FINAL DECISION.—The final de-
cision of the Patent Trial and Appeal Board in 
a derivation proceeding, if adverse to the claim 
of an applicant, shall constitute the final re-
fusal by the Patent and Trademark Office on 
the claims involved. The Director may issue a 
patent to an applicant who is determined by the 
Patent Trial and Appeal Board to have the 
right to a patent. The final decision of the 
Board, if adverse to a patentee, shall, if no ap-
peal or other review of the decision has been or 
can be taken or had, constitute cancellation of 
the claims involved in the patent, and notice of 
such cancellation shall be endorsed on copies of 
the patent distributed after such cancellation by 
the Patent and Trademark Office.’’. 


(2) CONFORMING AMENDMENTS.—(A) Section 
135 is further amended— 


(i) in subsection (b)— 
(I) by striking ‘‘(b)(1) A claim’’ and inserting 


the following: 
‘‘(b) SAME CLAIMS.— 
‘‘(1) ISSUED PATENTS.—A claim’’; and 
(II) by striking ‘‘(2) A claim’’ and inserting 


the following: 
‘‘(2) PUBLISHED APPLICATIONS.—A claim’’; and 
(III) moving the remaining text of paragraphs 


(1) and (2) 2 ems to the right; 
(ii) in subsection (c)— 
(I) by striking ‘‘(c) Any agreement’’ and in-


serting the following: 
‘‘(c) AGREEMENTS TO TERMINATE PRO-


CEEDINGS.— 
‘‘(1) IN GENERAL.—Any agreement’’; 
(II) by striking ‘‘an interference’’ and insert-


ing ‘‘a derivation proceeding’’; 
(III) by striking ‘‘the interference’’ each place 


it appears and inserting ‘‘the derivation pro-
ceeding’’; 


(IV) in the second paragraph, by striking 
‘‘The Director’’ and inserting the following: 


‘‘(2) NOTICE.—The Director’’; 
(V) by amending the third paragraph to read 


as follows: 
‘‘(3) JUDICIAL REVIEW.—Any discretionary ac-


tion of the Director under this subsection shall 
be reviewable under chapter 7 of title 5.’’; and 


(VI) by moving the remaining text of para-
graphs (1) and (2) of subsection (c) 2 ems to the 
right; and 


(iii) in subsection (d)— 
(I) by striking ‘‘(d) Parties’’ and inserting 


‘‘(d) ARBITRATION.—Parties’’; 
(II) by striking ‘‘a patent interference’’ and 


inserting ‘‘a derivation proceeding’’; and 
(III) by striking ‘‘the interference’’ and insert-


ing ‘‘the derivation proceeding’’. 
(j) ELIMINATION OF REFERENCES TO INTER-


FERENCES.—(1) Sections 41(a)(6), 134, 141, 145, 
146, 154, 305, and 314 are each amended by strik-
ing ‘‘Board of Patent Appeals and Inter-
ferences’’ each place it appears and inserting 
‘‘Patent Trial and Appeal Board’’. 


(2) Section 141 is amended— 
(A) by striking ‘‘an interference’’ and insert-


ing ‘‘a derivation proceeding’’; and 
(B) by striking ‘‘interference’’ each additional 


place it appears and inserting ‘‘derivation pro-
ceeding’’. 


(3) Section 146 is amended— 
(A) in the first paragraph— 
(i) by striking ‘‘Any party’’ and inserting ‘‘(a) 


IN GENERAL.—Any party’’; 
(ii) by striking ‘‘an interference’’ and insert-


ing ‘‘a derivation proceeding’’; and 
(iii) by striking ‘‘interference’’ each additional 


place it appears and inserting ‘‘derivation pro-
ceeding’’; and 


(B) in the second paragraph, by striking 
‘‘Such suit’’ and inserting ‘‘(b) PROCEDURE.—A 
suit under subsection (a)’’ 


(4) The section heading for section 134 is 
amended to read as follows: 
‘‘§ 134. Appeal to the Patent Trial and Appeal 


Board’’. 
(5) The section heading for section 135 is 


amended to read as follows: 
‘‘§ 135. Derivation proceedings’’. 


(6) The section heading for section 146 is 
amended to read as follows: 
‘‘§ 146. Civil action in case of derivation pro-


ceeding’’. 
(7) Section 154(b)(1)(C) is amended by striking 


‘‘INTERFERENCES’’ and inserting ‘‘DERIVATION 
PROCEEDINGS’’. 


(8) The item relating to section 6 in the table 
of sections for chapter 1 is amended to read as 
follows: 
‘‘6. Patent Trial and Appeal Board.’’. 


(9) The items relating to sections 134 and 135 
in the table of sections for chapter 12 are 
amended to read as follows: 
‘‘134. Appeal to the Patent Trial and Appeal 


Board. 
‘‘135. Derivation proceedings.’’. 


(10) The item relating to section 146 in the 
table of sections for chapter 13 is amended to 
read as follows: 
‘‘146. Civil action in case of derivation pro-


ceeding.’’. 
(11) CERTAIN APPEALS.—Subsection 


1295(a)(4)(A) of title 28, United States Code, is 
amended to read as follows: 


‘‘(A) the Patent Trial and Appeal Board of 
the United States Patent and Trademark Office 
with respect to patent applications, derivation 
proceedings, and post-grant review proceedings, 
at the instance of an applicant for a patent or 
any party to a patent interference (commenced 
before the effective date provided in section 3(k) 
of the Patent Reform Act of 2007), derivation 
proceeding, or post-grant review proceeding, 
and any such appeal shall waive any right of 
such applicant or party to proceed under section 
145 or 146 of title 35;’’. 


(k) EFFECTIVE DATE.— 
(1) IN GENERAL.—The amendments made by 


this section— 
(A) shall take effect 90 days after the date on 


which the President transmits to the Congress a 
finding that major patenting authorities have 
adopted a grace period having substantially the 
same effect as that contained under the amend-
ments made by this section; and 


(B) shall apply to all applications for patent 
that are filed on or after the effective date 
under subparagraph (A). 


(2) DEFINITIONS.—In this subsection: 
(A) MAJOR PATENTING AUTHORITIES.—The 


term ‘‘major patenting authorities’’ means at 
least the patenting authorities in Europe and 
Japan. 


(B) GRACE PERIOD.—The term ‘‘grace period’’ 
means the 1-year period ending on the effective 
filing date of a claimed invention, during which 
disclosures of the subject matter by the inventor 
or a joint inventor, or by others who obtained 
the subject matter disclosed directly or indirectly 
from the inventor or a joint inventor, do not 
qualify as prior art to the claimed invention. 


(C) EFFECTIVE FILING DATE.—The term ‘‘effec-
tive filing date of a claimed invention’’ means, 
with respect to a patenting authority in another 
country, a date equivalent to the effective filing 
date of a claimed invention as defined in section 
100(h) of title 35, United States Code, as added 
by subsection (a) of this section. 


(l) REVIEW EVERY 7 YEARS.—Not later than 
the end of the 7-year period beginning on the ef-
fective date under subsection (k), and the end of 
every 7-year period thereafter, the Under Sec-
retary of Commerce for Intellectual Property 
and Director of the United States Patent and 
Trademark Office (in this subsection referred to 
as the ‘‘Director’’) shall— 


(1) conduct a study on the effectiveness and 
efficiency of the amendments made by this sec-
tion; and 


(2) submit to the Committees on the Judiciary 
of the House of Representatives and the Senate 
a report on the results of the study, including 
any recommendations the Director has on 
amendments to the law and other recommenda-
tions of the Director with respect to the first-to- 
file system implemented under the amendments 
made by this section. 
SEC. 4. INVENTOR’S OATH OR DECLARATION. 


(a) INVENTOR’S OATH OR DECLARATION.— 
(1) IN GENERAL.—Section 115 is amended to 


read as follows: 
‘‘§ 115. Inventor’s oath or declaration 


‘‘(a) NAMING THE INVENTOR; INVENTOR’S OATH 
OR DECLARATION.—An application for patent 
that is filed under section 111(a), that com-
mences the national stage under section 363, or 
that is filed by an inventor for an invention for 
which an application has previously been filed 
under this title by that inventor shall include, 
or be amended to include, the name of the in-
ventor of any claimed invention in the applica-
tion. Except as otherwise provided in this sec-
tion, each individual who is the inventor or a 
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joint inventor of a claimed invention in an ap-
plication for patent shall execute an oath or 
declaration in connection with the application. 


‘‘(b) REQUIRED STATEMENTS.—An oath or dec-
laration by an individual under subsection (a) 
shall contain statements that— 


‘‘(1) the application was made or was author-
ized to be made by individual; and 


‘‘(2) the individual believes himself or herself 
to be the original inventor or an original joint 
inventor of a claimed invention in the applica-
tion. 


‘‘(c) ADDITIONAL REQUIREMENTS.—The Direc-
tor may specify additional information relating 
to the inventor and the invention that is re-
quired to be included in an oath or declaration 
under subsection (a). 


‘‘(d) SUBSTITUTE STATEMENT.— 
‘‘(1) IN GENERAL.—In lieu of executing an 


oath or declaration under subsection (a), the 
applicant for patent may provide a substitute 
statement under the circumstances described in 
paragraph (2) and such additional cir-
cumstances that the Director may specify by 
regulation. 


‘‘(2) PERMITTED CIRCUMSTANCES.—A substitute 
statement under paragraph (1) is permitted with 
respect to any individual who— 


‘‘(A) is unable to file the oath or declaration 
under subsection (a) because the individual— 


‘‘(i) is deceased; 
‘‘(ii) is under legal incapacity; or 
‘‘(iii) cannot be found or reached after dili-


gent effort; or 
‘‘(B) is under an obligation to assign the in-


vention and has refused to make the oath or 
declaration required under subsection (a). 


‘‘(3) CONTENTS.—A substitute statement under 
this subsection shall— 


‘‘(A) identify the individual with respect to 
whom the statement applies; 


‘‘(B) set forth the circumstances representing 
the permitted basis for the filing of the sub-
stitute statement in lieu of the oath or declara-
tion under subsection (a); and 


‘‘(C) contain any additional information, in-
cluding any showing, required by the Director. 


‘‘(e) MAKING REQUIRED STATEMENTS IN AS-
SIGNMENT OF RECORD.—An individual who is 
under an obligation of assignment of an appli-
cation for patent may include the required 
statements under subsections (b) and (c) in the 
assignment executed by the individual, in lieu of 
filing such statements separately. 


‘‘(f) TIME FOR FILING.—A notice of allowance 
under section 151 may be provided to an appli-
cant for patent only if the applicant for patent 
has filed each required oath or declaration 
under subsection (a) or has filed a substitute 
statement under subsection (d) or recorded an 
assignment meeting the requirements of sub-
section (e). 


‘‘(g) EARLIER-FILED APPLICATION CONTAINING 
REQUIRED STATEMENTS OR SUBSTITUTE STATE-
MENT.—The requirements under this section 
shall not apply to an individual with respect to 
an application for patent in which the indi-
vidual is named as the inventor or a joint inven-
tor and that claims the benefit of an earlier fil-
ing date under section 120 or 365(c), if— 


‘‘(1) an oath or declaration meeting the re-
quirements of subsection (a) was executed by the 
individual and was filed in connection with the 
earlier-filed application; 


‘‘(2) a substitute statement meeting the re-
quirements of subsection (d) was filed in the 
earlier filed application with respect to the indi-
vidual; or 


‘‘(3) an assignment meeting the requirements 
of subsection (e) was executed with respect to 
the earlier-filed application by the individual 
and was recorded in connection with the earlier- 
filed application. 


‘‘(h) SUPPLEMENTAL AND CORRECTED STATE-
MENTS; FILING ADDITIONAL STATEMENTS.— 


‘‘(1) IN GENERAL.—Any person making a state-
ment required under this section may withdraw, 
replace, or otherwise correct the statement at 


any time. If a change is made in the naming of 
the inventor requiring the filing of 1 or more ad-
ditional statements under this section, such ad-
ditional statements shall be filed in accordance 
with regulations established by the Director. 


‘‘(2) SUPPLEMENTAL STATEMENTS NOT RE-
QUIRED.—If an individual has executed an oath 
or declaration under subsection (a) or an as-
signment meeting the requirements of subsection 
(e) with respect to an application for patent, the 
Director may not thereafter require that indi-
vidual to make any additional oath, declara-
tion, or other statement equivalent to those re-
quired by this section in connection with the ap-
plication for patent or any patent issuing there-
on. 


‘‘(3) SAVINGS CLAUSE.—No patent shall be in-
valid or unenforceable based upon the failure to 
comply with a requirement under this section if 
the failure is remedied as provided under para-
graph (1). 


‘‘(i) ACKNOWLEDGMENT OF PENALTIES.—Any 
declaration or statement filed under this section 
must contain an acknowledgment that any will-
ful false statement is punishable by fine or im-
prisonment, or both, under section 1001 of title 
18.’’. 


(2) RELATIONSHIP TO DIVISIONAL APPLICA-
TIONS.—Section 121 is amended by striking ‘‘If a 
divisional application’’ and all that follows 
through ‘‘inventor.’’. 


(3) REQUIREMENTS FOR NONPROVISIONAL AP-
PLICATIONS.—Section 111(a) is amended— 


(A) in paragraph (2)(C), by striking ‘‘by the 
applicant’’ and inserting ‘‘or declaration’’; 


(B) in the heading for paragraph (3), by strik-
ing ‘‘AND OATH’’; and 


(C) by striking ‘‘and oath’’ each place it ap-
pears. 


(4) CONFORMING AMENDMENT.—The item relat-
ing to section 115 in the table of sections for 
chapter 11 is amended to read as follows: 
‘‘115. Inventor’s oath or declaration.’’. 


(b) FILING BY OTHER THAN INVENTOR.—Sec-
tion 118 is amended to read as follows: 
‘‘§ 118. Filing by other than inventor 


‘‘A person to whom the inventor has assigned 
or is under an obligation to assign the invention 
may make an application for patent. A person 
who otherwise shows sufficient proprietary in-
terest in the matter may make an application for 
patent on behalf of and as agent for the inven-
tor on proof of the pertinent facts and a show-
ing that such action is appropriate to preserve 
the rights of the parties. If the Director grants 
a patent on an application filed under this sec-
tion by a person other than the inventor, the 
patent shall be granted to the real party in in-
terest and upon such notice to the inventor as 
the Director considers to be sufficient.’’. 


(c) SPECIFICATION.—Section 112 is amended— 
(1) in the first paragraph—— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(a) IN GENERAL.—The specification’’; 
and 


(B) by striking ‘‘of carrying out his inven-
tion’’ and inserting ‘‘or joint inventor of car-
rying out the invention’’; and 


(2) in the second paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(b) CONCLUSION.—The specification’’; 
and 


(B) by striking ‘‘applicant regards as his in-
vention’’ and inserting ‘‘inventor or a joint in-
ventor regards as the invention’’; 


(3) in the third paragraph, by striking ‘‘A 
claim’’ and inserting ‘‘(c) FORM.—A claim’’; 


(4) in the fourth paragraph, by striking ‘‘Sub-
ject to the following paragraph,’’ and inserting 
‘‘(d) REFERENCE IN DEPENDENT FORMS.—Subject 
to subsection (e),’’; 


(5) in the fifth paragraph, by striking ‘‘A 
claim’’ and inserting ‘‘(e) REFERENCE IN MUL-
TIPLE DEPENDENT FORM.—A claim’’; and 


(6) in the last paragraph, by striking ‘‘An ele-
ment’’ and inserting ‘‘(f) ELEMENT IN CLAIM FOR 
A COMBINATION.—An element’’. 


(d) EFFECTIVE DATE.—The amendments made 
by this section— 


(1) shall take effect at the end of the 1-year 
period beginning on the date of the enactment 
of this Act; and 


(2) shall apply to any application for patent, 
or application for reissue patent, that is filed on 
or after the effective date under paragraph (1). 
SEC. 5. RIGHT OF THE INVENTOR TO OBTAIN 


DAMAGES. 
(a) DAMAGES.—Section 284 is amended— 
(1) in the first paragraph, by striking ‘‘Upon’’ 


and inserting ‘‘(a) IN GENERAL.—Upon’’; 
(2) by designating the second undesignated 


paragraph as subsection (c); 
(3) by inserting after subsection (a) (as des-


ignated by paragraph (1) of this subsection) the 
following: 


‘‘(b) REASONABLE ROYALTY.— 
‘‘(1) IN GENERAL.—An award pursuant to sub-


section (a) that is based upon a reasonable roy-
alty shall be determined in accordance with this 
subsection. Based on the facts of the case, the 
court shall determine whether paragraph (2), 
(3), or (5) will be used by the court or the jury 
in calculating a reasonable royalty. The court 
shall identify the factors that are relevant to the 
determination of a reasonable royalty under the 
applicable paragraph, and the court or jury, as 
the case may be, shall consider only those fac-
tors in making the determination. 


‘‘(2) RELATIONSHIP OF DAMAGES TO CONTRIBU-
TIONS OVER PRIOR ART.—The court shall conduct 
an analysis to ensure that a reasonable royalty 
under subsection (a) is applied only to that eco-
nomic value properly attributable to the patent’s 
specific contribution over the prior art. The 
court shall exclude from the analysis the eco-
nomic value properly attributable to the prior 
art, and other features or improvements, wheth-
er or not themselves patented, that contribute 
economic value to the infringing product or 
process. 


‘‘(3) ENTIRE MARKET VALUE.—Unless the 
claimant shows that the patent’s specific con-
tribution over the prior art is the predominant 
basis for market demand for an infringing prod-
uct or process, damages may not be based upon 
the entire market value of the products or proc-
esses involved that satisfy that demand. 


‘‘(4) COMBINATION INVENTIONS.—For purposes 
of paragraphs (2) and (3), in the case of a com-
bination invention the elements of which are 
present individually in the prior art, the pat-
entee may show that the contribution over the 
prior art may include the value of the addi-
tional function resulting from the combination, 
as well as the enhanced value, if any, of some 
or all of the prior art elements resulting from the 
combination. 


‘‘(5) OTHER FACTORS.—In determining a rea-
sonable royalty, the court may also consider, or 
direct the jury to consider, the terms of any 
nonexclusive marketplace licensing of the inven-
tion, where appropriate, as well as any other 
relevant factors under applicable law.’’; 


(4) by amending subsection (c) (as designated 
by paragraph (1) of this subsection) to read as 
follows: 


‘‘(c) WILLFUL INFRINGEMENT.— 
‘‘(1) INCREASED DAMAGES.—A court that has 


determined that the infringer has willfully in-
fringed a patent or patents may increase the 
damages up to three times the amount of dam-
ages found or assessed under subsection (a), ex-
cept that increased damages under this para-
graph shall not apply to provisional rights 
under section 154(d). 


‘‘(2) PERMITTED GROUNDS FOR WILLFULNESS.— 
A court may find that an infringer has willfully 
infringed a patent only if the patent owner pre-
sents clear and convincing evidence that— 


‘‘(A) after receiving written notice from the 
patentee— 


‘‘(i) alleging acts of infringement in a manner 
sufficient to give the infringer an objectively 
reasonable apprehension of suit on such patent, 
and 
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‘‘(ii) identifying with particularity each claim 


of the patent, each product or process that the 
patent owner alleges infringes the patent, and 
the relationship of such product or process to 
such claim, 


the infringer, after a reasonable opportunity to 
investigate, thereafter performed one or more of 
the alleged acts of infringement; 


‘‘(B) the infringer intentionally copied the 
patented invention with knowledge that it was 
patented; or 


‘‘(C) after having been found by a court to 
have infringed that patent, the infringer en-
gaged in conduct that was not colorably dif-
ferent from the conduct previously found to 
have infringed the patent, and that resulted in 
a separate finding of infringement of the same 
patent. 


‘‘(3) LIMITATIONS ON WILLFULNESS.—(A) A 
court may not find that an infringer has will-
fully infringed a patent under paragraph (2) for 
any period of time during which the infringer 
had an informed good faith belief that the pat-
ent was invalid or unenforceable, or would not 
be infringed by the conduct later shown to con-
stitute infringement of the patent. 


‘‘(B) An informed good faith belief within the 
meaning of subparagraph (A) may be estab-
lished by— 


‘‘(i) reasonable reliance on advice of counsel; 
‘‘(ii) evidence that the infringer sought to 


modify its conduct to avoid infringement once it 
had discovered the patent; or 


‘‘(iii) other evidence a court may find suffi-
cient to establish such good faith belief. 


‘‘(C) The decision of the infringer not to 
present evidence of advice of counsel is not rel-
evant to a determination of willful infringement 
under paragraph (2). 


‘‘(4) LIMITATION ON PLEADING.—Before the 
date on which a court determines that the pat-
ent in suit is not invalid, is enforceable, and has 
been infringed by the infringer, a patentee may 
not plead and a court may not determine that 
an infringer has willfully infringed a patent. 
The court’s determination of an infringer’s will-
fulness shall be made without a jury.’’; and 


(5) in the third undesignated paragraph, by 
striking ‘‘The court’’ and inserting ‘‘(d) EXPERT 
TESTIMONY.—The court’’. 


(b) DEFENSE TO INFRINGEMENT BASED ON EAR-
LIER INVENTOR.—Section 273 is amended— 


(1) in subsection (a)— 
(A) in paragraph (1)— 
(i) by striking ‘‘of a method’’; and 
(ii) by striking ‘‘review period;’’ and inserting 


‘‘review period; and’’; 
(B) in paragraph (2)(B), by striking the semi-


colon at the end and inserting a period; and 
(C) by striking paragraphs (3) and (4); 
(2) in subsection (b)— 
(A) in paragraph (1)— 
(i) by striking ‘‘for a method’’; and 
(ii) by striking ‘‘at least 1 year before the ef-


fective filing date of such patent, and’’ and all 
that follows through the period and inserting 
‘‘and commercially used, or made substantial 
preparations for commercial use of, the subject 
matter before the effective filing date of the 
claimed invention.’’; 


(B) in paragraph (2)— 
(i) by striking ‘‘The sale or other disposition 


of a useful end product produced by a patented 
method’’ and inserting ‘‘The sale or other dis-
position of subject matter that qualifies for the 
defense set forth in this section’’; and 


(ii) by striking ‘‘a defense under this section 
with respect to that useful end result’’ and in-
serting ‘‘such defense’’; 


(C) in paragraph (3)— 
(i) by striking subparagraph (A); and 
(ii) by redesignating subparagraphs (B) and 


(C) as subparagraphs (A) and (B), respectively; 
and 


(D) in paragraph (7), by striking ‘‘of the pat-
ent’’ and inserting ‘‘of the claimed invention’’; 
and 


(3) by amending the heading to read as fol-
lows: 
‘‘§ 273. Special defenses to and exemptions 


from infringement’’. 


(c) TABLE OF SECTIONS.—The item relating to 
section 273 in the table of sections for chapter 28 
is amended to read as follows: 
‘‘273. Special defenses to and exemptions from 


infringement.’’. 
(d) EFFECTIVE DATE.—The amendments made 


by this section shall apply to any civil action 
commenced on or after the date of the enact-
ment of this Act. 


(e) REVIEW EVERY 7 YEARS.—Not later than 
the end of the 7-year period beginning on the 
date of the enactment of this Act, and the end 
of every 7-year period thereafter, the Under Sec-
retary of Commerce for Intellectual Property 
and Director of the United States Patent and 
Trademark Office (in this subsection referred to 
as the ‘‘Director’’) shall— 


(1) conduct a study on the effectiveness and 
efficiency of the amendments made by this sec-
tion; and 


(2) submit to the Committees on the Judiciary 
of the House of Representatives and the Senate 
a report on the results of the study, including 
any recommendations the Director has on 
amendments to the law and other recommenda-
tions of the Director with respect to the right of 
the inventor to obtain damages for patent in-
fringement. 
SEC. 6. POST-GRANT PROCEDURES AND OTHER 


QUALITY ENHANCEMENTS. 
(a) CITATION OF PRIOR ART.— 
(1) IN GENERAL.—Section 301 is amended to 


read as follows: 
‘‘§ 301. Citation of prior art 


‘‘(a) IN GENERAL.—Any person at any time 
may cite to the Office in writing— 


‘‘(1) prior art consisting of patents or printed 
publications which that person believes to have 
a bearing on the patentability of any claim of a 
particular patent; or 


‘‘(2) written statements of the patent owner 
filed in a proceeding before a Federal court or 
the Patent and Trademark Office in which the 
patent owner takes a position on the scope of 
one or more patent claims. 


‘‘(b) SUBMISSIONS PART OF OFFICIAL FILE.—If 
the person citing prior art or written submis-
sions under subsection (a) explains in writing 
the pertinence and manner of applying the prior 
art or written submissions to at least one claim 
of the patent, the citation of the prior art or 
written submissions (as the case may be) and 
the explanation thereof shall become a part of 
the official file of the patent. 


‘‘(c) PROCEDURES FOR WRITTEN STATE-
MENTS.— 


‘‘(1) SUBMISSION OF ADDITIONAL MATERIALS.— 
A party that submits written statements under 
subsection (a)(2) in a proceeding shall include 
any other documents, pleadings, or evidence 
from the proceeding that address the patent 
owner’s statements or the claims addressed by 
the written statements. 


‘‘(2) LIMITATION ON USE OF STATEMENTS.— 
Written statements submitted under subsection 
(a)(2) shall not be considered for any purpose 
other than to determine the proper meaning of 
the claims that are the subject of the request in 
a proceeding ordered pursuant to section 304 or 
313. Any such written statements, and any ma-
terials submitted under paragraph (1), that are 
subject to an applicable protective order shall be 
redacted to exclude information subject to the 
order. 


‘‘(d) IDENTITY WITHHELD.—Upon the written 
request of the person citing prior art or written 
statements under subsection (a), the person’s 
identity shall be excluded from the patent file 
and kept confidential.’’. 


(b) REEXAMINATION.—Section 303(a) is amend-
ed to read as follows: 


‘‘(a) Within three months after the owner of a 
patent files a request for reexamination under 


section 302, the Director shall determine whether 
a substantial new question of patentability af-
fecting any claim of the patent concerned is 
raised by the request, with or without consider-
ation of other patents or printed publications. 
On the Director’s own initiative, and at any 
time, the Director may determine whether a sub-
stantial new question of patentability is raised 
by patents and publications discovered by the 
Director, is cited under section 301, or is cited by 
any person other than the owner of the patent 
under section 302 or section 311. The existence of 
a substantial new question of patentability is 
not precluded by the fact that a patent or print-
ed publication was previously cited by or to the 
Office or considered by the Office.’’. 


(c) CONDUCT OF INTER PARTES PRO-
CEEDINGS.—Section 314 is amended— 


(1) in the first sentence of subsection (a), by 
striking ‘‘conducted according to the procedures 
established for initial examination under the 
provisions of sections 132 and 133’’ and inserting 
‘‘heard by an administrative patent judge in ac-
cordance with procedures which the Director 
shall establish’’; 


(2) in subsection (b), by striking paragraph (2) 
and inserting the following: 


‘‘(2) The third-party requester shall have the 
opportunity to file written comments on any ac-
tion on the merits by the Office in the inter 
partes reexamination proceeding, and on any 
response that the patent owner files to such an 
action, if those written comments are received 
by the Office within 60 days after the date of 
service on the third-party requester of the Office 
action or patent owner response, as the case 
may be.’’; and 


(3) by adding at the end the following: 
‘‘(d) ORAL HEARING.—At the request of a third 


party requestor or the patent owner, the admin-
istrative patent judge shall conduct an oral 
hearing, unless the judge finds cause lacking for 
such hearing.’’. 


(d) ESTOPPEL.—Section 315(c) is amended by 
striking ‘‘or could have raised’’. 


(e) REEXAMINATION PROHIBITED AFTER DIS-
TRICT COURT DECISION.—Section 317(b) is 
amended— 


(1) in the subsection heading, by striking 
‘‘FINAL DECISION’’ and inserting ‘‘DISTRICT 
COURT DECISION’’; and 


(2) by striking ‘‘Once a final decision has been 
entered’’ and inserting ‘‘Once the judgment of 
the district court has been entered’’. 


(f) POST-GRANT OPPOSITION PROCEDURES.— 
(1) IN GENERAL.—Part III is amended by add-


ing at the end the following new chapter: 
‘‘CHAPTER 32—POST-GRANT REVIEW 


PROCEDURES 
‘‘Sec. 
‘‘321. Petition for post-grant review. 
‘‘322. Timing and bases of petition. 
‘‘323. Requirements of petition. 
‘‘324. Prohibited filings. 
‘‘325. Submission of additional information; 


showing of sufficient grounds. 
‘‘326. Conduct of post-grant review proceedings. 
‘‘327. Patent owner response. 
‘‘328. Proof and evidentiary standards. 
‘‘329. Amendment of the patent. 
‘‘330. Decision of the Board. 
‘‘331. Effect of decision. 
‘‘332. Settlement. 
‘‘333. Relationship to other pending pro-


ceedings. 
‘‘334. Effect of decisions rendered in civil action 


on post-grant review proceedings. 
‘‘335. Effect of final decision on future pro-


ceedings. 
‘‘336. Appeal. 
‘‘§ 321. Petition for post-grant review 


‘‘Subject to sections 322, 324, 332, and 333, a 
person who is not the patent owner may file 
with the Office a petition for cancellation seek-
ing to institute a post-grant review proceeding 
to cancel as unpatentable any claim of a patent 
on any ground that could be raised under para-
graph (2) or (3) of section 282(b) (relating to in-
validity of the patent or any claim). The Direc-
tor shall establish, by regulation, fees to be paid 
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by the person requesting the proceeding, in such 
amounts as the Director determines to be rea-
sonable. 


‘‘§ 322. Timing and bases of petition 
‘‘A post-grant proceeding may be instituted 


under this chapter pursuant to a cancellation 
petition filed under section 321 only if— 


‘‘(1) the petition is filed not later than 12 
months after the grant of the patent or issuance 
of a reissue patent, as the case may be; or 


‘‘(2) the patent owner consents in writing to 
the proceeding. 


‘‘§ 323. Requirements of petition 
‘‘A cancellation petition filed under section 


321 may be considered only if— 
‘‘(1) the petition is accompanied by payment 


of the fee established by the Director under sec-
tion 321; 


‘‘(2) the petition identifies the cancellation pe-
titioner; and 


‘‘(3) the petition sets forth in writing the basis 
for the cancellation, identifying each claim 
challenged and providing such information as 
the Director may require by regulation, and in-
cludes copies of patents and printed publica-
tions that the cancellation petitioner relies upon 
in support of the petition; and 


‘‘(4) the petitioner provides copies of those 
documents to the patent owner or, if applicable, 
the designated representative of the patent 
owner. 


‘‘§ 324. Prohibited filings 
‘‘A post-grant review proceeding may not be 


instituted under section 322 if the petition for 
cancellation requesting the proceeding identifies 
the same cancellation petitioner and the same 
patent as a previous petition for cancellation 
filed under such section. 


‘‘§ 325. Submission of additional information; 
showing of sufficient grounds 
‘‘(a) IN GENERAL.—The cancellation petitioner 


shall file such additional information with re-
spect to the petition as the Director may require. 
For each petition submitted under section 321, 
the Director shall determine if the written state-
ment, and any evidence submitted with the re-
quest, establish that a substantial question of 
patentability exists for at least one claim in the 
patent. The Director may initiate a post-grant 
review proceeding if the Director determines 
that the information presented provides suffi-
cient grounds to believe that there is a substan-
tial question of patentability concerning one or 
more claims of the patent at issue. 


‘‘(b) NOTIFICATION; DETERMINATIONS NOT RE-
VIEWABLE.—The Director shall notify the patent 
owner and each petitioner in writing of the Di-
rector’s determination under subsection (a), in-
cluding a determination to deny the petition. 
The Director shall make that determination in 
writing not later than 60 days after receiving 
the petition. Any determination made by the Di-
rector under subsection (a), including whether 
or not to institute a post-grant review pro-
ceeding or to deny the petition, shall not be re-
viewable. 


‘‘§ 326. Conduct of post-grant review pro-
ceedings 
‘‘(a) IN GENERAL.—The Director shall pre-


scribe regulations, in accordance with section 
2(b)(2)— 


‘‘(1) establishing and governing post-grant re-
view proceedings under this chapter and their 
relationship to other proceedings under this 
title; 


‘‘(2) establishing procedures for the submis-
sion of supplemental information after the peti-
tion for cancellation is filed; and 


‘‘(3) setting forth procedures for discovery of 
relevant evidence, including that such discovery 
shall be limited to evidence directly related to 
factual assertions advanced by either party in 
the proceeding, and the procedures for obtain-
ing such evidence shall be consistent with the 
purpose and nature of the proceeding. 


‘‘(b) POST-GRANT REGULATIONS.—Regulations 
under subsection (a)(1)— 


‘‘(1) shall require that the final determination 
in a post-grant proceeding issue not later than 
one year after the date on which the post-grant 
review proceeding is instituted under this chap-
ter, except that, for good cause shown, the Di-
rector may extend the 1-year period by not more 
than six months; 


‘‘(2) shall provide for discovery upon order of 
the Director; 


‘‘(3) shall provide for publication of notice in 
the Federal Register of the filing of a petition 
for post-grant review under this chapter, for 
publication of the petition, and documents, or-
ders, and decisions relating to the petition, on 
the website of the Patent and Trademark Office, 
and for filings under seal exempt from publica-
tion requirements; 


‘‘(4) shall prescribe sanctions for abuse of dis-
covery, abuse of process, or any other improper 
use of the proceeding, such as to harass or to 
cause unnecessary delay or unnecessary in-
crease in the cost of the proceeding; 


‘‘(5) may provide for protective orders gov-
erning the exchange and submission of con-
fidential information; and 


‘‘(6) shall ensure that any information sub-
mitted by the patent owner in support of any 
amendment entered under section 329 is made 
available to the public as part of the prosecution 
history of the patent. 


‘‘(c) CONSIDERATIONS.—In prescribing regula-
tions under this section, the Director shall con-
sider the effect on the economy, the integrity of 
the patent system, and the efficient administra-
tion of the Office. 


‘‘(d) CONDUCT OF PROCEEDING.—The Patent 
Trial and Appeal Board shall, in accordance 
with section 6(b), conduct each post-grant re-
view proceeding authorized by the Director. 
‘‘§ 327. Patent owner response 


‘‘After a post-grant proceeding under this 
chapter has been instituted with respect to a 
patent, the patent owner shall have the right to 
file, within a time period set by the Director, a 
response to the cancellation petition. The patent 
owner shall file with the response, through affi-
davits or declarations, any additional factual 
evidence and expert opinions on which the pat-
ent owner relies in support of the response. 
‘‘§ 328. Proof and evidentiary standards 


‘‘(a) IN GENERAL.—The presumption of valid-
ity set forth in section 282 shall not apply in a 
challenge to any patent claim under this chap-
ter. 


‘‘(b) BURDEN OF PROOF.—The party advanc-
ing a proposition under this chapter shall have 
the burden of proving that proposition by a pre-
ponderance of the evidence. 
‘‘§ 329. Amendment of the patent 


‘‘(a) IN GENERAL.—In response to a challenge 
in a petition for cancellation, the patent owner 
may file one motion to amend the patent in one 
or more of the following ways: 


‘‘(1) Cancel any challenged patent claim. 
‘‘(2) For each challenged claim, propose a sub-


stitute claim. 
‘‘(3) Amend the patent drawings or otherwise 


amend the patent other than the claims. 
‘‘(b) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted only for good 
cause shown. 


‘‘(c) SCOPE OF CLAIMS.—An amendment under 
this section may not enlarge the scope of the 
claims of the patent or introduce new matter. 
‘‘§ 330. Decision of the Board 


‘‘If the post-grant review proceeding is insti-
tuted and not dismissed under this chapter, the 
Patent Trial and Appeal Board shall issue a 
final written decision with respect to the patent-
ability of any patent claim challenged and any 
new claim added under section 329. 
‘‘§ 331. Effect of decision 


‘‘(a) IN GENERAL.—If the Patent Trial and 
Appeal Board issues a final decision under sec-


tion 330 and the time for appeal has expired or 
any appeal proceeding has terminated, the Di-
rector shall issue and publish a certificate can-
celing any claim of the patent finally deter-
mined to be unpatentable and incorporating in 
the patent by operation of the certificate any 
new claim determined to be patentable. 


‘‘(b) NEW CLAIMS.—Any new claim held to be 
patentable and incorporated into a patent in a 
post-grant review proceeding shall have the 
same effect as that specified in section 252 for 
reissued patents on the right of any person who 
made, purchased, offered to sell, or used within 
the United States, or imported into the United 
States, anything patented by such new claim, or 
who made substantial preparations therefor, be-
fore a certificate under subsection (a) of this 
section is issued. 


‘‘§ 332. Settlement 


‘‘(a) IN GENERAL.—A post-grant review pro-
ceeding shall be terminated with respect to any 
petitioner upon the joint request of the peti-
tioner and the patent owner, unless the Patent 
Trial and Appeal Board has issued a written de-
cision before the request for termination is filed. 
If the post-grant review proceeding is termi-
nated with respect to a petitioner under this 
paragraph, no estoppel shall apply to that peti-
tioner. If no petitioner remains in the pro-
ceeding, the panel of administrative patent 
judges assigned to the proceeding shall termi-
nate the proceeding. 


‘‘(b) AGREEMENT IN WRITING.—Any agreement 
or understanding between the patent owner and 
a petitioner, including any collateral agree-
ments referred to in the agreement or under-
standing, that is made in connection with or in 
contemplation of the termination of a post-grant 
review proceeding, must be in writing. A post- 
grant review proceeding as between the parties 
to the agreement or understanding may not be 
terminated until a copy of the agreement or un-
derstanding, including any such collateral 
agreements, has been filed in the Office. If any 
party filing such an agreement or under-
standing requests, the agreement or under-
standing shall be kept separate from the file of 
the post-grant review proceeding, and shall be 
made available only to Government agencies on 
written request, or to any person on a showing 
of good cause. 


‘‘§ 333. Relationship to other pending pro-
ceedings 


‘‘(a) IN GENERAL.—Notwithstanding sub-
section 135(a), sections 251 and 252, and chapter 
30, the Director may determine the manner in 
which any reexamination proceeding, reissue 
proceeding, interference proceeding (commenced 
before the effective date provided in section 3(k) 
of the Patent Reform Act of 2007), derivation 
proceeding, or post-grant review proceeding, 
that is pending during a post-grant review pro-
ceeding, may proceed, including providing for 
stay, transfer, consolidation, or termination of 
any such proceeding. 


‘‘(b) STAYS.—The Director may stay a post- 
grant review proceeding if a pending civil action 
for infringement addresses the same or substan-
tially the same questions of patentability. 


‘‘§ 334. Effect of decisions rendered in civil ac-
tion on post-grant review proceedings 


‘‘If a final decision is entered against a party 
in a civil action arising in whole or in part 
under section 1338 of title 28 establishing that 
the party has not sustained its burden of prov-
ing the invalidity of any patent claim— 


‘‘(1) that party to the civil action and the 
privies of that party may not thereafter request 
a post-grant review proceeding on that patent 
claim on the basis of any grounds, under the 
provisions of section 321, which that party or 
the privies of that party raised or could have 
raised; and 
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‘‘(2) the Director may not thereafter maintain 


a post-grant review proceeding that was re-
quested, before the final decision was so en-
tered, by that party or the privies of that party 
on the basis of such grounds. 
‘‘§ 335. Effect of final decision on future pro-


ceedings 
‘‘If a final decision under section 330 is favor-


able to the patentability of any original or new 
claim of the patent challenged by the cancella-
tion petitioner, the cancellation petitioner may 
not thereafter, based on any ground that the 
cancellation petitioner raised during the post- 
grant review proceeding— 


‘‘(1) request or pursue a reexamination of 
such claim under chapter 31; 


‘‘(2) request or pursue a derivation proceeding 
with respect to such claim; 


‘‘(3) request or pursue a post-grant review 
proceeding under this chapter with respect to 
such claim; or 


‘‘(4) assert the invalidity of any such claim in 
any civil action arising in whole or in part 
under section 1338 of title 28. 
‘‘§ 336. Appeal 


‘‘A party dissatisfied with the final deter-
mination of the Patent Trial and Appeal Board 
in a post-grant proceeding under this chapter 
may appeal the determination under sections 
141 through 144. Any party to the post-grant 
proceeding shall have the right to be a party to 
the appeal.’’. 


(g) CONFORMING AMENDMENT.—The table of 
chapters for part III is amended by adding at 
the end the following: 


‘‘32. Post-Grant Review Proceedings ... 321’’. 
(h) REPEAL.—Section 4607 of the Intellectual 


Property and Communications Omnibus Reform 
Act of 1999, as enacted by section 1000(a)(9) of 
Public Law 106–113, is repealed. 


(i) EFFECTIVE DATES.— 
(1) IN GENERAL.—The amendments and repeal 


made by this section shall take effect at the end 
of the 1-year period beginning on the date of the 
enactment of this Act. 


(2) APPLICABILITY TO EX PARTE AND INTER 
PARTES PROCEEDINGS.—Notwithstanding any 
other provision of law, sections 301 and 311 
through 318 of title 35, United States Code, as 
amended by this section, shall apply to any pat-
ent that issues before, on, or after the effective 
date under paragraph (1) from an original ap-
plication filed on any date. 


(3) APPLICABILITY TO POST-GRANT PRO-
CEEDINGS.—The amendments made by subsection 
(f) shall apply to patents issued on or after the 
effective date under paragraph (1). 


(j) REGULATIONS.— 
(1) REGULATIONS.—The Under Secretary of 


Commerce for Intellectual Property and Director 
of the United States Patent and Trademark Of-
fice (in this subsection referred to as the ‘‘Direc-
tor’’) shall, not later than the date that is 1 year 
after the date of the enactment of this Act, issue 
regulations to carry out chapter 32 of title 35, 
United States Code, as added by subsection (f) 
of this section. 


(2) PENDING INTERFERENCES.—The Director 
shall determine the procedures under which 
interferences under title 35, United States Code, 
that are commenced before the effective date 
under subsection (i)(1) are to proceed, including 
whether any such interference is to be dismissed 
without prejudice to the filing of a cancellation 
petition for a post-grant opposition proceeding 
under chapter 32 of title 35, United States Code, 
or is to proceed as if this Act had not been en-
acted. The Director shall include such proce-
dures in regulations issued under paragraph (1). 
SEC. 7. DEFINITIONS; PATENT TRIAL AND APPEAL 


BOARD. 
(a) DEFINITIONS.—Section 100 (as amended by 


this Act) is further amended by adding at the 
end the following: 


‘‘(k) The term ‘cancellation petitioner’ means 
the real party in interest requesting cancellation 


of any claim of a patent under chapter 32 of this 
title and the privies of the real party in inter-
est.’’. 


(a) PATENT TRIAL AND APPEAL BOARD.—Sec-
tion 6 is amended to read as follows: 
‘‘§ 6. Patent Trial and Appeal Board 


‘‘(a) ESTABLISHMENT AND COMPOSITION.— 
There shall be in the Office a Patent Trial and 
Appeal Board. The Director, the Deputy Direc-
tor, the Commissioner for Patents, the Commis-
sioner for Trademarks, and the administrative 
patent judges shall constitute the Patent Trial 
and Appeal Board. The administrative patent 
judges shall be persons of competent legal 
knowledge and scientific ability who are ap-
pointed by the Director. Any reference in any 
Federal law, Executive order, rule, regulation, 
or delegation of authority, or any document of 
or pertaining to the Board of Patent Appeals 
and Interferences is deemed to refer to the Pat-
ent Trial and Appeal Board. 


‘‘(b) DUTIES.—The Patent Trial and Appeal 
Board shall— 


‘‘(1) on written appeal of an applicant, review 
adverse decisions of examiners upon application 
for patents; 


‘‘(2) on written appeal of a patent owner, re-
view adverse decisions of examiners upon pat-
ents in reexamination proceedings under chap-
ter 30; 


‘‘(3) review appeals by patent owners and 
third-party requesters under section 315; 


‘‘(4) determine priority and patentability of 
invention in derivation proceedings under sec-
tion 135(a); and 


‘‘(5) conduct post-grant opposition pro-
ceedings under chapter 32. 
Each appeal and derivation proceeding shall be 
heard by at least 3 members of the Patent Trial 
and Appeal Board, who shall be designated by 
the Director. Only the Patent Trial and Appeal 
Board may grant rehearings. The Director shall 
assign each post-grant review proceeding to a 
panel of 3 administrative patent judges. Once 
assigned, each such panel of administrative pat-
ent judges shall have the responsibilities under 
chapter 32 in connection with post-grant review 
proceedings.’’. 


(b) EFFECTIVE DATE.—The amendments made 
by this section shall take effect at the end of the 
1-year period beginning on the date of the en-
actment of this Act. 
SEC. 8. STUDY AND REPORT ON REEXAMINATION 


PROCEEDINGS. 
The Under Secretary of Commerce for Intellec-


tual Property and Director of the Patent and 
Trademark Office shall, not later than 2 years 
after the date of the enactment of this Act— 


(1) conduct a study of the effectiveness and 
efficiency of the different forms of proceedings 
available under title 35, United States Code, for 
the reexamination of patents; and 


(2) submit to the Committees on the Judiciary 
of the House of Representatives and the Senate 
a report on the results of the study, including 
any of the Director’s suggestions for amending 
the law, and any other recommendations the Di-
rector has with respect to patent reexamination 
proceedings. 
SEC. 9. SUBMISSIONS BY THIRD PARTIES AND 


OTHER QUALITY ENHANCEMENTS. 
(a) PUBLICATION.—Section 122(b)(2) is amend-


ed— 
(1) by striking subparagraph (B); and 
(2) in subparagraph (A)— 
(A) by striking ‘‘(A) An application’’ and in-


serting ‘‘An application’’; and 
(B) by redesignating clauses (i) through (iv) 


as subparagraphs (A) through (D), respectively. 
(b) PREISSUANCE SUBMISSIONS BY THIRD PAR-


TIES.—Section 122 is amended by adding at the 
end the following: 


‘‘(e) PREISSUANCE SUBMISSIONS BY THIRD PAR-
TIES.— 


‘‘(1) IN GENERAL.—Any person may submit for 
consideration and inclusion in the record of a 
patent application, any patent, published pat-


ent application, or other publication of potential 
relevance to the examination of the application, 
if such submission is made in writing before the 
earlier of— 


‘‘(A) the date a notice of allowance under sec-
tion 151 is mailed in the application for patent; 
or 


‘‘(B) either— 
‘‘(i) 6 months after the date on which the ap-


plication for patent is published under section 
122, or 


‘‘(ii) the date of the first rejection under sec-
tion 132 of any claim by the examiner during the 
examination of the application for patent, 
whichever occurs later. 


‘‘(2) OTHER REQUIREMENTS.—Any submission 
under paragraph (1) shall— 


‘‘(A) set forth a concise description of the as-
serted relevance of each submitted document; 


‘‘(B) be accompanied by such fee as the Direc-
tor may prescribe; and 


‘‘(C) include a statement by the submitter af-
firming that the submission was made in compli-
ance with this section.’’. 


(c) EFFECTIVE DATE.—The amendments made 
by this section— 


(1) shall take effect at the end of the 1-year 
period beginning on the date of the enactment 
of this Act; and 


(2) shall apply to any application for patent 
filed before, on, or after the effective date under 
paragraph (1). 
SEC. 10. TAX PLANNING METHODS NOT PATENT-


ABLE. 
(a) IN GENERAL.—Section 101 is amended— 
(1) by striking ‘‘Whoever’’ and inserting ‘‘(a) 


PATENTABLE INVENTIONS.—Whoever’’; and 
(2) by adding at the end the following: 
‘‘(b) TAX PLANNING METHODS.— 
‘‘(1) UNPATENTABLE SUBJECT MATTER.—A pat-


ent may not be obtained for a tax planning 
method. 


‘‘(2) DEFINITIONS.—For purposes of paragraph 
(1)— 


‘‘(A) the term ‘tax planning method’ means a 
plan, strategy, technique, or scheme that is de-
signed to reduce, minimize, or defer, or has, 
when implemented, the effect of reducing, mini-
mizing, or deferring, a taxpayer’s tax liability, 
but does not include the use of tax preparation 
software or other tools used solely to perform or 
model mathematical calculations or prepare tax 
or information returns; 


‘‘(B) the term ‘taxpayer’ means an individual, 
entity, or other person (as defined in section 
7701 of the Internal Revenue Code of 1986) that 
is subject to taxation directly, is required to pre-
pare a tax return or information statement to 
enable one or more other persons to determine 
their tax liability, or is otherwise subject to a 
tax law; 


‘‘(C) the terms ‘tax’, ‘tax laws’, ‘tax liability’, 
and ‘taxation’ refer to any Federal, State, coun-
ty, city, municipality, or other governmental 
levy, assessment, or imposition, whether meas-
ured by income, value, or otherwise; and 


‘‘(D) the term ‘State’ means each of the sev-
eral States, the District of Columbia, and any 
commonwealth, territory, or possession of the 
United States.’’. 


(b) APPLICABILITY.—The amendments made by 
this section— 


(1) shall take effect on the date of the enact-
ment of this Act; 


(2) shall apply to any application for patent 
or application for a reissue patent that is— 


(A) filed on or after the date of the enactment 
of this Act; or 


(B) filed before that date if a patent or reissue 
patent has not been issued pursuant to the ap-
plication as of that date; and 


(3) shall not be construed as validating any 
patent issued before the date of the enactment 
of this Act for an invention described in section 
101(b) of title 35, United States Code, as amend-
ed by this section. 
SEC. 11. VENUE AND JURISDICTION. 


(a) VENUE FOR PATENT CASES.—Section 1400 of 
title 28, United States Code, is amended by strik-
ing subsection (b) and inserting the following: 
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‘‘(b) Notwithstanding section 1391 of this title, 


in any civil action arising under any Act of 
Congress relating to patents, a party shall not 
manufacture venue by assignment, incorpora-
tion, or otherwise to invoke the venue of a spe-
cific district court. 


‘‘(c) Notwithstanding section 1391 of this title, 
any civil action for patent infringement or any 
action for declaratory judgment may be brought 
only in a judicial district— 


‘‘(1) where the defendant has its principal 
place of business or in the location or place in 
which the defendant is incorporated, or, for for-
eign corporations with a United States sub-
sidiary, where the defendant’s primary United 
States subsidiary has its principal place of busi-
ness or in the location or place in which the de-
fendants primary United States subsidiary is in-
corporated; 


‘‘(2) where the defendant has committed a 
substantial portion of the acts of infringement 
and has a regular and established physical fa-
cility that the defendant controls and that con-
stitutes a substantial portion of the operations 
of the defendant; 


‘‘(3) where the primary plaintiff resides, if the 
primary plaintiff in the action is an institution 
of higher education as defined under section 
101(a) of the Higher Education Act of 1965 (20 
U.S.C. 1001(a)); or 


‘‘(4) where the plaintiff resides, if the plaintiff 
or a subsidiary of the plaintiff has an estab-
lished physical facility in such district dedicated 
to research, development, or manufacturing that 
is operated by full-time employees of the plain-
tiff or such subsidiary, or if the sole plaintiff in 
the action is an individual inventor who is a 
natural person and who qualifies at the time 
such action is filed as a micro entity under sec-
tion 124 of title 35. 


‘‘(d) If the plaintiff brings a civil action for 
patent infringement in a judicial district under 
subsection (c), the district court may transfer 
that action to any other district or division 
where— 


‘‘(1) the defendant has substantial evidence or 
witnesses; and 


‘‘(2) venue would be appropriate under section 
1391 of this title, if such transfer would be ap-
propriate under section 1404 of this title.’’. 


(b) INTERLOCUTORY APPEALS.—Subsection (c) 
of section 1292 of title 28, United States Code, is 
amended— 


(1) by striking ‘‘and’’ at the end of paragraph 
(1); 


(2) by striking the period at the end of para-
graph (2) and inserting ‘‘; and’’; and 


(3) by adding at the end the following: 
‘‘(3) of an appeal from an interlocutory order 


or decree determining construction of claims in 
a civil action for patent infringement under sec-
tion 271 of title 35. 
Application for an appeal under paragraph (3) 
shall be made to the court within 10 days after 
entry of the order or decree. The district court 
shall have discretion whether to approve the ap-
plication and, if so, whether to stay proceedings 
in the district court during pendency of the ap-
peal.’’. 


(c) EFFECTIVE DATE.—The amendments made 
by this section shall apply to any action com-
menced on or after the date of the enactment of 
this Act. 
SEC. 12. ADDITIONAL INFORMATION; INEQUI-


TABLE CONDUCT AS DEFENSE TO IN-
FRINGEMENT. 


(a) DISCLOSURE REQUIREMENTS FOR APPLI-
CANTS.— 


(1) IN GENERAL.—Chapter 11 is amended by 
adding at the end the following new section: 
‘‘§ 123. Additional information 


‘‘(a) IN GENERAL.—The Director shall, by reg-
ulation, require that applicants submit a search 
report and other information and analysis rel-
evant to patentability. An application shall be 
regarded as abandoned if the applicant fails to 
submit the required search report, information, 


and analysis in the manner and within the time 
period prescribed by the Director. 


‘‘(b) EXCEPTION FOR MICRO ENTITIES.—Appli-
cations from micro-entities shall not be subject 
to the requirements of regulations issued under 
subsection (a). 
‘‘§ 124. Micro entities 


‘‘(a) DEFINITION.—For purposes of this title, 
the term ‘micro entity’ means an applicant for 
patent who makes a certification under either 
subsection (b) or (c). 


‘‘(b) UNASSIGNED APPLICATION.—A certifi-
cation under this subsection is a certification by 
each inventor named in the application that the 
inventor— 


‘‘(1) qualifies as a small entity as defined in 
regulations issued by the Director; 


‘‘(2) has not been named on five or more pre-
viously filed patent applications; 


‘‘(3) has not assigned, granted, or conveyed, 
and is not under an obligation by contract or 
law to assign, grant, or convey, a license or any 
other ownership interest in the application; and 


‘‘(4) does not have a gross income, as defined 
in section 61(a) of the Internal Revenue Code of 
1986, exceeding 2.5 times the median household 
income, as reported by the Bureau of the Cen-
sus, for the most recent calendar year preceding 
the calendar year in which the examination fee 
is being paid. 


‘‘(c) ASSIGNED APPLICATION.—A certification 
under this subsection is a certification by each 
inventor named in the application that the in-
ventor— 


‘‘(1) qualifies as a small entity as defined in 
regulations issued by the Director and meets the 
requirements of subsection (b)(4); 


‘‘(2) has not been named on five or more pre-
viously filed patent applications; and 


‘‘(3) has assigned, granted, conveyed, or is 
under an obligation by contract or law to as-
sign, grant, or convey, a license or other owner-
ship interest in the application to an entity that 
has five or fewer employees and has a gross tax-
able income, as defined in section 61(a) of the 
Internal Revenue Code of 1986, that does not ex-
ceed 2.5 times the median household income, as 
reported by the Bureau of the Census, for the 
most recent calendar year preceding the cal-
endar year in which the examination fee is 
being paid.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 11 is amended by adding at 
the end the following new items: 
‘‘123. Additional information. 
‘‘124. Micro entities.’’. 


(b) INEQUITABLE CONDUCT AS DEFENSE TO IN-
FRINGEMENT.—Section 282 is amended— 


(1) in the first undesignated paragraph, by 
striking ‘‘A patent’’ and inserting ‘‘(a) IN GEN-
ERAL.—A patent’’; 


(2) in the second undesignated paragraph— 
(A) by striking ‘‘The following’’ and inserting 


‘‘(b) DEFENSES.—The following’’; and 
(B) by striking the comma at the end of each 


of paragraphs (1), (2), and (3) and inserting a 
period; 


(3) in the third undesignated paragraph— 
(A) by striking ‘‘In actions’’ and inserting 


‘‘(d) NOTICE OF ACTIONS; PLEADING.—In ac-
tions’’; 


(B) by inserting after the second sentence the 
following: ‘‘In an action involving any allega-
tion of inequitable conduct under subsection (c), 
the party asserting this defense or claim shall 
comply with the pleading requirements set forth 
in Rule 9(b) of the Federal Rules of Civil Proce-
dure.’’; and 


(C) by striking ‘‘Invalidity’’ and inserting ‘‘(e) 
EXTENSION OF PATENT TERM.—Invalidity’’; and 


(4) by inserting after subsection (b), as des-
ignated by paragraph (2) of this subsection, the 
following: 


‘‘(c) INEQUITABLE CONDUCT.— 
‘‘(1) DEFENSE.—A patent may be held to be 


unenforceable, or other remedy imposed under 
paragraph (3), for inequitable conduct only if it 


is established, by clear and convincing evidence, 
that— 


‘‘(A) the patentee, its agents, or another per-
son with a duty of disclosure to the Office, with 
the intent to mislead or deceive the patent exam-
iner, misrepresented or failed to disclose mate-
rial information concerning a matter or pro-
ceeding before the Office; and 


‘‘(B) in the absence of such deception, the Of-
fice, acting reasonably, would, on the record be-
fore it, have made a prima facie finding of 
unpatentability. 


‘‘(2) INTENT.—In order to prove intent to mis-
lead or deceive under paragraph (1), specific 
facts beyond materiality of the information sub-
mitted or not disclosed must be proven that sup-
port an inference of intent to mislead or deceive 
the Patent and Trademark Office. Facts support 
an inference of intent if they show cir-
cumstances that indicate conscious or deliberate 
behavior on the part of the patentee, its agents, 
or another person with a duty of disclosure to 
the Office, to not disclose material information 
or to submit materially false information. 


‘‘(3) REMEDY.—Upon a finding of inequitable 
conduct, the court shall balance the equities to 
determine which of the following remedies to im-
pose: 


‘‘(A) Denying equitable relief to the patent 
holder and limiting the remedy for infringement 
to damages. 


‘‘(B) Holding the claims-in-suit, or the claims 
in which inequitable conduct occurred, unen-
forceable. 


‘‘(C) Holding the patent unenforceable. 
‘‘(D) Holding the claims of a related patent 


unenforceable. 
‘‘(4) ATTORNEY MISCONDUCT.—Upon a finding 


of inequitable conduct, if there is evidence that 
the conduct can be attributable to a person or 
persons authorized to practice before the Office, 
the court shall refer the matter to the Office for 
appropriate disciplinary action under section 32, 
and shall order the parties to preserve and make 
available to the Office any materials that may 
be relevant to the determination under section 
32.’’. 


(c) EFFECTIVE DATE.— 
(1) SUBSECTION (a).—The amendments made 


by subsection (a)— 
(A) shall take effect at the end of the 1-year 


period beginning on the date of the enactment 
of this Act; and 


(B) shall apply to any application for patent 
filed on or after the effective date under sub-
paragraph (A). 


(2) SUBSECTION (b).—The amendments made 
by subsection (b) shall apply to any civil action 
commenced on or after the date of the enact-
ment of this Act. 
SEC. 13. BEST MODE REQUIREMENT. 


Section 282(b) (as designated by section 12(b) 
of this Act) is amended by striking paragraph 
(3) and inserting the following: 


‘‘(3) Invalidity of the patent or any claim in 
suit for failure to comply with— 


‘‘(A) any requirement of section 112 of this 
title, other than the requirement that the speci-
fication shall set forth the best mode con-
templated by the inventor of carrying out his in-
vention; or 


‘‘(B) any requirement of section 251 of this 
title.’’. 
SEC. 14. REGULATORY AUTHORITY. 


(a) REGULATORY AUTHORITY.—Section 2(c) is 
amended by adding at the end the following: 


‘‘(6) The powers granted under paragraph (2) 
of subsection (b) include the authority to pro-
mulgate regulations to ensure the quality and 
timeliness of applications and their examina-
tion, including specifying circumstances under 
which an application for patent may claim the 
benefit under sections 120, 121 and 365(c) of the 
filing date of a prior filed application for pat-
ent.’’. 


(b) CLARIFICATION.—The amendment made by 
subsection (a) clarifies the scope of power grant-
ed to the United States Patent and Trademark 
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Office by paragraph (2) of section 2(b) of title 
35, United States Code, as in effect since the en-
actment of Public Law 106–113. 
SEC. 15. TECHNICAL AMENDMENTS. 


(a) JOINT INVENTIONS.—Section 116 is amend-
ed— 


(1) in the first paragraph, by striking ‘‘When’’ 
and inserting ‘‘(a) JOINT INVENTIONS.—When’’; 


(2) in the second paragraph, by striking ‘‘If a 
joint inventor’’ and inserting ‘‘(b) OMITTED IN-
VENTOR.—If a joint inventor’’; and 


(3) in the third paragraph, by striking 
‘‘Whenever’’ and inserting ‘‘(c) CORRECTION OF 
ERRORS IN APPLICATION.—Whenever’’. 


(b) FILING OF APPLICATION IN FOREIGN COUN-
TRY.—Section 184 is amended— 


(1) in the first paragraph, by striking ‘‘Except 
when’’ and inserting ‘‘(a) FILING IN FOREIGN 
COUNTRY.—Except when’’; 


(2) in the second paragraph, by striking ‘‘The 
term’’ and inserting ‘‘(b) APPLICATION.—The 
term’’; and 


(3) in the third paragraph, by striking ‘‘The 
scope’’ and inserting ‘‘(c) SUBSEQUENT MODI-
FICATIONS, AMENDMENTS, AND SUPPLEMENTS.— 
The scope’’. 


(c) REISSUE OF DEFECTIVE PATENTS.—Section 
251 is amended— 


(1) in the first paragraph, by striking ‘‘When-
ever’’ and inserting ‘‘(a) IN GENERAL.—When-
ever’’; 


(2) in the second paragraph, by striking ‘‘The 
Director’’ and inserting ‘‘(b) MULTIPLE RE-
ISSUED PATENTS.—The Director’’; 


(3) in the third paragraph, by striking ‘‘The 
provisions’’ and inserting ‘‘(c) APPLICABILITY OF 
THIS TITLE.—The provisions’’; and 


(4) in the last paragraph, by striking ‘‘No re-
issued patent’’ and inserting ‘‘(d) REISSUE PAT-
ENT ENLARGING SCOPE OF CLAIMS.—No reissued 
patent’’. 


(d) EFFECT OF REISSUE.—Section 253 is 
amended— 


(1) in the first paragraph, by striking ‘‘When-
ever’’ and inserting ‘‘(a) IN GENERAL.—When-
ever’’; and 


(2) in the second paragraph, by striking ‘‘In 
like manner’’ and inserting ‘‘(b) ADDITIONAL 
DISCLAIMER OR DEDICATION.—In the manner set 
forth in subsection (a),’’. 


(e) CORRECTION OF NAMED INVENTOR.—Sec-
tion 256 is amended— 


(1) in the first paragraph, by striking ‘‘When-
ever’’ and inserting ‘‘(a) CORRECTION.—When-
ever’’; and 


(2) in the second paragraph, by striking ‘‘The 
error’’ and inserting ‘‘(b) PATENT VALID IF 
ERROR CORRECTED.—The error’’. 


(f) EFFECTIVE DATE.—The amendments made 
by this section shall take effect on the date of 
the enactment of this Act. 
SEC. 16. STUDY OF SPECIAL MASTERS IN PATENT 


CASES. 
(a) IN GENERAL.—Not later than 180 days 


after the date of the enactment of this Act, the 
Director of the Administrative Office of the 
United States Courts shall conduct a study of, 
and submit to the Committee on the Judiciary of 
the House of Representatives and the Committee 
on the Judiciary of the Senate a report on, the 
use of special masters in patent litigation who 
are appointed in accordance with Rule 53 of the 
Federal Rules of Civil Procedure. 


(b) OBJECTIVE.—In conducting the study 
under subsection (a), the Director shall consider 
whether the use of special masters has been ben-
eficial in patent litigation and what, if any, 
program should be undertaken to facilitate the 
use by the judiciary of special masters in patent 
litigation. 


(c) FACTORS TO CONSIDER.—In conducting the 
study under subsection (a), the Director, in con-
sultation with the Federal Judicial Center, shall 
consider— 


(1) the basis upon which courts appoint spe-
cial masters under Rule 53(b) of the Federal 
Rules of Civil Procedure; 


(2) the frequency with which special masters 
have been used by the courts; 


(3) the role and powers special masters are 
given by the courts; 


(4) the subject matter at issue in cases that use 
special masters; 


(5) the impact on court time and costs in cases 
where a special master is used as compared to 
cases where no special master is used; 


(6) the legal and technical training and expe-
rience of special masters; 


(7) whether the use of special masters has an 
impact on the reversal rate of district court deci-
sions at the Court of Appeals for the Federal 
Circuit; and 


(8) any other factors that the Director believes 
would assist in gauging the effectiveness of spe-
cial masters in patent litigation. 
SEC. 17. RULE OF CONSTRUCTION. 


The enactment of section 102(b)(3) of title 35, 
United States Code, under section (3)(b) of this 
Act is done with the same intent to promote 
joint research activities that was expressed, in-
cluding in the legislative history, through the 
enactment of the Cooperative Research and 
Technology Enhancement Act of 2004 (Public 
Law 108–453; the ‘‘CREATE Act’’), the amend-
ments of which are stricken by section 3(c) of 
this Act. The United States Patent and Trade-
mark Office shall administer section 102(b)(3) of 
title 35, United States Code, in a manner con-
sistent with the legislative history of the CRE-
ATE Act that was relevant to its administration 
by the Patent and Trademark Office. 


The Acting CHAIRMAN. No amend-
ment to the committee amendment is 
in order except those printed in House 
Report 110–319. Each amendment may 
be offered only in the order printed in 
the report, by a Member designated in 
the report, shall be considered read, 
shall be debatable for the time speci-
fied in the report, equally divided and 
controlled by the proponent and an op-
ponent of the amendment, shall not be 
subject to amendment, and shall not be 
subject to a demand for division of the 
question. 


AMENDMENT NO. 1 OFFERED BY MR. CONYERS 
The Acting CHAIRMAN. It is now in 


order to consider amendment No. 1 
printed in House Report 110–319. 


Mr. CONYERS. Mr. Chairman, I offer 
an amendment. 


The Acting CHAIRMAN. The Clerk 
will designate the amendment. 


The text of the amendment is as fol-
lows: 


Amendment No. 1 offered by Mr. CONYERS: 
Page 3, strike lines 22 through 25. 
Page 3, line 21, insert quotation marks and 


a second period after ‘‘patent.’’. 
Page 10, strike line 24 and all that follows 


through page 11, line 2, and insert the fol-
lowing: 


(i) ACTION FOR CLAIM TO PATENT ON DE-
RIVED INVENTION.—Section 135 is amended to 
read as follows: 
‘‘§ 135. Derivation proceedings’’. 


Page 11, lines 14 and 15, strike ‘‘Any such 
request—’’ and insert the following: 


‘‘(B) REQUIREMENTS FOR REQUEST.—Any re-
quest under subparagraph (A)—’’. 


Page 12, line 3, strike ‘‘(B)’’ and insert 
‘‘(C)’’. 


Page 12, line 8, strike ‘‘under section 101’’. 
Page 13, line 16, strike the quotation 


marks and second period. 
Page 13, insert the following after line 16: 
‘‘(b) SETTLEMENT.—Parties to a derivation 


proceeding may terminate the proceeding by 
filing a written statement reflecting the 
agreement of the parties as to the correct in-


ventors of the claimed invention in dispute. 
Unless the Patent Trial and Appeal Board 
finds the agreement to be inconsistent with 
the evidence of record, it shall take action 
consistent with the agreement. Any written 
settlement or understanding of the parties 
shall be filed with the Director. At the re-
quest of a party to the proceeding, the agree-
ment or understanding shall be treated as 
business confidential information, shall be 
kept separate from the file of the involved 
patents or applications, and shall be made 
available only to Government agencies on 
written request, or to any person on a show-
ing of good cause. 


‘‘(c) ARBITRATION.—Parties to a derivation 
proceeding, within such time as may be spec-
ified by the Director by regulation, may de-
termine such contest or any aspect thereof 
by arbitration. Such arbitration shall be 
governed by the provisions of title 9 to the 
extent such title is not inconsistent with 
this section. The parties shall give notice of 
any arbitration award to the Director, and 
such award shall, as between the parties to 
the arbitration, be dispositive of the issues 
to which it relates. The arbitration award 
shall be unenforceable until such notice is 
given. Nothing in this subsection shall pre-
clude the Director from determining patent-
ability of the invention involved in the deri-
vation proceeding.’’. 


Page 13, strike line 17 and all that follows 
through page 15, line 8. 


Page 17, line 10, insert ‘‘with respect to an 
application for patent filed’’ after ‘‘com-
menced’’. 


Page 17, lines 21 and 22, strike ‘‘transmits 
to the Congress a finding’’ and insert ‘‘issues 
an Executive order containing the Presi-
dent’s finding’’. 


Page 18, insert the following after line 23: 
(3) RETENTION OF INTERFERENCE PROCE-


DURES WITH RESPECT TO APPLICATIONS FILED 
BEFORE EFFECTIVE DATE.—In the case of any 
application for patent that is filed before the 
effective date under paragraph (1)(A), the 
provisions of law repealed or amended by 
subsections (h), (i), and (j) shall apply to 
such application as such provisions of law 
were in effect on the day before such effec-
tive date. 


Page 21, lines 24 and 25, strike ‘‘is under an 
obligation of assignment of’’ and insert ‘‘has 
assigned rights in’’. 


Page 24, strike line 23 and all that follows 
through page 25, line 13 and redesignate the 
succeeding subsections accordingly. 


Page 27, line 13, strike ‘‘(5)’’ and insert 
‘‘(4)’’. 


Page 27, line 21, strike ‘‘The court’’ and in-
sert ‘‘Upon a showing to the satisfaction of 
the court that a reasonable royalty should 
be based on a portion of the value of the in-
fringing product or process, the court’’. 


Page 28, lines 5 and 6, strike ‘‘Unless the 
claimant shows’’ and insert ‘‘Upon a showing 
to the satisfaction of the court’’. 


Page 28, line 9, strike ‘‘may not’’ and insert 
‘‘may’’. 


Page 28, strike line 12 and all that follows 
through page 29, line 2, and insert the fol-
lowing: 


‘‘(4) OTHER FACTORS.—If neither paragraph 
(2) or (3) is appropriate for determining a 
reasonable royalty, the court may consider, 
or direct the jury to consider, the terms of 
any nonexclusive marketplace licensing of 
the invention, where appropriate, as well as 
any other relevant factors under applicable 
law. 


‘‘(5) COMBINATION INVENTIONS.—For pur-
poses of paragraphs (2) and (3), in the case of 
a combination invention the elements of 
which are present individually in the prior 
art, the patentee may show that the con-
tribution over the prior art may include the 
value of the additional function resulting 
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from the combination, as well as the en-
hanced value, if any, of some or all of the 
prior art elements resulting from the com-
bination.’’; 


Page 31, line 17, strike ‘‘The court’s’’ and 
all that follows through ‘‘jury.’’ on line 19. 


Page 31, strike line 23 and all that follows 
through the matter following line 17 on page 
33 and insert the following: 


(b) REPORT TO CONGRESSIONAL COMMIT-
TEES.—Not later than June 30, 2009, the 
Under Secretary of Commerce for Intellec-
tual Property and Director of the United 
States Patent and Trademark Office (in this 
subsection referred to as the ‘‘Director’’) 
shall report to the Committee on the Judici-
ary of the House of Representatives and the 
Committee on the Judiciary of the Senate 
the findings and recommendations of the Di-
rector on the operation of prior user rights 
in selected countries in the industrialized 
world. The report shall include the following: 


(1) A comparison between the patent laws 
of the United States and the laws of other in-
dustrialized countries, including the Euro-
pean Union, Japan, Canada, and Australia. 


(2) An analysis of the effect of prior user 
rights on innovation rates in the selected 
countries. 


(3) An analysis of the correlation, if any, 
between prior user rights and start-up enter-
prises and the ability to attract venture cap-
ital to start new companies. 


(4) An analysis of the effect of prior user 
rights, if any, on small businesses, univer-
sities, and individual inventors. 


(5) An analysis of any legal or constitu-
tional issues that arise from placing ele-
ments of trade secret law, in the form of 
prior user rights, in patent law. 
In preparing the report, the Director shall 
consult with the Secretary of State and the 
Attorney General of the United States. 


Page 33, line 18, strike ‘‘(d)’’ and insert 
‘‘(c)’’. 


Page 33, line 21, strike ‘‘(e)’’ and insert 
‘‘(d)’’. 


Page 36, lines 22 and 23, strike ‘‘cited by or 
to the Office or’’. 


Page 39, line 10, strike ‘‘grant of the patent 
or issuance of’’ and insert ‘‘issuance of the 
patent or’’. 


Page 39, strike line 21 and all that follows 
through page 40, line 2 and insert the fol-
lowing: 


‘‘(3) for each claim sought to be canceled, 
the petition sets forth in writing the basis 
for cancellation and provides the evidence in 
support thereof, including copies of patents 
and printed publications, or written testi-
mony of a witness attested to under oath or 
declaration by the witness, or any other in-
formation that the Director may require by 
regulation.; and 


Page 40, lines 3 and 4, strike ‘‘those docu-
ments’’ and insert ‘‘the petition, including 
any evidence submitted with the petition 
and any other information submitted under 
paragraph (3),’’. 


Page 41, add the following after line 25: 
In carrying out paragraph (3), the Director 
shall bear in mind that discovery must be in 
the interests of justice. 


Page 44, lines 23 and 24, strike ‘‘with re-
spect to’’ and insert ‘‘addressing’’. 


Page 46, line 1, strike ‘‘of administrative 
patent judges’’. 


Page 46, line 18, strike ‘‘pending’’. 
Page 46, line 23, insert ‘‘with respect to an 


application for patent filed’’ after ‘‘com-
menced’’. 


Page 47, line 5, insert ‘‘of a patent’’ after 
‘‘infringement’’. 


Page 47, line 7, insert after ‘‘patentability’’ 
the following: ‘‘raised against the patent in a 
petition for post-grant review’’. 


Page 47, insert the following after line 7: 
‘‘(c) EFFECT OF COMMENCEMENT OF PRO-


CEEDING.—The commencement of a post- 
grant review proceeding— 


‘‘(1) shall not limit in any way the right of 
the patent owner to commence an action for 
infringement of the patent; and 


‘‘(2) shall not be cited as evidence relating 
to the validity of any claim of the patent in 
any proceeding before a court or the Inter-
national Trade Commission concerning the 
patent. 


Page 48, line 14, strike ‘‘or’’. 
Page 48, line 17, strike the period and in-


sert ‘‘; or’’. 
Page 48, insert the following after line 17: 
‘‘(5) assert the invalidity of any such claim 


in defense to an action brought under section 
337 of the Tariff Act of 1930 (19 U.S.C. 1337). 


Page 49, line 18, strike ‘‘subsection (f)’’ and 
insert ‘‘subsections (f) and (g)’’. 


Page 49, strike lines 21 and 22 and insert 
the following: 


(j) REGULATIONS.—The Under Secretary of 
Page 49, lines 23 through 25, and page 50, 


lines 1 through 4, move the text 2 ems to the 
left. 


Page 50, strike lines 5 through 15. 
Page 51, lines 3 through 5, strike ‘‘The Di-


rector, the Deputy, the Commissioner for 
Patents, and the Commissioner for Trade-
marks, and the’’ and insert ‘‘The’’. 


Page 51, line 9, strike ‘‘Director’’ and in-
sert ‘‘Secretary of Commerce’’. 


Page 54, line 18, strike ‘‘and’’. 
Page 54, line 21, strike the 2 periods and 


quotation marks and insert ‘‘; and’’. 
Page 54, insert the following after line 21: 
‘‘(D) identify the real party-in-interest 


making the submission.’’. 
Page 57, strike line 12 and all that follows 


through page 59, line 7, and insert the fol-
lowing: 


‘‘(b) In any civil action arising under any 
Act of Congress relating to patents, a party 
shall not manufacture venue by assignment, 
incorporation, joinder, or otherwise pri-
marily to invoke the venue of a specific dis-
trict court. 


‘‘(c) Notwithstanding section 1391 of this 
title, except as provided in paragraph (3) of 
this subsection, any civil action for patent 
infringement or any action for declaratory 
judgment relating to a patent may be 
brought only in a judicial district— 


‘‘(1) where the defendant has its principal 
place of business or is incorporated, or, for 
foreign corporations with a United States 
subsidiary, where the defendant’s primary 
United States subsidiary has its principal 
place of business or is incorporated; 


‘‘(2) where the defendant has committed a 
substantial portion of the acts of infringe-
ment and has a regular and established phys-
ical facility that the defendant controls and 
that constitutes a substantial portion of the 
defendant’s operations; 


‘‘(3) for cases involving only foreign de-
fendants with no United States subsidiary, 
according to section 1391(d) of this title; 


‘‘(4) where the plaintiff resides, if the 
plaintiff is— 


‘‘(A) an institution of higher education as 
defined under section 101(a) of the Higher 
Education Act of 1965 (20 U.S.C. section 
1001(a)); or 


‘‘(B) a nonprofit organization that— 
‘‘(i) is described in section 501(c)(3) of the 


Internal Revenue Code of 1986; 
‘‘(ii) is exempt from taxation under section 


501(a) of such Code; and 
‘‘(iii) serves primarily as the patent and li-


censing organization for an institution of 
higher education as defined under section 
101(a) of the Higher Education Act of 1965 (20 
U.S.C. 1001(a)); 


‘‘(5) where the plaintiff or a subsidiary has 
a place of business that is engaged in sub-
stantial— 


‘‘(A) research and development, 
‘‘(B) manufacturing activities, or 
‘‘(C) management of research and develop-


ment or manufacturing activities, 


related to the patent or patents in dispute; 
‘‘(6) where the plaintiff resides if the plain-


tiff is named as inventor or co-inventor on 
the patent and has not assigned, granted, 
conveyed, or licensed, and is under no obliga-
tion to assign, grant, convey, or license, any 
rights in the patent or in enforcement of the 
patent, including the results of any such en-
forcement; or 


‘‘(7) where any of the defendants has sub-
stantial evidence and witnesses if there is no 
other district in which the action may be 
brought under this section.’’. 


Page 60, strike lines 1 through 3 and insert 
the following: 


(c) EFFECTIVE DATE.— 
(1) IN GENERAL.—The amendments made by 


this section— 
(A) shall take effect on the date of the en-


actment of this Act; and 
(B) shall apply to any civil action com-


menced on or after such date of enactment. 
(2) PENDING CASES.—Any case commenced 


in a United States district court on or after 
September 7, 2007, in which venue is im-
proper under section 1400 of title 28, United 
States Code, as amended by this section, 
shall be transferred pursuant to section 1404 
of such title, unless— 


(A) one or more substantive rulings on the 
merits, or other substantial litigation, has 
occurred; and 


(B) the court finds that transfer would not 
serve the interests of justice. 


Page 60, line 10, strike ‘‘shall’’ and insert 
‘‘may’’. 


Page 60, line 12, insert after ‘‘patent-
ability.’’ the following: ‘‘If the Director re-
quires a search report to be submitted by ap-
plicants, and an applicant does not itself per-
form the search, the search must be per-
formed by one or more individuals who are 
United States citizens or by a commercial 
entity that is organized under the laws of the 
United States or any State and employs 
United States citizens to perform such 
searches.’’. 


Page 60, line 14, strike ‘‘the required search 
report, information, and’’ and insert ‘‘a 
search report, information, or an’’. 


Page 60, line 16, add after the period the 
following: ‘‘Any search report required by 
the Director may not substitute in any way 
for a search by an examiner of the prior art 
during examination.’’. 


Page 63, strike line 19 and all that follows 
through line 15 on page 65 and insert the fol-
lowing: 


‘‘(1) DEFENSE.—One or more claims of a 
patent may be held to be unenforceable, or 
other remedy imposed under paragraph (4), 
for inequitable conduct only if it is estab-
lished, by clear and convincing evidence, 
that a person with a duty of disclosure to the 
Office, with the intent to mislead or deceive 
the patent examiner, misrepresented or 
failed to disclose material information to 
the examiner during examination of the pat-
ent. 


‘‘(2) MATERIALITY.— 
‘‘(A) IN GENERAL.—Information is material 


under this section if— 
‘‘(i) a reasonable examiner would have 


made a prima facie finding of 
unpatentability, or maintained a finding of 
unpatentability, of one or more of the patent 
claims based on the information, and the in-
formation is not cumulative to information 
already of record or previously considered by 
the Office;or 


‘‘(ii) information that is otherwise mate-
rial refutes or is inconsistent with a position 
the applicant takes in opposing a rejection of 
the claim or in asserting an argument of pat-
entability. 


‘‘(B) PRIMA FACIE FINDING.—A prima facie 
finding of unpatentability under this section 
is shown if a reasonable examiner, based on 
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a preponderance of the evidence, would con-
clude that the claim is unpatentable based 
on the information misrepresented or not 
disclosed, when that information is consid-
ered alone or in conjunction with other in-
formation or record. In determining whether 
there is a prima facie finding of 
unpatentability, each term in the claim 
shall be given its broadest reasonable con-
struction consistent with the specification, 
and rebuttal evidence shall not be consid-
ered. 


‘‘(3) INTENT.—To prove a person with a 
duty of disclosure to the Office intended to 
mislead or deceive the examiner under para-
graph (1), specific facts beyond materiality 
of the information misrepresented or not dis-
closed must be proven that establish the in-
tent of the person to mislead or deceive the 
examiner by the actions of the person. Facts 
support an intent to mislead or deceive if 
they show circumstances that indicate con-
scious or deliberate behavior on the part of 
the person to not disclose material informa-
tion or to submit false material information 
in order to mislead or deceive the examiner. 
Circumstantial evidence may be used to 
prove that a person had the intent to mis-
lead or deceive the examiner under para-
graph (1). 


‘‘(4) REMEDY.—Upon a finding of inequi-
table conduct, the court shall balance the eq-
uities to determine which of the following 
remedies to impose: 


‘‘(A) Denying equitable relief to the patent 
holder and limiting the remedy for infringe-
ment to reasonable royalties. 


‘‘(B) Holding the claims-in-suit, or the 
claims in which inequitable conduct oc-
curred, unenforceable. 


‘‘(C) Holding the patent unenforceable. 
‘‘(D) Holding the claims of a related patent 


unenforceable. 
‘‘(5) ATTORNEY MISCONDUCT.—Upon a find-


ing of inequitable conduct, if there is evi-
dence that the conduct is attributable to a 
person or persons authorized to practice be-
fore the Office, the court shall refer the mat-
ter to the Office for appropriate disciplinary 
action under section 32, and shall order the 
parties to preserve and make available to the 
Office any materials that may be relevant to 
the determination under section 32.’’. 


Page 69, line 17, strike ‘‘180 days’’ and in-
sert ‘‘1 year’’. 


Page 71, insert the following after line 6 
and redesignate the succeeding section ac-
cordingly: 
SEC. 17. STUDY ON WORKPLACE CONDITIONS. 


The Comptroller General shall, not later 
than 2 years after the date of the enactment 
of this Act— 


(1) conduct a study of workplace conditions 
for the examiner corps of the United States 
Patent and Trademark Office, including the 
effect, if any, of this Act and the amend-
ments made by this Act on— 


(A) recruitment, retention, and promotion 
of employees; and 


(B) workload, quality assurance, and em-
ployee grievances; and 


(2) submit to the Committees on the Judi-
ciary of the House of Representatives and 
the Senate a report on the results of the 
study, including any suggestions for improv-
ing workplace conditions, together with any 
other recommendations that the Comptroller 
General has with respect to patent reexam-
ination proceedings. 


Page 71, add the following after line 19: 
SEC. 19. SEVERABILITY. 


If any provision of this Act or of any 
amendment or repeals made by this Act, or 
the application of such a provision to any 
person or circumstance, is held to be invalid 
or unenforceable, the remainder of this Act 
and the amendments and repeals made by 


this Act, and the application of this Act and 
such amendments and repeals to any other 
person or circumstance, shall not be affected 
by such holding. 


The Acting CHAIRMAN. Pursuant to 
House Resolution 636, the gentleman 
from Michigan (Mr. CONYERS) and a 
Member opposed each will control 10 
minutes. 


The Chair recognizes the gentleman 
from Michigan. 


PARLIAMENTARY INQUIRY 
Mr. ROHRABACHER. Mr. Chairman, 


parliamentary inquiry. 
The Acting CHAIRMAN. Does the 


gentleman from Michigan yield for a 
parliamentary inquiry? 


Mr. CONYERS. Yes, of course. 
The Acting CHAIRMAN. The gen-


tleman will state his parliamentary in-
quiry. 


Mr. ROHRABACHER. Does the per-
son who controls the time against the 
manager’s amendment have to be 
against the manager’s amendment? 


The Acting CHAIRMAN. It is re-
served for a Member in opposition to 
the amendment. 


Mr. ROHRABACHER. Who controls 
the time in opposition? 


The Acting CHAIRMAN. No one has 
claimed time in opposition to the 
amendment yet. 


Mr. ROHRABACHER. I would suggest 
that whoever does control the time 
should be in opposition, and if Mr. 
SMITH, who I respect greatly, does not 
oppose the manager’s amendment, he 
should not be in control of the debate 
against the manager’s amendment, and 
I would note that there are others of us 
who would like to have that. 


The Acting CHAIRMAN. The gen-
tleman from Michigan is recognized. 


Mr. CONYERS. Mr. Chairman, I yield 
myself as much time as I may con-
sume. 


I rise in support of the manager’s 
amendment which is, of course, very 
bipartisan and which makes further 
changes to the underlying bill. 


Now, this is a work in progress. The 
reason it came up so late in the after-
noon yesterday in the Rules Com-
mittee is we were making changes to 
accommodate the minority side, and so 
even now the manager’s amendment is 
a piece of work that will not be con-
cluded until we come out of conference, 
and I’m sure Mr. BERMAN will have 
some comments to make about that. 


I want anyone who has not seen the 
manager’s amendment or wants to re-
view it, even as it’s discussed on the 
floor today, to please come to my seat, 
and I will be happy to provide them 
with a copy of it. 


Well, what does it do? We deal with 
damages, the most controversial provi-
sion of the bill, with labor, with the 
universities, with inequitable conduct, 
and additional changes that will be 
made. 


For workers and inventors, how do 
we help them? Well, there was concern 
that in our attempt to simplify the as-
signment procedures, we cut the inven-
tor out of the process. We’ve ensured 


that changes to applications will re-
quire inventor involvement. 


And also, there was a fear about 
working environment at the PTO. We 
inquired of the Government Account-
ability Office to conduct a study of ex-
amining work conditions. 


And finally, the examiners them-
selves were concerned about the qual-
ity submission requirements, that 
their job would be outsourced. We en-
sured that that will not happen. 


Now, damages. We made further 
changes to explain clearly that a por-
tion that is not mandatory in the cal-
culations of damages can be considered 
under a similar formula that courts use 
today. 


Universities, we spent enormous 
time, and I have as many universities 
in Michigan as anybody has in any 
other State in the Union, and to ad-
dress their concern, we spent unbeliev-
able amounts of time negotiating with 
them individually and collectively 
about the expansion of prior user 
rights which might reduce the value of 
their patents and harm their ability to 
license invention. 


We’ve eliminated the expansion. In-
stead, we’re calling for a study of the 
operation of prior user rights in coun-
tries where they already exist to deter-
mine their effects. 


It allows universities to sue in dis-
tricts where they are located but does 
not extend that right to universities’ 
associated nonprofit organizations. 


We deal with inequitable conduct by 
tightening the standards for pleading 
and finding inequitable conduct as a 
defense to infringement. 


We continue to operate in good faith 
with additional changes. We’ve adopted 
suggestions made by outside groups to 
improve our post-grant opposition pro-
vision, changed the discovery standard 
to interest of justice and ensured that 
a patent owner can bring a patent suit, 
even if a post-grant suit is instituted. 


So we’ve addressed every concern 
that has been brought to our attention. 
No concern was too small or too tech-
nical, and we continue even now to lis-
ten to the parties in other ways to con-
tinue to enhance the bill. 


So now is the time for patent reform. 
Mr. Chairman, I reserve the balance 


of my time. 
Mr. ROHRABACHER. Mr. Chairman, 


I rise to claim the time in opposition 
to the manager’s amendment. 


The Acting CHAIRMAN. The gen-
tleman from California is recognized 
for 10 minutes. 


Mr. ROHRABACHER. Mr. Chairman, 
I ask unanimous consent to yield 5 
minutes of the 10 minutes in opposition 
to the gentlewoman from Ohio (Ms. 
KAPTUR) for her to control that time. 


The Acting CHAIRMAN. Without ob-
jection, the gentlewoman from Ohio is 
recognized for 5 minutes. 


There was no objection. 
Ms. KAPTUR. Mr. Chairman, I yield 


myself such time as I may consume. I 
thank the gentleman kindly for yield-
ing me this time. 
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On the manager’s amendment, you 


know what’s really sad about this bill 
is that it is very complicated, and it’s 
a work in progress as we sit here on the 
floor. It’s too important for America 
and for the future of our industrial and 
economic base to be treated this way, 
and I know that the Chair of the sub-
committee and the full committee are 
listening as I speak today. We 
shouldn’t be drafting this in a man-
ager’s amendment on the floor. 


There’s been some inference that the 
AFL–CIO supports this bill. The AFL– 
CIO does not support this bill. They 
support the fact that it is being im-
proved but they do not support the bill. 


In addition to that, there’s some-
thing very important I was not able to 
address earlier, and that is that this 
bill prematurely reveals inventors’ se-
crets. In 1999, the Patent Act required 
the Patent Office to publish on the 
Internet a patent application 18 
months from the date of filing, but the 
act also allowed inventors to opt out 
from that if they agreed not to file for 
patent in another nation. That’s the 
so-called opt-out provision. 


Now, between 20 and 33 percent of 
U.S.-origin patents opt out of the sys-
tem. They’re small people. They’re try-
ing to get the venture capital to start 
up their company and so forth, and the 
average time the Patent Office takes 
to process a patent is 31 months. Thus, 
all the secrets in all patent applica-
tions will be made available to every 
pirate in the world for more than a 
year before a small inventor, any in-
ventor has a chance for patent protec-
tion. 


Now, we’re going to be told, well, Mr. 
ISSA’s amendment will fix this. No, it 
will not, and we will argue against that 
a little bit more down the road. 


Several speakers this morning, Mr. 
WELCH of Vermont and Mr. JOHNSON of 
Georgia, said, well, we need this reform 
because we haven’t had patent reform 
since 1952. That’s not true. There have 
been 17 amendments in major bills be-
fore this Congress that deal with pat-
ent reform in the last 15 years. 


The problem with this bill is that it 
tries to harmonize to lower standards 
in the world rather than cause other 
countries to harmonize up to our 
standards. It takes away the right of 
first to invent, and it transfers it to 
first to file. That means an inventor 
who come here to the Patent Office 
here in the United States, no matter 
how small, and file a patent and got 
the right as an inventor first to invent 
could be superseded in the inter-
national market by someone who hap-
pened to catch that invention on the 
Internet or elsewhere and file it in 
China first. So it changes it from a 
first-to-invent to a first-to-file system. 
This is a substantial change from the 
system that has been in place in this 
country since the early 1700s. 


You know what I said earlier what’s 
going on here is the big proponents of 
this, the semiconductor companies, and 
Mr. EMANUEL read some of their names, 


have been fined substantially for pat-
ent infringement over the last several 
years, about $3.5 billion, and they’re 
trying to get the law changed to make 
it easier for them. You know what, 
they have a right to exist. They have a 
right to function. The problem is they 
have been taken to court, and there are 
15 standards the courts use to ascertain 
damages. They want to reduce it to one 
and make the 14 optional. You know 
what, the Federal judges are saying 
don’t do that; we like the current sys-
tem. It gives the courts the flexibility 
that they use. 


Why should a few transnational cor-
porations, sort of the big tech compa-
nies, have this much power in this Con-
gress? Why don’t we have the right of 
others to be heard here fully rather 
than having to condense such a serious 
debate into a few seconds here on the 
floor? 


Why am I opposed to this bill? I’m 
opposed to this bill because it gives too 
much power to the big tech 
transnationals, and it takes away 
power from the universities that are 
opposed to this; although, some in Cali-
fornia, where so many of these big tech 
companies are located, are happy. But 
come to Ohio, come to Wisconsin, come 
to New York. There are lots of univer-
sities that are opposed to this. So it’s 
giving too much advantage to a few 
companies. 


In addition to that, it totally turns 
upside down the first-to-invent system 
to a first-to-file system, and it would 
permit lots of infringements inter-
nationally. 


It does eliminate the opt-out provi-
sion where, if a small inventor doesn’t 
want their invention put up on the 
Internet, it takes away the opt-out 
provision from them. Mr. ISSA’s amend-
ment does not fix it. We want an oppor-
tunity to fix that, because we want to 
protect the third of inventors that do 
not file internationally, that do not 
want their patents put out there like 
that, and they are not the big compa-
nies. They’re the smaller companies. 
And why force them to go into court? 
They don’t have the money to defend 
themselves anyway. 


There’s broad-based opposition to 
this bill. There are lots of organiza-
tions, including the Institute of Elec-
tronic Engineers, Medical College of 
Wisconsin. There are many, many oth-
ers, Cornell University, all opposed to 
this. 


I thank the gentleman for yielding 
me the time and allowing me to broad-
en the record here in the very few short 
seconds we have been allowed. 


b 1345 
Mr. CONYERS. I can’t help but take 


6 seconds in rebuttal. 
The universities support this meas-


ure. Small inventors support this 
measure. This bill is to create jobs in 
America. How could anybody think 
that I would be supporting a bill that 
didn’t do this in patent law reform? 


I yield 2 minutes to the ranking 
member of the Judiciary Committee, 
Mr. LAMAR SMITH. 


Mr. SMITH of Texas. I want to thank 
the chairman of the Judiciary Com-
mittee for yielding me time. 


Mr. Chairman, I want to be unequivo-
cal, first of all, in saying that I support 
this manager’s amendment. 


I yield to my friend from California 
(Mr. HERGER) for purposes of a col-
loquy. 


Mr. HERGER. I would like to thank 
the ranking member for engaging in 
this colloquy. 


As you know, the manager’s amend-
ment was released yesterday afternoon, 
and it contains language concerning 
section 337 proceedings before the U.S. 
International Trade Commission. 


However, this language was not con-
sidered by the Committee on Ways and 
Means, even though it is squarely in 
our jurisdiction. I am aware that 
Chairman RANGEL and Chairman CON-
YERS have exchanged letters in which 
Chairman CONYERS has acknowledged 
that this issue is within the jurisdic-
tion of the Ways and Means committee. 
I will support a request for conferees to 
be named from the Ways and Means 
committee. 


As you know, section 337 proceedings 
are very complex, and we must ensure 
that the full ramifications of this lan-
guage are clearly understood. 


As ranking member of the Ways and 
Means Trade Subcommittee, I hope 
that you would agree with me that 
these provisions warrant further anal-
ysis and ask that you would work with 
me and other members of the com-
mittee in conference to ensure that 
these provisions are thoroughly under-
stood as the bill moves through the 
legislative process. 


Mr. SMITH of Texas. Mr. Chairman, I 
want to thank my friend from Cali-
fornia for pointing these provisions 
out, and I certainly do agree with 
them, and we will work towards that 
goal. 


Mr. CONYERS. Would the ranking 
member yield to me? 


Mr. SMITH of Texas. I yield to the 
chairman of the committee. 


Mr. CONYERS. Thank you. I want to 
assure the gentleman. 


Mr. Chairman, I would submit for the 
RECORD a letter dated September 7, 
2007, between myself and the chairman 
of Ways and Means, CHARLES RANGEL. 


HOUSE OF REPRESENTATIVES, 
COMMITTEE ON WAYS AND MEANS, 


Washington, DC, September 7, 2007. 
Hon. JOHN CONYERS, Jr., 
Chairman, Judiciary Committee, 
Washington, DC. 


DEAR JOHN: I am writing regarding H.R. 
1908, the Patent Reform Act of 2007. During 
consideration of the bill by the Rules Com-
mittee, a manager’s amendment was made in 
order that includes provisions affecting sec-
tion 337 of the Tariff Act of 1930. 


As you know, section 337 falls within the 
jurisdiction of the Committee on Ways and 
Means. The Ways and Means Committee has 
jurisdiction over all issues concerning im-
port trade matters. 


In order to expedite this legislation for 
floor consideration, the Committee will 
forgo action on this bill, and will not oppose 
the inclusion of this provision relating to 


VerDate Aug 31 2005 03:03 Sep 08, 2007 Jkt 059060 PO 00000 Frm 00049 Fmt 7634 Sfmt 0634 E:\CR\FM\K07SE7.071 H07SEPT1ba
jo


hn
so


n 
on


 P
R


O
D


1P
C


69
 w


ith
 H


O
U


S
E







CONGRESSIONAL RECORD — HOUSEH10296 September 7, 2007 
section 337 of the Tariff Act within H.R. 1908. 
This is being done with the understanding 
that it does not in any way prejudice the 
Committee with respect to its jurisdictional 
prerogatives on this bill or similar legisla-
tion in the future. 


I would appreciate your response to this 
letter, confirming this understanding with 
respect to H.R. 1908, and would ask that a 
copy of our exchange of letters on this mat-
ter be included in the RECORD. 


Sincerely, 
CHARLES B. RANGEL, 


Chairman. 


HOUSE OF REPRESENTATIVES, 
COMMITTEE ON THE JUDICIARY, 
Washington, DC, September 7, 2007. 


Hon. CHARLES B. RANGEL, 
Chairman, Committee on Ways and Means, 


House of Representatives, Washington, DC. 
DEAR MR. CHAIRMAN: Thank you for your 


recent letter regarding your committee’s ju-
risdictional interest in H.R. 1908, the Patent 
Reform Act of 2007. 


I appreciate your willingness to support 
expediting floor consideration of this impor-
tant legislation today. I understand and 
agree that this is without prejudice to your 
Committee’s jurisdictional interests in this 
or similar legislation in the future. In the 
event a House-Senate conference on this or 
similar legislation is convened, I would sup-
port your request for an appropriate number 
of conferees. 


I will include a copy of your letter and this 
response in the CONGRESSIONAL RECORD dur-
ing consideration of the bill on the House 
floor. Thank you for your cooperation as we 
work towards enactment of this legislation. 


Sincerely, 
JOHN CONYERS, Jr. 


Chairman. 


I completely agree that it was totally 
inadvertent, and we want the Ways and 
Means Committee to assert, and we 
will help them assert, their full rights 
in terms of jurisdiction in this matter. 
I thank him for bringing it to our at-
tention. 


Mr. ROHRABACHER. Mr. Chairman, 
I yield 2 minutes to the gentleman 
from Illinois (Mr. MANZULLO). 


Mr. MANZULLO. Mr. Chairman, 
while I was in the Rules Committee 
yesterday, the gentleman from Cali-
fornia said with regard to the types of 
damages and the standard for damages 
that could be used that the judge would 
have the discretion to determine that. 


Well, taking a look at the manager’s 
amendment. That discretion has been 
taken away, and now there is a pre-
sumption in favor of the most onerous 
provision dealing with damages, and 
that really would impact the small in-
ventor. 


Let’s take a look at what would hap-
pen with the majority’s view on patent 
damage reform. The Wright brothers’ 
airplane, here is the patent, I have got 
a picture of it right here. 


The flying machine, if it had been 
patented today, or, no, if the rules that 
the majority is suggesting now were in 
effect at the time that the Wright 
brothers got their patent, the amount 
that they recovered would have been 
limited to the fractional value of the 
surface controls alone, that’s it, even 
though everything else went on what 
was called an airplane, but the thing 
never flew. 


That’s what this does to innovation. 
If you want to get something for your 
trim tab and your ailerons and what-
ever else they put on an aircraft, that’s 
fine. 


But this is an example, nobody else 
in the entire debate has given one ex-
ample except me. This is the only op-
portunity that the people opposed to 
this bill have had to talk about the ac-
tual impact of the law upon a factual 
situation. 


Mr. BERMAN. Mr. Chairman, will 
the gentleman yield? 


Mr. MANZULLO. I yield 20 seconds to 
the gentleman from California. 


Mr. BERMAN. Under the entire mar-
ket value rule, which is in this bill, the 
Wright brothers, every value of what 
was created was those surface controls. 


Mr. MANZULLO. But under your 
manager’s amendment, the judge would 
have to say that that does not apply. 


Mr. ROHRABACHER. How much 
time do I have left? 


The Acting CHAIRMAN. The gen-
tleman from California has 3 minutes 
remaining. 


Mr. ROHRABACHER. And the time 
on the other side? 


The Acting CHAIRMAN. The gen-
tleman from Michigan has 21⁄4 minutes 
remaining. 


Mr. ROHRABACHER. I yield myself 3 
minutes. 


Let’s just note when we are talking, 
Ms. KAPTUR and Mr. MANZULLO talk 
about one of the horrible provisions of 
the bill, which changes the whole con-
cept of how damages are assessed, and 
who has benefited by this. 


We have to ask ourselves, we talk 
about the Wright brothers, the little 
guys who actually made all the dif-
ference in whether or not America has 
a high standard of living, the damages 
that these inventors have when people 
violate their rights and how those dam-
ages are assessed. That’s right in this 
legislation. 


Yes, they are changing it to the ben-
efit of the infringers. They are beating 
down the little guys, making it more 
difficult for the Wright brothers and 
for all the other little guys who have 
come up with these ideas in order to 
help the big corporations. 


By the way, let me just add this 
thought: we are not just talking about 
American corporations here. We are 
not talking about making inventors 
just vulnerable to the big American 
corporations. We are talking about 
multinational corporations, and we are 
talking about foreign corporations. 


Our little guys, with just this change, 
are going to be dramatically damaged. 
Their ability, in order to protect their 
rights, will be dramatically reduced. 


This is just one example of the type 
of diminishing of the rights of the in-
ventor in this bill. Yet, we aren’t able 
to discuss it fully. One hour of debate 
for a bill that’s being described here as 
one of the most important pieces of 
legislation in the century? One hour of 
debate in which the opposition was not 
given a chance to control any time in 


opposition? This is a disgrace. What’s 
going on? 


This alone should raise the red flag 
to all of our Members saying some-
thing is going on here; there is a power 
play people in our legislation aren’t 
being able to control their time. 
What’s happening here? We have a 
manager’s amendment now that was 
permitted to be changed after it left 
committee. There wasn’t even a proper 
debate on this bill then and this man-
ager’s amendment in the committee, 
much less the subcommittee. 


So what we have here is a power play 
by somebody. The rules don’t count 
when it comes to the bill, because 
somebody out there really wants it 
really bad in order to not give us a 
chance to give the other side, not give 
the full committee a chance even to 
discuss these details that are changed 
in the manager’s amendment, not to 
let the subcommittee play its role. 


Now, all I am suggesting is this 
should raise a red flag for all of our 
Members. All of us should be aware 
that when these types of shenanigans 
are being played, something is going 
on, that the legislation that’s being 
pushed through probably is not good 
legislation, but, instead, helps a small 
group of powerful people. 


Mr. CONYERS. How much time re-
mains? 


The Acting CHAIRMAN. The gen-
tleman from Michigan has 21⁄4 minutes 
remaining. 


The gentleman from California, his 
time has expired. 


Mr. CONYERS. I yield myself 6 sec-
onds before I yield the rest of the time 
to Mr. BERMAN. 


This is curious, here I am a son of 
Labor, out of Labor, represents Labor 
all my life, being told publicly that I 
don’t represent the little guy from peo-
ple whose connection with working 
people in collective bargaining move-
ments is unknown. 


With that, I yield to my dear friend, 
Mr. BERMAN, for the remainder of our 
time. 


Mr. BERMAN. I thank the gentleman 
for yielding, and I would like to yield 
to the gentleman from Oregon for pur-
poses of a colloquy. 


Mr. WU. I thank the chairman. 
As both Chairman CONYERS and 


Chairman BERMAN are aware, the 
version of the legislation in the other 
body contains a section that ends the 
diversion of fees from the Patent and 
Trademark Office. 


Absent a compelling consideration, 
would the chairman be amenable to 
working to keep that provision in con-
ference? 


Mr. BERMAN. That is a provision 
that I have supported, it is legislation 
I have introduced, it embodies and en-
acts a philosophy I completely agree 
with. All PTO fees should be kept with-
in the PTO office to reduce backlogs, 
to hire qualified people, and to come to 
better operations of that critical office. 


Mr. WU. I thank the chairman. 
Mr. BERMAN. The chairman of the 


committee obviously will be a key 
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member of the conference committee 
and indicates that he feels the same 
way. 


Reclaiming my time, I just want to 
make a couple of points. 


First, I have never said, quote, Labor 
supports this bill. What I said was 
Labor thinks a number of improve-
ments have been made, particularly in 
this manager’s amendment. There are 
other issues that concern them, that 
they believe we are moving in the right 
direction, and that they have no oppo-
sition to the passage of this bill, under-
standing they have other concerns that 
want to be addressed. 


The same applies for a number of 
pharmaceutical companies. The major 
institution, and they are not small 
guys, Mr. ROHRABACHER. Opposition to 
this, concerns about this bill, come 
from large and important— 


The Acting CHAIRMAN. The gentle-
man’s time has expired. 


The question is on the amendment 
offered by the gentleman from Michi-
gan (Mr. CONYERS). 


The question was taken; and the Act-
ing Chairman announced that the noes 
appeared to have it. 


Mr. BERMAN. Mr. Chairman, I de-
mand a recorded vote. 


The Acting CHAIRMAN. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Michigan will be 
postponed. 


AMENDMENT NO. 2 OFFERED BY MR. ISSA 
The Acting CHAIRMAN. It is now in 


order to consider amendment No. 2 
printed in House Report 110–319. 


Mr. ISSA. Mr. Chairman, I offer an 
amendment. 


The Acting CHAIRMAN. The Clerk 
will designate the amendment. 


The text of the amendment is as fol-
lows: 


Amendment No. 2 offered by Mr. ISSA: 
Page 53, strike lines 9 through 15 and insert 


the following: 
(a) PUBLICATION.—Section 122(b)(2)(B)(i) is 


amended by striking ‘‘published as provided 
in paragraph (1).’’ and inserting the fol-
lowing: ‘‘published until the later of— 


‘‘(I) three months after a second action is 
taken pursuant to section 132 on the applica-
tion, of which notice has been given or 
mailed to the applicant; or 


‘‘(II) the date specified in paragraph (1).’’. 


The Acting CHAIRMAN. Pursuant to 
House Resolution 636, the gentleman 
from California (Mr. ISSA) and a Mem-
ber opposed each will control 5 min-
utes. 


The Chair recognizes the gentleman 
from California. 


Mr. ISSA. Mr. Chairman, I rise in 
support of this amendment. 


In short, this amendment simply 
seeks to maintain our historic and im-
portant American-only right for an in-
ventor who was denied a patent to keep 
that patent a secret. 


Additionally, it allows sufficient 
time in the process for a patent holder 
to know that his patent, his or her pat-
ent, either will or will not likely be 
granted significant claims. 


For that reason, we struck a balance 
between the rest of the world that rec-


ognizes that patents are normally pub-
lished after 18 months. We said, no, it 
will be the greater of the second office 
action, which can be anywhere from 3 
to 5 years or 18 months, and we did so 
because we believe somebody should 
know when they receive significant 
claims or not before they are forced to 
decide whether or not to retain a trade 
secret. 


It’s an important issue; it’s one that 
I believe will allow us a final and last-
ing way for a secret to be balanced 
with the interest to not have sub-
marine patents and unknown informa-
tion. 


I yield to the chairman of the full 
committee. 


Mr. CONYERS. We have reviewed the 
amendment. It’s an important con-
tribution. We are prepared to accept 
the amendment. 


Mr. ISSA. I yield to the chairman of 
the subcommittee. 


Mr. BERMAN. I thank the gen-
tleman, I also agree with the amend-
ment. I would like to use the time, if 
you would allow me to finish the sen-
tence, which is with respect to these 
important companies, that, in the bio-
technology and pharmaceutical field, I 
just want to repeat, a number of things 
they want, first-inventor-to-file, not 
first-to-file, first-inventor-to-file, re-
peal of the best-mode defense, reform 
of the inequitable-conduct defense, are 
in this bill, and we intend to work with 
them on the damages issue between 
now and a final conference report to 
try to come to a better understanding 
on that very important, but very com-
plicated, field. 


b 1400 
Mr. ISSA. I yield to the ranking 


member of the full committee. 
Mr. SMITH of Texas. I thank my 


friend from California for yielding. I 
certainly endorse his amendment and 
thank him for offering it. 


Mr. ISSA. Mr. Chairman, I reserve 
the balance of my time. 


Mr. ROHRABACHER. Mr. Chairman, 
I rise in opposition to the amendment. 


The Acting CHAIRMAN. The gen-
tleman from California is recognized 
for 5 minutes. 


Mr. ROHRABACHER. First and fore-
most, let us note that over and over 
again we hear, well, they are not op-
posing the bill. Well, the labor unions 
and others, many of them are opposing 
the bill. But the ones you’re describing, 
you’re just saying they aren’t nec-
essarily supporting the bill. What we 
are saying, they are not supporting the 
bill. This has been reconfirmed by what 
my colleagues have said in the last 10 
minutes. 


Also, let us note, over and over again 
we hear, we’re going to work this out. 
We’re going to work all these things 
out in the bill as it moves through the 
process, which means to all of us there 
are major flaws in this bill, huge flaws 
in this bill, and we have to take it just 
on faith that they’re going to work out 
all these flaws as it goes through the 
process. 


I would suggest that we take this, we 
vote ‘‘no’’ on this bill, and then let’s 
correct those flaws and come back to 
the floor when you’ve got a bill that 
isn’t flawed. Let’s go back to the floor 
when you can support a bill with an 
honest debate and not be so afraid of a 
debate that you’ll neuter the chances 
and mute our opposition voices by giv-
ing us almost no time to discuss the 
issues. 


I would yield to my friend, Ms. KAP-
TUR. 


Ms. KAPTUR. Mr. Chairman, I just 
want to place on the record that Issa’s 
amendment, Issa’s choice, is would you 
rather have the inventor shot with a 
pistol or a rifle? In either case, he or 
she ends up dead. 


Now, why is that? Because the 1999 
Patent Act required the Patent Office 
to publish on the Internet a patent ap-
plication 18 months from the date of 
filing. But the issue really is, it takes 
an average of 31 months for patent re-
view. Mr. ISSA, I think, brings it up to 
24 months. Thus, what happens is 
there’s a gap between when it’s filed 
and when it’s approved, and you have 
to go up on the Internet. Under current 
law, you can opt out of that so you can 
protect your invention and not have 
some pirate in China or Japan or some-
where else take it from you. That is 
not in this bill. 


The elimination of the opt-out provi-
sion is a terrible, terrible omission and 
a major change from existing law, and 
the Issa amendment does not make it 
better. 


Mr. ROHRABACHER. Reclaiming my 
time, Ms. KAPTUR has made a really 
important observation here, and that 
is, at the end of the day, yeah, the Issa 
amendment does make some changes, 
but at the end of the day, there will be 
American patent applications in which 
the inventor would like to keep secret 
until he gets the patent issued to him, 
which will be published for all of the 
thieves in China and India and Japan 
and Korea and elsewhere who would 
like to have all of that information be-
fore the patent is issued. There will 
still be a significant number of patent 
applications published for the whole 
world to see, and the patent applicant 
doesn’t want that. 


Ms. KAPTUR. Will the gentleman 
yield further? 


Mr. ROHRABACHER. I certainly 
will. 


Ms. KAPTUR. I just would point out, 
in the area of biology and microbi-
ology, the average amount of time for 
patent approval is over 40 months. So, 
in other words, your invention is out 
there, and you have no way to protect 
it globally. 


Mr. ROHRABACHER. So in the end, 
where Mr. ISSA’s amendment does take 
things one or two steps forward, the 
fact is it doesn’t come anywhere close 
to offering the protection that cur-
rently exists in the law that is being 
destroyed by the language in the Steal 
American Technologies Act, H.R. 1908. 


Let me just note, for my own situa-
tion, in terms of the chairman asking 
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me about my credentials in terms of 
being associated with labor, I was a 
member of a labor union. I actually 
scrubbed toilets at times in my life. I 
have had menial jobs. I care about the 
working people. My family comes from 
working class farmers, poor farmers 
and people who went off to defend this 
country. 


The American people, the standard of 
living of ordinary people depends on 
technology. This bill that’s being pro-
posed will give our technological se-
crets to our competitors which under-
mines the working people’s chances 
here of competing with cheap labor 
overseas. 


Ms. KAPTUR. Will the gentleman 
yield on that? 


Mr. ROHRABACHER. I certainly 
will. 


Ms. KAPTUR. I would like to defend 
your labor credentials. You voted 
against NAFTA on this floor. You were 
a leader on your side of the aisle. That 
vote was proven to be right. 


What this is going to do, this is going 
to ‘‘NAFTAtize’’ the patent system and 
allow China to infringe on more of our 
inventions. We should not permit this 
to happen. We should be allowed to 
fully debate this for the people of this 
country. 


Two-thirds of the value of companies, 
up to 80 percent of our industrial com-
panies value, relate to their patents, 
and we should be given more respect. 
We should give our constituents more 
respect than compressing this debate 
into such a narrow time slot. 


Mr. ROHRABACHER. If this bill 
passes, those people who will be our 
competitors overseas, even if Mr. ISSA’s 
amendment passes, they will have our 
secrets before the patent is issued and 
be outcompeting us with our own tech-
nologies. 


ANNOUNCEMENT BY THE ACTING CHAIRMAN 
The Acting CHAIRMAN. Members 


are reminded to direct their comments 
to the Chair. 


Mr. CONYERS. Could the gentleman 
from California (Mr. ISSA) yield brief-
ly? 


Mr. ISSA. I would yield to the full 
committee chairman. 


Mr. CONYERS. I’m glad we’ve all 
proved our working class credentials in 
support of working people, and I’m 
very impressed, if not surprised. And so 
I want to describe this debate that’s 
currently going on on this second pro-
vision. 


Here is the one man in Congress with 
more patents as a small-time inventor 
than anybody in the House and the 
Senate being explained to why this is 
contrary to the interests of small-time 
inventors. Very interesting. 


Mr. ISSA. Reclaiming my time, I 
yield myself such time as I may con-
sume. 


I guess as a machinist union worker 
and a mechanic, I’ll get that out there 
so that I get my claim to union mem-
bership and to having gotten a lot of 
grease under fingernails, for Ms. KAP-
TUR’s understanding, because I think 


what she brought up is crucial, and full 
understanding is essential as to this 
amendment. 


This amendment, if it takes 10 years 
to get a second office action, will give 
the inventor 10 years of no one else see-
ing it. It is an infinite period of time, 
subject to the 20-year expiration. It is, 
in fact, an infinite period of time. And 
as an inventor, I chose the second of-
fice action, even though small inven-
tors had said the first office action was 
good enough, because I was aware that 
the first office action is most often a 
rejection over which you overcome 
most of the objections. The second re-
jection, if there is one, they usually ac-
cept some, and if they give you a rejec-
tion, you usually don’t overcome them, 
and the venture community, if you’ve 
had a second rejection, tends to dis-
count potential additional claims. So 
that’s the reason I chose those because, 
in fact, it gives you unlimited time to 
pursue your patent up to and through a 
second and, usually, final rejection. 


Ms. KAPTUR. Would the gentleman 
kindly yield to me? 


Mr. ISSA. I would be glad to yield to 
the gentlelady. 


Ms. KAPTUR. Does your amendment 
preserve the opt-out provision of exist-
ing law? 


Mr. ISSA. It does. Under this provi-
sion, if you receive your second and 
usually final rejection and you say, 
okay, I’m going to take my, within 90 
days, I’m going to discard my patent, 
that wrapper is not available to any-
one. It remains a secret and you’re al-
lowed to keep your trade secrets. 


Ms. KAPTUR. And how many months 
or years do you have to wait before you 
get that opt-out provision? Can you do 
it immediately? 


The Acting CHAIRMAN. The gentle-
man’s time has expired. 


The question is on the amendment 
offered by the gentleman from Cali-
fornia (Mr. ISSA). 


The question was taken; and the Act-
ing Chairman announced that the ayes 
appeared to have it. 


Mr. ROHRABACHER. Mr. Chairman, 
I demand a recorded vote. 


The Acting CHAIRMAN. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from California will be 
postponed. 


AMENDMENT NO. 3 OFFERED BY MR. ISSA 


The Acting CHAIRMAN. It is now in 
order to consider amendment No. 3 
printed in House Report 110–319. 


Mr. ISSA. Mr. Chairman, I offer an 
amendment. 


The Acting CHAIRMAN. The Clerk 
will designate the amendment. 


The text of the amendment is as fol-
lows: 


Amendment No. 3 offered by Mr. ISSA 
Page 67, insert the following after line 7: 
(c) EFFECTIVE DATE OF REGULATIONS.— 
(1) REVIEW BY CONGRESS.—A regulation pro-


mulgated by the United States Patent and 
Trademark Office under section 2(b)(2) of 
title 35, United States Code, with respect to 
any matter described in section 2(c)(6) of 


such title, as added by subsection (a) of this 
section, may not take effect before the end 
of a period of 60 days beginning on the date 
on which the Under Secretary of Commerce 
for Intellectual Property and Director of the 
United States Patent and Trademark Office 
submits to each House of Congress a copy of 
the regulation, together with a report con-
taining the reasons for its adoption. The reg-
ulation and report so submitted shall be re-
ferred to the Committee on the Judiciary of 
the House of Representatives and the Com-
mittee on the Judiciary of the Senate. 


(2) JOINT RESOLUTION OF DISAPPROVAL.—If a 
joint resolution of disapproval with respect 
to the regulation is enacted into law, the 
regulation shall not become effective or con-
tinue in effect. 


(3) JOINT RESOLUTION DEFINED.—For pur-
poses of this subsection, the term a ‘‘joint 
resolution of disapproval’’ means a joint res-
olution, the matter after the resolving 
clause of which is as follows: ‘‘That Congress 
disapproves the regulation submitted by the 
Under Secretary of Commerce for Intellec-
tual Property and Director of the United 
States Patent and Trademark Office on 
lll relating to lll, and such regulation 
shall have no force or effect.’’, with the first 
space being filled with the appropriate date, 
and the second space being filled with a de-
scription of the regulation at issue. 


(4) REFERRAL.—A joint resolution of dis-
approval shall be referred in the House of 
Representatives to the Committee on the Ju-
diciary and in the Senate to the Committee 
on the Judiciary. 


(5) FLOOR CONSIDERATION.—A vote on final 
passage of a joint resolution of disapproval 
shall be taken in each House on or before the 
close of the 15th day after the bill or resolu-
tion is reported by the committee of that 
House to which it was referred or after such 
committee has been discharged from further 
consideration of the joint resolution of dis-
approval. 


(6) NO INFERENCES.—If the Congress does 
not enact a joint resolution of disapproval, 
no court or agency may infer therefrom any 
intent of the Congress with regard to such 
regulation or action. 


(7) CALCULATION OF DAYS.—The 60-day pe-
riod referred to in paragraph (1) and the 15- 
day period referred to in paragraph (5) shall 
be computed by excluding— 


(A) the days on which either House of Con-
gress is not in session because of an adjourn-
ment of the Congress sine die; and 


(B) any Saturday and Sunday, not excluded 
under subparagraph (A), when either House 
is not in session. 


(8) RULEMAKING AUTHORITY.—This sub-
section is enacted by the Congress as an ex-
ercise of the rulemaking power of the Senate 
and House of Representatives respectively, 
and as such it is deemed a part of the rules 
of each House, respectively. 


The Acting CHAIRMAN. Pursuant to 
House Resolution 636, the gentleman 
from California (Mr. ISSA) and a Mem-
ber opposed each will control 5 min-
utes. 


The Chair recognizes the gentleman 
from California. 


Mr. ISSA. Mr. Chairman, I’ll briefly 
explain the amendment. Almost every 
single agency of the Federal Govern-
ment has rule-making authority. But, 
quite frankly, rules are, in fact, laws 
made by agencies. So when the Patent 
and Trademark Office repeatedly has 
asked us for rule-making authority, it 
has been a long process to figure out 
the best way to allow them to make 
rules but to retain our genuine con-
stitutional obligation over the effects 
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of those laws. So, in doing so, what we 
did was we crafted a constitutional re-
view. We’re not allowed to veto these 
agencies, but we are allowed to over-
rule them. And in doing so, what we 
have decided to do is to allow any 
Member of the House or the Senate to 
bring a motion in opposition to any 
rule produced or proposed by the Pat-
ent and Trademark Office, and we will, 
in fact, within 60 days, hear that rule, 
that opposition and make a decision. 
This is designed specifically to stop 
any overreaching under this underlying 
bill from potentially causing things 
which we would not have legislated to, 
in fact, be legislated, while recognizing 
that we want the Patent and Trade-
mark Office to have the ability to 
move swiftly and accurately to the 
conclusion of patents on behalf of our 
economy. 


Mr. Chairman, I reserve the balance 
of my time. 


Mr. ROHRABACHER. Mr. Chairman, 
I rise in opposition to the amendment. 


The Acting CHAIRMAN. The gen-
tleman from California is recognized 
for 5 minutes. 


Mr. ROHRABACHER. This is yet an-
other example of why this overall bill 
should be defeated. The fact is that we 
shouldn’t be changing the provision 
and permitting outside agencies and 
taking authority away from us from 
setting the basic ground rules about 
patents in the first place. This idea 
that, well, let me put it this way. This 
bill is so filled with this type of imper-
fection, and as we have had our guar-
antee from those people who brought 
this bill to the floor so precipitously, 
they will work really hard to make 
sure all the flaws are out. I would sug-
gest that that statement alone should 
have all these red flags going up for all 
of us. And then the muting of the oppo-
sition and not permitting us an ade-
quate amount of time to actually dis-
cuss the provisions of the bill and not 
giving us time to control our own oppo-
sition, again, should be the red flags 
for all of us who’s listening to this de-
bate. 


I yield 11⁄2 minutes to the gentleman 
from Texas (Mr. GOHMERT). 


Mr. GOHMERT. Mr. Chairman, I ap-
preciate so much my friend from Cali-
fornia. And, in fact, I like Mr. ISSA so 
much, I want more people like DAR-
RELL ISSA. I want more people to have 
the opportunity to create patents, to 
use ingenuity, to do well based on their 
thought processes. And I’m afraid now 
this bill will prevent us from having 
the opportunity to have more DARRELL 
ISSAS. 


The amendment works on one of the 
problems, well, gee, we’ll look at the 
regulations. But, my goodness, this is a 
comprehensive bill. We keep hearing, 
you know, we need comprehensive 
bills. And red flags went up in my 
mind. And where have I heard that? Oh, 
yes, on immigration reform. We had to 
have a comprehensive bill because 
there were some things that needed to 
be passed, some people thought, that 


they knew could not pass if they had 
the bright enough light of day shown 
on them, and so we have a comprehen-
sive bill to put some things in there 
that do more damage than good. 


We need more time to look at these 
provisions so that we can ensure that 
there are more DARRELL ISSAS that get 
to have the same opportunities to do as 
well and make us as proud as our good 
friend from California. 


Mr. ROHRABACHER. Mr. Chairman, 
how much time do I have? 


The Acting CHAIRMAN. The gen-
tleman from California has 21⁄2 minutes 
remaining. 


The other gentleman from California 
has 31⁄2 minutes remaining. 


Mr. ROHRABACHER. I yield 1 
minute to Ms. KAPTUR. 


Ms. KAPTUR. Mr. Chairman, I just 
wanted to place on the record opposi-
tion to Mr. ISSA’s amendment to try to 
politicize decision making that is done 
by professionals over at the Patent Of-
fice. But in doing so, also to place on 
the record who’s financing the expen-
sive lobbying campaign on behalf of 
the bill that is before us today. They 
are a coalition of companies including 
transnational corporations: Adobe, 
Microsoft, Cisco, Intel, eBay, Lenovo, 
Dell and Oracle. 


b 1415 
During the period of 1993–2005, four of 


them alone paid out more than $3.5 bil-
lion in patent settlements. And in the 
same period, their combined revenues 
were over $1.4 trillion, making their 
patent settlements only about one- 
quarter of 1 percent of those revenues. 
Now they wish to reduce even those 
costs, not by changing their obviously 
unfair and often illegal business prac-
tices, but by persuading Congress and 
also the Supreme Court to weaken U.S. 
patent protections. 


We ought to stand up for American 
inventors. We should not allow this bill 
to go forward. It should have sunlight. 
I know my colleagues are doing the 
best they can, but they can surely do 
better than this. 


Mr. ISSA. Mr. Chairman, I am proud 
to yield 1 minute to the chairman of 
the full committee, Mr. CONYERS. 


Mr. CONYERS. Ladies and gentle-
men, I keep noticing that the oppo-
nents to the bill, opponents to the rule, 
opponents to the manager’s amend-
ment, opponents to the amendments to 
include it in this are all opposed to ev-
erything, anything. And I am glad 
these great sons of Labor, like the gen-
tleman from California who knows his 
voting record on Labor and so, unfortu-
nately, do I, recognize how he is sup-
porting the working people and the 
person who has invented more inven-
tions than all of us put together is op-
posing the small inventors. What a de-
bate this is. 


I just rise to let you know, sir, that 
on this side of the aisle, we are proud 
to support this amendment. 


ANNOUNCEMENT BY THE ACTING CHAIRMAN 
Mr. Acting CHAIRMAN. All Members 


are reminded to address their com-
ments to the Chair. 


Mr. ROHRABACHER. Mr. Chairman, 
I yield myself such time as I may con-
sume. 


Let me just note I think it is really 
much more important to talk about 
provisions of the bill rather than try-
ing to point out things about each 
other, and that is one of the reasons we 
needed more time in this debate so 
that we could actually get into the pro-
visions of this bill. 


The fact that no matter what hap-
pens with Mr. ISSA’s first amendment, 
that still there will be patent applica-
tions that will be published for the 
world to see even before the patent is 
issued; that our overseas competitors 
will then have information that they 
will be able to use to outcompete us 
even before our patents are issued to 
those inventors who have applied for 
patents. Those are the issues we need 
to talk about. 


We need to talk about why the as-
sessment of damages has been changed 
in a way that helps these big guys, 
these big companies that Ms. KAPTUR 
has just outlined, as well as the foreign 
corporations, I might add, at the ex-
pense of the small inventor. The inven-
tor is just trying to prevent theft of his 
lifetime of work. We have to know why 
we have had different ways of deter-
mining the validity of a patent and 
opening up challenges in the front of 
the patent as well as afterwards so that 
we add cost after cost after cost to the 
little guy. 


We need to discuss these things in de-
tail. Instead we have 1 hour in which 
the opposition, I think, had 12 minutes 
in order to discuss these issues. This 
should raise a flag to everyone listen-
ing to this debate. Why is Congress try-
ing to stampede the rest of the Mem-
bers of Congress into voting for an act 
that could be so damaging to the 
American people? 


The Acting CHAIRMAN. The time of 
the gentleman has expired. 


Mr. ISSA. Mr. Chairman, I yield my-
self such time as I may consume. 


Both of my amendments are intended 
to improve this bill. I don’t stand be-
fore the Committee of the Whole to say 
that this bill will become perfect. As a 
matter of fact, in the general debate, I 
named companies like BIOCOM and 
GenProbe and Invitrogen, who are part 
of UCSD CONNECT, who have specific 
areas we are including in the material 
that they want continued work done 
on. They are, in fact, dissatisfied with 
the bill because it hasn’t done every-
thing it could do. But this amendment 
on rulemaking which would stop an ar-
bitrary decision by the Patent Office 
on something it may want to do such 
as eliminate continuations, et cetera, 
is there for a reason. And I would hope 
that people who are going to perhaps 
oppose the bill as not yet good enough 
would recognize that it is crucial for 
this amendment to get into it if we are 
going to protect against arbitrary ac-
tion by the Patent and Trademark Of-
fice. 
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And last but not least, Ms. KAPTUR 


was kind enough to ask one more ques-
tion during the previous amendment 
that couldn’t be answered, and I just 
want to make it clear on the previous 
amendment, you will be able to keep 
your secret through an unlimited pe-
riod of debate back and forth with the 
Patent Office up to two full rejections 
and then 90 days in which to close. And 
I would hope the gentlewoman would 
recognize that that is an improvement 
even if nothing is perfect. 


Ms. KAPTUR. Mr. Chairman, will the 
gentleman yield? 


Mr. ISSA. I yield to the gentlewoman 
from Ohio. 


Ms. KAPTUR. Mr. Chairman, I thank 
the gentleman very much for yielding. 


As I said with ISSA’s choice, it is ei-
ther being shot with a pistol or a rifle. 
It does not guarantee that once the 
patent is granted that that person can 
keep their intellectual property, can 
opt out and not have it published for 
that 18-month period. So we are taking 
away that intellectual property protec-
tion. 


Mr. ISSA. Reclaiming my time, Mr. 
Chairman, under the current law when 
your patent claims are granted, you 
have an obligation to make available 
to the world and to people of ordinary 
skill in the art how to knock off your 
product. That’s current law. That has 
been around since the founding. The 
deal between the Patent Office, the 
American people, if you will, and the 
inventor is that you have disclosed to 
the world if you are given those claims 
for a limited period of time. We are not 
changing that in 200 years. We are pro-
tecting your right if you are not grant-
ed a patent. That is what current law 
does; that is what this amendment 
does. 


The Acting CHAIRMAN. The ques-
tion is on the amendment offered by 
the gentleman from California (Mr. 
ISSA). 


The question was taken; and the Act-
ing Chairman announced that the ayes 
appeared to have it. 


Mr. ROHRABACHER. Mr. Chairman, 
I demand a recorded vote. 


The Acting CHAIRMAN. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from California will be 
postponed. 


AMENDMENT NO. 4 OFFERED BY MS. JACKSON- 
LEE OF TEXAS 


The Acting CHAIRMAN. It is now in 
order to consider amendment No. 4 
printed in House Report 110–319. 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, I offer an amendment. 


The Acting CHAIRMAN. The Clerk 
will designate the amendment. 


The text of the amendment is as fol-
lows: 


Amendment No. 4 offered by Ms. JACKSON- 
LEE of Texas: 


At the end of the bill insert the following 
new section: 
SEC. 18. STUDY ON PATENT DAMAGES. 


(a) IN GENERAL.—The Under Secretary of 
Commerce for Intellectual Property and Di-


rector of the United States Patent and 
Trademark Office (in this section referred to 
as the ‘‘Director’’) shall conduct a study of 
patent damage awards in cases where such 
awards have been based on a reasonable roy-
alty under section 284 of title 35, United 
States Code. The study should, at a min-
imum, consider cases from 1990 to the 
present. 


(b) CONDUCT.—In conducting the study 
under subsection (a), the Director shall in-
vestigate, at a minimum, the following: 


(1) Whether the mean or median dollar 
amount of reasonable-royalty-based patent 
damages awarded by courts or juries, as the 
case may be, has significantly increased on a 
per case basis during the period covered by 
the study, taking into consideration adjust-
ments for inflation and other relevant eco-
nomic factors. 


(2) Whether there has been a pattern of ex-
cessive and inequitable reasonable-royalty- 
based damages during the period covered by 
the study and, if so, any contributing fac-
tors, including, for example, evidence that 
Federal courts have routinely and inappro-
priately broadened the scope of the ‘‘entire 
market value rule’’, or that juries have rou-
tinely misapplied the entire market value 
rule to the facts at issue. 


(3) To the extent that a pattern of exces-
sive and inequitable damage awards exists, 
measures that could guard against such in-
appropriate awards without unduly 
prejudicing the rights and remedies of patent 
holders or significantly increasing litigation 
costs, including legislative reforms or im-
proved model jury instructions. 


(4) To the extent that a pattern of exces-
sive and inequitable damage awards exists, 
whether legislative proposals that would 
mandate, or create a presumption in favor 
of, apportionment of reasonable-royalty- 
based patent damages would effectively 
guard against such inappropriate awards 
without unduly prejudicing the rights and 
remedies of patent holders or significantly 
increasing litigation costs. 


(c) REPORT.—Not later than 1 year after 
the date of the enactment of this Act, the 
Director shall submit to the Congress a re-
port on the study conducted under this sec-
tion. 


The Acting CHAIRMAN. Pursuant to 
House Resolution 636, the gentlewoman 
from Texas (Ms. JACKSON-LEE) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentle-
woman from Texas. 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, I started out in this debate 
to say that we worked very hard for a 
long period of time to be able to look 
at the small and the big, the big inven-
tor and the little man inventor. All of 
them have been great to America, and 
we have benefited from their inven-
tions and their intellect. 


This patent bill preserves the intel-
lectual property, the art, the inven-
tion, the minds of America. And it 
does, in fact, protect us against those 
who would undermine this very viable 
economic engine, and that is our mind, 
our talent. 


But I believe that all voices should be 
heard. And throughout this whole proc-
ess there is probably no one who fo-
cused on the damages issue as much as 
I did, the proportionality issue. And I 
worked with Mr. BERMAN and Mr. CON-
YERS and our bipartisan friends. 


So this gives us an opportunity, and 
my amendment is very simple. And it 


doesn’t wait 7 years or 10 years to give 
us answers. It’s 1 year. It provides us 
with the opportunity in this landmark 
legislation to study the patent damage 
awards in cases where such awards 
have been based on a reasonable roy-
alty under section 84 of title 35 of the 
United States Code. The study should 
at a minimum consider cases from 1990 
to the present. It has a very detailed 
analysis, and what that will do is it 
will find its way to this Congress and 
we will have a better way of assessing 
the impact. 


We are concerned. Proportionality is 
an issue. But we are not ignoring your 
concerns, and this particular study 
helps to bring us along. 


Let me just quickly suggest the enti-
ties that will be impacted in a positive 
way: the American Intellectual Prop-
erty Law Association, a number of uni-
versities that will be impacted from 
the University of Illinois to Massachu-
setts to the University of Iowa, Mary-
land, Michigan, Minnesota, New Hamp-
shire, North Carolina, Texas A&M. 
Small inventors will be impacted by 
this study because it will give us more 
information. 


I would ask my colleagues to support 
this amendment. 


Thank you, Mr. Chairman for affording me 
this opportunity to explain my amendment to 
H.R. 1908, the ‘‘Patent Reform Act of 2007.’’ 
Let me also thank the distinguished Chairman 
of the Judiciary Committee, Mr. CONYERS, and 
the Ranking Member, Mr. SMITH, for the exam-
ple of bipartisan leadership coming together to 
address the real problems of the American 
people and the economy. 


I especially wish to thank Mr. BERMAN and 
Mr. COBLE, the chair and ranking member of 
the Judiciary Subcommittee on Courts, Intel-
lectual Property, and the Internet for their hard 
work, perseverance, and visionary leadership 
in producing landmark legislation that should 
ensure that the American patent system re-
mains the envy of the world. I am proud to 
have joined with all of them as original co- 
sponsor of H.R. 1908, the Patent Reform Act 
of 2007. 


On behalf of the small business enterprises, 
technology firms, and academics I am privi-
leged to represent, I want to publicly thank 
them for working with me on two other amend-
ments to the bill offered by me which were 
adopted during the full committee markup. 


Mr. Chairman, my amendment is a simple 
but important addition to this landmark legisla-
tion, which I believe can be supported by 
every member of this body. My amendment 
calls for a study of patent damage awards in 
cases where such awards have been based 
on a reasonable royalty under Section 284 of 
Title 35 of the United States Code. The study 
should, at a minimum, consider cases from 
1990 to the present. The results of this study 
shall be reported to the House and Senate Ju-
diciary Committees. 


I have attached to my statement a partial 
listing of groups, organizations, institutions, 
and industries that will benefit from the study 
called for in my amendment. 


Mr. Chairman, Article I, Section 8, clause 8 
of the Constitution confers upon the Congress 
the power: ‘‘To promote the Progress of 
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Science and useful Arts, by securing for lim-
ited Times to Authors and Inventors the exclu-
sive Right to their respective Writings and Dis-
coveries.’’ 


In order to fulfill the Constitution’s mandate, 
we must examine the patent system periodi-
cally to determine whether there may be flaws 
in its operation that may hamper innovation, 
including the problems described as de-
creased patent quality, prevalence of subjec-
tive elements in patent practice, patent abuse, 
and lack of meaningful alternatives to the pat-
ent litigation process. 


On the other hand, we must be mindful of 
the importance of ensuring that small compa-
nies have the same opportunities to innovate 
and have their inventions patented and that 
the laws will continue to protect their valuable 
intellectual property. 


Chairman BERMAN is to be commended for 
his yeoman efforts in seeking to broker a con-
sensus on the subject of damages and royalty 
payments, which is covered in Section 5 of the 
bill. But as all have learned by now, this is an 
exceedingly complex issue. The complexity 
stems not from the unwillingness of competing 
interests to find common ground but from the 
interactive effects of patent litigation reform on 
the royalty negotiation process and the future 
of innovation. 


Important innovations come from univer-
sities, medical centers, and smaller companies 
that develop commercial applications from 
their basic research. These innovators must 
rely upon the licensing process to monetize 
their ideas and inventions. Thus, it is very im-
portant that we take care not to harm this in-
cubator of tomorrow’s technological break-
throughs. It is for that reason that we need to 
study whether patent damage awards in cases 
where such awards have been based on a 
reasonable royalty under 35 U.S.C. 284 have 
and are hindering technological innovation. 


And it is important to emphasize Mr. Chair-
man, that this evaluation will be based on em-
pirical data rigorously analyzed. 


Among the matters to be studied and re-
viewed are the following: Whether the mean or 
median dollar amount of reasonably royalty- 
based patent damages awarded by courts or 
juries, as the case may be, has significantly 
increased on a per case basis during the pe-
riod covered by the study, taking into consid-
eration adjustments for inflation and other rel-
evant economic factors; Whether there has 
been a pattern of excessive and inequitable 
reasonable-royalty based damages during the 
period covered by the study and, if so, any 
contributing factors; To the extent that a pat-
tern of excessive and inequitable damage 
awards exists, measures that could guard 
against such inappropriate awards without un-


duly prejudicing the rights and remedies of 
patent holders or significantly increasing litiga-
tion costs; and To the extent that a pattern of 
excessive and inequitable damage awards ex-
ists, whether legislative proposals that would 
mandate, or create a presumption in favor of, 
apportionment of reasonable royalty-based 
patent damages would effectively guard 
against such inappropriate awards without un-
duly prejudicing the rights and remedies of 
patent holders or significantly increasing litiga-
tion costs. 


In short, Mr. Chairman my amendment can 
be summed up as follows: For those who are 
confident of the future, my amendment offers 
vindication. For those who are skeptical that 
the new changes will work, my amendment 
will provide the evidence they need to prove 
their case. And for those who believe that 
maintaining the status quo is intolerable, my 
amendment offers a way forward. 


I urge all members to support my amend-
ment. 


APPENDIX 


AmberWave Systems Aware, Inc., Canopy 
Venture Partners, LLC, Cantor Fitzgerald, 
LP, Cryptography Research, Cummins-Alli-
son Corp., Digimarc Corporation, Fallbrook 
Technologies, Inc., Helius, Inc, Immersion 
Corporation, Inframat Corporation, Inter-
Digital Communications Corporation, Inter-
molecular, Inc., LSI Metabolix. 


QUALCOMM, Inc., Symyx, Tessera, US 
Nanocorp. 3M, Abbott, Accelerated Tech-
nologies, Inc., Acorn Cardiovascular Inc., 
Adams Capital Management, Adroit Medical 
Systems, Inc., AdvaMed, Advanced Diamond 
Technologies, Inc., Advanced Medical Optics, 
Inc., Advanced Neuromodulation Systems, 
Inc., Aero-Marine Company. 


AFL–CIO, Air Liquide, Air Products, ALD 
NanoSolutions, Inc., ALIO Industries, 
Allergan, Inc., Almyra, Inc., AmberWave 
Systems Corporation, American Intellectual 
Property Law Association (AIPLA), Amer-
ican Seed Trade, Americans for Sovereignty, 
Americans for the Preservation of Liberty, 
Amylin Pharmaceuticals, AngioDynamics, 
Inc. Applied Medical, Applied Nanotech, Inc. 


Argentis Pharmaceuticals, LLC, Arizona 
BioIndustry Association, ARYx Thera-
peutics, Ascenta Therapeutics, Inc., Associa-
tion of University Technology Managers 
(AUTM), Asthmatx, Inc., AstraZeneca, 
Aware, Inc., Baxa Corporation, Baxter 
Healthcare Corporation, BayBio, Beckman 
Coulter, BIO—Biotechnology Industry Orga-
nization, BioCardia, Inc. 


BIOCOM, Biogen Idec. Biomedical Associa-
tion, BioOhio, Bioscience Institute, Bio-
technology Council of New Jersey, Blacks for 
Economic Security Trust Fund, BlazeTech 
Corporation, Boston Scientific, Bridgestone 
Americas Holding, Inc., Bristol-Myers 
Squibb, BuzzLogic, California Healthcare In-
stitute, Canopy Ventures, Carbide Derivative 
Technologies, Cardiac Concepts, Inc. 


CardioDynamics, Cargill, Inc., Cassie- 
Shipherd Group, Caterpillar, Celgene Cor-
poration, Cell Genesys, Inc., Center 7, Inc. 
Center for Small Business and the Environ-
ment, Centre for Security Policy, Cephalon, 
CheckFree, Christian Coalition of America, 
Cincinnati Sub-Zero Products, Coalition for 
21st Century Patent Reform, Coalitions for 
America. 


CogniTek Management Systems, Inc., Col-
orado Bioscience Association, Conceptus, 
Inc., CONNECT, Connecticut United for Re-
search Excellence, Cornell University, Cor-
ning, Coronis Medical Ventures, Council for 
America, CropLife America, Cryptography 
Research, Cummins Inc. 


Cummins-Allison Corporation, CVRx Inc., 
Dais Analytic Corporation, Dartmouth Re-
gional Technology Center, Inc., Declaration 
Alliance 


Deltanoid Pharmaceuticals, Digimarc Cor-
poration, DirectPointe, Dow Chemical Com-
pany, DuPont, Dura-Line Corporation, 
Dynatronics Co., Eagle Forum, Eastman 
Chemical Company. 


Economic Development Center, Edwards 
Lifesciences, Elan Pharmaceuticals, Inc., 
Electronics for Imaging, Eli Lilly and Com-
pany, Ellman Innovations LLC, Enterprise 
Partners Venture Capital, Evalve, Inc. Exxon 
Mobil Corporation, Fallbrook Technologies 
Inc., FarSounder, Inc., Footnote.com, 
Gambro BCT, General Electric. 


Genomic Health, Inc., Gen-Probe Incor-
porated, Genzyme, Georgia Biomedical Part-
nership, Glacier Cross, Inc. 


GlaxoSmithKline, Glenview State Bank, 
Hawaii Science & Technology Council, 
HealthCare Institute of New Jersey, 
HeartWare, Inc., Helius, Inc., Henkel Cor-
poration. 


Hoffman-LaRoche, Inc., iBIO, Imago Sci-
entific Instruments, Impulse Dynamics 
(USA), Inc., Indiana Health Industry Forum, 
Indiana University, Innovation Alliance, In-
stitute of Electrical and Electronics Engi-
neers (IEEE)–USA. 


InterDigital Communications Corporation, 
Intermolecular, Inc., International Associa-
tion of Professional and Technical Engineers 
(IFPTE), Invitrogen Corporation, Iowa Bio-
technology Association, ISTA Pharma-
ceuticals, Jazz Pharmaceuticals, Inc., John-
son & Johnson, KansasBio, Leadership Insti-
tute, Let Freedom Ring, Life Science Alley, 
LITMUS, LLC, LSI Corporation, Lux Capital 
Management, Luxul Corporation, Maryland 
Taxpayers’ Association. 


Masimo Corporation, Massachusetts Bio-
technology Council, Massachusetts Medical 
Device Industry Council (MassMEDIC), 
Maxygen Inc., MDMA—Medical Device Man-
ufacturer’s Association, Medical College of 
Wisconsin, Medlmmune, Inc., Medtronic, 
Merck, Metabasis Therapeutics, Inc., 
Metabolex, Inc., Metacure (USA), Inc., MGI 
Pharma Inc., MichBio. 
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Michigan Small Tech Association, Michi-


gan State University, Millennium Pharma-
ceuticals, Inc., Milliken & Company, Mohr, 
Davidow Ventures, Monsanto Company, 
NAM—National Association of Manufactur-
ers, NanoBioMagnetics, Inc. (NBMI), 
NanoBusiness Alliance, Nanolnk, Inc., 
Nanolntegris, Inc., Nanomix, Inc., Nanophase 
Technologies, NanoProducts Corporation, 
Nanosys, Inc., Nantero, Inc., National Center 
for Public Policy Research, Nektar Thera-
peutics, Neoconix, Inc. 


Neuro Resource Group (NRG), Neuronetics, 
Inc., NeuroPace, New England Innovation 
Alliance, New Hampshire Biotechnology 
Council, New Hampshire Department of Eco-
nomic Development, New Mexico Biotech-
nical and Biomedical Association, New York 
Biotechnology Association. 


Norseman Group, North Carolina Bio-
sciences Organization, North Carolina State 
University, North Dakota State University, 
Northrop Grumman Corporation, North-
western University, Novartis, Novartis Cor-
poration. 


Novasys Medical Inc., NovoNordisk, 
NUCRYST Pharmaceuticals, Inc., NuVasive, 
Inc., Nuvelo, Inc., Ohio State University, 
OpenCEL, LLC, Palmetto Biotechnology Al-
liance, Patent Café.com, Inc., Patent Office 
Professional Association, Pennsylvania Bio, 
Pennsylvania State University, PepsiCo, 
Inc., Pfizer, PhRMA—Pharmaceutical Re-
search and Manufacturers of America, Phys-
ical Sciences Inc., PointeCast Corporation. 


Power Innovations International, Power 
Metal Technologies, Inc., Preformed Line 
Products, Procter & Gamble, Professional In-
ventors’ Alliance. 


ProRhythm, Inc., Purdue University, Pure 
Plushy Inc., QUALCOMM Inc., 
QuantumSphere, Inc., QuesTek Innovations 
LLC, Radiant Medical, Inc., Rensselaer Poly-
technic Institute, Research Triangle Park, 
NC, Retractable Technologies, Inc., 
RightMarch.com. 


S & C Electric Company, Salix Pharma-
ceuticals, Inc., SanDisk Corporation, 
Sangamo BioSciences, Inc., Semprius, Inc, 
Small Business Association of Michigan— 
Economic Development Center, Small Busi-
ness Exporters Association of the United 
States, Small Business Technology Council, 
Smart Bomb Interactive, Smile Reminder, 
SmoothShapes, Inc., Solera Networks, South 
Dakota Biotech Association, Southern Cali-
fornia Biomedical Council, Spiration, Inc., 
Standup Bed Company. 


State of New Hampshire Department of Re-
sources and Economic Development, Stella 
Group, Ltd., StemCells, SurgiQuest, Inc., 
Symyx Technologies, Inc., Tech Council of 
Maryland/MdBio, Technology Patents & Li-
censing, Tennessee Biotechnology Associa-
tion, Tessera, Inc., Texas A&M, Texas 
Healthcare, Texas Instruments, Three Arch 
Partners, United Technologies, University of 
California System, University of Illinois, 
University of Iowa, University of Maryland, 
University of Michigan, University of Min-
nesota, University of New Hampshire, Uni-
versity of North Carolina System, University 
of Rochester, University of Utah, University 
of Wisconsin-Madison. 


US Business and Industry Council, US 
Council for International Business, USGI 
Medical, USW—United Steelworkers, Van-
derbilt University and Medical Center, 
Virent Energy Systems, Inc., Virginia Bio-
technology Association, Visidyne, Inc., 
VisionCare Opthamalogic Technologies, Inc., 
Washington Biotechnology & Biomedical As-
sociation. 


Washington University, WaveRx, Inc., 
Wayne State University, Wescor, Inc., 
Weyerhaeuser, Wilson Sonsini Goodrich & 
Rosati, Wisconsin Alumni Research Founda-
tion (WARF), Wisconsin Biotechnology and 
Medical Device Association, Wyeth. 


Mr. Chairman, I reserve the balance 
of my time. 


Mr. ROHRABACHER. Mr. Chairman, 
I rise in opposition to the gentle-
woman’s amendment. 


The Acting CHAIRMAN. The gen-
tleman from California is recognized 
for 5 minutes. 


Mr. ROHRABACHER. Mr. Chairman, 
I yield 1 minute to Mr. MANZULLO. 


Mr. MANZULLO. Mr. Chairman, 
what is interesting about the amend-
ment from the gentlewoman from 
Texas is the fact that she wants to 
have a study, and I agree with it, of 
patent damage awards from at least 
1990 to the present case. 


So this is very interesting because 
here we are about to do this massive 
change in law and no one has done the 
study. But now we are going to do the 
study after we have this massive 
change in law. 


I’ll tell you, this train just turned 
around with the caboose going forward. 
That is why this bill has to be ditched. 


Mr. ROHRABACHER. Mr. Chairman, 
I yield 1 minute to Mr. GOHMERT from 
Texas. 


Mr. GOHMERT. Mr. Chairman, our 
chairman of the Judiciary Committee 
commented that it looks like the peo-
ple opposed to anything are opposed to 
everything. 


I’m really not. I think this is a good 
idea, a good amendment; and I applaud 
my colleague from Texas for pushing 
this forward. 


I would like to have had these results 
before we went forward with this so- 
called comprehensive bill. 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, will the gentleman yield? 


Mr. GOHMERT. I yield to the gentle-
woman from Texas. 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, my intent was to respond to 
the disparate voices. 


Would you at least admit that this 
improves or adds to by giving us addi-
tional information? 


Mr. GOHMERT. Reclaiming my time, 
Mr. Chairman, as I said, I think it’s a 
good idea and I’m going to vote for it. 
But I would rather have this as a 
stand-alone before we do all of these 
what some have referred to as draco-
nian comprehensive measures. 


And I do not question whatsoever the 
sincerity or the effort on behalf of the 
chairman for working people and oth-
ers. And I do not question the sincerity 
when we were told, and I was among 
those who were told, you could be in a 
group that will revise this. I just never 
was given that opportunity. 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, I yield 30 seconds to the 
gentlewoman from California (Ms. ZOE 
LOFGREN). 


Ms. ZOE LOFGREN of California. I 
thank the gentlewoman for yielding, 
and I support the amendment. 


I would just like to note, however, 
that we have had over 21 hearings in 
the subcommittee and have convened 
several briefings on top of that. We 
have had reports from the National 


Academy, the FTC on this subject. And 
I think the gentlewoman’s amendment 
to get still further information is valid. 
I support it. But certainly we have in-
formation today that has been gained 
over an extensive process over half a 
decade. 


Mr. ROHRABACHER. Mr. Chairman, 
I yield 2 minutes to Mr. ROSCOE BART-
LETT, Ph.D., a man who holds 20 pat-
ents, a man who is greatly respected 
for his scientific knowledge and who 
has been deeply appreciated for the ad-
vice he has given us in that endeavor in 
the last 15 years in Congress. 


(Mr. BARTLETT of Maryland asked 
and was given permission to revise and 
extend his remarks.) 


Mr. BARTLETT of Maryland. I thank 
the gentleman for yielding. 


I have been, for the last couple of 
hours, doing what is seldom done in 
this House. I have been listening to 
every minute of this debate. And I felt 
compelled to come to the floor. 


When I was listening to the debate, I 
was reminded of the story of the father 
who was looking at the white shirt 
that he wore yesterday to see if he 
could wear it again. 


b 1430 
And his daughter observed, daddy, if 


it’s doubtful, it’s dirty. And I thought 
of that when I was listening to this de-
bate because obviously this bill is 
doubtful. We’re amending it on the run. 
And I wonder if, Mr. Chairman, maybe 
the little girl isn’t right, that if it’s 
doubtful, it’s dirty. 


There’s been a lot of talk about pro-
tecting the rights of the little guy. In 
a former life, I had 20 patents. And I’m 
really committed to protecting the 
rights of the little guy because I was a 
little guy, not just because of the little 
guy, but because most of our creativity 
and innovation comes from the little 
guy. 


And what I would suggest is that if 
this bill is so flawed that we’re modi-
fying it, amending it on the run and 
hope to make it okay when we come to 
conference, wouldn’t it be better just 
to send it back to committee and do it 
right the first time? 


Ms. JACKSON-LEE of Texas. May I 
inquire as to how much time I have re-
maining? 


The Acting CHAIRMAN. The gentle-
woman from Texas has 2 minutes re-
maining. 


Ms. JACKSON-LEE of Texas. I yield 
45 seconds to the distinguished chair-
man, Mr. CONYERS. 


Mr. CONYERS. I rise only to say to 
the distinguished previous speaker that 
this mistaken impression that this is 
being amended on the run is incorrect. 
And I’m glad you listened to the full 
debate, and I respect your position. 


The point that you think it’s being 
amended on the run is that we had 
nearly 50 organizations in which we 
were negotiating with up until the last 
moment, and even now, sir. That’s why 
we have a manager’s amendment. 


Mr. BARTLETT of Maryland. Will 
the gentleman yield? 
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Mr. CONYERS. I will yield to the 


gentleman. 
Mr. BARTLETT of Maryland. I was 


simply quoting what you said. 
Ms. JACKSON-LEE of Texas. May I 


inquire as to how much time I have re-
maining? 


The Acting CHAIRMAN. The gentle-
woman from Texas has 11⁄4 minutes re-
maining. 


Ms. JACKSON-LEE of Texas. Mr. 
Chairman, I yield the balance of my 
time to the distinguished gentleman 
from California. 


Mr. BERMAN. I thank the 
gentlelady, and I support her amend-
ment. 


Just to review the bidding, my friend 
from California (Mr. ROHRABACHER) 
over and over again talks about the 
flaws in this bill. Other than four 
Gohmert amendments on the issue of 
venue and one amendment from the 
gentleman from Iowa that was an ear-
mark amendment, no other amend-
ments were kept from consideration 
here. For all the arguments about 
flaws, where were the amendments to 
correct the flaws that they talk about? 
For all the notions of, we’re not 
against reform, but this one isn’t per-
fect, and this one isn’t right, and this 
has some flaws, and it hasn’t resolved 
every issue to everyone’s satisfaction, 
nothing will, where is their alternative 
bill? 


I’m telling you, this is an issue of 
whether we’re going to address a sys-
tem that the National Academy of 
Sciences and so many other objective 
agencies have said is getting near bro-
ken or doing nothing, and I suggest 
doing nothing is not a good answer for 
a Congress that wants to keep the 
American economy strong. 


Mr. ROHRABACHER. Mr. Chairman, 
I yield myself such time as I may con-
sume. 


Let’s note that there are several 
amendments that were not permitted 
by the Rules Committee. I did not sub-
mit amendments because those of us 
who have been following this bill real-
ize it is fundamentally flawed. The pur-
pose of the bill is to support those 
large corporations that Ms. KAPTUR 
noted who are dramatically supporting 
the legislation. And it is being opposed, 
I might add, by a large number of uni-
versities, unions, pharmaceutical in-
dustries, biotech industries, et cetera, 
et cetera. So we have everybody except 
the electronics industry and the finan-
cial industry, who are already over in 
China making their profit at our ex-
pense, are opposed to the bill. 


I yield my remaining 30 seconds to 
the gentleman from Maryland (Mr. 
BARTLETT). 


Mr. BARTLETT of Maryland. I just 
wanted to clarify the basis for my ob-
servation that the bill was being 
amended on the run. I was simply 
quoting the chairman, who said that 
they worked late last night changing 
the manager’s amendment, that they 
were going to continue to work 
through conference so that they could 


change the bill to make it better. So 
obviously the bill is being amended and 
being changed on the run. 


The Acting CHAIRMAN. The ques-
tion is on the amendment offered by 
the gentlewoman from Texas (Ms. 
JACKSON-LEE). 


The question was taken; and the Act-
ing Chairman announced that the ayes 
appeared to have it. 


Mr. ROHRABACHER. Mr. Chairman, 
I demand a recorded vote. 


The Acting CHAIRMAN. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentlewoman from Texas will be 
postponed. 


AMENDMENT NO. 5 OFFERED BY MR. PENCE 


The Acting CHAIRMAN. It is now in 
order to consider amendment No. 5 
printed in House Report 110–319. 


Mr. PENCE. Mr. Chairman, I offer an 
amendment. 


The Acting CHAIRMAN. The Clerk 
will designate the amendment. 


The text of the amendment is as fol-
lows: 


Amendment No. 5 offered by Mr. PENCE: 
Page 40, line 9, strike ‘‘identifies’’ and all 


that follows through line 11 and insert the 
following: 


‘‘(1) identifies the same cancellation peti-
tioner and the same patent as a previous pe-
tition for cancellation filed under such sec-
tion; or 


‘‘(2) is based on the best mode requirement 
contained in section 112. 


The Acting CHAIRMAN. Pursuant to 
House Resolution 636, the gentleman 
from Indiana (Mr. PENCE) and a Mem-
ber opposed each will control 5 min-
utes. 


The Chair recognizes the gentleman 
from Indiana. 


Mr. PENCE. I yield myself such time 
as I may consume. 


(Mr. PENCE asked and was given per-
mission to revise and extend his re-
marks.) 


Mr. PENCE. Mr. Chairman, I rise 
today in support of an amendment that 
would simply clarify patent law in 
what is known as ‘‘best mode.’’ 


Before explaining my amendment 
and the need for it, I want to take a 
brief moment to express my personal 
gratitude to Ranking Member Lamar 
Smith for his years of work on this 
issue, and to express my appreciation 
not only to Chairman CONYERS, but to 
Chairman BERMAN, for the bipartisan 
manner in which they have proceeded 
on this legislation, so vital as it is to 
our national life and to our economic 
vitality. 


Years of countless hearings, great 
dedication have gone into this bill on 
both sides of the aisle. And while, Mr. 
Chairman, I’m not convinced that it’s a 
perfect bill, I believe, as the gentleman 
from California said, it’s a work in 
progress, as is all complex American 
law, and I think that moving forward is 
the right thing to do today. 


With that, I would like to yield 1 
minute to the distinguished ranking 
member of the committee, the gen-
tleman from Texas. 


Mr. SMITH of Texas. Mr. Chairman, I 
thank my friend from Indiana for 
yielding, and I want to point out that 
he is a member of the Intellectual 
Property Subcommittee of the Judici-
ary Committee. I know he is going to 
describe this amendment very well, so 
I will not go into that detail, but sim-
ply urge my colleagues to support it. 


Mr. PENCE. I thank the gentleman 
for his support. 


Mr. Chairman, the Constitution 
vests, in article I, section 8, clause 8, 
the power and the duty of the Congress 
‘‘to promote the progress of science 
and useful arts by securing for limited 
times to inventors the exclusive right 
to their discoveries.’’ This is an express 
obligation of the Congress under the 
Constitution. 


Our patent laws, as currently writ-
ten, were essentially drafted over 50 
years ago, and I believe it is time to 
update them to account for changes in 
our dynamic 21st century economy. 


We need to strengthen out patent 
laws to make sure that patents that 
are issued are strong and high quality, 
but I would submit that we also need 
to reform our patent laws to eliminate 
lawsuit abuse that has become so prev-
alent. Aspects of this legislation will 
do that; my amendment seeks to do 
that further. 


As I said before, I am sympathetic to 
those who say that further work on 
damages needs to be done in con-
ference. I agree with their sentiment to 
that point, and I trust that will occur. 


On balance, though, I have deter-
mined that this legislation is an impor-
tant and useful step toward modern-
izing and strengthening our American 
patent law, and I am pleased to support 
it. But I encourage Members of the 
House not to take this step without 
first supporting the Pence amendment, 
which makes an important clarifica-
tion of provisions governing what is 
known as best mode in patent law. 


At the Judiciary Committee markup 
of this bill, I first supported an amend-
ment which would have repealed best 
mode in full. American patent law re-
quires that a patent application, ‘‘set 
forth the best mode contemplated by 
the inventor of carrying out his inven-
tion’’ at the time the application is 
filed. But providing the best mode at 
the time of application is not a require-
ment in Europe or in Japan or in any 
of the rest of the world, and it has be-
come a vehicle for lawsuit abuse. 


In my view, the best mode require-
ment of American law imposes extraor-
dinary and unnecessary costs on the in-
ventor and adds a subjective require-
ment to the application process, and I 
believe public interest is already ade-
quately met in ensuring quality tech-
nical disclosures for patents. 


At the Judiciary Committee, I of-
fered a best mode relief amendment 
that was accepted. The Pence amend-
ment then retained best mode as a 
specifications requirement for obtain-
ing a patent, the intent to maintain in 
the law the idea that patent applicants 
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should provide extensive disclosure to 
the public about an invention. But the 
Pence amendment endeavored to re-
move best mode from litigation. 


Increasingly in patent litigation de-
fendants have put forth best mode as a 
defense and a reason to find patents 
unenforceable. It becomes virtually a 
satellite piece of litigation in and of 
itself, detracts from the actual issue of 
infringement, and literally costs Amer-
ican inventors millions in legal fees. 


The intent of the amendment was to 
keep best mode in the Patent and 
Trademark Office. My amendment 
today continues this effort toward 
eliminating this archaic and costly 
provision of the law. Specifically, the 
amendment today makes it clear that 
arguments about best mode cannot 
serve as the basis for post-grant review 
proceedings. It’s quite simple in that 
effect. 


With my amendment, under the new 
post-grant review system, best mode 
will not be litigated. That will lessen 
the burden put on patent holders in de-
fending their patents in post-grant re-
view proceedings, and it will prevent 
the expenditure of millions of dollars 
in needless lawsuit abuse. 


I encourage my colleagues to support 
the amendment. 


Mr. CONYERS. Will the gentleman 
yield? 


Mr. PENCE. I would be very pleased 
to yield to the distinguished Chair. 


Mr. CONYERS. Not only to thank the 
gentleman for producing this amend-
ment, but also to appreciate all the 
work that he did on helping us make 
this bill as good as it was. We thank 
you very much. 


Mr. PENCE. I thank the chairman for 
his remarks. And I urge my colleagues 
to support the Pence amendment so we 
can further clarify the intended best 
mode relief. 


Mr. ROHRABACHER. Mr. Chairman, 
I rise in opposition to the amendment. 


The Acting CHAIRMAN. The gen-
tleman from California is recognized 
for 5 minutes. 


Mr. ROHRABACHER. I would, first of 
all, submit for the RECORD a list of sev-
eral hundred organizations, including 
unions and universities, et cetera, all 
of whom have raised objections to the 
patent legislation, H.R. 1908, not nec-
essarily that they’re all opposed to it, 
but they have strong objections. 
ORGANIZATIONS AND COMPANIES WHICH HAVE 


RAISED OBJECTIONS TO PATENT LEGISLATION 
(H.R. 1908) 
Organizations and Companies Raising Ob-


jections to H.R. 1908, the Patent Reform Act 
of 2007: 3M, Abbott, Accelerated Tech-
nologies, Inc., Acorn Cardiovascular Inc., 
Adams Capital Management, Adroit Medical 
Systems, Inc., AdvaMed, Advanced Diamond 
Technologies, Inc., Advanced Medical Optics, 
Inc., Advanced Neuromodulation Systems, 
Inc., Aero-Marine Company, AFL–CIO, Afri-
can American Republican Leadership Coun-
cil. 


Air Liquide, Air Products, ALD 
NanoSolutions, Inc., ALIO Industries, 
Allergan, Inc., Almyra, Inc., AmberWave 
Systems Corporation, American Conserv-
ative Union, American Intellectual Property 


Law Association (AIPLA), American Seed 
Trade, Americans for Sovereignty. 


Americans for the Preservation of Liberty, 
Amylin Pharmaceuticals, AngioDynamics, 
Inc., Applied Medical, Applied Nanotech, 
Inc., Argentis Pharmaceuticals, LLC, Ari-
zona BioIndustry Association, ARYx Thera-
peutics, Ascenta Therapeutics, Inc., Associa-
tion of University Technology Managers 
(AUTM). 


Asthmatx, Inc., AstraZeneca, Aware, Inc., 
Baxa Corporation, Baxter Healthcare Cor-
poration, BayBio, Beckman Coulter, BIO— 
Biotechnology Industry Organization, 
BioCardia, Inc., BIOCOM, Biogen Idec, Bio-
medical Association, BioOhio, Bioscience In-
stitute, Biotechnology Council of New Jer-
sey. 


Blacks for Economic Security Trust Fund, 
BlazeTech Corporation, Boston Scientific, 
Bridgestone Americas Holding, Inc., Bristol- 
Myers Squibb, BuzzLogic, California 
Healthcare Institute, Canopy Ventures, Car-
bide Derivative Technologies, Cardiac Con-
cepts, Inc., CardioDynamics, Cargill, Inc., 
Cassie-Shipherd Group, Caterpillar, Celgene 
Corporation, Cell Genesys, Inc., Center 7, 
Inc., Center for Small Business and the Envi-
ronment, Centre for Security Policy, 
Cephalon, CheckFree, Christian Coalition of 
America. 


Cincinnati Sub-Zero Products, Coalition 
for 21st Century Patent Reform, Coalitions 
for America, CogniTek Management Sys-
tems, Inc., Colorado Bioscience Association, 
Conceptus, Inc., CONNECT, Connecticut 
United for Research Excellence, Cornell Uni-
versity, Corning, Coronis Medical Ventures, 
Council for America, CropLife America, 
Cryptography Research, Cummins Inc., 
Cummins-Allison Corporation. 


CVRx Inc., Dais Analytic Corporation, 
Dartmouth Regional Technology Center, 
Inc., Declaration Alliance, Deltanoid Phar-
maceuticals, Digimarc Corporation, 
DirectPointe, Dow Chemical Company, Du-
pont, Dura-Line Corporation, Dynatronics 
Co., Eagle Forum, Eastman Chemical Com-
pany, Economic Development Center, Ed-
wards Lifesciences, Elan Pharmaceuticals, 
Inc., Electronics for Imaging, Eli Lilly and 
Company, Ellman Innovations LLC, Enter-
prise Partners Venture Capital, Evalve, Inc. 


Exxon Mobile Corporation, Fallbrook 
Technologies Inc., FarSounder, Inc. Foot-
note.com. 


Gambro BCT, General Electric, Genomic 
Health, Inc., Gen-Probe Incorporated, 
Genzyme, Georgia Biomedical Partnership, 
Glacier Cross, Inc., GlaxoSmithKline, Glen-
view State Bank, Hawaii Science & Tech-
nology Council, HealthCare Institute of New 
Jersey, HeartWare, Inc., Helius, Inc., Henkel 
Corporation, Hoffman-LaRoche, Inc. 


iBIO, Imago Scientific Instruments, Im-
pulse Dynamics (USA), Inc., Indiana Health 
Industry Forum, Indiana University, Innova-
tion Alliance, Institute of Electrical and 
Electronics Engineers (IEEE)–USA, Inter-
Digital Communications Corporation, Inter-
molecular, Inc., International Association of 
Professional and Technical Engineers 
(IFPTE), Invitrogen Corporation, Iowa Bio-
technology Association, ISTA Pharma-
ceuticals, Jazz Pharmaceuticals, Inc., John-
son & Johnson, KansasBio, Leadership Insti-
tute, Let Freedom Ring, Life Science Alley, 
LITMUS, LLC. 


LSI Corporation, Lux Capital Manage-
ment, Luxul Corporation, Maryland Tax-
payers’ Association. 


Masimo Corporation, Massachusetts Bio-
technology Council, Massachusetts Medical 
Device Industry Council (MassMEDIC), 
Maxygen Inc., MDMA—Medical Device Man-
ufacturer’s Association, Medical College of 
Wisconsin, MedImmune, Inc., Medtronic, 
Merck, Metabasis Therapeutics, Inc., 


Metabolex, Inc., Metacure (USA), Inc., MGI 
Pharma Inc., MichBio, Michigan Small Tech 
Association, Michigan State University, Mil-
lennium Pharmaceuticals, Inc., Milliken & 
Company, Mohr, Davidow Ventures, Mon-
santo Company. 


NAM—National Association of Manufac-
turers, NanoBioMagnetics, Inc. (NBMI), 
NanoBusiness Alliance, NanoInk, Inc., 
NanoIntegris, Inc., Nanomix, Inc., 
Nanophase Technologies, NanoProducts Cor-
poration, Nanosys, Inc., Nantero, Inc., Na-
tional Center for Public Policy Research, 
Nektar Therapeutics, Neoconix, Inc., Neuro 
Resource Group (NRG), Neuronetics, Inc., 
NeuroPace, New England Innovation Alli-
ance, New Hampshire Biotechnology Coun-
cil, New Hampshire Department of Economic 
Development, New Mexico Biotechnical and 
Biomedical Association, New York Bio-
technology Association. 


Norseman Group, North Carolina Bio-
sciences Organization, North Carolina State 
University, North Dakota State University, 
Northrop Grumman Corporation, North-
western University, Novartis, Novartis Cor-
poration, Novasys Medical Inc., 
NovoNordisk, NUCRYST Pharmaceuticals, 
Inc. NuVasive, Inc., Nuvelo, Inc., Ohio State 
University, OpenCEL, LLC. 


Palmetto Biotechnology Alliance, Patent 
Café.com, Inc., Patent Office Professional 
Association, Pennsylvania Bio, Pennsylvania 
State University, PepsiCo, Inc., Pfizer, 
PhRMA—Pharmaceutical Research and Man-
ufacturers of America, Physical Sciences 
Inc., PointeCast Corporation, Power Innova-
tions International, PowerMetal Tech-
nologies, Inc., Preformed Line Products, 
Procter & Gamble, Professional Inventors’ 
Alliance, ProRhythm, Inc., Purdue Univer-
sity, Pure Plushy Inc., QUALCOMM Inc. 


QuantumSphere, Inc., QuesTek Innova-
tions LLC, Radiant Medical, Inc., Rensselaer 
Polytechnic Institute, Research Triangle 
Park, NC, Retractable Technologies, Inc., 
RightMarch.com, S & C Electric Company, 
Salix Pharmaceuticals, Inc., SanDisk Cor-
poration, Sangamo BioSciences, Inc., 
Semprius, Inc., Small Business Association 
of Michigan—Economic Development Center, 
Small Business Exporters Association of the 
United States. 


Small Business Technology Council, Smart 
Bomb Interactive, Smile Reminder, 
SmoothShapes, Inc., Solera Networks, South 
Dakota Biotech Association, Southern Cali-
fornia Biomedical Council, Spiration, Inc., 
Standup Bed Company, State of New Hamp-
shire Department of Resources and Eco-
nomic Development, Stella Group, Ltd., 
StemCells, SurgiQuest, Inc. 


Symyx Technologies, Inc., Tech Council of 
Maryland/MdBio, Technology Patents & Li-
censing, Tennessee Biotechnology Associa-
tion, Tessera, Inc., Texas A&M, Texas 
Healthcare, Texas Instruments, Three Arch 
Partners. 


United Technologies, University of Cali-
fornia System, University of Illinois, Univer-
sity of Iowa, University of Maryland, Univer-
sity of Michigan, University of Minnesota, 
University of New Hampshire, University of 
North Carolina System, University of Roch-
ester, University of Utah, University of Wis-
consin-Madison, US Business and Industry 
Council, US Council for International Busi-
ness. 


USGI Medical, USW—United Steelworkers, 
Vanderbilt University and Medical Center, 
Virent Energy Systems, Inc., Virginia Bio-
technology Association, Visidyne, Inc., 
VisionCare Opthamalogic Technologies, Inc., 
Washington Biotechnology & Biomedical As-
sociation, Washington University, WaveRx, 
Inc. 


Wayne State University, Wescor, Inc., 
Weyerhaeuser, Wilson Sonsini Goodrich & 
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Rosati, Wisconsin Alumni Research Founda-
tion (WARF), Wisconsin Biotechnology and 
Medical Device Association, Wyeth. 


And we know there are many, many 
people who have strong reservations, 
even by the wording of what we have 
heard from the other side of this de-
bate, that there are people who have 
serious questions, even though they 
may not officially be in opposition. 


Well, if there are so many serious 
questions around that we have amend-
ments like that of Mr. PENCE and the 
other amendments that we’ve heard, 
we shouldn’t be having this bill on this 
floor at this time, much less muzzling 
the opposition so we have only an hour 
to debate on the central issues of the 
bill. Instead, we have had to argue our 
case hamper-scamper here as opposi-
tion to the amendment to the bill only 
to get time to offer a few objections. 
That’s not the way this system is sup-
posed to work. And it’s not supposed to 
work that we bring bills to the floor 
and ask Members to vote on it so that 
we can fix it later on. That should raise 
flags for everybody that there is some-
thing to fix in this bill. And the fact 
that this bill has been brought to the 
floor very quickly and that debate has 
been limited, that alone should cause 
people to want to vote ‘‘no’’ on H.R. 
1908 and send it back to committee and 
see if we can have a bill that doesn’t 
require Mr. PENCE to be up here. 


And also this, before I yield to Ms. 
KAPTUR: Yes, there are problems with 
the Patent Office, as has been de-
scribed. Bad patents are being issued. 
This bill does nothing to cure that. 
What this bill does is use that as a 
cover to fundamentally change the 
rules of the game that are going to 
help those huge corporations that Ms. 
KAPTUR talked about, as well as the 
overseas people who are waiting to 
steal our technology. 


We can correct those problems, and I 
would support that. You bring a bill to 
the floor that gives more money to the 
patent examiners, more training to the 
patent examiners, keeps the money 
that goes into the Patent Office there 
to improve the system, you’re going to 
have lots of support. But don’t use the 
imperfections of the Patent Office as 
an excuse to change the fundamental 
protections for American inventors. 


Mr. Chairman, I yield 2 minutes to 
the gentlewoman from Ohio (Ms. KAP-
TUR). 


Ms. KAPTUR. I thank the gentleman 
for yielding and rise in opposition to 
the amendment. 


I wanted to point out that in every 
year when patents are granted the very 
small number of lawsuits that are gen-
erated as a result of that. For example, 
in the year 2006, there were 183,000 pat-
ents granted; 1.47 percent actually 
ended up in some type of lawsuit, and 
most of those lawsuits were settled be-
fore trial. 


The current system is working very 
well for the majority of inventors as 
lawsuits have represented that smaller 
percentage going back as far as the eye 
can see. 


I would like to place on the RECORD 
those facts that, in fact, lawsuits are a 
minuscule percent of all patents re-
viewed and granted. And I would also 
like to place on the RECORD from the 
United States Court of Appeals the fol-
lowing letter from the chief judge who 
states that the present bill creates a 
new type of macroeconomic analysis 
that would be extremely costly and 
time consuming, far more so than cur-
rent application of the well-settled ap-
portionment law. 


TABLE FOUR—PATENTS GRANTED AND LAWSUITS 
COMMENCED 
[FY 1992–2006] 


Fiscal Year Patents 
Granted 


Patents 
Suits Com-


menced 


Lawsuits as 
a Percent of 


Patents 
Granted 


2006 ......................................... 183,000 2,700 1.47 
2005 ......................................... 165,000 2,720 1.64 
2004 ......................................... 187,000 3,075 1.64 
2003 ......................................... 190,000 2,814 1.48 
2002 ......................................... 177,000 2,700 1.52 
2001 ......................................... 188,000 2,520 1.32 
2000 ......................................... 182,000 2,484 1.36 
1999 ......................................... 159,000 2,318 1.45 
1998 ......................................... 155,000 2,218 1.43 
1997 ......................................... 123,000 2,112 1.71 
1996 ......................................... 117,000 1,840 1.57 
1995 ......................................... 114,000 1,723 1.51 
1994 ......................................... 113,000 1,617 1.43 
1993 ......................................... 107,000 1,553 1.45 


Sources: Data from the patents Granted is from USPTO Annual Reports. 
Data for lawsuits commence is from the Federal Judicial Statistics. The law-
suit data is as of March 31 of each year. The patents granted data is as of 
the Federal Fiscal Year. While the data is skewed by the different times 
used for the reporting years, a long-term view is created for this 14–year 
period. The author calculated the ratios. 


UNITED STATES COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT, 


Washington, DC, June 7, 2007. 
SHANA A. WINTERS, 
Rayburn House Office Building, 
Washington, DC. 


DEAR MS. WINTERS: Thank you for your 
telephone call yesterday afternoon con-
cerning determining damages in patent in-
fringement cases under the reasonable roy-
alty language of the Patent Act. As prom-
ised, I have since reviewed some of the Fed-
eral Circuit decisions that address aspects of 
this subject, and I have also identified and 
attached an article that should help you 
more than reading individual opinions. Sig-
nificantly, it was written by a seasoned pat-
ent litigator with direct experience in how 
such damage theories are actually litigated 
in court. Lawyers employed by particular 
companies, like most law professors, have 
little or no experience from that perspective. 
Mr. Rooklidge, by contrast, has several dec-
ades of litigation experience in precisely 
these types of cases. 


His article was written since late April and 
may be the most current available on the 
subject. It is certainly clear and comprehen-
sive. In addition, it references some of the 
testimony before your subcommittee in 
April, as well as the specific language of the 
pending bills. 


The footnotes cite other useful sources you 
may wish to consult, including authoritative 
treatises by practitioner Robert Harmon and 
Professor Donald Chisum, and several recent 
articles on the point. They provide further 
background, which you may find helpful. 


If the House Judiciary Committee intends 
to continue the damages law as currently 
practiced, after decades of refinement in in-
dividual court decisions, it need do nothing. 
This body of law is highly stable and well un-
derstood by litigators as well as judges. If, 
on the other hand, the Congress wishes to 
radically change the law, I suggest that a far 
more carefully-crafted and lengthy provision 


would be required. Like the body of caselaw, 
such a provision would need to account for 
many different types of circumstances, 
which the present provision does not. 


In my opinion, plucking limited language 
out of the long list of factors summarized in 
the Georgia Pacific case that may be rel-
evant in various cases is unsatisfactory, par-
ticularly when cast as a rigid requirement 
imposed on the court, and required in every 
case, rather than an assignment of a burden 
of proof under a clear standard of proof im-
posed on the party that should bear that par-
ticular burden, and that would only arise in 
a rare case. As I said, under current caselaw, 
the burden of apportioning the base for rea-
sonable royalties falls on the infringer, while 
the burden for application of the Entire Mar-
ket Value Rule falls on the patentee. In most 
cases, apportionment is not an issue requir-
ing analysis. 


Further, as I also attempted to explain, 
the present bills require a new, kind of mac-
roeconomic analysis that would be ex-
tremely costly and time consuming, far more 
so than current application of the well-set-
tled apportionment law. Resulting additional 
court delays would be severe, as would addi-
tional attorneys’ fees and costs. Many view 
current delays and costs as intolerable. 


In short, the current provision has the fol-
lowing shortcomings. First, it requires a 
massive damages trial in every case and does 
so without an assignment of burden of proof 
on the proper party and articulation of a 
clear standard of proof associated with that 
burden. Second, the analysis required is 
vastly more complicated than that done 
under current law. Third, the meaning of 
various phrases in the bills would be liti-
gated for many years creating an inter-
vening period of great uncertainty that 
would discourage settlements of disputes 
without litigation or at least prior to 
lengthy and expensive trials. 


I appreciate your call and your effort to 
better understand the gap between current 
law and practice, and what the bills would 
require. I am of course available if you need 
further assistance in understanding the re-
ality behind my May letter to the Chairman. 


Sincerely, 
PAUL R. MICHEL, 


Chief Judge. 


This gentleman’s amendment, as well 
as the underlying bill, would result in 
additional court delays that could be 
severe and would probably result in ad-
ditional attorney fees and costs, and 
those additional costs are intolerable. 
We are actually charging more for in-
ventors to maintain their inventions. 
We tried to stop that several years ago 
and were unsuccessful in doing that. 


b 1445 
And now we are, in this bill, creating 


a more complicated legal system that 
is going to cost them more money. We 
have a system that works. We have the 
best patent system in the world. We 
have the most innovation in the world. 


I hope this bill goes down to defeat so 
we can make it much, much better. We 
had a system where we protect the in-
ventor if they wish to opt out of having 
their intellectual property put up on 
the Internet, they have the right to do 
that. This bill takes that away. It is 
one of the most egregious parts of this 
bill that should be fixed. 


I thank the gentleman for yielding. 
Mr. ROHRABACHER. How much 


more time is left in this debate? 
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The Acting CHAIRMAN. The gen-


tleman from California now has 30 sec-
onds remaining. The time of the gen-
tleman from Indiana has expired. 


Mr. ROHRABACHER. I would yield 
myself the right to close, and this is 
the final, I guess, arguments in this de-
bate. 


We can correct the flaws at the Pat-
ent Office. We do not need to destroy 
the American patent system as it has 
functioned for 200 years. We do not 
need to make all of our inventors vul-
nerable to foreign theft so foreigners 
and large corporations can steal their 
creative genius and use it against us. 
That is what this bill does. It is being 
foisted off on us. The process has been 
flawed. As we can see, we have had lim-
ited debate. They brought this to the 
floor admitting there are flaws in the 
bill. We need to defeat the Steal Amer-
ican Technologies Act and go back and 
work on it so we can make real reform 
rather than a bill that is going to help 
America’s economic adversaries. 


I would ask my colleagues to join me 
in supporting the little guy against the 
big guy and demonstrating that that is 
the rules of the game here. 


The Acting CHAIRMAN. The ques-
tion is on the amendment offered by 
the gentleman from Indiana (Mr. 
PENCE). 


The amendment was agreed to. 
Mr. ROHRABACHER. Mr. Chairman, 


I ask unanimous consent to withdraw 
my requests for recorded votes on the 
amendments numbered 2, 3 and 4, to 
the end that each such amendment 
stand disposed of by the voice vote 
thereon. 


The Acting CHAIRMAN. Is there ob-
jection to the request of the gentleman 
from California? 


There was no objection. 
AMENDMENT NO. 1 OFFERED BY MR. CONYERS 


The Acting CHAIRMAN. Pursuant to 
clause 6 of rule XVIII, proceedings will 
now resume on the amendment on 
which further proceedings were post-
poned. 


The unfinished business is the de-
mand for a recorded vote on the 
amendment offered by the gentleman 
from Michigan (Mr. CONYERS) on which 
further proceedings were postponed and 
on which the noes prevailed by voice 
vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIRMAN. A recorded 
vote has been demanded. 


A recorded vote was ordered. 
The vote was taken by electronic de-


vice, and there were—ayes 263, noes 136, 
not voting 38, as follows: 


[Roll No. 862] 


AYES—263 


Abercrombie 
Ackerman 
Allen 
Altmire 
Andrews 


Arcuri 
Baca 
Bachus 
Baird 
Baldwin 


Barrow 
Bean 
Becerra 
Berkley 
Berman 


Berry 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Bono 
Bordallo 
Boren 
Boswell 
Boucher 
Boyda (KS) 
Brady (PA) 
Brady (TX) 
Braley (IA) 
Brown (SC) 
Brown, Corrine 
Butterfield 
Campbell (CA) 
Cannon 
Cantor 
Capito 
Capps 
Capuano 
Cardoza 
Carson 
Castor 
Chandler 
Clarke 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Conaway 
Conyers 
Cooper 
Costa 
Costello 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (AL) 
Davis (IL) 
Davis (KY) 
Davis, Lincoln 
Davis, Tom 
DeFazio 
DeGette 
Delahunt 
DeLauro 
Diaz-Balart, L. 
Diaz-Balart, M. 
Dicks 
Dingell 
Doggett 
Donnelly 
Doolittle 
Doyle 
Drake 
Dreier 
Edwards 
Ellison 
Emanuel 
Engel 
Eshoo 
Faleomavaega 
Farr 
Fattah 
Filner 
Flake 
Forbes 
Fortenberry 
Fossella 
Frank (MA) 
Gallegly 
Giffords 
Gilchrest 
Gillibrand 
Gohmert 
Gonzalez 
Goodlatte 
Gordon 
Green, Al 
Green, Gene 
Grijalva 


Gutierrez 
Hall (NY) 
Harman 
Hastings (FL) 
Hastings (WA) 
Heller 
Hensarling 
Herseth Sandlin 
Higgins 
Hinchey 
Hinojosa 
Hirono 
Hoekstra 
Honda 
Hoyer 
Inslee 
Israel 
Issa 
Jackson (IL) 
Jackson-Lee 


(TX) 
Jefferson 
Johnson (GA) 
Kagen 
Kanjorski 
Keller 
Kennedy 
Kilpatrick 
Kind 
King (NY) 
Kirk 
Klein (FL) 
Langevin 
Lantos 
Larsen (WA) 
Larson (CT) 
Lee 
Levin 
Lewis (GA) 
Lofgren, Zoe 
Lowey 
Lungren, Daniel 


E. 
Lynch 
Maloney (NY) 
Markey 
Marshall 
Matheson 
Matsui 
McCarthy (CA) 
McCarthy (NY) 
McCaul (TX) 
McCollum (MN) 
McGovern 
McKeon 
McMorris 


Rodgers 
McNerney 
McNulty 
Meek (FL) 
Meeks (NY) 
Miller (MI) 
Miller (NC) 
Miller, George 
Mitchell 
Mollohan 
Moore (KS) 
Moore (WI) 
Moran (KS) 
Moran (VA) 
Murphy (CT) 
Murphy, Patrick 
Murtha 
Musgrave 
Myrick 
Nadler 
Napolitano 
Neal (MA) 
Neugebauer 
Norton 
Oberstar 
Obey 
Olver 
Ortiz 
Pascrell 


Pastor 
Payne 
Pence 
Perlmutter 
Peterson (MN) 
Peterson (PA) 
Pomeroy 
Porter 
Price (GA) 
Price (NC) 
Pryce (OH) 
Putnam 
Rahall 
Ramstad 
Rangel 
Reyes 
Richardson 
Rodriguez 
Rogers (KY) 
Ros-Lehtinen 
Ross 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (WI) 
Sali 
Sánchez, Linda 


T. 
Sarbanes 
Schakowsky 
Schiff 
Schwartz 
Scott (GA) 
Scott (VA) 
Sensenbrenner 
Serrano 
Sessions 
Sestak 
Sherman 
Shuster 
Simpson 
Sires 
Skelton 
Slaughter 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Snyder 
Solis 
Space 
Spratt 
Stark 
Stupak 
Sutton 
Tanner 
Tauscher 
Thompson (CA) 
Thompson (MS) 
Thornberry 
Tiahrt 
Tierney 
Towns 
Udall (CO) 
Udall (NM) 
Van Hollen 
Velázquez 
Visclosky 
Walden (OR) 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Weiner 
Welch (VT) 
Wexler 
Wilson (OH) 
Wolf 
Wu 
Wynn 
Yarmuth 


NOES—136 


Aderholt 
Akin 
Alexander 
Bachmann 
Bartlett (MD) 
Barton (TX) 
Biggert 
Bilbray 
Bilirakis 
Blackburn 
Blunt 
Boehner 


Bonner 
Boozman 
Boustany 
Broun (GA) 
Brown-Waite, 


Ginny 
Buchanan 
Burgess 
Burton (IN) 
Buyer 
Calvert 
Camp (MI) 


Carnahan 
Carney 
Castle 
Chabot 
Cole (OK) 
Courtney 
Cramer 
Crenshaw 
Davis (CA) 
Davis, David 
Deal (GA) 
Dent 


Duncan 
Ehlers 
Emerson 
English (PA) 
Etheridge 
Everett 
Fallin 
Feeney 
Ferguson 
Foxx 
Franks (AZ) 
Frelinghuysen 
Garrett (NJ) 
Gerlach 
Gingrey 
Goode 
Graves 
Hall (TX) 
Hare 
Hayes 
Herger 
Hill 
Hobson 
Hodes 
Holt 
Hunter 
Johnson (IL) 
Johnson, E. B. 
Jones (NC) 
Jordan 
Kaptur 
Kildee 
King (IA) 
Kingston 


Kline (MN) 
Knollenberg 
Kucinich 
Kuhl (NY) 
LaHood 
Lamborn 
Lampson 
Latham 
LaTourette 
Lewis (CA) 
Lewis (KY) 
Linder 
Lipinski 
LoBiondo 
Loebsack 
Lucas 
Mack 
Mahoney (FL) 
Manzullo 
Marchant 
McCotter 
McCrery 
McHenry 
McHugh 
McIntyre 
Melancon 
Mica 
Michaud 
Miller (FL) 
Miller, Gary 
Murphy, Tim 
Nunes 
Petri 
Pitts 


Platts 
Poe 
Radanovich 
Regula 
Rehberg 
Renzi 
Rogers (AL) 
Rogers (MI) 
Rohrabacher 
Roskam 
Rothman 
Ryan (OH) 
Saxton 
Schmidt 
Shadegg 
Shea-Porter 
Shuler 
Souder 
Stearns 
Taylor 
Terry 
Tiberi 
Turner 
Upton 
Walberg 
Wamp 
Weldon (FL) 
Westmoreland 
Whitfield 
Wicker 
Wilson (NM) 
Wilson (SC) 
Young (FL) 


NOT VOTING—38 


Baker 
Barrett (SC) 
Bishop (UT) 
Boyd (FL) 
Carter 
Christensen 
Cubin 
Davis, Jo Ann 
Ellsworth 
Fortuño 
Granger 
Hastert 
Holden 


Hooley 
Hulshof 
Inglis (SC) 
Jindal 
Johnson, Sam 
Jones (OH) 
McDermott 
Pallone 
Paul 
Pearce 
Pickering 
Reichert 
Reynolds 


Royce 
Salazar 
Sanchez, Loretta 
Shays 
Shimkus 
Sullivan 
Tancredo 
Walsh (NY) 
Watson 
Weller 
Woolsey 
Young (AK) 


b 1511 


Messrs. AKIN, HODES, BOEHNER, 
POE, BURTON of Indiana, HOLT and 
RYAN of Ohio changed their vote from 
‘‘aye’’ to ‘‘no.’’ 


Messrs. KIRK, MEEKS of New York, 
MCCARTHY of California and 
GILCHREST changed their vote from 
‘‘no’’ to ‘‘aye.’’ 


So the amendment was agreed to. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mr. INGLIS of South Carolina. Mr. Chair-


man, on rollcall No. 862 I was unavoidably de-
tained. Had I been present, I would have 
voted ‘‘no.’’ 


The Acting CHAIRMAN. The ques-
tion is on the committee amendment 
in the nature of a substitute, as amend-
ed. 


The committee amendment in the 
nature of a substitute, as amended, was 
agreed to. 


The Acting CHAIRMAN. Under the 
rule, the Committee rises. 


Accordingly, the Committee rose; 
and the Speaker pro tempore (Mr. POM-
EROY) having assumed the chair, Mr. 
ROSS, Acting Chairman of the Com-
mittee of the Whole House on the State 
of the Union, reported that that Com-
mittee, having had under consideration 
the bill (H.R. 1908) to amend title 35, 
United States Code, to provide for pat-
ent reform, he reported the bill back to 
the House with an amendment adopted 
by the Committee of the Whole. 
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The SPEAKER pro tempore. Under 


the rule, the previous question is or-
dered. 


Is a separate vote demanded on any 
amendment reported from the Com-
mittee of the Whole? If not, the ques-
tion is on the amendment. 


The amendment was agreed to. 
The SPEAKER pro tempore. The 


question is on the engrossment and 
third reading of the bill. 


The bill was ordered to be engrossed 
and read a third time, and was read the 
third time. 


The SPEAKER pro tempore. The 
question is on the passage of the bill. 


The question was taken; and the 
Speaker pro tempore announced that 
the ayes appeared to have it. 


RECORDED VOTE 


Mr. ROHRABACHER. Mr. Speaker, I 
demand a recorded vote. 


A recorded vote was ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 8 of rule XX, this 15- 
minute vote on passage of H.R. 1908 
will be followed by a 5-minute vote on 
adopting the conference report to ac-
company H.R. 2669. 


The vote was taken by electronic de-
vice, and there were—ayes 220, noes 175, 
not voting 37, as follows: 


[Roll No. 863] 


AYES—220 


Ackerman 
Allen 
Andrews 
Arcuri 
Bachus 
Baird 
Baldwin 
Barrow 
Bean 
Becerra 
Berkley 
Berman 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Bonner 
Bono 
Boren 
Boswell 
Boucher 
Boyda (KS) 
Brady (PA) 
Brady (TX) 
Braley (IA) 
Brown, Corrine 
Butterfield 
Campbell (CA) 
Cannon 
Cantor 
Capito 
Capps 
Cardoza 
Carson 
Castor 
Chandler 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Conyers 
Cooper 
Costa 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (AL) 
Davis (IL) 
Davis, Lincoln 
Davis, Tom 
DeGette 
Delahunt 
Diaz-Balart, L. 
Diaz-Balart, M. 


Dicks 
Dingell 
Doggett 
Doolittle 
Doyle 
Drake 
Dreier 
Edwards 
Ellison 
Emanuel 
Engel 
Eshoo 
Farr 
Fattah 
Filner 
Forbes 
Fortenberry 
Fossella 
Frank (MA) 
Gallegly 
Giffords 
Gilchrest 
Gillibrand 
Gonzalez 
Goodlatte 
Gordon 
Green, Al 
Green, Gene 
Gutierrez 
Hall (NY) 
Harman 
Hastings (FL) 
Hastings (WA) 
Heller 
Hensarling 
Herger 
Hinojosa 
Honda 
Hoyer 
Inslee 
Israel 
Issa 
Jackson (IL) 
Jackson-Lee 


(TX) 
Jefferson 
Johnson (GA) 
Kagen 
Keller 
Kennedy 
Kilpatrick 
Kind 
King (NY) 
Klein (FL) 
Langevin 


Lantos 
Larsen (WA) 
Larson (CT) 
Lee 
Levin 
Lewis (GA) 
Lofgren, Zoe 
Lowey 
Lungren, Daniel 


E. 
Lynch 
Mahoney (FL) 
Maloney (NY) 
Marchant 
Markey 
Marshall 
Matheson 
Matsui 
McCarthy (CA) 
McCarthy (NY) 
McCaul (TX) 
McGovern 
McKeon 
McMorris 


Rodgers 
McNerney 
Meek (FL) 
Meeks (NY) 
Miller (NC) 
Miller, George 
Mitchell 
Moore (KS) 
Moran (VA) 
Murphy (CT) 
Murtha 
Musgrave 
Nadler 
Napolitano 
Neal (MA) 
Neugebauer 
Nunes 
Obey 
Ortiz 
Pence 
Perlmutter 
Peterson (PA) 
Pomeroy 
Porter 
Price (GA) 
Pryce (OH) 
Putnam 
Radanovich 
Reyes 
Richardson 
Rodriguez 


Rogers (KY) 
Ross 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (WI) 
Sali 
Sánchez, Linda 


T. 
Sarbanes 
Schakowsky 
Schiff 
Scott (GA) 
Scott (VA) 
Sensenbrenner 
Serrano 
Sessions 
Sestak 
Sherman 
Shuster 


Simpson 
Skelton 
Slaughter 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Snyder 
Solis 
Space 
Spratt 
Stark 
Stupak 
Sutton 
Tanner 
Tauscher 
Thompson (CA) 
Thompson (MS) 
Thornberry 
Tiahrt 
Towns 


Udall (CO) 
Udall (NM) 
Van Hollen 
Velázquez 
Walden (OR) 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Weiner 
Welch (VT) 
Wexler 
Wicker 
Wilson (NM) 
Wolf 
Wu 
Wynn 
Yarmuth 


NOES—175 


Abercrombie 
Aderholt 
Akin 
Alexander 
Altmire 
Baca 
Bachmann 
Bartlett (MD) 
Barton (TX) 
Berry 
Biggert 
Bilbray 
Bilirakis 
Blackburn 
Blunt 
Boehner 
Boozman 
Boustany 
Broun (GA) 
Brown (SC) 
Brown-Waite, 


Ginny 
Buchanan 
Burgess 
Burton (IN) 
Buyer 
Calvert 
Camp (MI) 
Capuano 
Carney 
Castle 
Chabot 
Clarke 
Cole (OK) 
Conaway 
Costello 
Courtney 
Cramer 
Crenshaw 
Davis (CA) 
Davis (KY) 
Davis, David 
Deal (GA) 
DeFazio 
DeLauro 
Dent 
Donnelly 
Duncan 
Ehlers 
Emerson 
English (PA) 
Etheridge 
Everett 
Fallin 
Feeney 
Ferguson 
Flake 
Foxx 
Franks (AZ) 


Frelinghuysen 
Garrett (NJ) 
Gerlach 
Gingrey 
Gohmert 
Goode 
Graves 
Grijalva 
Hall (TX) 
Hare 
Hayes 
Herseth Sandlin 
Higgins 
Hill 
Hinchey 
Hirono 
Hobson 
Hodes 
Hoekstra 
Holt 
Hunter 
Inglis (SC) 
Johnson (IL) 
Johnson, E. B. 
Jones (NC) 
Jordan 
Kanjorski 
Kaptur 
Kildee 
King (IA) 
Kingston 
Kirk 
Kline (MN) 
Knollenberg 
Kucinich 
Kuhl (NY) 
LaHood 
Lamborn 
Lampson 
Latham 
LaTourette 
Lewis (CA) 
Lewis (KY) 
Linder 
Lipinski 
LoBiondo 
Loebsack 
Lucas 
Mack 
Manzullo 
McCollum (MN) 
McCotter 
McCrery 
McHenry 
McHugh 
McIntyre 
McNulty 
Melancon 
Mica 


Michaud 
Miller (FL) 
Miller (MI) 
Miller, Gary 
Mollohan 
Moore (WI) 
Moran (KS) 
Murphy, Patrick 
Murphy, Tim 
Myrick 
Oberstar 
Olver 
Pascrell 
Pastor 
Payne 
Peterson (MN) 
Petri 
Pitts 
Platts 
Poe 
Price (NC) 
Rahall 
Ramstad 
Regula 
Rehberg 
Renzi 
Rogers (AL) 
Rogers (MI) 
Rohrabacher 
Ros-Lehtinen 
Roskam 
Rothman 
Ryan (OH) 
Saxton 
Schmidt 
Schwartz 
Shadegg 
Shea-Porter 
Shuler 
Sires 
Smith (NE) 
Souder 
Stearns 
Taylor 
Terry 
Tiberi 
Tierney 
Turner 
Upton 
Visclosky 
Walberg 
Wamp 
Weldon (FL) 
Westmoreland 
Whitfield 
Wilson (OH) 
Wilson (SC) 
Young (FL) 


NOT VOTING—37 


Baker 
Barrett (SC) 
Bishop (UT) 
Boyd (FL) 
Carnahan 
Carter 
Cubin 
Davis, Jo Ann 
Ellsworth 
Granger 
Hastert 
Holden 
Hooley 


Hulshof 
Jindal 
Johnson, Sam 
Jones (OH) 
McDermott 
Pallone 
Paul 
Pearce 
Pickering 
Rangel 
Reichert 
Reynolds 
Royce 


Salazar 
Sanchez, Loretta 
Shays 
Shimkus 
Sullivan 
Tancredo 
Walsh (NY) 
Watson 
Weller 
Woolsey 
Young (AK) 


ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 


The SPEAKER pro tempore (during 
the vote). Members are advised 2 min-
utes remain in this vote. 


b 1530 


Mr. OLVER and Mr. FLAKE changed 
their vote from ‘‘aye’’ to ‘‘no.’’ 


Mr. SERRANO changed his vote from 
‘‘no’’ to ‘‘aye.’’ 


So the bill was passed. 
The result of the vote was announced 


as above recorded. 
A motion to reconsider was laid on 


the table. 


f 


CONFERENCE REPORT ON H.R. 2669, 
COLLEGE COST REDUCTION AND 
ACCESS ACT 


The SPEAKER pro tempore. The un-
finished business is the question on 
adoption of the conference report on 
the bill, H.R. 2669, on which the yeas 
and nays were ordered. 


The Clerk read the title of the bill. 
The SPEAKER pro tempore. The 


question is on the conference report. 
This will be a 5-minute vote. 
The vote was taken by electronic de-


vice, and there were—yeas 292, nays 97, 
not voting 43, as follows: 


[Roll No. 864] 


YEAS—292 


Abercrombie 
Ackerman 
Aderholt 
Allen 
Altmire 
Andrews 
Arcuri 
Baca 
Baird 
Baldwin 
Barrow 
Bean 
Becerra 
Berkley 
Berman 
Berry 
Biggert 
Bilirakis 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Bono 
Boozman 
Boren 
Boswell 
Boucher 
Boyda (KS) 
Brady (PA) 
Braley (IA) 
Brown (SC) 
Brown, Corrine 
Brown-Waite, 


Ginny 
Buchanan 
Butterfield 
Buyer 
Camp (MI) 
Capito 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carson 
Castle 
Castor 
Chandler 
Clarke 
Clay 
Cleaver 
Clyburn 
Cohen 
Cole (OK) 
Conyers 
Cooper 


Costa 
Costello 
Courtney 
Cramer 
Crowley 
Cuellar 
Cummings 
Davis (AL) 
Davis (CA) 
Davis (IL) 
Davis, Lincoln 
Davis, Tom 
DeFazio 
DeGette 
Delahunt 
DeLauro 
Dent 
Diaz-Balart, L. 
Diaz-Balart, M. 
Dingell 
Doggett 
Donnelly 
Edwards 
Ellison 
Emanuel 
Emerson 
Engel 
English (PA) 
Eshoo 
Etheridge 
Fallin 
Farr 
Fattah 
Ferguson 
Filner 
Forbes 
Fortenberry 
Fossella 
Frank (MA) 
Frelinghuysen 
Gerlach 
Giffords 
Gilchrest 
Gillibrand 
Gohmert 
Gonzalez 
Gordon 
Graves 
Green, Al 
Grijalva 
Gutierrez 
Hall (NY) 
Hare 
Harman 
Hastings (FL) 


Hayes 
Heller 
Herseth Sandlin 
Higgins 
Hinchey 
Hinojosa 
Hirono 
Hobson 
Hodes 
Holt 
Honda 
Hoyer 
Inglis (SC) 
Inslee 
Israel 
Jackson (IL) 
Jackson-Lee 


(TX) 
Jefferson 
Johnson (GA) 
Johnson (IL) 
Johnson, E. B. 
Jones (NC) 
Kagen 
Kanjorski 
Kaptur 
Keller 
Kennedy 
Kildee 
Kilpatrick 
Kind 
King (NY) 
Kirk 
Klein (FL) 
Knollenberg 
Kucinich 
Kuhl (NY) 
LaHood 
Lampson 
Langevin 
Lantos 
Larsen (WA) 
Larson (CT) 
LaTourette 
Lee 
Levin 
Lewis (GA) 
Lipinski 
LoBiondo 
Loebsack 
Lofgren, Zoe 
Lowey 
Lucas 
Lynch 
Mahoney (FL) 
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CONGRESSIONAL RECORD — HOUSE H4315 June 16, 2011 
citizen regent of the Board of Regents 
of the Smithsonian Institution, and 
ask for its immediate consideration in 
the House. 


The Clerk read the title of the joint 
resolution. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from California? 


There was no objection. 
The text of the joint resolution is as 


follows: 
S.J. RES. 9 


Resolved by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, That, in accordance with 
section 5581 of the Revised Statutes (20 
U.S.C. 43), the vacancy on the Board of Re-
gents of the Smithsonian Institution, in the 
class other than Members of Congress, occur-
ring by reason of the expiration of the term 
of Robert P. Kogod of the District of Colum-
bia, is filled by reappointment of the incum-
bent for a term of 6 years, effective May 6, 
2011. 


The joint resolution was ordered to 
be read a third time, was read the third 
time, and passed, and a motion to re-
consider was laid on the table. 


f 


PERMITTING OFFICIAL PHOTO-
GRAPHS OF THE HOUSE OF REP-
RESENTATIVES TO BE TAKEN 
WHILE THE HOUSE IS IN ACTUAL 
SESSION ON A DATE DES-
IGNATED BY THE SPEAKER 


Mr. DANIEL E. LUNGREN of Cali-
fornia. Mr. Speaker, I ask unanimous 
consent the committee on House Ad-
ministration be discharged from fur-
ther consideration of House Resolution 
299 and ask for its immediate consider-
ation in the House. 


The Clerk read the title of the resolu-
tion. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from California? 


There was no objection. 
The text of the resolution is as fol-


lows: 
H. RES. 299 


Resolved, That on such date as the Speaker 
of the House of Representatives may des-
ignate, official photographs of the House 
may be taken while the House is in actual 
session. Payment for the costs associated 
with taking, preparing, and distributing such 
photographs may be made from the applica-
ble accounts of the House of Representatives. 


The resolution was agreed to. 
A motion to reconsider was laid on 


the table. 
f 


LIBRARY OF CONGRESS ADMINIS-
TRATIVE OPERATIONS IMPROVE-
MENT ACT 


Mr. DANIEL E. LUNGREN of Cali-
fornia. Mr. Speaker, I call up the bill 
(H.R. 1934) to improve certain adminis-
trative operations of the Library of 
Congress, and for other purposes, and 
ask unanimous consent for its imme-
diate consideration in the House. 


The Clerk read the title of the bill. 
The SPEAKER pro tempore. Is there 


objection to the request of the gen-
tleman from California? 


There was no objection. 
The text of the bill is as follows: 


H.R. 1934 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 
SECTION 1. PERMITTING USE OF PROCEEDS 


FROM DISPOSITION OF SURPLUS OR 
OBSOLETE PERSONAL PROPERTY. 


(a) DISPOSITION OF PROPERTY.—Within the 
limits of available appropriations, the Li-
brarian of Congress may dispose of surplus or 
obsolete personal property of the Library of 
Congress by interagency transfer, donation, 
sale, trade-in, or other appropriate method. 


(b) USE OF PROCEEDS.—Any amounts re-
ceived by the Librarian of Congress from the 
disposition of property under subsection (a) 
shall be credited to the funds available for 
the operations of the Library of Congress, 
and shall be available to acquire the same or 
similar property during the fiscal year in 
which the amounts are received and the fol-
lowing fiscal year. 


(c) EFFECTIVE DATE.—This section shall 
apply with respect to fiscal year 2012 and 
each succeeding fiscal year. 


The bill was ordered to be engrossed 
and read a third time, was read the 
third time, and passed, and a motion to 
reconsider was laid on the table. 


f 


GENERAL LEAVE 


Mr. DANIEL E. LUNGREN of Cali-
fornia. Mr. Speaker, I ask unanimous 
consent that all Members have 5 legis-
lative days in which to revise and ex-
tend their remarks and include extra-
neous material on Senate Joint Resolu-
tion 7, Senate Joint Resolution 9, 
House Resolution 299, and H.R. 1934. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from California? 


There was no objection. 
f 


ADJOURNMENT TO MONDAY, JUNE 
20, 2011 


Mr. DANIEL E. LUNGREN of Cali-
fornia. Mr. Speaker, I ask unanimous 
consent that when the House adjourns 
today, it adjourn to meet at 10 a.m. on 
Monday next. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from California? 


There was no objection. 
f 


REMOVAL OF NAMES OF MEM-
BERS AS COSPONSORS OF H. 
CON. RES. 59 AND H.R. 657 


Mr. BISHOP. Mr. Speaker, I ask 
unanimous consent that the gentleman 
from New York (Mr. RANGEL) be re-
moved as a cosponsor from H. Con. Res. 
59, of which I am a sponsor, and that 
my name be removed from H.R. 657. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Utah? 


There was no objection. 
f 


REMOVAL OF NAME OF MEMBER 
AS COSPONSOR OF H.R. 1380 


Mr. RIGELL. Mr. Speaker, I ask 
unanimous consent that my name be 


removed as a cosponsor from the bill, 
H.R. 1380. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Virginia? 


There was no objection. 
f 


REMOVAL OF NAME OF MEMBER 
AS COSPONSOR OF H.R. 1380 


Mr. FARENTHOLD. Mr. Speaker, I 
ask unanimous consent to be removed 
as a cosponsor from H.R. 1380. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Texas? 


There was no objection. 
f 


REMOVAL OF NAME OF MEMBER 
AS COSPONSOR OF H.R. 1380 


Mr. NUGENT. Mr. Speaker, I ask 
unanimous consent that my name be 
removed as a cosponsor of H.R. 1380. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Florida? 


There was no objection. 
f 


LEGISLATIVE PROGRAM 


(Mr. HOYER asked and was given 
permission to address the House for 1 
minute.) 


Mr. HOYER. I yield to my friend, the 
majority leader, for the purpose of in-
quiring about the schedule for the com-
ing week. 


Mr. CANTOR. I thank the gentleman 
from Maryland, the Democratic whip, 
for yielding. 


Mr. Speaker, on Tuesday, the House 
will meet at noon for morning-hour 
and 2 p.m. for legislative business, with 
votes postponed until 6:30 p.m. 


On Wednesday and Thursday, the 
House will meet at 10 a.m. for morning- 
hour and noon for legislative business. 


On Friday, the House will meet at 9 
a.m. for legislative business. Last votes 
of the week are expected no later than 
3 p.m. on Friday. 


We will consider a few bills under 
suspension of the rules on Tuesday, 
which will be announced by the close of 
business tomorrow. 


In addition, Mr. Speaker, I expect the 
House to consider H.R. 1249, the Amer-
ican Invents Act. This jobs bill is sore-
ly needed to fundamentally address the 
backlog of 700,000 applications at the 
Patent and Trade Office. It will encour-
age entrepreneurship and growth by 
unlocking American entrepreneurship 
and growth. 


The House will also consider a bill 
from the Energy and Commerce Com-
mittee, H.R. 2021, the Jobs and Energy 
Permitting Act of 2011, which addresses 
high gas prices. 


I also expect further action on the 
FAA bill early in the week. 


Finally, Mr. Speaker, I expect the 
House to begin consideration of the De-
partment of Defense appropriations bill 
for fiscal year 2012, along with poten-
tial legislation related to the ongoing 
military conflict in Libya. 
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CONGRESSIONAL RECORD — HOUSEH4316 June 16, 2011 
Mr. HOYER. I thank the gentleman 


for that information on the schedule 
for the coming week. 


I want the gentleman to know that 
on our side we are very pleased to see 
the patent reform legislation brought 
to the floor. As you know, that’s a part 
of our Make it in America agenda. I 
know it’s a part of your agenda as well. 
I think this is something on which 
there obviously has been some con-
troversy with respect to provisions of 
the bill, but it is absolutely essential 
that we give certainty to patents and 
to accelerate the approval of patents. 
The backlog that exists is not accept-
able. I am pleased that this legislation 
has come to the floor. Very frankly, 
this is a needed and welcome piece of 
jobs legislation. 


One of the concerns we have on this 
side of the aisle, as you know, is that 
we have not from our perspective had a 
jobs focus in the last 6 months. We wel-
come this part of our Make it in Amer-
ica agenda and part of your agenda as 
well. Again, I think we can cooperate 
in this effort, hopefully, and have a bi-
partisan effort on this patent reform 
bill. 


b 1410 


I also would raise the issue, Mr. Ma-
jority Leader, I want to say that I 
know that you and Mr. KYL and others 
have been participating in the talks 
with Vice President BIDEN. There have 
been constructive talks, I understand 
from your comments and the com-
ments of Mr. VAN HOLLEN and Mr. CLY-
BURN on our side. We are very hopeful 
that these talks will prove fruitful and 
that we can move ahead. We believe 
it’s critical, as you know, and as you 
have articulated, that we address the 
default prevention responsibility that 
we share. Clearly, America wants to 
pay its bills, the American public ex-
pects us to pay our bill, and the inter-
national community expects us to pay 
our bills. You and I have both read 
quotes from Mr. Bernanke, business 
leaders like Jamie Diamond, econo-
mists and others who have indicated 
that failure to assure that America 
does not default on its bills will have 
very dire consequences both here and 
around the world. 


So I am hopeful, Mr. Leader, that, al-
though you did not announce it, we 
have very little time left, as you know, 
before the August 2nd date which Sec-
retary Geithner has indicated is the 
date on which we will no longer have 
the cash flow ability to meet our obli-
gations as they become due and to fund 
the programs that we have authorized 
and provided for the executive depart-
ment to carry out. 


I would very much be interested in 
your thoughts with reference to how 
we ensure that we take action in a 
timely fashion. I was very pleased to 
see Speaker BOEHNER’s comment about 
a week and a half ago that he was fo-
cused on assuring that we did not de-
fault and provide for the payment of 
our debts prior to the end of this 


month. As you know, we have 4 days 
left, or 31⁄2 days left, in this month, and 
that’s next week, because the following 
week we’re off. I would very much be 
interested in your observations on how 
you see us going forward on this criti-
cally important issue. 


I yield to the gentleman from Vir-
ginia. 


Mr. CANTOR. I thank the gentleman 
for yielding. I also thank the gen-
tleman for his remarks in couching his 
observation or characterization of the 
agenda having been brought forth by 
our side over the last several months, 
because we believe strongly that the 
focus should be on jobs. We differ, I be-
lieve, with the gentleman and his side 
of the aisle that a growth agenda is not 
necessarily a government program, and 
so our agenda, our jobs agenda, is fo-
cused on trying to eliminate the envi-
ronment which is full of burdensome 
regulations, unfair taxes, and new 
mandates on the real job engines of 
this country, which are, Mr. Speaker, 
the small businesses and entrepreneurs 
of this country. 


If the gentleman would look to see 
what we have been doing over the last 
several months, he would see that our 
agenda is very focused on accom-
plishing that end. 


We passed H. Res. 72. It was a resolu-
tion directing our committees to take 
inventory and review existing, pending 
and proposed regulations and orders 
from agencies of the government with 
respect to their impact on jobs. Those 
reports are due June 30. They will be 
focused on the kinds of things that we 
could be doing to remove the impedi-
ments that government here in Wash-
ington has created for small business 
growth. 


We also brought forth H.R. 872, the 
Reducing Regulatory Burdens Act, 
dealing with a duplicative application 
of regulations on the pesticide indus-
try, and, as the gentleman knows, that 
bill had a lot of bipartisan support. 


We also brought forward H.R. 910, 
which was the Energy Tax Prevention 
Act. Mr. Speaker, I think there is prob-
ably very little dissent among small 
businesses in this country that the 
EPA has stepped entirely beyond its 
bounds and has provided gross impedi-
ments to the growth of manufacturing 
and small business in this country. 
That bill was squarely aimed at trying 
to force the EPA to stop in its conduct 
of attempting to accomplish what the 
prior majority tried to do under its 
cap-and-tax agenda. 


Mr. Speaker, I would further say, we 
brought H.J. Res. 37 to the floor. This 
was a resolution of disapproval regard-
ing the FCC’s regulation of the Inter-
net and broadband industry practices, 
otherwise called the bill to stop its at-
tempt to control the Internet. The 
ability for the government to begin to 
impose its will on the Internet is a job- 
killer. That bill was also taken up by 
the majority. 


We also, as the gentleman knows, 
passed H.R. 4, the Small Business Pa-


perwork Mandate Elimination Act. He 
and his side joined us in the bill, which 
began to repeal the job-killing nature 
of the health care bill. It was otherwise 
known as the 1099 provision, which all 
small businesses said placed too much 
paperwork burden on them. 


We also have been very focused on 
what people are most focused on when 
they begin to think about the summer-
time and taking a vacation, which is 
the gas prices and the prices at the 
pump, and we have brought forward 
H.R. 1230, H.R. 1229, and H.R. 1231, all of 
which were aimed at trying to lower 
the cost of fuel in this country, to 
maximize energy production in this 
country, so not only could families 
have the ability to do what they need 
but also that businesses could see 
lower energy costs. 


And all of this, Mr. Speaker, takes 
place in the context where we’ve got a 
government that is borrowing 40 cents 
of every dollar it spends. We believe 
strongly that not only do we need to 
focus first on growth but we’ve got to 
finally do what Washington has failed 
over the decades, which is to get its fis-
cal act in order, to ensure that we 
don’t allow spending to get out of con-
trol again. 


Mr. Speaker, the gentleman asked 
about the Biden talks. I share his com-
mitment, as he related, that this is an 
important issue, that no one thinks 
that America shouldn’t pay its bills. 
But I would also add, Mr. Speaker, that 
the people who elected us expect us to 
ensure that the fiscal insanity that has 
been taking place in this town stop and 
that we put in place reforms so we can 
demonstrate that we’ve changed the 
system. That’s the spirit in which our 
side has engaged in the talks with the 
Vice President. 


As the gentleman knows, I have been 
very public in my praise of the Vice 
President in his conduct of these talks. 
I am hopeful that we can meet or ex-
ceed the expectations right now, which 
is to say we are aiming to reduce 
spending by the trillions in order for us 
to engage in the kind of vote-taking 
that needs to take place to stave off a 
default. 


But I say to the gentleman, first and 
foremost, our side will not support any 
attempt to raise the debt ceiling that 
is not accompanied by the kind of cuts 
necessary and reforms necessary, nor 
will we support an attempt to raise the 
debt limit that raises people’s taxes. 
That, we don’t want to do. 


So, again, I am cautiously optimistic 
that we are moving forward so as to 
come to some agreement that meets 
those guidelines. 


Mr. HOYER. I thank the gentleman 
for his comments. 


I would respectfully note that so 
much of what he talked about was res-
olutions. I think resolutions clearly do 
state an opinion. Whether or not they 
have any ultimate effect is to be seen. 


I think the American public, in look-
ing at the agenda the gentleman has 
just gone through, probably says to 
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CONGRESSIONAL RECORD — HOUSE H4317 June 16, 2011 
themselves, Well, we don’t see the jobs 
in that agenda. We do see the agenda in 
that agenda. We do see the politics in 
that agenda. In any event, I am 
pleased, as I said at the outset, that we 
do have a jobs bill that I think will 
have an impact coming to the floor 
this coming week, the patent reform 
bill, which I think is essential. 


As it relates to the precluding of 
America’s defaulting on the obliga-
tions it has incurred, I appreciate what 
the gentleman has to say, but, of 
course, the rating agencies, three agen-
cies now, which have said we stand at 
risk of losing our AAA rating, which 
America has always had, does not dis-
tinguish between how we get to where 
we have a vote of approval on allowing 
America to pay its bills. 


b 1420 


I, too, like the gentleman from Vir-
ginia, want to reach an agreement on 
the reduction of the deficit and the 
substantial reduction of the debt. The 
gentleman indicates he wants to cut 
spending by trillions. However, as we 
all know—and I’ve repeated—the gen-
tleman voted for a rules package the 
first day of this session which provides 
for $4.8 trillion in additional deficit 
without paying for it. That is the con-
tinuation of taxes while not cutting 
the spending by that amount. 


You precluded our continuing to pro-
vide for statutory PAYGO applying to 
revenues as well as expenditures. Both 
obviously have an impact on the deficit 
that we incur. We incurred substantial 
expense during the Bush administra-
tion, as you know, some almost $3.5 
trillion of deficit spending, or $2.5 tril-
lion depending upon where you count 
some of the expenditures; but in any 
event, it’s a minimum of $2.5 trillion 
which we didn’t pay for, and we there-
fore increased the debt by 86 percent in 
those 8 years of the Bush administra-
tion. 


Both of us agree that we have to 
abandon policies of buying things with-
out paying for them and of spending 
beyond our means. I would hope that 
we could join together in accom-
plishing that objective. Literally, we 
have less than 21 days of legislative 
time remaining before August 2, 
whether or not we can reach agree-
ment, and I hope we can reach agree-
ment. Surely, I would hope the gen-
tleman would agree that allowing 
America to default on its bills is not an 
acceptable alternative even if we can’t 
get to agreement. We want to get to 
agreement. I want to work with the 
gentleman to get to agreement, but al-
lowing America to default on its bills 
should not be an option. 


Mr. CANTOR. I thank the gentleman. 
I will just underscore the sense that 


the gentleman, Mr. Speaker, says that 
the markets are watching. I believe 
that is the case. I also believe the mar-
kets are looking for us to enact real re-
forms, real spending reductions. So by 
just acting to increase the credit limit 
of this country without following 


through on our commitment for spend-
ing cuts and reform is just checking 
the box and is reckless. 


That’s why I say to the gentleman it 
is important for us to come together, 
to walk together, to make sure that we 
are able to execute on a plan to reduce 
spending once and for all and to reform 
this system here in Washington so that 
the markets understand we mean what 
we say. It’s time for us to make the 
tough decisions now and not to just 
stall and say we’ll do it later. The peo-
ple of this country have seen that over 
and again, and they’re tired of it. 


Mr. HOYER. I thank the gentleman. 
Tough decisions, however, are not to 


pretend there’s a free lunch. What we 
buy, we need to pay for, and if we don’t 
want to pay for it, we shouldn’t buy it. 
Now, frankly, that didn’t happen under 
each one of the budgets that we adopt-
ed from 2001 to 2008, the 2009 budget. It 
didn’t happen. We spent far beyond 
that which we paid for in those budg-
ets, and that took a $5.6 trillion surplus 
projection to an almost 100 percent 
turnaround and an over $10 trillion pro-
jected deficit. 


I’ll just say to the gentleman, I agree 
with you. We need to make the tough 
decisions. We may need to make the 
tough decisions on cutting spending. 
We need to make the tough decisions 
on paying for what we buy. Hopefully, 
we will have the courage and the wis-
dom on both sides of the aisle to do 
just that. 


Mr. CANTOR. I thank the gentleman. 
I hope we also have the courage and 


the wisdom to focus on what it is the 
people sent us here to do. They sent us 
here to focus on jobs and the economy. 
Yes, we take seriously our responsi-
bility to get the fiscal house in order; 
but if the priority is about jobs, we 
know jobs don’t come from government 
programs overall; they come from the 
private sector. Over half the people in 
this country work for small businesses. 
The number of small business startups 
in this country has been anemic of 
late. We’ve got to focus on that and en-
sure that we are responding to what 
people want. That is, they want more 
growth in this economy, and they want 
to get back to work. That should be 
our goal. 


Mr. HOYER. I thank the gentleman 
for his comments, and I agree with 
him. 


What they need is confidence in the 
management at the Federal level of the 
finances of our Nation. They had that 
confidence in the nineties when we had 
balanced budgets. They did not have 
that confidence in the last decade, and 
our economy shows the result. I cer-
tainly share the gentleman’s view that, 
if we can give them that confidence, 
our economy will grow, and jobs will be 
created. I’m for working together to 
accomplish that objective. 


I yield back the balance of my time. 
f 


RE&EE EXPO AND FORUM 
(Mr. BARTLETT asked and was given 


permission to address the House for 1 


minute and to revise and extend his re-
marks.) 


Mr. BARTLETT. Mr. Speaker, today 
is the 14th Annual Congressional Re-
newable Energy and Energy Efficiency 
Expo and Forum going on until 4:30 
p.m. in the Cannon Caucus room. The 
theme of this year’s expo is ‘‘Efficiency 
+ Renewables = Economic and National 
Security.’’ There are 57 exhibitors, in-
cluding the United States Air Force. 
They all have displays. 


I encourage everyone to go and see 
the expo before you leave for the day. 


In addition to the House and Senate 
Renewable Energy and Energy Effi-
ciency Caucuses, we partnered in 
hosting with the Sustainable Energy 
Coalition and its sister caucuses: the 
House Sustainable Energy and Envi-
ronment Coalition, the House Algae 
Energy Caucus, the House Hydrogen 
and Fuel Cell Caucus, the House High 
Performance Building Caucus, the 
Green Jobs Caucus, as well as the Con-
gressional Peak Oil Caucus, and the Oil 
and National Security Caucus. 


I want to give special thanks to my 
colleague from Maryland, Congressman 
CHRIS VAN HOLLEN, who is the veteran 
co-chair of the House Renewable En-
ergy and Energy Efficiency Caucus, 
and Ken Bossong. This event would not 
have been possible without the efforts 
of Mr. Bossong and the Sustainable En-
ergy Coalition. 


Please go to the Cannon Caucus, and 
see the great exhibits there—57 exhibi-
tors, including the United States Air 
Force. 


f 


HONORING FALLEN FIREFIGHTER 
SCOTT DAVIS 


(Mr. PENCE asked and was given per-
mission to address the House for 1 
minute and to revise and extend his re-
marks.) 


Mr. PENCE. Mr. Speaker, I rise today 
with a heavy heart to pay a debt of 
gratitude to a life of service and sac-
rifice by one of Indiana’s bravest. 


Scott Davis of Muncie, Indiana, was a 
devoted husband, father and a fire-
fighter. A former Yorktown fire chief, 
he’d been with the Muncie Fire Depart-
ment since the 15th of June 2005. 


Tragically, yesterday, Firefighter 
Scott Davis was killed while fighting a 
fire at the Tabernacle of Praise Church 
in Muncie, Indiana. He would become 
the first Muncie firefighter to give his 
life in the line of duty since 1955. 


Those who knew Scott Davis were 
not surprised at the boldness and brav-
ery that he displayed in the Tabernacle 
of Praise fire, where he fell. He bravely 
sacrificed his life protecting the com-
munity, and in so doing, Scott Davis 
will forever be remembered as a hero 
and as a servant leader. In the midst of 
this great tragedy, I honor Firefighter 
Scott Davis. 


We should also take a moment to re-
member each and every man and 
woman who serve and volunteer full 
time in fire departments around this 
country. We should always remember 
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CONGRESSIONAL RECORD — Extensions of RemarksE536 March 3, 2009 
Description of Request: The purpose of this 


appropriation is to provide $285,000 in funding 
to widen approximately 5,400 linear feet of 
U.S. Highway 221 between the Hunter/Flem-
ing-Smith Industrial Site and the City of 
Laurens. This highway improvement project 
will allow for increased volume and greater 
safety for commuter and truck traffic to and 
from the expanding Hunter/Fleming-Smith In-
dustrial Site and surrounding areas. The In-
dustrial Site plays an important role in the eco-
nomic development of Laurens County. This 
request is consistent with the intended pur-
pose of the Federal Highway Administration. 
In addition to this federal funding, Laurens will 
be providing approximately $333,000 for the 
project. I certify that neither I nor my spouse 
has any financial interest in this project. 


Requesting Member: Congressman J. 
GRESHAM BARRETT 


Bill Number: H.R. 1105 
Provision: Division I, Title I Department of 


Transportation, Account: Transportation, Com-
munity, and System Preservation Account 


Legal Name of Requesting Entity: Orange-
burg County, SC 


Address of Requesting Entity: 1437 Amelia 
Street, Orangeburg, SC 29115 


Description of Request: The purpose of this 
appropriation is to provide $95,000 in funding 
for the installation of an interchange at the 
intersection of US Highway 301 and I–95 in 
Orangeburg County. Currently, U.S. Highway 
301 stops at the intersection of I–95, causing 
the 301 traffic to enter onto an extremely busy 
portion of I–95 for just one mile in order to exit 
off onto Hwy 6. This highway improvement will 
help traffic flow more smoothly and support 
the planning for an intermodal transportation 
facility as well as distribution centers and 
transportation-related businesses. This inter-
change is included on the State Transportation 
Infrastructure Plan (STIP) as part of the Lower 
Savannah Long-Range Transportation Plan. 
This request is consistent with the intended 
purpose of the Federal Highway Administra-
tion and is a continuation of funding from fiscal 
year 2008. The County of Orangeburg has 
committed $2 million to the project and the 
state of South Carolina has committed an ad-
ditional $3 million. I certify that neither I nor 
my spouse has any financial interest in this 
project. 


Requesting Member: Congressman J. 
GRESHAM BARRETT 


Bill Number: H.R. 1105 
Provision: Division I, Title I Department of 


Transportation, Account: Interstate Mainte-
nance, Discretionary 


Legal Name of Requesting Entity: Orange-
burg County, SC 


Address of Requesting Entity: 1437 Amelia 
Street, Orangeburg, SC 29115 


Description of Request: The purpose of this 
appropriation is to provide $950,000 in funding 
for the installation of an interchange at the 
intersection of US Highway 301 and I–95 in 
Orangeburg County. Currently, U.S. Highway 
301 stops at the intersection of I–95, causing 
the 301 traffic to enter onto an extremely busy 
portion of I–95 for just one mile in order to exit 
off onto Hwy 6. This highway improvement will 
help traffic flow more smoothly and support 
the planning for an intermodal transportation 
facility as well as distribution centers and 
transportation-related businesses. This inter-
change is included on the State Transportation 
Infrastructure Plan (STIP) as part of the Lower 


Savannah Long-Range Transportation Plan. 
This request is consistent with the intended 
purpose of the Federal Highway Administra-
tion and is a continuation of funding from fiscal 
year 2008. The County of Orangeburg has 
committed $2 million to the project and the 
state of South Carolina has committed an ad-
ditional $3 million. I certify that neither I nor 
my spouse has any financial interest in this 
project. 


f 


OMNIBUS APPROPRIATIONS ACT, 
2009 


SPEECH OF 


HON. DENNIS J. KUCINICH 
OF OHIO 


IN THE HOUSE OF REPRESENTATIVES 


Wednesday, February 25, 2009 


Mr. KUCINICH. Mr. Speaker, I rise today in 
support of the Omnibus Appropriations Act, 
despite many severe misgivings I have with 
the legislation. 


Last night the President gave us a frank and 
candid assessment of the dire situation of our 
economy, and I remain committed to ensuring 
that appropriations bills reflect an appropriate 
federal response. This bill will strengthen the 
social safety net so that individuals and fami-
lies that have been affected by the recession 
can meet their daily needs. This bill includes 
substantial and badly needed increases in 
funding for food assistance to combat starva-
tion and malnutrition in the elderly and those 
of modest income. 


The Ohio Department of Job and Family 
Services has been inundated by a surge in 
unemployment claims. Constituents have 
called my office to tell me that they cannot 
even get through on the phone to speak to 
someone about their claim. Facing such an 
extraordinary increase in demand, I am glad 
that the states will get some help. The bill in-
creases funding by 10% for state offices to 
process this surge in unemployment claims. 


Cleveland, unfortunately, has been at the 
epicenter of the subprime mortgage and fore-
closure crisis. The number of foreclosures 
continues to increase; some neighborhoods 
still average two foreclosures per day. Up to 
6,000 voucher holders have yet to find afford-
able housing in Cuyahoga County—and this 
does not include the estimated 19,000 people 
who qualify for vouchers but are forced to en-
dure a years-long waiting list. 


The bill increases overall funding for the De-
partment of Housing and Urban Development 
by 10%. This includes increases in funding for 
the Public Housing Operating Fund to keep 
the doors open in our existing public housing, 
the Public Housing Capital Fund to build new 
public housing, and tenant- and project-based 
voucher programs. The bill also increases 
funding for homeless assistance grants. 


The bill provides several other funding in-
creases in areas of particular need for North-
east Ohio. There is $187 million dedicated to 
making emergency communication more reli-
able through interoperability funding. There is 
a $385 million increase in funding for NASA, 
an economic anchor for the region and the 
state. There is $273 million for research on 
more fuel-efficient vehicles, which will help our 
ailing auto industry and the other industries on 
which it relies. There is $40.7 billion in infra-
structure funding, a $484 million increase over 


FY08 levels and an integral part of Northeast 
Ohio’s economic recovery. 


However, I am deeply saddened and frus-
trated by sections of the State and Foreign 
Operations portion of this bill that continue 
counterproductive policies regarding the Mid-
dle East and drug policy. I am hopeful that 
with the leadership of President Obama a new 
U.S. policy on the Middle East will emerge. It 
is time for the U.S. to move beyond the biased 
policy contained in this portion of the bill. 


The surest way for this body to ensure the 
safety and security of Israel while encouraging 
peace in the Middle East is to craft a policy 
that encourages Israel to end the blockade of 
Gaza and the occupation of Palestinian lands. 
The U.S. must also call on Israel to implement 
a freeze on settlement building. 


Instead this bill undermines any effort to po-
sition the U.S. as an honest broker for peace 
in the region. The bill gives $75 million in 
funding for aid to be shared between Gaza 
and the West Bank while giving $2.4 billion in 
grants for Israel including $670 million for pro-
curement of military equipment alone. Adding 
to this extreme imbalance, the bill also places 
far more restrictions on the humanitarian aid 
to Gaza than on the arms funding for Israel. 
If the U.S. was an honest broker of peace, the 
reverse would be true. The United Nations has 
declared in no uncertain terms that peace in 
the Middle East, which is the best way for 
Israel to achieve security, cannot be achieved 
militarily. By favoring arms over aid, this bill 
takes us in the wrong direction during a time 
when relations between Gaza and Israel are 
particularly strained. 


This bill also includes funding for counter-
narcotics initiatives in Afghanistan, Mexico, 
Colombia, and other regions in Latin America, 
continuing supply-side interdiction efforts that 
have done nothing to disturb the flow of illicit 
drugs into our country. Research clearly dem-
onstrates that money directed to domestic de-
mand-reduction efforts—drug treatment, drug 
abuse prevention, youth intervention pro-
grams, and the like—is more effective at re-
ducing drug consumption and curtailing the 
flow of illicit drugs into the country. Moreover, 
such efforts usually increase the price of drugs 
in circulation, which only leads to increased vi-
olence and crime in communities. So long as 
the demand for a product exists, enterprising 
drug dealers will find a way to get the drugs 
to those addicted to them. 


I support this bill because the needs of my 
district come first, and the money in this bill 
will go far toward alleviating the stress on my 
constituents and my district caused by the 
economic downturn. However, I find it rep-
rehensible that I am also forced to support 
these other provisions, and I look forward to 
working with leadership and the Administration 
to support policies that engage all parties and 
encourage peace rather than aggression. 


f 


INTRODUCTION OF THE PATENT 
REFORM ACT OF 2009 


HON. JOHN CONYERS, JR. 
OF MICHIGAN 


IN THE HOUSE OF REPRESENTATIVES 


Tuesday, March 3, 2009 


Mr. CONYERS. Madam Speaker, today we 
are pleased to introduce the Patent Reform 
Act of 2009. The Patent Reform Act of 2009 
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is bipartisan and largely, bicameral legislation 
intended to tackle a number of problems in 
our patent system. The bill reflects the sub-
stantial progress made last Congress in both 
the House and Senate. Indeed, the text of the 
Patent Reform Act is in many ways a com-
posite of the bill that passed the House and 
the bill that was reported out of the Senate Ju-
diciary Committee last Congress. 


This bill is a starting point for further discus-
sion and in the matter of inequitable conduct 
reform, I will be looking to my friend from 
Utah, ORRIN HATCH for his insights on that 
issue. It is my intention to work closely with 
him to craft language on inequitable conduct 
that can be incorporated into the bill at a later 
time. 


I am proud to stand today with my col-
leagues, Representatives LAMAR SMITH, HOW-
ARD BERMAN, ROBERT GOODLATTE, and SHEILA 
JACKSON LEE to introduce this legislation that 
is directed toward encouraging innovation now 
and long into the 21st century. I particularly 
thank two of my cosponsors, HOWARD BERMAN 
and LAMAR SMITH, for their hard work and 
dedication to this endeavor through the years 
which has provided a common-sense frame-
work of reforms upon which to build. 


This piece of legislation is among the most 
important things that we will work on as our 
Nation’s economic future is dependent on our 
ability to innovate and efficiently and effec-
tively protect the products of that innovation. I 
look forward to working with all interested par-
ties in perfecting the Patent Reform Act in the 
coming months. 


f 


APPRECIATION AND RECOGNITION 
TO THOMAS WOODWARD 


HON. JOHN M. SPRATT, JR. 
OF SOUTH CAROLINA 


IN THE HOUSE OF REPRESENTATIVES 


Tuesday, March 3, 2009 


Mr. SPRATT. Madam Speaker, I would like 
to recognize the service of Thomas Wood-
ward, who is retiring on March 6 after serving 
the Congress with distinction for 30 years in 
an extraordinary variety of ways and places. 
This nation and this Congress owe a great 
debt of gratitude to this outstanding public 
servant. Tom may be the only person—and if 
not, is certainly one of very few—who has 
worked at GAO, CRS, and CBO. He began 
his government service in 1979 at GAO, 
where he first became involved in analyzing 
the economy and helped produced GAO’s 
economic outlook. In 1982, Tom went to work 
for the Congressional Research Service, 
where he was a specialist in macroeconomics 
in the Economics Division and produced a 
number of studies on the banking system, 
monetary policy, and other issues. Tom was 
detailed to the House Budget Committee in 
1991 and 1992, where he served as Chief 
Economist for the Republican staff. Tom re-
turned to CRS after his service on the Budget 
Committee and continued to produce and su-
pervise high quality analyses for members of 
Congress. 


In 1998, Tom became Assistant Director for 
Tax Analysis at the Congressional Budget Of-
fice. For the past 11 years, Tom has overseen 
the production of numerous studies, revenue 
forecasts, and cost estimates for committees 
and Members of Congress. In all of his inter-


actions with Members and their staff, Tom 
maintained the high quality and timely anal-
yses that we have come to expect of CBO. 
Tom’s breadth of knowledge, objective anal-
yses, and good humor are appreciated by ev-
eryone who works with him—and next week, 
for the first time in 30 years, this Congress will 
not have the benefit of his wisdom, economic 
knowledge, and analytical skills as it address-
es the critical public policy issues that face the 
nation. I understand he plans to continue to 
research economic issues after his retirement 
from Congressional service, and we look for-
ward to that work and wish him well in his re-
tirement. 


f 


EARMARK DECLARATION 


HON. PETER T. KING 
OF NEW YORK 


IN THE HOUSE OF REPRESENTATIVES 


Tuesday, March 3, 2009 


Mr. KING of New York. Madam Speaker, 
pursuant to the Republican Leadership Stand-
ards on Earmarks, I am submitting the fol-
lowing information regarding earmarks I re-
ceived as part of the FY2009 Omnibus. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Energy & Water—Army Corps of 


Engineers (Construction) 
Legal Name of Requesting Entity: U.S. 


Army Corps of Engineers 
Address of Requesting Entity: 26 Federal 


Plaza, Room 2109, New York, NY 10278 
Description of Request: $2,010,000 to the 


Army Corps to complete the reformulation 
study and continue monitoring a project to pro-
tect Long Island’s south shore from beach ero-
sion and storm damage. I certify that neither 
I nor my spouse has any financial interest in 
this project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Energy & Water—Army Corps of 


Engineers (Construction) 
Legal Name of Requesting Entity: Town of 


Babylon 
Address of Requesting Entity: 200 East 


Sunrise Highway, Lindenhurst, NY 11757 
Description of Request: $465,000 for the 


dredging of a federal channel and placement 
of appx. 1 million cubic yards of sand along 
the shoreline for erosion control at Gilgo 
Beach and Robert Moses State Park. I certify 
that neither I nor my spouse has any financial 
interest in this project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Energy & Water—Army Corps of 


Engineers (Investigations) 
Legal Name of Requesting Entity: Village of 


Bayville 
Address of Requesting Entity: 34 School 


Street, Bayville, NY 11709 
Description of Request: $96,000 to complete 


the feasibility phase of the benefits of a storm 
damage protection project in Bayville. I certify 
that neither I nor my spouse has any fmancial 
interest in this project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Labor, HHS, & Education—Health 


Resources and Services Administration, 
Health Facilities and Services 


Legal Name of Requesting Entity: Suffolk 
County Volunteer Firefighter Burn Center Fund 


Address of Requesting Entity: P.O. Box 765 
Smithtown, NY 11787 


Description of Request: $285,000 for a living 
skin bank clean room (equipment). I certify 
that neither I nor my spouse has any financial 
interest in this project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Labor, HHS, & Education—Health 


Resources and Services Administration, 
Health Facilities and Services 


Legal Name of Requesting Entity: Christa 
House 


Address of Requesting Entity: 720 Albin Av-
enue, West Babylon, NY 11704 


Description of Request: $176,000 for hos-
pice care for the poor (physical repairs, admin-
istrative costs, and insurance). I certify that 
neither I nor my spouse has any financial in-
terest in this project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Transportation & HUD—Capital In-


vestment Grants 
Legal Name of Requesting Entity: New York 


City Metro Transit Authority 
Address of Requesting Entity: 347 Madison 


Avenue, New York, New York 10017 
Description of Request: $209,623,898 for 


the development of Long Island Rail Road 
East Side Access. I certify that neither I nor 
my spouse has any financial interest in this 
project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Commerce, Justice, & Science— 


NOAA (Operations, Research & Facilities) 
Legal Name of Requesting Entity: Partnership 
for Mid-Atlantic Fisheries Science 


Address of Requesting Entity: 526 Bay Ave-
nue Point Pleasant Beach, NJ 08742 


Description of Request: $1,000,000 for a 
multi-state research initiative in New York and 
New Jersey to address data limitations re-
stricting management of summer flounder in 
the Mid-Atlantic. I certify that neither I nor my 
spouse has any fmancial interest in this 
project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: State & Foreign Operations—Edu-


cational & Cultural Exchange Programs 
Legal Name of Requesting Entity: U.S.-Ire-


land Alliance 
Address of Requesting Entity: 2800 


Clarendon Boulevard Arlington, VA 22201 
Description of Request: $500,000 for the 


George Mitchell Scholarship Program a na-
tionally competitive scholarship award for 12 
US college graduates to do a year of post-
graduate study at universities in Ireland and 
Northern Ireland. I certify that neither I nor my 
spouse has any financial interest in this 
project. 


Requesting Member: Rep. PETER KING 
Bill Number: H.R. 1105 
Account: Transportation & HUD—Transpor-


tation, Community, & System Preservation 
Legal Name of Requesting Entity: City of 


Glen Cove 
Address of Requesting Entity: 9 Glen Street, 


Glen Cove, NY 11542 
Description of Request: $570,000 for the de-


sign, engineering, and construction of the Glen 
Cove Connector Road. I certify that neither I 
nor my spouse has any financial interest in 
this project. 


Requesting Member: Rep. PETER KING 
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into Syria. By refusing entry, Presi-
dent Assad has forced his own people to 
not only live under deplorable condi-
tions but he has forced them to live in 
a constant state of fear. Aid groups 
must be allowed in to provide the vital 
care. If the Syrian regime has any com-
passion, it will do so. 


f 


HAPPY 100TH BIRTHDAY TO EDNA 
YODER 


(Mr. YODER asked and was given 
permission to address the House for 1 
minute and to revise and extend his re-
marks.) 


Mr. YODER. Today, I rise for a very 
special tribute to a strong, wonderful, 
and sweet woman who has played a re-
markable role in my life and all those 
who know her. Edna Yoder, my grand-
mother, will be celebrating her centen-
nial birthday next week on June 28. 
Edna reflects the heart and soul of our 
American rural heritage, and she em-
bodies the prairie spirit that is the bed-
rock of our Nation’s values. 


Born in 1911 and raised on a Kansas 
farm, she and my grandfather, like so 
many other Americans, carved a way of 
life out of the Kansas prairie through 
hard work, determination, and strong 
heartland values. Each time I step on 
the floor of the United States House, I 
strive to honor these principles that 
my grandmother and her generation 
have taught us. 


Mr. Speaker, join me in wishing my 
grandmother Edna Yoder a happy 100th 
birthday. 


f 


DEFINITION OF MEDICARE 


(Mr. POLIS asked and was given per-
mission to address the House for 1 
minute and to revise and extend his re-
marks.) 


Mr. POLIS. There’s been a lot of dis-
cussion in the House about how best to 
characterize the Republican plan to 
eliminate Medicare. I want to start 
with the definition. The Oxford English 
Dictionary definition of Medicare: a 
Federal system of health insurance for 
people over 65 years of age and for cer-
tain younger people with disabilities. 
So, again, a Federal system of health 
insurance. 


If you replace a Federal system of 
health insurance with a Federal system 
of assistance or a voucher or helping to 
pay part of the cost, you don’t have 
anything that meets the definition of 
what we know as Medicare. Maybe they 
want to call it ‘‘Medi-Assist.’’ Maybe 
they want to call it ‘‘Medi-Voucher.’’ 
Maybe it covers part of the cost of care 
for some people. Maybe it costs a lot 
less than it really costs to get health 
care insurance for others. In fact, ac-
cording to nonpartisan estimates, the 
average senior will have to pay $6,000 
more for health care by the time the 
Republican budget is fully imple-
mented. But whatever it is, it ain’t 
Medicare. 


Medicare is very simple. The Amer-
ican people truly understand what 


Medicare is. We all have family that 
rely on Medicare. Lord knows, we need 
to improve Medicare to help make sure 
it’s sustainable for the next genera-
tion. Ending Medicare is not an im-
provement. 


f 


FOLLOW HOUSE RULES 


(Mr. SENSENBRENNER asked and 
was given permission to address the 
House for 1 minute and to revise and 
extend his remarks.) 


Mr. SENSENBRENNER. Mr. Speak-
er, shortly, the House will begin its 
consideration of the so-called ‘‘patent 
reform’’ bill. 


At last night’s meeting of the Rules 
Committee, when the debate on the 
rule within the committee wrapped up, 
the chairman chastised the Judiciary 
Committee for voting out a bill in vio-
lation of House rules, and specifically 
the House CutGo rules. However, the 
Rules Committee also voted a waiver 
that allows the CutGo rules to be ig-
nored. That waiver is described by its 
supporters as a technical correction. 
This technical correction involves $700 
million, hardly something that is tech-
nical. 


It seems to me that the best thing 
that should have been done was that 
the Rules Committee ordered the bill 
re-referred to the Judiciary Committee 
so the Judiciary Committee could do it 
right in conformity with the House 
rules, like the gentleman from Michi-
gan (Mr. CONYERS) did when he was the 
chair and which I did when I was the 
chair. We ought to know this when 
we’re debating it. 


f 


TIME TO ‘‘CUT AND GROW’’ IN 
ORDER TO CREATE JOBS 


(Mr. WILSON of South Carolina 
asked and was given permission to ad-
dress the House for 1 minute and to re-
vise and extend his remarks.) 


Mr. WILSON of South Carolina. Mr. 
Speaker, the unemployment rate for 
the month of May was 9.1 percent. This 
marks the 28th consecutive month that 
unemployment has been at 8 percent or 
above. The President said unemploy-
ment would never reach 8 percent with 
his economic policies, which have sadly 
failed. Tragically, almost 14 million 
Americans are unemployed and looking 
for a job. The average job seeker in 
America has been unemployed for al-
most 40 weeks—almost 10 months. 


This administration and its job-kill-
ing policies continue to spend and bor-
row money at a reckless rate without 
understanding a basic and fundamental 
principle: when the Federal Govern-
ment borrows money wildly, it takes it 
away from the private sector’s ability 
to create jobs. The House Republicans 
have solutions to promote jobs with 
the ‘‘cut and grow’’ congressional plan. 
First, you cut spending and then small 
businesses add jobs. This is the best 
way for families to get back on the 
path to prosperity. 


In conclusion, God bless our troops 
and we will never forget September the 
11th in the global war on terrorism. 


f 


PROVIDING FOR CONSIDERATION 
OF H.R. 2021, JOBS AND ENERGY 
PERMITTING ACT OF 2011, AND 
PROVIDING FOR CONSIDERATION 
OF H.R. 1249, AMERICA INVENTS 
ACT 


Mr. NUGENT. Mr. Speaker, by direc-
tion of the Committee on Rules, I call 
up House Resolution 316 and ask for its 
immediate consideration. 


The Clerk read the resolution, as fol-
lows: 


H. RES. 316 
Resolved, That at any time after the adop-


tion of this resolution the Speaker may, pur-
suant to clause 2(b) of rule XVIII, declare the 
House resolved into the Committee of the 
Whole House on the state of the Union for 
consideration of the bill (H.R. 2021) to amend 
the Clean Air Act regarding air pollution 
from Outer Continental Shelf activities. The 
first reading of the bill shall be dispensed 
with. All points of order against consider-
ation of the bill are waived. General debate 
shall be confined to the bill and shall not ex-
ceed one hour equally divided and controlled 
by the chair and ranking minority member 
of the Committee on Energy and Commerce. 
After general debate the bill shall be consid-
ered for amendment under the five-minute 
rule. The bill shall be considered as read. All 
points of order against provisions in the bill 
are waived. No amendment to the bill shall 
be in order except those printed in part A of 
the report of the Committee on Rules accom-
panying this resolution. Each such amend-
ment may be offered only in the order print-
ed in the report, may be offered only by a 
Member designated in the report, shall be 
considered as read, shall be debatable for the 
time specified in the report equally divided 
and controlled by the proponent and an op-
ponent, shall not be subject to amendment, 
and shall not be subject to a demand for divi-
sion of the question in the House or in the 
Committee of the Whole. All points of order 
against such amendments are waived. At the 
conclusion of consideration of the bill for 
amendment the Committee shall rise and re-
port the bill to the House with such amend-
ments as may have been adopted. The pre-
vious question shall be considered as ordered 
on the bill and amendments thereto to final 
passage without intervening motion except 
one motion to recommit with or without in-
structions. 


SEC. 2. At any time after the adoption of 
this resolution the Speaker may, pursuant to 
clause 2(b) of rule XVIII, declare the House 
resolved into the Committee of the Whole 
House on the state of the Union for consider-
ation of the bill (H.R. 1249) to amend title 35, 
United States Code, to provide for patent re-
form. The first reading of the bill shall be 
dispensed with. All points of order against 
consideration of the bill are waived. An ini-
tial period of general debate shall be con-
fined to the question of the constitutionality 
of the bill and shall not exceed 20 minutes 
equally divided and controlled by Represent-
ative Smith of Texas and Representative 
Kaptur of Ohio or their respective designees. 
A subsequent period of general debate shall 
be confined to the bill and shall not exceed 
one hour equally divided and controlled by 
the chair and ranking minority member of 
the Committee on the Judiciary. After gen-
eral debate the bill shall be considered for 
amendment under the five-minute rule. It 
shall be in order to consider as an original 


VerDate Mar 15 2010 23:35 Jun 22, 2011 Jkt 099060 PO 00000 Frm 00010 Fmt 7634 Sfmt 0634 E:\CR\FM\K22JN7.022 H22JNPT1sm
ar


tin
ez


 o
n 


D
S


K
5T


P
T


V
N


1P
R


O
D


 w
ith


 H
O


U
S


E







CONGRESSIONAL RECORD — HOUSE H4379 June 22, 2011 
bill for the purpose of amendment under the 
five-minute rule the amendment in the na-
ture of a substitute recommended by the 
Committee on the Judiciary now printed in 
the bill. The committee amendment in the 
nature of a substitute shall be considered as 
read. All points of order against the com-
mittee amendment in the nature of a sub-
stitute are waived. No amendment to the 
committee amendment in the nature of a 
substitute shall be in order except those 
printed in part B of the report of the Com-
mittee on Rules accompanying this resolu-
tion. Each such amendment may be offered 
only in the order printed in the report, may 
be offered only by a Member designated in 
the report, shall be considered as read, shall 
be debatable for the time specified in the re-
port equally divided and controlled by the 
proponent and an opponent, shall not be sub-
ject to amendment, and shall not be subject 
to a demand for division of the question in 
the House or in the Committee of the Whole. 
All points of order against such amendments 
are waived. At the conclusion of consider-
ation of the bill for amendment the Com-
mittee shall rise and report the bill to the 
House with such amendments as may have 
been adopted. Any Member may demand a 
separate vote in the House on any amend-
ment adopted in the Committee of the Whole 
to the bill or to the committee amendment 
in the nature of a substitute. The previous 
question shall be considered as ordered on 
the bill and amendments thereto to final 
passage without intervening motion except 
one motion to recommit with or without in-
structions. 


SEC. 3. Upon receipt of a message from the 
Senate transmitting H.R. 1249 with a Senate 
amendment or amendments thereto, it shall 
be in order to consider in the House without 
intervention of any point of order a single 
motion offered by the chair of the Com-
mittee on the Judiciary or his designee that 
the House disagree to the Senate amendment 
or amendments and request or agree to a 
conference with the Senate thereon. The mo-
tion shall be debatable for one hour equally 
divided and controlled by the chair and rank-
ing minority member of the Committee on 
the Judiciary. The previous question shall be 
considered as ordered on the motion to its 
adoption without intervening motion or de-
mand for division of the question. 


b 1200 


POINT OF ORDER 
Mr. GARAMENDI. Mr. Speaker, I 


raise a point of order against House 
Resolution 316 because the resolution 
violates section 426(a) of the Congres-
sional Budget Act. The resolution con-
tains a waiver of all points of order 
against consideration of the bill, which 
includes a waiver of section 425 of the 
Congressional Budget Act, which 
causes a violation of section 426(a). 


The SPEAKER pro tempore. The gen-
tleman from California makes a point 
of order that the resolution violates 
section 426(a) of the Congressional 
Budget Act of 1974. 


The gentleman has met the threshold 
burden under the rule and the gen-
tleman from California and a Member 
opposed each will control 10 minutes of 
debate on the question of consider-
ation. Following debate, the Chair will 
put the question of consideration as 
the statutory means of disposing of the 
point of order. 


The Chair recognizes the gentleman 
from California. 


Mr. GARAMENDI. Mr. Speaker, I 
raise this point of order not necessarily 
out of concern for the unmet, unfunded 
mandates, although there are many in 
H.R. 2021, the Jobs and Energy Permit-
ting Act of 2011; I raise the point of 
order because it is one of the very few 
vehicles we have, given the House rule, 
by which we can actually talk about 
what is in this bill, and there are plen-
ty of problems in this bill. I also note 
that the resolution includes H.R. 1249, 
which talks about patents, because 
that also violates the House’s CutGo 
rule. 


Let me speak to H.R. 2021, the Jobs 
and Energy Permitting Act of 2011, 
which is actually better noted as the 
‘‘bad lung, emphysema and cancer act 
of 2011.’’ 


This bill gives offshore oil companies 
a pass to pollute by exempting the off-
shore drilling companies from applying 
the pollution controls to vessels, which 
account for up to 98 percent of the air 
pollution from offshore drilling. I sup-
pose, if you’re in the Gulf of Mexico 
and the wind is blowing towards the 
shore, you would care about this; but 
in California, the wind almost always 
blows onto the shore, and the offshore 
drilling and the additional pollution 
that would be allowed because of this is 
a serious problem for California. 


It poses a health risk. Smoke, fumes, 
dust, ash, black carbon—all of these 
things—blow onto the shore in south-
ern California where we already have 
quite enough air pollution without this 
additional amount. 


Local communities do have a right— 
and should—even though this bill 
would tend to limit it, to go to the 
EPA. It cuts the review time in half, 
thereby denying local communities the 
full opportunity to express their con-
cerns about the additional pollution. 


It eliminates third-party expert deci-
sion-making by the Environmental Ap-
peals Board—finally, 20 years of the 
Environmental Appeals Board, created 
under the George W. Bush EPA, and it 
eliminates that. 


There are many, many problems 
here, and I would like to raise them all 
by including the patents in this. 


I would like to now yield 3 minutes 
to my colleague from California (Ms. 
ZOE LOFGREN). 


Ms. ZOE LOFGREN of California. Mr. 
Speaker, the base bill is estimated to 
have a discretionary cost of $446 mil-
lion over the next 5 years, $1.1 billion 
over the next 10 years. The manager’s 
amendment violates the new CutGo 
rules by undoing the anti-fee diversion 
language, which eliminates a procedure 
that would have decreased the budget 
deficit by $717 million over 5 years. 
This violates the CutGo rules that the 
majority put in place. 


I would note also that the rule and 
the manager’s amendment have many 
other problems. I am very disappointed 
that having worked on the patent re-
form measure since 1997 that we are 
yanking defeat from the jaws of vic-
tory here today. The rule does not per-


mit the consideration of Mr. CONYERS’ 
amendment, which was focused on this 
fee matter that corrects the violation 
of the rule. It also does not permit the 
consideration of the grace period pres-
ervation and prior art clarification 
that is essential to small inventors. If 
we are going to go to the first-to-file 
system, we need to make sure that we 
protect prior user rights and that we 
protect the grace period that has been 
with our system for so long or else we 
are going to disempower small 
innovators. That is simply wrong. 


This is a bill that had in the past 
gained nearly unanimous support when 
Mr. SENSENBRENNER was chair and 
when Mr. CONYERS was chair. I am dis-
tressed to report today that I cannot 
support this measure after working on 
it since 1997. Not only does it violate 
the rules, but it costs the Treasury, 
and it will disempower small innova-
tive inventors. So this is wrong, and 
the amendments that could have been 
put in order to correct them were not 
permitted. I think this is really quite a 
shame, and I would urge that the meas-
ure not be brought up and, as Mr. SEN-
SENBRENNER has suggested, that it be 
sent back to the Judiciary Committee 
for further work. 


b 1210 


Mr. GARAMENDI. May I inquire as 
to how much time I have remaining. 


The SPEAKER pro tempore. The gen-
tleman from California has 5 minutes 
remaining. 


Mr. GARAMENDI. I now yield 2 min-
utes to the gentleman from Wisconsin 
(Mr. SENSENBRENNER). 


Mr. SENSENBRENNER. Mr. Speak-
er, I rise in support of the move by the 
gentleman from California (Mr. 
GARAMENDI) to delay consideration of 
this rule, and I want to talk about the 
patent bill specifically. 


The Rules Committee granted a 
waiver of CutGo rules to this bill so 
that it would not be subject to a point 
of order. I believe in the CutGo rules, 
and I’m told by the supporters of this 
bill that this waiver is just technical 
because the committee violated the 
rules in turning discretionary spending 
into mandatory spending. 


As we have just heard, this technical 
waiver involves $717 million. It is hard-
ly technical; and in fact, at the end of 
the Rules Committee’s consideration of 
this resolution last night, the chair-
man of the Rules Committee admon-
ished the chairman of the Judiciary 
Committee, the gentleman from Texas 
(Mr. SMITH), that he should not be re-
porting out legislation that violates 
House rules. 


Now, rather than giving the Judici-
ary Committee a get-out-of-jail-free 
card with a $717 million technical waiv-
er, we should send this bill back to the 
Judiciary Committee so that they can 
fix up their own mess rather than hav-
ing the House or the Rules Committee 
do it. 


Now, making a motion to send the 
bill back to the Judiciary Committee 
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is not in order because I looked into 
that. The only way we can get this leg-
islation fixed up, without a $717 million 
technical waiver of CutGo rules, is to 
support the motion that the gentleman 
from California (Mr. GARAMENDI) is 
making, and I go across the aisle by 
agreeing that he is on the right track 
on this, and I hope that he is sup-
ported. 


Mr. GARAMENDI. I thank the gen-
tleman. 


I reserve the balance of my time. 
Mr. NUGENT. Mr. Speaker, I rise in 


opposition to the point of order and in 
favor of consideration of the resolu-
tion. 


The SPEAKER pro tempore. The gen-
tleman from Florida is recognized for 
10 minutes. 


Mr. NUGENT. I reserve the balance 
of my time. 


Mr. GARAMENDI. Well, I think he 
tossed it back to me, Mr. Speaker; so 
let me go ahead and finish this up. 


Mr. SENSENBRENNER accurately 
talked about the way in which this par-
ticular resolution and the underlying 
bill on the patent bill violates the 
House rule that was written not more 
than 51⁄2 months ago. Why would we 
want to violate the rules that we put in 
place to prevent excessive Federal 
spending? Doesn’t make sense to me. 
So I agree with Mr. SENSENBRENNER: 
send this thing back. It’s a violation of 
the rule, and I would ask for a ruling 
on that from the Chair. 


The other point that I’d like to make 
is a similar point with regard to the 
offshore oil drilling bill which really 
does present a very serious problem for 
California. All of the offshore drilling 
in California—and it’s very extensive. 
It’s the second largest year for offshore 
drilling in the United States—is imme-
diately off the southern California 
coast where we have very serious air 
pollution problems, some of the worst 
in the Nation. 


All of those offshore drilling plat-
forms pollute, air pollution of many 
different kinds causing potential harm 
to the citizens of southern California. 
Those onshore winds bring those pol-
lutants onto the shore and cause addi-
tional air pollution problems which 
then require, under this bill, that the 
local communities take additional ac-
tion to reduce the pollutants that are 
generated onshore, creating a very se-
rious economic problem. 


In addition, the bill requires that any 
legal issue raised has to be taken up in 
the district court here in Washington, 
D.C. By my calculation, that’s nearly 
3,000 miles away from where the prob-
lem exists, that is, southern California, 
placing an incredible burden upon them 
and an unfunded mandate that they 
have to then come out of their own 
budgets to come to Washington, D.C., 
to take up any legal issue that is 
raised, an unfunded mandate clearly in 
violation of the Rules of the House. 


And, therefore, a point of order is in 
order, and I would hope that the 
Speaker would so rule. 


There are many, many problems be-
yond that with regard to air pollution 
and the like. I will let those go. 


I reserve the balance of my time. 
Mr. NUGENT. Mr. Speaker, the ques-


tion before the House is, Should the 
House now consider H. Res. 316? While 
the resolution waives all points of 
order against consideration of the bill, 
the committee is not aware of any 
points of order. The waiver is prophy-
lactic in nature. 


The Congressional Budget Office be-
lieves that H.R. 1249 would impose both 
intergovernmental and private sector 
mandates as defined by the Unfunded 
Mandates Reform Act on certain pat-
ent applications and other entities and 
would also be preempted from the au-
thority of State courts to hear certain 
patent cases. 


However, based upon information 
from the Patent and Trademark Office, 
the Congressional Budget Office esti-
mates that the costs of complying with 
those mandates to State, local, and 
tribal governments would fall far below 
the annual threshold established by the 
Unfunded Mandates Reform Act. Be-
cause the costs of complying with the 
mandates fall below the annual thresh-
old, the waiver is prophylactic in na-
ture. 


In order to allow the House to con-
tinue its scheduled business of the day, 
I urge Members to vote ‘‘yes’’ on the 
question of consideration of the resolu-
tion. 


I reserve the balance of my time. 
The SPEAKER pro tempore. The gen-


tleman from California has 30 seconds 
remaining. 


Mr. GARAMENDI. I will ask for a 
vote, but I now yield the balance of my 
time to the gentleman from Wisconsin 
(Mr. SENSENBRENNER). 


Mr. SENSENBRENNER. Mr. Speak-
er, a $717 million CutGo waiver is not 
prophylactic in nature. It’s whether we 
are going to abide by our CutGo rules 
or whether we won’t; and the way we 
enforce the CutGo rules is by delaying 
consideration of this legislation, send-
ing the patent bill back to committee, 
and letting the committee spend some 
time complying with the rules of the 
House of Representatives. This is a ter-
rible precedent to set. Don’t set it now. 


The SPEAKER pro tempore. The 
time of the gentleman has expired. 


Mr. NUGENT. Mr. Speaker, what’s 
amazing about this is that we’re going 
to stop the debate on the House floor 
about very important legislation that 
needs to move forward, both of those 
pieces of legislation. And so we need to 
have open debate on the House floor 
with opposing viewpoints, with the 
ability to have amendments added on 
the floor, which we have allowed in 
this rule. 


With that, Mr. Speaker, I yield the 
balance of my time to the gentleman 
from California (Mr. DREIER), the 
chairman of the Rules Committee. 


Mr. DREIER. I thank my friend for 
yielding. 


Mr. Speaker, let me say that we obvi-
ously are dealing with an irregular de-


velopment that took place in the Judi-
ciary Committee, that being the notion 
of believing somehow that they could 
appropriate dollars. 


We know full well that the Judiciary 
Committee cannot engage in the appro-
priations process itself, and so all that 
this provision that we are pursuing 
does is allows us to take from manda-
tory back to discretionary spending 
without any cost whatsoever. The 
power will fall with this institution, 
with the first branch of government, 
which is exactly where it should be. 


And everyone, Mr. Speaker, talks 
about the concerns that we have over 
mandatory spending. Both Democrats 
and Republicans alike have made it 
clear that if we don’t deal with the 
issue of mandatory spending we’re not 
going to successfully address the eco-
nomic and budget challenges that we 
face. 


So all this provision does is it allows 
us to deal with what was an irregular 
development that took place in the Ju-
diciary Committee, and it is for that 
reason that I support my friend from 
Florida’s effort. 


Mr. SENSENBRENNER: Will the 
gentleman yield? 


Mr. DREIER. I yield to the gen-
tleman from Wisconsin. 


Mr. SENSENBRENNER. Can the gen-
tleman from California please explain 
to the House how we’re going to cut 
spending by violating our CutGo rules 
with a $717 million waiver when the 
gentleman from California has already 
chastised the Judiciary Committee for 
violating the rules? 


b 1220 


Mr. DREIER. Let me just say that 
this has absolutely no effect whatso-
ever on the actual spending level. By 
the way, the Congressional Budget Of-
fice is not able to take in the mix the 
details of this extraordinary develop-
ment that took place in the Judiciary 
Committee. And so there is not going 
to be any cost. 


This is a provision which clearly will 
allow us, as my friend from Florida has 
said, to proceed with a very important 
debate and to rectify a mistake that 
was made there. 


I thank my friend for yielding. 
Mr. NUGENT. I yield back the bal-


ance of my time. 
The SPEAKER pro tempore. All time 


for debate has expired. 
The question is, Will the House now 


consider the resolution? 
The question was taken; and the 


Speaker pro tempore announced that 
the ayes appeared to have it. 


Mr. GARAMENDI. Mr. Speaker, on 
that I demand the yeas and nays. 


The yeas and nays were ordered. 
The vote was taken by electronic de-


vice, and there were—yeas 215, nays 
189, answered ‘‘present’’ 1, not voting 
26, as follows: 
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[Roll No. 463] 


YEAS—215 


Adams 
Aderholt 
Akin 
Amash 
Austria 
Bachmann 
Barletta 
Bartlett 
Barton (TX) 
Bass (NH) 
Benishek 
Berg 
Biggert 
Bilbray 
Bilirakis 
Bishop (UT) 
Black 
Blackburn 
Bonner 
Bono Mack 
Boustany 
Brooks 
Broun (GA) 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Carter 
Cassidy 
Chabot 
Chaffetz 
Coble 
Coffman (CO) 
Cole 
Conaway 
Cravaack 
Crawford 
Crenshaw 
Culberson 
Davis (KY) 
Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dold 
Donnelly (IN) 
Dreier 
Duncan (SC) 
Duncan (TN) 
Ellmers 
Emerson 
Farenthold 
Fincher 
Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frelinghuysen 
Gallegly 
Gardner 
Garrett 
Gerlach 
Gibbs 


Gibson 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Green, Gene 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Hall 
Hanna 
Harper 
Harris 
Hartzler 
Hastings (WA) 
Hayworth 
Heck 
Hensarling 
Herger 
Herrera Beutler 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Hurt 
Issa 
Jenkins 
Johnson (OH) 
Johnson, Sam 
Jones 
Jordan 
Kelly 
Kingston 
Kinzinger (IL) 
Kline 
Labrador 
Lamborn 
Lance 
Landry 
Lankford 
Latham 
LaTourette 
Latta 
Lewis (CA) 
LoBiondo 
Long 
Lucas 
Luetkemeyer 
Lungren, Daniel 


E. 
Mack 
Marchant 
Marino 
McCarthy (CA) 
McCaul 
McClintock 
McCotter 
McHenry 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Mica 
Miller (FL) 
Miller (MI) 
Miller, Gary 
Murphy (PA) 
Neugebauer 


Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Palazzo 
Paul 
Paulsen 
Pearce 
Pence 
Peters 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Posey 
Price (GA) 
Quayle 
Reed 
Rehberg 
Reichert 
Renacci 
Ribble 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (FL) 
Royce 
Runyan 
Ryan (WI) 
Scalise 
Schilling 
Schmidt 
Schweikert 
Scott (SC) 
Scott, Austin 
Sessions 
Shuster 
Simpson 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Southerland 
Stearns 
Stutzman 
Sullivan 
Thompson (PA) 
Thornberry 
Tipton 
Turner 
Upton 
Walberg 
Walden 
Webster 
West 
Westmoreland 
Wilson (SC) 
Wittman 
Wolf 
Womack 
Woodall 
Yoder 
Young (IN) 


NAYS—189 


Ackerman 
Altmire 
Andrews 
Baca 
Baldwin 
Barrow 
Bass (CA) 
Becerra 
Berkley 
Berman 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Boren 
Boswell 
Brady (PA) 
Braley (IA) 
Brown (FL) 
Butterfield 
Capps 
Capuano 


Cardoza 
Carnahan 
Carney 
Carson (IN) 
Castor (FL) 
Chandler 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Cohen 
Connolly (VA) 
Conyers 
Cooper 
Costa 
Costello 
Courtney 
Critz 


Crowley 
Cuellar 
Cummings 
Davis (CA) 
Davis (IL) 
DeFazio 
DeGette 
DeLauro 
Deutch 
Dicks 
Dingell 
Doggett 
Doyle 
Edwards 
Ellison 
Eshoo 
Farr 
Fattah 
Filner 
Frank (MA) 
Franks (AZ) 


Fudge 
Garamendi 
Gonzalez 
Green, Al 
Grijalva 
Gutierrez 
Hanabusa 
Hastings (FL) 
Heinrich 
Higgins 
Himes 
Hinchey 
Hinojosa 
Hirono 
Hochul 
Holden 
Holt 
Honda 
Hoyer 
Inslee 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Johnson (GA) 
Johnson, E. B. 
Kaptur 
Keating 
Kildee 
Kind 
King (IA) 
Kissell 
Kucinich 
Langevin 
Larsen (WA) 
Larson (CT) 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 
Loebsack 
Lofgren, Zoe 
Lowey 


Luján 
Lynch 
Maloney 
Manzullo 
Markey 
Matheson 
Matsui 
McCarthy (NY) 
McCollum 
McDermott 
McGovern 
McIntyre 
McNerney 
Meeks 
Michaud 
Miller (NC) 
Miller, George 
Moore 
Moran 
Murphy (CT) 
Nadler 
Napolitano 
Neal 
Olver 
Owens 
Pallone 
Pascrell 
Pastor (AZ) 
Payne 
Pelosi 
Peterson 
Petri 
Pingree (ME) 
Polis 
Price (NC) 
Quigley 
Rahall 
Reyes 
Richardson 
Richmond 
Rohrabacher 
Ross (AR) 
Rothman (NJ) 


Roybal-Allard 
Ruppersberger 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schrader 
Schwartz 
Scott (VA) 
Sensenbrenner 
Serrano 
Sewell 
Sherman 
Shuler 
Sires 
Slaughter 
Speier 
Stark 
Sutton 
Terry 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Tsongas 
Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Wilson (FL) 
Woolsey 
Wu 
Yarmuth 


ANSWERED ‘‘PRESENT’’—1 


Johnson (IL) 


NOT VOTING—26 


Alexander 
Bachus 
Brady (TX) 
Burton (IN) 
Duffy 
Engel 
Giffords 
Gingrey (GA) 
Gohmert 


King (NY) 
Lummis 
Mulvaney 
Myrick 
Perlmutter 
Rangel 
Rokita 
Schock 
Scott, David 


Shimkus 
Stivers 
Tiberi 
Towns 
Walsh (IL) 
Whitfield 
Young (AK) 
Young (FL) 


b 1249 


Messrs. TERRY, WELCH, and CON-
YERS changed their vote from ‘‘yea’’ 
to ‘‘nay.’’ 


Messrs. LANDRY, RYAN of Wis-
consin, MICA, HALL, and CULBERSON 
changed their vote from ‘‘nay’’ to 
‘‘yea.’’ 


So the question of consideration was 
decided in the affirmative. 


The result of the vote was announced 
as above recorded. 


A motion to reconsider was laid on 
the table. 


Stated for: 
Mrs. MYRICK. Mr. Speaker, I was unable to 


participate in the following vote. If I had been 
present, I would have voted as follows: Roll-
call vote 463, On Question of Consideration of 
the Resolution—H. Res. 316, Providing for 
consideration of the bill (H.R. 2021) to amend 
the Clean Air Act regarding air pollution from 
Outer Continental Shelf activities, and pro-
viding for consideration of the bill (H.R. 1249) 
to amend title 35, United States Code, to pro-
vide for patent reform—I would have voted 
‘‘aye.’’ 


The SPEAKER pro tempore (Mr. 
WOMACK). The gentleman from Florida 
is recognized for 1 hour. 


Mr. NUGENT. Mr. Speaker, for the 
purposes of debate only, I yield the cus-
tomary 30 minutes to the gentleman 


from Colorado (Mr. POLIS), pending 
which I yield myself such time as I 
may consume. During consideration of 
this resolution, all time yielded is for 
the purpose of debate only. 


GENERAL LEAVE 
Mr. NUGENT. Mr. Speaker, I ask 


unanimous consent that all Members 
have 5 legislative days to revise and ex-
tend their remarks. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Florida? 


There was no objection. 
Mr. NUGENT. House Resolution 316 


provides a structured rule for consider-
ation of both H.R. 1249 and H.R. 2021. 
The rule provides for ample debate on 
both of these bills and gives Members 
of both the minority and the majority 
the opportunity to participate in the 
debate. 


Mr. Speaker, I rise today in support 
of H. Res. 316. As I said before, this rule 
provides for consideration of two dif-
ferent bills: H.R. 1249, the America In-
vents Act, and H.R. 2021, the Jobs and 
Energy Permitting Act of 2011. Al-
though these bills share one rule, the 
House will have opportunity to con-
sider these pieces of legislation sepa-
rately, and the rule ensures that we’ll 
have full, transparent debate on both 
of these bills. 


Article I, section 8 of the Constitu-
tion delegates Congress the exclusive 
authority over U.S. patent law. How-
ever, Congress has not enacted a com-
prehensive patent reform for nearly 60 
years, since the Patent Act of 1952. 


The America Invents Act makes sig-
nificant substantive, procedural, and 
technical changes to current U.S. pat-
ent law that is designed to put Amer-
ican inventors on a level playing field 
with their global competitors. 


I’ve heard from my colleagues on 
both sides of the aisle about concerns 
they have with the America Invents 
Act. In fact, I have some of those same 
concerns myself. As colleagues on the 
other side of the aisle, and some on 
this side of the aisle, are going to point 
out, this rule waives CutGo. 


Quite frankly, Mr. Speaker, I hate 
that we have to waive CutGo to bring 
this legislation to the House floor. 
However, I need to stress to Members 
on both sides of the aisle that even 
though this rule may waive CutGo, it 
does not increase the budget or its def-
icit. 


The Judiciary Committee wrote a 
bill that violated the House rule by ap-
propriating when it moved patent fees 
from discretionary spending to manda-
tory spending. The manager’s amend-
ment fixes the Judiciary Committee’s 
violation of those House rules. The 
manager’s amendment does this at the 
insistence of the Rules Committee and 
the leadership. 


This is the right thing to do. The 
Constitution makes it clear that the 
power of the purse must stay in Con-
gress, and I believe abdicating agency 
funding to PTO would have clearly vio-
lated the Constitution. 
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However, by moving money back to 


discretionary spending, Chairman 
SMITH’s manager’s amendment does, 
through a technicality, violate CutGo. 
Again, let me remind my colleagues 
that while the manager’s amendment 
does require a technical waiver of 
CutGo, this does not increase the def-
icit. Let me say it again. This does not 
increase the deficit. 


In fact, Budget Committee Chairman 
RYAN supports this solution because, 
one, the manager’s amendment ensures 
that the funding for PTO stays on the 
discretionary side where it is subject to 
appropriation, budget enforcement, and 
oversight. Two, this is the only tech-
nical waiver of the CutGo rule because 
the provisions of the manager’s amend-
ment were not included in the reported 
bill. 


As I said before, I don’t like it that 
we need to waive CutGo. However, it is 
the right thing to do so we can ensure, 
institutionally, that the power of the 
purse continues to lie with Congress, 
where our Founding Fathers intended 
it to be. 


Additionally, I’m proud to say this is 
the first time ever, the first time ever 
this rule actually specifically des-
ignates 20 minutes for debate devoted 
exclusively to the constitutionality 
concerning H.R. 1249. 


We opened the 112th Congress by 
reading the U.S. Constitution. As a 
member of the Constitution Caucus, I 
believe we can’t let the conversation 
end there. Therefore, I’m proud of this 
rule, which continues to reflect Con-
gress’ commitment to our Nation’s 
foundation, the Constitution. 


But this rule isn’t just for H.R. 1249; 
it’s also for H.R. 2021, the Jobs and En-
ergy Permitting Act. 


Mr. Speaker, I strongly support this 
legislation. The U.S. Geological Survey 
estimates that Alaska’s Beaufort and 
Chukchi Seas contain 27.9 billion— 
that’s with a ‘‘b’’—barrels of oil and 122 
trillion cubic feet of natural gas. These 
resources, if developed, could produce 
up to 1 million barrels of oil per day for 
domestic energy consumption. 


However, while companies may have 
drilling leases to these lands, they con-
tinue to be mired in redtape and bu-
reaucratic delays related to the Clean 
Air Act. This bill helps cut through 
these delays. 


H.R. 2021 eliminates the permitting 
back-and-forth that occurs between the 
Environmental Protection Agency and 
its Environmental Appeals Board. 
Rather than having exploration air 
permits repeatedly approved and then 
rescinded by the EPA and its review 
board, under H.R. 2021, the EPA will be 
required to take final action, either 
granting or denying the permit, within 
6 months. 


Mr. Speaker, the American people 
are tired of the EPA keeping us from 
taking advantage of our own natural 
resources. We’re the only country in 
the world that does that. 


And, Mr. Speaker, the Obama admin-
istration has put their green agenda 


and EPA bureaucracy over American 
jobs and the ability for our energy se-
curity. H.R. 2021 helps bring an end to 
those irresponsible policies. 


I encourage my colleagues to vote 
‘‘yes’’ on the rule. 


I reserve the balance of my time. 
Mr. POLIS. Mr. Speaker, I thank my 


friend from Florida for yielding me the 
customary 30 minutes, and I yield my-
self such time as I may consume. 


Mr. Speaker, patents are one of the 
most critical components that drive 
American innovation, drive our econ-
omy, drive invention and innovation. 
Regrettably, for a variety of reasons, 
the bill that this rule makes in order 
fails to ensure that the Patent Office 
has the resources it needs to process 
patent applications in a timely man-
ner. 


Now, I am grateful that this rule al-
lows discussion of a number of impor-
tant amendments, including my 
amendment, but there are a number of 
underlying flaws in the manager’s 
amendment to this bill. 


Inventors, innovators, and job cre-
ation should not be on hold due to 
delays in patent approval. I’m an in-
ventor of several patents, and I can tell 
you that the quickest one that I re-
ceived took over 5 years until it was 
granted. By the time it was granted, I 
had actually sold the company and was 
no longer involved in the sector. 


The Internet and the information 
economy move at a speed and a dif-
ferent timeframe than our current pat-
ent review process operates under. Yet, 
this legislation, in its current form, 
with the manager’s amendment, might 
actually serve to ensure that those 
delays continue because of a squabble 
between factions on the majority side. 


Rather than resolve these differences 
to the benefit of American inventors, 
instead, the baby has been split, a deci-
sion that would cause King Solomon 
great reticence. The bad news for any 
American innovator pursuing a patent, 
as well as for the employees that new 
businesses might support, is that we 
fail to resolve some of the most press-
ing issues within the patent and trade-
mark administration through this law. 


The issue is that H.R. 1249 changes 
what I would consider one of the most 
important aspects of patent reform. 
And while there are very legitimate 
and important policy discussions on 
the aspect of patent reform, an equally, 
if not more important issue is adequate 
funding for the U.S. Patent and Trade-
mark Office to ensure the speedy ap-
proval of applications so that they’re 
relevant and reviewed and granted in a 
timeframe consistent with the needs of 
the private sector. 


The PTO needs to be able to charge 
fees sufficient to recover the cost of its 
services and use those fees to pay for 
providing those services. 


b 1300 


Now the PTO has a backlog of more 
than 700,000 patent applications, and it 
takes on average—well, my wonderful 


documentation from my staff says 2 to 
3 years for a patent to get to be ap-
proved or rejected. I have never had 
one reviewed in anything close to that 
time. Maybe they just see my name on 
it and they put it under a pile of notes 
and they take 5 or 6 years. But if we 
don’t increase the resources of the 
PTO, there is no way the PTO could ex-
pand the number of highly qualified ex-
aminers to actually reduce patent re-
view time and put it on a timeframe 
consistent with the needs of the pri-
vate sector, protecting innovation. 


It’s crucial that the fees generated 
are made available to the PTO so they 
can run in an efficient manner and pro-
tect American innovation here and 
abroad. The fees should not be held 
hostage to political squabbling here in 
this body every year on appropriations 
bills, every year on the budget debate. 
The price to American innovation is 
one that is too steep to pay to make 
that beholden to our very important 
political discussions that we have 
every year, but one that inventors need 
predictability and companies need pre-
dictability when deciding how much to 
invest in R&D and deciding how to pur-
sue patents with their invention. 


I understand that some on the other 
side might be satisfied with the current 
manager’s amendment language, but 
the worry is that the Patent and 
Trademark Office cannot actually use 
the patent fees to search, examine, and 
grant patents where warranted. So I 
would ask: What’s the point? 


Patent reform is not traditionally— 
nor is it today, nor should it be—a 
Democratic or Republican issue. It’s a 
nonpartisan issue. High-quality pat-
ents, as mentioned in the United 
States Constitution, are crucial to our 
economy getting back on track and 
moving forward. 


President Obama issued a challenge 
in the State of the Union address to 
outinnovate, outbuild, and outeducate 
the world. And having a patent and 
trademark system that we can be 
proud of is an important part of Amer-
ican competitiveness and a mark that 
we fail to reach with this bill and the 
manager’s amendment. 


Contrary to the belief of some, Amer-
ica still does invent, build, and sell our 
goods and services throughout the 
world. In fact, one of America’s main 
competitive advantages is in the infor-
mation economy, the intellectual econ-
omy, the creative economy, the very 
types of economic innovations that we 
rely on patent trademark and copy-
right to protect. And yet, if we fail to 
improve the quality of our patent ap-
plication system, including rapid and 
high-quality review, we risk losing our 
leadership in innovation. 


I think this Congress needs to rise 
beyond the petty squabbling over com-
mittee jurisdiction, over trying to bind 
future Congresses, over budget and ap-
propriations debates. We really need to 
rise beyond that and come up with a 
patent bill that we can all be proud of 
that leaves American innovation in 
good stead. 
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Now, Mr. Speaker, this rule also calls 


for the consideration of H.R. 2021, that 
is called the Jobs and Energy Permit-
ting Act. The proponents of this bill 
continue to push a false narrative 
sprinkled with outrage based not on 
facts but on sound bites. They some-
how want to convince the American 
people that President Obama is single- 
handedly shutting down oil drilling 
when, in fact, he has granted more per-
mits than his predecessor. We’ve heard 
this broken record from my colleagues 
over and over again. And as simplistic 
and dramatic as the story is, the fact is 
that it’s simply not true. 


The American people know that 
prices at the pump—and that has 
caused difficulty for a lot of American 
families—have nothing to do with drill-
ing here or now. Not only is there a lag 
effect in the 5- to 10-year timeframe, 
but, in fact, the domestic part of that 
equation in terms of reflecting gas 
prices is di minimus. The U.S. simply 
doesn’t have enough oil to feed our ad-
diction to oil, and gas prices are con-
trolled by international markets and 
international supply and demand. 


Despite the close relationship be-
tween the oil industry and the Bush ad-
ministration, the Obama administra-
tion is allowing more drilling than the 
Bush administration did—much to the 
chagrin of some Members of the Demo-
cratic Caucus. The Obama administra-
tion approved more leases in 2010 than 
the Bush administration did in 7 out of 
8 years of its Presidency. 


In addition to more drilling, we are 
producing more oil, yet gasoline prices 
continue to go up—again, gasoline 
prices, international markets, supply 
and demand, separate from the long- 
term issues of drilling in this country. 


The United States produces 9.7 mil-
lion barrels of oil per day, and that’s 
the most oil that we’ve produced in 20 
years. We are just behind Saudi Arabia 
and Russia as the world’s top producer. 
We have been raising production stead-
ily since 2005—and that’s a trend that I 
think we will be able to continue—and 
yet over this same period, oil hit a 
record high of $147 a barrel in 2008 dur-
ing our period of production rise. 


We need a real solution, not simply a 
solution that is focused on a 2012 elec-
tion, on policy decrying President 
Obama’s policies. We need a real solu-
tion to help end our Nation’s reliance 
on fossil fuels and reduce our demand 
as well as supplement the energy sup-
ply with renewable energy sources. 


Again and again, Republicans are 
proving that their energy platform 
isn’t ‘‘all of the above’’ that common 
sense would dictate but, rather, ‘‘oil 
above all,’’ ‘‘drill, baby, drill.’’ 


Mr. Speaker, this rule and the under-
lying bills are bad policy. I think we 
need an open discussion of these issues 
rather than trying to split the baby in 
half, pleasing no one; and on the en-
ergy issue, rather than giving a sound 
bite approach, to really require a com-
prehensive national energy strategy, 
including ‘‘all of the above.’’ 


Mr. Speaker, I reserve the balance of 
my time. 


Mr. NUGENT. I appreciate the com-
ments of my good friend from Colo-
rado. We want to make sure that 
innovators like him don’t have to wait 
5 years to get something to market. 


Mr. Speaker, I yield 2 minutes to the 
gentleman from Colorado (Mr. GARD-
NER). 


Mr. GARDNER. I thank the gen-
tleman for the recognition. 


I rise in support of this rule to bring 
more American energy online. 


This is a bipartisan bill, H.R. 2021, 
and it deserves debate on the floor 
today. Everybody in this Chamber 
ought to vote for this rule if they care 
about our gas prices, about our na-
tional security, about our energy secu-
rity, and about job creation. 


This bill has the potential to create 
tens of thousands of jobs annually, 
over $100 billion in payroll over the 
next 50 years, and 1 million barrels of 
oil a day. That’s nearly enough oil to 
replace our imports from Saudi Arabia. 


This bill would reduce our depend-
ence on Middle East oil significantly, 
and that ought to be our goal. Foreign 
nations—some of which have serious 
animosity towards the United States— 
are in control of the vast majority of 
oil that we use day in and day out. Is 
dependency on these foreign countries 
not one of the biggest threats that our 
country faces today? It’s a scary re-
ality that this bill directly addresses. 


The energy security bill will stream-
line the process of offshore permitting. 
Current impediments have delayed de-
velopment of the Beaufort and Chukchi 
Seas for over 5 years. These are areas 
that have already been approved for 
drilling. The revenues for the leases 
have already been collected by the Fed-
eral Government, and yet over 5 years 
drilling is yet to occur. 


The bill will make a number of minor 
changes. First, it will clarify that a 
drilling vessel is stationary when drill-
ing begins and, therefore, should only 
be regulated as a stationary source at 
that point. It clarifies that service 
ships are not stationary sources by the 
simple virtue of the fact that they do 
not stop to drill. They are mobile 
sources regulated, as such, under title 
II of the Clean Air Act. 


Third, the bill clarifies that emission 
impacts are measured onshore, where 
the public resides. 


Lastly, the bill eliminates the need-
less delays, the constant ping-pong be-
tween the EPA and the Environmental 
Appeals Board when it comes to explo-
ration clean air permits. And it re-
quires final agency action to take 
place in 6 months, to give them an up- 
or-down approval—denial of proof with-
in 6 months. 


Alaska holds tremendous potential, 
and this bipartisan bill achieves great 
things by allowing a responsible and ef-
ficient process to take place. 


Mr. POLIS. Mr. Speaker, I yield 3 
minutes to the ranking member of the 
Judiciary Committee, the gentleman 
from Michigan (Mr. CONYERS). 


Mr. CONYERS. I thank JARED POLIS, 
who is a brilliant former member of the 
Judiciary Committee, and we miss him 
very much. 


Ladies and gentlemen, the reason 
these two bills are put together is very 
easy to fathom, that is that we have 
started off by, for the first time in the 
112th Congress, violating the CutGo 
rule, formerly known as the pay-as- 
you-go rule, and we’re trying to mask 
it by talking about how wonderful the 
second bill, the Jobs and Energy Per-
mitting Act, H.R. 2021, is. But it’s not 
going to work, friends, because we 
know why we’re trying to play down 
the patent bill that the rule is origi-
nally committed to. 
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It is because there are growing num-
bers of Members that are not only 
going to vote ‘‘no’’ on the rule, but 
they are going to vote ‘‘no’’ on the bill 
since for the first time since January 
that this CutGo rule was instituted, 
which prohibits consideration of a bill 
that has the net effect of increasing 
spending within a 5-year window, it is 
waived. In other words, you can’t pass 
a bill that will increase spending with-
out providing an offset. 


There is no offset. That is under-
stood. But here is what the Congres-
sional Budget Office said, that this bill 
will increase direct spending by $1.1 
billion over the 2012–2021 period. It will 
increase it by $140 million by estab-
lishing a new procedure post-grant re-
view. It will increase it by $750 million, 
because they establish a procedure that 
would allow patent holders to request 
the PTO to review an existing patent. 
It will increase it by $251 million by al-
lowing inter partes reexamination, 
that is, to make it tougher and longer 
for a small inventor to be able to get 
his patent secured. 


So please vote ‘‘no’’ on this rule for 
the reason that it violates the pay-as- 
you-go, now known as the cut-and-go 
rule. 


Mr. NUGENT. Mr. Speaker, it is 
amazing when you hear the arguments 
in regards to CutGo that our friends 
are raising today; but in the 111th Con-
gress, PAYGO was the flavor of the 
week, and that was violated eight 
times. And of those eight times, it ac-
tually increased, increased spending, 
and added to our deficit, each and 
every one of those. 


This waiver of CutGo does neither. It 
merely is a technical ability for us to 
hear those two underlying pieces of 
legislation so we can have open debate 
on the House floor and have the amend-
ment process be intact. 


I reserve the balance of my time. 
Mr. POLIS. Mr. Speaker, I yield 45 


seconds to the gentleman from Michi-
gan (Mr. CONYERS). 


Mr. CONYERS. I thank the gen-
tleman. 


I say to the gentleman, Mr. NUGENT, 
the Congressional Budget Office sent us 
and you a letter saying it would in-
crease direct spending by a total of $1.1 
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billion. That is not even a small in-
crease. And, by the way, the fact that 
somebody else waived the pay-as-you- 
go rule doesn’t give you the right to 
waive cut-as-you-go. This is outrageous 
that this would be allowed in the first 
6 months of the year, and it has never 
been waived before in the 112th Con-
gress. And he says it is not going to 
cost us very much, or nothing. 
ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 


The SPEAKER pro tempore. Mem-
bers are reminded that their remarks 
should be directed to the Chair and not 
to others in the second person. 


Mr. NUGENT. Mr. Speaker, just as a 
response, the letter that we have from 
the Congressional Budget Office of May 
26 talks about ‘‘CBO estimates enact-
ing the bill would reduce net direct 
spending by $725 million.’’ So I am not 
sure if we have the same letter. But 
this is the letter that I referred to, Mr. 
Speaker, and I suggest those on the 
other side of the aisle may look at the 
same letter. 


I reserve the balance of my time. 
Mr. POLIS. To be clear, the gen-


tleman from Florida refers to a letter 
that was regarding the initial bill. The 
manager’s amendment actually 
changes the equation the gentleman in-
dicated and renders that side letter in-
accurate relating to the manager’s 
amendment, which, if adopted under 
this rule, will then be part of the bill. 


I yield 2 minutes to the gentleman 
from New York (Mr. TONKO), a member 
of the Budget Committee. 


Mr. TONKO. I thank my colleague, 
the gentleman from Colorado. 


Mr. Speaker, I rise in opposition to 
this rule on this historic day in the 
112th Congress. 


Six months. That’s it. Six months. It 
took less than 6 months for the Repub-
lican majority to come to the floor of 
this House and break their most treas-
ured promise to the American people, a 
promise made in writing to the rules of 
the House of Representatives. Today, 
by waiving the House CutGo rule, my 
colleagues across the aisle are giving 
up on their foundational principle of 
deficit reduction—no new spending 
without offsets. 


Don’t take my word for it. The Con-
gressional Budget Office clearly states 
that the manager’s amendment, as we 
just heard, to the base bill, H.R. 1249, 
breaks the rules of the House. So the 
majority has written a new one-time 
rule that breaks their most funda-
mental promise to America, that this 
Congress will not enact a dime of new 
spending without cutting spending 
from another area of our Federal budg-
et. 


This bill is going to increase discre-
tionary spending by nearly half a bil-
lion dollars with no offset to cover that 
new spending. From my seat on the 
Budget Committee, I have watched how 
fiercely they have clung to this prom-
ise; and though I disagree with many of 
their choices and cuts, this is truly a 
new low. It is a historic breakdown 
that only took 6 months to arrive. 


Though America is watching and 
waiting for a solution, a jobs bill, for 
instance, to our Nation’s fiscal and 
economic crisis, Republicans began the 
year by saying that half the budget 
question was off the table. For in-
stance, questions like $800 billion were 
spent on tax breaks for the wealthy, or 
like tens of billions in subsidies and de-
liberate loopholes for some of the 
wealthiest corporations on Earth. 


CutGo doesn’t lay down any rules 
about tax expenditures. We could en-
tirely stop collecting taxes and let the 
budget and the economy collapse to-
morrow, and that would abide by 
CutGo. 


Again, this rule only deals with 
spending without finding the roughly 
half a billion dollars’ worth of offsets 
to pay for the bill. Not surprisingly, 
this rule has lasted us only 6 months. I 
would ask my Republican colleagues, 
what will the next 6 months bring and 
the next 6 months after that? 


Mr. NUGENT. Mr. Speaker, the man-
ager’s amendment fixes a rules viola-
tion. It requires a technical waiver of 
CutGo to move the patent fees back to 
the discretionary side. Those fees were 
going to be put into mandatory spend-
ing. Now it is back to discretionary. 


Of course the discretionary spending 
went up, but think about this: the fees 
that are utilized to pay for this come 
from those that actually apply for pat-
ents. The money is going to be utilized 
to make sure that folks like Mr. POLIS 
don’t have to wait 5 years. These are 
dollars collected for specific reasons. 
The reason is to allow us to become 
innovators again, to allow us to com-
pete with China. 


We need to do things in America to 
make us stronger; and while people 
might rail against the CutGo waiver, 
let’s talk about the real issues that 
face America, and that is energy, in re-
gards to finding more energy, bringing 
it to market, whether it is oil or nat-
ural gas. Those are the issues that are 
up. And it is about invention. It is 
about allowing the Patent and Trade-
mark Office to actually get back to 
work and do the right things and have 
some ability to look forward in regards 
to what they can do in regards to mov-
ing forward the process. 


I reserve the balance of my time. 
Mr. POLIS. Mr. Speaker, I would like 


to yield 11⁄2 minutes to the ranking 
member of the Rules Committee, the 
gentlewoman from New York (Ms. 
SLAUGHTER). 


Ms. SLAUGHTER. I do appreciate my 
friend from Colorado for yielding me 
time. 


Mr. Speaker, with this rule today, 
the Republicans waive their so-called 
CutGo rule to protect a Republican 
manager’s amendment to the patent 
reform bill. Nonpartisan experts at the 
Congressional Budget Office said, ‘‘We 
estimate that amendment,’’ No. 15, 
Smith, the manager’s amendment, 
‘‘would significantly increase direct 
spending, would not affect revenues.’’ 


I think, if I understand correctly, it 
adds about $140 million in spending. 
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By reclassifying the fees and spend-
ing by the PTO as discretionary, 
amendment 15 would eliminate $712 
million in savings that are scored in 
the original bill. 


Republicans have repeatedly charac-
terized this waiver as ‘‘technical.’’ 
They may think the waiver is tech-
nical, but for $712 million to be tossed 
around does not sound technical to me 
or to most Americans, I’d wager. We 
think it’s real money. 


It was our Speaker, Mr. BOEHNER, 
who complained that the previous 
Democratic majority frequently 
waived pay-as-you-go to meet its 
needs. When the Republicans elimi-
nated the PAYGO rule and replaced it 
with their CutGo rule, BOEHNER com-
plained that, ‘‘We routinely waive the 
Budget Act’s requirements to serve our 
purposes.’’ Today, it is the internal 
squabbling of the House Republican 
Conference whose purposes are being 
served by a waiver of CutGo. 


They go on to say the manager’s 
amendment is important enough to 
waive CutGo because it preserves con-
gressional oversight of the Patent Of-
fice. 


The SPEAKER pro tempore. The 
time of the gentlewoman has expired. 


Mr. POLIS. I yield the gentlewoman 
45 additional seconds. 


Ms. SLAUGHTER. This is simply not 
accurate. The CutGo violation in the 
manager’s amendment—the provision 
that increases direct spending by $712 
million—would simply remove from 
the bill a provision that was going to 
ensure the Patent Office was fully 
funded. 


If I didn’t already have enough com-
plaints against this manager’s amend-
ment, I want to call attention to the 
House that after 13 years of work we fi-
nally got genetic nondiscrimination 
passed in this Congress so that people 
could feel free to have genetic tests. 
This manager’s amendment for the 
first time talks about the patenting of 
human genes. That must never, ever 
happen. 


Mr. NUGENT. Mr. Speaker, I reserve 
the balance of my time. 


Mr. POLIS. Mr. Speaker, I yield 2 
minutes to the gentlewoman from Ohio 
(Ms. KAPTUR). 


Ms. KAPTUR. I thank the gentleman 
from Colorado (Mr. POLIS) for yielding, 
and rise against this rule and the un-
derlying bill. 


The bill is unconstitutional. It will 
stifle American job creation; cripple 
American innovation; it throws out 220 
years of patent protections for indi-
vidual inventors; and it violates the 
CutGo rules, increasing our deficit by 
over $1 billion. This bill should never 
have been brought to the floor. Not 
only is it chock full of special interest 
legislation for large banks and a hand-
ful of corporate interests, what we are 
voting on today makes a mockery of 
the openness that the Republican lead-
ership promised in legislative proce-
dures. The bill has gone through a lot 
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of iterations, without sunlight, since it 
was first reported out of committee. 
The Congressional Budget Office’s 
score on this latest version of the bill 
that just came out last night shows 
that it violates the CutGo rules. That’s 
right. It increases the deficit every 
year between now and 2021. 


Just last week, we couldn’t find 
enough money to provide hungry 
American children with food. But for 
some reason, the Republican leadership 
believes it’s appropriate to add hun-
dreds of millions of dollars in costs to 
the taxpayers and more regulations at 
the Patent Office. That’s the non-par-
tisan CBO’s number, by the way. Mean-
while, the bill takes away patent and 
intellectual property rights of indi-
vidual inventors. 


This is not the bill passed by the Sen-
ate. This is not the bill that passed out 
of the Judiciary Committee. As the de-
tails of what we are actually being 
asked to vote on leaks out, more peo-
ple, including now those who actually 
work in the Patent Office, oppose the 
bill. Importantly, the bill removes the 
requirement that only first inventors 
may receive a patent and it creates the 
monopoly nightmare that the Founders 
of our Constitution intended to pre-
vent. 


The first-to-file patent system will 
lead the Federal Government to create 
commercial monopolies and more regu-
lations—exactly what Jefferson, Madi-
son, and other Founders opposed. As 
opposed to securing to first inventors 
their property rights, the bill will 
merely secure unreserved rights to the 
first to file a patent. The first one to 
run over to the Patent Office might get 
the patent. That is not what is en-
shrined in our Constitution. The au-
thentic, first inventor must not be 
stripped of their rights. 


The very first right in our Constitu-
tion, even before the Bill of Rights, is 
the right to your intellectual property. 


Vote ‘‘no’’ on the rule and the bill. 
Mr. NUGENT. Mr. Speaker, I con-


tinue to reserve the balance of my 
time. 


Mr. POLIS. Mr. Speaker, I yield 2 
minutes to the gentleman from Cali-
fornia (Mr. ROHRABACHER), a champion 
of individual inventors. 


Mr. ROHRABACHER. I rise in opposi-
tion to the rule. 


The CBO says the manager’s amend-
ment to this bill, H.R. 1249, would sig-
nificantly increase direct spending. Ac-
cording to the CBO, over a 10-year pe-
riod, H.R. 1249 would incur significant 
new deficit spending. For example, 
switching to first-to-file would in-
crease costs by $18 million; the new 
post-grant review in this bill would 
cost $140 million; amending the inter 
partes reexamination would increase 
direct spending by $250 million. This is 
all annually. The new supplemental re-
view would increase direct spending by 
$758 billion. That’s a $1.1 billion in-
crease in spending. Yet we as Repub-
licans promised that if there would be 
this increase in spending, we would cut 


spending in a proportionate share. We 
made that the rule of how we’re going 
to do business. This rule supersedes 
that promise. We should not be going 
back on our promise to the American 
people to act responsibly. 


This bill will lay the foundation not 
only for weaker patent protection for 
American inventors but it will also 
knock the legs out from us finally 
being responsible in our spending pat-
terns. This bill is not about making the 
Patent Office more efficient. That’s 
what we keep hearing. It is about har-
monizing American patent laws with 
those of Europe. And in Europe and 
Asia they do not have strong patent 
protection for their people. What that 
means is weaker patent protection for 
Americans. That is what they’re trying 
to achieve. And who’s going to be 
strengthened by this? Multinational 
corporations who don’t care about the 
United States. 


The Hoover Institution just did a 
major study showing that the patent 
bill demonstrably is a plus for large 
corporations who have created no jobs 
and hurts all the little guys and the 
small guys and the startups who have 
created all the jobs. This is an anti- 
jobs bill. It should be defeated. 


Mr. NUGENT. Mr. Speaker, I listened 
to the arguments. The key to this is al-
lowing this bill to go forward. The key 
to this is allowing amendments to 
come to the floor and have open de-
bate. Even Mr. ROHRABACHER has some 
amendments that are going to be com-
ing to this floor to have debate in re-
gards to the merits; debate in regards 
to what is the will of the House. That’s 
the reason we have the time set aside 
on each of these bills, so those that are 
opposed to it can be heard and those 
that have amendments that want to 
modify what the underlying legislation 
is can be heard. And issues about con-
stitutionality. That’s why this rule 
sets aside specific time to talk about 
the constitutionality of the America 
Invents Act. That’s the beauty of this 
building that we’re in and the organi-
zation and the institution that we rep-
resent, is the ability to have open de-
bate, both sides of the aisle. It doesn’t 
matter. It’s about open debate and 
about changing and allowing us to hear 
differing opinions and different views. 


So I respect those on the other side 
of the aisle. I respect those Members 
within the Republican side of the aisle. 
I respect the difference of opinion. 
That’s what families are all about, so 
we can have an open discussion and ex-
change. That’s what this rule does. It 
allows us to hear on both of these bills 
an open and frank discussion about the 
merits of each, the merits of any 
amendments as to how we want to 
change or modify. 


I reserve the balance of my time. 
Mr. POLIS. Mr. Speaker, I yield 2 


minutes to the gentleman from Ken-
tucky (Mr. YARMUTH). 


Mr. YARMUTH. I thank my col-
league from Colorado. 


Mr. Speaker, I rise to oppose the 
rule. When the Republicans last fall 


traveled around the country asking the 
American people to return this House 
to their control, they promised two 
things. One, they were going to create 
jobs. Secondly, they were going to pro-
mote fiscal responsibility and try to re-
duce the deficit and reduce the debt. 
Well, on the first score, it’s been 6 
months and we haven’t seen the first 
item of job-creating legislation. On the 
second item, we should have known 
better. We should have known better 
than to trust them to actually try and 
rein in the deficit. 


Today, with the rule under consider-
ation, the Republican majority is pro-
posing to waive the very rules they 
wrote to supposedly cut spending. 
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The GOP proposed the CutGo rule 
last year, saying it was part of their 
plan to rein in spending; and now, just 
a few short months later, they’re vio-
lating their own rules. We heard the 
gentleman from Florida actually con-
cede that they’re violating their own 
rules. That is award-winning hypoc-
risy, but it’s not surprising because, as 
has been mentioned, the Speaker of the 
House said last year, We routinely 
waive the Budget Act’s requirements 
to serve our purposes. 


Maybe we could excuse that if they 
were, say, proposing legislation to cre-
ate jobs, but we know that isn’t hap-
pening. In fact, the underlying bill does 
exactly the opposite. 


It stifles innovation and entrepre-
neurship. The surplus fees that are col-
lected by the Patent and Trademark 
Office could be used to protect patents 
and to process new ones so that there 
are new inventions, new innovations 
coming to market, creating jobs; but 
the Republican majority wants to take 
those funds and put them into the gen-
eral kitty where they can spend it on 
other things like—who knows?—more 
tax breaks for the rich or maybe Big 
Oil companies. 


Only time will tell that. 
But now, for today, it is best advised 


to reject this rule and to not allow the 
Republicans to get away with violating 
their own CutGo rules and then to pass 
this legislation that would stifle inno-
vation in America. 


Mr. NUGENT. Mr. Speaker, I yield 3 
minutes to the gentleman from Geor-
gia (Mr. WOODALL). 


Mr. WOODALL. I rise today as a 
proud member of the Rules Committee. 
I appreciate my colleague on the Rules 
Committee for yielding to me. 


It’s not lightly that I come down to 
the floor today, because I’ve only been 
on the job here 5 months. Mr. Speaker, 
you know that I’m one of the new guys 
here in Congress, and I came down to 
the House floor because I thought this 
is where deliberation went on. I 
thought this is where folks had candid 
conversations about how to improve a 
bill. I see my colleague Mr. POLIS there 
at the table. We’ve made a lot of 
amendments available, not just on the 
patent bill, but on the EPA bill as well. 
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So when I come to the floor and hear 


folks talking about CutGo, I wonder 
what happened to the serious conversa-
tions that we were going to have here 
on the floor. I wonder where the seri-
ousness about improving the bills that 
are coming to the floor went because, 
as you know, Mr. Speaker, this CutGo 
issue is one that was created solely be-
cause the way the bill was reported out 
of committee and the way the man-
ager’s amendment impacted it created 
a technical CutGo violation. 


A technical CutGo violation. Ask the 
freshman Member of Congress, and I’ll 
tell you that there is a technical CutGo 
violation in the manager’s amendment. 


Does it spend $1? Does it spend $1 
that the Federal Government wasn’t 
going to spend anyway? No. Does it 
cost the American taxpayer $1? The an-
swer is ‘‘no.’’ 


Mr. CONYERS. Will the gentleman 
yield? 


Mr. WOODALL. I am happy to yield 
to the gentleman from Michigan (Mr. 
CONYERS), the ranking member. 


Mr. CONYERS. This would spend $1.1 
billion. That’s not technical, my 
friend. It would spend $1.1 billion. 


Mr. WOODALL. I reclaim my time. 
That’s what troubles me as a fresh-


man because I know, Mr. Speaker, that 
the distinguished Member knows that 
had the committee reported this bill 
out the way the manager’s amendment 
crafts this bill there would be no CutGo 
violation whatsoever. Hear that. Had 
the committee reported this bill out 
the way we’re bringing this bill to the 
floor, there would have been no CutGo 
violation whatsoever. Yet we are rais-
ing this issue on the floor of the House 
as if there is some big backroom deal 
going on. 


That’s frustrating to me as a fresh-
man Member, Mr. Speaker, because 
there is no backroom deal. This is the 
most open House of Representatives 
that I’ve seen in my lifetime. This is 
the most open Rules Committee that 
I’ve seen in my lifetime. This is the 
most open process in the people’s 
House that I have seen in my lifetime. 
Yet, for reasons that I cannot suppose, 
folks make this case as if there are ne-
farious things going on in the back-
ground. 


I say to my colleagues and I say to 
you, Mr. Speaker, that the American 
people have a distrust of Washington, 
D.C., and I will tell you that that dis-
trust is well earned. That distrust is 
well earned, and that’s why there are 96 
new people here this time around. 
Folks, let’s not suggest that there is 
something going on when there’s not. 
Let’s be honest when there are prob-
lems, and let’s be honest when we’re 
doing it right; and Mr. Speaker, we’re 
doing it right today. 


Mr. POLIS. I’ve been advised by some 
of our advisers on our side that, in fact, 
this would have been a CutGo violation 
even if this had been an amendment in 
committee. 


This is a serious discussion. When 
we’re talking about CutGo, it’s a seri-


ous issue. I think this Congress on both 
sides of the aisle have come here to 
balance the budget, to restore fiscal 
discipline to our country; and setting 
the precedent of a CutGo violation so 
early in the term really calls into ques-
tion what a ‘‘rule of the House’’ even 
means if it is to be so casually dis-
regarded. 


I yield 45 seconds to the ranking 
member of the Judiciary Committee, 
the gentleman from Michigan (Mr. 
CONYERS). 


Mr. CONYERS. I thank the gen-
tleman for yielding. 


I just wanted my dear friend—and I 
recognize he has only been here 5 
months—to realize that this is not a 
technical CutGo violation. This is a 
$1.1 billion violation. That’s real 
money that we’re going to have to get 
from somewhere else, and we’re 
waiving CutGo for the first time in the 
112th Congress. 


I am appealing to Republicans and 
Democrats, Mr. Speaker, to join with 
us against this outrageous and costly 
and blatant violation of the House 
rules that they wrote. 


Mr. NUGENT. Mr. Speaker, I yield 
such time as he may consume to the 
gentleman from California (Mr. 
DREIER). 


(Mr. DREIER asked and was given 
permission to revise and extend his re-
marks.) 


Mr. DREIER. Mr. Speaker, I rise in 
strong support of this rule. 


I realize that we are dealing with a 
somewhat unprecedented situation 
here; but I’ve got to say that, as I lis-
ten to the characterization being put 
forward by my colleagues on the other 
side of the aisle as to this so-called 
CutGo waiver, they appear to be way 
off base. 


I have no idea, Mr. Speaker, what 
this $1.1 billion figure is. I’ve been ask-
ing my staff members since I heard the 
distinguished former chair of the com-
mittee, the ranking member, throw 
this figure out, and they said, We have 
no idea where this $1.1 billion figure 
has come from. 


If he wants to explain that to me, I 
am happy to yield to my friend, the 
gentleman from Michigan (Mr. CON-
YERS). 


Mr. CONYERS. Yes. The letter to the 
distinguished chair of the Rules Com-
mittee came from the Congressional 
Budget Office, and I would be pleased 
to quote it to you. The $1.1 billion is an 
accumulation of several other costs 
that they reported. 


Mr. DREIER. I reclaim my time. 
Let me say, I asked my staff where 


this $1.1 billion figure came from. My 
staff members are right here on the 
floor, and they said they don’t know 
where the basis of this $1.1 billion fig-
ure comes from. Mr. Speaker, what 
happened in the Judiciary Committee 
was unfortunate. It was an unfortunate 
development that took place because 
the Judiciary Committee proceeded to 
do something that they should not do, 
which is they began appropriating. 


All we are doing with this provision 
that we have in place is simply saying 
that the power should, in fact, lie with 
the House Appropriations Committee 
and that it should not be mandatory 
spending that does not provide the first 
branch of government, the legislative 
branch, with the adequate oversight. 


Now, as I walked into the Chamber, 
my friend from Kentucky was saying 
that this bill is not focused on job cre-
ation and economic growth when, in 
fact, we know that encouraging cre-
ativity and innovation is about our 
creating good jobs right here in the 
United States of America. Mr. Speaker, 
the American people get it. They real-
ize that if we were to take our time 
and energy and focus on job creation 
and economic growth we would be able 
to improve the standard of living and 
quality of life for the American people. 
Unfortunately, we’ve not been vigor-
ously pursuing those. 


I think that one of the most impor-
tant things that we can do is to open 
up new markets around the world for 
U.S. goods and services and for our 
kind of innovation that is developing. 
We at this moment are waiting for 
three trade agreements that have been 
languishing over the past 4 years. Un-
fortunately, this House in the last 4 
years has failed to consider them. They 
would create good union and nonunion 
jobs for the American worker. 
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Good jobs for union and nonunion 
members would be created if we were 
to pursue that kind of policy. 


Now, those agreements are pending. 
We’ve gotten a positive indication that 
the administration is going to be send-
ing those to us. We need to move on 
those as quickly as possible. As we 
look at those market-opening opportu-
nities, having the kind of innovative 
ideas that will be able to take place, 
creating new products is going to be 
wonderful because we’ll have new mar-
kets for those products around the 
world. 


And so that’s why, again, Mr. Speak-
er, here we are under a process that al-
lowed an amendment by my friend 
from Michigan, the distinguished rank-
ing member of the Committee on the 
Judiciary, to be made in order; my 
friend from Colorado from Boulder, 
Colorado (Mr. POLIS), I’m very happy 
that we were able to make his amend-
ment in order. Ms. JACKSON LEE was 
here just a few minutes ago. She with-
drew an amendment that she offered 
before the Rules Committee, and a 
similar amendment was offered by my 
colleague from California (Ms. ESHOO). 
We chose to make that amendment in 
order, which is virtually identical to 
the one that my friend from Houston 
offered. 


And so as my friend from 
Lawrenceville, Georgia, my Rules Com-
mittee colleague, said, Mr. Speaker, 
here we are. We’ve made 15 amend-
ments in order for considering allowing 
virtually every idea to be considered. 
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My friend from California (Mr. ROHR-
ABACHER) has his amendment made in 
order. And so the idea of somehow 
criticizing the Rules Committee and 
the action that we’ve taken is just way 
off base. 


There were 15 amendments that are 
made in order under this bill; 10 
amendments have been made in order 
for the Energy and Commerce legisla-
tion that’s come before us. 


Mr. CONYERS. Will the gentleman 
yield? 


Mr. DREIER. I yield to the gen-
tleman from Michigan. 


Mr. CONYERS. I thank you, my 
friend. 


We are not criticizing the Rules Com-
mittee. The CutGo violation, which 
you have not even seen the CBO letter 
that described the $1.1 billion—— 


Mr. DREIER. If I can reclaim my 
time, Mr. Speaker, let me just say that 
I asked my staff about this, and they 
were unaware of exactly where this $1.1 
billion figure came from. And so in 
light of that, it seems to me that we 
are in a position where we need to pro-
ceed with this very important work, 
and we’re trying our doggonedest to 
make it happen. 


We’re going to allow proposals from 
Messrs. ROHRABACHER, CONYERS, and 
POLIS and others to be considered, and 
that’s why it’s important that we pass 
this rule. If we don’t pass this rule, we 
won’t have the opportunity for the 
Rohrabacher, Conyers, and Polis ideas 
to be considered here on the House 
floor. 


And so let me thank my friend for 
yielding. I know he has other speakers. 
And with that, I’m going to urge sup-
port of the rule. 


Mr. POLIS. I think some of the frus-
tration here, Mr. Speaker, is that the 
work product of the committee is being 
disregarded in favor of a rule that pro-
vides for a manager’s amendment that 
fundamentally alters the character of 
the bill in a way that many Members of 
both parties have quite a few problems 
with. 


Mr. Speaker, I yield 2 minutes to the 
gentlewoman from Texas, a member of 
the Judiciary Committee, Ms. JACKSON 
LEE. 


Ms. JACKSON LEE of Texas. I thank 
the Speaker and thank the gentleman, 
and I appreciate the generosity of the 
Rules chairman on the number of occa-
sions that I have sought to both rep-
resent my constituents at the Rules 
Committee and to represent issues that 
are of concern to America. 


Let me just say that I believe in effi-
ciency of time, but I am struck by a 
rule that has two major legislative ini-
tiatives that require the deliberation 
and the thoughtfulness of Members of 
Congress. I believe the rule is not nec-
essarily a place to express one’s opposi-
tion or support, but I do believe it’s im-
portant procedurally to discuss a num-
ber of issues. 


The legislation that deals with the 
EPA, H.R. 2021, in and of itself would 
warrant an opportunity for full discus-


sion, and I offered a number of amend-
ments that I thought were quite pro-
ductive, and those amendments would 
have provided some reasonable thought 
about the EAB. It would have provided 
a review period, and one in particular 
that the gentleman mentioned was the 
opportunity to file your cases in local 
courts. 


I’m glad that we’ll have the general 
discussion on the floor. Far be it from 
me to suggest that is not a good thing, 
but I do want to say that I had a very 
strong amendment that was not in-
cluded in the Rule; the Amendment 
was originally withdrawn but resub-
mitted so we did have an opportunity 
to correct a letter that we had sent, 
but I’m glad for the debate in the form 
of another amendment just like mine 
regarding local federal courts being al-
lowed to hear these matters. 


Mr. CONYERS. Will the gentlewoman 
yield? 


Ms. JACKSON LEE of Texas. I yield 
to the gentleman from Michigan. 


The SPEAKER pro tempore. The 
time of the gentlewoman has expired. 


Mr. POLIS. I yield the gentlewoman 
an additional 30 seconds. 


Mr. CONYERS. The reason that both 
these bills were combined is that 
they’re trying to mask all the defects 
in the patent bill, and that’s why they 
put this great new jobs, supposedly, 
creating bill together. 


Ms. JACKSON LEE of Texas. Well, 
reclaiming my time, whatever the rea-
son was, we both agree we needed to 
have more time for the rules debate. 


And I will now move to the patent 
bill. And as I said, I will not discuss the 
pros and cons of this legislation, but I 
will say to you—and I see the gen-
tleman rising over here maybe trying 
to correct something that was said. 
There’s no reason to correct anything 
other than the fact that we had a num-
ber of amendments that we offered and 
we would hope that we would have had 
an open rule. 


The SPEAKER pro tempore. The 
time of the gentlewoman has again ex-
pired. 


Mr. POLIS. I yield the gentlewoman 
an additional 15 seconds. 


Ms. JACKSON LEE of Texas. Thank 
you very much. 


On the patent bill in particular, two 
amendments that would have been 
vital were to announce that this was 
not an undue taking of property, to in-
dicate to those who are concerned 
about this issue, because I think the 
bill does have the ability to create 
jobs, and lastly is the point of being 
able to give small businesses an 18- 
month period for disclosure when many 
small businesses have to secure funding 
from other places and the secret of 
their invention is exposed. 


This Amendment would have added 
protection to small businesses and im-
proved the debate, nevertheless I look 
forward to the debate, but I hope we 
will not have this kind of rule in the 
future. 


Mr. Speaker, before I discuss Amendments 
I offered, I would like to note my support for 


the first to file system in H.R. 1249. I believe 
it to be a positive step toward improving the 
efficiency and effectiveness of our IP system. 
However, I am not deaf to some of the criti-
cisms that it has received from various inter-
ests, and I believe it is imperative that this bill 
be a real jobs creator for small and large in-
ventors and businesses. 


The amendments I am offering today are 
not controversial. They simply tighten up the 
language of the existing provisions of the bill, 
and add checks to ensure that the bill, if it be-
comes law, is fulfilling its intended purposes. 
AMENDMENTS CONCERNING SMALL BUSINESSES, MI-


NORITY-AND WOMAN-OWNED BUSINESSES, AND, 
HBCU’S 


AMENDMENT #26 AND #22—INCLUSION OF MINORITY-AND 
WOMAN-OWNED BUSINESSES 


H.R. 1249, the ‘‘American Invents Act,’’ ad-
dresses one of the concerns with the current 
patent system—the high fees associated with 
filing patent applications and the burden they 
impose on small businesses and not-for-profit 
entities wishing to secure patent protection. 


It addresses this concern by giving a 50 
percent discount on all USPTO fees to ‘‘small 
entities’’ and ‘‘micro entities.’’ 


My first amendment (Amendment #26) 
amends the definition of ‘‘small entities’’ for 
the purposes of receiving the fee discount to 
include language that ensures that minority- 
owned and woman-owned businesses are in-
cluded. 


My second amendment (Amendment #22), 
much like my first amendment, includes minor-
ity-owned and woman-owned businesses in 
the definition of ‘‘micro entity’’ for purposes of 
receiving the fee discounts afforded to these 
types of entities. 


While I am sure it was the intent behind this 
section to extend protection for all small busi-
nesses, my amendments simply reassure in-
clusion of minority-owned and woman-owned 
businesses. 


The U.S. Department of Commerce defines 
small businesses as a business which em-
ploys less than 500 employees. According to 
the Department of Commerce, in 2006 there 
were 6 million small employers—representing 
around 99.7 percent of the nation’s employers 
and 50.2 percent of its private-sector employ-
ment. The proposed patent reform will ensure 
that small businesses are not treated at a dis-
advantage. It has great potential to create job 
growth, and in turn spur economic develop-
ment for our country. 


There were 386,422 small employers in 
Texas in 2006, accounting for 98.7 percent of 
the state’s employers and 46.8 percent of its 
private-sector employment. Since small busi-
nesses make up such a large portion of our 
employer network, it is important to under-
stand how they will be impacted as a result of 
patent reform. 


Women and minority owned businesses 
generate billions of dollars and employ millions 
of people. 


There are 5.8 million minority owned busi-
nesses in the United States, representing a 
significant aspect of our economy. In 2007, 
minority owned businesses employed nearly 6 
million Americans and generated $1 trillion 
dollars in economic output. 


Women owned businesses have increased 
20 percent since 2002, and currently total 
close to 8 million. These organizations make 
up more than half of all businesses in health 
care and social assistance. 
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My home city of Houston, Texas is home to 


more than 60,000 women owned businesses, 
and more than 60,000 African American 
owned businesses. 


AMENDMENT #29—HBCU’S AND HISPANIC SERVING 
INSTITUTIONS 


One of the positive attributes of this bill is 
that it extends fee discounts to colleges and 
universities that engage in research and seek 
patent protection of their work. 


H.R. 1249 does this by giving fee discounts 
to ‘‘public institutions of higher education.’’ 


For purposes of this section, my amend-
ment includes in the definition of ‘‘small enti-
ties’’ Historically Black Colleges and Univer-
sities, HBCU’s. 


Generally speaking, HBCU’s should be con-
sidered ‘‘public institutions of higher edu-
cation,’’ however, in a few instances where 
schools receive alternative means of funding, 
there is a risk that minority serving institutions 
could be overlooked. 


My amendment simply ensures that the in-
tended goal of the language in this bill is actu-
ally achieved—that ALL colleges and univer-
sities, including Historically Black Colleges and 
Universities and Hispanic Serving Institutions, 
receive fee discounts to keep the patent sys-
tem accessible. 


Our Nation’s colleges and universities are 
responsible for a vast amount of valuable re-
search. 


HBCUs are a source of accomplishment 
and great pride for the African American com-
munity as well as the entire Nation. The High-
er Education Act of 1965, as amended, de-
fines an HBCU as: ‘‘. . . any historically black 
college or university that was established prior 
to 1964, whose principal mission was, and is, 
the education of black Americans, and that is 
accredited by a nationally recognized accred-
iting agency or association determined by the 
Secretary [of Education] to be a reliable au-
thority as to the quality of training offered or is, 
according to such an agency or association, 
making reasonable progress toward accredita-
tion.’’ HBCUs offer all students, regardless of 
race, an opportunity to develop their skills and 
talents. 


Secretary of Education Arne Duncan said, 
‘‘HBCUs play an essential role in helping our 
Nation boost college completion rates and 
achieve the President’s goal for America to 
again have the highest percentage of college 
graduates in the world by 2020.’’ 


At present, HBCUs award just over 36,000 
undergraduate degrees a year. More than 80 
percent of those degrees, about 31,500 de-
grees, are baccalaureate degrees. 


HBCUs currently award about 15 percent of 
all undergraduate degrees nationwide for Afri-
can-American students. 


The completion gap in high-demand fields in 
science, technology, engineering and math is 
particularly troubling. Nationwide, nearly 70 
percent of white students in STEM fields com-
plete their degrees, compared with just 42 per-
cent of African-American students. 


AMENDMENT #27—SENSE OF CONGRESS PROTECTING 
RIGHTS OF SMALL BUSINESSES AND INVENTORS 


We must always be mindful of the impor-
tance of ensuring that small companies have 
the same opportunities to innovate and have 
their inventions patented and that the laws will 
continue to protect their valuable intellectual 
property. 


Therefore, I am offering an amendment that 
expresses the sense of Congress that the pat-


ent system should promote industries to con-
tinue to develop new technologies that spur 
growth and create jobs across the country, 
which includes protecting the rights of small 
businesses and inventors from predatory be-
havior that could result in the cutting off of in-
novation. 


The role of venture capital is very important 
in the patent debate, as is preserving the col-
laboration that now occurs between small 
firms and universities. We must ensure that 
whatever improvements we make to the pat-
ent laws are not done at the expense of 
innovators and to innovation. The legislation 
before us, while not perfect, does a surpris-
ingly good job at striking the right balance. 


Several studies, including those by the Na-
tional Academy of Sciences and the Federal 
Trade Commission, recommended reform of 
the patent system to address what they 
thought were deficiencies in how patents are 
currently issued. 


The U.S. Department of Commerce defines 
small businesses as businesses which employ 
less than 500 employees. 


According to the Department of Commerce, 
in 2006 there were 6 million small employers 
representing around 99.7 percent of the Na-
tion’s employers and 50.2 percent of its pri-
vate-sector employment. 


In 2002 the percentage of women who 
owned their business was 28 percent while 
black owned was around 5 percent. Between 
2007 and 2008 the percent change for black 
females who were self employed went down 
2.5 percent while the number for men went 
down 1.5 percent. 


Small business is thriving in my home state 
of Texas as well. There were 386,422 small 
employers in Texas in 2006, accounting for 
98.7 percent of the state’s employers and 46.8 
percent of its private-sector employment. 


In 2009, there were about 468,000 small 
women-owned small businesses compared to 
over 1 million owned by men. 


88,000 small business owners are black, 
77,000 are Asian, 319,000 are Hispanic, 
16,000 are Native Americans. 


Since small businesses make up such a 
large portion of our employer network, it is im-
portant to understand how they will be im-
pacted as a result of patent reform. 


AMENDMENT #23—EXTENSION OF THE DISCLOSURE 
PERIOD FOR SMALL BUSINESSES 


My amendment addresses the section of 
this bill which deals with the disclosure period, 
also known as the grace period. In its current 
state, H.R. 1249 includes a one-year grace 
period for inventors who make disclosures 
about their inventions before they apply for an 
actual patent. 


My amendment extends that grace period 
for small business from one year to eighteen 
months. 


When small businesses are attempting to 
develop an invention, oftentimes it is nec-
essary for them to make disclosures to outside 
entities because, due to a lack of resources, 
they need to outsource the effort needed to 
bring an invention to market. 


For small businesses outsourcing their de-
velopment, the one-year grace period may not 
be an adequate amount of time. 


Whenever an inventor makes the first public 
disclosure of an invention, then—as to what-
ever the inventor disclosed publicly—the dis-
closing inventor is guaranteed the right to pat-
ent the invention if a patent is sought during 


the 1-year ‘‘grace period’’ after the first public 
disclosure, even if during this ‘‘grace period’’ 
someone else (e.g., another inventor) either 
publishes its own independent work on the in-
vention or seeks its own patent on the inven-
tion based on its independent work. 


Prior art is created when a disclosure is 
made available to the public. However, the 
‘‘grace period’’ operates so that an inventor’s 
own disclosure (or the disclosure by someone 
else that represents nothing more than the in-
ventor’s own work itself) is excluded as prior 
art to the extent of any of these inventor-origi-
nated disclosures made one year or less be-
fore the inventor seeks a patent. In short, in-
ventors have one year from when they make 
their work public to seek patents. 
AMENDMENTS ADDRESSING SECTION 18 (TRANSITIONAL 
REVIEW PROCESS FOR BUSINESS METHOD PATENTS) 


AMENDMENT #25—SUNSET OF BUSINESS METHOD 
PATENTS REVIEW PROGRAM 


Though I am generally supportive of this bill, 
Section 18, which creates a transitional review 
program for business method patents, has 
come under criticism. 


There has been a lot of inconsistency in the 
status of the law surrounding business method 
patents over the years. 


Historically, business methods and systems 
to implement those methods were not patent-
able, but in the 1998 State Street v. Signature 
Financial Group ruling, that all changed. 


After that ruling, there was an explosion of 
applications for business method patents, and 
many were issued. However, many of these 
patents are of poor quality. 


Many business methods are facially obvi-
ous, whereas patentable inventions are sup-
posed to be novel and non-obvious. 


They also lack prior art. It is very difficult to 
determine which business methods are simply 
common practice in different industries, but 
simply have been properly documented. 


The difficulties associated with issuing busi-
ness method patents coupled with the lack of 
resources within the USPTO lead to issuance 
of many weak business method patents, some 
of which probably should not have been 
awards. Thus, a slew of litigation followed. 


This section, though controversial because it 
targets a specific type of patent, is intended to 
iron out the inconsistency in issuance of these 
types of patents and the many different rulings 
that flowed from mountains of litigation. 


While I believe it is important to achieve to 
consistency, I also think the necessity of this 
process is finite. Currently, the provision sun-
sets in 10 years, however, that period is too 
long in my opinion. 


Given the concerns associated with this 
section and the limited relevance of this provi-
sion, I have proposed an amendment that 
would make this provision sunset in 5 years. 
AMENDMENT #24—REQUIRING DEPARTMENTAL DETER-


MINATION THAT THERE IS NO ‘‘UNLAWFUL TAKING OF 
PROPERTY’’ 
As I mentioned previously, Section 18 of 


this bill has been subject to criticisms, most 
notably the fact that the transitional review 
program is creates may cause some patents 
to be taken away, which may lead to a poten-
tial violation of the ‘‘takings clause’’ in the U.S. 
Constitution. 


Patents, though intangible, are considered 
property and they are valuable—some ex-
tremely valuable and a source of great wealth 
to their owners. A process that could strip a 
patent owner of their property without just 
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compensation comes dangerously close to an 
unlawful taking, in my opinion. 


This is of great concern to me, and there-
fore I am offering an amendment to address 
the constitutionality issue of this provision. 


My amendment requires the Director of the 
U.S. Patent and Trademark Office, within a 
year of enactment of this bill, to make a deter-
mination of whether the provisions of this sec-
tion could create a condition that could be 
considered an unlawful taking of property 
under the ‘‘takings clause’’ found in the Fifth 
Amendment of the Constitution. The Director 
would need to report to Congress the under-
lying reasoning for his determination. 


While there may be a valid intent and pur-
pose behind the provisions in section 18 of 
this bill, no purpose is so great that it warrants 
a violation of the Constitution. 


My amendment will help ensure that the 
Constitution is upheld and adhered to, a goal 
that we all, regardless of party affiliation, 
should wholly support. 
AMENDMENT #28—SENSE OF CONGRESS—NO VIOLATION 


OF THE TAKINGS CLAUSE 
The Constitution is the law of land, a body 


of law that we as lawmakers respect, and that 
the American people value as the cornerstone 
of democracy. 


Because some of the opponents of this bill 
have raised Constitutional concerns with spe-
cific provisions in the bill, I am offering an 
amendment that reaffirms our commitment to 
the Constitution. 


My amendment is simple. It states that it is 
the sense of Congress that none of the provi-
sions of this bill should constitute an unconsti-
tutional taking of property under the fifth 
Amendment to the Constitution. 


Mr. NUGENT. Mr. Speaker, just as a 
clarification, the Rules Committee has 
the obligation to make sure that they 
move this through the House so it can 
come up, so these bills can come up. 
It’s not about combining two bills; it’s 
about a rule that allows two bills to be 
heard separately. That’s all this does. 


With that, Mr. Speaker, I yield 3 
minutes to gentleman from California 
(Mr. ISSA). 


Mr. ISSA. Mr. Speaker, I do not com-
monly talk on rules. Usually I come for 
the substance of the underlying bill, 
and I will be speaking later on the un-
derlying bill, on the Judiciary’s patent 
reform bill, but I would like to speak 
not only to the fairness of the rule and 
the appropriateness and the reason for 
passage but also perhaps clarify some-
thing related to the underlying bill in 
the case of Judiciary. 


First of all, I’m delighted, delighted 
to see that we are reducing the amount 
of time for passage of a rule when they 
are like. 


My colleagues on the other side of 
the aisle certainly know that at the be-
ginning of every Congress, once every 2 
years, we pass a massive rules package 
that every suspension and every other 
bill is essentially brought under. A 
rules package is nothing but a slight 
addition to the overall set of rules of 
the House, and if we do not produce 
one, then we operate under the rules of 
the House. So I’m delighted to see that 
we are using floor time more effi-
ciently. 


As to the question of the costs re-
lated to the upcoming bill on patent re-
form, I find something really amazing 
that I think all the Members should be 
aware of, Mr. Speaker, and that is this 
is a piece of legislation that has al-
ready passed by 95–5 out of the Senate. 
This is a piece of legislation that the 
ranking member and I have worked on 
for my entire 11 years here. This is a 
piece of legislation that every one of us 
has had input into and found ways to 
come together so that we had a 10:1 
ratio when we passed it out of com-
mittee. 


And when it comes to the costs, the 
American people, Mr. Speaker, have to 
understand this is simply talking 
about the exclusive fees that both Re-
publicans and Democrats on the com-
mittee have demanded be used only for 
the patent office work and not be di-
verted. So, even if at some point we 
have to admonish the appropriators to 
stay within a number, we’re only talk-
ing about how much of the money that 
the men and women who apply for pat-
ents, the men and women who invent, 
contribute for the purpose of having 
that passed. 


So although people will pass dollars 
around, let’s understand these are not 
tax dollars. These are dollars contrib-
uted with an application for a patent 
or for the extension, continuation of a 
patent. These are fees that inventors 
pay in order to have their inventions 
considered and retained, and nothing 
should be more sacred to Republicans 
and Democrats than making sure that 
those funds collected by these people 
are used there. 


Mr. CONYERS. Will the gentleman 
yield? 


Mr. ISSA. I yield to the gentleman 
from Michigan. 


b 1350 
Mr. CONYERS. I thank the distin-


guished member of the Judiciary Com-
mittee and the chair of Oversight and 
Government Reform. 


The Congressional Budget Office sent 
the letter, Mr. ISSA, about the man-
ager’s amendment, which had nothing 
to do with the bill. 


The SPEAKER pro tempore. The 
time of the gentleman has expired. 


Mr. NUGENT. I yield the gentleman 
an additional 30 seconds. 


Mr. ISSA. Reclaiming that 30 sec-
onds, I fully understand my colleague’s 
statement about the CBO scoring ques-
tion, but understand, Mr. Speaker, that 
subject to appropriations, no money 
will be spent except money contributed 
in fees by those folks. 


So whatever we must do in enact-
ment of this law over time, we will do, 
but let’s understand, we’re not talking 
about the normal budget situation, 
where clearly any dollars that CBO is 
referring to are the dollars contributed 
by the men and women who invent 
things. 


So I think we really have to look at 
that and say, We know they’re entitled 
to 100 cents on the dollar. That’s all 
we’re doing regardless of scoring. 


Mr. POLIS. I want to point out that 
the vote my friend from California ref-
erenced on the committee by a 10–1 
margin is a completely different bill 
and finance mechanism than is con-
templated under the manager’s amend-
ment to this bill. This manager’s 
amendment has not been seen or voted 
on by any of the committees of juris-
diction and is a major break from 
precedents on this issue. 


I would now yield 2 minutes to the 
gentleman from California (Mr. 
SCHIFF), a member of the Appropria-
tions Committee. 


Mr. SCHIFF. I thank the gentleman 
for yielding. 


Mr. Speaker, I rise to raise my con-
cerns about H.R. 1249 and the rule and 
in particular the manager’s amend-
ment. 


America’s uniquely innovative cul-
ture is the source of our economic 
strength, and I have long supported 
fundamental reforms to our patent sys-
tem that would reduce the patent 
backlog, increase the quality of pat-
ents, and ensure that the patent sys-
tem is not abused in ways that threat-
en innovation. 


One of the best things in the bill up 
until now has been a provision to at-
tack the backlog by devoting all of the 
fees gathered in the patent process to 
the Patent Office. We are asking the 
stakeholders of invention to pay higher 
fees to reduce the backlog. How can we 
ask them to do that if we are going to 
divert the fees they pay to paying gen-
eral government expenses? 


The provision in the underlying bill 
would have ended that practice, would 
have ended fee diversion, a diversion 
that has cost the invention community 
and our economy over a billion dollars 
in diverted funds. Unfortunately, the 
manager’s amendment would severely 
undercut and really do away with that 
principle. I know as an appropriator 
I’m not supposed to be saying this. As 
a former member of the Judiciary 
Committee, however, I am, and that is, 
we should not be diverting these fees. 
We should not be diverting fees that 
need to be used to take down that 
backlog, to make sure that inventors 
can quickly patent their products and 
take them to market. This is part of 
our competitive economic advantage. 


And so I was very enthusiastic about 
that part of the bill. Concerned about 
others, concerned about moving to 
first-to-file, which I will talk about 
later, but now I am doubly concerned 
because I think the most constructive 
part of the bill has been seriously di-
minished. 


Mr. ROGERS of Kentucky. Will the 
gentleman yield? 


Mr. SCHIFF. I yield to the gentleman 
from Kentucky. 


Mr. ROGERS of Kentucky. I welcome 
my colleague’s comments. However, I 
think the gentleman has a misunder-
standing about the content of that pro-
vision. The provision in the manager’s 
bill states that no moneys can be di-
verted from the fee collections. All of 
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the fees have to stay with the Patent 
Office. It has to be reprogrammed. 


Mr. SCHIFF. If I can reclaim my 
time. 


The SPEAKER pro tempore. The 
time of the gentleman has expired. 


Mr. SCHIFF. May I have an addi-
tional 15 seconds? 


Mr. POLIS. I would express my hope 
to the gentleman from Florida that 
this discussion might continue on his 
time. We are down to our last minute 
and a half on this side. 


Mr. NUGENT. Mr. Speaker, I yield 2 
minutes to the gentleman from Vir-
ginia (Mr. GOODLATTE). 


Mr. GOODLATTE. I thank the gen-
tleman for yielding, and I rise in sup-
port of the rule but also in support of 
the manager’s amendment. 


I think the gentleman from Ken-
tucky, the chairman of one of the two 
committees that you have referred to 
here, is absolutely right, that these 
funds are sequestered and cannot be 
used for any other purpose. The Appro-
priations Committee may not appro-
priate all of the funds at one time, but 
they can only hold those funds in trust 
for the Patent Office. And then the 
Patent Office as they identify needs 
that need to be worked on will come to 
the appropriators, will come to you and 
your committee, and get approval for 
them. That maintains congressional 
oversight of the Patent Office. This is 
supported by the Commissioner of the 
Patent Office. 


Mr. SCHIFF. Will the gentleman 
yield? 


Mr. GOODLATTE. I yield to the gen-
tleman from California. 


Mr. SCHIFF. Thank you, and I will 
be very brief. 


If the funds that are sequestered— 
first of all, it requires another act of 
Congress to appropriate those seques-
tered funds back to the Patent Office. 
If it was never the intention to divert 
those, then why change the bill? 


Mr. ROGERS of Kentucky. Will the 
gentleman yield? 


Mr. GOODLATTE. I would be happy 
to yield to the gentleman from Ken-
tucky. 


Mr. ROGERS of Kentucky. The gen-
tleman may not be aware, but we have 
long had a practice on the Appropria-
tions Committee of reprogramming 
funds within an agency’s budget. All of 
the agencies have problems during the 
year where they need to change mon-
eys from one particular account to an-
other. That’s fine. But they have to 
come to the Appropriations Committee 
for a reprogramming request. It’s rou-
tine, it’s considered normal, and it does 
not require an act of Congress. It’s sim-
ply the signature of the chairman and 
the ranking Democrat of the Appro-
priations Committee, and the moneys 
are transferred. 


When the Patent Office collects fees 
that exceed its appropriated level, that 
amount of money is placed in a sort of 
escrow account, just for their purposes, 
just for their use. If they see the need 
for more funds, they simply send up an-


other reprogramming request, and the 
moneys can be transferred from the es-
crow account to the Patent Office. It’s 
a standard procedure. 


The SPEAKER pro tempore. The 
time of the gentleman from Virginia 
has expired. 


Mr. POLIS. I yield 30 seconds to the 
gentleman from California (Mr. 
SCHIFF). 


Mr. SCHIFF. I thank the gentleman. 
The only concluding point I want to 


make is the funds that are held in the 
escrow account, if the Congress subse-
quently decides because of budgetary 
problems they have a better use for 
those funds, they want to be used for 
something else, to pay down something 
else, there’s nothing that precludes the 
Congress from reallocating those funds. 
The patent community, the inventor 
community, still has to come hat in 
hand to the Appropriations Committee 
and say, Please give us the money you 
put in escrow. 


There’s no need to set up this ac-
count if we simply take this step in the 
underlying bill which would end diver-
sion once and for all. 


Mr. NUGENT. I yield 30 seconds to 
the gentleman from Kentucky (Mr. 
ROGERS). 


Mr. ROGERS of Kentucky. The gen-
tleman is not correct. This provision in 
the manager’s amendment precludes 
the expenditure of this escrow account 
for any purpose other than Patent Of-
fice. It’s in the manager’s amendment, 
and the gentleman will have a chance 
to vote on it. 


Mr. POLIS. I yield myself the bal-
ance of my time. 


Mr. Speaker, appropriations are at 
the discretion of Congress every year. 
For that reason and others, I urge my 
colleagues to oppose this rule and the 
underlying bills. Patent reform is crit-
ical, it’s important, and it’s the right 
way to go, but this bill and the man-
ager’s amendment and the rule are the 
wrong approach. 


If we defeat the previous question, I 
will offer an amendment to the rule to 
remove the $712 million plus CutGo 
waiver for amendments to H.R. 1249. 


Mr. Speaker, I ask unanimous con-
sent to insert the text of the amend-
ment in the RECORD along with extra-
neous material immediately prior to 
the vote on the previous question. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Colorado? 


There was no objection. 
Mr. POLIS. Mr. Speaker, I urge my 


colleagues to vote ‘‘no’’ and defeat the 
previous question, because while it has 
shortcomings, at least the CutGo rule 
provides some checks on increasing 
spending. By waiving CutGo today, this 
Congress might risk demonstrating 
how little we care about fiscal dis-
cipline. 


In order to get patent reform right, I 
urge a ‘‘no’’ vote on the rule and the 
bill. 


I yield back the balance of my time. 
Mr. NUGENT. Mr. Speaker, I support 


this rule and encourage my colleagues 
to support it as well. 


I don’t like the idea that we have to 
waive CutGo any more than anyone 
else in this Chamber; however, if we 
want to maintain Congress’s constitu-
tional ability to appropriate funds, it is 
necessary. 


The material previously referred to 
by Mr. POLIS is as follows: 


AN AMENDMENT TO H. RES. 316 OFFERED BY 
MR. POLIS OF COLORADO 


Page 4, line 16, before the period insert the 
following: ‘‘except those arising under clause 
10 of rule XXI’’. 


(The information contained herein was 
provided by the Republican Minority on mul-
tiple occasions throughout the 110th and 
111th Congresses.) 


THE VOTE ON THE PREVIOUS QUESTION: WHAT 
IT REALLY MEANS 


This vote, the vote on whether to order the 
previous question on a special rule, is not 
merely a procedural vote. A vote against or-
dering the previous question is a vote 
against the Republican majority agenda and 
a vote to allow the opposition, at least for 
the moment, to offer an alternative plan. It 
is a vote about what the House should be de-
bating. 


Mr. Clarence Cannon’s Precedents of the 
House of Representatives (VI, 308–311), de-
scribes the vote on the previous question on 
the rule as ‘‘a motion to direct or control the 
consideration of the subject before the House 
being made by the Member in charge.’’ To 
defeat the previous question is to give the 
opposition a chance to decide the subject be-
fore the House. Cannon cites the Speaker’s 
ruling of January 13, 1920, to the effect that 
‘‘the refusal of the House to sustain the de-
mand for the previous question passes the 
control of the resolution to the opposition’’ 
in order to offer an amendment. On March 
15, 1909, a member of the majority party of-
fered a rule resolution. The House defeated 
the previous question and a member of the 
opposition rose to a parliamentary inquiry, 
asking who was entitled to recognition. 
Speaker Joseph G. Cannon (R-Illinois) said: 
‘‘The previous question having been refused, 
the gentleman from New York, Mr. Fitz-
gerald, who had asked the gentleman to 
yield to him for an amendment, is entitled to 
the first recognition.’’ 


Because the vote today may look bad for 
the Republican majority they will say ‘‘the 
vote on the previous question is simply a 
vote on whether to proceed to an immediate 
vote on adopting the resolution . . . [and] 
has no substantive legislative or policy im-
plications whatsoever.’’ But that is not what 
they have always said. Listen to the Repub-
lican Leadership Manual on the Legislative 
Process in the United States House of Rep-
resentatives, (6th edition, page 135). Here’s 
how the Republicans describe the previous 
question vote in their own manual: ‘‘Al-
though it is generally not possible to amend 
the rule because the majority Member con-
trolling the time will not yield for the pur-
pose of offering an amendment, the same re-
sult may be achieved by voting down the pre-
vious question on the rule. . . . When the 
motion for the previous question is defeated, 
control of the time passes to the Member 
who led the opposition to ordering the pre-
vious question. That Member, because he 
then controls the time, may offer an amend-
ment to the rule, or yield for the purpose of 
amendment.’’ 


In Deschler’s Procedure in the U.S. House 
of Representatives, the subchapter titled 
‘‘Amending Special Rules’’ states: ‘‘a refusal 
to order the previous question on such a rule 
[a special rule reported from the Committee 
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on Rules] opens the resolution to amend-
ment and further debate.’’ (Chapter 21, sec-
tion 21.2) Section 21.3 continues: ‘‘Upon re-
jection of the motion for the previous ques-
tion on a resolution reported from the Com-
mittee on Rules, control shifts to the Mem-
ber leading the opposition to the previous 
question, who may offer a proper amendment 
or motion and who controls the time for de-
bate thereon.’’ 


Clearly, the vote on the previous question 
on a rule does have substantive policy impli-
cations. It is one of the only available tools 
for those who oppose the Republican major-
ity’s agenda and allows those with alter-
native views the opportunity to offer an al-
ternative plan. 


Mr. NUGENT. I yield back the bal-
ance of my time, and I move the pre-
vious question on the resolution. 


The SPEAKER pro tempore. The 
question is on ordering the previous 
question. 


The question was taken; and the 
Speaker pro tempore announced that 
the ayes appeared to have it. 


RECORDED VOTE 


Mr. POLIS. Mr. Speaker, I demand a 
recorded vote. 


A recorded vote was ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 8 and clause 9 of rule XX, 
this 15-minute vote on the motion for 
the previous question will be followed 
by 5-minute votes on adoption of House 
Resolution 316, if ordered; and the mo-
tion to suspend the rules and pass H.R. 
672. 


The vote was taken by electronic de-
vice, and there were—ayes 230, noes 184, 
not voting 17, as follows: 


[Roll No. 464] 


AYES—230 


Adams 
Aderholt 
Akin 
Alexander 
Altmire 
Amash 
Austria 
Bachmann 
Bachus 
Barletta 
Bartlett 
Barton (TX) 
Bass (NH) 
Benishek 
Berg 
Biggert 
Bilbray 
Bilirakis 
Black 
Blackburn 
Bonner 
Bono Mack 
Boustany 
Brady (TX) 
Brooks 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Burton (IN) 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Carter 
Cassidy 
Chabot 
Chaffetz 
Coble 
Coffman (CO) 
Cole 
Conaway 
Cravaack 


Crawford 
Crenshaw 
Culberson 
Davis (KY) 
Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dold 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (SC) 
Duncan (TN) 
Ellmers 
Emerson 
Farenthold 
Fincher 
Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Franks (AZ) 
Frelinghuysen 
Gallegly 
Gardner 
Garrett 
Gerlach 
Gibbs 
Gibson 
Gingrey (GA) 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 


Guthrie 
Hall 
Hanna 
Harper 
Harris 
Hartzler 
Hastings (WA) 
Hayworth 
Heck 
Hensarling 
Herger 
Herrera Beutler 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Hurt 
Issa 
Jenkins 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jones 
Jordan 
Kelly 
King (IA) 
King (NY) 
Kingston 
Kinzinger (IL) 
Kline 
Labrador 
Lamborn 
Lance 
Landry 
Lankford 
Latham 
LaTourette 
Latta 
Lewis (CA) 
LoBiondo 
Long 
Luetkemeyer 
Lungren, Daniel 


E. 
Mack 


Manzullo 
Marchant 
Marino 
McCarthy (CA) 
McCaul 
McClintock 
McCotter 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Mica 
Miller (FL) 
Miller (MI) 
Miller, Gary 
Mulvaney 
Murphy (PA) 
Myrick 
Neugebauer 
Noem 
Nugent 
Nunes 
Olson 
Palazzo 
Paul 
Pearce 
Pence 
Petri 
Pitts 
Platts 
Poe (TX) 
Pompeo 


Posey 
Price (GA) 
Quayle 
Reed 
Rehberg 
Reichert 
Renacci 
Ribble 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rohrabacher 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (FL) 
Royce 
Runyan 
Ryan (WI) 
Scalise 
Schilling 
Schmidt 
Schock 
Schweikert 
Scott (SC) 
Scott, Austin 
Sensenbrenner 
Sessions 


Shimkus 
Shuster 
Simpson 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Southerland 
Stearns 
Stutzman 
Sullivan 
Terry 
Thompson (PA) 
Tiberi 
Tipton 
Turner 
Upton 
Walberg 
Walden 
Walsh (IL) 
Webster 
West 
Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 
Wolf 
Womack 
Woodall 
Yoder 
Young (FL) 
Young (IN) 


NOES—184 


Ackerman 
Andrews 
Baca 
Baldwin 
Barrow 
Bass (CA) 
Becerra 
Berkley 
Berman 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Boren 
Boswell 
Brady (PA) 
Brown (FL) 
Butterfield 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carson (IN) 
Castor (FL) 
Chandler 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Cohen 
Connolly (VA) 
Conyers 
Cooper 
Costa 
Costello 
Courtney 
Critz 
Crowley 
Cuellar 
Cummings 
Davis (IL) 
DeFazio 
DeGette 
DeLauro 
Deutch 
Dicks 
Dingell 
Doggett 
Doyle 
Edwards 
Ellison 
Engel 
Eshoo 
Farr 
Fattah 
Filner 
Frank (MA) 
Fudge 
Garamendi 
Gonzalez 


Green, Al 
Green, Gene 
Grijalva 
Gutierrez 
Hanabusa 
Hastings (FL) 
Heinrich 
Higgins 
Himes 
Hinojosa 
Hochul 
Holden 
Holt 
Honda 
Hoyer 
Inslee 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Johnson, E. B. 
Kaptur 
Keating 
Kildee 
Kind 
Kissell 
Kucinich 
Langevin 
Larsen (WA) 
Larson (CT) 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 
Loebsack 
Lofgren, Zoe 
Lowey 
Luján 
Lynch 
Maloney 
Markey 
Matheson 
Matsui 
McCarthy (NY) 
McCollum 
McDermott 
McGovern 
McIntyre 
McNerney 
Meeks 
Michaud 
Miller (NC) 
Miller, George 
Moore 
Moran 
Murphy (CT) 
Nadler 
Napolitano 
Neal 
Olver 
Owens 
Pallone 
Pascrell 


Pastor (AZ) 
Payne 
Pelosi 
Perlmutter 
Peters 
Peterson 
Pingree (ME) 
Polis 
Price (NC) 
Quigley 
Rahall 
Rangel 
Reyes 
Richardson 
Richmond 
Ross (AR) 
Rothman (NJ) 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schrader 
Schwartz 
Scott (VA) 
Scott, David 
Serrano 
Sewell 
Sherman 
Shuler 
Sires 
Slaughter 
Smith (WA) 
Speier 
Stark 
Sutton 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Wilson (FL) 
Woolsey 
Wu 
Yarmuth 


NOT VOTING—17 


Bishop (UT) 
Braley (IA) 
Broun (GA) 
Davis (CA) 
Giffords 
Gohmert 


Hinchey 
Hirono 
Johnson (GA) 
Lucas 
Lummis 
McHenry 


Nunnelee 
Paulsen 
Stivers 
Thornberry 
Young (AK) 


b 1423 
Mrs. MALONEY, and Messrs. VAN 


HOLLEN, BERMAN, and CARNEY 
changed their vote from ‘‘aye’’ to ‘‘no.’’ 


Mr. HALL changed his vote from 
‘‘no’’ to ‘‘aye.’’ 


So the previous question was ordered. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mrs. DAVIS of California. Madam Speaker, 


on rollcall No. 464, had I been present, I 
would have voted ‘‘no.’’ 


(By unanimous consent, Mr. HOYER 
was allowed to speak out of order.) 


COMMEMORATING THE 20,000TH VOTE OF THE 
HONORABLE NORM DICKS 


Mr. HOYER. Madam Speaker, ladies 
and gentlemen of the House, I rise to 
call the attention of my colleagues to a 
milestone that one of our Members has 
now reached, a very significant mile-
stone. One of my best friends in the 
House, who I served with on the Appro-
priations Committee for many years, 
and who greeted me when I first came 
to the Congress, my friend, Congress-
man NORM DICKS, has just recently cast 
his 20,000th vote in the House of Rep-
resentatives. And I personally think al-
most every one of them was correct. 


Madam Speaker, it is a testament to 
his distinguished record of service in 
this Chamber, which began on January 
3, 1977, at the start of the 85th Con-
gress. Since that date, our colleague, 
NORM DICKS has continued to represent 
the people of the Sixth Congressional 
District of Washington, the cities of 
Bremerton and Tacoma, as well as the 
Olympic Peninsula, as he has worked 
his way up to the top of the leadership 
of the House Appropriations Com-
mittee. As some of you know, I refer to 
him as the Chairman in waiting. 


The expertise he has developed on de-
fense and natural resource issues 
throughout those years on the com-
mittee is well known. 


Madam Speaker, as I indicated, NORM 
DICKS now serves as our ranking Demo-
cratic Member on the Appropriations 
Committee, and serves with the distin-
guished chairman, HAL ROGERS from 
Kentucky. 


I believe I can speak for all of us, all 
of our Members today, in congratu-
lating NORM on reaching this impor-
tant milestone. And I think I can also 
say for both sides of the aisle, NORM 
DICKS is one of those Members who 
reaches across the aisle and tries to 
make policy in a positive way. 


NORM DICKS, I think, is an example 
for all of us. He’s become one of the few 
Members of the House who has had the 
determination and endurance to re-
main engaged in the people’s business 
for so long here in the House of Rep-
resentatives. 


NORM, we congratulate you, not only 
on your 20,000th vote, but on the qual-
ity of service you have given to this 
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House, to this country, and to your dis-
trict and Washington State. Congratu-
lations. 


The SPEAKER pro tempore (Mrs. 
EMERSON). Without objection, 5-minute 
voting will continue. 


There was no objection. 
The SPEAKER pro tempore. The 


question is on the resolution. 
The question was taken; and the 


Speaker pro tempore announced that 
the noes appeared to have it. 


RECORDED VOTE 


Mr. NUGENT. Madam Speaker, I de-
mand a recorded vote. 


A recorded vote was ordered. 
The SPEAKER pro tempore. This is a 


5-minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 239, noes 186, 
not voting 6, as follows: 


[Roll No. 465] 


AYES—239 


Adams 
Aderholt 
Akin 
Alexander 
Altmire 
Amash 
Austria 
Bachmann 
Bachus 
Barletta 
Barton (TX) 
Bass (NH) 
Benishek 
Berg 
Biggert 
Bilbray 
Bilirakis 
Bishop (UT) 
Black 
Blackburn 
Bonner 
Bono Mack 
Boren 
Boustany 
Brady (TX) 
Brooks 
Broun (GA) 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Burton (IN) 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Carney 
Carter 
Cassidy 
Chabot 
Chaffetz 
Chandler 
Coble 
Coffman (CO) 
Cole 
Conaway 
Costa 
Cravaack 
Crawford 
Crenshaw 
Culberson 
Davis (KY) 
DeFazio 
Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dold 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (SC) 
Duncan (TN) 
Ellmers 
Emerson 
Farenthold 
Fincher 


Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Franks (AZ) 
Frelinghuysen 
Gallegly 
Gardner 
Garrett 
Gerlach 
Gibbs 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Green, Gene 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Hall 
Hanna 
Harper 
Harris 
Hartzler 
Hastings (WA) 
Hayworth 
Heck 
Hensarling 
Herger 
Herrera Beutler 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Hurt 
Issa 
Jenkins 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jordan 
Kelly 
King (IA) 
King (NY) 
Kingston 
Kinzinger (IL) 
Kissell 
Kline 
Labrador 
Lamborn 
Lance 
Landry 
Lankford 
Latham 
LaTourette 
Latta 
Lewis (CA) 
LoBiondo 
Long 
Lucas 
Luetkemeyer 


Lungren, Daniel 
E. 


Mack 
Marchant 
Marino 
McCarthy (CA) 
McCaul 
McClintock 
McCotter 
McHenry 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Mica 
Miller (FL) 
Miller (MI) 
Miller, Gary 
Mulvaney 
Murphy (PA) 
Myrick 
Neugebauer 
Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Owens 
Palazzo 
Paulsen 
Pearce 
Pence 
Petri 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Posey 
Price (GA) 
Quayle 
Reed 
Rehberg 
Reichert 
Ribble 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rohrabacher 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Royce 
Runyan 
Ryan (WI) 
Scalise 
Schmidt 
Schock 
Schrader 
Schweikert 
Scott (SC) 
Scott, Austin 


Sensenbrenner 
Sessions 
Shimkus 
Shuler 
Shuster 
Simpson 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Southerland 
Stearns 
Stutzman 


Sullivan 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Turner 
Upton 
Walberg 
Walden 
Walsh (IL) 
Webster 
West 


Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 
Wolf 
Womack 
Woodall 
Yoder 
Young (FL) 
Young (IN) 


NOES—186 


Ackerman 
Andrews 
Baca 
Baldwin 
Barrow 
Bartlett 
Bass (CA) 
Becerra 
Berkley 
Berman 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Boswell 
Brady (PA) 
Braley (IA) 
Brown (FL) 
Butterfield 
Capps 
Capuano 
Cardoza 
Carnahan 
Carson (IN) 
Castor (FL) 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Cohen 
Connolly (VA) 
Conyers 
Cooper 
Costello 
Courtney 
Critz 
Crowley 
Cuellar 
Cummings 
Davis (CA) 
Davis (IL) 
DeGette 
DeLauro 
Deutch 
Dicks 
Dingell 
Doggett 
Doyle 
Edwards 
Ellison 
Engel 
Eshoo 
Farr 
Fattah 
Filner 
Frank (MA) 
Fudge 
Garamendi 
Gibson 
Gonzalez 
Green, Al 


Grijalva 
Gutierrez 
Hanabusa 
Hastings (FL) 
Heinrich 
Higgins 
Himes 
Hinchey 
Hinojosa 
Hirono 
Hochul 
Holden 
Holt 
Honda 
Hoyer 
Inslee 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Johnson (GA) 
Johnson, E. B. 
Jones 
Kaptur 
Keating 
Kildee 
Kind 
Kucinich 
Langevin 
Larsen (WA) 
Larson (CT) 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 
Loebsack 
Lofgren, Zoe 
Lowey 
Luján 
Lynch 
Maloney 
Manzullo 
Markey 
Matheson 
Matsui 
McCarthy (NY) 
McCollum 
McDermott 
McGovern 
McIntyre 
McNerney 
Meeks 
Michaud 
Miller (NC) 
Miller, George 
Moore 
Moran 
Murphy (CT) 
Nadler 
Napolitano 
Neal 
Olver 
Pallone 


Pascrell 
Pastor (AZ) 
Paul 
Payne 
Pelosi 
Perlmutter 
Peters 
Peterson 
Pingree (ME) 
Polis 
Price (NC) 
Quigley 
Rahall 
Rangel 
Renacci 
Reyes 
Richardson 
Richmond 
Rothman (NJ) 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schilling 
Schwartz 
Scott (VA) 
Scott, David 
Serrano 
Sewell 
Sherman 
Sires 
Slaughter 
Smith (WA) 
Speier 
Stark 
Sutton 
Terry 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Wilson (FL) 
Woolsey 
Wu 
Yarmuth 


NOT VOTING—6 


Giffords 
Gingrey (GA) 


Gohmert 
Lummis 


Stivers 
Young (AK) 


b 1437 


Mr. ROHRABACHER changed his 
vote from ‘‘no’’ to ‘‘aye.’’ 


So the resolution was agreed to. 
The result of the vote was announced 


as above recorded. 
A motion to reconsider was laid on 


the table. 
f 


ELECTION SUPPORT CONSOLIDA-
TION AND EFFICIENCY ACT 


The SPEAKER pro tempore. The un-
finished business is the vote on the mo-


tion to suspend the rules and pass the 
bill (H.R. 672) to terminate the Elec-
tion Assistance Commission, and for 
other purposes, as amended, on which 
the yeas and nays were ordered. 


The Clerk read the title of the bill. 
The SPEAKER pro tempore. The 


question is on the motion offered by 
the gentleman from Mississippi (Mr. 
HARPER) that the House suspend the 
rules and pass the bill, as amended. 


This will be a 5-minute vote. 
The vote was taken by electronic de-


vice, and there were—yeas 235, nays 
187, not voting 9, as follows: 


[Roll No. 466] 


YEAS—235 


Adams 
Aderholt 
Akin 
Alexander 
Amash 
Austria 
Bachmann 
Bachus 
Barletta 
Bartlett 
Barton (TX) 
Bass (NH) 
Benishek 
Berg 
Biggert 
Bilbray 
Bilirakis 
Bishop (UT) 
Black 
Blackburn 
Bonner 
Bono Mack 
Boustany 
Brady (TX) 
Brooks 
Broun (GA) 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Burton (IN) 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Carter 
Cassidy 
Chabot 
Chaffetz 
Coble 
Coffman (CO) 
Cole 
Conaway 
Cravaack 
Crawford 
Crenshaw 
Culberson 
Davis (KY) 
Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dold 
Dreier 
Duffy 
Duncan (SC) 
Duncan (TN) 
Ellmers 
Emerson 
Farenthold 
Fincher 
Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Franks (AZ) 
Frelinghuysen 
Gallegly 
Gardner 
Garrett 
Gerlach 


Gibbs 
Gibson 
Gingrey (GA) 
Gohmert 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Hall 
Hanna 
Harper 
Harris 
Hartzler 
Hastings (WA) 
Hayworth 
Heck 
Hensarling 
Herger 
Herrera Beutler 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Hurt 
Issa 
Jenkins 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jones 
Jordan 
Kelly 
King (IA) 
King (NY) 
Kingston 
Kinzinger (IL) 
Kline 
Labrador 
Lamborn 
Lance 
Landry 
Lankford 
Latham 
LaTourette 
Latta 
Lewis (CA) 
LoBiondo 
Long 
Lucas 
Luetkemeyer 
Lungren, Daniel 


E. 
Mack 
Manzullo 
Marchant 
Marino 
McCarthy (CA) 
McCaul 
McClintock 
McCotter 
McHenry 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Mica 
Miller (FL) 
Miller (MI) 
Miller, Gary 


Mulvaney 
Murphy (PA) 
Myrick 
Neugebauer 
Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Palazzo 
Paul 
Paulsen 
Pearce 
Pence 
Petri 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Posey 
Price (GA) 
Quayle 
Reed 
Rehberg 
Reichert 
Renacci 
Ribble 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rohrabacher 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (FL) 
Royce 
Runyan 
Ryan (WI) 
Scalise 
Schilling 
Schmidt 
Schock 
Schweikert 
Scott (SC) 
Scott, Austin 
Sensenbrenner 
Sessions 
Shimkus 
Shuster 
Simpson 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Southerland 
Stearns 
Stutzman 
Terry 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Turner 
Upton 
Walberg 
Walden 
Walsh (IL) 
Webster 
West 
Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 
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adopted a regionalized BAH approach 
based on the address of the institution. 


This is intended to help ensure that 
individuals who could best benefit from 
enrollment in the Chapter 31 program 
are not faced with a disincentive to do 
so. 


With regard to the second issue, VA 
is permitted to pay certain costs asso-
ciated with enrollment of an individual 
in a program of rehabilitation—for ex-
ample, fees, equipment, and supplies. 
However, there are other costs that an 
individual might incur that are not 
covered by VA and these costs could 
represent a substantial barrier to the 
successful completion of a program. An 
example could be that of a single young 
mother with young children who—in 
order to attend classes—needs child 
care. Another example might be a vet-
eran who lost both legs in service and 
needs a new suit in order to make the 
most favorable impression at the inter-
view with a prospective employer. 


The legislation I am introducing 
today would require VA to issue regu-
lations providing for the reimburse-
ment of incidental costs associated 
with obstacles that pose substantial 
barriers to successful completion of a 
program. I believe that this will sub-
stantially increase the ability of many 
individuals to finish their rehabilita-
tion programs and be placed in reward-
ing jobs. 


I also believe we need to repeal the 
cap on the number of individuals who 
may be enrolled in a program of Inde-
pendent Living services under the 
Chapter 31 program. Current law pro-
vides that individuals for whom a de-
termination is made that a program of 
rehabilitation leading to employment 
is not reasonably feasible may be eligi-
ble for enrollment in a program of 
independent living services which is de-
signed to help the individual achieve a 
maximum level of independence in 
daily life. However, the number of vet-
erans who in any one year may enroll 
in these programs is capped at 2,600. 


Even though the VA has testified in 
the past that this enrollment cap does 
not present any problem for the effec-
tive conduct of the program, I remain 
concerned—despite the fact that last 
year Congress raised the cap from 2,500 
to 2,600 in P.L. 110–389—that the effect 
of the cap is to put downward pressure 
on VA’s enrollment of eligible veterans 
in this very important program. This is 
of particular concern when so many of 
today’s returning servicemembers suf-
fer from disabilities that may require 
extensive periods of rehabilitation and 
assistance in achieving independence 
in their daily lives that can result from 
such conditions as traumatic brain in-
jury or PTSD. 


Disabled veterans are transitioning 
from military service into an economy 
that is changing, challenging, and con-
tracting at historic rates. My bill will 
give these veterans more of the help 
they need by increasing program flexi-
bility and boosting the living stipend 
for disabled veterans undergoing reha-
bilitation. 


While there will be costs associated 


with this legislation, the veterans who 


are served by the chapter 31 rehabilita-


tion and employment program are the 


highest priority for our Nation—indi-


viduals who have incurred service-con-


nected disabilities in service to the 


country. This truly is one of the costs 


of war that must be borne. 
I look forward to working with my 


colleagues in moving this legislation 


through the Congress. 
Mr. President, I ask unanimous con-


sent that the text of the bill be printed 


in the RECORD. 
There being no objection, the text of 


the bill was ordered to be placed in the 


RECORD, as follows: 


S. 514 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE. 


This Act may be cited as the ‘‘Veterans 


Rehabilitation and Training Improvements 


Act of 2009’’ 


SEC. 2. SUBSISTENCE ALLOWANCE FOR VET-
ERANS PARTICIPATING IN A PRO-
GRAM OF REHABILITATION. 


(a) MODIFICATION OF AMOUNT OF SUBSIST-


ENCE ALLOWANCE.—Subsection (b) of section 


3108 of title 38, United States Code, is amend-


ed to read as follows: 
‘‘(b) Except as otherwise provided in this 


section, the amount of the subsistence allow-


ance to be paid to a veteran under this chap-


ter for a month during which the veteran 


participates in a rehabilitation program 


under this chapter shall be the amount equal 


to the national average of the amount of 


basic allowance for housing payable under 


section 403 of title 37 for that month for a 


member of the uniformed services in pay 


grade E–5 with or without dependents, as ap-


plicable.’’. 
(b) EFFECTIVE DATE.—The amendment 


made by subsection (a) shall take effect on 


October 1, 2009, and shall apply with respect 


to subsistence allowances payable under 


chapter 31 of title 38, United States Code, for 


months beginning on or after that date. 


SEC. 3. REIMBURSEMENT FOR COSTS OF PAR-
TICIPATION IN A PROGRAM OF RE-
HABILITATION FOLLOWING SUC-
CESSFUL COMPLETION OF PRO-
GRAM OF REHABILITATION. 


Section 3108 of title 38, United States Code, 


is amended by adding at the end the fol-


lowing new subsection: 


‘‘(j)(1) The Secretary may, under such reg-


ulations as the Secretary shall prescribe for 


purposes of this subsection, pay to each vet-


eran who successfully completes participa-


tion in a rehabilitation program under this 


chapter an amount to reimburse the veteran 


for costs incurred by veteran as a direct con-


sequence of participation in the program. 


The costs for which payment may be made 


under this subsection may include child care 


expenses, costs for clothing for interviews 


for employment, and such other costs as the 


Secretary may prescribe in such regulations. 


The amounts payable in reimbursement for 


any such costs shall be the amounts deter-


mined in accordance with such regulations. 


‘‘(2) Any payment of costs in reimburse-


ment of a veteran under this subsection is in 


addition to the subsistence allowance pay-


able to the veteran under this section.’’. 


SEC. 4. REPEAL OF LIMITATION ON NUMBER OF 
VETERANS ENROLLED IN PRO-
GRAMS OF INDEPENDENT LIVING 
SERVICES AND ASSISTANCE. 


Section 3120 of title 38, United States Code, 


is amended— 


(1) by striking subsection (e); and 


(2) by redesignating subsection (f) as sub-


section (e). 


By Mr. LEAHY (for himself, Mr. 


HATCH, Mr. SCHUMER, Mr. 


CRAPO, Mr. WHITEHOUSE, Mr. 


RISCH, and Mrs. GILLIBRAND): 
S. 515. A bill to amend title 35, 


United States Code, to provide for pat-
ent reform; to the Committee on the 
Judiciary. 


Mr. LEAHY. Mr. President, ingenuity 
and innovation have been a corner-
stone of the American economy from 
the time Thomas Jefferson issued the 
first patent to today. 


The Founding Fathers recognized the 
importance of promoting innovation, 
and the Constitution explicitly grants 
Congress the power to ‘‘promote the 
progress and science and useful arts, by 
securing for limited times to . . . inven-
tors the exclusive right to their respec-
tive . . . discoveries.’’ The discoveries 
made by American inventors and re-
search institutions, commercialized by 
our companies, and protected and pro-
moted by our patent laws have made 
our system the envy of the world. 


The legislation I introduce today 
with Senator HATCH, and many others 
and from across the political spectrum, 
will keep America in its longstanding 
position at the pinnacle of innovation. 
This bill will establish a more efficient 
and streamlined patent system that 
will improve patent quality and limit 
unnecessary and counterproductive 
litigation costs, while making sure no 
party’s access to court is denied. 


Innovation and economic develop-
ment are not uniquely Democratic or 
Republican objectives. I have been 
working on the Patent Reform Act on 
a bipartisan basis with Senator HATCH 
and others for several years—and Sen-
ator HATCH and I worked on various 
patent issues for many years before 
that. 


Last Congress, I introduced, along 
with Senator HATCH, the Patent Re-
form Act of 2007, which is the precursor 
to the legislation we introduce today. 
That bill was the subject of consider-
ation and amendments over four weeks 
of mark-up sessions in the Senate Judi-
ciary Committee. After the Judiciary 
Committee voted to approve the bill in 
July 2007, we continued to hold numer-
ous meetings, briefings, and stake-
holder roundtables—again, on a bipar-
tisan basis. 


The legislation we introduce today 
picks up where we left off in those dis-
cussions. We have made some changes 
from the Committee-approved bill in 
response to concerns we heard from 
groups ranging from labor unions to 
small inventors to manufacturers. We 
have removed the requirement that all 
patent applications be published 18 
months after they are filed and we 
have removed the requirement for Ap-
plicant Quality Submissions. We have 
also adopted the House approach to im-
proving the current inter partes reex-
amination process, rather than cre-
ating a new second window post-grant 
review. 
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Perhaps the most hotly debated topic 


in the patent reform debate last Con-


gress was the damages provision. The 


reasonable royalty language in the bill 


we introduce today is identical to the 


language approved by the Judiciary 


Committee last Congress. While I 


strongly support this language, I am 


prepared to continue the conversation 


and debate from the last Congress in 


order to find the best language we can. 
There have been several positive de-


velopments since the Committee voted 


to report the legislation in July 2007. 


Senator SPECTER has made construc-


tive suggestions about a ‘‘gate keep-


ing’’ role for the court in damage cal-


culations. The Supreme Court’s Quanta 


decision may offer a useful way of de-


scribing the truly inventive feature of 


a patent. There is much work to do on 


this provision and I am optimistic that 


by continuing to work together, we 


will find the right language. 
During consideration of the Patent 


Reform Act of 2007 in Committee last 


Congress, I offered an amendment, 


which was adopted, to codify the in-


equitable conduct doctrine. Senator 


HATCH has asked that the provision be 


removed on introduction this year. I 


understand that the issue of inequi-


table conduct is very important to Sen-


ator HATCH, and I will work with him 


to address any statutory changes. 
It has been more than 50 years since 


Congress significantly updated the pat-


ent system. In the decades since, our 


economy has changed dramatically. No 


longer is the economy defined only by 


assembly lines and brick-and-mortar 


production. We are living in the Infor-


mation Age, and the products and proc-


esses that are being patented are 


changing as quickly as the times them-


selves. 
A patent system developed for a 1952 


economy, needs to be reconsidered in 


light of 21st century realities, while 


staying true to our constitutional im-


perative. The patent laws that were 


sufficiently robust for promoting inno-


vation and economic development are 


now actually impeding growth, harm-


ing innovators and raising prices on 


consumers. 
The array of voices heard in this de-


bate—representing virtually all sectors 


of the economy and all interests in the 


patent system—have certainly not 


been uniform, but three major areas of 


concern with the current patent sys-


tem can be distilled from their discus-


sions. 
First, there is significant concern 


that the U.S. Patent and Trademark 


Office, PTO, is issuing low quality pat-


ents. Patent examiners are facing a dif-


ficult task given the explosion in the 


number of applications and the increas-


ing complexity of those applications. 


When Congress last overhauled the pat-


ent system in 1952, the PTO received 


approximately 60,000 patent applica-


tions; in 2006, it received 440,000. Clear-


ly, this puts a strain on the system and 


understandably affects the quality of 


patents issued. 


Second, the costs and uncertainty as-
sociated with patent litigation have es-
calated in recent years, and are cre-
ating an unbearable drag on innova-
tion. Damage awards are inconsistent 
and too often fail to focus on the value 
of the invention to the infringing prod-
uct. This disconnect and uncertainty is 
a problem that also leads to unreason-
able posturing during licensing nego-
tiations. 


Third, as business and competition 
become more global, patent applicants 
are increasingly filing patent applica-
tions in other countries for protection 
of their inventions. The filing system 
in the United States, known as ‘‘first- 
to-invent,’’ differs from that in other 
patent-issuing jurisdictions, which 
have ‘‘first-to-file’’ systems. This 
causes confusion and inefficiencies for 
American companies and innovators. 


The Patent Reform Act of 2009 pro-
motes innovation, and will improve our 
economy, by addressing these impedi-
ments to growth. As the administra-
tion endeavors to guide the economy 
out of the recession, as payrolls shrink 
and the jobless rate rises, Congress 
cannot afford to sit idly by while inno-
vation—the engine of our economy—is 
impeded by outdated laws. 


Our legislation ensures that, in the 
Information Age, we have the legal 
landscape necessary for our innovators 
to flourish. It will improve the quality 
of patents and remove the ambiguity 
from the process of litigating patent 
claims, which will promote innovation 
stifled by the current system. As inno-
vation is encouraged, and excessive 
litigation costs are removed, competi-
tion will increase and the consumer 
cost of products will fall. In this way, 
the bill directly benefits both creators 
and consumers of inventive products. 


Patent reform is ultimately about 
economic development. It is about 
jobs, it is about innovation, and it is 
about consumers. All benefit under a 
patent system that reduces unneces-
sary costs, removes inefficiencies, and 
holds true to the vision of our Found-
ers that Congress should establish a 
national policy that promotes the 
progress of science and the useful arts. 


When Thomas Jefferson issued that 
first patent in 1790—a patent that went 
to a Vermonter—no one could have pre-
dicted how the American economy 
would develop and what changes would 
be needed for the law to keep pace, but 
the purpose then remains the purpose 
today—promoting progress. 


As I said when I introduced the Pat-
ent Reform Act last Congress: If we are 
to maintain our position at the fore-
front of the world’s economy, if we are 
to continue to lead the world in inno-
vation and production, if we are to con-
tinue to benefit from the ideas of the 
most creative citizens, then we must 
have a patent system that produces 
high quality patents, that limits coun-
terproductive litigation over those pat-
ents, and that makes the entire system 
more streamlined and efficient. 


Now is the time to bolster our role as 
the world leader in innovation. Now is 


the time to create jobs at home. Now is 


the time for Congress to act on patent 


reform. 
Mr. President, I ask unanimous con-


sent that the text of the bill be printed 


in the RECORD. 
There being no objection, the text of 


the bill was ordered to be printed in 


the RECORD, as follows: 


S. 515 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE; TABLE OF CONTENTS. 


(a) SHORT TITLE.—This Act may be cited as 


the ‘‘Patent Reform Act of 2009’’. 
(b) TABLE OF CONTENTS.—The table of con-


tents for this Act is as follows: 


Sec. 1. Short title; table of contents. 
Sec. 2. Right of the first inventor to file. 
Sec. 3. Inventor’s oath or declaration. 
Sec. 4. Right of the inventor to obtain dam-


ages. 
Sec. 5. Post-grant procedures and other 


quality enhancements. 
Sec. 6. Definitions; patent trial and appeal 


board. 
Sec. 7. Preissuance submissions by third 


parties. 
Sec. 8. Venue and jurisdiction. 
Sec. 9. Patent and trademark office regu-


latory authority. 
Sec. 10. Residency of Federal Circuit judges. 
Sec. 11. Micro-entity defined. 
Sec. 12. Technical amendments. 
Sec. 13. Effective date; rule of construction. 
Sec. 14. Severability. 


SEC. 2. RIGHT OF THE FIRST INVENTOR TO FILE. 
(a) DEFINITIONS.—Section 100 of title 35, 


United States Code, is amended by adding at 


the end the following: 
‘‘(f) The term ‘inventor’ means the indi-


vidual or, if a joint invention, the individ-


uals collectively who invented or discovered 


the subject matter of the invention. 
‘‘(g) The terms ‘joint inventor’ and ‘co-


inventor’ mean any 1 of the individuals who 


invented or discovered the subject matter of 


a joint invention. 
‘‘(h) The ‘effective filing date of a claimed 


invention’ is— 


‘‘(1) the filing date of the patent or the ap-


plication for the patent containing the claim 


to the invention; or 


‘‘(2) if the patent or application for patent 


is entitled to a right of priority of any other 


application under section 119, 365(a), or 365(b) 


or to the benefit of an earlier filing date in 


the United States under section 120, 121, or 


365(c), the filing date of the earliest such ap-


plication in which the claimed invention is 


disclosed in the manner provided by the first 


paragraph of section 112. 
‘‘(i) The term ‘claimed invention’ means 


the subject matter defined by a claim in a 


patent or an application for a patent. 
‘‘(j) The term ‘joint invention’ means an 


invention resulting from the collaboration of 


inventive endeavors of 2 or more persons 


working toward the same end and producing 


an invention by their collective efforts.’’. 
(b) CONDITIONS FOR PATENTABILITY.— 


(1) IN GENERAL.—Section 102 of title 35, 


United States Code, is amended to read as 


follows: 


‘‘§ 102. Conditions for patentability; novelty 
‘‘(a) NOVELTY; PRIOR ART.—A patent for a 


claimed invention may not be obtained if— 


‘‘(1) the claimed invention was patented, 


described in a printed publication, or in pub-


lic use, on sale, or otherwise available to the 


public— 


‘‘(A) more than 1 year before the effective 


filing date of the claimed invention; or 


‘‘(B) 1 year or less before the effective fil-


ing date of the claimed invention, other than 
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through disclosures made by the inventor or 


a joint inventor or by others who obtained 


the subject matter disclosed directly or indi-


rectly from the inventor or a joint inventor; 


or 


‘‘(2) the claimed invention was described in 


a patent issued under section 151, or in an ap-


plication for patent published or deemed 


published under section 122(b), in which the 


patent or application, as the case may be, 


names another inventor and was effectively 


filed before the effective filing date of the 


claimed invention. 


‘‘(b) EXCEPTIONS.— 


‘‘(1) PRIOR INVENTOR DISCLOSURE EXCEP-


TION.—Subject matter that would otherwise 


qualify as prior art based upon a disclosure 


under subparagraph (B) of subsection (a)(1) 


shall not be prior art to a claimed invention 


under that subparagraph if the subject mat-


ter had, before such disclosure, been publicly 


disclosed by the inventor or a joint inventor 


or others who obtained the subject matter 


disclosed directly or indirectly from the in-


ventor or a joint inventor. 


‘‘(2) DERIVATION, PRIOR DISCLOSURE, AND 


COMMON ASSIGNMENT EXCEPTIONS.—Subject 


matter that would otherwise qualify as prior 


art only under subsection (a)(2), after taking 


into account the exception under paragraph 


(1), shall not be prior art to a claimed inven-


tion if— 


‘‘(A) the subject matter was obtained di-


rectly or indirectly from the inventor or a 


joint inventor; 


‘‘(B) the subject matter had been publicly 


disclosed by the inventor or a joint inventor 


or others who obtained the subject matter 


disclosed, directly or indirectly, from the in-


ventor or a joint inventor before the effec-


tive filing date of the application or patent 


set forth under subsection (a)(2); or 


‘‘(C) the subject matter and the claimed in-


vention, not later than the effective filing 


date of the claimed invention, were owned by 


the same person or subject to an obligation 


of assignment to the same person. 


‘‘(3) JOINT RESEARCH AGREEMENT EXCEP-


TION.— 


‘‘(A) IN GENERAL.—Subject matter and a 


claimed invention shall be deemed to have 


been owned by the same person or subject to 


an obligation of assignment to the same per-


son in applying the provisions of paragraph 


(2) if— 


‘‘(i) the claimed invention was made by or 


on behalf of parties to a joint research agree-


ment that was in effect on or before the ef-


fective filing date of the claimed invention; 


‘‘(ii) the claimed invention was made as a 


result of activities undertaken within the 


scope of the joint research agreement; and 


‘‘(iii) the application for patent for the 


claimed invention discloses or is amended to 


disclose the names of the parties to the joint 


research agreement. 


‘‘(B) For purposes of subparagraph (A), the 


term ‘joint research agreement’ means a 


written contract, grant, or cooperative 


agreement entered into by 2 or more persons 


or entities for the performance of experi-


mental, developmental, or research work in 


the field of the claimed invention. 


‘‘(4) PATENTS AND PUBLISHED APPLICATIONS 


EFFECTIVELY FILED.—A patent or application 


for patent is effectively filed under sub-


section (a)(2) with respect to any subject 


matter described in the patent or applica-


tion— 


‘‘(A) as of the filing date of the patent or 


the application for patent; or 


‘‘(B) if the patent or application for patent 


is entitled to claim a right of priority under 


section 119, 365(a), or 365(b) or to claim the 


benefit of an earlier filing date under section 


120, 121, or 365(c), based upon 1 or more prior 


filed applications for patent, as of the filing 


date of the earliest such application that de-


scribes the subject matter.’’. 


(2) CONFORMING AMENDMENT.—The item re-


lating to section 102 in the table of sections 


for chapter 10 of title 35, United States Code, 


is amended to read as follows: 


‘‘102. Conditions for patentability; novelty.’’. 


(c) CONDITIONS FOR PATENTABILITY; NON-


OBVIOUS SUBJECT MATTER.—Section 103 of 


title 35, United States Code, is amended to 


read as follows: 


‘‘§ 103. Conditions for patentability; non-
obvious subject matter 
‘‘A patent for a claimed invention may not 


be obtained though the claimed invention is 


not identically disclosed as set forth in sec-


tion 102, if the differences between the 


claimed invention and the prior art are such 


that the claimed invention as a whole would 


have been obvious before the effective filing 


date of the claimed invention to a person 


having ordinary skill in the art to which the 


claimed invention pertains. Patentability 


shall not be negated by the manner in which 


the invention was made.’’. 
(d) REPEAL OF REQUIREMENTS FOR INVEN-


TIONS MADE ABROAD.—Section 104 of title 35, 


United States Code, and the item relating to 


that section in the table of sections for chap-


ter 10 of title 35, United States Code, are re-


pealed. 
(e) REPEAL OF STATUTORY INVENTION REG-


ISTRATION.— 


(1) IN GENERAL.—Section 157 of title 35, 


United States Code, and the item relating to 


that section in the table of sections for chap-


ter 14 of title 35, United States Code, are re-


pealed. 


(2) REMOVAL OF CROSS REFERENCES.—Sec-


tion 111(b)(8) of title 35, United States Code, 


is amended by striking ‘‘sections 115, 131, 135, 


and 157’’ and inserting ‘‘sections 131 and 135’’. 
(f) EARLIER FILING DATE FOR INVENTOR AND 


JOINT INVENTOR.—Section 120 of title 35, 


United States Code, is amended by striking 


‘‘which is filed by an inventor or inventors 


named’’ and inserting ‘‘which names an in-


ventor or joint inventor’’. 
(g) CONFORMING AMENDMENTS.— 


(1) RIGHT OF PRIORITY.—Section 172 of title 


35, United States Code, is amended by strik-


ing ‘‘and the time specified in section 


102(d)’’. 


(2) LIMITATION ON REMEDIES.—Section 


287(c)(4) of title 35, United States Code, is 


amended by striking ‘‘the earliest effective 


filing date of which is prior to’’ and inserting 


‘‘which has an effective filing date before’’. 


(3) INTERNATIONAL APPLICATION DESIG-


NATING THE UNITED STATES: EFFECT.—Section 


363 of title 35, United States Code, is amend-


ed by striking ‘‘except as otherwise provided 


in section 102(e) of this title’’. 


(4) PUBLICATION OF INTERNATIONAL APPLICA-


TION: EFFECT.—Section 374 of title 35, United 


States Code, is amended by striking ‘‘sec-


tions 102(e) and 154(d)’’ and inserting ‘‘sec-


tion 154(d)’’. 


(5) PATENT ISSUED ON INTERNATIONAL APPLI-


CATION: EFFECT.—The second sentence of sec-


tion 375(a) of title 35, United States Code, is 


amended by striking ‘‘Subject to section 


102(e) of this title, such’’ and inserting 


‘‘Such’’. 


(6) LIMIT ON RIGHT OF PRIORITY.—Section 


119(a) of title 35, United States Code, is 


amended by striking ‘‘; but no patent shall 


be granted’’ and all that follows through 


‘‘one year prior to such filing’’. 


(7) INVENTIONS MADE WITH FEDERAL ASSIST-


ANCE.—Section 202(c) of title 35, United 


States Code, is amended— 


(A) in paragraph (2)— 


(i) by striking ‘‘publication, on sale, or 


public use,’’ and all that follows through 


‘‘obtained in the United States’’ and insert-


ing ‘‘the 1-year period referred to in section 


102(a) would end before the end of that 2-year 


period’’; and 


(ii) by striking ‘‘the statutory’’ and insert-


ing ‘‘that 1-year’’; and 


(B) in paragraph (3), by striking ‘‘any stat-


utory bar date that may occur under this 


title due to publication, on sale, or public 


use’’ and inserting ‘‘the expiration of the 1- 


year period referred to in section 102(a)’’. 


(h) REPEAL OF INTERFERING PATENT REM-


EDIES.—Section 291 of title 35, United States 


Code, and the item relating to that section 


in the table of sections for chapter 29 of title 


35, United States Code, are repealed. 


(i) ACTION FOR CLAIM TO PATENT ON DE-


RIVED INVENTION.—Section 135 of title 35, 


United States Code, is amended to read as 


follows: 


‘‘(a) DISPUTE OVER RIGHT TO PATENT.— 


‘‘(1) INSTITUTION OF DERIVATION PRO-


CEEDING.—An applicant may request initi-


ation of a derivation proceeding to deter-


mine the right of the applicant to a patent 


by filing a request which sets forth with par-


ticularity the basis for finding that an ear-


lier applicant derived the claimed invention 


from the applicant requesting the proceeding 


and, without authorization, filed an applica-


tion claiming such invention. Any such re-


quest may only be made within 12 months 


after the date of first publication of an appli-


cation containing a claim that is the same or 


is substantially the same as the claimed in-


vention, must be made under oath, and must 


be supported by substantial evidence. When-


ever the Director determines that patents or 


applications for patent naming different in-


dividuals as the inventor interfere with one 


another because of a dispute over the right 


to patent under section 101, the Director 


shall institute a derivation proceeding for 


the purpose of determining which applicant 


is entitled to a patent. 


‘‘(2) DETERMINATION BY PATENT TRIAL AND 


APPEAL BOARD.—In any proceeding under this 


subsection, the Patent Trial and Appeal 


Board— 


‘‘(A) shall determine the question of the 


right to patent; 


‘‘(B) in appropriate circumstances, may 


correct the naming of the inventor in any 


application or patent at issue; and 


‘‘(C) shall issue a final decision on the 


right to patent. 


‘‘(3) DERIVATION PROCEEDING.—The Board 


may defer action on a request to initiate a 


derivation proceeding until 3 months after 


the date on which the Director issues a pat-


ent to the applicant that filed the earlier ap-


plication. 


‘‘(4) EFFECT OF FINAL DECISION.—The final 


decision of the Patent Trial and Appeal 


Board, if adverse to the claim of an appli-


cant, shall constitute the final refusal by the 


United States Patent and Trademark Office 


on the claims involved. The Director may 


issue a patent to an applicant who is deter-


mined by the Patent Trial and Appeal Board 


to have the right to patent. The final deci-


sion of the Board, if adverse to a patentee, 


shall, if no appeal or other review of the de-


cision has been or can be taken or had, con-


stitute cancellation of the claims involved in 


the patent, and notice of such cancellation 


shall be endorsed on copies of the patent dis-


tributed after such cancellation by the 


United States Patent and Trademark Office. 


‘‘(b) SETTLEMENT.—Parties to a derivation 


proceeding may terminate the proceeding by 


filing a written statement reflecting the 


agreement of the parties as to the correct in-


ventors of the claimed invention in dispute. 


Unless the Patent Trial and Appeal Board 


finds the agreement to be inconsistent with 


the evidence of record, it shall take action 


consistent with the agreement. Any written 


settlement or understanding of the parties 
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shall be filed with the Director. At the re-


quest of a party to the proceeding, the agree-


ment or understanding shall be treated as 


business confidential information, shall be 


kept separate from the file of the involved 


patents or applications, and shall be made 


available only to Government agencies on 


written request, or to any person on a show-


ing of good cause. 
‘‘(c) ARBITRATION.—Parties to a derivation 


proceeding, within such time as may be spec-


ified by the Director by regulation, may de-


termine such contest or any aspect thereof 


by arbitration. Such arbitration shall be 


governed by the provisions of title 9 to the 


extent such title is not inconsistent with 


this section. The parties shall give notice of 


any arbitration award to the Director, and 


such award shall, as between the parties to 


the arbitration, be dispositive of the issues 


to which it relates. The arbitration award 


shall be unenforceable until such notice is 


given. Nothing in this subsection shall pre-


clude the Director from determining patent-


ability of the invention involved in the deri-


vation proceeding.’’. 
(j) ELIMINATION OF REFERENCES TO INTER-


FERENCES.—(1) Sections 6, 41, 134, 141, 145, 146, 


154, 305, and 314 of title 35, United States 


Code, are each amended by striking ‘‘Board 


of Patent Appeals and Interferences’’ each 


place it appears and inserting ‘‘Patent Trial 


and Appeal Board’’. 
(2) Sections 141, 146, and 154 of title 35, 


United States Code, are each amended— 


(A) by striking ‘‘an interference’’ each 


place it appears and inserting ‘‘a derivation 


proceeding’’; and 


(B) by striking ‘‘interference’’ each addi-


tional place it appears and inserting ‘‘deriva-


tion proceeding’’. 
(3) The section heading for section 134 of 


title 35, United States Code, is amended to 


read as follows: 


‘‘§ 134. Appeal to the Patent Trial and Appeal 
Board’’. 
(4) The section heading for section 135 of 


title 35, United States Code, is amended to 


read as follows: 


‘‘§ 135. Derivation proceedings’’. 
(5) The section heading for section 146 of 


title 35, United States Code, is amended to 


read as follows: 


‘‘§ 146. Civil action in case of derivation pro-
ceeding’’. 
(6) Section 154(b)(1)(C) of title 35, United 


States Code, is amended by striking ‘‘INTER-


FERENCES’’ and inserting ‘‘DERIVATION PRO-


CEEDINGS’’. 
(7) The item relating to section 6 in the 


table of sections for chapter 1 of title 35, 


United States Code, is amended to read as 


follows: 


‘‘6. Patent Trial and Appeal Board.’’. 


(8) The items relating to sections 134 and 


135 in the table of sections for chapter 12 of 


title 35, United States Code, are amended to 


read as follows: 


‘‘134. Appeal to the Patent Trial and Appeal 


Board. 
‘‘135. Derivation proceedings.’’. 


(9) The item relating to section 146 in the 


table of sections for chapter 13 of title 35, 


United States Code, is amended to read as 


follows: 


‘‘146. Civil action in case of derivation pro-


ceeding.’’. 


(10) CERTAIN APPEALS.—Section 


1295(a)(4)(A) of title 28, United States Code, 


is amended to read as follows: 


‘‘(A) the Patent Trial and Appeal Board of 


the United States Patent and Trademark Of-


fice with respect to patent applications, in-


terference proceedings (commenced before 


the date of enactment of the Patent Reform 


Act of 2009), derivation proceedings, and 


post-grant review proceedings, at the in-


stance of an applicant for a patent or any 


party to a patent interference (commenced 


before the effective date of the Patent Re-


form Act of 2009), derivation proceeding, or 


post-grant review proceeding, and any such 


appeal shall waive any right of such appli-


cant or party to proceed under section 145 or 


146 of title 35;’’. 
(k) SEARCH AND EXAMINATION FUNCTIONS.— 


Section 131 of title 35, United States Code, is 


amended by— 


(1) by striking ‘‘The Director shall cause’’ 


and inserting ‘‘(a) IN GENERAL.—The Direc-


tor shall cause’’; and 


(2) by adding at the end the following: 
‘‘(b) SEARCH AND EXAMINATION FUNC-


TIONS.—To the extent consistent with United 


States obligations under international 


agreements, examination and search duties 


for the grant of a United States patent are 


sovereign functions which shall be performed 


within the United States by United States 


citizens who are employees of the United 


States Government.’’. 


SEC. 3. INVENTOR’S OATH OR DECLARATION. 
(a) INVENTOR’S OATH OR DECLARATION.— 


(1) IN GENERAL.—Section 115 of title 35, 


United States Code, is amended to read as 


follows: 


‘‘§ 115. Inventor’s oath or declaration 
‘‘(a) NAMING THE INVENTOR; INVENTOR’S 


OATH OR DECLARATION.—An application for 


patent that is filed under section 111(a), that 


commences the national stage under section 


363, or that is filed by an inventor for an in-


vention for which an application has pre-


viously been filed under this title by that in-


ventor shall include, or be amended to in-


clude, the name of the inventor of any 


claimed invention in the application. Except 


as otherwise provided in this section, an in-


dividual who is the inventor or a joint inven-


tor of a claimed invention in an application 


for patent shall execute an oath or declara-


tion in connection with the application. 
‘‘(b) REQUIRED STATEMENTS.—An oath or 


declaration under subsection (a) shall con-


tain statements that— 


‘‘(1) the application was made or was au-


thorized to be made by the affiant or declar-


ant; and 


‘‘(2) such individual believes himself or 


herself to be the original inventor or an 


original joint inventor of a claimed inven-


tion in the application. 
‘‘(c) ADDITIONAL REQUIREMENTS.—The Di-


rector may specify additional information 


relating to the inventor and the invention 


that is required to be included in an oath or 


declaration under subsection (a). 
‘‘(d) SUBSTITUTE STATEMENT.— 


‘‘(1) IN GENERAL.—In lieu of executing an 


oath or declaration under subsection (a), the 


applicant for patent may provide a sub-


stitute statement under the circumstances 


described in paragraph (2) and such addi-


tional circumstances that the Director may 


specify by regulation. 


‘‘(2) PERMITTED CIRCUMSTANCES.—A sub-


stitute statement under paragraph (1) is per-


mitted with respect to any individual who— 


‘‘(A) is unable to file the oath or declara-


tion under subsection (a) because the indi-


vidual— 


‘‘(i) is deceased; 


‘‘(ii) is under legal incapacity; or 


‘‘(iii) cannot be found or reached after dili-


gent effort; or 


‘‘(B) is under an obligation to assign the 


invention but has refused to make the oath 


or declaration required under subsection (a). 


‘‘(3) CONTENTS.—A substitute statement 


under this subsection shall— 


‘‘(A) identify the individual with respect to 


whom the statement applies; 


‘‘(B) set forth the circumstances rep-


resenting the permitted basis for the filing of 


the substitute statement in lieu of the oath 


or declaration under subsection (a); and 


‘‘(C) contain any additional information, 


including any showing, required by the Di-


rector. 
‘‘(e) MAKING REQUIRED STATEMENTS IN AS-


SIGNMENT OF RECORD.—An individual who is 


under an obligation of assignment of an ap-


plication for patent may include the re-


quired statements under subsections (b) and 


(c) in the assignment executed by the indi-


vidual, in lieu of filing such statements sepa-


rately. 
‘‘(f) TIME FOR FILING.—A notice of allow-


ance under section 151 may be provided to an 


applicant for patent only if the applicant for 


patent has filed each required oath or dec-


laration under subsection (a) or has filed a 


substitute statement under subsection (d) or 


recorded an assignment meeting the require-


ments of subsection (e). 
‘‘(g) EARLIER-FILED APPLICATION CON-


TAINING REQUIRED STATEMENTS OR SUB-


STITUTE STATEMENT.—The requirements 


under this section shall not apply to an indi-


vidual with respect to an application for pat-


ent in which the individual is named as the 


inventor or a joint inventor and that claims 


the benefit under section 120 or 365(c) of the 


filing of an earlier-filed application, if— 


‘‘(1) an oath or declaration meeting the re-


quirements of subsection (a) was executed by 


the individual and was filed in connection 


with the earlier-filed application; 


‘‘(2) a substitute statement meeting the re-


quirements of subsection (d) was filed in the 


earlier filed application with respect to the 


individual; or 


‘‘(3) an assignment meeting the require-


ments of subsection (e) was executed with re-


spect to the earlier-filed application by the 


individual and was recorded in connection 


with the earlier-filed application. 
‘‘(h) SUPPLEMENTAL AND CORRECTED STATE-


MENTS; FILING ADDITIONAL STATEMENTS.— 


‘‘(1) IN GENERAL.—Any person making a 


statement required under this section may 


withdraw, replace, or otherwise correct the 


statement at any time. If a change is made 


in the naming of the inventor requiring the 


filing of 1 or more additional statements 


under this section, the Director shall estab-


lish regulations under which such additional 


statements may be filed. 


‘‘(2) SUPPLEMENTAL STATEMENTS NOT RE-


QUIRED.—If an individual has executed an 


oath or declaration under subsection (a) or 


an assignment meeting the requirements of 


subsection (e) with respect to an application 


for patent, the Director may not thereafter 


require that individual to make any addi-


tional oath, declaration, or other statement 


equivalent to those required by this section 


in connection with the application for patent 


or any patent issuing thereon. 


‘‘(3) SAVINGS CLAUSE.—No patent shall be 


invalid or unenforceable based upon the fail-


ure to comply with a requirement under this 


section if the failure is remedied as provided 


under paragraph (1). 
‘‘(i) ACKNOWLEDGMENT OF PENALTIES.—Any 


declaration or statement filed pursuant to 


this section shall contain an acknowledg-


ment that any willful false statement made 


in such declaration or statement is punish-


able under section 1001 of title 18 by fine or 


imprisonment of not more than 5 years, or 


both.’’. 


(2) RELATIONSHIP TO DIVISIONAL APPLICA-


TIONS.—Section 121 of title 35, United States 


Code, is amended by striking ‘‘If a divisional 


application’’ and all that follows through 


‘‘inventor.’’. 


(3) REQUIREMENTS FOR NONPROVISIONAL AP-


PLICATIONS.—Section 111(a) of title 35, United 


States Code, is amended— 
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(A) in paragraph (2)(C), by striking ‘‘by the 


applicant’’ and inserting ‘‘or declaration’’; 


(B) in the heading for paragraph (3), by 


striking ‘‘AND OATH’’; and 


(C) by striking ‘‘and oath’’ each place it 


appears. 


(4) CONFORMING AMENDMENT.—The item re-


lating to section 115 in the table of sections 


for chapter 11 of title 35, United States Code, 


is amended to read as follows: 


‘‘115. Inventor’s oath or declaration.’’. 


(b) FILING BY OTHER THAN INVENTOR.—Sec-


tion 118 of title 35, United States Code, is 


amended to read as follows: 


‘‘§ 118. Filing by other than inventor 
‘‘A person to whom the inventor has as-


signed or is under an obligation to assign the 


invention may make an application for pat-


ent. A person who otherwise shows sufficient 


proprietary interest in the matter may make 


an application for patent on behalf of and as 


agent for the inventor on proof of the perti-


nent facts and a showing that such action is 


appropriate to preserve the rights of the par-


ties. If the Director grants a patent on an ap-


plication filed under this section by a person 


other than the inventor, the patent shall be 


granted to the real party in interest and 


upon such notice to the inventor as the Di-


rector considers to be sufficient.’’. 
(c) SPECIFICATION.—Section 112 of title 35, 


United States Code, is amended— 


(1) in the first paragraph— 


(A) by striking ‘‘The specification’’ and in-


serting ‘‘(a) IN GENERAL.—The specifica-


tion’’; and 


(B) by striking ‘‘of carrying out his inven-


tion’’ and inserting ‘‘or joint inventor of car-


rying out the invention’’; and 


(2) in the second paragraph— 


(A) by striking ‘‘The specifications’’ and 


inserting ‘‘(b) CONCLUSION.—The specifica-


tions’’; and 


(B) by striking ‘‘applicant regards as his 


invention’’ and inserting ‘‘inventor or a joint 


inventor regards as the invention’’; 


(3) in the third paragraph, by striking ‘‘A 


claim’’ and inserting ‘‘(c) FORM.—A claim’’; 


(4) in the fourth paragraph, by striking 


‘‘Subject to the following paragraph,’’ and 


inserting ‘‘(d) REFERENCE IN DEPENDENT 


FORMS.—Subject to subsection (e),’’; 


(5) in the fifth paragraph, by striking ‘‘A 


claim’’ and inserting ‘‘(e) REFERENCE IN MUL-


TIPLE DEPENDENT FORM.—A claim’’; and 


(6) in the last paragraph, by striking ‘‘An 


element’’ and inserting ‘‘(f) ELEMENT IN 


CLAIM FOR A COMBINATION.—An element’’. 


SEC. 4. RIGHT OF THE INVENTOR TO OBTAIN 
DAMAGES. 


(a) DAMAGES.—Section 284 of title 35, 


United States Code, is amended to read as 


follows: 


‘‘§ 284. Damages 
‘‘(a) IN GENERAL.—Upon finding for the 


claimant the court shall award the claimant 


damages adequate to compensate for the in-


fringement but in no event less than a rea-


sonable royalty for the use made of the in-


vention by the infringer, together with inter-


est and costs as fixed by the court, subject to 


the provisions of this section. 
‘‘(b) DETERMINATION OF DAMAGES; EVIDENCE 


CONSIDERED; PROCEDURE.—The court may re-


ceive expert testimony as an aid to the de-


termination of damages or of what royalty 


would be reasonable under the cir-


cumstances. The admissibility of such testi-


mony shall be governed by the rules of evi-


dence governing expert testimony. When the 


damages are not found by a jury, the court 


shall assess them. 
‘‘(c) STANDARD FOR CALCULATING REASON-


ABLE ROYALTY.— 


‘‘(1) IN GENERAL.—The court shall deter-


mine, based on the facts of the case and after 


adducing any further evidence the court 


deems necessary, which of the following 


methods shall be used by the court or the 


jury in calculating a reasonable royalty pur-


suant to subsection (a). The court shall also 


identify the factors that are relevant to the 


determination of a reasonable royalty, and 


the court or jury, as the case may be, shall 


consider only those factors in making such 


determination. 


‘‘(A) ENTIRE MARKET VALUE.—Upon a show-


ing to the satisfaction of the court that the 


claimed invention’s specific contribution 


over the prior art is the predominant basis 


for market demand for an infringing product 


or process, damages may be based upon the 


entire market value of that infringing prod-


uct or process. 


‘‘(B) ESTABLISHED ROYALTY BASED ON MAR-


KETPLACE LICENSING.—Upon a showing to the 


satisfaction of the court that the claimed in-


vention has been the subject of a nonexclu-


sive license for the use made of the invention 


by the infringer, to a number of persons suf-


ficient to indicate a general marketplace 


recognition of the reasonableness of the li-


censing terms, if the license was secured 


prior to the filing of the case before the 


court, and the court determines that the in-


fringer’s use is of substantially the same 


scope, volume, and benefit of the rights 


granted under such license, damages may be 


determined on the basis of the terms of such 


license. Upon a showing to the satisfaction 


of the court that the claimed invention has 


sufficiently similar noninfringing sub-


stitutes in the relevant market, which have 


themselves been the subject of such non-


exclusive licenses, and the court determines 


that the infringer’s use is of substantially 


the same scope, volume, and benefit of the 


rights granted under such licenses, damages 


may be determined on the basis of the terms 


of such licenses. 


‘‘(C) VALUATION CALCULATION.—Upon a de-


termination by the court that the showings 


required under subparagraphs (A) and (B) 


have not been made, the court shall conduct 


an analysis to ensure that a reasonable roy-


alty is applied only to the portion of the eco-


nomic value of the infringing product or 


process properly attributable to the claimed 


invention’s specific contribution over the 


prior art. In the case of a combination inven-


tion whose elements are present individually 


in the prior art, the contribution over the 


prior art may include the value of the addi-


tional function resulting from the combina-


tion, as well as the enhanced value, if any, of 


some or all of the prior art elements as part 


of the combination, if the patentee dem-


onstrates that value. 


‘‘(2) ADDITIONAL FACTORS.—Where the court 


determines it to be appropriate in deter-


mining a reasonable royalty under paragraph 


(1), the court may also consider, or direct the 


jury to consider, any other relevant factors 


under applicable law. 
‘‘(d) INAPPLICABILITY TO OTHER DAMAGES 


ANALYSIS.—The methods for calculating a 
reasonable royalty described in subsection 
(c) shall have no application to the calcula-
tion of an award of damages that does not 
necessitate the determination of a reason-
able royalty as a basis for monetary relief 
sought by the claimant. 


‘‘(e) WILLFUL INFRINGEMENT.— 


‘‘(1) INCREASED DAMAGES.—A court that has 


determined that an infringer has willfully 


infringed a patent or patents may increase 


damages up to 3 times the amount of the 


damages found or assessed under subsection 


(a), except that increased damages under this 


paragraph shall not apply to provisional 


rights under section 154(d). 


‘‘(2) PERMITTED GROUNDS FOR WILLFUL-


NESS.—A court may find that an infringer 


has willfully infringed a patent only if the 


patent owner presents clear and convincing 


evidence that acting with objective reckless-


ness— 


‘‘(A) after receiving written notice from 


the patentee— 


‘‘(i) alleging acts of infringement in a man-


ner sufficient to give the infringer an objec-


tively reasonable apprehension of suit on 


such patent, and 


‘‘(ii) identifying with particularity each 


claim of the patent, each product or process 


that the patent owner alleges infringes the 


patent, and the relationship of such product 


or process to such claim, 


the infringer, after a reasonable opportunity 


to investigate, thereafter performed 1 or 


more of the alleged acts of infringement; 


‘‘(B) the infringer intentionally copied the 


patented invention with knowledge that it 


was patented; or 


‘‘(C) after having been found by a court to 


have infringed that patent, the infringer en-


gaged in conduct that was not colorably dif-


ferent from the conduct previously found to 


have infringed the patent, and which re-


sulted in a separate finding of infringement 


of the same patent. 


‘‘(3) LIMITATIONS ON WILLFULNESS.— 


‘‘(A) IN GENERAL.—A court may not find 


that an infringer has willfully infringed a 


patent under paragraph (2) for any period of 


time during which the infringer had an in-


formed good faith belief that the patent was 


invalid or unenforceable, or would not be in-


fringed by the conduct later shown to con-


stitute infringement of the patent. 


‘‘(B) GOOD FAITH ESTABLISHED.—An in-


formed good faith belief within the meaning 


of subparagraph (A) may be established by— 


‘‘(i) reasonable reliance on advice of coun-


sel; 


‘‘(ii) evidence that the infringer sought to 


modify its conduct to avoid infringement 


once it had discovered the patent; or 


‘‘(iii) other evidence a court may find suffi-


cient to establish such good faith belief. 


‘‘(C) RELEVANCE OF NOT PRESENTING CER-


TAIN EVIDENCE.—The decision of the infringer 


not to present evidence of advice of counsel 


is not relevant to a determination of willful 


infringement under paragraph (2). 


‘‘(4) LIMITATION ON PLEADING.—Before the 


date on which a court determines that the 


patent in suit is not invalid, is enforceable, 


and has been infringed by the infringer, a 


patentee may not plead and a court may not 


determine that an infringer has willfully in-


fringed a patent. The court’s determination 


of an infringer’s willfulness shall be made 


without a jury.’’. 


(b) REPORT TO CONGRESSIONAL COMMIT-


TEES.— 


(1) IN GENERAL.—Not later than 2 years 


after the date of enactment of this Act, the 


Director shall report to the Committee on 


the Judiciary of the Senate and the Com-


mittee on the Judiciary of the House of Rep-


resentatives, the findings and recommenda-


tions of the Director on the operation of 


prior user rights in selected countries in the 


industrialized world. The report shall include 


the following: 


(A) A comparison between patent laws of 


the United States and the laws of other in-


dustrialized countries, including the Euro-


pean Union, Japan, Canada, and Australia. 


(B) An analysis of the effect of prior user 


rights on innovation rates in the selected 


countries. 


(C) An analysis of the correlation, if any, 


between prior user rights and start-up enter-


prises and the ability to attract venture cap-


ital to start new companies. 


(D) An analysis of the effect of prior user 


rights, if any, on small businesses, univer-


sities, and individual inventors. 
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(E) An analysis of legal and constitutional 


issues, if any, that arise from placing trade 


secret law in patent law. 


(2) CONSULTATION WITH OTHER AGENCIES.—In 


preparing the report required under para-


graph (1), the Director shall consult with the 


Secretary of State and the Attorney Gen-


eral. 
(c) DEFENSE TO INFRINGEMENT BASED ON 


EARLIER INVENTOR.—Section 273(b)(6) of title 
35, United States Code, is amended to read as 
follows: 


‘‘(6) PERSONAL DEFENSE.—The defense 


under this section may be asserted only by 


the person who performed or caused the per-


formance of the acts necessary to establish 


the defense as well as any other entity that 


controls, is controlled by, or is under com-


mon control with such person and, except for 


any transfer to the patent owner, the right 


to assert the defense shall not be licensed or 


assigned or transferred to another person ex-


cept as an ancillary and subordinate part of 


a good faith assignment or transfer for other 


reasons of the entire enterprise or line of 


business to which the defense relates. Not-


withstanding the preceding sentence, any 


person may, on its own behalf, assert a de-


fense based on the exhaustion of rights pro-


vided under paragraph (3), including any nec-


essary elements thereof.’’. 
(d) EFFECTIVE DATE.—The amendments 


made by this section shall apply to any civil 
action commenced on or after the date of en-
actment of this Act. 


SEC. 5. POST-GRANT PROCEDURES AND OTHER 
QUALITY ENHANCEMENTS. 


(a) CITATION OF PRIOR ART.—Section 301 of 
title 35, United States Code, is amended to 
read as follows: 


‘‘§ 301. Citation of prior art 
‘‘(a) IN GENERAL.—Any person at any time 


may cite to the Office in writing— 


‘‘(1) prior art consisting of patents, printed 


publications, or evidence that the claimed 


invention was in public use or sale in the 


United States more than 1 year prior to the 


date of the application for patent in the 


United States, which that person believes to 


have a bearing on the patentability of any 


claim of a particular patent; or 


‘‘(2) written statements of the patent 


owner filed in a proceeding before a Federal 


court or the Patent and Trademark Office in 


which the patent owner takes a position on 


the scope of one or more patent claims. 
‘‘(b) SUBMISSIONS PART OF OFFICIAL FILE.— 


If the person citing prior art or written sub-
missions under subsection (a) explains in 
writing the pertinence and manner of apply-
ing the prior art or written submission to at 
least one claim of the patent, the citation of 
the prior art or documentary evidence (as 
the case may be) and the explanation thereof 
shall become a part of the official file of the 
patent. 


‘‘(c) PROCEDURES FOR WRITTEN STATE-


MENTS.— 


‘‘(1) SUBMISSION OF ADDITIONAL MATE-


RIALS.—A party that submits written state-


ments under subsection (a)(2) in a proceeding 


shall include any other documents, plead-


ings, or evidence from the proceeding that 


address the patent owner’s statements or the 


claims addressed by the written statements. 


‘‘(2) LIMITATION ON USE OF STATEMENTS.— 


Written statements submitted under sub-


section (a)(2) shall not be considered for any 


purpose other than to determine the proper 


meaning of the claims that are the subject of 


the request in a proceeding ordered pursuant 


to section 304 or 313. Any such written state-


ments, and any materials submitted under 


paragraph (1), that are subject to an applica-


ble protective order shall be redacted to ex-


clude information subject to the order. 
‘‘(d) IDENTITY WITHHELD.—Upon the writ-


ten request of the person making the cita-


tion under subsection (a), the person’s iden-


tity shall be excluded from the patent file 


and kept confidential.’’. 
(b) REQUEST FOR REEXAMINATION.—The 


first sentence of section 302 of title 35, 


United States Code, is amended to read as 


follows: ‘‘Any person at any time may file a 


request for reexamination by the Office of 


any claim on a patent on the basis of any 


prior art or documentary evidence cited 


under paragraph (1) or (3) of subsection (a) of 


section 301 of this title.’’. 
(c) REEXAMINATION.—Section 303(a) of title 


35, United States Code, is amended to read as 


follows: 
‘‘(a) Within three months following the fil-


ing of a request for reexamination under sec-


tion 302, the Director shall determine wheth-


er a substantial new question of patent-


ability affecting any claim of the patent con-


cerned is raised by the request, with or with-


out consideration of other patents or printed 


publications. On the Director’s own initia-


tive, and at any time, the Director may de-


termine whether a substantial new question 


of patentability is raised by patents, publica-


tions, or other evidence discovered by the Di-


rector, is cited under section 301, or is cited 


by any person other than the owner of the 


patent under section 302 or section 311. The 


existence of a substantial new question of 


patentability is not precluded by the fact 


that a patent, printed publication, or other 


evidence was previously considered by the 


Office.’’. 
(d) REQUEST FOR INTER PARTES REEXAMINA-


TION.—Section 311(a) of title 35, United 


States Code, is amended to read as follows: 
‘‘(a) IN GENERAL.—Any third-party re-


quester at any time may file a request for 


inter partes reexamination by the Office of a 


patent on the basis of any prior art or docu-


mentary evidence cited under paragraph (1) 


or (3) of subsection (a) of section 301 of this 


title.’’. 
(e) CONDUCT OF INTER PARTES PRO-


CEEDINGS.—Section 314 of title 35, United 


States Code, is amended— 


(1) in the first sentence of subsection (a), 


by striking ‘‘conducted according to the pro-


cedures established for initial examination 


under the provisions of sections 132 and 133’’ 


and inserting ‘‘heard by an administrative 


patent judge in accordance with procedures 


which the Director shall establish’’; 


(2) in subsection (b), by striking paragraph 


(2) and inserting the following: 
‘‘(2) The third-party requester shall have 


the opportunity to file written comments on 


any action on the merits by the Office in the 


inter partes reexamination proceeding, and 


on any response that the patent owner files 


to such an action, if those written comments 


are received by the Office within 60 days 


after the date of service on the third-party 


requester of the Office action or patent 


owner response, as the case may be.’’; and 


(3) by adding at the end the following: 
‘‘(d) ORAL HEARING.—At the request of a 


third party requestor or the patent owner, 


the administrative patent judge shall con-


duct an oral hearing, unless the judge finds 


cause lacking for such hearing.’’. 
(f) ESTOPPEL.—Section 315(c) of title 35, 


United States Code, is amended by striking 


‘‘or could have raised’’. 
(g) REEXAMINATION PROHIBITED AFTER DIS-


TRICT COURT DECISION.—Section 317(b) of 


title 35, United States Code, is amended— 


(1) in the subsection heading, by striking 


‘‘FINAL DECISION’’ and inserting ‘‘DISTRICT 


COURT DECISION’’; and 


(2) by striking ‘‘Once a final decision has 


been entered’’ and inserting ‘‘Once the judg-


ment of the district court has been entered’’. 
(h) POST-GRANT OPPOSITION PROCEDURES.— 


(1) IN GENERAL.—Part III of title 35, United 


States Code, is amended by adding at the end 


the following new chapter: 


‘‘CHAPTER 32—POST-GRANT REVIEW 
PROCEDURES 


‘‘Sec. 
‘‘321. Petition for post-grant review. 
‘‘322. Timing and bases of petition. 
‘‘323. Requirements of petition. 
‘‘324. Prohibited filings. 
‘‘325. Submission of additional information; 


showing of sufficient grounds. 
‘‘326. Conduct of post-grant review pro-


ceedings. 
‘‘327. Patent owner response. 
‘‘328. Proof and evidentiary standards. 
‘‘329. Amendment of the patent. 
‘‘330. Decision of the Board. 
‘‘331. Effect of decision. 
‘‘332. Settlement. 


‘‘333. Relationship to other pending pro-


ceedings. 


‘‘334. Effect of decisions rendered in civil ac-


tion on post-grant review pro-


ceedings. 


‘‘335. Effect of final decision on future pro-


ceedings. 


‘‘336. Appeal. 


‘‘§ 321. Petition for post-grant review 
‘‘Subject to sections 322, 324, 332, and 333, a 


person who is not the patent owner may file 


with the Office a petition for cancellation 


seeking to institute a post-grant review pro-


ceeding to cancel as unpatentable any claim 


of a patent on any ground that could be 


raised under paragraph (2) or (3) of section 


282(b) (relating to invalidity of the patent or 


any claim). The Director shall establish, by 


regulation, fees to be paid by the person re-


questing the proceeding, in such amounts as 


the Director determines to be reasonable. 


‘‘§ 322. Timing and bases of petition 
‘‘A post-grant proceeding may be insti-


tuted under this chapter pursuant to a can-


cellation petition filed under section 321 only 


if— 


‘‘(1) the petition is filed not later than 12 


months after the issuance of the patent or a 


reissue patent, as the case may be; or 


‘‘(2) the patent owner consents in writing 


to the proceeding. 


‘‘§ 323. Requirements of petition 
‘‘A cancellation petition filed under sec-


tion 321 may be considered only if— 


‘‘(1) the petition is accompanied by pay-


ment of the fee established by the Director 


under section 321; 


‘‘(2) the petition identifies the cancellation 


petitioner; 


‘‘(3) for each claim sought to be canceled, 


the petition sets forth in writing the basis 


for cancellation and provides the evidence in 


support thereof, including copies of patents 


and printed publications, or written testi-


mony of a witness attested to under oath or 


declaration by the witness, or any other in-


formation that the Director may require by 


regulation; and 


‘‘(4) the petitioner provides copies of the 


petition, including any evidence submitted 


with the petition and any other information 


submitted under paragraph (3), to the patent 


owner or, if applicable, the designated rep-


resentative of the patent owner. 


‘‘§ 324. Prohibited filings 
‘‘A post-grant review proceeding may not 


be instituted under section 322 if the petition 


for cancellation requesting the proceeding— 


‘‘(1) identifies the same cancellation peti-


tioner and the same patent as a previous pe-


tition for cancellation filed under such sec-


tion; or 


‘‘(2) is based on the best mode requirement 


contained in section 112. 


‘‘§ 325. Submission of additional information; 
showing of sufficient grounds 
‘‘(a) IN GENERAL.—The cancellation peti-


tioner shall file such additional information 
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with respect to the petition as the Director 
may require. For each petition submitted 
under section 321, the Director shall deter-
mine if the written statement, and any evi-
dence submitted with the request, establish 
that a substantial question of patentability 
exists for at least one claim in the patent. 
The Director may initiate a post-grant re-
view proceeding if the Director determines 
that the information presented provides suf-
ficient grounds to believe that there is a sub-
stantial question of patentability concerning 


one or more claims of the patent at issue. 
‘‘(b) NOTIFICATION; DETERMINATIONS NOT 


REVIEWABLE.—The Director shall notify the 


patent owner and each petitioner in writing 


of the Director’s determination under sub-


section (a), including a determination to 


deny the petition. The Director shall make 


that determination in writing not later than 


60 days after receiving the petition. Any de-


termination made by the Director under sub-


section (a), including whether or not to insti-


tute a post-grant review proceeding or to 


deny the petition, shall not be reviewable. 


‘‘§ 326. Conduct of post-grant review pro-
ceedings 
‘‘(a) IN GENERAL.—The Director shall pre-


scribe regulations, in accordance with sec-


tion 2(b)(2)— 


‘‘(1) establishing and governing post-grant 


review proceedings under this chapter and 


their relationship to other proceedings under 


this title; 


‘‘(2) establishing procedures for the sub-


mission of supplemental information after 


the petition for cancellation is filed; and 


‘‘(3) setting forth procedures for discovery 


of relevant evidence, including that such dis-


covery shall be limited to evidence directly 


related to factual assertions advanced by ei-


ther party in the proceeding, and the proce-


dures for obtaining such evidence shall be 


consistent with the purpose and nature of 


the proceeding. 
In carrying out paragraph (3), the Director 


shall bear in mind that discovery must be in 


the interests of justice. 
‘‘(b) POST-GRANT REGULATIONS.—Regula-


tions under subsection (a)(1)— 


‘‘(1) shall require that the final determina-


tion in a post-grant proceeding issue not 


later than one year after the date on which 


the post-grant review proceeding is insti-


tuted under this chapter, except that, for 


good cause shown, the Director may extend 


the 1-year period by not more than six 


months; 


‘‘(2) shall provide for discovery upon order 


of the Director; 


‘‘(3) shall provide for publication of notice 


in the Federal Register of the filing of a peti-


tion for post-grant review under this chap-


ter, for publication of the petition, and docu-


ments, orders, and decisions relating to the 


petition, on the website of the Patent and 


Trademark Office, and for filings under seal 


exempt from publication requirements; 


‘‘(4) shall prescribe sanctions for abuse of 


discovery, abuse of process, or any other im-


proper use of the proceeding, such as to har-


ass or to cause unnecessary delay or unnec-


essary increase in the cost of the proceeding; 


‘‘(5) may provide for protective orders gov-


erning the exchange and submission of con-


fidential information; and 


‘‘(6) shall ensure that any information sub-


mitted by the patent owner in support of any 


amendment entered under section 329 is 


made available to the public as part of the 


prosecution history of the patent. 
‘‘(c) CONSIDERATIONS.—In prescribing regu-


lations under this section, the Director shall 


consider the effect on the economy, the in-


tegrity of the patent system, and the effi-


cient administration of the Office. 
‘‘(d) CONDUCT OF PROCEEDING.—The Patent 


Trial and Appeal Board shall, in accordance 


with section 6(b), conduct each post-grant re-


view proceeding authorized by the Director. 


‘‘§ 327. Patent owner response 
‘‘After a post-grant proceeding under this 


chapter has been instituted with respect to a 


patent, the patent owner shall have the right 


to file, within a time period set by the Direc-


tor, a response to the cancellation petition. 


The patent owner shall file with the re-


sponse, through affidavits or declarations, 


any additional factual evidence and expert 


opinions on which the patent owner relies in 


support of the response. 


‘‘§ 328. Proof and evidentiary standards 
‘‘(a) IN GENERAL.—The presumption of va-


lidity set forth in section 282 shall not apply 


in a challenge to any patent claim under this 


chapter. 
‘‘(b) BURDEN OF PROOF.—The party advanc-


ing a proposition under this chapter shall 


have the burden of proving that proposition 


by a preponderance of the evidence. 


‘‘§ 329. Amendment of the patent 
‘‘(a) IN GENERAL.—In response to a chal-


lenge in a petition for cancellation, the pat-


ent owner may file one motion to amend the 


patent in one or more of the following ways: 


‘‘(1) Cancel any challenged patent claim. 


‘‘(2) For each challenged claim, propose a 


substitute claim. 


‘‘(3) Amend the patent drawings or other-


wise amend the patent other than the 


claims. 
‘‘(b) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted only for 


good cause shown. 
‘‘(c) SCOPE OF CLAIMS.—An amendment 


under this section may not enlarge the scope 


of the claims of the patent or introduce new 


matter. 


‘‘§ 330. Decision of the Board 
‘‘If the post-grant review proceeding is in-


stituted and not dismissed under this chap-


ter, the Patent Trial and Appeal Board shall 


issue a final written decision addressing the 


patentability of any patent claim challenged 


and any new claim added under section 329. 


‘‘§ 331. Effect of decision 
‘‘(a) IN GENERAL.—If the Patent Trial and 


Appeal Board issues a final decision under 


section 330 and the time for appeal has ex-


pired or any appeal proceeding has termi-


nated, the Director shall issue and publish a 


certificate canceling any claim of the patent 


finally determined to be unpatentable and 


incorporating in the patent by operation of 


the certificate any new claim determined to 


be patentable. 
‘‘(b) NEW CLAIMS.—Any new claim held to 


be patentable and incorporated into a patent 


in a post-grant review proceeding shall have 


the same effect as that specified in section 


252 for reissued patents on the right of any 


person who made, purchased, offered to sell, 


or used within the United States, or im-


ported into the United States, anything pat-


ented by such new claim, or who made sub-


stantial preparations therefor, before a cer-


tificate under subsection (a) of this section is 


issued. 


‘‘§ 332. Settlement 
‘‘(a) IN GENERAL.—A post-grant review pro-


ceeding shall be terminated with respect to 


any petitioner upon the joint request of the 


petitioner and the patent owner, unless the 


Patent Trial and Appeal Board has issued a 


written decision before the request for termi-


nation is filed. If the post-grant review pro-


ceeding is terminated with respect to a peti-


tioner under this paragraph, no estoppel 


shall apply to that petitioner. If no peti-


tioner remains in the proceeding, the panel 


of administrative patent judges assigned to 


the proceeding shall terminate the pro-


ceeding. 


‘‘(b) AGREEMENT IN WRITING.—Any agree-


ment or understanding between the patent 


owner and a petitioner, including any collat-


eral agreements referred to in the agreement 


or understanding, that is made in connection 


with or in contemplation of the termination 


of a post-grant review proceeding, must be in 


writing. A post-grant review proceeding as 


between the parties to the agreement or un-


derstanding may not be terminated until a 


copy of the agreement or understanding, in-


cluding any such collateral agreements, has 


been filed in the Office. If any party filing 


such an agreement or understanding re-


quests, the agreement or understanding shall 


be kept separate from the file of the post- 


grant review proceeding, and shall be made 


available only to Government agencies on 


written request, or to any person on a show-


ing of good cause. 


‘‘§ 333. Relationship to other proceedings 
‘‘(a) IN GENERAL.—Notwithstanding sub-


section 135(a), sections 251 and 252, and chap-


ter 30, the Director may determine the man-


ner in which any reexamination proceeding, 


reissue proceeding, interference proceeding 


(commenced with respect to an application 


for patent filed before the effective date pro-


vided in section 3(k) of the Patent Reform 


Act of 2009), derivation proceeding, or post- 


grant review proceeding, that is pending dur-


ing a post-grant review proceeding, may pro-


ceed, including providing for stay, transfer, 


consolidation, or termination of any such 


proceeding. 
‘‘(b) STAYS.—The Director may stay a post- 


grant review proceeding if a pending civil ac-


tion for infringement of a patent addresses 


the same or substantially the same questions 


of patentability raised against the patent in 


a petition for the post-grant review pro-


ceeding. 
‘‘(c) EFFECT OF COMMENCEMENT OF PRO-


CEEDING.—The commencement of a post- 


grant review proceeding— 


‘‘(1) shall not limit in any way the right of 


the patent owner to commence an action for 


infringement of the patent; and 


‘‘(2) shall not be cited as evidence relating 


to the validity of any claim of the patent in 


any proceeding before a court or the Inter-


national Trade Commission concerning the 


patent. 


‘‘§ 334. Effect of decisions rendered in civil ac-
tion on post-grant review proceedings 
‘‘If a final decision is entered against a 


party in a civil action arising in whole or in 


part under section 1338 of title 28 estab-


lishing that the party has not sustained its 


burden of proving the invalidity of any pat-


ent claim— 


‘‘(1) that party to the civil action and the 


privies of that party may not thereafter re-


quest a post-grant review proceeding on that 


patent claim on the basis of any grounds, 


under the provisions of section 321, which 


that party or the privies of that party raised 


or could have raised; and 


‘‘(2) the Director may not thereafter main-


tain a post-grant review proceeding that was 


requested, before the final decision was so 


entered, by that party or the privies of that 


party on the basis of such grounds. 


‘‘§ 335. Effect of final decision on future pro-
ceedings 
‘‘If a final decision under section 330 is fa-


vorable to the patentability of any original 


or new claim of the patent challenged by the 


cancellation petitioner, the cancellation pe-


titioner may not thereafter, based on any 


ground that the cancellation petitioner 


raised during the post-grant review pro-


ceeding— 


‘‘(1) request or pursue a reexamination of 


such claim under chapter 31; 


‘‘(2) request or pursue a derivation pro-


ceeding with respect to such claim; 
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‘‘(3) request or pursue a post-grant review 


proceeding under this chapter with respect 


to such claim; 


‘‘(4) assert the invalidity of any such claim 


in any civil action arising in whole or in part 


under section 1338 of title 28; or 


‘‘(5) assert the invalidity of any such claim 


in defense to an action brought under section 


337 of the Tariff Act of 1930 (19 U.S.C. 1337). 


‘‘§ 336. Appeal 
‘‘A party dissatisfied with the final deter-


mination of the Patent Trial and Appeal 


Board in a post-grant proceeding under this 


chapter may appeal the determination under 


sections 141 through 144. Any party to the 


post-grant proceeding shall have the right to 


be a party to the appeal.’’. 
(i) CONFORMING AMENDMENT.—The table of 


chapters for part III of title 35, United States 


Code, is amended by adding at the end the 


following: 


‘‘32. Post-Grant Review Proceedings .. 321’’. 
(j) REPEAL.—Section 4607 of the Intellec-


tual Property and Communications Omnibus 


Reform Act of 1999, as enacted by section 


1000(a)(9) of Public Law 106–113, is repealed. 
(k) EFFECTIVE DATES.— 


(1) IN GENERAL.—The amendments and re-


peal made by this section shall take effect at 


the end of the 1-year period beginning on the 


date of the enactment of this Act. 


(2) APPLICABILITY TO EX PARTE AND INTER 


PARTES PROCEEDINGS.—Notwithstanding any 


other provision of law, sections 301 and 311 


through 318 of title 35, United States Code, as 


amended by this section, shall apply to any 


patent that issues before, on, or after the ef-


fective date under paragraph (1) from an 


original application filed on any date. 


(3) APPLICABILITY TO POST-GRANT PRO-


CEEDINGS.—The amendments made by sub-


sections (h) and (i) shall apply to patents 


issued on or after the effective date under 


paragraph (1). 
(l) REGULATIONS.—The Under Secretary of 


Commerce for Intellectual Property and Di-


rector of the United States Patent and 


Trademark Office (in this subsection referred 


to as the ‘‘Director’’) shall, not later than 


the date that is 1 year after the date of the 


enactment of this Act, issue regulations to 


carry out chapter 32 of title 35, United States 


Code, as added by subsection (h) of this sec-


tion. 


SEC. 6. DEFINITIONS; PATENT TRIAL AND AP-
PEAL BOARD. 


(a) DEFINITIONS.—Section 100 of title 35, 


United States Code, (as amended by section 


2 of this Act) is further amended— 


(1) in subsection (e), by striking ‘‘or inter 


partes reexamination under section 311’’; and 


(2) by adding at the end the following: 
‘‘(k) The term ‘cancellation petitioner’ 


means the real party in interest requesting 


cancellation of any claim of a patent under 


chapter 31 of this title and the privies of the 


real party in interest.’’. 
(b) PATENT TRIAL AND APPEAL BOARD.— 


Section 6 of title 35, United States Code, is 


amended to read as follows: 


‘‘§ 6. Patent Trial and Appeal Board 
‘‘(a) ESTABLISHMENT AND COMPOSITION.— 


There shall be in the Office a Patent Trial 


and Appeal Board. The Director, the Deputy 


Director, the Commissioner for Patents, the 


Commissioner for Trademarks, and the ad-


ministrative patent judges shall constitute 


the Patent Trial and Appeal Board. The ad-


ministrative patent judges shall be persons 


of competent legal knowledge and scientific 


ability who are appointed by the Secretary 


of Commerce. Any reference in any Federal 


law, Executive order, rule, regulation, or del-


egation of authority, or any document of or 


pertaining to the Board of Patent Appeals 


and Interferences is deemed to refer to the 


Patent Trial and Appeal Board. 


‘‘(b) DUTIES.—The Patent Trial and Appeal 


Board shall— 


‘‘(1) on written appeal of an applicant, re-


view adverse decisions of examiners upon ap-


plication for patents; 


‘‘(2) on written appeal of a patent owner, 


review adverse decisions of examiners upon 


patents in reexamination proceedings under 


chapter 30; 


‘‘(3) conduct derivation proceedings under 


subsection 135(a); and 


‘‘(4) conduct post-grant opposition pro-


ceedings under chapter 32. 
Each appeal and derivation proceeding shall 


be heard by at least 3 members of the Patent 


Trial and Appeal Board, who shall be des-


ignated by the Director. Only the Patent 


Trial and Appeal Board may grant re-


hearings. The Director shall assign each 


post-grant review proceeding to a panel of 3 


administrative patent judges. Once assigned, 


each such panel of administrative patent 


judges shall have the responsibilities under 


chapter 32 in connection with post-grant re-


view proceedings.’’. 


SEC. 7. PREISSUANCE SUBMISSIONS BY THIRD 
PARTIES. 


Section 122 of title 35, United States Code, 


is amended by adding at the end the fol-


lowing: 


‘‘(e) PREISSUANCE SUBMISSIONS BY THIRD 


PARTIES.— 


‘‘(1) IN GENERAL.—Any person may submit 


for consideration and inclusion in the record 


of a patent application, any patent, pub-


lished patent application, or other publica-


tion of potential relevance to the examina-


tion of the application, if such submission is 


made in writing before the earlier of— 


‘‘(A) the date a notice of allowance under 


section 151 is mailed in the application for 


patent; or 


‘‘(B) either— 


‘‘(i) 6 months after the date on which the 


application for patent is published under sec-


tion 122, or 


‘‘(ii) the date of the first rejection under 


section 132 of any claim by the examiner dur-


ing the examination of the application for 


patent, 


whichever occurs later. 


‘‘(2) OTHER REQUIREMENTS.—Any submis-


sion under paragraph (1) shall— 


‘‘(A) set forth a concise description of the 


asserted relevance of each submitted docu-


ment; 


‘‘(B) be accompanied by such fee as the Di-


rector may prescribe; and 


‘‘(C) include a statement by the person 


making such submission affirming that the 


submission was made in compliance with 


this section.’’. 


SEC. 8. VENUE AND JURISDICTION. 
(a) VENUE FOR PATENT CASES.—Section 1400 


of title 28, United States Code, is amended by 


striking subsection (b) and inserting the fol-


lowing: 


‘‘(b) Notwithstanding section 1391 of this 


title, in any civil action arising under any 


Act of Congress relating to patents, a party 


shall not manufacture venue by assignment, 


incorporation, or otherwise to invoke the 


venue of a specific district court. 


‘‘(c) Notwithstanding section 1391 of this 


title, any civil action for patent infringe-


ment or any action for declaratory judgment 


may be brought only in a judicial district— 


‘‘(1) where the defendant has its principal 


place of business or in the location or place 


in which the defendant is incorporated or 


formed, or, for foreign corporations with a 


United States subsidiary, where the defend-


ant’s primary United States subsidiary has 


its principal place of business or is incor-


porated or formed; 


‘‘(2) where the defendant has committed 


substantial acts of infringement and has a 


regular and established physical facility that 


the defendant controls and that constitutes 


a substantial portion of the operations of the 


defendant; 


‘‘(3) where the primary plaintiff resides, if 


the primary plaintiff in the action is— 


‘‘(A) an institution of higher education as 


defined under section 101(a) of the Higher 


Education Act of 1965 (20 U.S.C. 1001(a)); or 


‘‘(B) a nonprofit organization that— 


‘‘(i) qualifies for treatment under section 


501(c)(3) of the Internal Revenue Code (26 


U.S.C. 501(c)(3)); 


‘‘(ii) is exempt from taxation under section 


501(a) of such Code; and 


‘‘(iii) serves as the patent and licensing or-


ganization for an institution of higher edu-


cation as defined under section 101(a) of the 


Higher Education Act of 1965 (20 U.S.C. 


1001(a)); or 


‘‘(4) where the plaintiff resides, if the sole 


plaintiff in the action is an individual inven-


tor who is a natural person and who qualifies 


at the time such action is filed as a micro- 


entity pursuant to section 123 of title 35. 


‘‘(d) If a plaintiff brings a civil action for 


patent infringement or declaratory judg-


ment relief under subsection (c), then the de-


fendant may request the district court to 


transfer that action to another district or di-


vision where, in the court’s determination— 


‘‘(1) any of the parties has substantial evi-


dence or witnesses that otherwise would 


present considerable evidentiary burdens to 


the defendant if such transfer were not 


granted; 


‘‘(2) such transfer would not cause undue 


hardship to the plaintiff; and 


‘‘(3) venue would be otherwise appropriate 


under section 1391 of this title.’’. 


(b) INTERLOCUTORY APPEALS.—Subsection 


(c)(2) of section 1292 of title 28, United States 


Code, is amended by adding at the end the 


following: 


‘‘(3) of an appeal from an interlocutory 


order or decree determining construction of 


claims in a civil action for patent infringe-


ment under section 271 of title 35. 


Application for an appeal under paragraph 


(3) shall be made to the court within 10 days 


after entry of the order or decree. The dis-


trict court shall have discretion whether to 


approve the application and, if so, whether 


to stay proceedings in the district court dur-


ing the pendency of such appeal.’’. 


(c) TECHNICAL AMENDMENTS RELATING TO 


VENUE.—Sections 32, 145, 146, 154(b)(4)(A), and 


293 of title 35, United States Code, and sec-


tion 21(b)(4) of the Act entitled ‘‘An Act to 


provide for the registration and protection of 


trademarks used in commerce, to carry out 


the provisions of certain international con-


ventions, and for other purposes’’, approved 


July 5, 1946 (commonly referred to as the 


‘‘Trademark Act of 1946’’ or the ‘‘Lanham 


Act’’; 15 U.S.C. 1071(b)(4)), are each amended 


by striking ‘‘United States District Court for 


the District of Columbia’’ each place that 


term appears and inserting ‘‘United States 


District Court for the Eastern District of 


Virginia’’. 


SEC. 9. PATENT AND TRADEMARK OFFICE REGU-
LATORY AUTHORITY. 


(a) FEE SETTING.— 


(1) IN GENERAL.—The Director shall have 


authority to set or adjust by rule any fee es-


tablished or charged by the Office under sec-


tions 41 and 376 of title 35, United States 


Code or under section 31 of the Trademark 


Act of 1946 (15 U.S.C. 1113) for the filing or 


processing of any submission to, and for all 


other services performed by or materials fur-


nished by, the Office, provided that such fee 


amounts are set to reasonably compensate 


the Office for the services performed. 


(2) REDUCTION OF FEES IN CERTAIN FISCAL 


YEARS.—In any fiscal year, the Director— 
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(A) shall consult with the Patent Public 


Advisory Committee and the Trademark 


Public Advisory Committee on the advis-


ability of reducing any fees described in 


paragraph (1); and 


(B) after that consultation may reduce 


such fees. 


(3) ROLE OF THE PUBLIC ADVISORY COM-


MITTEE.—The Director shall— 


(A) submit to the Patent or Trademark 


Public Advisory Committee, or both, as ap-


propriate, any proposed fee under paragraph 


(1) not less than 45 days before publishing 


any proposed fee in the Federal Register; 


(B) provide the relevant advisory com-


mittee described in subparagraph (A) a 30- 


day period following the submission of any 


proposed fee, on which to deliberate, con-


sider, and comment on such proposal, and re-


quire that— 


(i) during such 30-day period, the relevant 


advisory committee hold a public hearing re-


lated to such proposal; and 


(ii) the Director shall assist the relevant 


advisory committee in carrying out such 


public hearing, including by offering the use 


of Office resources to notify and promote the 


hearing to the public and interested stake-


holders; 


(C) require the relevant advisory com-


mittee to make available to the public a 


written report detailing the comments, ad-


vice, and recommendations of the committee 


regarding any proposed fee; 


(D) consider and analyze any comments, 


advice, or recommendations received from 


the relevant advisory committee before set-


ting or adjusting any fee; and 


(E) notify, through the Chair and Ranking 


Member of the Senate and House Judiciary 


Committees, the Congress of any final deci-


sion regarding proposed fees. 


(4) PUBLICATION IN THE FEDERAL REG-


ISTER.— 


(A) IN GENERAL.—Any rules prescribed 


under this subsection shall be published in 


the Federal Register. 


(B) RATIONALE.—Any proposal for a change 


in fees under this section shall— 


(i) be published in the Federal Register; 


and 


(ii) include, in such publication, the spe-


cific rationale and purpose for the proposal, 


including the possible expectations or bene-


fits resulting from the proposed change. 


(C) PUBLIC COMMENT PERIOD.—Following 


the publication of any proposed fee in the 


Federal Register pursuant to subparagraph 


(A), the Director shall seek public comment 


for a period of not less than 45 days. 


(5) CONGRESSIONAL COMMENT PERIOD.—Fol-


lowing the notification described in para-


graph (3)(E), Congress shall have not more 


than 45 days to consider and comment on 


any proposed fee under paragraph (1). No pro-


posed fee shall be effective prior to the end 


of such 45-day comment period. 


(6) RULE OF CONSTRUCTION.—No rules pre-


scribed under this subsection may diminish— 


(A) an applicant’s rights under this title or 


the Trademark Act of 1946; or 


(B) any rights under a ratified treaty. 
(b) FEES FOR PATENT SERVICES.—Division B 


of Public Law 108–447 is amended in title VIII 
of the Departments of Commerce, Justice 
and State, the Judiciary, and Related Agen-
cies Appropriations Act, 2005, in section 
801(a) by striking ‘‘During fiscal years 2005, 
2006 and 2007’’, and inserting ‘‘Until such 
time as the Director sets or adjusts the fees 
otherwise,’’. 


(c) ADJUSTMENT OF TRADEMARK FEES.—Di-
vision B of Public Law 108–447 is amended in 
title VIII of the Departments of Commerce, 
Justice and State, the Judiciary and Related 
Agencies Appropriations Act, 2005, in section 
802(a) by striking ‘‘During fiscal years 2005, 
2006 and 2007’’, and inserting ‘‘Until such 


time as the Director sets or adjusts the fees 


otherwise,’’. 
(d) EFFECTIVE DATE, APPLICABILITY, AND 


TRANSITIONAL PROVISION.—Division B of Pub-


lic Law 108–447 is amended in title VIII of the 


Departments of Commerce, Justice and 


State, the Judiciary and Related Agencies 


Appropriations Act, 2005, in section 803(a) by 


striking ‘‘and shall apply only with respect 


to the remaining portion of fiscal year 2005, 


2006 and 2007.’’. 
(e) RULE OF CONSTRUCTION.—Nothing in 


this section shall be construed to affect any 


other provision of Division B of Public Law 


108–447, including section 801(c) of title VII of 


the Departments of Commerce, Justice and 


State, the Judiciary and Related Agencies 


Appropriations Act, 2005. 
(f) DEFINITIONS.—In this section: 


(1) DIRECTOR.—The term ‘‘Director’’ means 


the Director of the United States Patent and 


Trademark Office. 


(2) OFFICE.—The term ‘‘Office’’ means the 


United States Patent and Trademark Office. 


(3) TRADEMARK ACT OF 1946.—The term 


‘‘Trademark Act of 1946’’ means an Act enti-


tled ‘‘Act to provide for the registration and 


protection of trademarks used in commerce, 


to carry out the provisions of certain inter-


national conventions, and for other pur-


poses’’, approved July 5, 1946 (15 U.S.C. 1051 


et seq.) (commonly referred to as the Trade-


mark Act of 1946 or the Lanham Act). 


SEC. 10. RESIDENCY OF FEDERAL CIRCUIT 
JUDGES. 


(a) RESIDENCY.—The second sentence of 


section 44(c) of title 28, United States Code, 


is repealed. 
(b) FACILITIES.—Section 44 of title 28, 


United States Code, is amended by adding at 


the end the following: 
‘‘(e)(1) The Director of the Administrative 


Office of the United States Courts shall pro-


vide— 


‘‘(A) a judge of the Federal judicial circuit 


who lives within 50 miles of the District of 


Columbia with appropriate facilities and ad-


ministrative support services in the District 


of the District of Columbia; and 


‘‘(B) a judge of the Federal judicial circuit 


who does not live within 50 miles of the Dis-


trict of Columbia with appropriate facilities 


and administrative support services— 


‘‘(i) in the district and division in which 


that judge resides; or 


‘‘(ii) if appropriate facilities are not avail-


able in the district and division in which 


that judge resides, in the district and divi-


sion closest to the residence of that judge in 


which such facilities are available, as deter-


mined by the Director. 
‘‘(2) Nothing in this subsection may be con-


strued to authorize or require the construc-


tion of new facilities.’’. 


SEC. 11. MICRO-ENTITY DEFINED. 
Chapter 11 of title 35, United States Code, 


is amended by adding at the end the fol-


lowing new section: 


‘‘§ 123. Micro-entity defined 
‘‘(a) IN GENERAL.—For purposes of this 


title, the term ‘micro-entity’ means an ap-


plicant who makes a certification under ei-


ther subsections (b) or (c). 
‘‘(b) UNASSIGNED APPLICATION.—For an un-


assigned application, each applicant shall 


certify that the applicant— 


‘‘(1) qualifies as a small entity, as defined 


in regulations issued by the Director; 


‘‘(2) has not been named on 5 or more pre-


viously filed patent applications; 


‘‘(3) has not assigned, granted, or con-


veyed, and is not under an obligation by con-


tract or law to assign, grant, or convey, a li-


cense or any other ownership interest in the 


particular application; and 


‘‘(4) does not have a gross income, as de-


fined in section 61(a) of the Internal Revenue 


Code (26 U.S.C. 61(a)), exceeding 2.5 times the 


average gross income, as reported by the De-


partment of Labor, in the calendar year im-


mediately preceding the calendar year in 


which the examination fee is being paid. 


‘‘(c) ASSIGNED APPLICATION.—For an as-


signed application, each applicant shall cer-


tify that the applicant— 


‘‘(1) qualifies as a small entity, as defined 


in regulations issued by the Director, and 


meets the requirements of subsection (b)(4); 


‘‘(2) has not been named on 5 or more pre-


viously filed patent applications; and 


‘‘(3) has assigned, granted, conveyed, or is 


under an obligation by contract or law to as-


sign, grant, or convey, a license or other 


ownership interest in the particular applica-


tion to an entity that has 5 or fewer employ-


ees and that such entity has a gross income, 


as defined in section 61(a) of the Internal 


Revenue Code (26 U.S.C. 61(a)), that does not 


exceed 2.5 times the average gross income, as 


reported by the Department of Labor, in the 


calendar year immediately preceding the 


calendar year in which the examination fee 


is being paid. 


‘‘(d) INCOME LEVEL ADJUSTMENT.—The 


gross income levels established under sub-


sections (b) and (c) shall be adjusted by the 


Director on October 1, 2009, and every year 


thereafter, to reflect any fluctuations occur-


ring during the previous 12 months in the 


Consumer Price Index, as determined by the 


Secretary of Labor.’’. 


SEC. 12. TECHNICAL AMENDMENTS. 
(a) JOINT INVENTIONS.—Section 116 of title 


35, United States Code, is amended— 


(1) in the first paragraph, by striking 


‘‘When’’ and inserting ‘‘(a) JOINT INVEN-


TIONS.—When’’; 


(2) in the second paragraph, by striking ‘‘If 


a joint inventor’’ and inserting ‘‘(b) OMITTED 


INVENTOR.—If a joint inventor’’; and 


(3) in the third paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(c) CORRECTION 


OF ERRORS IN APPLICATION.—Whenever’’. 


(b) FILING OF APPLICATION IN FOREIGN 


COUNTRY.—Section 184 of title 35, United 


States Code, is amended— 


(1) in the first paragraph, by striking ‘‘Ex-


cept when’’ and inserting ‘‘(a) FILING IN FOR-


EIGN COUNTRY.—Except when’’; 


(2) in the second paragraph, by striking 


‘‘The term’’ and inserting ‘‘(b) APPLICA-


TION.—The term’’; and 


(3) in the third paragraph, by striking 


‘‘The scope’’ and inserting ‘‘(c) SUBSEQUENT 


MODIFICATIONS, AMENDMENTS, AND SUPPLE-


MENTS.—The scope’’. 


(c) REISSUE OF DEFECTIVE PATENTS.—Sec-


tion 251 of title 35, United States Code, is 


amended— 


(1) in the first paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(a) IN GEN-


ERAL.—Whenever’’; 


(2) in the second paragraph, by striking 


‘‘The Director’’ and inserting ‘‘(b) MULTIPLE 


REISSUED PATENTS.—The Director’’; 


(3) in the third paragraph, by striking 


‘‘The provision’’ and inserting ‘‘(c) APPLICA-


BILITY OF THIS TITLE.—The provisions’’; and 


(4) in the last paragraph, by striking ‘‘No 


reissued patent’’ and inserting ‘‘(d) REISSUE 


PATENT ENLARGING SCOPE OF CLAIMS.—No re-


issued patent’’. 


(d) EFFECT OF REISSUE.—Section 253 of title 


35, United States Code, is amended— 


(1) in the first paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(a) IN GEN-


ERAL.—Whenever’’; and 


(2) in the second paragraph, by striking ‘‘in 


like manner’’ and inserting ‘‘(b) ADDITIONAL 


DISCLAIMER OR DEDICATION.—In the manner 


set forth in subsection (a),’’. 


(e) CORRECTION OF NAMED INVENTOR.—Sec-


tion 256 of title 35, United States Code, is 


amended— 
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(1) in the first paragraph, by striking 


‘‘Whenever’’ and inserting ‘‘(a) CORREC-


TION.—Whenever’’; and 


(2) in the second paragraph, by striking 


‘‘The error’’ and inserting ‘‘(b) PATENT VALID 


IF ERROR CORRECTED.—The error’’. 
(f) PRESUMPTION OF VALIDITY.—Section 282 


of title 35, United States Code, is amended— 


(1) in the first undesignated paragraph, by 


striking ‘‘A patent’’ and inserting ‘‘(a) IN 


GENERAL.—A patent’’; 


(2) in the second undesignated paragraph, 


by striking ‘‘The following’’ and inserting 


‘‘(b) DEFENSES.—The following’’; and 


(3) in the third undesignated paragraph, by 


striking ‘‘In actions’’ and inserting ‘‘(c) NO-


TICE OF ACTIONS; ACTIONS DURING EXTENSION 


OF PATENT TERM.—In actions’’. 


SEC. 13. EFFECTIVE DATE; RULE OF CONSTRUC-
TION. 


(a) EFFECTIVE DATE.—Except as otherwise 


provided in this Act, the provisions of this 


Act shall take effect 12 months after the 


date of the enactment of this Act and shall 


apply to any patent issued on or after that 


effective date. 
(b) CONTINUITY OF INTENT UNDER THE CRE-


ATE ACT.—The enactment of section 102(b)(3) 


of title 35, United States Code, under section 


(2)(b) of this Act is done with the same in-


tent to promote joint research activities 


that was expressed, including in the legisla-


tive history, through the enactment of the 


Cooperative Research and Technology En-


hancement Act of 2004 (Public Law 108–453; 


the ‘‘CREATE Act’’), the amendments of 


which are stricken by section 2(c) of this 


Act. The United States Patent and Trade-


mark Office shall administer section 102(b)(3) 


of title 35, United States Code, in a manner 


consistent with the legislative history of the 


CREATE Act that was relevant to its admin-


istration by the United States Patent and 


Trademark Office. 


SEC. 14. SEVERABILITY. 
If any provision of this Act or of any 


amendment or repeals made by this Act, or 


the application of such a provision to any 


person or circumstance, is held to be invalid 


or unenforceable, the remainder of this Act 


and the amendments and repeals made by 


this Act, and the application of this Act and 


such amendments and repeals to any other 


person or circumstance, shall not be affected 


by such holding. 


Mr. HATCH. Mr. President, I rise to 


introduce with Senate Judiciary Com-


mittee chairman PATRICK LEAHY the 


Patent Reform Act of 2009, S. 515. I con-


sider introduction of this bill to be a 


milestone in the progress we have 


made so far in the effort to reform our 


patent system—a system that has not 


been updated significantly since 1952. 


There is no doubt we have come a long 


way in our pursuit to accomplish com-


prehensive patent law reform. Reform 


is so vitally necessary to keep our na-


tion competitive in our technologically 


advanced global economy, especially 


during these difficult economic times. 
I have always believed that passing 


patent reform legislation would be a 


multi-Congress endeavor. The Hatch- 


Leahy patent bill, S. 3818, formally 


started the legislative process in 2006. 


We continued the momentum in the 


110th Congress by introducing S. 1145, 


the Patent Reform Act of 2007. In June 


2007, my colleagues and I on the Senate 


Judiciary Committee approved S. 1145 


by a vote of 13–5. While I would have 


liked to see S. 1145 pass the full Senate, 


I believe the process already provided 


makes passage of the Patent Reform 


Act of 2009 even more likely this Con-


gress. 
S. 515 represents a bipartisan and bi-


cameral commitment to streamline 


our nation’s patent system that will 


improve patent quality and limit un-


necessary and counterproductive liti-


gation costs. 
House Judiciary chairman JOHN CON-


YERS and ranking minority member 


LAMAR SMITH are true partners in this 


important legislation. For those who 


might say nothing has changed, I can 


attest that it has. Just look at the bill. 


We have listened to many of the con-


cerns raised by stakeholders and have 


changed the legislative text accord-


ingly. 
Let me highlight some of the signifi-


cant changes we have made to the bill. 
For example, S. 515 does not contain 


an applicant quality submissions provi-


sion due to near uniform opposition we 


heard from the patent community 


about the burdens this would place on 


applicants. 
Additionally, the Patent Reform Act 


of 2007 would have eliminated the cur-


rent opt-out provision for publication 


of patent applications. Current law per-


mits applicants to request upon filing 


that their application not be published 


at 18 months if a certification is made 


that the invention disclosed in the ap-


plication has not and will not be the 


subject of an application filed in an-


other country. Because of serious con-


cerns raised by independent inventors 


and small entities, we have removed 


this provision from S. 515. 
Patents may be challenged either in 


court or at the U.S. Patent and Trade-


mark Office, USPTO. The current ad-


ministrative review process at the 


USPTO is widely viewed as ineffective 


and inefficient. Accordingly, last year’s 


bills proposed a process more like a 


court proceeding than the current re- 


examination process. Both bills had a 


1-year window for challenges during 


which patents would not be presumed 


valid, and a patent could be invalidated 


by a ‘‘preponderance of evidence’’ 


against it. However, the Senate bill, S. 


1145, added a second window during the 


life of the patent where only ‘‘clear and 


convincing’’ evidence could invalidate 


the patent. Most in the patent commu-


nity prefer the post-grant review lan-


guage as passed in the House because, 


instead of creating a ‘‘second window,’’ 


it improved upon the existing inter- 


partes reexamination. As such, S. 515 


adopts the House approach to expand-


ing interpartes, but includes ‘‘public 


use or sale in the United States’’ as a 


basis for challenging a patent. Further, 


our bill ensures that ex parte reexam-


ination proceedings are maintained, 


which is an important tool for chal-


lenging patents that should not have 


issued. 
With patent litigation costs esca-


lating, the threat of enhanced damages 


can be quite substantial. For this rea-


son, the Senate and House bills intro-


duced in the 110th Congress narrowed 


the circumstances under which treble 


damages could be awarded for willful 


infringement of a patent. After intro-


duction of the Patent Reform Act of 


2007, the Federal Circuit issued an in 


banc decision, In re Seagate, which in-


stituted an objective recklessness 


standard to prove willfulness. After 


considerable discussion with stake-


holders in the patent community, we 


believe the Seagate decision is a posi-


tive improvement to the law and, 


therefore, have sought to incorporate 


correlating language into S. 515. 
There are other changes we made to 


the Patent Reform Act of 2009, but I 


want to focus my remaining remarks 


on two key issues: how damages are 


awarded in infringement lawsuits and 


inequitable conduct reform. 
I am aware of the concerns that some 


have raised about the damages provi-


sion contained in S. 1145. I have heard 


from some who are concerned that 


courts have allowed damages for in-


fringement to be based on the market 


for an entire product, when all that 


was infringed is a minor component of 


the product. I have also heard from 


some who argue that the current lan-


guage will severely limit the amount of 


damages an infringer has to pay, there-


by encouraging infringing behavior. 
The sponsors of the Patent Reform 


Act of 2009 all agree that we need to 


improve the damages provision. In 


crafting a fair damages provision, we 


can rely upon well-reasoned and per-


suasive case law, scholarship, and 


other texts. I am confident that we will 


achieve consensus language in this 


area, but make no mistake: it will take 


willing partners to craft a compromise 


that will not have deleterious affects 


on any one sector of our economy. 
For years I have been arguing if we 


are serious about enacting comprehen-


sive patent law reform then we must 


take steps to ensure that the inequi-


table conduct doctrine is applied in a 


manner consistent with its original 


purpose: to sanction true misconduct 


and to do so in a proportional and fair 


manner. Inequitable conduct reform is 


core to this bill, as it dictates how pat-


ents are prosecuted years before litiga-


tion. The inequitable conduct defense 


is frequently pled, rarely proven, and 


always drives up the cost of litigation 


tremendously. 
Under current law, any perceived 


transgression of the patent owner is 


being painted as ‘‘fraud.’’ If an inequi-


table conduct claim wins, a valid pat-


ent will be held entirely void, and the 


infringer walks away without any li-


ability. There is virtually no downside 


for the infringer to raise this type of 


attack. This is why inequitable con-


duct challenges are raised in nearly 


every patent case. It has become, in 


the words of the Federal Circuit, a 


‘‘plague’’ on the patent system. 
The development of a more objective 


and clearer inequitable conduct stand-


ard will remove the uncertainty and 


confusion that defines current patent 


litigation. We cannot settle for mere 
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codification of current practices. 
Chairman LEAHY and Chairman CON-
YERS both know of my strong interest 
in this area and have agreed to incor-
porate changes to the law. There is no 
doubt that inequitable conduct reform 
has the potential to single-handedly 
revolutionize the manner in which pat-
ent applications are prosecuted. Argu-
ably, reform in this area will have the 
most favorable impact on patent qual-
ity and the ability for the USPTO to 
reduce its pendency—thereby fostering 
a strong and vibrant environment for 
all innovation and entrepreneurship. 


Now more than ever, our industries 
need reassurance and predictability in 
order to move forward in these chal-
lenging times. I believe the Patent Re-
form Act of 2009 has the potential to 
complement all of the stimulatory ef-
forts currently under way. Now is the 
time to act. 


By Mr. DODD: 
S. 517. A bill for the relief of 


Alejandro Gomez and Juan Sebastian 
Gomez; to the Committee on the Judi-
ciary. 


Mr. DODD. Mr. President, today I 
send to the desk a private relief bill to 
provide permanent resident status to 
Juan and Alejandro Gomez, and ask 
that it be appropriately referred. 


Juan, 20, and Alejandro, 21, are na-
tives of Colombia who came to the U.S. 
with their parents in August 1990 on B– 
2 visitors visas and reside in Miami, 
FL. Their parents were deported on Oc-
tober 30, 2007. Their initial departure 
date was September 14, 2007, but be-
cause of legislation introduced last 
Congress that date was extended. How-
ever, now they have been ordered to re-
port for deportation on March 15, 2009. 
Juan and Alejandro have lived continu-
ously in the U.S. for the last 18 years. 
They have both graduated from Miami 
Killian High School. Juan is a student 
at Georgetown University in Wash-
ington, D.C. Alejandro is a student at 
Miami Dade Community College and 
works at the Biltmore Hotel in Miami. 
They have the strong support of their 
community. It would be an extreme 
hardship to uproot Juan and Alejandro 
from their community, which has 
wholeheartedly embraced them, to 
send them back to Colombia where 
there lives could be in serious danger. 


We all know that the circumstances 
of Juan and Alejandro are not unique. 
Just like many other children here il-
legally, they had no control over their 
parents’ decision to overstay their 
visas a number of years ago. Most of 


these young people work hard to com-


plete school and contribute to their 


communities. Cases like Juan’s and 


Alejandro’s are the reason why the so 


called DREAM Act was attached to the 


comprehensive immigration reform 


legislation that the Senate attempted 


to pass last Congress, only to face a fil-


ibuster from opponents of any com-


prehensive immigration reform pro-


posal. 
The DREAM Act has broad partisan 


support and is not the reason that the 


immigration bill stalled in the Senate. 


I would hope that consideration could 


be given to delinking the DREAM Act 


from the larger bill so that we can put 


in place a legal framework for dealing 


with young people similar in cir-


cumstances to Juan and Alejandro who 


are caught in this unfortunate immi-


gration status. But that is not likely to 


happen soon enough to address the 


problems confronting Juan and 


Alejandro. 


That is why I have decided to re-


introduce a private bill on their behalf. 


I will also be writing to Senator 


CHARLES SCHUMER, Chairman of the 


Subcommittee on Immigration to re-


quest, pursuant to the Subcommittee’s 


Rules of Procedure, that the Sub-


committee formally request an expe-


dited departmental report from the Bu-


reau of Citizenship and Immigration 


Services regarding the Gomez brothers 


so that the Subcommittee can then 


move forward to give consideration to 


this bill as soon as possible. 


I have had the opportunity to meet 


Juan and Alejandro. They believe that 


America is their home. They love our 


country and want to have an oppor-


tunity to fulfill their dreams of becom-


ing full participants in this country. 


Passage of the private bill would give 


them that opportunity. I look forward 


to working with the Subcommittee to 


facilitate its passage. 


By Mr. DURBIN: 


S. 520. A bill to designate the United 


States Courthouse under construction 


at 327 South Church Street, Rockford, 


Illinois, as the ‘‘Stanley J. Roszkowski 


United States Courthouse’’; considered 


and passed. 


Mr. DURBIN. Mr. President, I ask 


unanimous consent that the text of the 


bill be printed in the RECORD. 


There being no objection, the text of 


the bill was ordered to be placed in the 


RECORD, as follows: 


S. 520 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 


SECTION 1. STANLEY J. ROSZKOWSKI UNITED 
STATES COURTHOUSE. 


(a) DESIGNATION.—The United States court-


house under construction, as of the date of 


enactment of this Act, at 327 South Church 


Street, Rockford, Illinois, shall be known 


and designated as the ‘‘Stanley J. 


Roszkowski United States Courthouse’’. 


(b) REFERENCES.—Any reference in a law, 


map, regulation, document, paper, or other 


record of the United States to the United 


States courthouse referred to in subsection 


(a) shall be deemed to be a reference to the 


‘‘Stanley J. Roszkowski United States 


Courthouse’’. 


SUBMITTED RESOLUTIONS 


SENATE RESOLUTION 62—A BILL 


ESTABLISHING A SELECT COM-


MITTEE OF THE SENATE TO 


MAKE A THOROUGH AND COM-


PLETE STUDY AND INVESTIGA-


TION OF THE FACTS AND CIR-


CUMSTANCES GIVING RISE TO 


THE ECONOMIC CRISIS FACING 


THE UNITED STATES AND TO 


MAKE RECOMMENDATIONS TO 


PREVENT A FUTURE RECUR-


RENCE OF SUCH A CRISIS 


Mr. DORGAN (for himself and Mr. 


MCCAIN) submitted the following reso-


lution; which was referred to the Com-


mittee on Rules and Administration: 


S. RES. 62 


Whereas the United States is currently fac-


ing an unprecedented economic crisis, with 


massive losses of jobs in the United States 


and an alarming contraction of economic ac-


tivity in the United States; 


Whereas the United States Government 


has pledged, committed, or loaned more than 


$9,000,000,000,000 as of February 2009 in an at-


tempt to mitigate and resolve the economic 


crisis and trillions of dollars more may well 


be necessary before the crisis is over; 


Whereas the economic crisis reaches into, 


and has impacted, almost every aspect of the 


United States economy and significant parts 


of the international economy; 


Whereas any thorough and complete study 


and investigation of this complex and far- 


reaching economic crisis will require sus-


tained and singular focus for many months; 


Whereas a study and investigation of this 


size and scope implicates the jurisdiction of 


several Standing Committees of the Senate 


and, if it is to be done correctly and timely, 


will require a degree of undivided attention 


and resources beyond the capacity of the 


Standing Committees of the Senate, which 


are already over-burdened; 


Whereas adding such a significant study 


and investigation to the duties of the exist-


ing Standing Committees of the Senate 


would make it difficult for such committees 


to get their regular required work accom-


plished, particularly when so much attention 


and so many resources are appropriately de-


voted to responding to the ongoing economic 


crisis; 


Whereas dozens of important investiga-


tions have been conducted with the creation 


of a select committee of the Senate for a spe-


cific purpose and a set time; and 


Whereas the American public has a right 


to get straight answers on how this eco-


nomic crisis developed and what steps should 


be taken to make sure that nothing like it 


happens again: Now therefore be it 


Resolved, 
SECTION 1. SELECT COMMITTEE ON INVESTIGA-


TION OF THE ECONOMIC CRISIS. 
There is established a select committee of 


the Senate to be known as the Select Com-


mittee on Investigation of the Economic Cri-


sis (hereafter in this resolution referred to as 


the ‘‘Select Committee’’). 


SEC. 2. PURPOSE AND DUTIES. 
(a) PURPOSE.—The purpose of the Select 


Committee is to study and investigate the 


facts and circumstances giving rise to the 


current economic crisis facing the United 


States and to recommend actions to be 


taken to prevent a future recurrence of such 


a crisis. 


(b) DUTIES.—The Select Committee is au-


thorized and directed to do everything nec-


essary or appropriate to conduct the study 
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Terry 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Turner 
Upton 
Walberg 


Walden 
Walsh (IL) 
Webster 
West 
Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 


Wolf 
Womack 
Woodall 
Yoder 
Young (FL) 
Young (IN) 


NOES—166 


Ackerman 
Andrews 
Baldwin 
Bass (CA) 
Becerra 
Berkley 
Berman 
Bishop (NY) 
Blumenauer 
Brady (PA) 
Braley (IA) 
Brown (FL) 
Butterfield 
Capps 
Capuano 
Carnahan 
Carney 
Castor (FL) 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Cohen 
Connolly (VA) 
Conyers 
Cooper 
Costello 
Courtney 
Crowley 
Cummings 
Davis (CA) 
Davis (IL) 
DeFazio 
DeGette 
DeLauro 
Deutch 
Dingell 
Doggett 
Doyle 
Duncan (TN) 
Edwards 
Ellison 
Engel 
Eshoo 
Farr 
Fattah 
Filner 
Frank (MA) 
Fudge 
Garamendi 
Grijalva 
Gutierrez 
Hanabusa 


Hastings (FL) 
Heinrich 
Higgins 
Himes 
Hinchey 
Hirono 
Hochul 
Holt 
Honda 
Hoyer 
Inslee 
Israel 
Jackson (IL) 
Johnson, E. B. 
Jones 
Kaptur 
Keating 
Kildee 
Kind 
Kissell 
Kucinich 
Langevin 
Larsen (WA) 
Larson (CT) 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 
Loebsack 
Lofgren, Zoe 
Lowey 
Luján 
Lynch 
Maloney 
Markey 
Matsui 
McCarthy (NY) 
McCollum 
McDermott 
McGovern 
McIntyre 
McNerney 
Meeks 
Michaud 
Miller (NC) 
Miller, George 
Moran 
Murphy (CT) 
Nadler 
Napolitano 
Neal 
Olver 
Owens 
Pallone 
Pascrell 
Pastor (AZ) 


Payne 
Peters 
Pingree (ME) 
Polis 
Price (NC) 
Quigley 
Rahall 
Rangel 
Reyes 
Richardson 
Richmond 
Rothman (NJ) 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schrader 
Schwartz 
Scott (VA) 
Scott, David 
Serrano 
Sewell 
Sherman 
Shuler 
Sires 
Slaughter 
Smith (WA) 
Speier 
Stark 
Sutton 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Wilson (FL) 
Woolsey 
Wu 
Yarmuth 


NOT VOTING—12 


Carson (IN) 
Cole 
Dicks 
Giffords 


Gingrey (GA) 
Granger 
Lummis 
Moore 


Murphy (PA) 
Pelosi 
Stivers 
Young (AK) 


ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 


The SPEAKER pro tempore (during 
the vote). There are 2 minutes remain-
ing. 


b 1930 


So the bill was passed. 
The result of the vote was announced 


as above recorded. 
A motion to reconsider was laid on 


the table. 
Stated against: 
Mr. LANDRY. Mr. Speaker, on rollcall No. 


477 I was unavoidably detained. Had I been 
present, I would have voted ‘‘no.’’ 


f 


RESIGNATION AS MEMBER OF 
COMMITTEE ON ARMED SERVICES 


The SPEAKER pro tempore (Mr. 
BROUN of Georgia) laid before the 


House the following resignation as a 
member of the Committee on Armed 
Services: 


HOUSE OF REPRESENTATIVES, 
CONGRESS OF THE UNITED STATES, 


Washington, DC, June 22, 2011. 
Hon. JOHN BOEHNER, 
Speaker of the House, The Capitol, Washington, 


DC. 
DEAR SPEAKER BOEHNER, I am writing to 


notify you of my resignation from the Armed 
Services Committee, effective June 22, 2011. I 
look forward to continuing to serve the 
Tampa Bay area and the State of Florida 
from the Energy and Commerce and Budget 
Committees in the 112th Congress. 


Sincerely, 
KATHY CASTOR, 


United States Representative, 
Florida District 11. 


The SPEAKER pro tempore. Without 
objection, the resignation is accepted. 


There was no objection. 
f 


ELECTING A MEMBER TO A CER-
TAIN STANDING COMMITTEE OF 
THE HOUSE OF REPRESENTA-
TIVES 


Mr. LARSON of Connecticut. Mr. 
Speaker, by direction of the Demo-
cratic Caucus, I offer a privileged reso-
lution and ask for its immediate con-
sideration. 


The Clerk read the resolution, as fol-
lows: 


H. RES. 321 
Resolved, That the following named Mem-


ber be and is hereby elected to the following 
standing committee of the House of Rep-
resentatives: 


COMMITTEE ON ENERGY AND COMMERCE.—Ms. 
Castor of Florida. 


Mr. LARSON of Connecticut (during 
the reading). Mr. Speaker, I ask unani-
mous consent that the resolution be 
considered as read and printed in the 
RECORD. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Connecticut? 


There was no objection. 
The resolution was agreed to. 
A motion to reconsider was laid on 


the table. 
f 


REPORT ON RESOLUTION PRO-
VIDING FOR CONSIDERATION OF 
H.R. 2219, DEPARTMENT OF DE-
FENSE APPROPRIATIONS ACT, 
2012 


Mr. NUGENT, from the Committee on 
Rules, submitted a privileged report 
(Rept. No. 112–113) on the resolution (H. 
Res. 320) providing for consideration of 
the bill (H.R. 2219) making appropria-
tions for the Department of Defense for 
the fiscal year ending September 30, 
2012, and for other purposes, which was 
referred to the House Calendar and or-
dered to be printed. 


f 


REMOVAL OF NAME OF MEMBER 
AS COSPONSOR OF H.R. 1380 


Mr. PITTS. Mr. Speaker, I ask unani-
mous consent that my name be with-
drawn as a cosponsor of H.R. 1380, the 
New Alternative Transportation to 
Give Americans Solutions Act of 2011. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Pennsylvania? 


There was no objection. 
f 


GENERAL LEAVE 


Mr. SMITH of Texas. Mr. Speaker, I 
ask unanimous consent that all Mem-
bers have 5 legislative days to revise 
and extend their remarks and include 
extraneous materials on H.R. 1249. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Texas? 


There was no objection. 
f 


AMERICA INVENTS ACT 


The SPEAKER pro tempore. Pursu-
ant to House Resolution 316 and rule 
XVIII, the Chair declares the House in 
the Committee of the Whole House on 
the State of the Union for the consider-
ation of the bill, H.R. 1249. 


b 1933 


IN THE COMMITTEE OF THE WHOLE 


Accordingly, the House resolved 
itself into the Committee of the Whole 
House on the State of the Union for the 
consideration of the bill (H.R. 1249) to 
amend title 35, United States Code, to 
provide for patent reform, with Mr. 
GRAVES of Georgia in the chair. 


The Clerk read the title of the bill. 
The CHAIR. Pursuant to the rule, the 


bill is considered read the first time. 
An initial period of general debate 


shall be confined to the question of the 
constitutionality of the bill and shall 
not exceed 20 minutes equally divided 
and controlled by the gentleman from 
Texas (Mr. SMITH) and the gentle-
woman from Ohio (Ms. KAPTUR) or 
their designees. 


The Chair recognizes the gentleman 
from Texas. 


Mr. SMITH of Texas. I yield myself 
such time as I may consume. 


Mr. Chairman, individuals who raise 
questions about the constitutionality 
of this legislation perhaps should re-
view the Constitution itself. The Con-
stitution expressly grants Congress the 
authority to ‘‘promote the progress of 
science and useful arts.’’ That is pre-
cisely what this bill does. H.R. 1249 im-
proves the patent system, ensuring the 
protection and promotion of intellec-
tual property that spurs economic 
growth and generates jobs. 


The bill’s inclusion of a move to a 
first-inventor-to-file system is abso-
lutely consistent with the Constitu-
tion’s requirement that patents be 
awarded to the ‘‘inventor.’’ 


A recent letter by professors of law 
from across the country—from univer-
sities including Emory, Indiana, Wash-
ington University in St. Louis, Mis-
souri, NYU, New Hampshire, Wis-
consin, Albany, Stanford, Chicago, 
Georgia, Richmond, Vanderbilt, and 
Washington—states that claims of un-
constitutionality ‘‘cannot be squared 
with well-accepted and longstanding 
rules of current patent law.’’ And 
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former Attorney General Michael B. 
Mukasey has said that the provision is 
both ‘‘constitutional and wise.’’ 


In a letter to PTO Director David 
Kappos, General Mukasey stated that 
the bill’s constitutionality is assured 
because it ‘‘leaves unchanged the exist-
ing requirement that a patent issue 
only to one who ‘invents or dis-
covers.’ ’’ 


Also, this provision actually returns 
us to a system that our Founders cre-
ated and used themselves. Early Amer-
ican patent law, that of our Founders’ 
generation, did not concern itself with 
who was the first-to-invent. The U.S. 
operated under a first-inventor-to-reg-
ister, which is a system very similar to 
the first-inventor-to-file. 


It wasn’t until the 1870s, when the 
courts created interference pro-
ceedings, that our patent system began 
to consider who was the first-to-invent 
an invention. These interference pro-
ceedings disadvantaged independent in-
ventors and small businesses. Over 
time, interference proceedings have be-
come a costly litigation tactic that has 
forced some manufacturers to take the 
path of least resistance and move oper-
ations and jobs overseas rather than 
risk millions or billions of dollars in 
capital investment. The America In-
vents Act does away with interference 
proceedings and includes a provision to 
address prior user rights without jeop-
ardizing American businesses and jobs. 


Opponents of the first-inventor-to- 
file system claim that it may disadvan-
tage independent inventors who cannot 
file quickly enough. But the current 
system lulls inventors into a false 
sense of security based on the belief 
that they can readily and easily rely 
on being the first-to-invent. Inventors 
forget that, to have any hope of win-
ning an interference proceeding, they 
must comply with complex legal proce-
dures and then spend over $500,000 to 
try to prove that they were the first- 
to-invent. 


In the last 7 years, under the current 
system of interference proceedings, 
only one independent inventor out of 3 
million patent applications has proved 
an earlier date of invention over the in-
ventor who filed first, one out of 3 mil-
lion. In fact, the current patent sys-
tem’s costly and complex legal envi-
ronment is what truly disadvantages 
independent inventors, who often lose 
their patent rights because they can’t 
afford the legal battle over ownership. 


The America Invents Act reduces 
frivolous litigation over weak or 
overbroad patents by establishing a 
pilot program to review a limited 
group of business method patents that 
never should have been awarded in the 
first place. Section 18 deals with mis-
takes that occurred following an activ-
ist judicial decision that created a new 
class of patents called business method 
patents in the late 1990s. The PTO was 
ill equipped to handle the flood of busi-
ness method patent applications. 


Few examiners had the necessary 
background and education to under-


stand the inventions, and the PTO 
lacked information regarding prior art. 
As a result, the PTO issued some weak 
patents that have lead to frivolous law-
suits. The pilot program allows the 
PTO to reexamine a limited group of 
questionable business method patents, 
and it is supported by the PTO. 


Former 10th Circuit Federal Appeals 
Court Judge Michael McConnell sent 
me a constitutional analysis of the 
bill’s reexamination proceedings. He 
stated that ‘‘there is nothing novel or 
unprecedented, much less unconstitu-
tional, about the procedures proposed 
in sections 6 and 18. The application of 
these new reexamination procedures to 
existing patents is not a taking or oth-
erwise a violation of the Constitution.’’ 


Supporters of this bill understand 
that if America’s inventors are forced 
to waste time with frivolous litigation, 
they won’t have time for innovation. 
That’s why the U.S. Chamber of Com-
merce, National Association of Manu-
facturers, PhRMA, BIO, the Informa-
tion Technology Industry Council, 
American Bar Association, Small Busi-
ness & Entrepreneurship Council, Inde-
pendent Community Bankers of Amer-
ica, Credit Union National Association, 
Financial Services Roundtable, Amer-
ican Insurance Association, Property 
Casualty Insurers Association of Amer-
ica, the Securities Industry and Finan-
cial Markets Association, the Amer-
ican Institute of CPAs, industry lead-
ers, the Coalition for 21st Century Pat-
ent Reform, the Coalition for Patent 
Fairness, independent inventors, and 
all six major university associations 
all support H.R. 1249. 


To quote the Chamber of Commerce: 
‘‘This legislation is crucial for Amer-
ican economic growth, jobs, and the fu-
ture of U.S. competitiveness.’’ 


We can no longer allow our economy 
and job creators to be held hostage to 
legal maneuvers and the judicial lot-
tery. 


b 1940 


American inventors have led the 
world for centuries in new innovations, 
from Benjamin Franklin and Thomas 
Edison to the Wright Brothers and 
Henry Ford. But if we want to continue 
as leaders in the global economy, we 
must encourage the innovators of 
today to develop the technologies of to-
morrow. 


This bill holds true to the Constitu-
tion, our Founders and our promise to 
future generations that America will 
continue to lead the world as a foun-
tain for discovery, innovation and eco-
nomic growth. 


Mr. Chairman, I reserve the balance 
of my time. 


Ms. KAPTUR. I yield myself such 
time as I may consume. 


Mr. Chairman, if this bill is passed 
into law, it will violate the first right 
explicitly named in our Constitution, 
the intellectual property clause. This 
bill makes a total mockery of article 1, 
section 8, clause 8, which requires Con-
gress to secure for inventors the exclu-


sive right to their respective writings 
and discovery. 


Supporters of this bill say it is an at-
tempt to modernize our patent system. 
What they really mean is that this bill 
Europeanizes our patent system by 
granting the rights to an invention to 
whoever wins the race to the Patent 
Office. 


The Supreme Court has been con-
sistent on this issue throughout our 
history. First inventors have the exclu-
sive constitutional right to their in-
ventions. This right extends to every 
citizen, not just those with deep pock-
ets and large legal teams. A politicized 
patent system will further entrench 
those very powerful interests with deep 
pockets and lots of lobbying offices 
over on K Street. 


Claiming to be an inventor is not the 
same thing as being that inventor, the 
person who actually made the dis-
covery. A patent should be challenged 
in court, not in the U.S. Patent Office. 


Since the first Congress, which in-
cluded 55 delegates to the Constitu-
tional Convention, our nation has rec-
ognized that you are the owner of your 
own ideas and innovations. This bill 
throws that out the window and re-
places it with a system that legalizes a 
rather clever form of intellectual prop-
erty theft. 


I assure you of one thing: If this bill 
mistakenly passes, this debate will not 
be over. We will see it head straight to 
the courts with extended litigation for 
years to come, along with complete un-
certainty to our markets, killing jobs 
and killing innovation. 


I urge my colleagues to vote ‘‘no’’ on 
H.R. 1249. 


I yield 3 minutes to the former chair-
man of the Judiciary Committee, our 
esteemed colleague from Wisconsin 
(Mr. SENSENBRENNER). 


Mr. SENSENBRENNER. Mr. Chair-
man, in the first day of this session we 
all took an oath to preserve and pro-
tect and defend the Constitution of the 
United States against all enemies, for-
eign and domestic. And a day or two 
later, for the first time in history, we 
read the Constitution on the floor from 
beginning to end. 


We changed the rules to have a con-
stitutional debate when the constitu-
tionality of legislation before us was in 
question. And this is the first time in 
the history of the United States House 
of Representatives when a question se-
rious enough to have a constitutional 
debate is being debated on the floor for 
20 minutes. 


Unlike what my friend from Texas 
(Mr. SMITH) has said, this bill is uncon-
stitutional, and voting for this bill will 
violate one’s oath of office. And here is 
why. 


The intellectual property clause of 
the Constitution gives the protection 
to the first-to-invent, and what hap-
pens later in the Patent Office only 
protects that right. It doesn’t deni-
grate the right, and the right is given 
to the person who is first-to-invent. If 
someone who was the first-to-invent 
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ends up losing the race to the Patent 
Office, this bill takes away a property 
right, and that violates the Fifth 
Amendment. 


Now, inventor means first inventor 
in the Constitution. And earlier this 
month, in Stanford University v. 
Roche, the Chief Justice has said, since 
1790 the patent law has operated on the 
premise that in an invention, the 
rights belong to the inventor. And 
since the founding of our Republic, 
that has been the law. 


Even in the beginning of our Repub-
lic, the 1793 act created an interference 
provision and set up an administrative 
procedure to resolve competing claims 
for the same invention. The Patent 
Board rejected the proposal that the 
patent should be awarded to the first 
person to file an application. And 
Thomas Jefferson served on that Pat-
ent Board that rejected first-to-file. 


Secondly, early Supreme Court deci-
sions confirm that patents must be 
granted to inventors, not when they 
file, but when they invent it. And that 
began in 1813 with Chief Justice Mar-
shall, reaffirmed in 1829, and last 
month in Stanford v. Roche in the Su-
preme Court of the United States. 


I think it is clear from all of the 
precedents that a first-to-invent and a 
first-to-file provision is unconstitu-
tional because it adds a layer of com-
pliance in winning the race to the Pat-
ent Office for someone who already has 
that right. 


Let’s vote ‘‘no’’ to uphold our oaths 
of office under the Constitution of the 
United States. 


Mr. SMITH of Texas. Mr. Chairman, I 
reserve the balance of my time. 


Ms. KAPTUR. I yield 1 minute to the 
gentleman from Nebraska (Mr. TERRY). 


Mr. TERRY. Mr. Chairman, since the 
founding of the Republic, our patent 
system has been based on the premise 
that an inventor is entitled to a patent 
for their work, and not simply the first 
person to file a patent application. In-
deed, article 1, section 8, clause 8 of the 
Constitution specifically states that to 
promote the progress of science and 
useful arts, Congress shall have the 
power to secure to authors and inven-
tors the exclusive right to their respec-
tive writings and discoveries. Nowhere 
does it say filers have that right. Under 
no rule of construction or interpreta-
tion can this clause mean anything 
other than what it says. 


And Mr. Chairman, I find it com-
forting to know that certainly I’m not 
alone in my concern over the constitu-
tionality over first-to-file. None other 
than Chief Justice of the United States 
Supreme Court John Roberts recently 
wrote in an opinion, joined by six of his 
fellow Supreme Court justices that, 
‘‘Since 1790, the patent law has oper-
ated on the premise that rights in an 
invention belong to the inventor.’’ 


Mr. SMITH of Texas. It is nice to be 
able to yield 1 minute to the gentleman 
from New York (Mr. NADLER), who is 
the ranking member of the Constitu-
tion Subcommittee of the Judiciary 
Committee. 


Mr. NADLER. Mr. Chairman, some 
have argued that the first-to-file provi-
sion in this bill violates the constitu-
tional provision giving Congress the 
power to promote the progress of 
science and useful arts by securing for 
limited times for authors and inventors 
the exclusive rights to their respective 
writings and discoveries. 


The first key point to note is that 
the text does not define inventor. 
Under H.R. 1249, one still has to be an 
inventor to be awarded the patent, as 
the Constitution requires. Indeed, 
former Bush administration Attorney 
General Michael Mukasey noted in a 
May 2011 letter to Patent Office Direc-
tor David Kappos that ‘‘the second in-
ventor is no less an inventor for having 
invented second.’’ And former Attorney 
General Mukasey correctly points out 
that the Constitution grants Congress 
the power to ‘‘promote the progress of 
the science and useful arts’’ but does 
not say how it can or should do so. 
Congress deciding that awarding pat-
ents to inventors who are the first-to- 
file is consistent with that constitu-
tional power. 


The Patent Act of 1793 makes no 
mention of needing to be the first-to- 
invent. A patent was valid as long as 
the invention was not an invention al-
ready in the public domain or derived 
from another person. It was not until 
1870 that there was a specific process 
put in place to even determine who the 
first-to-invent was. 


The bottom line is that this bill is a 
clear exercise of Congress’ constitu-
tional power to secure patent rights to 
inventors. 


b 1950 


Ms. KAPTUR. Mr. Chairman, may I 
inquire as to my remaining time, 
please. 


The CHAIR. The gentlewoman from 
Ohio has 4 minutes remaining. 


Ms. KAPTUR. I yield 1 minute to the 
gentleman from New Jersey (Mr. GAR-
RETT). 


Mr. GARRETT. Mr. Chairman, as 
founder and chairman of the Constitu-
tion Caucus, I applaud the opportunity 
to debate the constitutionality of this 
bill. This is the first of what I hope will 
be many more instances to discuss the 
constitutionality of legislation consid-
ered on this floor. 


What this bill does is change the U.S. 
patent system from one which allows 
the moment of invention to determine 
who is entitled to a patent to one 
which confers this power to a govern-
ment agency. Such a change would vio-
late the intellectual property clause of 
the Constitution. Why is that? Because 
the Founders rejected the idea that 
rights are bestowed to the people by 
the government in favor of the revolu-
tionary principle that men are born 
with natural rights. 


Our Constitution instituted a govern-
ment that secures only these natural 
and preexisting rights. So inventions 
created by the fruits of intellectual 
labor are the property of the inventor. 


These and only these first and true in-
ventors then are entitled to public pro-
tection of their rightful property. To 
remain true to the principles of liberty, 
we must preserve a system that pro-
tects the true and first inventor. 


Mr. SMITH of Texas. Mr. Chairman, 
may I inquire as to how much time re-
mains on each side. 


The CHAIR. The gentleman from 
Texas has 21⁄2 minutes remaining, and 
the gentlewoman from Ohio has 3 min-
utes remaining. 


Mr. SMITH of Texas. I yield 2 min-
utes to the gentleman from Virginia 
(Mr. GOODLATTE), who is the chairman 
of the Intellectual Property Sub-
committee of the Judiciary Com-
mittee. 


Mr. GOODLATTE. I also very much 
appreciate this debate on the constitu-
tionality of this issue. I had the honor 
of leading the reading of the Constitu-
tion on the second day of this new Con-
gress. 


I want to make it very clear because 
there’s a lot of confusion on the part of 
a lot of people who think this is a first- 
to-file—even if you’re not the inven-
tor—gets the patent. That is most as-
suredly not the case. This is first-in-
ventor-to-file. You must be a bona fide 
inventor to qualify for this. 


Our Constitution grants exclusive 
rights to inventors. Now, in point of 
fact, when our Constitution was first 
adopted and our Patent Office was es-
tablished, there was no interference 
provision, and it was 80 years later be-
fore that took place. In fact, in at least 
one case patents were granted to more 
than one inventor. So the issue here I 
think is not at all well-founded. 


This is clearly constitutional. We 
have submitted and we will make part 
of the RECORD writings by 20 constitu-
tional law professors—Attorney Gen-
eral Mukasey who has noted this as 
well. The Constitution grants Congress 
the authority to award inventors the 
exclusive rights to their inventions; 
however, the Constitution leaves to 
Congress how to settle disputes be-
tween two individuals who claim to 
have invented a certain idea. 


Article I, section 8, of the Constitu-
tion declares that patent rights are to 
be granted in order to ‘‘promote the 
progress of science and useful arts.’’ A 
first-inventor-to-file system ensures 
this by awarding patent protections to 
the first actual inventor to disclose 
and make productive use of its patent. 


Our Nation has adopted different 
standards for settling these issues in 
the past. Currently, we have a first-to- 
invent standard. The reality is that a 
first-to-invent standard subjects small 
businesses and individual inventors 
who have filed for patent protection to 
surprise and costly litigation in what 
are called interference actions to de-
termine who invented the idea first. 
This is a better idea, and this is a con-
stitutional idea. 


We can make this process much easier by 
awarding a patent to the first inventor to make 
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use of his invention by seeking patent protec-
tion. This will reward the inventor who is mak-
ing productive use of his patent and will dis-
courage individuals from sitting idly on their 
ideas. 


Let us make clear—switching to First-Inven-
tor-to-File does not allow a subsequent party 
to steal an invention. It requires that a subse-
quent inventor had to have come up with the 
idea independently and separately. 


Switching to a First-Inventor-to-File system 
fits squarely within the plain meaning of the 
Constitution and will reward inventors who are 
working to launch our nation into the next level 
of innovation and job creation. 


Ms. KAPTUR. I yield 1 minute to my 
distinguished colleague and cosponsor 
in opposition to this bill, the gen-
tleman from California (Mr. ROHR-
ABACHER). 


Mr. ROHRABACHER. Mr. Chairman, 
our Constitution was designed and 
written to protect inventors, not filers. 
The words are very clear. ‘‘Inventor’’ is 
in the Constitution, ‘‘filers’’ is not in 
the Constitution. So why are we having 
this dispute about the constitu-
tionality of this provision which is 
very clearly in the Constitution? 


Are there all sorts of problems that 
we have people fighting as to who real-
ly invented something? No, we don’t 
have a lot of problems. The reason why 
we have to change this is to harmonize 
our law, American patent law, with Eu-
rope. There are opponents that stated 
this over and over again in the early 
part of this debate, that the purpose 
was harmonizing American law with 
the rest of the world. Well, American 
law has always been stronger; we’ve 
had the strongest patent protection in 
the world. So what does harmonize 
mean? It means weakening our con-
stitutionally protected patent rights. 


The purpose of the bill is to weaken 
a constitutionally protected right that 
has been in place since the founding of 
our country. It should be rejected. 


Ms. KAPTUR. I would like to inquire 
as to the remaining time on both sides, 
please. 


The CHAIR. The gentlewoman from 
Ohio has 2 minutes remaining; the gen-
tleman from Texas has 30 seconds re-
maining. 


Ms. KAPTUR. Mr. Chairman, this bill 
is unconstitutional. It will stifle Amer-
ican job creation, cripple American in-
novation. It throws out over 220 years 
of patent protections for individual in-
ventors and violates the CutGo rules, 
increasing our deficit by over $1 billion 
by 2021. 


The proponents claim that the bill is 
constitutional because it contains the 
word ‘‘inventor’’ and leaves in place 
the existing statutory language award-
ing patents to those who invent or dis-
cover. But adding a word to the title of 
a bill cannot paper over its constitu-
tional flaws. The bill denies a patent to 
the actual inventor simply because he 
or she files second, and therefore it is 
unconstitutional. 


Earlier this month, in a decision 
issued on June 6, the Supreme Court 
reaffirmed that since 1790, the patent 


law has operated on the premise that 
the rights in an invention belong to the 
inventor. Chief Justice John Marshall 
explained in 1813 that the Constitution 
and law, taken together, give to the in-
ventor from the moment of invention 
an inchoate property therein which is 
completed by suing out a patent. And 
in 1829, the Supreme Court held that 
under the Constitution the right is cre-
ated by the invention and not by the 
patent. And a New York district judge 
stated in 1826 that it is very true that 
the right to a patent belongs to him 
who is the first inventor. 


If this very flawed bill passes, I guar-
antee you it is going to be tied up in 
litigation for years to come. With the 
job situation being what it is, with our 
need for innovation in this economy, 
the last thing we should do is try to 
undermine a system that works. More 
patents are filed in this country than 
anyplace else in the world. It is depend-
able. And it is the first right, even be-
fore the Bill of Rights, contained in our 
Constitution. 


We should stand for what is in the 
Constitution and not try to undermine 
it for any interest that comes before 
the Members of this Congress. 


Mr. Chairman, I yield back the bal-
ance of my time and I ask my col-
leagues to vote against this bill. Sup-
port our own Constitution and the very 
successful record we’ve had of Amer-
ican innovation. 


Mr. SMITH of Texas. I yield myself 
the balance of my time. 


Mr. Chairman, I know my colleagues 
know a lot about this subject, but I 
don’t think they know more than the 
Founders themselves. The Founders, 
including those who wrote the Con-
stitution, operated under a first-to-reg-
ister patent system starting in 1790. 
This is a very similar system to the 
first-inventor-to-file provision in the 
bill. So if the Founders liked the con-
cept and thought it was constitutional, 
so should Members of Congress. 


Mr. Chairman, I yield back the bal-
ance of my time. 


The CHAIR. All time for debate on 
the question of the constitutionality of 
the bill has expired. 


A subsequent period of general de-
bate shall be confined to the bill and 
shall not exceed 1 hour equally divided 
and controlled by the chair and rank-
ing minority member of the Committee 
on the Judiciary. 


The gentleman from Texas (Mr. 
SMITH) and the gentlewoman from Cali-
fornia (Ms. ZOE LOFGREN) each will 
control 30 minutes. 


The Chair recognizes the gentleman 
from Texas. 


Mr. SMITH of Texas. I yield myself 
such time as I may consume. 


Mr. Chairman, the foresight of the 
Founders in creating an intellectual 
property system in the Constitution 
demonstrates their understanding of 
how patent rights benefit the American 
people. Technological innovation from 
our intellectual property is linked to 
three-quarters of America’s economic 


growth, and American IP industries ac-
count for over one-half of all of our ex-
ports. These industries also provide 
millions of Americans with well-paying 
jobs. 


b 2000 


Our patent laws, which provide a 
time-limited monopoly to inventors in 
exchange for their creative talent, 
helped create this prosperity. 


The last major patent reform was 
nearly 60 years ago. During this time 
we have seen tremendous technological 
advancements, going from computers 
the size of a closet to the use of wire-
less technology in the palm of your 
hand. But we cannot protect the tech-
nologies of today with the tools of the 
past. 


The current patent system is out-
dated and dragged down by frivolous 
lawsuits and uncertainty regarding 
patent ownership. Unwarranted law-
suits that typically cost $5 million to 
defend prevent legitimate inventors 
and industrious companies from cre-
ating products and generating jobs. 
And while America’s innovators are 
forced to spend time and resources de-
fending their patents, our competitors 
are busy developing new products that 
expand their businesses and their 
economies. 


According to a recent media report, 
China is expected to surpass the United 
States for the first time this year as 
the world’s leading patent publisher. 
The more time we waste on frivolous 
litigation, the less time we have for in-
novation. 


Another problem with the patent sys-
tem is the lack of resources available 
to the PTO. The average wait time for 
a patent approval is 3 years or more. 
These are products and innovations 
that will create jobs and save lives. In-
adequately funding the PTO harms in-
ventors and small businesses. 


The bill allows the Director to adjust 
the fee schedule with appropriate con-
gressional oversight and prevents Con-
gress from spending agency funds on 
unrelated programs. This will enable 
the PTO to become more efficient and 
productive, reducing the wait time for 
patent approval. Patent quality will 
improve on the front end, which will 
reduce litigation on the back end. 


The patent system envisioned by our 
Founders focused on granting a patent 
to the first inventor who registered 
their invention. This is similar to the 
first-inventor-to-file provision in H.R. 
1249. This improvement makes our sys-
tem similar to the international stand-
ard that other countries use, only it is 
better. We retain both a 1-year grace 
period that protects universities and 
small inventors before they file, as well 
as the CREATE Act, which ensures col-
laborative research does not constitute 
prior art that defeats patentability. 


There are some who think this bill 
hurts small businesses and independent 
inventors, but they are wrong. It en-
sures that independent inventors are 
able to compete with larger companies, 
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both here and abroad. American inven-
tors seeking protection here in the 
United States will have taken the first 
step toward protecting their patent 
rights around the world. 


The bill also makes the small busi-
ness ombudsman at the PTO perma-
nent. That means that small businesses 
will always have a champion at the 
PTO looking out for their interests and 
helping them as they secure patents for 
their inventions. This bill protects 
small businesses and independent in-
ventors by reducing fees for both. 


This bill represents a fair com-
promise and creates a better patent 
system than exists today for inventors 
and innovative industries. 


Patents are important to the United 
States and the world. For example, 
during the War of 1812, American 
troops burned the Canadian town of 
York, known today as Toronto. In re-
taliation, the British marched on 
Washington in the summer of 1814 to 
put the capital city to the torch. 


Dr. William Thorton, the Super-
intendent of the Patent Office, deliv-
ered an impassioned speech to the Brit-
ish officer commanding 150 Redcoats 
who were tasked to burn Blodgett’s 
Hotel, where the Patent Office was lo-
cated. Thorton argued that the patent 
models stored in the building were val-
uable to all mankind and could never 
be replaced. He declared that anyone 
who destroyed them would be con-
demned by future generations, as were 
the Turks who burned the library in 
Alexandria. The British officer re-
lented and Blodgett’s Hotel was spared, 
making it the only major public build-
ing in Washington not burned that day. 


American inventors have led the 
world in innovation and new tech-
nologies for centuries, from Benjamin 
Franklin and Thomas Edison to the 
Wright Brothers and Henry Ford. But if 
we want to foster future creativity, we 
must do more to encourage today’s in-
ventors. Now is the time to act. 


I urge the House to support the 
America Invents Act. 


Mr. Chairman, I reserve the balance 
of my time. 


Ms. ZOE LOFGREN of California. I 
yield myself such time as I may con-
sume to oppose H.R. 1249. 


I have worked on the patent reform 
effort since 1997 and am disappointed 
that here today I am unable to support 
the bill as it exists. I did vote to report 
this bill out of our Judiciary Com-
mittee, but since that time we have 
seen two unfortunate things occur that 
have made this bill simply not viable. 
The first, and exceedingly important, 
is the protections for patent fees, so 
that all the fees would stay in the of-
fice, have been removed. The regular 
appropriations process will allow for 
fee diversions in the future. 


It has been the policy of the House, 
for example, not to divert fees from the 
Office. However, fees continue to be di-
verted. In fact, in the CR approved by 
the House this year, we diverted be-
tween $85 million and $100 million in 


fees from the Patent Office, and that is 
under the existing prohibition. So that 
is a major reason why the bill is defec-
tive. 


I would note also that if we are mov-
ing to a first-to-file system, there has 
to be robust protection for prior user 
rights, including prior user rights in 
the grace period that exists under cur-
rent law. Sadly, those protections are 
missing in this bill. The manager’s 
amendment talks about disclosures 
only. It is a shame that other prior art, 
such as trade secrets and the like, 
would not receive the same protection. 


So I would urge that the bill, unfor-
tunately, cannot be supported. I intend 
to oppose it, as well as the manager’s 
amendment. 


I yield such time as he may consume 
to the honorable gentleman from North 
Carolina (Mr. WATT), the distinguished 
ranking member of the Intellectual 
Property Subcommittee. 


Mr. WATT. I thank the gentlewoman 
for yielding time. 


As the gentlewoman has indicated, I 
am the ranking member of the Sub-
committee on Intellectual Property of 
Judiciary, and I too supported report-
ing the bill favorably to the House 
floor. The problem is that the bill we 
may end up debating is not the bill 
that we reported favorably from the 
Judiciary Committee, and there are 
reasons for that. I understand what 
those reasons are, but if the amend-
ment that is being offered as the man-
ager’s amendment passes, it will put us 
in a position where substantial people 
who supported the bill will be unable to 
do so. 


Here is the equation. One of the pri-
mary purposes for which there was a 
strong alliance of people and groups 
and interests supporting patent reform 
was that in the past fees that have 
been paid to the Patent and Trademark 
Office have gone through the appro-
priations process, and over the last 10 
years almost $800,000 of those fees have 
been diverted to other purposes, other 
than the use of the Patent and Trade-
mark Office. The effect of that is that 
there has been a hidden tax on innova-
tion in our country. 


The United States Senate passed a 
bill that would end that diversion. 
They passed it by a vote of 85–4. We 
passed a bill out of our Judiciary Com-
mittee that would end that diversion, 
and all of a sudden we come to the 
floor and a manager’s amendment is 
being offered that, if it is not defeated, 
will undermine that unifying thing 
that has held the groups together and 
allowed people to support the bill. So I 
have to be in a position where I am 
strongly opposing the manager’s 
amendment to this bill. 


I don’t think the groups out there 
support it. It is not often that I come 
to the floor and say I am speaking for 
the U.S. Chamber of Commerce. The 
Chamber of Commerce would like for 
the diversion of fees to stop. 
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It’s not often that I come to the floor 


and say that I’m speaking, I think, for 


the United States Senate. They’ve al-
ready passed a bill that would stop the 
diversion of fees. It’s not often that I 
come to the floor standing up for the 
bill that came out of our committee 
against forces that have taken it over 
and are putting forward a manager’s 
amendment that we simply cannot sup-
port. 


Now, I understand how we got here. 
The appropriators would like to con-
tinue to control the process. They said, 
Well, we are going to object to this, 
and we will raise a point of order. And 
they came up with language that pro-
fesses to solve the problem. The prob-
lem is that that raised another point of 
order because the Congressional Budg-
et Office said, Well, if you do it that 
way, you are going to put yourself in a 
situation where we have to score this 
bill in a different way. So then the 
leadership on the chairman’s side said, 
Okay, well, we can waive that rule. 
And I’m saying, Well, if you can waive 
the rule, you are the people who have 
been so much worried about the deficit, 
if you can waive the rule that gets 
around worrying about the deficit, why 
couldn’t you waive the rule that allows 
us to take up the bill that we passed 
out of committee? 


So I need to be addressing my Repub-
lican colleagues here. If they want to 
start this process over, the way to 
start the process over is to vote 
against the manager’s amendment. 
That’s the simple way to do it. At that 
point we can get back, hopefully, to a 
bill that does clearly not divert fees 
and that the whole population of sup-
porters has said we would support. 


That’s where I am, Mr. Chairman. I 
don’t want to belabor this. I don’t want 
to take away time from other people 
who want to speak. But it’s not the bill 
itself that came out of committee 
that’s the problem. If we pass the man-
ager’s amendment, we’ve got a problem 
here. We could tinker around the edges 
of the bill that came out of the com-
mittee, and we could solve the minor 
concerns that we’ve got there. But 
there’s no way to tinker around the 
edges of this diversion issue. Either 
you support diversion of money, or you 
don’t support diversion of money. 


I think it’s time for us to stop this 
hidden tax that we have imposed on in-
novation in this country. The only way 
to do that is to defeat the manager’s 
amendment. 


Mr. SMITH of Texas. Madam Chair, I 
yield 3 minutes to the gentleman from 
North Carolina (Mr. COBLE), the chair-
man of the Courts, Commercial, and 
Administrative Law Enforcement Sub-
committee of the Judiciary Com-
mittee. 


Mr. COBLE. I thank the gentleman 
from Texas. And I say to my friend 
from North Carolina, it was my belief 
that diversion had ended. But let me 
make my statement, and maybe we can 
get to this subsequently. 


A robust patent system, Madam 
Chairman, is critical to a strong, devel-
oped economy. And H.R. 1249, in my 
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opinion, serves that goal by ending di-
version of user fees to other agencies. 
Ending diversion is essential to a ro-
bust and strong patent system, it 
seems to me. This is not a new concept. 
It’s been a controversial issue for many 
years; but we’re at a point where if 
something isn’t done, the office is 
going to be overwhelmed. 


When someone asks why I support 
patent reform, I respond, The answer is 
simple, two words: backlog and pend-
ency. The number of pending applica-
tions, I am told, is around 700,000, and 
the average time for an application to 
be reviewed is 30 months. This is unac-
ceptable. The number of pending 
claims should be approximately 300,000 
and the pendency time period should be 
approximately 20 months, or 10 months 
less than what it is now. Patents pro-
vide innovative and economic incen-
tives for creators. If our patent system 
loses its efficacy, those incentives will 
become diluted. The dilution begins 
very simply when inventors decide to 
find other forms of protection for their 
ideas or begin marketing their ideas 
independently to avoid the cost and 
sometimes hassle of filing for patent 
protection. 


Reducing the backlog and pendency 
rate depends on the office’s ability to 
improve the performance of examiners 
and to provide additional examiners. 
Enacting H.R. 1249, in my opinion, Mr. 
Chairman, and ending diversion will 
provide that needed certainty for the 
office to begin making the changes to 
meet these goals. 


I urge Members to vote in favor of 
the bill. 


Ms. ZOE LOFGREN of California. 
Madam Chairman, I yield 30 seconds to 
the gentlewoman from Ohio (Ms. KAP-
TUR). 


Ms. KAPTUR. I thank the gentlelady 
for yielding to me. I will place in the 
RECORD dozens and dozens of organiza-
tions that oppose this bill. They oppose 
the manager’s amendment. And what is 
amazing about these groups is they 
range the vast ideological spectrum 
from liberal to conservative to mod-
erate. And they all represent people— 
thousands and thousands of people— 
such as the American Bar Association, 
the Eagle Forum, the American Civil 
Rights Union, the Christian Coalition, 
the Family Research Council Action, 
Friends of the Earth, National Associa-
tion of Realtors, Innovation Alliance. 
If one looks across this list, they have 
deep concerns about this bill and op-
pose it. 


The following groups oppose H.R. 1249 or 
specific provisions of it or the Manager’s 
Amendment: U.S. Business and Industry 
Council; National Association of Realtors; 
Innovation Alliance, American Bar Associa-
tion; American Medical Association; ACLU; 
Breast Cancer Action; US-Israel Science & 
Technology Foundation (Sections 3 and 5); 
Public Citizen (Section 16); American Asso-
ciation for Justice (Section 16); Joan 
Claybrook, President Emeritus, Public Cit-
izen; National Consumers League; Trading 
Technologies; Patent Office Professional As-
sociation (POPA); Generic Pharmaceutical 


Association (Section 12); Eagle Forum; Intel-
lectual Ventures (Section 18); Data Treasury 
(Section 18). 


Angel Venture Forum; BlueTree Allied An-
gels; Huntsville Angel Network; Private In-
vestors in Entrepreneurial Endeavors; Insti-
tute of Electrical and Electronic Engineers 
(IEEE–USA); Wisconsin Alumni Research 
Foundation; Brigham Young University; 
University of Kentucky; Hispanic Leadership 
Fund; American Innovators for Patent Re-
form; National Association of Patent Practi-
tioners (NAPP); National Small Business As-
sociation; IPAdvocate.org; National Associa-
tion of Seed & Venture Funds; National Con-
gress of Inventor Organizations; Inventors 
Network of the Capital Area; Professional 
Inventors Alliance USA; Public Patent 
Foundation; Edwin Meese, III, Former Attor-
ney General of the United States; Let Free-
dom Ring. 


American Conservative Union; Southern 
Baptist Ethics and Religious Liberty Con-
vention; 60 Plus; Tradition, Family, Prop-
erty; Gun Owners of America; Council for 
America; American Civil Rights Union; 
Christian Coalition; Patriotic Veterans, Inc.; 
Center for Security Policy; Family PAC Fed-
eral; Liberty Central; Americans for Sov-
ereignty; Association of Christian Schools 
International; Conservative Inclusion Coali-
tion; Oregon Health & Science University; 
North Dakota State University; South Da-
kota University; University of Akron Re-
search Foundation; University of New Hamp-
shire. 


University of New Mexico; University of 
Utah; University of Wyoming; Utah Valley 
University; Weber State University; 
WeReadTheConstitution.com; Family Re-
search Council Action; Friends of the Earth; 
National Women’s Health Network; Our Bod-
ies Ourselves; Center for Genetics and Soci-
ety; International Center for Technology As-
sessment; Southern Baptist Ethics & Reli-
gious Liberty Commission; United Methodist 
Church—General Board of Church and Soci-
ety; American Society for Clinical Pathol-
ogy; American Society for Investigational 
Pathology; Association for Molecular Pa-
thology; College of American Pathologists; 
Association of Pathology Chairs. 


Mr. SMITH of Texas. Madam Chair, I 
yield 5 minutes to the gentleman from 
Virginia (Mr. GOODLATTE), who is the 
chairman of the Intellectual Property 
Subcommittee of the Judiciary Com-
mittee. 


Mr. GOODLATTE. I thank the chair-
man for yielding and for his leadership 
on this issue, and I rise in strong sup-
port of H.R. 1249. 


For the better part of the past dec-
ade, Congress has been working to up-
date our patent laws to ensure that the 
incentives our Framers envisioned 
when they wrote article I, section 8, of 
our Constitution remain meaningful 
and effective. The U.S. patent system 
must work efficiently if America is to 
remain the world leader in innovation. 
It is only right that as more and more 
inventions with increasing complexity 
emerge, we examine our Nation’s pat-
ent laws to ensure that they still work 
efficiently and that they still encour-
age and not discourage innovation. 


The core principles that have guided 
our efforts have been to ensure that 
quality patents are issued by the PTO 
in the first place and to ensure that 
our patent enforcement laws and proce-
dures do not create incentives for op-
portunists with invalid claims to ex-


ploit while maintaining strong laws 
that allow legitimate patent owners to 
enforce their patents effectively. H.R. 
1249 addresses these principles. 


With regard to ensuring the issuance 
of quality patents, this legislation al-
lows third parties to submit evidence 
of prior art during the examination 
process, which will help ensure exam-
iners have the full record before them 
when making decisions. In addition, 
after the PTO issues a patent, this leg-
islation creates a new post-grant oppo-
sition system in which third parties 
can raise objections to a patent imme-
diately after its issuance, which will 
both help screen out bad patents while 
bolstering valid ones. 


b 2020 


Furthermore, the bill contains a pro-
vision on fee diversion where any fees 
that are collected but not appropriated 
to the PTO will be placed in a special 
fund to be used only by the PTO for op-
erations. This solves the fee diversion 
issue, and it assures that the problem 
that we have had in the past will not 
take place in the future; but at the 
same time it also assures that the Con-
gress will continue its oversight au-
thority because the Patent Office will 
have to come to the Congress, to the 
Appropriations Committee, to justify 
those expenditures. They can’t be spent 
on anything else, but they have to be 
justified to the Congress before the 
funds are appropriated. These funds 
will still be subject to appropriation 
but will be set aside to only fund the 
PTO. With a backlog of almost a mil-
lion patent applications and many 
waiting 3 years to get an initial action 
on their patent applications, this 
agreement could not come at a more 
crucial time. We have been trying for 
10 years, by the way, and this is the 
closest we have ever come. 


In addition to these patent quality 
improvements, H.R. 1249 also includes 
provisions to ensure that patent litiga-
tion benefits those with valid claims 
but not those opportunists who seek to 
abuse the litigation process. Many in-
novative companies, including those in 
the technology and other sectors, have 
been forced to defend against patent in-
fringement lawsuits of questionable le-
gitimacy. When such a defendant com-
pany truly believes that the patent 
being asserted is invalid, it is impor-
tant for it to have an avenue to request 
the PTO to take another look at the 
patent in order to better inform the 
district court of the patent’s validity. 
This legislation retains an inter partes 
re-exam process, which allows 
innovators to challenge the validity of 
a patent when they are sued for patent 
infringement. 


In addition, the bill allows the Pat-
ent and Trademark Office to reexamine 
some of the most questionable business 
method patents, which opportunists 
have used for years to extort money 
from legitimate businesses. By allow-
ing the PTO to take another look at 
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these patents, we help ensure that in-
valid patents will not be used by ag-
gressive trial lawyers to game the sys-
tem. 


The bill also ensures that abusive 
false markings litigation is put to an 
end. Current law allows private indi-
viduals to sue companies on behalf of 
the government to recover statutory 
damages in false markings cases. After 
a court decision 2 years ago that liber-
alized the false markings damages 
awards, a cottage industry has sprung 
up, and false markings claims have 
risen exponentially. H.R. 1249 main-
tains the government’s ability to bring 
these actions but limits private law-
suits to those who have actually suf-
fered competitive harm. This will dis-
courage opportunistic lawyers from 
pursuing these cases. 


The bill also restricts joinder rules 
for patent litigation. Specifically, it 
restricts joinder of defendants to cases 
arising out of the same facts and trans-
actions, which ends the abusive prac-
tice of treating as codefendants parties 
who make completely different prod-
ucts and have no relation to each 
other. 


Furthermore, the bill addresses the 
problem of tax strategy patents. Unbe-
lievably, tax strategy patents grant 
monopolies on particular ways that in-
dividual taxpayers can comply with the 
Tax Code. 


The Acting CHAIR (Ms. FOXX). The 
time of the gentleman has expired. 


Mr. SMITH of Texas. I yield the gen-
tleman an additional 30 seconds. 


Mr. GOODLATTE. Over 140 tax strat-
egy patents have already been issued, 
and more applications are pending. Tax 
strategy patents have the potential to 
affect tens of millions of everyday tax-
payers, many who do not even realize 
that these patents exist. The Tax Code 
is already complicated enough without 
also expecting taxpayers and their ad-
visers to become ongoing experts in 
patent law. 


Scores, hundreds of organizations in 
fact, support these reforms. It is impor-
tant that this House supports the man-
ager’s amendment; and by the way, the 
United States Chamber of Commerce 
supports the manager’s amendment 
and the bill. 


That is why I worked to include in 
H.R. 1249 a provision to ban tax strat-
egy patents. H.R. 1249 contains such a 
provision which deems tax strategies 
insufficient to differentiate a claimed 
invention from the prior art. This will 
help ensure that no more tax strategy 
patents are granted by the PTO. 


Importantly, the House worked hard 
to find a compromise that will ensure 
Americans have equal access to the 
best methods of complying with the 
Tax Code while also preserving the 
ability of U.S. technology companies to 
develop innovative tax preparation and 
financial management software solu-
tions. I believe the language in H.R. 
1249 strikes the right balance. 


By giving the necessary tools to the 
Patent Office to issue strong patents 


and by enacting litigation reforms, we 
will help to inject certainty about the 
patents that emerge from this proc-
ess—patents rights that are more cer-
tain to attract more investment cap-
ital. This will allow independent inven-
tors, as well as small, medium and 
large-sized enterprises to grow our 
economy and create jobs. 


Ms. ZOE LOFGREN of California. 
Madam Chair, may I inquire as to how 
much time remains? 


The Acting CHAIR. The gentlewoman 
from California has 20 minutes remain-
ing, and the gentleman from Texas has 
171⁄2 minutes remaining. 


Ms. ZOE LOFGREN of California. At 
this point, I would be honored to yield 
3 minutes to the gentlelady from 
Texas, a member of the Judiciary Com-
mittee, Ms. SHEILA JACKSON LEE. 


Ms. JACKSON LEE of Texas. I thank 
the distinguished Member from Cali-
fornia. 


To my colleagues on the floor, this 
has to be, could have been or hopefully 
can be one of the greatest opportuni-
ties for bipartisanship that we have 
seen in any number of years. That was 
the process that was proceeded under 
on the Judiciary Committee, though 
obviously there are always disagree-
ments; but the whole idea of our debate 
and the support of the present under-
lying legislation without the man-
ager’s amendment was to, in fact, cre-
ate jobs. 


In the committee, a number of my 
amendments were accepted, but in par-
ticular, the focus of converting from a 
first-inventor-to-use system to a first- 
inventor-to-file was thought to pro-
mote the progress of science by secur-
ing for a limited time to inventors the 
exclusive right for their discoveries 
and to provide inventors with greater 
certainty regarding the scope of pro-
tections granted by these exclusive 
rights. 


Further, this new system was to be, 
or should be, able to harmonize the 
United States patent registration sys-
tem with similar systems used by near-
ly all other countries with whom the 
United States conducts trade. This was 
to shine the light and open the door on 
American genius. 


In addition, so many of us have wait-
ed so long to be able to give the re-
sources to the PTO in order for it to do 
its job. We were aghast in hearings to 
hear that there is a 7,000-application 
backlog, so I rise as well to express 
enormous concern with the manager’s 
amendment, which, as the PTO direc-
tor has indicated, Dave Kappos, every 
time we do not process a PTO, or a pat-
ent, for some genius here in the United 
States, for some hardworking inventor, 
every patent that sits on the shelf at 
the PTO office is taking away an 
American job, and that job is not being 
created. As well, it is denying a prod-
uct from going to the market, and it is 
someone’s life that is not being saved, 
and our country ceases to grow. 


We need jobs in this country. We 
need a Patent Office that is going to 


expedite and move forward. We don’t 
need discussions about lawyers fighting 
lawyers or trial lawyers. This is not a 
case of anti-lawyer legislation. We 
hope that some of the small businesses 
and large companies have their lawyers 
fighting to preserve and protect their 
patents. This bill will give them the 
opportunity to have that protection, 
but I am disappointed that all of a sud-
den the manager’s amendment changed 
around and took an enormous amount 
of those fees and invested them else-
where instead of helping our small 
businesses. I am also disappointed that 
we don’t recognize that a bill that 
helps big businesses can help small 
businesses as well, so I had offered an 
amendment that would extend the 
grace period while the small business is 
working to fund its patent. 


The Acting CHAIR. The time of the 
gentlewoman has expired. 


Ms. ZOE LOFGREN of California. I 
yield the gentlewoman an additional 15 
seconds. 


Ms. JACKSON LEE of Texas. The pe-
riod is now a year—I’d indicated 18 
months—because small businesses have 
to reach to others to help fund their in-
ventions, and they let their secrets out 
of the bag. Eighteen months protects 
their disclosures for a period of time 
for them to be able to move forward. 


Lastly, I had a sunset provision that 
would help small businesses as well as 
relates to the sunset of the business 
method patents review. 


This could be a good bill. I hope that 
we can correct it, and I ask my col-
leagues to consider correcting this bill. 


Madam Chair, I rise in support of H.R. 1249, 
‘‘America Invents Act.’’ However I am con-
cerned over the drastic fee charges that were 
made in the new Manager’s Amendment com-
pletely contrary to our agreement in the House 
Judiciary markup—it takes enormous amounts 
of money from the work of the PTO. As a 
Senior member of the Judiciary Committee 
and a member of the Subcommittee on Intel-
lectual Property, Competition and the Internet, 
I am proud to support this legislation because 
in many ways the current patent system is 
flawed, outdated, and in need of moderniza-
tion. 


The Judiciary Committee labored long and 
hard to produce legislation that reforms the 
American patent system so that it continues to 
foster innovation and be the jet fuel of the 
American economy and remains the envy of 
the world. This legislation incorporates amend-
ments that I offered during the full committee 
markup as it recognizes the importance of 
converting from a first-inventor-to-use system 
to a first-inventor-to file will promote the 
progress of science by securing for a limited 
time to inventors the exclusive rights to their 
discoveries and provide inventors with greater 
certainty regarding the scope of protections 
granted by these exclusive rights. Further, this 
new system will harmonize the United States 
patent registration system with similar systems 
used by nearly all other countries with whom 
the United States conducts trade. This legisla-
tion will continue to ensure that the United 
States is at the helm of innovation. 


Our Nation’s Founders recognized the inte-
gral role the patent system would play in the 
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growth of our nation. Within our Constitution, 
they explicitly granted Congress with the 
power to issue patents. The Founders were 
supporting a fundamental part of the American 
dream which is to live in a free land where 
ideas can be shared thereby leading to the in-
dividual ingenuity, invention, and innovation. 


Madam Chair, Article I, Section 8, clause 8 
of the Constitution confers upon the Congress 
the power: 


To promote the Progress of Science and 
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries. 


In order to fulfill the Constitution’s mandate, 
we must examine the patent system periodi-
cally. The legislation before us represents the 
first comprehensive review of the patent sys-
tem in more than a generation. It is right and 
good and necessary that the Congress now 
reexamine the patent system to determine 
whether there may be flaws in its operation 
that may hamper innovation, including the 
problems described as decreased patent qual-
ity, prevalence of subjective elements in pat-
ent practice, patent abuse, and lack of mean-
ingful alternatives to the patent litigation proc-
ess. 


On the other hand, we must always be 
mindful of the importance of ensuring that 
small companies have the same opportunities 
to innovate and have their inventions patented 
and that the laws will continue to protect their 
valuable intellectual property. 


The role of venture capital is very important 
in the patent debate, as is preserving the col-
laboration that now occurs between small 
firms and universities. We must ensure that 
whatever improvements we make to the pat-
ent laws are not done so at the expense of 
innovators and to innovation. The legislation 
before us, while not perfect, does a surpris-
ingly good job at striking the right balance. 


From small towns to big cities, our country 
is filled with talent and genius. As it stands, 
the United States has four times as many pat-
ent applications filed here per year than in Eu-
rope. The United States Patent and Trade-
mark office must have the tools to meet this 
demand. Failing to change the patent system 
as we know it will deny the men and women 
from around our nation fair and equal access 
to a streamlined and effective patent system. 


The current system has a backlog of hun-
dreds of thousands of patents, nearly 700,000 
applications are waiting to be reviewed. The 
USPTO is currently reviewing applications 
from 2007/2008, and using the fees received 
from the most recent patent applications to do 
so due to limitations in the current system 
under which the USPTO is funded. This has 
caused inventors and business creators to 
wait on average three years prior to receiving 
a determination on whether or not their pat-
ents are valid. 


Without that determination it is nearly im-
possible for a small business to receive the 
necessary venture capital. That’s a three-year 
waiting period for struggling small businesses; 
this is a three-year gap filled with financial un-
certainty which leads to a three-year delay in 
job creation. Only 4 out of ten applications, or 
42 percent, of patent applications are ap-
proved. It is vital to have approval prior to at-
taining financing because there is a 58 per-
cent chance that a patent will not be ap-
proved. Given our current economic environ-
ment, a three year backlog is too long for any 


individual to wait to build a business which will 
create new jobs, especially at a time when 
jobs are sourly needed by many right now. 
Patent reform is the key to economic change 
that could lead to untapped job growth. 


Since the creation of the USPTO in 1790 it 
has issued 7,752,677 patents and many of 
those patents have resulted in the creation of 
new jobs. In 2010, 121,179 patents granted by 
the USPTO originated in the United States of 
those granted 8,027 went to applicants in 
Texas. Imagine how many jobs could be cre-
ated if there were not a 700,000 patent appli-
cation backlog. 


Our current system is outdated and the 
backlog makes it evident that our system is in 
serious need of change. Patent reform must 
reflect the major advances in our society over 
the last 50 years. Since the last major patent 
reform how we live has been transformed by 
a variety of inventions such as the home com-
puter, ATM, video games, cellular phones and 
mobile devices, and life saving technologies 
like the artificial heart, all of which have been 
invented since any major reform of our patent 
system. 


Madam Chair, patent reform is a complex 
issue but one thing is clear the innovation eco-
system we create and sustain today will 
produce tomorrow’s technological break-
throughs. That ecosystem is comprised of 
many different operating models. It is for that 
reason that we evaluated competing patent re-
form proposals thoroughly to ensure that 
sweeping changes in one part of the system 
do not result in unintended consequences to 
other important parts. 


Let me discuss briefly some of the more sig-
nificant features of this legislation, which I will 
urge all members to support. H.R. 1249 con-
verts the U.S. patent system from a first-to-in-
vent system to a first inventor-to-file system. 
The U.S. is alone in granting priority to the 
first inventor as opposed to the first inventor to 
file a patent. H.R. 1249 will inject needed clar-
ity and certainty into the system. While cog-
nizant of the enormity of the change that a 
‘‘first inventor-to-file’’ system may have on 
many small inventors and universities, a study 
regarding first-to-file will be conducted by the 
Small Business Administration and the United 
States Patent Office to identify any negative 
impact this change may have on these inven-
tors. 


Furthermore, H.R. 1249 adjusts the fee 
structure which funds the USPTO, giving them 
greater control over the fees they collect for 
patent services and enabling the USPTO to 
improve its efficiency and review more patents 
at a greater speed. Currently, the USPTO is 
funded solely by the fees its receives from it’s 
users. However, not all the fees collected are 
available for use by the USPTO because Con-
gress appropriates a specific amount, and any 
fees above the appropriated amount are used 
for other non-USPTO purposes. Under H.R. 
1249, the USPTO will have greater control 
over the use of the fees it receives, giving 
them greater flexibility to make necessary im-
provements to the patent system. 


SMALL BUSINESS FACTS 
Several studies, including those by the Na-


tional Academy of Sciences and the Federal 
Trade Commission, recommended reform of 
the patent system to address what they 
thought were deficiencies in how patents are 
currently issued. 


The U.S Department of Commerce defines 
small businesses as businesses which employ 


less than 500 employees. According to the 
Department of Commerce in 2006 there were 
6 million small employers representing around 
99.7% of the nation’s employers and 50.2% of 
its private-sector employment. In 2002 the per-
centage of women who owned their business 
was 28% while black owned was around 5%. 
Between 2007 and 2008 the percent change 
for black females who were self employed 
went down 2.5% while the number for men 
went down 1.5%. 


There were 386,422 small employers in 
Texas in 2006, accounting for 98.7% of the 
state’s employers and 46.8% of its private- 
sector employment. Since small businesses 
make up such a large portion of our employer 
network, it is important to understand how 
they will be impacted as a result of patent re-
form. 


In 2009, there were about 468,000 small 
women-owned small businesses compared to 
over 1 million owned by men 


The number of small employers in Texas 
was 386,422 in 2006, accounting for 98.7% of 
the state’s employers and 46.8% of its private- 
sector employment, 88,000 small business 
owners are black, 77,000 are Asian, 319,000 
are Hispanic, 16,000 are Native Americans. 


SMALL BUSINESSES AND JOB CREATION 
Small Businesses: 
Represent 99.7 percent of all employer 


firms. 
Employ just over half of all private sector 


employees. 
Generated 64 percent of net new jobs over 


the past 15 years. 
Create more than half of the nonfarm pri-


vate gross domestic product (GDP). 
Hire 40 percent of high tech workers (such 


as scientists, engineers, and computer pro-
grammers). 


Made up 97.3 percent of all identified ex-
porters and produced 30.2 percent of the 
known export value in FY 2007. 


Produce 13 times more patents per em-
ployee than large patenting firms; these pat-
ents are twice as likely as large firm patents 
to be among the one percent most cited. 


Creativity and technological change are the 
engines for our economic growth. In our cur-
rent economic climate, patents spur innovation 
and lay the foundation for future growth, by 
assuring inventors that they will receive the re-
wards for their effort. I urge all members to 
join me in supporting passage of this landmark 
legislation. 


Mr. SMITH of Texas. Madam Chair, I 
yield 3 minutes to the gentleman from 
Ohio (Mr. CHABOT), who is the senior 
member of the Constitution Sub-
committee and a senior member of the 
Intellectual Property Subcommittee of 
the Judiciary Committee. 


Mr. CHABOT. I first want to thank 
Chairman SMITH and Chairman GOOD-
LATTE for their leadership in getting us 
to the point that we are on this impor-
tant legislation here this evening. 


Section 8, clause 8 of the Constitu-
tion states that the Congress shall 
have power to ‘‘promote the progress of 
science and useful arts by securing for 
limited times to authors and inventors 
the exclusive right to their respective 
writings and discoveries.’’ The Con-
stitution clearly grants Congress the 
authority to grant patent rights to in-
ventors, and it defers to the discretion 
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of Congress how best to procedurally 
award these rights to the inventor. 


I rise in support of H.R. 1249, the 
America Invents Act. The first-inven-
tor-to-file provision shifts us to a sys-
tem used by all other modern, indus-
trial nations. This system would end 
the need for expensive discovery and 
litigation over priority dates and 
would put an end to expensive inter-
ference proceedings that small entities 
overwhelmingly lose. 


This provision also ensures that in-
ventors can establish priority dates by 
filing simple and inexpensive provi-
sional applications. This is a much 
needed change, which former U.S. At-
torney General Michael Mukasey indi-
cated would be both constitutional and 
wise. Congress has the right, in fact 
the duty, to protect those who invent 
or discover. 


b 2030 


Through in-depth studies conducted 
by former U.S. PTO commissioners, the 
first-to-file system has been found to 
be faster and cheaper in resolving dis-
putes among inventors. The current 
system creates an environment for ex-
orbitantly expensive litigation. It has 
also become cost prohibitive for small 
businesses and independent inventors 
to fight the claims filed by larger cor-
porations which can cost over half a 
million dollars just to litigate. 


In the past 7 years, only one inde-
pendent inventor out of 3 million pat-
ent applications filed has successfully 
proved an earlier date of invention over 
the inventor who filed first. However, 
with the new first-inventor-to-file sys-
tem, a bold timeline of filing dates will 
allow these small businesses and inde-
pendent inventors to more easily de-
fend and settle their disputes over the 
rightful patent holder. 


Lastly, the Supreme Court has never 
held that first-to-file is an unconstitu-
tional procedure. We are now simply 
returning to the system that our 
Founders originally established. It is a 
commonsense procedure that will spur 
more rapid innovation, yield new jobs, 
and stimulate the economy; and I 
think as we all know if we ever needed 
to get this economy moving and get 
America back to work, we’re in that 
time right now. 


Ms. ZOE LOFGREN of California. I 
yield 2 minutes to the gentleman from 
Illinois (Mr. MANZULLO). 


Mr. MANZULLO. Madam Chair, in 
my office there are two photographs, 
one with me and Edwards Deming and 
the other of Dr. Ray Damadian, who is 
the inventor of the MRI. Dr. Damadian 
visited our office, and I said, What’s 
wrong with this bill? He said, Every-
thing. He said, If this bill were law 
when I invented the MRI, today we 
would not have the MRI. 


There are a lot of problems with this 
bill. This is my fourth patent fight 
with my esteemed colleague from 
Texas, but we do agree on most issues; 
but now we have two persons who sim-
ply disagree on policy. 


Back in 2004 when I chaired the 
Small Business Committee, I was in-
strumental in putting in a fixed-fee 
structure for small businesses; and to 
do that, I had stricken from the bill 
the authority of the PTO Director to 
set fees. This new bill gives to the PTO 
Director the ability to set fees, even 
though the initial filing fees for small 
businesses have been lowered. The 
problem is that the PTO can come in 
and simply raise fees to so-call ‘‘man-
age their operations.’’ 


In fact, two reports, ‘‘The 21st Cen-
tury Strategic Plan’’ filed in June of 
2002 by the U.S. PTO, said fees were 
based upon a highly progressive system 
aimed at strictly limiting applications 
containing very high numbers of 
claims and also the same thing in 2007. 
Their idea of decreasing claims in the 
patent office is to raise fees. Obviously, 
who’s that going to hurt? It’s going to 
be the little guy, and that’s why it’s 
one of many reasons I oppose this bill. 
But we should not delegate the author-
ity that Congress has to set fees in one 
of the few constitutional functions 
that we have in this body over to some-
body who has already stated that he’s 
going to raise fees. 


You raise fees, guess who gets hurt— 
the future Ray Damadian, the little in-
ventor, the people who invent things in 
this country, the true creators of jobs. 


Madam Chair, I rise in strong opposition to 
this anti-innovation bill. I believe this bill will 
stifle job creation and is unconstitutional. 


Over the past 40 years, the value of cor-
porations has shifted from tangible assets, 
such as real estate and machinery, to intellec-
tual property. During this same time period, 
the primary source of all net new job creation 
has come from start-up small companies. 


However, since the first major change to our 
patent system in 1994 that altered the length 
of the patent from 17 years from award to 20 
years from filing, the number of patent awards 
from start-ups and small, individual inventors 
has dropped dramatically. Patents awarded to 
start-up firms decreased from 30 percent of all 
awards in 1993 to 18 percent in 2009. Patents 
awarded to small inventors dropped from 12 
percent in 1993 to 5 percent in 2009. 


Why? America has slowly shifted towards a 
European-style patent system, which gives 
more opportunities to challenge a patent, re-
sulting in delays in receiving approval for 
granting a patent, thus shortening the length 
of the exclusive use of the patent. Now, the 
average wait is three years. This bill would fi-
nalize the shift towards a European-style pat-
ent system through changing from a ‘‘first-to- 
invent’’ to ‘‘first-to-file’’ system; establishing a 
new set of ‘‘prior use’’ rights; and adopting a 
third European-style ‘‘post-grant’’ challenge. 


This bill would prompt a litigation boom, pri-
marily inside the administrative review proc-
esses at the U.S. Patent and Trademark Of-
fice. In Europe, five percent of patents are 
challenged. In the United States, only 1.5 per-
cent of patents are challenged in court, con-
trary to the misinformation from the other side 
of this debate that there is a litigation boom in 
patent cases. Japan dropped post-grant re-
view in 2004 because it consumed 20 percent 
of their patent office resources. Canada saw a 
one-third increase in patent applications and 


clogged up its system when it shifted to ‘‘first- 
to-file.’’ Commenting on similar legislation in 
2007, a former senior judge and Deputy Direc-
tor of the IP Division of the Beijing High Peo-
ple’s Court said the bill ‘‘will weaken the right 
of patentees greatly, increase their burden, 
and reduce the remedies for infringement . . . 
the bill favors infringers and burdens pat-
entees . . . It is not bad news for developing 
countries which have lower technological de-
velopment and relatively fewer patents.’’ That 
is why entrepreneurial organizations such as 
the National Small Business Association 
(NSBA) and the Angel Venture Forum oppose 
H.R. 1249. 


Second, I believe the bill is unconstitutional 
on several grounds. First, H.R. 1249 shifts 
from a ‘‘first-to-invent’’ system to ‘‘first-to-file.’’ 
However, Article 1, Section 8 states that the 
Congress shall have power ‘‘to promote the 
progress of science . . . by securing for lim-
ited times to . . . inventors the exclusive 
rights to their respective . . . discoveries.’’ 


The First Congress included 23 of the 55 
delegates to the Constitutional Convention. 
Three other delegates served in the Executive 
Branch, including President George Wash-
ington. When examining the 1790 Patent Act, 
we know the intent of the Founding Fathers in 
patent law—the legislation clearly states that 
the patent goes to the ‘‘first and true’’ inventor. 


This was recently reaffirmed in a June 6, 
2011, Supreme Court decision written by Chief 
Justice John Roberts in Stanford v. Roche, in 
which he said that ‘‘(s)ince 1790, the patent 
law has operated on the premise that rights in 
an invention belong to the inventor . . . Al-
though much in intellectual property has 
changed in the 220 years since the first Patent 
Act, the basic idea that inventors have the 
right to patent their inventions has not.’’ 


In addition, two constitutional scholars spe-
cializing in patent law ranging the political 
spectrum agree that moving to a first to file 
system is unconstitutional. Jonathan Massey, 
former law clerk to Supreme Court Justice Wil-
liam Brennan and who represented former 
Vice President Al Gore in Bush v. Gore said, 
‘‘Our nation’s founders understood that tech-
nological progress depends on securing patent 
rights to genuine inventors, to enable them to 
profit from their talents, investment, and effort 
. . . If the bill’s provisions had been law in the 
20th Century, the Wright Brothers would have 
been denied a patent for the airplane.’’ 


Adam Mossoff, Professor of Law at George 
Mason University and Chairman of the Intel-
lectual Property Committee of the conservative 
Federalist Society said, ‘‘In shifting from a 
first-to-invent to a first-to-file system, the 
America Invents Act contradicts both the text 
and the historical understanding of the Copy-
right and Patent Clause in the Constitution.’’ 
But more importantly, of the only nine peer-re-
viewed law journal articles on the subject of 
patent reform, all have concluded that adopt-
ing a ‘‘first-to-file’’ system is unconstitutional. 
So, if this bill becomes law, it will be tied up 
in litigation, further delaying innovation, until 
the Supreme Court rules on its constitu-
tionality. 


Section 18 of H.R. 1249 also creates a spe-
cial class of patents in the financial services 
sector subject to their own distinctive post- 
grant administrative review and would apply 
retroactively to already existing patents. Gov-
ernmental abrogation of patent rights rep-
resents a ‘‘taking’’ of property and therefore 
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triggers Fifth Amendment obligations to pay 
‘‘just compensation.’’ Section 18 would shift 
the cost of patent infringement from financial 
services firms to the U.S. Treasury. Finally, 
the ‘‘prior use’’ provision in H.R. 1249 violates 
the ‘‘exclusive’’ use provision guaranteed to in-
ventors under the Constitution. 


Thus, because this bill will hurt jobs and is 
unconstitutional, I urge my colleagues to op-
pose the bill. The manager’s amendment does 
not fix any of the problems with the bill; in fact, 
it further compounds the problems with the 
bill. The first step to fixing our patent system 
is to fix the PTO. This manager’s amendment 
would still allow patent fee diversion to take 
despite promises made in recent days. Permit-
ting the PTO to retain its fees will allow the 
agency to hire more examiners and modernize 
its information technology infrastructure to re-
duce the massive backlog of pending patent 
applications. That’s real patent reform; not this 
bill. 


Mr. SMITH of Texas. Madam Chair, I 
yield 1 minute to the gentleman from 
New Hampshire (Mr. BASS) for purposes 
of a colloquy. 


Mr. BASS of New Hampshire. I thank 
the chairman. 


I want to discuss some important leg-
islative history of a critical piece of 
this bill, in particular, sections 102(a) 
and (b) and how those two sections will 
work together. I think we can agree 
that it is important that we set down a 
definitive legislative history of those 
sections to ensure clarity in our mean-
ing. 


Mr. SMITH of Texas. I want to re-
spond to the gentleman from New 
Hampshire and say that one key issue 
for clarification is the interplay be-
tween actions under section 102(a) and 
actions under section 102(b). We intend 
for there to be an identity between 
102(a) and 102(b). If an inventor’s action 
is such that it triggers one of the bars 
under 102(a), then it inherently triggers 
the grace period subsection 102(b). 


Mr. BASS of New Hampshire. I be-
lieve that the chairman is correct. The 
legislation intends parallelism between 
the treatment of an inventor’s actions 
under 102(a) and 102(b). In this way, 
small inventors and others will not ac-
cidentally stumble into a bar by their 
pre-filing actions. Such inventors will 
still have to be diligent and file within 
the grace period if they trigger 102(a); 
but if an inventor triggers 102(a) with 
respect to an invention, then he or she 
has inherently also triggered the grace 
period under 102(b). 


The Acting CHAIR. The time of the 
gentleman has expired. 


Mr. SMITH of Texas. I yield myself 30 
seconds. 


Madam Chair, contrary to current 
precedent, in order to trigger the bar in 
the new 102(a) in our legislation, an ac-
tion must make the patented subject 
matter ‘‘available to the public’’ before 
the effective filing date. Additionally, 
subsection 102(b)(1)(B) is designed to 
make a very strong grace period for in-
ventors that have made a disclosure 
that satisfies 102(b). Inventors who 
have made such disclosures are pro-
tected during the grace period not only 


from their own disclosure but from 
other prior art from anyone that fol-
lows their disclosure. This is an impor-
tant protection we offer in our bill. 


Ms. ZOE LOFGREN of California. 
Madam Chairwoman, I yield 2 minutes 
to my colleague from California (Mr. 
ROHRABACHER). 


Mr. ROHRABACHER. Thank you 
very much, and I hope everyone is pay-
ing attention to what this is all about 
tonight. 


First of all, we have DAN LUNGREN, 
one of our Members who is a former At-
torney General of California, along 
with JIM SENSENBRENNER and JOHN 
CONYERS both the former chairmen of 
the Judiciary Committees, all of them 
adamant that this bill is unconstitu-
tional. And now we have a discussion 
and we have a lot of people talking 
about backlogs and what’s wrong with 
the efficiency of the patent system or 
the patent office as if that’s what this 
is all about. 


It is not what this is all about. This, 
again, has been designed, this is a pat-
ent fight that’s been going on 20 years. 
Basically, you have some very large 
multinational corporations who are 
trying to harmonize American patent 
law with the rest of the world, even 
though American patent law has been 
stronger than the rest of the world 
throughout our Republic’s history. You 
weaken the patent protection of the 
American people; you are weakening 
their constitutional protections in the 
name of harmonizing it with Europe. Is 
that what we want to do? I don’t think 
so. That will have dramatic impact on 
our country. 


Hoover Institution, one of the most 
highly respected think-tanks in the 
United States, had four of their schol-
ars go after this bill; and here’s three 
of the points they’ve made, through 
the many points, that said thumbs 
down on this America Invents Act. It is 
better called the patent rip-off bill. 
Here’s what Hoover Institution said: 
the America Invents Act will protect 
large, entrenched companies at the ex-
pense of market challenging competi-
tors. Read that: overseas multinational 
corporations. They also said, The bill 
wreaks havoc on property rights, and 
predictable property rights are essen-
tial for economic growth. 


This bill is a job killer, and the jobs 
that will be killed are in the United 
States of America, not the multi-
national corporation. 


The Acting CHAIR. The time of the 
gentleman has expired. 


Ms. ZOE LOFGREN of California. I 
yield the gentleman an additional 30 
seconds. 


Mr. ROHRABACHER. These multi-
national corporations, they’re creating 
jobs overseas. They don’t care if the 
jobs are lost here. The America Invents 
Act—here’s Hoover Institution again— 
the America Invents Act would inject 
massive uncertainty into the patent 
system. 


We have had the strongest patent 
system in the world, and it has yielded 


us prosperity and security as a people. 
We do not need to change the fun-
damentals of this system and to har-
monize with weaker systems through-
out the world. 


I call for the people to vote against 
this patent rip-off bill. 


Mr. SMITH of Texas. Madam Chair, I 
yield 2 minutes to the gentleman from 
Arizona (Mr. QUAYLE), who is also the 
vice chairman of the Intellectual Prop-
erty Subcommittee of the Judiciary 
Committee. 


Mr. QUAYLE. I thank the gentleman 
for yielding. 


Madam Chair, I rise in support of 
H.R. 1249, and one of the reasons I do is 
because it encourages innovation and 
entrepreneurship by reducing costly 
litigation within our patent system. 
Innovation is the key to America’s im-
mediate and future economic growth; 
and right now, many American 
innovators are being held back by an 
onerous and backlogged patent system. 
In order to unleash their job-creating 
potential, we must reform this system 
which hasn’t been reformed in almost 
60 years. 


b 2040 


One way this bill tackles patent re-
form is by creating a business method 
patent pilot program in which adminis-
trative patent judges will review the 
validity of these patents if a challenger 
presents evidence showing that a pat-
ent is more likely than not invalid. 


Business method patents were not 
patentable until the late 1990s and have 
resulted in frivolous lawsuits which 
have cost between $5 million to $10 mil-
lion per patent. 


These types of patents cover a 
‘‘method of doing or conducting busi-
ness’’ which includes printing ads at 
the bottom of a billing statement, or-
dering something online but picking it 
up in person, tax strategies, or getting 
a text when your credit card gets 
swiped. 


The tort abuse created by these pat-
ents has become legendary. Section 18 
of this bill has broad bipartisan sup-
port in the Senate and is an alternative 
to costly litigation that will save 90 
percent of the costs incurred in civil 
litigation. 


I support Chairman SMITH’s work in 
creating a less costly, more efficient 
alternative to this abusive litigation 
and oppose any effort to strike section 
18. As part of the Republican Con-
ference’s overall effort to spur job cre-
ation and economic growth, I urge pas-
sage of this important legislation. 


Ms. ZOE LOFGREN of California. 
Madam Chairman, I yield myself such 
time as I may consume. 


I want to talk a little bit about the 
manager’s amendment under this gen-
eral debate time because there is a 
very constrained amount of time for 
that discussion. 


I want to touch on two things in par-
ticular. First is the fee issue. I know 
that there’s been discussion that some-
how the fees won’t be diverted under 
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the manager’s amendment, and I just 
think that is not a credible argument. 


I remember back in the year 2000 
when we were promised that the fees 
would not be diverted by the appropri-
ators, but then subsequent to that, 
there was diversion. And the truth is 
that so long as this is part of the ap-
propriations process, the fees can, and 
I predict will be, diverted just as they 
were diverted during the adoption of 
the CR this year. The PTO estimates 
an $85 million to $100 million diversion 
of fees in the CR that was adopted ear-
lier this year. That conceptually is 
really just a special tax on innovators. 
If you raise the fees and you divert it 
for general purposes, that’s just a spe-
cial tax on inventors, and I just think 
it’s wrong and I cannot support it. 


I want to talk also, my colleague, 
Mr. WATT, said that other than the fee 
bill, we could resolve the issues, and I 
think we could have but we’re not. 
There are two issues that I want to ad-
dress and they are really closely re-
lated, and they’re complicated but 
they’re important. 


Under our laws, an idea must be new, 
useful, and nonobvious in order to re-
ceive patent protection, and this is 
evaluated in comparison to what’s 
known as prior art. That’s the state of 
knowledge that exists prior to an in-
vention. If an idea already exists in the 
prior art, you can’t get a patent. Under 
current law, a variety of different 
things create prior art, such as descrip-
tions of an idea in previous patents, 
printed publications, as well as public 
uses or sales. But current law has 
what’s known as the grace period, 
which provides 1 year for an inventor 
to file a patent application after cer-
tain activities that would otherwise 
create patent-defeating prior art. 


So, for example, if an inventor pub-
lished an article announcing a new in-
vention, he or she would have a year 
under this grace period to file a patent 
application for it, and this is a very im-
portant provision of patent law. It’s 
pretty unique, actually, to the United 
States. The PTO director, David 
Kappos, referred to this grace period as 
‘‘the gold standard of best practices.’’ 


As we move into the first-to-file sys-
tem as is proposed in this bill, it is ab-
solutely essential that the revised 
grace period extend to everything that 
is prior art under today’s rules. Unfor-
tunately, that is not the case in the 
manager’s amendment. The grace pe-
riod would protect, and this is a direct 
quote, ‘‘only disclosures.’’ Well, what 
would that not protect? Trade secrets. 
Offers for sale that are not public. You 
could have entrepreneurs who start an 
invention and start a small business 
who won’t be able to get a patent for 
their invention under the grace period, 
and entrepreneurs might then be forced 
to delay bringing their products to 
market, which would slow growth. This 
needs to be addressed, not in a colloquy 
but in language, and we agreed in the 
committee when we stripped out lan-
guage that didn’t fix this that we 


would fix the 102(a) and (b) problem in 
legislation. There was a colloquy on 
the Senate floor similar to one that 
has just taken place, but we know that 
the language of the bill needs to reflect 
the intent. Judges look to the statute 
first and foremost to determine its 
meaning, and the legislative history is 
not always included. 


So the ambiguity that’s in the meas-
ure is troublesome. And although we 
prepared an amendment to delineate it, 
it has not been put in order, and, there-
fore, this remedy cannot be brought 
forth, and small inventors and even big 
ones may have a problem. 


We now have our iPads on the floor, 
and while I was sitting here, I got an 
email from the general counsel of a 
technology company. I won’t read the 
whole thing, but here is what this gen-
eral counsel said: 


‘‘The prior use rights clause as writ-
ten will be a direct giveaway to foreign 
competitors, especially those from 
countries where trade secret test is 
rampant.’’ 


What we’re saying to American com-
panies is that if you have a trade secret 
that you want to protect under the 
grace period prior art rules, you’re out 
of luck. You are quite potentially out 
of luck. You’ll either have to disclose 
that trade secret, and we know that 
there are serious concerns in doing 
that. We don’t want to get into malign-
ing countries around the world, but 
there are some that do not have the re-
spect for intellectual property that we 
have. Or else we will say to that inven-
tor or company that you can’t use your 
own invention that you have devised 
without being held up for licensing fees 
with somebody who got to the office 
before you did. 


This is a big problem that is not re-
solved. Even if the manager’s amend-
ment is defeated, this problem will re-
main in the bill. It is an impediment to 
innovation and an impediment to mak-
ing first-to-file work. If we’re going to 
have first-to-file, and I can accept that, 
it must have robust, broad, rigorous 
protection under the grace period with 
a broad definition of a prior art that is 
protected. That is just deficient in this 
bill. 


This is, I know, down in the weeds. 
It’s a little bit nerdy. We’ve spent 
many years talking about this in the 
Judiciary Committee. I’m just so re-
gretful that this bill after so many 
years has gone sideways in the last 2 
days and is something that we cannot 
embrace and celebrate. 


I reserve the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


yield 2 minutes to the gentleman from 
Arkansas (Mr. GRIFFIN), who is also a 
member of the Intellectual Property 
Subcommittee of the Judiciary Com-
mittee. 


Mr. GRIFFIN of Arkansas. Thank 
you, Mr. Chairman. 


Madam Chairman, I rise today in 
strong support of H.R. 1249, the Amer-
ica Invents Act, and I urge my col-
leagues to support it. 


Make no mistake, the America In-
vents Act is a jobs bills. At no cost to 
taxpayers, this legislation builds on 
what we as Americans do best: We in-
novate. Bolstering American innova-
tion will create jobs at a time when we 
need it most. 


The America Invents Act ends fee di-
version and switches the U.S. to a first- 
inventor-to-file system. These changes 
will streamline the patent application 
process to help American innovators 
bring their inventions to market. Each 
new commercialized invention has the 
potential to create American jobs. This 
is a jobs bill. 


A provision that I worked on in-
cluded in the bill would make perma-
nent the Patent and Trademark Of-
fice’s ombudsman program for small 
business concerns. This program will 
provide support and services for inde-
pendent inventors who may not have 
the resources to obtain legal counsel 
for guidance on obtaining a patent. 
This provision ensures that the small 
guys will always have a champion at 
the PTO to help them navigate the 
process. 


b 2050 
In addition, the America Invents Act 


finally puts an end to fee diversion, a 
practice that has siphoned almost $1 
billion in fees from the PTO over the 
past 20 years. Too many patent appli-
cations have sat untouched for years 
because the PTO does not have the re-
sources it needs to review them in a 
timely manner. Ending fee diversion 
will expedite the review and unleash 
their potential to create American 
jobs. 


This bill is endorsed by the U.S. 
Chamber of Commerce, the National 
Association of Manufacturers, and the 
Small Business & Entrepreneurship 
Council. I urge my colleagues to sup-
port this jobs bill. 


Ms. ZOE LOFGREN of California. I 
continue to reserve the balance of my 
time. 


Mr. SMITH of Texas. Madam Chair, I 
yield 3 minutes to the gentleman from 
Virginia (Mr. GOODLATTE), as I men-
tioned awhile ago, the chairman of the 
Intellectual Property Subcommittee of 
the Judiciary. 


Mr. GOODLATTE. Madam Chairman, 
it was mentioned earlier by one of 
those speaking in opposition to the bill 
that the National Association of Real-
tors was opposed to this legislation. 
And we will make available for the 
RECORD a letter that we received, dated 
2 days ago, from the National Associa-
tion of Realtors: ‘‘On behalf of the 1.1 
million members of the National Asso-
ciation of Realtors, we are pleased to 
support H.R. 1249, the America Invents 
Act.’’ It goes on to explain in great de-
tail why they, along with literally hun-
dreds of other organizations, support 
this legislation. That includes the 
United States Chamber of Commerce, 
the National Association of Manufac-
turers, and the Retail Federation of 
America. There is a whole host of orga-
nizations and individual companies, 
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both large and small, who support the 
legislation because they know that this 
is what is vital for job creation in this 
country. 


We need to have reform of our patent 
laws because, unfortunately in recent 
years, countries like China have over-
taken us in the productivity of their 
patent office. And the fact of the mat-
ter is, unless we change our patent 
laws, we are going to continue to be at 
a disadvantage. And the advantages 
that we’ve had in the past are no 
longer available to us because, quite 
frankly, the complexity of inventions 
has increased; and more and more, we 
find ourselves in a situation where the 
laws that we operate under today, 
which were last updated in 1952, need 
to be updated to address a lot of the 
abuses that you’ve heard described 
here this evening. 


We also need to pass this legislation 
to make sure that the fee diversion, 
that, as has been noted, has kept near-
ly $1 billion from going to the oper-
ation of the Patent Office to work 
down the 3-year 1 million patent back-
log, also can be addressed. And we also 
need to recognize that this legislation, 
in addition to being a jobs bill, as rec-
ognized by all of these many, many, 
many companies and associations of 
various trade groups, it is also major 
litigation reform. 


It cuts out the abuses with tax strat-
egy patents and other business method 
types of patents, where individuals do 
not produce anything other than lie in 
wait for somebody else to come up with 
a similar idea and then come forward 
and say, Hey, that was really my idea, 
and now you pay me a lot of money. 
They aren’t creating jobs. They, in 
fact, are causing jobs to leave this 
country. 


So there are many reasons to support 
this legislation, and I would urge my 
colleagues to do so. We have not yet 
come to the manager’s amendment, but 
it provides a critical component to 
making sure that fee diversion does not 
occur. 


NATIONAL ASSOCIATION 
OF REALTORS, 


Washington, DC, June 20, 2011. 
HOUSE OF REPRESENTATIVES, 
Washington, DC. 


DEAR REPRESENTATIVE: On behalf of the 1.1 
million members of the National Association 
of REALTORS® (NAR), we are pleased to 
support H.R. 1249, the America Invents Act. 
NAR’s support, however, is predicated upon 
the retention of important anti-fee diversion 
provisions contained in section 22 of the bill. 
NAR believes it is critically important that 
the U.S. Patent Trademark Office have ac-
cess to all user fees paid to the agency by 
patent and trademark applicants. Without 
this reform, delays in processing patent ap-
plications will continue to undermine Amer-
ican innovation and stymie the nation’s 
economy. 


NAR, whose members identify themselves 
as REALTORS®, represents a wide variety of 
real estate industry professionals. REAL-
TORS® have been early adopters of tech-
nology and are industry innovators who un-
derstand that consumers today are seeking 
real estate information and services that are 
fast, convenient and comprehensive. Increas-


ingly, technology innovations are driving 
the delivery of real estate services and the 
future of REALTORS’® businesses. 


The nation’s patent law system faces many 
of the same issues but has not kept pace. It 
has been more than 50 years since the patent 
system’s last major overhaul. Modernization 
is critically needed to improve the quality of 
issued patents, reduce the burden of unneces-
sary litigation on businesses and refocus the 
nation’s efforts on innovation and job cre-
ation. 


As technology users, NAR and several of 
its members currently find themselves fac-
ing onerous patent infringement litigation 
over questionable patents launched by pat-
ent holding companies and other non-prac-
ticing entities. Without needed reforms that 
assure that asserted patent rights are legiti-
mate, the ability of businesses owned by RE-
ALTORS®, many of which are small busi-
nesses, to grow, innovate and better serve 
modern consumers will be put at risk. For 
this reason, NAR supports reforms such as 
expanded post-grant review and prior user 
rights. 


The America Invents Act contains needed 
reforms geared towards improving patent 
quality. NAR supports greater transparency 
in the patent application process including 
creating a mechanism to allow practitioners 
with the expertise and knowledge to review 
and comment on the appropriateness of a 
patent application prior to the issuance of 
the patent and the creation of a streamlined 
and more effective process for challenging a 
patent outside of the judicial system. Fi-
nally, it is critically important that the U.S. 
Patent Trademark Office have access to all 
user fees paid to the agency by patent and 
trademark applicants. Without this reform, 
delays in processing patent applications will 
continue to undermine American innovation. 


The National Association of REALTORS® 
supports H.R. 1249 with the section 22 anti- 
fee diversion provisions. We urge the House 
to pass this much needed legislation with 
these critical provisions. 


Sincerely, 
RON PHIPPS, 


2011 President. 
Ms. ZOE LOFGREN of California. I 


yield myself such time as I may con-
sume. 


I want to get back to the original 
reason why we’ve worked so hard on 
this bill, only to be here at the end of 
this process with a bill that we can’t 
support. We started with hearings in 
the 1990s with the Federal Trade Com-
mission and the National Academy of 
Science. And one of the things they 
pointed out was that there are more 
patents than there are inventions. We 
started focusing in on the abuse of liti-
gation that occurred as well as the 
needs of the office. 


My colleague is correct: The Patent 
Office has a tremendous backlog, and 
that is a serious concern for inventors 
and really for the country. The exam-
iners have such an enormous backlog, 
they can’t spend sufficient time re-
viewing the applicants. This has led to 
a flood of poor-quality patents that 
were issued over the last decade and a 
half that I think—and most believe— 
should have been denied by the office. 
These dubious patents do significant 
damage to particular industries, like 
the information technology industry, 
as they can be used by nonpracticing 
entities to demand rents from legiti-
mate businesses and to interfere with 


the development of legitimate prod-
ucts. Now, I don’t blame the examiners 
at the PTO. They are working hard, 
but they don’t have enough time to 
give each application the consideration 
it deserves. 


A bill, as approved by the Judiciary 
Committee, would have helped remedy 
this problem by making sure—a lot of 
people don’t realize that the Patent Of-
fice doesn’t get any taxpayer money. 
The Patent Office is entirely supported 
by fees submitted by inventors. So 
keeping all of those fees that the in-
ventors are paying in the office so that 
the patents can properly be dealt with 
in a timely fashion was a key compo-
nent of this measure. Unfortunately, 
under the manager’s amendment, that 
strong protection is simply gone. 


And I know, as I said in the past, 
we’ve had unanimous votes in the Judi-
ciary Committee. We’ve had promises 
never to do it again; but the diversions 
have continued, and it is clear that 
they will continue under the manager’s 
amendment provision because it allows 
the regular process to continue as it 
has in the past. 


I have not submitted lists of letters 
of who’s in favor, who’s opposed to this 
bill. It’s my understanding that the Re-
altors Association is, in fact, opposed 
to the manager’s amendment; but 
we’re not going to vote on these 
amendments tonight. We’re rolling 
these votes until tomorrow. So we will 
research that, and we will find the 
truth of where they are and make that 
information available to the Members 
because certainly Realtors are a very 
valuable part of our Nation’s economy. 


I want to talk a little bit as well 
about whether we can fix the defect on 
prior art by an amendment that will be 
offered later in the week by the gen-
tleman from Michigan (Mr. CONYERS) 
and the gentleman from California (Mr. 
ROHRABACHER). They propose that the 
first-to-file patent system that is being 
promoted to harmonize our system 
with other countries would not go into 
effect until the grace period, which is 
the critical part of the patent system, 
actually is fixed and harmonized. 


If the manager’s amendment is 
passed, the fatal defect of defining the 
prior art is disclosures, I don’t believe 
can be fully remedied by this amend-
ment, although I think that this 
amendment is a good one, and I intend 
to support it. So I think it’s very im-
portant that the manager’s amendment 
be defeated. I would hope that if that 
happens, that we might have a chance 
to step back and to fully examine 
where we are in terms of the prior user 
rights and the grace period because, as 
the patent commissioner had said, this 
is the gold standard, the United States 
has had the gold standard in patents 
with this grace period. It would be a 
shame not just for the Congress but for 
our country and our future as 
innovators to lose this genius part of 
our patent system. 


I reserve the balance of my time. 
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b 2100 


Mr. SMITH of Texas. Madam Chair, I 
yield 21⁄2 minutes to the gentleman 
from Virginia (Mr. GOODLATTE). 


Mr. GOODLATTE. Madam Chairman, 
the gentlewoman has expressed con-
cern about the fee diversion provision 
in the manager’s amendment. I think 
it is actually a very good provision; 
and it will, for the first time, end fee 
diversion at the Patent and Trademark 
Office by statute. It accomplishes both 
our overarching policy goals and main-
tains congressional oversight. 


For the first time, we are estab-
lishing an exclusive PTO reserve fund 
that will collect all excess PTO fees 
and bring an end to fee diversion. It’s 
been expressed on the other side of the 
aisle that maybe with the authority to 
set fees that is granted for a limited 
period of time in this bill, there will be 
an abuse in the Patent Office. But it 
can’t be abused very much because the 
fees will still be subject to appropria-
tions here in the Congress. They can’t 
spend them on other things. They can’t 
divert them, but they can put them in 
escrow, and they can require the PTO 
to come in and justify those fees before 
they’re authorized. There will be no in-
centive to have excess fees if there 
can’t be excess expenditures because of 
congressional oversight. 


Patent reform has been a long road; 
and with the inclusion of this provi-
sion, we have ensured that all funds 
collected by the PTO will remain avail-
able to them and may not be diverted 
to any other use. 


Ending fee diversion has been an im-
portant goal for all of us; and as we 
crafted legislation, our ultimate policy 
goal was to ensure that PTO funds are 
not diverted for other uses, such as ear-
marks or for other agencies. 


Working with leadership and the Ap-
propriations Committee, we developed 
a compromise provision that accom-
plishes our shared policy goal through 
a statutorily created PTO reserve fund. 


This compromise was carefully bro-
kered by leadership to ensure that it 
aligned with House rules and did not 
include mandatory spending that 
would have resulted in a score. Just a 
few months ago, including a provision 
like this one would have been unheard 
of, and no such provision has been in-
cluded in patent bills considered by 
previous Congresses. 


All excess fees that the PTO collects 
will be deposited into the PTO reserve 
fund and amounts in the fund ‘‘shall be 
made available until expended only for 
obligation and expenditure by the Of-
fice.’’ 


This compromise provision also en-
sures that the Appropriations and Ju-
diciary Committees will continue to 
have oversight over the PTO. Though 
PTO remains within the appropriations 
process, the appropriators no longer 
have an incentive to divert fees. In 
other words, because excess fees are 
made available to the PTO, there will 
be no scoring advantage to the Appro-
priations Committee to decrease the 


appropriations, and this will not im-
pact their 302(b) allocation for Com-
merce, Justice, State appropriations. 


I urge my colleagues to support the 
manager’s amendment. 


By creating the Reserve Fund, we have 
walled-off PTO funds from diversion. All the 
excess fees are collected and deposited into 
the Fund and are made available in Appropria-
tions Acts and cannot be ‘‘diverted’’ to other 
non-PTO purposes. 


PTO funding would still be provided in Ap-
propriations Acts, but the language carried in 
those Acts will appropriate excess fee collec-
tions and provide a clear and easy mechanism 
for PTO to request access to those funds. 


By giving USPTO access to all its funds, the 
Manager’s Amendment supports the USPTO’s 
efforts to improve patent quality and reduce 
the backlog of patent applications. To carry 
out the new mandates of the legislation and 
reduce delays in the patent application proc-
ess, the USPTO must be able to use all the 
fees it collects. 


The language in the Manager’s Amendment 
reflects the intent of the Judiciary Committee, 
the Appropriations Committee and House 
leadership to end fee diversion. USPTO is 
100% funded by fees paid by inventors and 
trademark filers who are entitled to receive the 
services they are paying for. The language 
makes clear the intention not only to appro-
priate to the USPTO at least the level re-
quested for the fiscal year but also to appro-
priate to the USPTO any fees collected in ex-
cess of such appropriation. 


Providing USPTO access to all fees col-
lected means providing access at all points 
during that year, including in case of a con-
tinuing resolution. Access also means that re-
programming requests will be acted on within 
a reasonable time period and on a reasonable 
basis. It means that future appropriations will 
continue to use language that guarantees 
USPTO access to all of its fee collections. 


Appropriations Chairman ROGERS is com-
mitted to this agreement and to ending fee di-
version at the PTO, and I appreciate his ef-
forts. 


This provision represents a sea change of 
improvement over the current system and I 
urge all Members to strongly support this end 
to fee diversion at the PTO. This amendment, 
including the commitment from Chairman 
ROGERS to Leadership ensures that all the 
user fees that the PTO collects will be avail-
able to the PTO so that they can get to work 
to reduce patent pendency and the backlog, 
and issue strong patents. 


Ms. ZOE LOFGREN of California. 
May I inquire how much time remains. 


The Acting CHAIR. The gentlewoman 
from California has 15 seconds remain-
ing. 


Ms. ZOE LOFGREN of California. 
Well, I will use those 15 seconds, 
Madam Chair, by saying just a few 
things. First, the litigation reform 
mentioned is really to retroactively 
undo a case that was fairly and square-
ly won in the courts. 


Number two, that section 18 is basi-
cally just a giveaway to the banks. 
There’s some good things in this bill. 
The post-grant review, overall it does 
more harm than good. 


I yield back the balance of my time. 
Mr. SMITH of Texas. I yield myself 


the balance of the time. 


Madam Chair, in closing, I want to 
thank the patent principles who de-
voted so much time, energy and intel-
lect to this project. We’ve worked to-
gether for the common goal of com-
prehensive patent reform for the better 
part of 6 years. 


While some of us still have dif-
ferences over individual items, I want 
these Members to know that I appre-
ciate their contributions to the 
project. This includes, among many 
others, Mr. GOODLATTE, Mr. WATT, Mr. 
ISSA, and Mr. BERMAN. 


In the Senate we’ve worked closely 
with Senators LEAHY, GRASSLEY, KYL, 
HATCH and others; and I want to thank 
them as well. 


Also, we would not be at this point 
tonight without the support of Com-
merce Secretary Locke and PTO Direc-
tor Kappos. 


Our country needs this bill. We can’t 
thrive in the 21st century using a 20th- 
century patent system. At a time when 
the economy remains fragile and un-
employment is unacceptably high, we 
must include the patent system and 
the PTO, an agency that has been 
called an essential driver of a pro- 
growth job-creating agenda. 


This bill will catapult us into a new 
era of innovation and enhanced con-
sumer choice. I urge my colleagues to 
support H.R. 1249. 


Mrs. CHRISTENSEN. Madam Chair, I rise 
today to express my strong support for H.R. 
1249—a smart bill that fixes an anomaly in the 
patent law by addressing the confusion around 
the deadline for filing patent term extensions. 
This bill—which has broad bipartisan support 
in both chambers—will ensure that if the FDA 
notifies a company after normal business 
hours that its drug has been approved, then 
the time that the company has to file a patent 
term extension application does not begin to 
run until the next business day. 


I support this bill not only because it pro-
tects the rights of patent holders, but also be-
cause it will help inspire greater investments in 
the development of new drugs that not only 
could save millions of lives, but also could 
play a pivotal role in reducing racial and ethnic 
health disparities. Take, for example, a blood 
thinning drug that was proven very effective in 
treating and preventing stroke—the third lead-
ing cause of death in the nation, and a cause 
of death from which African American men are 
52% more likely to die than white men, and 
African American women are 36% more likely 
to die than white women. 


But for an unintentional one-day filing delay, 
the developer of this drug would have been 
entitled to secure a patent term restoration. 
And, with that term restoration, the company 
would have been positioned to invest the addi-
tional resources to qualify the drug for the 
treatment and prevention of stroke and for ex-
panded use in heart surgeries. This medical 
advancement would undoubtedly have saved 
countless lives and improved the health and 
wellbeing of tens of thousands of Americans. 


Absent the correction provided by this bill, 
however, none of what could have—and 
should have—happened ever did happen, 
and, as a result, a great medical advancement 
never came to fruition. This bill would ensure 
that the situation that occurred with the prom-
ising blood thinning drug does not happen 
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again. And, this bill fixes an anomaly that not 
only jeopardizes the development of life-sav-
ing drugs, but also jeopardizes the health and 
wellness of innocent, hardworking Americans. 
I urge all of my colleagues to be a key part of 
the solution to this problem by supporting this 
bill. 


Ms. PELOSI. Madam Chair, I rise in opposi-
tion to this patent reform bill, misnamed the 
America Invents Act. 


It had been our hope that we would be vot-
ing on a patent bill that encourages entrepre-
neurship, protects intellectual property rights, 
and sends a message abroad that strengthens 
patent rights at home. The bill before us fails 
on all these scores. 


Instead, by favoring large international com-
panies, we have before us a missed oppor-
tunity to encourage entrepreneurship. It is a 
missed opportunity to strengthen intellectual 
property rights here at home. 


For these and other reasons, I urge my col-
leagues to vote no on the Manager’s amend-
ment, yes on the Boren-Sensenbrenner- 
Waters-Schock amendment, and no on the 
final passage of this disappointing bill. Let’s go 
back to the drawing board for a real bill to 
keep America number one. 


Ms. WASSERMAN SCHULTZ. Madam 
Chair, today I rise in support of H.R. 1249, the 
America Invents Act. 


This vital reform to our nation’s patent sys-
tem would help spur innovation, foster com-
petition, and create and support American 
jobs. 


Democrats in Congress have urged our col-
leagues across the aisle to bring legislation to 
the Floor and today we have an opportunity to 
support legislation to create jobs and support 
our recovering economy. 


That is why this legislation is a priority of the 
Obama Administration—the bill represents a 
significant step in the right direction toward 
American job growth and is crucial to winning 
the future through innovation. 


I urge my colleagues to support this bill’s 
benefits for American inventors, manufactur-
ers, and jobs. 


I also urge my colleagues to support this bill 
because it includes a provision that will help 
engender much-needed patient protection and 
choice for patients undergoing genetic diag-
nostic tests. 


As many, of you know, several years ago, 
I was diagnosed with breast cancer. 


Through genetic testing, I discovered that I 
am a carrier of the BRCA–2 gene mutation, 
which drastically increased my lifetime risk of 
ovarian cancer and recurring breast cancer. 


As a result, I made the life-altering decision 
to have seven major surgeries—a double 
mastectomy and an oophorectomy—from a 
single administration of a single test. 


You see, there is only one test on the mar-
ket for this mutation. 


The maker of this test not only has a patent 
on the gene itself; they also have an exclusive 
license for limited laboratories to administer 
the test. 


Like genetic tests for colon cancer, Parkin-
son’s disease, Alzheimer’s disease, stroke, 
and many other genetic disorders, there is no 
way to get a truly independent second opinion. 


In approximately 20 percent of all genetic 
tests, only one laboratory can perform the test 
due to patent exclusivity for the diagnostic 
testing, and often the actual human gene 
being tested. 


Just imagine: Your genes hold the key to 
your survival; having major, body-altering sur-
gery or treatment could save you life; but the 
test results fail to give you certainty. 


The America Invents Act begins to address 
this problem. 


A provision in the Manager’s amendment 
simply directs a study by the U.S. Patent and 
Trademark Office on ways to remove barriers 
for patient access to second opinions on ge-
netic testing on patented genes. 


Such a study would address questions 
about the current effects such patents have on 
patient outcomes and how best to provide 
truly independent, confirmatory tests. 


Given ongoing court cases on the issue of 
gene patents, let me be clear: the study’s 
focus on second opinion genetic testing is not 
intended to express any opinion by Congress 
regarding the validity of gene patents. 


By allowing clinical laboratories to confirm 
the presence or absence of a gene mutation 
found in a diagnostic test, we can help Ameri-
cans access the second opinions they truly 
deserve. 


I know first-hand the stress of wanting a 
second opinion—but being unable to get it. 


With so much at stake, it is incredibly impor-
tant that we give everyone in this situation as 
much certainty as we possibly can. 


We owe that much to those whose lives are 
in the balance. 


Mr. GALLEGLY. Madam Chair, I rise in sup-
port of this amendment. 


Development of new prescription drug thera-
pies is critically important if we are to success-
fully treat—or even cure—diseases such as 
cancer, ALS and juvenile diabetes. 


The problem is that medical research is ex-
pensive. A researcher can spend years trying 
various drug combinations before developing 
one that may be approved for testing in hu-
mans, and it can take even more years after 
that to get final Food and Drug Administration, 
FDA approval. If patent protection expires 
soon after the drug is approved, companies 
may not be able to recover their investment, 
which would lead to less research and devel-
opment. 


Congress recognized this problem when it 
passed the Hatch-Waxman Act in 1984. 
Hatch-Waxman provides for extended patent 
protection if the company applies within 60 
days after the FDA approves a new drug. 


Unfortunately, the FDA and the Patent and 
Trademark Office have different interpretations 
of when the company must file the application. 
The resulting confusion and uncertainty may 
be discouraging people from investing in life- 
saving medical research. 


This amendment simply clarifies when the 
60-day period begins. This is completely budg-
et neutral and does not make any substantive 
change to the law. 


I urge my colleagues to support this com-
mon sense amendment. 


Mr. GALLEGLY. Madam Chair, I rise in 
strong support of this bill. First, I would like to 
recognize Chairman SMITH’s extraordinary 
work on behalf of American inventors. This bill 
is a well-crafted compromise that will stream-
line the patent process, while improving the 
quality of patents. 


Although I do not support every single provi-
sion of this legislation, it is critical that the 
House of Representatives pass H.R. 1249. 


I am especially pleased that Chairman 
SMITH included a provision that helps many 


businesses in the United States, including sev-
eral in my district, who have been forced to 
spend time and money to defend themselves 
against so-called ‘‘false marking’’ lawsuits. 


By law, patent holders are required to place 
the patent number on their products. The 
problem is that after the patent expires, it may 
be very costly for a business to recall their 
products to change the label. Unfortunately, 
several law firms have discovered that suing 
these manufacturers can be lucrative, and we 
have seen a sharp increase in the number of 
these nuisance lawsuits. 


This bill includes a common sense solution 
that will stop these lawsuits and allow employ-
ers to devote resources to developing new 
products and creating jobs. 


I urge my colleagues to support this impor-
tant legislation. 


Mr. SMITH of Texas. Madam Chair, I 
yield back the balance of my time. 


The Acting CHAIR. All time for gen-
eral debate has expired. 


Pursuant to the rule, the amendment 
in the nature of a substitute printed in 
the bill shall be considered as an origi-
nal bill for the purpose of amendment 
under the 5-minute rule and shall be 
considered read. 


The text of the amendment in the na-
ture of a substitute is as follows: 


H.R. 1249 
Be it enacted by the Senate and House of Rep-


resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE; TABLE OF CONTENTS. 


(a) SHORT TITLE.—This Act may be cited as 
the ‘‘America Invents Act’’. 


(b) TABLE OF CONTENTS.—The table of con-
tents for this Act is as follows: 
Sec. 1. Short title; table of contents. 
Sec. 2. Definitions. 
Sec. 3. First inventor to file. 
Sec. 4. Inventor’s oath or declaration. 
Sec. 5. Defense to infringement based on earlier 


inventor. 
Sec. 6. Post-grant review proceedings. 
Sec. 7. Patent Trial and Appeal Board. 
Sec. 8. Preissuance submissions by third par-


ties. 
Sec. 9. Venue. 
Sec. 10. Fee setting authority. 
Sec. 11. Fees for patent services. 
Sec. 12. Supplemental examination. 
Sec. 13. Funding agreements. 
Sec. 14. Tax strategies deemed within the prior 


art. 
Sec. 15. Best mode requirement. 
Sec. 16. Marking. 
Sec. 17. Advice of counsel. 
Sec. 18. Transitional program for covered busi-


ness method patents. 
Sec. 19. Jurisdiction and procedural matters. 
Sec. 20. Technical amendments. 
Sec. 21. Travel expenses and payment of admin-


istrative judges. 
Sec. 22. Patent and Trademark Office funding. 
Sec. 23. Satellite offices. 
Sec. 24. Designation of Detroit satellite office. 
Sec. 25. Patent Ombudsman Program for small 


business concerns. 
Sec. 26. Priority examination for technologies 


important to American competi-
tiveness. 


Sec. 27. Calculation of 60-day period for appli-
cation of patent term extension. 


Sec. 28. Study on implementation. 
Sec. 29. Pro bono program. 
Sec. 30. Effective date. 
Sec. 31. Budgetary effects. 
SEC. 2. DEFINITIONS. 


In this Act: 
(1) DIRECTOR.—The term ‘‘Director’’ means 


the Under Secretary of Commerce for Intellec-
tual Property and Director of the United States 
Patent and Trademark Office. 
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(2) OFFICE.—The term ‘‘Office’’ means the 


United States Patent and Trademark Office. 
(3) PATENT PUBLIC ADVISORY COMMITTEE.— 


The term ‘‘Patent Public Advisory Committee’’ 
means the Patent Public Advisory Committee es-
tablished under section 5(a)(1) of title 35, United 
States Code. 


(4) TRADEMARK ACT OF 1946.—The term 
‘‘Trademark Act of 1946’’ means the Act entitled 
‘‘An Act to provide for the registration and pro-
tection of trademarks used in commerce, to carry 
out the provisions of certain international con-
ventions, and for other purposes’’, approved 
July 5, 1946 (15 U.S.C. 1051 et seq.) (commonly 
referred to as the ‘‘Trademark Act of 1946’’ or 
the ‘‘Lanham Act’’). 


(5) TRADEMARK PUBLIC ADVISORY COM-
MITTEE.—The term ‘‘Trademark Public Advisory 
Committee’’ means the Trademark Public Advi-
sory Committee established under section 5(a)(1) 
of title 35, United States Code. 
SEC. 3. FIRST INVENTOR TO FILE. 


(a) DEFINITIONS.—Section 100 of title 35, 
United States Code, is amended— 


(1) in subsection (e), by striking ‘‘or inter 
partes reexamination under section 311’’; and 


(2) by adding at the end the following: 
‘‘(f) The term ‘inventor’ means the individual 


or, if a joint invention, the individuals collec-
tively who invented or discovered the subject 
matter of the invention. 


‘‘(g) The terms ‘joint inventor’ and ‘co-
inventor’ mean any 1 of the individuals who in-
vented or discovered the subject matter of a joint 
invention. 


‘‘(h) The term ‘joint research agreement’ 
means a written contract, grant, or cooperative 
agreement entered into by 2 or more persons or 
entities for the performance of experimental, de-
velopmental, or research work in the field of the 
claimed invention. 


‘‘(i)(1) The term ‘effective filing date’ for a 
claimed invention in a patent or application for 
patent means— 


‘‘(A) if subparagraph (B) does not apply, the 
actual filing date of the patent or the applica-
tion for the patent containing a claim to the in-
vention; or 


‘‘(B) the filing date of the earliest application 
for which the patent or application is entitled, 
as to such invention, to a right of priority under 
section 119, 365(a), or 365(b) or to the benefit of 
an earlier filing date under section 120, 121, or 
365(c). 


‘‘(2) The effective filing date for a claimed in-
vention in an application for reissue or reissued 
patent shall be determined by deeming the claim 
to the invention to have been contained in the 
patent for which reissue was sought. 


‘‘(j) The term ‘claimed invention’ means the 
subject matter defined by a claim in a patent or 
an application for a patent.’’. 


(b) CONDITIONS FOR PATENTABILITY.— 
(1) IN GENERAL.—Section 102 of title 35, United 


States Code, is amended to read as follows: 


‘‘§ 102. Conditions for patentability; novelty 
‘‘(a) NOVELTY; PRIOR ART.—A person shall be 


entitled to a patent unless— 
‘‘(1) the claimed invention was patented, de-


scribed in a printed publication, or in public 
use, on sale, or otherwise available to the public 
before the effective filing date of the claimed in-
vention; or 


‘‘(2) the claimed invention was described in a 
patent issued under section 151, or in an appli-
cation for patent published or deemed published 
under section 122(b), in which the patent or ap-
plication, as the case may be, names another in-
ventor and was effectively filed before the effec-
tive filing date of the claimed invention. 


‘‘(b) EXCEPTIONS.— 
‘‘(1) DISCLOSURES MADE 1 YEAR OR LESS BE-


FORE THE EFFECTIVE FILING DATE OF THE 
CLAIMED INVENTION.—A disclosure made 1 year 
or less before the effective filing date of a 
claimed invention shall not be prior art to the 
claimed invention under subsection (a)(1) if— 


‘‘(A) the disclosure was made by the inventor 
or joint inventor or by another who obtained the 
subject matter disclosed directly or indirectly 
from the inventor or a joint inventor; or 


‘‘(B) the subject matter disclosed had, before 
such disclosure, been publicly disclosed by the 
inventor or a joint inventor or another who ob-
tained the subject matter disclosed directly or 
indirectly from the inventor or a joint inventor. 


‘‘(2) DISCLOSURES APPEARING IN APPLICATIONS 
AND PATENTS.—A disclosure shall not be prior 
art to a claimed invention under subsection 
(a)(2) if— 


‘‘(A) the subject matter disclosed was obtained 
directly or indirectly from the inventor or a joint 
inventor; 


‘‘(B) the subject matter disclosed had, before 
such subject matter was effectively filed under 
subsection (a)(2), been publicly disclosed by the 
inventor or a joint inventor or another who ob-
tained the subject matter disclosed directly or 
indirectly from the inventor or a joint inventor; 
or 


‘‘(C) the subject matter disclosed and the 
claimed invention, not later than the effective 
filing date of the claimed invention, were owned 
by the same person or subject to an obligation of 
assignment to the same person. 


‘‘(c) COMMON OWNERSHIP UNDER JOINT RE-
SEARCH AGREEMENTS.—Subject matter disclosed 
and a claimed invention shall be deemed to have 
been owned by the same person or subject to an 
obligation of assignment to the same person in 
applying the provisions of subsection (b)(2)(C) 
if— 


‘‘(1) the subject matter disclosed was devel-
oped and the claimed invention was made by, or 
on behalf of, 1 or more parties to a joint re-
search agreement that was in effect on or before 
the effective filing date of the claimed invention; 


‘‘(2) the claimed invention was made as a re-
sult of activities undertaken within the scope of 
the joint research agreement; and 


‘‘(3) the application for patent for the claimed 
invention discloses or is amended to disclose the 
names of the parties to the joint research agree-
ment. 


‘‘(d) PATENTS AND PUBLISHED APPLICATIONS 
EFFECTIVE AS PRIOR ART.—For purposes of de-
termining whether a patent or application for 
patent is prior art to a claimed invention under 
subsection (a)(2), such patent or application 
shall be considered to have been effectively 
filed, with respect to any subject matter de-
scribed in the patent or application— 


‘‘(1) if paragraph (2) does not apply, as of the 
actual filing date of the patent or the applica-
tion for patent; or 


‘‘(2) if the patent or application for patent is 
entitled to claim a right of priority under section 
119, 365(a), or 365(b), or to claim the benefit of 
an earlier filing date under section 120, 121, or 
365(c), based upon 1 or more prior filed applica-
tions for patent, as of the filing date of the ear-
liest such application that describes the subject 
matter.’’. 


(2) CONTINUITY OF INTENT UNDER THE CREATE 
ACT.—The enactment of section 102(c) of title 35, 
United States Code, under paragraph (1) of this 
subsection is done with the same intent to pro-
mote joint research activities that was ex-
pressed, including in the legislative history, 
through the enactment of the Cooperative Re-
search and Technology Enhancement Act of 
2004 (Public Law 108–453; the ‘‘CREATE Act’’), 
the amendments of which are stricken by sub-
section (c) of this section. The United States 
Patent and Trademark Office shall administer 
section 102(c) of title 35, United States Code, in 
a manner consistent with the legislative history 
of the CREATE Act that was relevant to its ad-
ministration by the United States Patent and 
Trademark Office. 


(3) CONFORMING AMENDMENT.—The item relat-
ing to section 102 in the table of sections for 
chapter 10 of title 35, United States Code, is 
amended to read as follows: 
‘‘102. Conditions for patentability; novelty.’’. 


(c) CONDITIONS FOR PATENTABILITY; NON-
OBVIOUS SUBJECT MATTER.—Section 103 of title 
35, United States Code, is amended to read as 
follows: 
‘‘§ 103. Conditions for patentability; non-obvi-


ous subject matter 
‘‘A patent for a claimed invention may not be 


obtained, notwithstanding that the claimed in-
vention is not identically disclosed as set forth 
in section 102, if the differences between the 
claimed invention and the prior art are such 
that the claimed invention as a whole would 
have been obvious before the effective filing date 
of the claimed invention to a person having or-
dinary skill in the art to which the claimed in-
vention pertains. Patentability shall not be ne-
gated by the manner in which the invention was 
made.’’. 


(d) REPEAL OF REQUIREMENTS FOR INVENTIONS 
MADE ABROAD.—Section 104 of title 35, United 
States Code, and the item relating to that sec-
tion in the table of sections for chapter 10 of 
title 35, United States Code, are repealed. 


(e) REPEAL OF STATUTORY INVENTION REG-
ISTRATION.— 


(1) IN GENERAL.—Section 157 of title 35, United 
States Code, and the item relating to that sec-
tion in the table of sections for chapter 14 of 
title 35, United States Code, are repealed. 


(2) REMOVAL OF CROSS REFERENCES.—Section 
111(b)(8) of title 35, United States Code, is 
amended by striking ‘‘sections 115, 131, 135, and 
157’’ and inserting ‘‘sections 131 and 135’’. 


(3) EFFECTIVE DATE.—The amendments made 
by this subsection shall take effect upon the ex-
piration of the 18-month period beginning on 
the date of the enactment of this Act, and shall 
apply to any request for a statutory invention 
registration filed on or after that effective date. 


(f) EARLIER FILING DATE FOR INVENTOR AND 
JOINT INVENTOR.—Section 120 of title 35, United 
States Code, is amended by striking ‘‘which is 
filed by an inventor or inventors named’’ and 
inserting ‘‘which names an inventor or joint in-
ventor’’. 


(g) CONFORMING AMENDMENTS.— 
(1) RIGHT OF PRIORITY.—Section 172 of title 35, 


United States Code, is amended by striking 
‘‘and the time specified in section 102(d)’’. 


(2) LIMITATION ON REMEDIES.—Section 
287(c)(4) of title 35, United States Code, is 
amended by striking ‘‘the earliest effective filing 
date of which is prior to’’ and inserting ‘‘which 
has an effective filing date before’’. 


(3) INTERNATIONAL APPLICATION DESIGNATING 
THE UNITED STATES: EFFECT.—Section 363 of title 
35, United States Code, is amended by striking 
‘‘except as otherwise provided in section 102(e) 
of this title’’. 


(4) PUBLICATION OF INTERNATIONAL APPLICA-
TION: EFFECT.—Section 374 of title 35, United 
States Code, is amended by striking ‘‘sections 
102(e) and 154(d)’’ and inserting ‘‘section 
154(d)’’. 


(5) PATENT ISSUED ON INTERNATIONAL APPLICA-
TION: EFFECT.—The second sentence of section 
375(a) of title 35, United States Code, is amended 
by striking ‘‘Subject to section 102(e) of this 
title, such’’ and inserting ‘‘Such’’. 


(6) LIMIT ON RIGHT OF PRIORITY.—Section 
119(a) of title 35, United States Code, is amended 
by striking ‘‘; but no patent shall be granted’’ 
and all that follows through ‘‘one year prior to 
such filing’’. 


(7) INVENTIONS MADE WITH FEDERAL ASSIST-
ANCE.—Section 202(c) of title 35, United States 
Code, is amended— 


(A) in paragraph (2)— 
(i) by striking ‘‘publication, on sale, or public 


use,’’ and all that follows through ‘‘obtained in 
the United States’’ and inserting ‘‘the 1-year pe-
riod referred to in section 102(b) would end be-
fore the end of that 2-year period’’; and 


(ii) by striking ‘‘prior to the end of the statu-
tory’’ and inserting ‘‘before the end of that 1- 
year’’; and 


(B) in paragraph (3), by striking ‘‘any statu-
tory bar date that may occur under this title 
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due to publication, on sale, or public use’’ and 
inserting ‘‘the expiration of the 1-year period re-
ferred to in section 102(b)’’. 


(h) DERIVED PATENTS.— 
(1) IN GENERAL.—Section 291 of title 35, United 


States Code, is amended to read as follows: 
‘‘§ 291. Derived Patents 


‘‘(a) IN GENERAL.—The owner of a patent may 
have relief by civil action against the owner of 
another patent that claims the same invention 
and has an earlier effective filing date, if the in-
vention claimed in such other patent was de-
rived from the inventor of the invention claimed 
in the patent owned by the person seeking relief 
under this section. 


‘‘(b) FILING LIMITATION.—An action under 
this section may be filed only before the end of 
the 1-year period beginning on the date of the 
issuance of the first patent containing a claim 
to the allegedly derived invention and naming 
an individual alleged to have derived such in-
vention as the inventor or joint inventor.’’. 


(2) CONFORMING AMENDMENT.—The item relat-
ing to section 291 in the table of sections for 
chapter 29 of title 35, United States Code, is 
amended to read as follows: 
‘‘291. Derived patents.’’. 


(i) DERIVATION PROCEEDINGS.—Section 135 of 
title 35, United States Code, is amended to read 
as follows: 


‘‘§ 135. Derivation proceedings 
‘‘(a) INSTITUTION OF PROCEEDING.—An appli-


cant for patent may file a petition to institute a 
derivation proceeding in the Office. The petition 
shall set forth with particularity the basis for 
finding that an inventor named in an earlier ap-
plication derived the claimed invention from an 
inventor named in the petitioner’s application 
and, without authorization, the earlier applica-
tion claiming such invention was filed. Any 
such petition may be filed only within the 1- 
year period beginning on the date of the first 
publication of a claim to an invention that is 
the same or substantially the same as the earlier 
application’s claim to the invention, shall be 
made under oath, and shall be supported by 
substantial evidence. Whenever the Director de-
termines that a petition filed under this sub-
section demonstrates that the standards for in-
stituting a derivation proceeding are met, the 
Director may institute a derivation proceeding. 
The determination by the Director whether to 
institute a derivation proceeding shall be final 
and nonappealable. 


‘‘(b) DETERMINATION BY PATENT TRIAL AND 
APPEAL BOARD.—In a derivation proceeding in-
stituted under subsection (a), the Patent Trial 
and Appeal Board shall determine whether an 
inventor named in the earlier application de-
rived the claimed invention from an inventor 
named in the petitioner’s application and, with-
out authorization, the earlier application claim-
ing such invention was filed. The Director shall 
prescribe regulations setting forth standards for 
the conduct of derivation proceedings. 


‘‘(c) DEFERRAL OF DECISION.—The Patent 
Trial and Appeal Board may defer action on a 
petition for a derivation proceeding until the ex-
piration of the 3-month period beginning on the 
date on which the Director issues a patent that 
includes the claimed invention that is the sub-
ject of the petition. The Patent Trial and Ap-
peal Board also may defer action on a petition 
for a derivation proceeding, or stay the pro-
ceeding after it has been instituted, until the 
termination of a proceeding under chapter 30, 
31, or 32 involving the patent of the earlier ap-
plicant. 


‘‘(d) EFFECT OF FINAL DECISION.—The final 
decision of the Patent Trial and Appeal Board, 
if adverse to claims in an application for patent, 
shall constitute the final refusal by the Office 
on those claims. The final decision of the Patent 
Trial and Appeal Board, if adverse to claims in 
a patent, shall, if no appeal or other review of 
the decision has been or can be taken or had, 


constitute cancellation of those claims, and no-
tice of such cancellation shall be endorsed on 
copies of the patent distributed after such can-
cellation. 


‘‘(e) SETTLEMENT.—Parties to a proceeding in-
stituted under subsection (a) may terminate the 
proceeding by filing a written statement reflect-
ing the agreement of the parties as to the correct 
inventors of the claimed invention in dispute. 
Unless the Patent Trial and Appeal Board finds 
the agreement to be inconsistent with the evi-
dence of record, if any, it shall take action con-
sistent with the agreement. Any written settle-
ment or understanding of the parties shall be 
filed with the Director. At the request of a party 
to the proceeding, the agreement or under-
standing shall be treated as business confiden-
tial information, shall be kept separate from the 
file of the involved patents or applications, and 
shall be made available only to Government 
agencies on written request, or to any person on 
a showing of good cause. 


‘‘(f) ARBITRATION.—Parties to a proceeding 
instituted under subsection (a) may, within 
such time as may be specified by the Director by 
regulation, determine such contest or any aspect 
thereof by arbitration. Such arbitration shall be 
governed by the provisions of title 9, to the ex-
tent such title is not inconsistent with this sec-
tion. The parties shall give notice of any arbi-
tration award to the Director, and such award 
shall, as between the parties to the arbitration, 
be dispositive of the issues to which it relates. 
The arbitration award shall be unenforceable 
until such notice is given. Nothing in this sub-
section shall preclude the Director from deter-
mining the patentability of the claimed inven-
tions involved in the proceeding.’’. 


(j) ELIMINATION OF REFERENCES TO INTER-
FERENCES.—(1) Sections 134, 145, 146, 154, and 
305 of title 35, United States Code, are each 
amended by striking ‘‘Board of Patent Appeals 
and Interferences’’ each place it appears and in-
serting ‘‘Patent Trial and Appeal Board’’. 


(2)(A) Section 146 of title 35, United States 
Code, is amended— 


(i) by striking ‘‘an interference’’ and inserting 
‘‘a derivation proceeding’’; and 


(ii) by striking ‘‘the interference’’ and insert-
ing ‘‘the derivation proceeding’’. 


(B) The subparagraph heading for section 
154(b)(1)(C) of title 35, United States Code, is 
amended to read as follows: 


‘‘(C) GUARANTEE OF ADJUSTMENTS FOR DELAYS 
DUE TO DERIVATION PROCEEDINGS, SECRECY OR-
DERS, AND APPEALS.—’’. 


(3) The section heading for section 134 of title 
35, United States Code, is amended to read as 
follows: 
‘‘§ 134. Appeal to the Patent Trial and Appeal 


Board’’. 
(4) The section heading for section 146 of title 


35, United States Code, is amended to read as 
follows: 
‘‘§ 146. Civil action in case of derivation pro-


ceeding’’. 
(5) The items relating to sections 134 and 135 


in the table of sections for chapter 12 of title 35, 
United States Code, are amended to read as fol-
lows: 
‘‘134. Appeal to the Patent Trial and Appeal 


Board. 
‘‘135. Derivation proceedings.’’. 


(6) The item relating to section 146 in the table 
of sections for chapter 13 of title 35, United 
States Code, is amended to read as follows: 
‘‘146. Civil action in case of derivation pro-


ceeding.’’. 
(k) STATUTE OF LIMITATIONS.— 
(1) IN GENERAL.—Section 32 of title 35, United 


States Code, is amended by inserting between 
the third and fourth sentences the following: ‘‘A 
proceeding under this section shall be com-
menced not later than the earlier of either the 
date that is 10 years after the date on which the 
misconduct forming the basis for the proceeding 


occurred, or 1 year after the date on which the 
misconduct forming the basis for the proceeding 
is made known to an officer or employee of the 
Office as prescribed in the regulations estab-
lished under section 2(b)(2)(D).’’. 


(2) REPORT TO CONGRESS.—The Director shall 
provide on a biennial basis to the Judiciary 
Committees of the Senate and House of Rep-
resentatives a report providing a short descrip-
tion of incidents made known to an officer or 
employee of the Office as prescribed in the regu-
lations established under section 2(b)(2)(D) of 
title 35, United States Code, that reflect substan-
tial evidence of misconduct before the Office but 
for which the Office was barred from com-
mencing a proceeding under section 32 of title 
35, United States Code, by the time limitation es-
tablished by the fourth sentence of that section. 


(3) EFFECTIVE DATE.—The amendment made 
by paragraph (1) shall apply in any case in 
which the time period for instituting a pro-
ceeding under section 32 of title 35, United 
States Code, had not lapsed before the date of 
the enactment of this Act. 


(l) SMALL BUSINESS STUDY.— 
(1) DEFINITIONS.—In this subsection— 
(A) the term ‘‘Chief Counsel’’ means the Chief 


Counsel for Advocacy of the Small Business Ad-
ministration; 


(B) the term ‘‘General Counsel’’ means the 
General Counsel of the United States Patent 
and Trademark Office; and 


(C) the term ‘‘small business concern’’ has the 
meaning given that term under section 3 of the 
Small Business Act (15 U.S.C. 632). 


(2) STUDY.— 
(A) IN GENERAL.—The Chief Counsel, in con-


sultation with the General Counsel, shall con-
duct a study of the effects of eliminating the use 
of dates of invention in determining whether an 
applicant is entitled to a patent under title 35, 
United States Code. 


(B) AREAS OF STUDY.—The study conducted 
under subparagraph (A) shall include examina-
tion of the effects of eliminating the use of in-
vention dates, including examining— 


(i) how the change would affect the ability of 
small business concerns to obtain patents and 
their costs of obtaining patents; 


(ii) whether the change would create, miti-
gate, or exacerbate any disadvantages for appli-
cants for patents that are small business con-
cerns relative to applicants for patents that are 
not small business concerns, and whether the 
change would create any advantages for appli-
cants for patents that are small business con-
cerns relative to applicants for patents that are 
not small business concerns; 


(iii) the cost savings and other potential bene-
fits to small business concerns of the change; 
and 


(iv) the feasibility and costs and benefits to 
small business concerns of alternative means of 
determining whether an applicant is entitled to 
a patent under title 35, United States Code. 


(3) REPORT.—Not later than the date that is 1 
year after the date of the enactment of this Act, 
the Chief Counsel shall submit to the Committee 
on Small Business and Entrepreneurship and 
the Committee on the Judiciary of the Senate 
and the Committee on Small Business and the 
Committee on the Judiciary of the House of Rep-
resentatives a report on the results of the study 
under paragraph (2). 


(m) REPORT ON PRIOR USER RIGHTS.— 
(1) IN GENERAL.—Not later than the end of the 


4-month period beginning on the date of the en-
actment of this Act, the Director shall report, to 
the Committee on the Judiciary of the Senate 
and the Committee on the Judiciary of the 
House of Representatives, the findings and rec-
ommendations of the Director on the operation 
of prior user rights in selected countries in the 
industrialized world. The report shall include 
the following: 


(A) A comparison between patent laws of the 
United States and the laws of other industri-
alized countries, including members of the Euro-
pean Union and Japan, Canada, and Australia. 
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(B) An analysis of the effect of prior user 


rights on innovation rates in the selected coun-
tries. 


(C) An analysis of the correlation, if any, be-
tween prior user rights and start-up enterprises 
and the ability to attract venture capital to start 
new companies. 


(D) An analysis of the effect of prior user 
rights, if any, on small businesses, universities, 
and individual inventors. 


(E) An analysis of legal and constitutional 
issues, if any, that arise from placing trade se-
cret law in patent law. 


(F) An analysis of whether the change to a 
first-to-file patent system creates a particular 
need for prior user rights. 


(2) CONSULTATION WITH OTHER AGENCIES.—In 
preparing the report required under paragraph 
(1), the Director shall consult with the United 
States Trade Representative, the Secretary of 
State, and the Attorney General. 


(n) EFFECTIVE DATE.— 
(1) IN GENERAL.—Except as otherwise provided 


in this section, the amendments made by this 
section shall take effect upon the expiration of 
the 18-month period beginning on the date of 
the enactment of this Act, and shall apply to 
any application for patent, and to any patent 
issuing thereon, that contains or contained at 
any time— 


(A) a claim to a claimed invention that has an 
effective filing date as defined in section 100(i) 
of title 35, United States Code, that is on or 
after the effective date described in this para-
graph; or 


(B) a specific reference under section 120, 121, 
or 365(c) of title 35, United States Code, to any 
patent or application that contains or contained 
at any time such a claim. 


(2) INTERFERING PATENTS.—The provisions of 
sections 102(g), 135, and 291 of title 35, United 
States Code, as in effect on the day before the 
effective date set forth in paragraph (1) of this 
subsection, shall apply to each claim of an ap-
plication for patent, and any patent issued 
thereon, for which the amendments made by this 
section also apply, if such application or patent 
contains or contained at any time— 


(A) a claim to an invention having an effec-
tive filing date as defined in section 100(i) of 
title 35, United States Code, that occurs before 
the effective date set forth in paragraph (1) of 
this subsection; or 


(B) a specific reference under section 120, 121, 
or 365(c) of title 35, United States Code, to any 
patent or application that contains or contained 
at any time such a claim. 


(o) STUDY OF PATENT LITIGATION.— 
(1) GAO STUDY.—The Comptroller General of 


the United States shall conduct a study of the 
consequences of litigation by non-practicing en-
tities, or by patent assertion entities, related to 
patent claims made under title 35, United States 
Code, and regulations authorized by that title. 


(2) CONTENTS OF STUDY.—The study con-
ducted under this subsection shall include the 
following: 


(A) The annual volume of litigation described 
in paragraph (1) over the 20-year period ending 
on the date of the enactment of this Act. 


(B) The volume of cases comprising such liti-
gation that are found to be without merit after 
judicial review. 


(C) The impacts of such litigation on the time 
required to resolve patent claims. 


(D) The estimated costs, including the esti-
mated cost of defense, associated with such liti-
gation for patent holders, patent licensors, pat-
ent licensees, and inventors, and for users of al-
ternate or competing innovations. 


(E) The economic impact of such litigation on 
the economy of the United States, including the 
impact on inventors, job creation, employers, 
employees, and consumers. 


(F) The benefit to commerce, if any, supplied 
by non-practicing entities or patent assertion 
entities that prosecute such litigation. 


(3) REPORT TO CONGRESS.—The Comptroller 
General shall, not later than the date that is 1 


year after the date of the enactment of this Act, 
submit to the Committee on the Judiciary of the 
House of Representatives and the Committee on 
the Judiciary of the Senate a report on the re-
sults of the study required under this sub-
section, including recommendations for any 
changes to laws and regulations that will mini-
mize any negative impact of patent litigation 
that was the subject of such study. 


(p) SENSE OF CONGRESS.—It is the sense of the 
Congress that converting the United States pat-
ent registration system from ‘‘first inventor to 
use’’ to a system of ‘‘first inventor to file’’ will 
promote the progress of science by securing for 
limited times to inventors the exclusive rights to 
their discoveries and provide inventors with 
greater certainty regarding the scope of protec-
tion granted by the exclusive rights to their dis-
coveries. 


(q) SENSE OF CONGRESS.—It is the sense of the 
Congress that converting the United States pat-
ent registration system from ‘‘first inventor to 
use’’ to a system of ‘‘first inventor to file’’ will 
harmonize the United States patent registration 
system with the patent registration systems com-
monly used in nearly all other countries 
throughout the world with whom the United 
States conducts trade and thereby promote a 
greater sense of international uniformity and 
certainty in the procedures used for securing the 
exclusive rights of inventors to their discoveries. 
SEC. 4. INVENTOR’S OATH OR DECLARATION. 


(a) INVENTOR’S OATH OR DECLARATION.— 
(1) IN GENERAL.—Section 115 of title 35, United 


States Code, is amended to read as follows: 
‘‘§ 115. Inventor’s oath or declaration 


‘‘(a) NAMING THE INVENTOR; INVENTOR’S OATH 
OR DECLARATION.—An application for patent 
that is filed under section 111(a) or commences 
the national stage under section 371 shall in-
clude, or be amended to include, the name of the 
inventor for any invention claimed in the appli-
cation. Except as otherwise provided in this sec-
tion, each individual who is the inventor or a 
joint inventor of a claimed invention in an ap-
plication for patent shall execute an oath or 
declaration in connection with the application. 


‘‘(b) REQUIRED STATEMENTS.—An oath or dec-
laration under subsection (a) shall contain 
statements that— 


‘‘(1) the application was made or was author-
ized to be made by the affiant or declarant; and 


‘‘(2) such individual believes himself or herself 
to be the original inventor or an original joint 
inventor of a claimed invention in the applica-
tion. 


‘‘(c) ADDITIONAL REQUIREMENTS.—The Direc-
tor may specify additional information relating 
to the inventor and the invention that is re-
quired to be included in an oath or declaration 
under subsection (a). 


‘‘(d) SUBSTITUTE STATEMENT.— 
‘‘(1) IN GENERAL.—In lieu of executing an 


oath or declaration under subsection (a), the 
applicant for patent may provide a substitute 
statement under the circumstances described in 
paragraph (2) and such additional cir-
cumstances that the Director may specify by 
regulation. 


‘‘(2) PERMITTED CIRCUMSTANCES.—A substitute 
statement under paragraph (1) is permitted with 
respect to any individual who— 


‘‘(A) is unable to file the oath or declaration 
under subsection (a) because the individual— 


‘‘(i) is deceased; 
‘‘(ii) is under legal incapacity; or 
‘‘(iii) cannot be found or reached after dili-


gent effort; or 
‘‘(B) is under an obligation to assign the in-


vention but has refused to make the oath or dec-
laration required under subsection (a). 


‘‘(3) CONTENTS.—A substitute statement under 
this subsection shall— 


‘‘(A) identify the individual with respect to 
whom the statement applies; 


‘‘(B) set forth the circumstances representing 
the permitted basis for the filing of the sub-


stitute statement in lieu of the oath or declara-
tion under subsection (a); and 


‘‘(C) contain any additional information, in-
cluding any showing, required by the Director. 


‘‘(e) MAKING REQUIRED STATEMENTS IN AS-
SIGNMENT OF RECORD.—An individual who is 
under an obligation of assignment of an appli-
cation for patent may include the required 
statements under subsections (b) and (c) in the 
assignment executed by the individual, in lieu of 
filing such statements separately. 


‘‘(f) TIME FOR FILING.—A notice of allowance 
under section 151 may be provided to an appli-
cant for patent only if the applicant for patent 
has filed each required oath or declaration 
under subsection (a) or has filed a substitute 
statement under subsection (d) or recorded an 
assignment meeting the requirements of sub-
section (e). 


‘‘(g) EARLIER-FILED APPLICATION CONTAINING 
REQUIRED STATEMENTS OR SUBSTITUTE STATE-
MENT.— 


‘‘(1) EXCEPTION.—The requirements under this 
section shall not apply to an individual with re-
spect to an application for patent in which the 
individual is named as the inventor or a joint 
inventor and who claims the benefit under sec-
tion 120, 121, or 365(c) of the filing of an earlier- 
filed application, if— 


‘‘(A) an oath or declaration meeting the re-
quirements of subsection (a) was executed by the 
individual and was filed in connection with the 
earlier-filed application; 


‘‘(B) a substitute statement meeting the re-
quirements of subsection (d) was filed in connec-
tion with the earlier filed application with re-
spect to the individual; or 


‘‘(C) an assignment meeting the requirements 
of subsection (e) was executed with respect to 
the earlier-filed application by the individual 
and was recorded in connection with the earlier- 
filed application. 


‘‘(2) COPIES OF OATHS, DECLARATIONS, STATE-
MENTS, OR ASSIGNMENTS.—Notwithstanding 
paragraph (1), the Director may require that a 
copy of the executed oath or declaration, the 
substitute statement, or the assignment filed in 
connection with the earlier-filed application be 
included in the later-filed application. 


‘‘(h) SUPPLEMENTAL AND CORRECTED STATE-
MENTS; FILING ADDITIONAL STATEMENTS.— 


‘‘(1) IN GENERAL.—Any person making a state-
ment required under this section may withdraw, 
replace, or otherwise correct the statement at 
any time. If a change is made in the naming of 
the inventor requiring the filing of 1 or more ad-
ditional statements under this section, the Di-
rector shall establish regulations under which 
such additional statements may be filed. 


‘‘(2) SUPPLEMENTAL STATEMENTS NOT RE-
QUIRED.—If an individual has executed an oath 
or declaration meeting the requirements of sub-
section (a) or an assignment meeting the re-
quirements of subsection (e) with respect to an 
application for patent, the Director may not 
thereafter require that individual to make any 
additional oath, declaration, or other statement 
equivalent to those required by this section in 
connection with the application for patent or 
any patent issuing thereon. 


‘‘(3) SAVINGS CLAUSE.—A patent shall not be 
invalid or unenforceable based upon the failure 
to comply with a requirement under this section 
if the failure is remedied as provided under 
paragraph (1). 


‘‘(i) ACKNOWLEDGMENT OF PENALTIES.—Any 
declaration or statement filed pursuant to this 
section shall contain an acknowledgment that 
any willful false statement made in such dec-
laration or statement is punishable under sec-
tion 1001 of title 18 by fine or imprisonment of 
not more than 5 years, or both.’’. 


(2) RELATIONSHIP TO DIVISIONAL APPLICA-
TIONS.—Section 121 of title 35, United States 
Code, is amended by striking ‘‘If a divisional 
application’’ and all that follows through ‘‘in-
ventor.’’. 
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(3) REQUIREMENTS FOR NONPROVISIONAL AP-


PLICATIONS.—Section 111(a) of title 35, United 
States Code, is amended— 


(A) in paragraph (2)(C), by striking ‘‘by the 
applicant’’ and inserting ‘‘or declaration’’; 


(B) in the heading for paragraph (3), by in-
serting ‘‘OR DECLARATION’’ after ‘‘AND OATH’’; 
and 


(C) by inserting ‘‘or declaration’’ after ‘‘and 
oath’’ each place it appears. 


(4) CONFORMING AMENDMENT.—The item relat-
ing to section 115 in the table of sections for 
chapter 11 of title 35, United States Code, is 
amended to read as follows: 


‘‘115. Inventor’s oath or declaration.’’. 


(b) FILING BY OTHER THAN INVENTOR.— 
(1) IN GENERAL.—Section 118 of title 35, United 


States Code, is amended to read as follows: 


‘‘§ 118. Filing by other than inventor 
‘‘A person to whom the inventor has assigned 


or is under an obligation to assign the invention 
may make an application for patent. A person 
who otherwise shows sufficient proprietary in-
terest in the matter may make an application for 
patent on behalf of and as agent for the inven-
tor on proof of the pertinent facts and a show-
ing that such action is appropriate to preserve 
the rights of the parties. If the Director grants 
a patent on an application filed under this sec-
tion by a person other than the inventor, the 
patent shall be granted to the real party in in-
terest and upon such notice to the inventor as 
the Director considers to be sufficient.’’. 


(2) CONFORMING AMENDMENT.—Section 251 of 
title 35, United States Code, is amended in the 
third undesignated paragraph by inserting ‘‘or 
the application for the original patent was filed 
by the assignee of the entire interest’’ after 
‘‘claims of the original patent’’. 


(c) SPECIFICATION.—Section 112 of title 35, 
United States Code, is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(a) IN GENERAL.—The specification’’; 
and 


(B) by striking ‘‘of carrying out his inven-
tion’’ and inserting ‘‘or joint inventor of car-
rying out the invention’’; 


(2) in the second undesignated paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(b) CONCLUSION.—The specification’’; 
and 


(B) by striking ‘‘applicant regards as his in-
vention’’ and inserting ‘‘inventor or a joint in-
ventor regards as the invention’’; 


(3) in the third undesignated paragraph, by 
striking ‘‘A claim’’ and inserting ‘‘(c) FORM.—A 
claim’’; 


(4) in the fourth undesignated paragraph, by 
striking ‘‘Subject to the following paragraph,’’ 
and inserting ‘‘(d) REFERENCE IN DEPENDENT 
FORMS.—Subject to subsection (e),’’; 


(5) in the fifth undesignated paragraph, by 
striking ‘‘A claim’’ and inserting ‘‘(e) REF-
ERENCE IN MULTIPLE DEPENDENT FORM.—A 
claim’’; and 


(6) in the last undesignated paragraph, by 
striking ‘‘An element’’ and inserting ‘‘(f) ELE-
MENT IN CLAIM FOR A COMBINATION.—An ele-
ment’’. 


(d) CONFORMING AMENDMENTS.— 
(1) Sections 111(b)(1)(A) of title 35, United 


States Code, is amended by striking ‘‘the first 
paragraph of section 112 of this title’’ and in-
serting ‘‘section 112(a)’’. 


(2) Section 111(b)(2) of title 35, United States 
Code, is amended by striking ‘‘the second 
through fifth paragraphs of section 112,’’ and 
inserting ‘‘subsections (b) through (e) of section 
112,’’. 


(e) EFFECTIVE DATE.—The amendments made 
by this section shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and shall apply to 
any patent application that is filed on or after 
that effective date. 


SEC. 5. DEFENSE TO INFRINGEMENT BASED ON 
EARLIER INVENTOR. 


Section 273 of title 35, United States Code, is 
amended as follows: 


(1) Subsection (a) is amended— 
(A) in paragraph (1)— 
(i) by striking ‘‘use of a method in’’ and in-


serting ‘‘use of the subject matter of a patent 
in’’; and 


(ii) by adding ‘‘and’’ after the semicolon; 
(B) in paragraph (2), by striking the semicolon 


at the end of subparagraph (B) and inserting a 
period; and 


(C) by striking paragraphs (3) and (4). 
(2) Subsection (b) is amended— 
(A) in paragraph (1)— 
(i) by striking ‘‘for a method’’; and 
(ii) by striking ‘‘at least 1 year’’ and all that 


follows through the end and inserting ‘‘and 
commercially used the subject matter at least 1 
year before the effective filing date of the 
claimed invention that is the subject matter of 
the patent.’’; 


(B) in paragraph (2), by striking ‘‘patented 
method’’ and inserting ‘‘patented process’’; 


(C) in paragraph (3)— 
(i) by striking subparagraph (A); 
(ii) by striking subparagraph (B) and insert-


ing the following: 
‘‘(A) DERIVATION AND PRIOR DISCLOSURE TO 


THE PUBLIC.—A person may not assert the de-
fense under this section if— 


‘‘(i) the subject matter on which the defense is 
based was derived from the patentee or persons 
in privity with the patentee; or 


‘‘(ii) the claimed invention that is the subject 
of the defense was disclosed to the public in a 
manner that qualified for the exception from the 
prior art under section 102(b) and the commer-
cialization date relied upon under paragraph (1) 
of this subsection for establishing entitlement to 
the defense is less than 1 year before the date of 
such disclosure to the public;’’; 


(iii) by redesignating subparagraph (C) as 
subparagraph (B); and 


(iv) by adding at the end the following: 
‘‘(C) FUNDING.— 
‘‘(i) DEFENSE NOT AVAILABLE IN CERTAIN 


CASES.—A person may not assert the defense 
under this section if the subject matter of the 
patent on which the defense is based was devel-
oped pursuant to a funding agreement under 
chapter 18 or by a nonprofit institution of high-
er education, or a technology transfer organiza-
tion affiliated with such an institution, that did 
not receive funding from a private business en-
terprise in support of that development. 


‘‘(ii) DEFINITIONS.—In this subparagraph— 
‘‘(I) the term ‘institution of higher education’ 


has the meaning given that term in section 
101(a) of the Higher Education Act of 1965 (20 
U.S.C. 1001(a)); and 


‘‘(II) the term ‘technology transfer organiza-
tion’ means an organization the primary pur-
pose of which is to facilitate the commercializa-
tion of technologies developed by one or more 
institutions of higher education.’’; and 


(D) by amending paragraph (6) to read as fol-
lows: 


‘‘(6) PERSONAL DEFENSE.— 
‘‘(A) IN GENERAL.—The defense under this sec-


tion may be asserted only by the person who 
performed or caused the performance of the acts 
necessary to establish the defense, as well as 
any other entity that controls, is controlled by, 
or is under common control with such person, 
and, except for any transfer to the patent 
owner, the right to assert the defense shall not 
be licensed or assigned or transferred to another 
person except as an ancillary and subordinate 
part of a good faith assignment or transfer for 
other reasons of the entire enterprise or line of 
business to which the defense relates. 


‘‘(B) EXCEPTION.—Notwithstanding subpara-
graph (A), any person may, on the person’s own 
behalf, assert a defense based on the exhaustion 
of rights provided under paragraph (2), includ-
ing any necessary elements thereof.’’. 


SEC. 6. POST-GRANT REVIEW PROCEEDINGS. 
(a) INTER PARTES REVIEW.—Chapter 31 of title 


35, United States Code, is amended to read as 
follows: 


‘‘CHAPTER 31—INTER PARTES REVIEW 
‘‘Sec. 
‘‘311. Inter partes review. 
‘‘312. Petitions. 
‘‘313. Preliminary response to petition. 
‘‘314. Institution of inter partes review. 
‘‘315. Relation to other proceedings or actions. 
‘‘316. Conduct of inter partes review. 
‘‘317. Settlement. 
‘‘318. Decision of the Board. 
‘‘319. Appeal. 


‘‘§ 311. Inter partes review 
‘‘(a) IN GENERAL.—Subject to the provisions of 


this chapter, a person who is not the owner of 
a patent may file with the Office a petition to 
institute an inter partes review of the patent. 
The Director shall establish, by regulation, fees 
to be paid by the person requesting the review, 
in such amounts as the Director determines to 
be reasonable, considering the aggregate costs of 
the review. 


‘‘(b) SCOPE.—A petitioner in an inter partes 
review may request to cancel as unpatentable 1 
or more claims of a patent only on a ground 
that could be raised under section 102 or 103 and 
only on the basis of prior art consisting of pat-
ents or printed publications. 


‘‘(c) FILING DEADLINE.—A petition for inter 
partes review shall be filed after the later of ei-
ther— 


‘‘(1) the date that is 1 year after the grant of 
a patent or issuance of a reissue of a patent; or 


‘‘(2) if a post-grant review is instituted under 
chapter 32, the date of the termination of such 
post-grant review. 


‘‘§ 312. Petitions 
‘‘(a) REQUIREMENTS OF PETITION.—A petition 


filed under section 311 may be considered only 
if— 


‘‘(1) the petition is accompanied by payment 
of the fee established by the Director under sec-
tion 311; 


‘‘(2) the petition identifies all real parties in 
interest; 


‘‘(3) the petition identifies, in writing and 
with particularity, each claim challenged, the 
grounds on which the challenge to each claim is 
based, and the evidence that supports the 
grounds for the challenge to each claim, includ-
ing— 


‘‘(A) copies of patents and printed publica-
tions that the petitioner relies upon in support 
of the petition; and 


‘‘(B) affidavits or declarations of supporting 
evidence and opinions, if the petitioner relies on 
expert opinions; 


‘‘(4) the petition provides such other informa-
tion as the Director may require by regulation; 
and 


‘‘(5) the petitioner provides copies of any of 
the documents required under paragraphs (2), 
(3), and (4) to the patent owner or, if applicable, 
the designated representative of the patent 
owner. 


‘‘(b) PUBLIC AVAILABILITY.—As soon as prac-
ticable after the receipt of a petition under sec-
tion 311, the Director shall make the petition 
available to the public. 


‘‘§ 313. Preliminary response to petition 
‘‘If an inter partes review petition is filed 


under section 311, the patent owner shall have 
the right to file a preliminary response to the 
petition, within a time period set by the Direc-
tor, that sets forth reasons why no inter partes 
review should be instituted based upon the fail-
ure of the petition to meet any requirement of 
this chapter. 


‘‘§ 314. Institution of inter partes review 
‘‘(a) THRESHOLD.—The Director may not au-


thorize an inter partes review to commence un-
less the Director determines that the information 
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presented in the petition filed under section 311 
and any response filed under section 313 shows 
that there is a reasonable likelihood that the pe-
titioner would prevail with respect to at least 1 
of the claims challenged in the petition. 


‘‘(b) TIMING.—The Director shall determine 
whether to institute an inter partes review 
under this chapter pursuant to a petition filed 
under section 311 within 3 months after— 


‘‘(1) receiving a preliminary response to the 
petition under section 313; or 


‘‘(2) if no such preliminary response is filed, 
the last date on which such response may be 
filed. 


‘‘(c) NOTICE.—The Director shall notify the 
petitioner and patent owner, in writing, of the 
Director’s determination under subsection (a), 
and shall make such notice available to the pub-
lic as soon as is practicable. Such notice shall 
include the date on which the review shall com-
mence. 


‘‘(d) NO APPEAL.—The determination by the 
Director whether to institute an inter partes re-
view under this section shall be final and non-
appealable. 
‘‘§ 315. Relation to other proceedings or ac-


tions 
‘‘(a) INFRINGER’S CIVIL ACTION.— 
‘‘(1) INTER PARTES REVIEW BARRED BY CIVIL 


ACTION.—An inter partes review may not be in-
stituted if, before the date on which the petition 
for such a review is filed, the petitioner, real 
party in interest, or privy of the petitioner filed 
a civil action challenging the validity of a claim 
of the patent. 


‘‘(2) STAY OF CIVIL ACTION.—If the petitioner, 
real party in interest, or privy of the petitioner 
files a civil action challenging the validity of a 
claim of the patent on or after the date on 
which the petitioner files a petition for inter 
partes review of the patent, that civil action 
shall be automatically stayed until either— 


‘‘(A) the patent owner moves the court to lift 
the stay; 


‘‘(B) the patent owner files a civil action or 
counterclaim alleging that the petitioner, real 
party in interest, or privy of the petitioner has 
infringed the patent; or 


‘‘(C) the petitioner, real party in interest, or 
privy of the petitioner moves the court to dismiss 
the civil action. 


‘‘(3) TREATMENT OF COUNTERCLAIM.—A coun-
terclaim challenging the validity of a claim of a 
patent does not constitute a civil action chal-
lenging the validity of a claim of a patent for 
purposes of this subsection. 


‘‘(b) PATENT OWNER’S ACTION.—An inter 
partes review may not be instituted if the peti-
tion requesting the proceeding is filed more than 
1 year after the date on which the petitioner, 
real party in interest, or privy of the petitioner 
is served with a complaint alleging infringement 
of the patent. The time limitation set forth in 
the preceding sentence shall not apply to a re-
quest for joinder under subsection (c). 


‘‘(c) JOINDER.—If the Director institutes an 
inter partes review, the Director, in his or her 
discretion, may join as a party to that inter 
partes review any person who properly files a 
petition under section 311 that the Director, 
after receiving a preliminary response under 
section 313 or the expiration of the time for fil-
ing such a response, determines warrants the in-
stitution of an inter partes review under section 
314. 


‘‘(d) MULTIPLE PROCEEDINGS.—Notwith-
standing sections 135(a), 251, and 252, and chap-
ter 30, during the pendency of an inter partes 
review, if another proceeding or matter involv-
ing the patent is before the Office, the Director 
may determine the manner in which the inter 
partes review or other proceeding or matter may 
proceed, including providing for stay, transfer, 
consolidation, or termination of any such matter 
or proceeding. 


‘‘(e) ESTOPPEL.— 
‘‘(1) PROCEEDINGS BEFORE THE OFFICE.—The 


petitioner in an inter partes review of a claim in 


a patent under this chapter that results in a 
final written decision under section 318(a), or 
the real party in interest or privy of the peti-
tioner, may not request or maintain a pro-
ceeding before the Office with respect to that 
claim on any ground that the petitioner raised 
or reasonably could have raised during that 
inter partes review. 


‘‘(2) CIVIL ACTIONS AND OTHER PROCEEDINGS.— 
The petitioner in an inter partes review of a 
claim in a patent under this chapter that results 
in a final written decision under section 318(a), 
or the real party in interest or privy of the peti-
tioner, may not assert either in a civil action 
arising in whole or in part under section 1338 of 
title 28 or in a proceeding before the Inter-
national Trade Commission under section 337 of 
the Tariff Act of 1930 that the claim is invalid 
on any ground that the petitioner raised or rea-
sonably could have raised during that inter 
partes review. 
‘‘§ 316. Conduct of inter partes review 


‘‘(a) REGULATIONS.—The Director shall pre-
scribe regulations— 


‘‘(1) providing that the file of any proceeding 
under this chapter shall be made available to 
the public, except that any petition or document 
filed with the intent that it be sealed shall, if 
accompanied by a motion to seal, be treated as 
sealed pending the outcome of the ruling on the 
motion; 


‘‘(2) setting forth the standards for the show-
ing of sufficient grounds to institute a review 
under section 314(a); 


‘‘(3) establishing procedures for the submis-
sion of supplemental information after the peti-
tion is filed; 


‘‘(4) establishing and governing inter partes 
review under this chapter and the relationship 
of such review to other proceedings under this 
title; 


‘‘(5) setting forth standards and procedures 
for discovery of relevant evidence, including 
that such discovery shall be limited to— 


‘‘(A) the deposition of witnesses submitting af-
fidavits or declarations; and 


‘‘(B) what is otherwise necessary in the inter-
est of justice; 


‘‘(6) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other improper 
use of the proceeding, such as to harass or to 
cause unnecessary delay or an unnecessary in-
crease in the cost of the proceeding; 


‘‘(7) providing for protective orders governing 
the exchange and submission of confidential in-
formation; 


‘‘(8) providing for the filing by the patent 
owner of a response to the petition under sec-
tion 313 after an inter partes review has been in-
stituted, and requiring that the patent owner 
file with such response, through affidavits or 
declarations, any additional factual evidence 
and expert opinions on which the patent owner 
relies in support of the response; 


‘‘(9) setting forth standards and procedures 
for allowing the patent owner to move to amend 
the patent under subsection (d) to cancel a chal-
lenged claim or propose a reasonable number of 
substitute claims, and ensuring that any infor-
mation submitted by the patent owner in sup-
port of any amendment entered under sub-
section (d) is made available to the public as 
part of the prosecution history of the patent; 


‘‘(10) providing either party with the right to 
an oral hearing as part of the proceeding; 


‘‘(11) requiring that the final determination in 
an inter partes review be issued not later than 
1 year after the date on which the Director no-
tices the institution of a review under this chap-
ter, except that the Director may, for good cause 
shown, extend the 1-year period by not more 
than 6 months, and may adjust the time periods 
in this paragraph in the case of joinder under 
section 315(c); 


‘‘(12) setting a time period for requesting join-
der under section 315(c); and 


‘‘(13) providing the petitioner with at least 1 
opportunity to file written comments within a 
time period established by the Director. 


‘‘(b) CONSIDERATIONS.—In prescribing regula-
tions under this section, the Director shall con-
sider the effect of any such regulation on the 
economy, the integrity of the patent system, the 
efficient administration of the Office, and the 
ability of the Office to timely complete pro-
ceedings instituted under this chapter. 


‘‘(c) PATENT TRIAL AND APPEAL BOARD.—The 
Patent Trial and Appeal Board shall, in accord-
ance with section 6, conduct each inter partes 
review instituted under this chapter. 


‘‘(d) AMENDMENT OF THE PATENT.— 
‘‘(1) IN GENERAL.—During an inter partes re-


view instituted under this chapter, the patent 
owner may file 1 motion to amend the patent in 
1 or more of the following ways: 


‘‘(A) Cancel any challenged patent claim. 
‘‘(B) For each challenged claim, propose a 


reasonable number of substitute claims. 
‘‘(2) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted upon the joint 
request of the petitioner and the patent owner 
to materially advance the settlement of a pro-
ceeding under section 317, or as permitted by 
regulations prescribed by the Director. 


‘‘(3) SCOPE OF CLAIMS.—An amendment under 
this subsection may not enlarge the scope of the 
claims of the patent or introduce new matter. 


‘‘(e) EVIDENTIARY STANDARDS.—In an inter 
partes review instituted under this chapter, the 
petitioner shall have the burden of proving a 
proposition of unpatentability by a preponder-
ance of the evidence. 


‘‘§ 317. Settlement 
‘‘(a) IN GENERAL.—An inter partes review in-


stituted under this chapter shall be terminated 
with respect to any petitioner upon the joint re-
quest of the petitioner and the patent owner, 
unless the Office has decided the merits of the 
proceeding before the request for termination is 
filed. If the inter partes review is terminated 
with respect to a petitioner under this section, 
no estoppel under section 315(e) shall attach to 
the petitioner, or to the real party in interest or 
privy of the petitioner, on the basis of that peti-
tioner’s institution of that inter partes review. If 
no petitioner remains in the inter partes review, 
the Office may terminate the review or proceed 
to a final written decision under section 318(a). 


‘‘(b) AGREEMENTS IN WRITING.—Any agree-
ment or understanding between the patent 
owner and a petitioner, including any collateral 
agreements referred to in such agreement or un-
derstanding, made in connection with, or in 
contemplation of, the termination of an inter 
partes review under this section shall be in writ-
ing and a true copy of such agreement or under-
standing shall be filed in the Office before the 
termination of the inter partes review as be-
tween the parties. At the request of a party to 
the proceeding, the agreement or understanding 
shall be treated as business confidential infor-
mation, shall be kept separate from the file of 
the involved patents, and shall be made avail-
able only to Federal Government agencies on 
written request, or to any person on a showing 
of good cause. 


‘‘§ 318. Decision of the Board 
‘‘(a) FINAL WRITTEN DECISION.—If an inter 


partes review is instituted and not dismissed 
under this chapter, the Patent Trial and Appeal 
Board shall issue a final written decision with 
respect to the patentability of any patent claim 
challenged by the petitioner and any new claim 
added under section 316(d). 


‘‘(b) CERTIFICATE.—If the Patent Trial and 
Appeal Board issues a final written decision 
under subsection (a) and the time for appeal has 
expired or any appeal has terminated, the Direc-
tor shall issue and publish a certificate can-
celing any claim of the patent finally deter-
mined to be unpatentable, confirming any claim 
of the patent determined to be patentable, and 
incorporating in the patent by operation of the 
certificate any new or amended claim deter-
mined to be patentable. 
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‘‘(c) AMENDED OR NEW CLAIM.—Any proposed 


amended or new claim determined to be patent-
able and incorporated into a patent following 
an inter partes review under this chapter shall 
have the same effect as that specified in section 
252 for reissued patents on the right of any per-
son who made, purchased, or used within the 
United States, or imported into the United 
States, anything patented by such proposed 
amended or new claim, or who made substantial 
preparation therefor, before the issuance of a 
certificate under subsection (b). 


‘‘(d) DATA ON LENGTH OF REVIEW.—The Office 
shall make available to the public data describ-
ing the length of time between the institution of, 
and the issuance of a final written decision 
under subsection (a) for, each inter partes re-
view. 
‘‘§ 319. Appeal 


‘‘A party dissatisfied with the final written 
decision of the Patent Trial and Appeal Board 
under section 318(a) may appeal the decision 
pursuant to sections 141 through 144. Any party 
to the inter partes review shall have the right to 
be a party to the appeal.’’. 


(b) CONFORMING AMENDMENT.—The table of 
chapters for part III of title 35, United States 
Code, is amended by striking the item relating to 
chapter 31 and inserting the following: 
‘‘31. Inter Partes Review ...................... 311’’. 


(c) REGULATIONS AND EFFECTIVE DATE.— 
(1) REGULATIONS.—The Director shall, not 


later than the date that is 1 year after the date 
of the enactment of this Act, issue regulations to 
carry out chapter 31 of title 35, United States 
Code, as amended by subsection (a) of this sec-
tion. 


(2) APPLICABILITY.— 
(A) IN GENERAL.—The amendments made by 


subsection (a) shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and shall apply to 
any patent issued before, on, or after that effec-
tive date. 


(B) GRADUATED IMPLEMENTATION.—The Direc-
tor may impose a limit on the number of inter 
partes reviews that may be instituted under 
chapter 31 of title 35, United States Code, during 
each of the first 4 1-year periods in which the 
amendments made by subsection (a) are in ef-
fect, if such number in each year equals or ex-
ceeds the number of inter partes reexaminations 
that are ordered under chapter 31 of title 35, 
United States Code, in the last fiscal year end-
ing before the effective date of the amendments 
made by subsection (a). 


(d) POST-GRANT REVIEW.—Part III of title 35, 
United States Code, is amended by adding at the 
end the following: 


‘‘CHAPTER 32—POST-GRANT REVIEW 
‘‘Sec. 
‘‘321. Post-grant review. 
‘‘322. Petitions. 
‘‘323. Preliminary response to petition. 
‘‘324. Institution of post-grant review. 
‘‘325. Relation to other proceedings or actions. 
‘‘326. Conduct of post-grant review. 
‘‘327. Settlement. 
‘‘328. Decision of the Board. 
‘‘329. Appeal. 
‘‘§ 321. Post-grant review 


‘‘(a) IN GENERAL.—Subject to the provisions of 
this chapter, a person who is not the patent 
owner may file with the Office a petition to in-
stitute a post-grant review of a patent. The Di-
rector shall establish, by regulation, fees to be 
paid by the person requesting the review, in 
such amounts as the Director determines to be 
reasonable, considering the aggregate costs of 
the post-grant review. 


‘‘(b) SCOPE.—A petitioner in a post-grant re-
view may request to cancel as unpatentable 1 or 
more claims of a patent on any ground that 
could be raised under paragraph (2) or (3) of 
section 282(b) (relating to invalidity of the pat-
ent or any claim). 


‘‘(c) FILING DEADLINE.—A petition for a post- 
grant review may only be filed not later than 
the date that is 1 year after the date of the 
grant of the patent or of the issuance of a re-
issue patent (as the case may be). 
‘‘§ 322. Petitions 


‘‘(a) REQUIREMENTS OF PETITION.—A petition 
filed under section 321 may be considered only 
if— 


‘‘(1) the petition is accompanied by payment 
of the fee established by the Director under sec-
tion 321; 


‘‘(2) the petition identifies all real parties in 
interest; 


‘‘(3) the petition identifies, in writing and 
with particularity, each claim challenged, the 
grounds on which the challenge to each claim is 
based, and the evidence that supports the 
grounds for the challenge to each claim, includ-
ing— 


‘‘(A) copies of patents and printed publica-
tions that the petitioner relies upon in support 
of the petition; and 


‘‘(B) affidavits or declarations of supporting 
evidence and opinions, if the petitioner relies on 
other factual evidence or on expert opinions; 


‘‘(4) the petition provides such other informa-
tion as the Director may require by regulation; 
and 


‘‘(5) the petitioner provides copies of any of 
the documents required under paragraphs (2), 
(3), and (4) to the patent owner or, if applicable, 
the designated representative of the patent 
owner. 


‘‘(b) PUBLIC AVAILABILITY.—As soon as prac-
ticable after the receipt of a petition under sec-
tion 321, the Director shall make the petition 
available to the public. 
‘‘§ 323. Preliminary response to petition 


‘‘If a post-grant review petition is filed under 
section 321, the patent owner shall have the 
right to file a preliminary response to the peti-
tion, within a time period set by the Director, 
that sets forth reasons why no post-grant review 
should be instituted based upon the failure of 
the petition to meet any requirement of this 
chapter. 
‘‘§ 324. Institution of post-grant review 


‘‘(a) THRESHOLD.—The Director may not au-
thorize a post-grant review to commence unless 
the Director determines that the information 
presented in the petition filed under section 321, 
if such information is not rebutted, would dem-
onstrate that it is more likely than not that at 
least 1 of the claims challenged in the petition is 
unpatentable. 


‘‘(b) ADDITIONAL GROUNDS.—The determina-
tion required under subsection (a) may also be 
satisfied by a showing that the petition raises a 
novel or unsettled legal question that is impor-
tant to other patents or patent applications. 


‘‘(c) TIMING.—The Director shall determine 
whether to institute a post-grant review under 
this chapter pursuant to a petition filed under 
section 321 within 3 months after— 


‘‘(1) receiving a preliminary response to the 
petition under section 323; or 


‘‘(2) if no such preliminary response is filed, 
the last date on which such response may be 
filed. 


‘‘(d) NOTICE.—The Director shall notify the 
petitioner and patent owner, in writing, of the 
Director’s determination under subsection (a) or 
(b), and shall make such notice available to the 
public as soon as is practicable. The Director 
shall make each notice of the institution of a 
post-grant review available to the public. Such 
notice shall include the date on which the re-
view shall commence. 


‘‘(e) NO APPEAL.—The determination by the 
Director whether to institute a post-grant review 
under this section shall be final and nonappeal-
able. 
‘‘§ 325. Relation to other proceedings or ac-


tions 
‘‘(a) INFRINGER’S CIVIL ACTION.— 


‘‘(1) POST-GRANT REVIEW BARRED BY CIVIL AC-
TION.—A post-grant review may not be insti-
tuted under this chapter if, before the date on 
which the petition for such a review is filed, the 
petitioner, real party in interest, or privy of the 
petitioner filed a civil action challenging the va-
lidity of a claim of the patent. 


‘‘(2) STAY OF CIVIL ACTION.—If the petitioner, 
real party in interest, or privy of the petitioner 
files a civil action challenging the validity of a 
claim of the patent on or after the date on 
which the petitioner files a petition for post- 
grant review of the patent, that civil action 
shall be automatically stayed until either— 


‘‘(A) the patent owner moves the court to lift 
the stay; 


‘‘(B) the patent owner files a civil action or 
counterclaim alleging that the petitioner, real 
party in interest, or privy of the petitioner has 
infringed the patent; or 


‘‘(C) the petitioner, real party in interest, or 
privy of the petitioner moves the court to dismiss 
the civil action. 


‘‘(3) TREATMENT OF COUNTERCLAIM.—A coun-
terclaim challenging the validity of a claim of a 
patent does not constitute a civil action chal-
lenging the validity of a claim of a patent for 
purposes of this subsection. 


‘‘(b) PRELIMINARY INJUNCTIONS.—If a civil ac-
tion alleging infringement of a patent is filed 
within 3 months after the date on which the 
patent is granted, the court may not stay its 
consideration of the patent owner’s motion for a 
preliminary injunction against infringement of 
the patent on the basis that a petition for post- 
grant review has been filed under this chapter 
or that such a post-grant review has been insti-
tuted under this chapter. 


‘‘(c) JOINDER.—If more than 1 petition for a 
post-grant review under this chapter is properly 
filed against the same patent and the Director 
determines that more than 1 of these petitions 
warrants the institution of a post-grant review 
under section 324, the Director may consolidate 
such reviews into a single post-grant review. 


‘‘(d) MULTIPLE PROCEEDINGS.—Notwith-
standing sections 135(a), 251, and 252, and chap-
ter 30, during the pendency of any post-grant 
review under this chapter, if another proceeding 
or matter involving the patent is before the Of-
fice, the Director may determine the manner in 
which the post-grant review or other proceeding 
or matter may proceed, including providing for 
the stay, transfer, consolidation, or termination 
of any such matter or proceeding. In deter-
mining whether to institute or order a pro-
ceeding under this chapter, chapter 30, or chap-
ter 31, the Director may take into account 
whether, and reject the petition or request be-
cause, the same or substantially the same prior 
art or arguments previously were presented to 
the Office. 


‘‘(e) ESTOPPEL.— 
‘‘(1) PROCEEDINGS BEFORE THE OFFICE.—The 


petitioner in a post-grant review of a claim in a 
patent under this chapter that results in a final 
written decision under section 328(a), or the real 
party in interest or privy of the petitioner, may 
not request or maintain a proceeding before the 
Office with respect to that claim on any ground 
that the petitioner raised or reasonably could 
have raised during that post-grant review. 


‘‘(2) CIVIL ACTIONS AND OTHER PROCEEDINGS.— 
The petitioner in a post-grant review of a claim 
in a patent under this chapter that results in a 
final written decision under section 328(a), or 
the real party in interest or privy of the peti-
tioner, may not assert either in a civil action 
arising in whole or in part under section 1338 of 
title 28 or in a proceeding before the Inter-
national Trade Commission under section 337 of 
the Tariff Act of 1930 that the claim is invalid 
on any ground that the petitioner raised or rea-
sonably could have raised during that post- 
grant review. 


‘‘(f) REISSUE PATENTS.—A post-grant review 
may not be instituted under this chapter if the 
petition requests cancellation of a claim in a re-
issue patent that is identical to or narrower 
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than a claim in the original patent from which 
the reissue patent was issued, and the time limi-
tations in section 321(c) would bar filing a peti-
tion for a post-grant review for such original 
patent. 


‘‘§ 326. Conduct of post-grant review 
‘‘(a) REGULATIONS.—The Director shall pre-


scribe regulations— 
‘‘(1) providing that the file of any proceeding 


under this chapter shall be made available to 
the public, except that any petition or document 
filed with the intent that it be sealed shall, if 
accompanied by a motion to seal, be treated as 
sealed pending the outcome of the ruling on the 
motion; 


‘‘(2) setting forth the standards for the show-
ing of sufficient grounds to institute a review 
under subsections (a) and (b) of section 324; 


‘‘(3) establishing procedures for the submis-
sion of supplemental information after the peti-
tion is filed; 


‘‘(4) establishing and governing a post-grant 
review under this chapter and the relationship 
of such review to other proceedings under this 
title; 


‘‘(5) setting forth standards and procedures 
for discovery of relevant evidence, including 
that such discovery shall be limited to evidence 
directly related to factual assertions advanced 
by either party in the proceeding; 


‘‘(6) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other improper 
use of the proceeding, such as to harass or to 
cause unnecessary delay or an unnecessary in-
crease in the cost of the proceeding; 


‘‘(7) providing for protective orders governing 
the exchange and submission of confidential in-
formation; 


‘‘(8) providing for the filing by the patent 
owner of a response to the petition under sec-
tion 323 after a post-grant review has been insti-
tuted, and requiring that the patent owner file 
with such response, through affidavits or dec-
larations, any additional factual evidence and 
expert opinions on which the patent owner re-
lies in support of the response; 


‘‘(9) setting forth standards and procedures 
for allowing the patent owner to move to amend 
the patent under subsection (d) to cancel a chal-
lenged claim or propose a reasonable number of 
substitute claims, and ensuring that any infor-
mation submitted by the patent owner in sup-
port of any amendment entered under sub-
section (d) is made available to the public as 
part of the prosecution history of the patent; 


‘‘(10) providing either party with the right to 
an oral hearing as part of the proceeding; and 


‘‘(11) requiring that the final determination in 
any post-grant review be issued not later than 1 
year after the date on which the Director no-
tices the institution of a proceeding under this 
chapter, except that the Director may, for good 
cause shown, extend the 1-year period by not 
more than 6 months, and may adjust the time 
periods in this paragraph in the case of joinder 
under section 325(c). 


‘‘(b) CONSIDERATIONS.—In prescribing regula-
tions under this section, the Director shall con-
sider the effect of any such regulation on the 
economy, the integrity of the patent system, the 
efficient administration of the Office, and the 
ability of the Office to timely complete pro-
ceedings instituted under this chapter. 


‘‘(c) PATENT TRIAL AND APPEAL BOARD.—The 
Patent Trial and Appeal Board shall, in accord-
ance with section 6, conduct each post-grant re-
view instituted under this chapter. 


‘‘(d) AMENDMENT OF THE PATENT.— 
‘‘(1) IN GENERAL.—During a post-grant review 


instituted under this chapter, the patent owner 
may file 1 motion to amend the patent in 1 or 
more of the following ways: 


‘‘(A) Cancel any challenged patent claim. 
‘‘(B) For each challenged claim, propose a 


reasonable number of substitute claims. 
‘‘(2) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted upon the joint 


request of the petitioner and the patent owner 
to materially advance the settlement of a pro-
ceeding under section 327, or upon the request of 
the patent owner for good cause shown. 


‘‘(3) SCOPE OF CLAIMS.—An amendment under 
this subsection may not enlarge the scope of the 
claims of the patent or introduce new matter. 


‘‘(e) EVIDENTIARY STANDARDS.—In a post- 
grant review instituted under this chapter, the 
petitioner shall have the burden of proving a 
proposition of unpatentability by a preponder-
ance of the evidence. 
‘‘§ 327. Settlement 


‘‘(a) IN GENERAL.—A post-grant review insti-
tuted under this chapter shall be terminated 
with respect to any petitioner upon the joint re-
quest of the petitioner and the patent owner, 
unless the Office has decided the merits of the 
proceeding before the request for termination is 
filed. If the post-grant review is terminated with 
respect to a petitioner under this section, no es-
toppel under section 325(e) shall attach to the 
petitioner, or to the real party in interest or 
privy of the petitioner, on the basis of that peti-
tioner’s institution of that post-grant review. If 
no petitioner remains in the post-grant review, 
the Office may terminate the post-grant review 
or proceed to a final written decision under sec-
tion 328(a). 


‘‘(b) AGREEMENTS IN WRITING.—Any agree-
ment or understanding between the patent 
owner and a petitioner, including any collateral 
agreements referred to in such agreement or un-
derstanding, made in connection with, or in 
contemplation of, the termination of a post- 
grant review under this section shall be in writ-
ing, and a true copy of such agreement or un-
derstanding shall be filed in the Office before 
the termination of the post-grant review as be-
tween the parties. At the request of a party to 
the proceeding, the agreement or understanding 
shall be treated as business confidential infor-
mation, shall be kept separate from the file of 
the involved patents, and shall be made avail-
able only to Federal Government agencies on 
written request, or to any person on a showing 
of good cause. 
‘‘§ 328. Decision of the Board 


‘‘(a) FINAL WRITTEN DECISION.—If a post- 
grant review is instituted and not dismissed 
under this chapter, the Patent Trial and Appeal 
Board shall issue a final written decision with 
respect to the patentability of any patent claim 
challenged by the petitioner and any new claim 
added under section 326(d). 


‘‘(b) CERTIFICATE.—If the Patent Trial and 
Appeal Board issues a final written decision 
under subsection (a) and the time for appeal has 
expired or any appeal has terminated, the Direc-
tor shall issue and publish a certificate can-
celing any claim of the patent finally deter-
mined to be unpatentable, confirming any claim 
of the patent determined to be patentable, and 
incorporating in the patent by operation of the 
certificate any new or amended claim deter-
mined to be patentable. 


‘‘(c) AMENDED OR NEW CLAIM.—Any proposed 
amended or new claim determined to be patent-
able and incorporated into a patent following a 
post-grant review under this chapter shall have 
the same effect as that specified in section 252 of 
this title for reissued patents on the right of any 
person who made, purchased, or used within the 
United States, or imported into the United 
States, anything patented by such proposed 
amended or new claim, or who made substantial 
preparation therefor, before the issuance of a 
certificate under subsection (b). 


‘‘(d) DATA ON LENGTH OF REVIEW.—The Office 
shall make available to the public data describ-
ing the length of time between the institution of, 
and the issuance of a final written decision 
under subsection (a) for, each post-grant review. 


‘‘§ 329. Appeal 
‘‘A party dissatisfied with the final written 


decision of the Patent Trial and Appeal Board 


under section 328(a) may appeal the decision 
pursuant to sections 141 through 144. Any party 
to the post-grant review shall have the right to 
be a party to the appeal.’’. 


(e) CONFORMING AMENDMENT.—The table of 
chapters for part III of title 35, United States 
Code, is amended by adding at the end the fol-
lowing: 
‘‘32. Post-Grant Review ........................ 321’’. 


(f) REGULATIONS AND EFFECTIVE DATE.— 
(1) REGULATIONS.—The Director shall, not 


later than the date that is 1 year after the date 
of the enactment of this Act, issue regulations to 
carry out chapter 32 of title 35, United States 
Code, as added by subsection (d) of this section. 


(2) APPLICABILITY.— 
(A) IN GENERAL.—The amendments made by 


subsection (d) shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and, except as pro-
vided in section 18 and in paragraph (3), shall 
apply to any patent that is described in section 
3(n)(1). 


(B) LIMITATION.—The Director may impose a 
limit on the number of post-grant reviews that 
may be instituted under chapter 32 of title 35, 
United States Code, during each of the first 4 1- 
year periods in which the amendments made by 
subsection (d) are in effect. 


(3) PENDING INTERFERENCES.— 
(A) PROCEDURES IN GENERAL.—The Director 


shall determine, and include in the regulations 
issued under paragraph (1), the procedures 
under which an interference commenced before 
the effective date set forth in paragraph (2)(A) 
is to proceed, including whether such inter-
ference— 


(i) is to be dismissed without prejudice to the 
filing of a petition for a post-grant review under 
chapter 32 of title 35, United States Code; or 


(ii) is to proceed as if this Act had not been 
enacted. 


(B) PROCEEDINGS BY PATENT TRIAL AND AP-
PEAL BOARD.—For purposes of an interference 
that is commenced before the effective date set 
forth in paragraph (2)(A), the Director may 
deem the Patent Trial and Appeal Board to be 
the Board of Patent Appeals and Interferences, 
and may allow the Patent Trial and Appeal 
Board to conduct any further proceedings in 
that interference. 


(C) APPEALS.—The authorization to appeal or 
have remedy from derivation proceedings in sec-
tions 141(d) and 146 of title 35, United States 
Code, as amended by this Act, and the jurisdic-
tion to entertain appeals from derivation pro-
ceedings in section 1295(a)(4)(A) of title 28, 
United States Code, as amended by this Act, 
shall be deemed to extend to any final decision 
in an interference that is commenced before the 
effective date set forth in paragraph (2)(A) of 
this subsection and that is not dismissed pursu-
ant to this paragraph. 


(g) CITATION OF PRIOR ART AND WRITTEN 
STATEMENTS.— 


(1) IN GENERAL.—Section 301 of title 35, United 
States Code, is amended to read as follows: 
‘‘§ 301. Citation of prior art and written state-


ments 
‘‘(a) IN GENERAL.—Any person at any time 


may cite to the Office in writing— 
‘‘(1) prior art consisting of patents or printed 


publications which that person believes to have 
a bearing on the patentability of any claim of a 
particular patent; or 


‘‘(2) statements of the patent owner filed in a 
proceeding before a Federal court or the Office 
in which the patent owner took a position on 
the scope of any claim of a particular patent. 


‘‘(b) OFFICIAL FILE.—If the person citing prior 
art or written statements pursuant to subsection 
(a) explains in writing the pertinence and man-
ner of applying the prior art or written state-
ments to at least 1 claim of the patent, the cita-
tion of the prior art or written statements and 
the explanation thereof shall become a part of 
the official file of the patent. 
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‘‘(c) ADDITIONAL INFORMATION.—A party that 


submits a written statement pursuant to sub-
section (a)(2) shall include any other docu-
ments, pleadings, or evidence from the pro-
ceeding in which the statement was filed that 
addresses the written statement. 


‘‘(d) LIMITATIONS.—A written statement sub-
mitted pursuant to subsection (a)(2), and addi-
tional information submitted pursuant to sub-
section (c), shall not be considered by the Office 
for any purpose other than to determine the 
proper meaning of a patent claim in a pro-
ceeding that is ordered or instituted pursuant to 
section 304, 314, or 324. If any such written 
statement or additional information is subject to 
an applicable protective order, such statement 
or information shall be redacted to exclude in-
formation that is subject to that order. 


‘‘(e) CONFIDENTIALITY.—Upon the written re-
quest of the person citing prior art or written 
statements pursuant to subsection (a), that per-
son’s identity shall be excluded from the patent 
file and kept confidential.’’. 


(2) CONFORMING AMENDMENT.—The item relat-
ing to section 301 in the table of sections for 
chapter 30 of title 35, United States Code, is 
amended to read as follows: 


‘‘301. Citation of prior art and written state-
ments.’’. 


(3) EFFECTIVE DATE.—The amendments made 
by this subsection shall take effect upon the ex-
piration of the 1-year period beginning on the 
date of the enactment of this Act and shall 
apply to any patent issued before, on, or after 
that effective date. 


(h) REEXAMINATION.— 
(1) DETERMINATION BY DIRECTOR.— 
(A) IN GENERAL.—Section 303(a) of title 35, 


United States Code, is amended by striking ‘‘sec-
tion 301 of this title’’ and inserting ‘‘section 301 
or 302’’. 


(B) EFFECTIVE DATE.—The amendment made 
by this paragraph shall take effect upon the ex-
piration of the 1-year period beginning on the 
date of the enactment of this Act and shall 
apply to any patent issued before, on, or after 
that effective date. 


(2) APPEAL.— 
(A) IN GENERAL.—Section 306 of title 35, 


United States Code, is amended by striking 
‘‘145’’ and inserting ‘‘144’’. 


(B) EFFECTIVE DATE.—The amendment made 
by this paragraph shall take effect on the date 
of the enactment of this Act and shall apply to 
any appeal of a reexamination before the Board 
of Patent Appeals and Interferences or the Pat-
ent Trial and Appeal Board that is pending on, 
or brought on or after, the date of the enact-
ment of this Act. 
SEC. 7. PATENT TRIAL AND APPEAL BOARD. 


(a) COMPOSITION AND DUTIES.— 
(1) IN GENERAL.—Section 6 of title 35, United 


States Code, is amended to read as follows: 


‘‘§ 6. Patent Trial and Appeal Board 
‘‘(a) IN GENERAL.—There shall be in the Office 


a Patent Trial and Appeal Board. The Director, 
the Deputy Director, the Commissioner for Pat-
ents, the Commissioner for Trademarks, and the 
administrative patent judges shall constitute the 
Patent Trial and Appeal Board. The adminis-
trative patent judges shall be persons of com-
petent legal knowledge and scientific ability 
who are appointed by the Secretary, in con-
sultation with the Director. Any reference in 
any Federal law, Executive order, rule, regula-
tion, or delegation of authority, or any docu-
ment of or pertaining to the Board of Patent 
Appeals and Interferences is deemed to refer to 
the Patent Trial and Appeal Board. 


‘‘(b) DUTIES.—The Patent Trial and Appeal 
Board shall— 


‘‘(1) on written appeal of an applicant, review 
adverse decisions of examiners upon applica-
tions for patents pursuant to section 134(a); 


‘‘(2) review appeals of reexaminations pursu-
ant to section 134(b); 


‘‘(3) conduct derivation proceedings pursuant 
to section 135; and 


‘‘(4) conduct inter partes reviews and post- 
grant reviews pursuant to chapters 31 and 32. 


‘‘(c) 3-MEMBER PANELS.—Each appeal, deriva-
tion proceeding, post-grant review, and inter 
partes review shall be heard by at least 3 mem-
bers of the Patent Trial and Appeal Board, who 
shall be designated by the Director. Only the 
Patent Trial and Appeal Board may grant re-
hearings. 


‘‘(d) TREATMENT OF PRIOR APPOINTMENTS.— 
The Secretary of Commerce may, in the Sec-
retary’s discretion, deem the appointment of an 
administrative patent judge who, before the date 
of the enactment of this subsection, held office 
pursuant to an appointment by the Director to 
take effect on the date on which the Director 
initially appointed the administrative patent 
judge. It shall be a defense to a challenge to the 
appointment of an administrative patent judge 
on the basis of the judge’s having been origi-
nally appointed by the Director that the admin-
istrative patent judge so appointed was acting 
as a de facto officer.’’. 


(2) CONFORMING AMENDMENT.—The item relat-
ing to section 6 in the table of sections for chap-
ter 1 of title 35, United States Code, is amended 
to read as follows: 
‘‘6. Patent Trial and Appeal Board.’’. 


(b) ADMINISTRATIVE APPEALS.—Section 134 of 
title 35, United States Code, is amended— 


(1) in subsection (b), by striking ‘‘any reexam-
ination proceeding’’ and inserting ‘‘a reexam-
ination’’; and 


(2) by striking subsection (c). 
(c) CIRCUIT APPEALS.— 
(1) IN GENERAL.—Section 141 of title 35, United 


States Code, is amended to read as follows: 
‘‘§ 141. Appeal to Court of Appeals for the Fed-


eral Circuit 
‘‘(a) EXAMINATIONS.—An applicant who is dis-


satisfied with the final decision in an appeal to 
the Patent Trial and Appeal Board under sec-
tion 134(a) may appeal the Board’s decision to 
the United States Court of Appeals for the Fed-
eral Circuit. By filing such an appeal, the appli-
cant waives his or her right to proceed under 
section 145. 


‘‘(b) REEXAMINATIONS.—A patent owner who 
is dissatisfied with the final decision in an ap-
peal of a reexamination to the Patent Trial and 
Appeal Board under section 134(b) may appeal 
the Board’s decision only to the United States 
Court of Appeals for the Federal Circuit. 


‘‘(c) POST-GRANT AND INTER PARTES RE-
VIEWS.—A party to an inter partes review or a 
post-grant review who is dissatisfied with the 
final written decision of the Patent Trial and 
Appeal Board under section 318(a) or 328(a) (as 
the case may be) may appeal the Board’s deci-
sion only to the United States Court of Appeals 
for the Federal Circuit. 


‘‘(d) DERIVATION PROCEEDINGS.—A party to a 
derivation proceeding who is dissatisfied with 
the final decision of the Patent Trial and Ap-
peal Board in the proceeding may appeal the 
decision to the United States Court of Appeals 
for the Federal Circuit, but such appeal shall be 
dismissed if any adverse party to such deriva-
tion proceeding, within 20 days after the appel-
lant has filed notice of appeal in accordance 
with section 142, files notice with the Director 
that the party elects to have all further pro-
ceedings conducted as provided in section 146. If 
the appellant does not, within 30 days after the 
filing of such notice by the adverse party, file a 
civil action under section 146, the Board’s deci-
sion shall govern the further proceedings in the 
case.’’. 


(2) JURISDICTION.—Section 1295(a)(4)(A) of 
title 28, United States Code, is amended to read 
as follows: 


‘‘(A) the Patent Trial and Appeal Board of 
the United States Patent and Trademark Office 
with respect to a patent application, derivation 
proceeding, reexamination, post-grant review, or 


inter partes review under title 35, at the in-
stance of a party who exercised that party’s 
right to participate in the applicable proceeding 
before or appeal to the Board, except that an 
applicant or a party to a derivation proceeding 
may also have remedy by civil action pursuant 
to section 145 or 146 of title 35; an appeal under 
this subparagraph of a decision of the Board 
with respect to an application or derivation pro-
ceeding shall waive the right of such applicant 
or party to proceed under section 145 or 146 of 
title 35;’’. 


(3) PROCEEDINGS ON APPEAL.—Section 143 of 
title 35, United States Code, is amended— 


(A) by striking the third sentence and insert-
ing the following: ‘‘In an ex parte case, the Di-
rector shall submit to the court in writing the 
grounds for the decision of the Patent and 
Trademark Office, addressing all of the issues 
raised in the appeal. The Director shall have the 
right to intervene in an appeal from a decision 
entered by the Patent Trial and Appeal Board 
in a derivation proceeding under section 135 or 
in an inter partes or post-grant review under 
chapter 31 or 32.’’; and 


(B) by striking the last sentence. 
(d) EFFECTIVE DATE.—The amendments made 


by this section shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and shall apply to 
proceedings commenced on or after that effective 
date, except that— 


(1) the extension of jurisdiction to the United 
States Court of Appeals for the Federal Circuit 
to entertain appeals of decisions of the Patent 
Trial and Appeal Board in reexaminations 
under the amendment made by subsection (c)(2) 
shall be deemed to take effect on the date of the 
enactment of this Act and shall extend to any 
decision of the Board of Patent Appeals and 
Interferences with respect to a reexamination 
that is entered before, on, or after the date of 
the enactment of this Act; 


(2) the provisions of sections 6, 134, and 141 of 
title 35, United States Code, as in effect on the 
day before the effective date of the amendments 
made by this section shall continue to apply to 
inter partes reexaminations that are requested 
under section 311 of such title before such effec-
tive date; 


(3) the Patent Trial and Appeal Board may be 
deemed to be the Board of Patent Appeals and 
Interferences for purposes of appeals of inter 
partes reexaminations that are requested under 
section 311 of title 35, United States Code, before 
the effective date of the amendments made by 
this section; and 


(4) the Director’s right under the fourth sen-
tence of section 143 of title 35, United States 
Code, as amended by subsection (c)(3) of this 
section, to intervene in an appeal from a deci-
sion entered by the Patent Trial and Appeal 
Board shall be deemed to extend to inter partes 
reexaminations that are requested under section 
311 of such title before the effective date of the 
amendments made by this section. 
SEC. 8. PREISSUANCE SUBMISSIONS BY THIRD 


PARTIES. 
(a) IN GENERAL.—Section 122 of title 35, 


United States Code, is amended by adding at the 
end the following: 


‘‘(e) PREISSUANCE SUBMISSIONS BY THIRD PAR-
TIES.— 


‘‘(1) IN GENERAL.—Any third party may sub-
mit for consideration and inclusion in the record 
of a patent application, any patent, published 
patent application, or other printed publication 
of potential relevance to the examination of the 
application, if such submission is made in writ-
ing before the earlier of— 


‘‘(A) the date a notice of allowance under sec-
tion 151 is given or mailed in the application for 
patent; or 


‘‘(B) the later of— 
‘‘(i) 6 months after the date on which the ap-


plication for patent is first published under sec-
tion 122 by the Office, or 
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‘‘(ii) the date of the first rejection under sec-


tion 132 of any claim by the examiner during the 
examination of the application for patent. 


‘‘(2) OTHER REQUIREMENTS.—Any submission 
under paragraph (1) shall— 


‘‘(A) set forth a concise description of the as-
serted relevance of each submitted document; 


‘‘(B) be accompanied by such fee as the Direc-
tor may prescribe; and 


‘‘(C) include a statement by the person mak-
ing such submission affirming that the submis-
sion was made in compliance with this sec-
tion.’’. 


(b) EFFECTIVE DATE.—The amendments made 
by this section shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and shall apply to 
any patent application filed before, on, or after 
that effective date. 
SEC. 9. VENUE. 


(a) TECHNICAL AMENDMENTS RELATING TO 
VENUE.—Sections 32, 145, 146, 154(b)(4)(A), and 
293 of title 35, United States Code, and section 
21(b)(4) of the Trademark Act of 1946 (15 U.S.C. 
1071(b)(4)), are each amended by striking 
‘‘United States District Court for the District of 
Columbia’’ each place that term appears and in-
serting ‘‘United States District Court for the 
Eastern District of Virginia’’. 


(b) EFFECTIVE DATE.—The amendments made 
by this section shall take effect on the date of 
the enactment of this Act and shall apply to any 
civil action commenced on or after that date. 
SEC. 10. FEE SETTING AUTHORITY. 


(a) FEE SETTING.— 
(1) IN GENERAL.—The Director may set or ad-


just by rule any fee established, authorized, or 
charged under title 35, United States Code, or 
the Trademark Act of 1946 (15 U.S.C. 1051 et 
seq.), for any services performed by or materials 
furnished by, the Office, subject to paragraph 
(2). 


(2) FEES TO RECOVER COSTS.—Fees may be set 
or adjusted under paragraph (1) only to recover 
the aggregate estimated costs to the Office for 
processing, activities, services, and materials re-
lating to patents (in the case of patent fees) and 
trademarks (in the case of trademark fees), in-
cluding administrative costs of the Office with 
respect to such patent or trademark fees (as the 
case may be). 


(b) SMALL AND MICRO ENTITIES.—The fees set 
or adjusted under subsection (a) for filing, 
searching, examining, issuing, appealing, and 
maintaining patent applications and patents 
shall be reduced by 50 percent with respect to 
the application of such fees to any small entity 
that qualifies for reduced fees under section 
41(h)(1) of title 35, United States Code, and shall 
be reduced by 75 percent with respect to the ap-
plication of such fees to any micro entity as de-
fined in section 123 of that title (as added by 
subsection (g) of this section). 


(c) REDUCTION OF FEES IN CERTAIN FISCAL 
YEARS.—In each fiscal year, the Director— 


(1) shall consult with the Patent Public Advi-
sory Committee and the Trademark Public Advi-
sory Committee on the advisability of reducing 
any fees described in subsection (a); and 


(2) after the consultation required under para-
graph (1), may reduce such fees. 


(d) ROLE OF THE PUBLIC ADVISORY COM-
MITTEE.—The Director shall— 


(1) not less than 45 days before publishing any 
proposed fee under subsection (a) in the Federal 
Register, submit the proposed fee to the Patent 
Public Advisory Committee or the Trademark 
Public Advisory Committee, or both, as appro-
priate; 


(2)(A) provide the relevant advisory committee 
described in paragraph (1) a 30-day period fol-
lowing the submission of any proposed fee, in 
which to deliberate, consider, and comment on 
such proposal; 


(B) require that, during that 30-day period, 
the relevant advisory committee hold a public 
hearing relating to such proposal; and 


(C) assist the relevant advisory committee in 
carrying out that public hearing, including by 
offering the use of the resources of the Office to 
notify and promote the hearing to the public 
and interested stakeholders; 


(3) require the relevant advisory committee to 
make available to the public a written report 
setting forth in detail the comments, advice, and 
recommendations of the committee regarding the 
proposed fee; and 


(4) consider and analyze any comments, ad-
vice, or recommendations received from the rel-
evant advisory committee before setting or ad-
justing (as the case may be) the fee. 


(e) PUBLICATION IN THE FEDERAL REGISTER.— 
(1) PUBLICATION AND RATIONALE.—The Direc-


tor shall— 
(A) publish any proposed fee change under 


this section in the Federal Register; 
(B) include, in such publication, the specific 


rationale and purpose for the proposal, includ-
ing the possible expectations or benefits result-
ing from the proposed change; and 


(C) notify, through the Chair and Ranking 
Member of the Committees on the Judiciary of 
the Senate and the House of Representatives, 
the Congress of the proposed change not later 
than the date on which the proposed change is 
published under subparagraph (A). 


(2) PUBLIC COMMENT PERIOD.—The Director 
shall, in the publication under paragraph (1), 
provide the public a period of not less than 45 
days in which to submit comments on the pro-
posed change in fees. 


(3) PUBLICATION OF FINAL RULE.—The final 
rule setting or adjusting a fee under this section 
shall be published in the Federal Register and in 
the Official Gazette of the Patent and Trade-
mark Office. 


(4) CONGRESSIONAL COMMENT PERIOD.—A fee 
set or adjusted under subsection (a) may not be-
come effective— 


(A) before the end of the 45-day period begin-
ning on the day after the date on which the Di-
rector publishes the final rule adjusting or set-
ting the fee under paragraph (3); or 


(B) if a law is enacted disapproving such fee. 
(5) RULE OF CONSTRUCTION.—Rules prescribed 


under this section shall not diminish— 
(A) the rights of an applicant for a patent 


under title 35, United States Code, or for a mark 
under the Trademark Act of 1946; or 


(B) any rights under a ratified treaty. 
(f) RETENTION OF AUTHORITY.—The Director 


retains the authority under subsection (a) to set 
or adjust fees only during such period as the 
Patent and Trademark Office remains an agen-
cy within the Department of Commerce. 


(g) MICRO ENTITY DEFINED.— 
(1) IN GENERAL.—Chapter 11 of title 35, United 


States Code, is amended by adding at the end 
the following new section: 


‘‘§ 123. Micro entity defined 
‘‘(a) IN GENERAL.—For purposes of this title, 


the term ‘micro entity’ means an applicant who 
makes a certification that the applicant— 


‘‘(1) qualifies as a small entity, as defined in 
regulations issued by the Director; 


‘‘(2) has not been named as an inventor on 
more than 4 previously filed patent applications, 
other than applications filed in another coun-
try, provisional applications under section 
111(b), or international applications filed under 
the treaty defined in section 351(a) for which 
the basic national fee under section 41(a) was 
not paid; 


‘‘(3) did not, in the calendar year preceding 
the calendar year in which the examination fee 
for the application is being paid, have a gross 
income, as defined in section 61(a) of the Inter-
nal Revenue Code of 1986, exceeding 3 times the 
median household income for that preceding 
calendar year, as reported by the Bureau of the 
Census; and 


‘‘(4) has not assigned, granted, or conveyed, 
and is not under an obligation by contract or 
law to assign, grant, or convey, a license or 


other ownership interest in the application con-
cerned to an entity that, in the calendar year 
preceding the calendar year in which the exam-
ination fee for the application is being paid, had 
a gross income, as defined in section 61(a) of the 
Internal Revenue Code of 1986, exceeding 3 times 
the median household income for that preceding 
calendar year, as reported by the Bureau of the 
Census. 


‘‘(b) APPLICATIONS RESULTING FROM PRIOR 
EMPLOYMENT.—An applicant is not considered 
to be named on a previously filed application for 
purposes of subsection (a)(2) if the applicant 
has assigned, or is under an obligation by con-
tract or law to assign, all ownership rights in 
the application as the result of the applicant’s 
previous employment. 


‘‘(c) FOREIGN CURRENCY EXCHANGE RATE.—If 
an applicant’s or entity’s gross income in the 
preceding calendar year is not in United States 
dollars, the average currency exchange rate, as 
reported by the Internal Revenue Service, dur-
ing that calendar year shall be used to deter-
mine whether the applicant’s or entity’s gross 
income exceeds the threshold specified in para-
graphs (3) or (4) of subsection (a). 


‘‘(d) PUBLIC INSTITUTIONS OF HIGHER EDU-
CATION.— 


‘‘(1) IN GENERAL.—For purposes of this sec-
tion, a micro entity shall include an applicant 
who certifies that— 


‘‘(A) the applicant’s employer, from which the 
applicant obtains the majority of the applicant’s 
income, is an institution of higher education, as 
defined in section 101 of the Higher Education 
Act of 1965 (20 U.S.C. 1001), that is a public in-
stitution; or 


‘‘(B) the applicant has assigned, granted, con-
veyed, or is under an obligation by contract or 
law to assign, grant, or convey, a license or 
other ownership interest in the particular appli-
cation to such public institution. 


‘‘(2) DIRECTOR’S AUTHORITY.—The Director 
may, in the Director’s discretion, impose income 
limits, annual filing limits, or other limits on 
who may qualify as a micro entity pursuant to 
this subsection if the Director determines that 
such additional limits are reasonably necessary 
to avoid an undue impact on other patent appli-
cants or owners or are otherwise reasonably 
necessary and appropriate. At least 3 months 
before any limits proposed to be imposed pursu-
ant to this paragraph take effect, the Director 
shall inform the Committee on the Judiciary of 
the House of Representatives and the Committee 
on the Judiciary of the Senate of any such pro-
posed limits.’’. 


(2) CONFORMING AMENDMENT.—Chapter 11 of 
title 35, United States Code, is amended by add-
ing at the end the following new item: 
‘‘123. Micro entity defined.’’. 


(h) ELECTRONIC FILING INCENTIVE.— 
(1) IN GENERAL.—Notwithstanding any other 


provision of this section, a fee of $400 shall be 
established for each application for an original 
patent, except for a design, plant, or provisional 
application, that is not filed by electronic means 
as prescribed by the Director. The fee estab-
lished by this subsection shall be reduced by 50 
percent for small entities that qualify for re-
duced fees under section 41(h)(1) of title 35, 
United States Code. All fees paid under this sub-
section shall be deposited in the Treasury as an 
offsetting receipt that shall not be available for 
obligation or expenditure. 


(2) EFFECTIVE DATE.—This subsection shall 
take effect upon the expiration of the 60-day pe-
riod beginning on the date of the enactment of 
this Act. 


(i) EFFECTIVE DATE; SUNSET.— 
(1) EFFECTIVE DATE.—This section and the 


amendments made by this section shall take ef-
fect on the date of the enactment of this Act. 


(2) SUNSET.—The authority of the Director to 
set or adjust any fee under subsection (a) shall 
terminate upon the expiration of the 6-year pe-
riod beginning on the date of the enactment of 
this Act. 
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SEC. 11. FEES FOR PATENT SERVICES. 


(a) GENERAL PATENT SERVICES.—Subsections 
(a) and (b) of section 41 of title 35, United States 
Code, are amended to read as follows: 


‘‘(a) GENERAL FEES.—The Director shall 
charge the following fees: 


‘‘(1) FILING AND BASIC NATIONAL FEES.— 
‘‘(A) On filing each application for an origi-


nal patent, except for design, plant, or provi-
sional applications, $330. 


‘‘(B) On filing each application for an origi-
nal design patent, $220. 


‘‘(C) On filing each application for an origi-
nal plant patent, $220. 


‘‘(D) On filing each provisional application 
for an original patent, $220. 


‘‘(E) On filing each application for the reissue 
of a patent, $330. 


‘‘(F) The basic national fee for each inter-
national application filed under the treaty de-
fined in section 351(a) entering the national 
stage under section 371, $330. 


‘‘(G) In addition, excluding any sequence list-
ing or computer program listing filed in an elec-
tronic medium as prescribed by the Director, for 
any application the specification and drawings 
of which exceed 100 sheets of paper (or equiva-
lent as prescribed by the Director if filed in an 
electronic medium), $270 for each additional 50 
sheets of paper (or equivalent as prescribed by 
the Director if filed in an electronic medium) or 
fraction thereof. 


‘‘(2) EXCESS CLAIMS FEES.— 
‘‘(A) IN GENERAL.—In addition to the fee spec-


ified in paragraph (1)— 
‘‘(i) on filing or on presentation at any other 


time, $220 for each claim in independent form in 
excess of 3; 


‘‘(ii) on filing or on presentation at any other 
time, $52 for each claim (whether dependent or 
independent) in excess of 20; and 


‘‘(iii) for each application containing a mul-
tiple dependent claim, $390. 


‘‘(B) MULTIPLE DEPENDENT CLAIMS.—For the 
purpose of computing fees under subparagraph 
(A), a multiple dependent claim referred to in 
section 112 or any claim depending therefrom 
shall be considered as separate dependent claims 
in accordance with the number of claims to 
which reference is made. 


‘‘(C) REFUNDS; ERRORS IN PAYMENT.—The Di-
rector may by regulation provide for a refund of 
any part of the fee specified in subparagraph 
(A) for any claim that is canceled before an ex-
amination on the merits, as prescribed by the 
Director, has been made of the application 
under section 131. Errors in payment of the ad-
ditional fees under this paragraph may be rec-
tified in accordance with regulations prescribed 
by the Director. 


‘‘(3) EXAMINATION FEES.— 
‘‘(A) IN GENERAL.— 
‘‘(i) For examination of each application for 


an original patent, except for design, plant, pro-
visional, or international applications, $220. 


‘‘(ii) For examination of each application for 
an original design patent, $140. 


‘‘(iii) For examination of each application for 
an original plant patent, $170. 


‘‘(iv) For examination of the national stage of 
each international application, $220. 


‘‘(v) For examination of each application for 
the reissue of a patent, $650. 


‘‘(B) APPLICABILITY OF OTHER FEE PROVI-
SIONS.—The provisions of paragraphs (3) and (4) 
of section 111(a) relating to the payment of the 
fee for filing the application shall apply to the 
payment of the fee specified in subparagraph 
(A) with respect to an application filed under 
section 111(a). The provisions of section 371(d) 
relating to the payment of the national fee shall 
apply to the payment of the fee specified in sub-
paragraph (A) with respect to an international 
application. 


‘‘(4) ISSUE FEES.— 
‘‘(A) For issuing each original patent, except 


for design or plant patents, $1,510. 
‘‘(B) For issuing each original design patent, 


$860. 


‘‘(C) For issuing each original plant patent, 
$1,190. 


‘‘(D) For issuing each reissue patent, $1,510. 
‘‘(5) DISCLAIMER FEE.—On filing each dis-


claimer, $140. 
‘‘(6) APPEAL FEES.— 
‘‘(A) On filing an appeal from the examiner to 


the Patent Trial and Appeal Board, $540. 
‘‘(B) In addition, on filing a brief in support 


of the appeal, $540, and on requesting an oral 
hearing in the appeal before the Patent Trial 
and Appeal Board, $1,080. 


‘‘(7) REVIVAL FEES.—On filing each petition 
for the revival of an unintentionally abandoned 
application for a patent, for the unintentionally 
delayed payment of the fee for issuing each pat-
ent, or for an unintentionally delayed response 
by the patent owner in any reexamination pro-
ceeding, $1,620, unless the petition is filed under 
section 133 or 151, in which case the fee shall be 
$540. 


‘‘(8) EXTENSION FEES.—For petitions for 1- 
month extensions of time to take actions re-
quired by the Director in an application— 


‘‘(A) on filing a first petition, $130; 
‘‘(B) on filing a second petition, $360; and 
‘‘(C) on filing a third or subsequent petition, 


$620. 
‘‘(b) MAINTENANCE FEES.— 
‘‘(1) IN GENERAL.—The Director shall charge 


the following fees for maintaining in force all 
patents based on applications filed on or after 
December 12, 1980: 


‘‘(A) Three years and 6 months after grant, 
$980. 


‘‘(B) Seven years and 6 months after grant, 
$2,480. 


‘‘(C) Eleven years and 6 months after grant, 
$4,110. 


‘‘(2) GRACE PERIOD; SURCHARGE.—Unless pay-
ment of the applicable maintenance fee under 
paragraph (1) is received in the Office on or be-
fore the date the fee is due or within a grace pe-
riod of 6 months thereafter, the patent shall ex-
pire as of the end of such grace period. The Di-
rector may require the payment of a surcharge 
as a condition of accepting within such 6-month 
grace period the payment of an applicable main-
tenance fee. 


‘‘(3) NO MAINTENANCE FEE FOR DESIGN OR 
PLANT PATENT.—No fee may be established for 
maintaining a design or plant patent in force.’’. 


(b) DELAYS IN PAYMENT.—Subsection (c) of 
section 41 of title 35, United States Code, is 
amended— 


(1) by striking ‘‘(c)(1) The Director’’ and in-
serting: 


‘‘(c) DELAYS IN PAYMENT OF MAINTENANCE 
FEES.— 


‘‘(1) ACCEPTANCE.—The Director’’; and 
(2) by striking ‘‘(2) A patent’’ and inserting: 
‘‘(2) EFFECT ON RIGHTS OF OTHERS.—A pat-


ent’’. 
(c) PATENT SEARCH FEES.—Subsection (d) of 


section 41 of title 35, United States Code, is 
amended to read as follows: 


‘‘(d) PATENT SEARCH AND OTHER FEES.— 
‘‘(1) PATENT SEARCH FEES.— 
‘‘(A) IN GENERAL.—The Director shall charge 


the fees specified under subparagraph (B) for 
the search of each application for a patent, ex-
cept for provisional applications. The Director 
shall adjust the fees charged under this para-
graph to ensure that the fees recover an amount 
not to exceed the estimated average cost to the 
Office of searching applications for patent ei-
ther by acquiring a search report from a quali-
fied search authority, or by causing a search by 
Office personnel to be made, of each application 
for patent. 


‘‘(B) SPECIFIC FEES.—The fees referred to in 
subparagraph (A) are— 


‘‘(i) $540 for each application for an original 
patent, except for design, plant, provisional, or 
international applications; 


‘‘(ii) $100 for each application for an original 
design patent; 


‘‘(iii) $330 for each application for an original 
plant patent; 


‘‘(iv) $540 for the national stage of each inter-
national application; and 


‘‘(v) $540 for each application for the reissue 
of a patent. 


‘‘(C) APPLICABILITY OF OTHER PROVISIONS.— 
The provisions of paragraphs (3) and (4) of sec-
tion 111(a) relating to the payment of the fee for 
filing the application shall apply to the pay-
ment of the fee specified in this paragraph with 
respect to an application filed under section 
111(a). The provisions of section 371(d) relating 
to the payment of the national fee shall apply 
to the payment of the fee specified in this para-
graph with respect to an international applica-
tion. 


‘‘(D) REFUNDS.—The Director may by regula-
tion provide for a refund of any part of the fee 
specified in this paragraph for any applicant 
who files a written declaration of express aban-
donment as prescribed by the Director before an 
examination has been made of the application 
under section 131. 


‘‘(E) APPLICATIONS SUBJECT TO SECRECY 
ORDER.—A search of an application that is the 
subject of a secrecy order under section 181 or 
otherwise involves classified information may be 
conducted only by Office personnel. 


‘‘(F) CONFLICTS OF INTEREST.—A qualified 
search authority that is a commercial entity 
may not conduct a search of a patent applica-
tion if the entity has any direct or indirect fi-
nancial interest in any patent or in any pending 
or imminent application for patent filed or to be 
filed in the Office. 


‘‘(2) OTHER FEES.— 
‘‘(A) IN GENERAL.—The Director shall estab-


lish fees for all other processing, services, or ma-
terials relating to patents not specified in this 
section to recover the estimated average cost to 
the Office of such processing, services, or mate-
rials, except that the Director shall charge the 
following fees for the following services: 


‘‘(i) For recording a document affecting title, 
$40 per property. 


‘‘(ii) For each photocopy, $.25 per page. 
‘‘(iii) For each black and white copy of a pat-


ent, $3. 
‘‘(B) COPIES FOR LIBRARIES.—The yearly fee 


for providing a library specified in section 12 
with uncertified printed copies of the specifica-
tions and drawings for all patents in that year 
shall be $50.’’. 


(d) FEES FOR SMALL ENTITIES.—Subsection (h) 
of section 41 of title 35, United States Code, is 
amended to read as follows: 


‘‘(h) FEES FOR SMALL ENTITIES.— 
‘‘(1) REDUCTIONS IN FEES.—Subject to para-


graph (3), fees charged under subsections (a), 
(b), and (d)(1) shall be reduced by 50 percent 
with respect to their application to any small 
business concern as defined under section 3 of 
the Small Business Act, and to any independent 
inventor or nonprofit organization as defined in 
regulations issued by the Director. 


‘‘(2) SURCHARGES AND OTHER FEES.—With re-
spect to its application to any entity described 
in paragraph (1), any surcharge or fee charged 
under subsection (c) or (d) shall not be higher 
than the surcharge or fee required of any other 
entity under the same or substantially similar 
circumstances. 


‘‘(3) REDUCTION FOR ELECTRONIC FILING.—The 
fee charged under subsection (a)(1)(A) shall be 
reduced by 75 percent with respect to its appli-
cation to any entity to which paragraph (1) ap-
plies, if the application is filed by electronic 
means as prescribed by the Director.’’. 


(e) TECHNICAL AMENDMENTS.—Section 41 of 
title 35, United States Code, is amended— 


(1) in subsection (e), in the first sentence, by 
striking ‘‘The Director’’ and inserting ‘‘WAIVER 
OF FEES; COPIES REGARDING NOTICE.—The Di-
rector’’; 


(2) in subsection (f), by striking ‘‘The fees’’ 
and inserting ‘‘ADJUSTMENT OF FEES.—The 
fees’’; 


(3) by repealing subsection (g); and 
(4) in subsection (i)— 
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(A) by striking ‘‘(i)(1) The Director’’ and in-


serting the following: 
‘‘(i) ELECTRONIC PATENT AND TRADEMARK 


DATA.— 
‘‘(1) MAINTENANCE OF COLLECTIONS.—The Di-


rector’’; 
(B) by striking ‘‘(2) The Director’’ and insert-


ing the following: 
‘‘(2) AVAILABILITY OF AUTOMATED SEARCH SYS-


TEMS.—The Director’’; 
(C) by striking ‘‘(3) The Director’’ and insert-


ing the following: 
‘‘(3) ACCESS FEES.—The Director’’; and 
(D) by striking ‘‘(4) The Director’’ and insert-


ing the following: 
‘‘(4) ANNUAL REPORT TO CONGRESS.—The Di-


rector’’. 
(f) ADJUSTMENT OF TRADEMARK FEES.—Sec-


tion 802(a) of division B of the Consolidated Ap-
propriations Act, 2005 (Public Law 108–447) is 
amended— 


(1) in the first sentence, by striking ‘‘During 
fiscal years 2005, 2006, and 2007,’’, and inserting 
‘‘Until such time as the Director sets or adjusts 
the fees otherwise,’’; and 


(2) in the second sentence, by striking ‘‘Dur-
ing fiscal years 2005, 2006, and 2007, the’’ and 
inserting ‘‘The’’. 


(g) EFFECTIVE DATE, APPLICABILITY, AND 
TRANSITION PROVISIONS.—Section 803(a) of divi-
sion B of the Consolidated Appropriations Act, 
2005 (Public Law 108–447) is amended by striking 
‘‘and shall apply only with respect to the re-
maining portion of fiscal year 2005 and fiscal 
year 2006’’. 


(h) REDUCTION IN FEES FOR SMALL ENTITY 
PATENTS.—The Director shall reduce fees for 
providing prioritized examination of utility and 
plant patent applications by 50 percent for small 
entities that qualify for reduced fees under sec-
tion 41(h)(1) of title 35, United States Code, so 
long as the fees of the prioritized examination 
program are set to recover the estimated cost of 
the program. 


(i) EFFECTIVE DATE.—Except as provided in 
subsection (h), this section and the amendments 
made by this section shall take effect on the 
date of the enactment of this Act. 
SEC. 12. SUPPLEMENTAL EXAMINATION. 


(a) IN GENERAL.—Chapter 25 of title 35, 
United States Code, is amended by adding at the 
end the following: 
‘‘§ 257. Supplemental examinations to con-


sider, reconsider, or correct information 
‘‘(a) REQUEST FOR SUPPLEMENTAL EXAMINA-


TION.—A patent owner may request supple-
mental examination of a patent in the Office to 
consider, reconsider, or correct information be-
lieved to be relevant to the patent, in accord-
ance with such requirements as the Director 
may establish. Within 3 months after the date a 
request for supplemental examination meeting 
the requirements of this section is received, the 
Director shall conduct the supplemental exam-
ination and shall conclude such examination by 
issuing a certificate indicating whether the in-
formation presented in the request raises a sub-
stantial new question of patentability. 


‘‘(b) REEXAMINATION ORDERED.—If the certifi-
cate issued under subsection (a) indicates that a 
substantial new question of patentability is 
raised by 1 or more items of information in the 
request, the Director shall order reexamination 
of the patent. The reexamination shall be con-
ducted according to procedures established by 
chapter 30, except that the patent owner shall 
not have the right to file a statement pursuant 
to section 304. During the reexamination, the 
Director shall address each substantial new 
question of patentability identified during the 
supplemental examination, notwithstanding the 
limitations in chapter 30 relating to patents and 
printed publication or any other provision of 
such chapter. 


‘‘(c) EFFECT.— 
‘‘(1) IN GENERAL.—A patent shall not be held 


unenforceable on the basis of conduct relating 


to information that had not been considered, 
was inadequately considered, or was incorrect 
in a prior examination of the patent if the infor-
mation was considered, reconsidered, or cor-
rected during a supplemental examination of the 
patent. The making of a request under sub-
section (a), or the absence thereof, shall not be 
relevant to enforceability of the patent under 
section 282. 


‘‘(2) EXCEPTIONS.— 
‘‘(A) PRIOR ALLEGATIONS.—Paragraph (1) 


shall not apply to an allegation pled with par-
ticularity in a civil action, or set forth with par-
ticularity in a notice received by the patent 
owner under section 505(j)(2)(B)(iv)(II) of the 
Federal Food, Drug, and Cosmetic Act (21 
U.S.C. 355(j)(2)(B)(iv)(II)), before the date of a 
supplemental examination request under sub-
section (a) to consider, reconsider, or correct in-
formation forming the basis for the allegation. 


‘‘(B) PATENT ENFORCEMENT ACTIONS.—In an 
action brought under section 337(a) of the Tariff 
Act of 1930 (19 U.S.C. 1337(a)), or section 281 of 
this title, paragraph (1) shall not apply to any 
defense raised in the action that is based upon 
information that was considered, reconsidered, 
or corrected pursuant to a supplemental exam-
ination request under subsection (a), unless the 
supplemental examination, and any reexamina-
tion ordered pursuant to the request, are con-
cluded before the date on which the action is 
brought. 


‘‘(C) FRAUD.—No supplemental examination 
may be commenced by the Director on, and any 
pending supplemental examination shall be im-
mediately terminated regarding, an application 
or patent in connection with which fraud on the 
Office was practiced or attempted. If the Direc-
tor determines that such a fraud on the Office 
was practiced or attempted, the Director shall 
also refer the matter to the Attorney General for 
such action as the Attorney General may deem 
appropriate. 


‘‘(d) FEES AND REGULATIONS.— 
‘‘(1) FEES.—The Director shall, by regulation, 


establish fees for the submission of a request for 
supplemental examination of a patent, and to 
consider each item of information submitted in 
the request. If reexamination is ordered under 
subsection (b), fees established and applicable to 
ex parte reexamination proceedings under chap-
ter 30 shall be paid, in addition to fees applica-
ble to supplemental examination. 


‘‘(2) REGULATIONS.—The Director shall issue 
regulations governing the form, content, and 
other requirements of requests for supplemental 
examination, and establishing procedures for re-
viewing information submitted in such requests. 


‘‘(e) RULE OF CONSTRUCTION.—Nothing in this 
section shall be construed— 


‘‘(1) to preclude the imposition of sanctions 
based upon criminal or antitrust laws (including 
section 1001(a) of title 18, the first section of the 
Clayton Act, and section 5 of the Federal Trade 
Commission Act to the extent that section relates 
to unfair methods of competition); 


‘‘(2) to limit the authority of the Director to 
investigate issues of possible misconduct and im-
pose sanctions for misconduct in connection 
with matters or proceedings before the Office; or 


‘‘(3) to limit the authority of the Director to 
issue regulations under chapter 3 relating to 
sanctions for misconduct by representatives 
practicing before the Office.’’. 


(b) CONFORMING AMENDMENT.—The table of 
sections for chapter 25 of title 35, United States 
Code, is amended by adding at the end the fol-
lowing new item: 


‘‘257. Supplemental examinations to consider, 
reconsider, or correct informa-
tion.’’. 


(c) EFFECTIVE DATE.—The amendments made 
by this section shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and shall apply to 
any patent issued before, on, or after that effec-
tive date. 


SEC. 13. FUNDING AGREEMENTS. 
(a) IN GENERAL.—Section 202(c)(7)(E)(i) of 


title 35, United States Code, is amended— 
(1) by striking ‘‘75 percent’’ and inserting ‘‘15 


percent’’; 
(2) by striking ‘‘25 percent’’ and inserting ‘‘85 


percent’’; and 
(3) by striking ‘‘as described above in this 


clause (D);’’ and inserting ‘‘described above in 
this clause;’’. 


(b) EFFECTIVE DATE.—The amendments made 
by this section shall take effect on the date of 
the enactment of this Act and shall apply to any 
patent issued before, on, or after that date. 
SEC. 14. TAX STRATEGIES DEEMED WITHIN THE 


PRIOR ART. 
(a) IN GENERAL.—For purposes of evaluating 


an invention under section 102 or 103 of title 35, 
United States Code, any strategy for reducing, 
avoiding, or deferring tax liability, whether 
known or unknown at the time of the invention 
or application for patent, shall be deemed insuf-
ficient to differentiate a claimed invention from 
the prior art. 


(b) DEFINITION.—For purposes of this section, 
the term ‘‘tax liability’’ refers to any liability for 
a tax under any Federal, State, or local law, or 
the law of any foreign jurisdiction, including 
any statute, rule, regulation, or ordinance that 
levies, imposes, or assesses such tax liability. 


(c) EXCLUSIONS.—This section does not apply 
to that part of an invention that— 


(1) is a method, apparatus, technology, com-
puter program product, or system, that is used 
solely for preparing a tax or information return 
or other tax filing, including one that records, 
transmits, transfers, or organizes data related to 
such filing; or 


(2) is a method, apparatus, technology, com-
puter program product, or system used solely for 
financial management, to the extent that it is 
severable from any tax strategy or does not limit 
the use of any tax strategy by any taxpayer or 
tax advisor. 


(d) RULE OF CONSTRUCTION.—Nothing in this 
section shall be construed to imply that other 
business methods are patentable or that other 
business method patents are valid. 


(e) EFFECTIVE DATE; APPLICABILITY.—This 
section shall take effect on the date of the en-
actment of this Act and shall apply to any pat-
ent application that is pending on, or filed on or 
after, that date, and to any patent that is issued 
on or after that date. 
SEC. 15. BEST MODE REQUIREMENT. 


(a) IN GENERAL.—Section 282 of title 35, 
United States Code, is amended in the second 
undesignated paragraph by striking paragraph 
(3) and inserting the following: 


‘‘(3) Invalidity of the patent or any claim in 
suit for failure to comply with— 


‘‘(A) any requirement of section 112, except 
that the failure to disclose the best mode shall 
not be a basis on which any claim of a patent 
may be canceled or held invalid or otherwise un-
enforceable; or 


‘‘(B) any requirement of section 251.’’. 
(b) CONFORMING AMENDMENT.—Sections 


119(e)(1) and 120 of title 35, United States Code, 
are each amended by striking ‘‘the first para-
graph of section 112 of this title’’ and inserting 
‘‘section 112(a) (other than the requirement to 
disclose the best mode)’’. 


(c) EFFECTIVE DATE.—The amendments made 
by this section shall take effect upon the date of 
the enactment of this Act and shall apply to 
proceedings commenced on or after that date. 
SEC. 16. MARKING. 


(a) VIRTUAL MARKING.— 
(1) IN GENERAL.—Section 287(a) of title 35, 


United States Code, is amended by striking ‘‘or 
when,’’ and inserting ‘‘or by fixing thereon the 
word ‘patent’ or the abbreviation ‘pat.’ together 
with an address of a posting on the Internet, ac-
cessible to the public without charge for access-
ing the address, that associates the patented ar-
ticle with the number of the patent, or when,’’. 
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(2) EFFECTIVE DATE.—The amendment made 


by this subsection shall apply to any case that 
is pending on, or commenced on or after, the 
date of the enactment of this Act. 


(3) REPORT.—Not later than the date that is 3 
years after the date of the enactment of this 
Act, the Director shall submit a report to Con-
gress that provides— 


(A) an analysis of the effectiveness of ‘‘virtual 
marking’’, as provided in the amendment made 
by paragraph (1) of this subsection, as an alter-
native to the physical marking of articles; 


(B) an analysis of whether such virtual mark-
ing has limited or improved the ability of the 
general public to access information about pat-
ents; 


(C) an analysis of the legal issues, if any, that 
arise from such virtual marking; and 


(D) an analysis of the deficiencies, if any, of 
such virtual marking. 


(b) FALSE MARKING.— 
(1) CIVIL PENALTY.—Section 292(a) of title 35, 


United States, Code, is amended by adding at 
the end the following: ‘‘Only the United States 
may sue for the penalty authorized by this sub-
section.’’. 


(2) CIVIL ACTION FOR DAMAGES.—Subsection 
(b) of section 292 of title 35, United States Code, 
is amended to read as follows: 


‘‘(b) A person who has suffered a competitive 
injury as a result of a violation of this section 
may file a civil action in a district court of the 
United States for recovery of damages adequate 
to compensate for the injury.’’. 


(3) EXPIRED PATENTS.—Section 292 of title 35, 
United States Code, is amended by adding at the 
end the following: 


‘‘(c) Whoever engages in an activity under 
subsection (a) for which liability would other-
wise be imposed shall not be liable for such ac-
tivity— 


‘‘(1) that is engaged in during the 3-year pe-
riod beginning on the date on which the patent 
at issue expires; or 


‘‘(2) that is engaged in after the end of that 
3-year period if the word ‘expired’ is placed be-
fore the word ‘patent’, ‘patented’, the abbrevia-
tion ‘pat’, or the patent number, either on the 
article or through a posting on the Internet, as 
provided in section 287(a).’’. 


(4) EFFECTIVE DATE.—The amendments made 
by this subsection shall apply to any case that 
is pending on, or commenced on or after, the 
date of the enactment of this Act. 
SEC. 17. ADVICE OF COUNSEL. 


(a) IN GENERAL.—Chapter 29 of title 35, 
United States Code, is amended by adding at the 
end the following: 
‘‘§ 298. Advice of counsel 


‘‘The failure of an infringer to obtain the ad-
vice of counsel with respect to any allegedly in-
fringed patent, or the failure of the infringer to 
present such advice to the court or jury, may 
not be used to prove that the accused infringer 
willfully infringed the patent or that the in-
fringer intended to induce infringement of the 
patent.’’. 


(b) CONFORMING AMENDMENT.—The table of 
sections for chapter 29 of title 35, United States 
Code, is amended by adding at the end the fol-
lowing: 
‘‘298. Advice of counsel.’’. 
SEC. 18. TRANSITIONAL PROGRAM FOR COVERED 


BUSINESS METHOD PATENTS. 
(a) TRANSITIONAL PROGRAM.— 
(1) ESTABLISHMENT.—Not later than the date 


that is 1 year after the date of the enactment of 
this Act, the Director shall issue regulations es-
tablishing and implementing a transitional post- 
grant review proceeding for review of the valid-
ity of covered business method patents. The 
transitional proceeding implemented pursuant 
to this subsection shall be regarded as, and shall 
employ the standards and procedures of, a post- 
grant review under chapter 32 of title 35, United 
States Code, subject to the following: 


(A) Section 321(c) of title 35, United States 
Code, and subsections (b), (e)(2), and (f) of sec-


tion 325 of such title shall not apply to a transi-
tional proceeding. 


(B) A person may not file a petition for a 
transitional proceeding with respect to a covered 
business method patent unless the person or the 
person’s real party in interest has been sued for 
infringement of the patent or has been charged 
with infringement under that patent. 


(C) A petitioner in a transitional proceeding 
who challenges the validity of 1 or more claims 
in a covered business method patent on a 
ground raised under section 102 or 103 of title 35, 
United States Code, as in effect on the day be-
fore the effective date set forth in section 
3(n)(1), may support such ground only on the 
basis of— 


(i) prior art that is described by section 102(a) 
of such title of such title (as in effect on the day 
before such effective date); or 


(ii) prior art that— 
(I) discloses the invention more than 1 year 


before the date of the application for patent in 
the United States; and 


(II) would be described by section 102(a) of 
such title (as in effect on the day before the ef-
fective date set forth in section 3(n)(1)) if the 
disclosure had been made by another before the 
invention thereof by the applicant for patent. 


(D) The petitioner in a transitional pro-
ceeding, or the petitioner’s real party in inter-
est, may not assert, either in a civil action aris-
ing in whole or in part under section 1338 of 
title 28, United States Code, or in a proceeding 
before the International Trade Commission 
under section 337 of the Tariff Act of 1930 (19 
U.S.C. 1337), that a claim in a patent is invalid 
on any ground that the petitioner raised during 
a transitional proceeding that resulted in a final 
written decision. 


(E) The Director may institute a transitional 
proceeding only for a patent that is a covered 
business method patent. 


(2) EFFECTIVE DATE.—The regulations issued 
under paragraph (1) shall take effect upon the 
expiration of the 1-year period beginning on the 
date of the enactment of this Act and shall 
apply to any covered business method patent 
issued before, on, or after that effective date, ex-
cept that the regulations shall not apply to a 
patent described in section 6(f)(2)(A) of this Act 
during the period in which a petition for post- 
grant review of that patent would satisfy the re-
quirements of section 321(c) of title 35, United 
States Code. 


(3) SUNSET.— 
(A) IN GENERAL.—This subsection, and the 


regulations issued under this subsection, are re-
pealed effective upon the expiration of the 10- 
year period beginning on the date that the regu-
lations issued under to paragraph (1) take ef-
fect. 


(B) APPLICABILITY.—Notwithstanding sub-
paragraph (A), this subsection and the regula-
tions issued under this subsection shall continue 
to apply, after the date of the repeal under sub-
paragraph (A), to any petition for a transitional 
proceeding that is filed before the date of such 
repeal. 


(b) REQUEST FOR STAY.— 
(1) IN GENERAL.—If a party seeks a stay of a 


civil action alleging infringement of a patent 
under section 281 of title 35, United States Code, 
relating to a transitional proceeding for that 
patent, the court shall decide whether to enter 
a stay based on— 


(A) whether a stay, or the denial thereof, will 
simplify the issues in question and streamline 
the trial; 


(B) whether discovery is complete and wheth-
er a trial date has been set; 


(C) whether a stay, or the denial thereof, 
would unduly prejudice the nonmoving party or 
present a clear tactical advantage for the mov-
ing party; and 


(D) whether a stay, or the denial thereof, will 
reduce the burden of litigation on the parties 
and on the court. 


(2) REVIEW.—A party may take an immediate 
interlocutory appeal from a district court’s deci-


sion under paragraph (1). The United States 
Court of Appeals for the Federal Circuit shall 
review the district court’s decision to ensure 
consistent application of established precedent, 
and such review may be de novo. 


(c) ATM EXEMPTION FOR VENUE PURPOSES.— 
In an action for infringement under section 281 
of title 35, United States Code, of a covered busi-
ness method patent, an automated teller ma-
chine shall not be deemed to be a regular and 
established place of business for purposes of sec-
tion 1400(b) of title 28, United States Code. 


(d) DEFINITION.— 
(1) IN GENERAL.—For purposes of this section, 


the term ‘‘covered business method patent’’ 
means a patent that claims a method or cor-
responding apparatus for performing data proc-
essing or other operations used in the practice, 
administration, or management of a financial 
product or service, except that the term does not 
include patents for technological inventions. 


(2) REGULATIONS.—To assist in implementing 
the transitional proceeding authorized by this 
subsection, the Director shall issue regulations 
for determining whether a patent is for a tech-
nological invention. 


(e) RULE OF CONSTRUCTION.—Nothing in this 
section shall be construed as amending or inter-
preting categories of patent-eligible subject mat-
ter set forth under section 101 of title 35, United 
States Code. 
SEC. 19. JURISDICTION AND PROCEDURAL MAT-


TERS. 
(a) STATE COURT JURISDICTION.—Section 


1338(a) of title 28, United States Code, is amend-
ed by striking the second sentence and inserting 
the following: ‘‘No State court shall have juris-
diction over any claim for relief arising under 
any Act of Congress relating to patents, plant 
variety protection, or copyrights. For purposes 
of this subsection, the term ‘State’ includes any 
State of the United States, the District of Co-
lumbia, the Commonwealth of Puerto Rico, the 
United States Virgin Islands, American Samoa, 
Guam, and the Northern Mariana Islands.’’. 


(b) COURT OF APPEALS FOR THE FEDERAL CIR-
CUIT.—Section 1295(a)(1) of title 28, United 
States Code, is amended to read as follows: 


‘‘(1) of an appeal from a final decision of a 
district court of the United States, the District 
Court of Guam, the District Court of the Virgin 
Islands, or the District Court of the Northern 
Mariana Islands, in any civil action arising 
under, or in any civil action in which a party 
has asserted a compulsory counterclaim arising 
under, any Act of Congress relating to patents 
or plant variety protection;’’. 


(c) REMOVAL.— 
(1) IN GENERAL.—Chapter 89 of title 28, United 


States Code, is amended by adding at the end 
the following new section: 
‘‘§ 1454. Patent, plant variety protection, and 


copyright cases 
‘‘(a) IN GENERAL.—A civil action in which any 


party asserts a claim for relief arising under any 
Act of Congress relating to patents, plant vari-
ety protection, or copyrights may be removed to 
the district court of the United States for the 
district and division embracing the place where 
the action is pending. 


‘‘(b) SPECIAL RULES.—The removal of an ac-
tion under this section shall be made in accord-
ance with section 1446, except that if the re-
moval is based solely on this section— 


‘‘(1) the action may be removed by any party; 
and 


‘‘(2) the time limitations contained in section 
1446(b) may be extended at any time for cause 
shown. 


‘‘(c) CLARIFICATION OF JURISDICTION IN CER-
TAIN CASES.—The court to which a civil action 
is removed under this section is not precluded 
from hearing and determining any claim in the 
civil action because the State court from which 
the civil action is removed did not have jurisdic-
tion over that claim. 


‘‘(d) REMAND.—If a civil action is removed 
solely under this section, the district court— 
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‘‘(1) shall remand all claims that are neither a 


basis for removal under subsection (a) nor with-
in the original or supplemental jurisdiction of 
the district court under any Act of Congress; 
and 


‘‘(2) may, under the circumstances specified in 
section 1367(c), remand any claims within the 
supplemental jurisdiction of the district court 
under section 1367.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 89 of title 28, United States 
Code, is amended by adding at the end the fol-
lowing new item: 
‘‘1454. Patent, plant variety protection, and 


copyright cases.’’. 
(d) TRANSFER BY COURT OF APPEALS FOR THE 


FEDERAL CIRCUIT.— 
(1) IN GENERAL.—Chapter 99 of title 28, United 


States Code, is amended by adding at the end 
the following new section: 
‘‘§ 1632. Transfer by the Court of Appeals for 


the Federal Circuit 
‘‘When a case is appealed to the Court of Ap-


peals for the Federal Circuit under section 
1295(a)(1), and no claim for relief arising under 
any Act of Congress relating to patents or plant 
variety protection is the subject of the appeal by 
any party, the Court of Appeals for the Federal 
Circuit shall transfer the appeal to the court of 
appeals for the regional circuit embracing the 
district from which the appeal has been taken.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 99 of title 28, United States 
Code, is amended by adding at the end the fol-
lowing new item: 
‘‘1632. Transfer by the Court of Appeals for the 


Federal Circuit.’’. 
(e) PROCEDURAL MATTERS IN PATENT CASES.— 
(1) JOINDER OF PARTIES AND STAY OF AC-


TIONS.—Chapter 29 of title 35, United States 
Code, as amended by this Act, is further amend-
ed by adding at the end the following new sec-
tion: 
‘‘§ 299. Joinder of parties 


‘‘(a) JOINDER OF ACCUSED INFRINGERS.—In 
any civil action arising under any Act of Con-
gress relating to patents, other than an action 
or trial in which an act of infringement under 
section 271(e)(2) has been pled, parties that are 
accused infringers may be joined in one action 
as defendants or counterclaim defendants only 
if— 


‘‘(1) any right to relief is asserted against the 
parties jointly, severally, or in the alternative 
with respect to or arising out of the same trans-
action, occurrence, or series of transactions or 
occurrences relating to the making, using, im-
porting into the United States, offering for sale, 
or selling of the same accused product or proc-
ess; and 


‘‘(2) questions of fact common to all defend-
ants or counterclaim defendants will arise in the 
action. 


‘‘(b) ALLEGATIONS INSUFFICIENT FOR JOIN-
DER.—For purposes of this subsection, accused 
infringers may not be joined in one action or 
trial as defendants or counterclaim defendants 
based solely on allegations that they each have 
infringed the patent or patents in suit.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 29 of title 35, United States 
Code, as amended by this Act, is further amend-
ed by adding at the end the following new item: 
‘‘299. Joinder of parties.’’. 


(e) EFFECTIVE DATE.—The amendments made 
by this section shall apply to any civil action 
commenced on or after the date of the enact-
ment of this Act. 
SEC. 20. TECHNICAL AMENDMENTS. 


(a) JOINT INVENTIONS.—Section 116 of title 35, 
United States Code, is amended— 


(1) in the first undesignated paragraph, by 
striking ‘‘When’’ and inserting ‘‘(a) JOINT IN-
VENTIONS.—When’’; 


(2) in the second undesignated paragraph, by 
striking ‘‘If a joint inventor’’ and inserting ‘‘(b) 
OMITTED INVENTOR.—If a joint inventor’’; and 


(3) in the third undesignated paragraph— 
(A) by striking ‘‘Whenever’’ and inserting ‘‘(c) 


CORRECTION OF ERRORS IN APPLICATION.— 
Whenever’’; and 


(B) by striking ‘‘and such error arose without 
any deceptive intention on his part,’’. 


(b) FILING OF APPLICATION IN FOREIGN COUN-
TRY.—Section 184 of title 35, United States Code, 
is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘Except when’’ and inserting 


‘‘(a) FILING IN FOREIGN COUNTRY.—Except 
when’’; and 


(B) by striking ‘‘and without deceptive in-
tent’’; 


(2) in the second undesignated paragraph, by 
striking ‘‘The term’’ and inserting ‘‘(b) APPLICA-
TION.—The term’’; and 


(3) in the third undesignated paragraph, by 
striking ‘‘The scope’’ and inserting ‘‘(c) SUBSE-
QUENT MODIFICATIONS, AMENDMENTS, AND SUP-
PLEMENTS.—The scope’’. 


(c) FILING WITHOUT A LICENSE.—Section 185 
of title 35, United States Code, is amended by 
striking ‘‘and without deceptive intent’’. 


(d) REISSUE OF DEFECTIVE PATENTS.—Section 
251 of title 35, United States Code, is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(a) IN GENERAL.—Whenever’’; and 
(B) by striking ‘‘without any deceptive inten-


tion’’; 
(2) in the second undesignated paragraph, by 


striking ‘‘The Director’’ and inserting ‘‘(b) MUL-
TIPLE REISSUED PATENTS.—The Director’’; 


(3) in the third undesignated paragraph, by 
striking ‘‘The provisions’’ and inserting ‘‘(c) AP-
PLICABILITY OF THIS TITLE.—The provisions’’; 
and 


(4) in the last undesignated paragraph, by 
striking ‘‘No reissued patent’’ and inserting ‘‘(d) 
REISSUE PATENT ENLARGING SCOPE OF CLAIMS.— 
No reissued patent’’. 


(e) EFFECT OF REISSUE.—Section 253 of title 
35, United States Code, is amended— 


(1) in the first undesignated paragraph, by 
striking ‘‘Whenever, without any deceptive in-
tention,’’ and inserting ‘‘(a) IN GENERAL.— 
Whenever’’; and 


(2) in the second undesignated paragraph, by 
striking ‘‘In like manner’’ and inserting ‘‘(b) 
ADDITIONAL DISCLAIMER OR DEDICATION.—In 
the manner set forth in subsection (a),’’. 


(f) CORRECTION OF NAMED INVENTOR.—Section 
256 of title 35, United States Code, is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(a) CORRECTION.—Whenever’’; and 
(B) by striking ‘‘and such error arose without 


any deceptive intention on his part’’; and 
(2) in the second undesignated paragraph, by 


striking ‘‘The error’’ and inserting ‘‘(b) PATENT 
VALID IF ERROR CORRECTED.—The error’’. 


(g) PRESUMPTION OF VALIDITY.—Section 282 of 
title 35, United States Code, is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘A patent’’ and inserting ‘‘(a) 


IN GENERAL.—A patent’’; and 
(B) by striking the third sentence; 
(2) in the second undesignated paragraph— 
(A) by striking ‘‘The following’’ and inserting 


‘‘(b) DEFENSES.—The following’’; 
(B) in paragraph (1), by striking 


‘‘uneforceability,’’ and inserting ‘‘unenforce-
ability.’’; and 


(C) in paragraph (2), by striking ‘‘patent-
ability,’’ and inserting ‘‘patentability.’’ ; and 


(3) in the third undesignated paragraph— 
(A) by striking ‘‘In actions involving the va-


lidity or infringement of a patent’’ and inserting 
‘‘(c) NOTICE OF ACTIONS; ACTIONS DURING EX-
TENSION OF PATENT TERM.—In an action involv-
ing the validity or infringement of patent, the 
party asserting infringement shall identify, in 
the pleadings or otherwise in writing to the ad-
verse party, all of its real parties in interest, 
and’’; and 


(B) by striking ‘‘Claims Court’’ and inserting 
‘‘Court of Federal Claims’’. 


(h) ACTION FOR INFRINGEMENT.—Section 288 of 
title 35, United States Code, is amended by strik-
ing ‘‘, without deceptive intention,’’. 


(i) REVISER’S NOTES.— 
(1) Section 3(e)(2) of title 35, United States 


Code, is amended by striking ‘‘this Act,’’ and in-
serting ‘‘that Act,’’. 


(2) Section 202 of title 35, United States Code, 
is amended— 


(A) in subsection (b)(3), by striking ‘‘the sec-
tion 203(b)’’ and inserting ‘‘section 203(b)’’; and 


(B) in subsection (c)(7)(D), by striking ‘‘except 
where it proves’’ and all that follows through 
‘‘small business firms; and’’ and inserting: ‘‘ex-
cept where it is determined to be infeasible fol-
lowing a reasonable inquiry, a preference in the 
licensing of subject inventions shall be given to 
small business firms; and’’. 


(3) Section 209(d)(1) of title 35, United States 
Code, is amended by striking 
‘‘nontransferrable’’ and inserting ‘‘nontransfer-
able’’. 


(4) Section 287(c)(2)(G) of title 35, United 
States Code, is amended by striking ‘‘any state’’ 
and inserting ‘‘any State’’. 


(5) Section 371(b) of title 35, United States 
Code, is amended by striking ‘‘of the treaty’’ 
and inserting ‘‘of the treaty.’’. 


(j) UNNECESSARY REFERENCES.— 
(1) IN GENERAL.—Title 35, United States Code, 


is amended by striking ‘‘of this title’’ each place 
that term appears. 


(2) EXCEPTION.—The amendment made by 
paragraph (1) shall not apply to the use of such 
term in the following sections of title 35, United 
States Code: 


(A) Section 1(c). 
(B) Section 101. 
(C) Subsections (a) and (b) of section 105. 
(D) The first instance of the use of such term 


in section 111(b)(8). 
(E) Section 161. 
(F) Section 164. 
(G) Section 171. 
(H) Section 251(c), as so designated by this 


section. 
(I) Section 261. 
(J) Subsections (g) and (h) of section 271. 
(K) Section 287(b)(1). 
(L) Section 289. 
(M) The first instance of the use of such term 


in section 375(a). 
(k) EFFECTIVE DATE.—The amendments made 


by this section shall take effect upon the expira-
tion of the 1-year period beginning on the date 
of the enactment of this Act and shall apply to 
proceedings commenced on or after that effective 
date. 
SEC. 21. TRAVEL EXPENSES AND PAYMENT OF AD-


MINISTRATIVE JUDGES. 
(a) AUTHORITY TO COVER CERTAIN TRAVEL 


RELATED EXPENSES.—Section 2(b)(11) of title 35, 
United States Code, is amended by inserting ‘‘, 
and the Office is authorized to expend funds to 
cover the subsistence expenses and travel-re-
lated expenses, including per diem, lodging 
costs, and transportation costs, of persons at-
tending such programs who are not Federal em-
ployees’’ after ‘‘world’’. 


(b) PAYMENT OF ADMINISTRATIVE JUDGES.— 
Section 3(b) of title 35, United States Code, is 
amended by adding at the end the following: 


‘‘(6) ADMINISTRATIVE PATENT JUDGES AND AD-
MINISTRATIVE TRADEMARK JUDGES.—The Direc-
tor may fix the rate of basic pay for the admin-
istrative patent judges appointed pursuant to 
section 6 and the administrative trademark 
judges appointed pursuant to section 17 of the 
Trademark Act of 1946 (15 U.S.C. 1067) at not 
greater than the rate of basic pay payable for 
level III of the Executive Schedule under section 
5314 of title 5. The payment of a rate of basic 
pay under this paragraph shall not be subject to 
the pay limitation under section 5306(e) or 5373 
of title 5.’’. 
SEC. 22. PATENT AND TRADEMARK OFFICE FUND-


ING. 
(a) DEFINITION.—In this section, the term 


‘‘Fund’’ means the United States Patent and 
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Trademark Office Public Enterprise Fund estab-
lished under subsection (c). 


(b) FUNDING.— 
(1) IN GENERAL.—Section 42 of title 35, United 


States Code, is amended— 
(A) in subsection (b), by striking ‘‘Patent and 


Trademark Office Appropriation Account’’ and 
inserting ‘‘United States Patent and Trademark 
Office Public Enterprise Fund’’; and 


(B) in subsection (c), in the first sentence— 
(i) by striking ‘‘To the extent’’ and all that 


follows through ‘‘fees’’ and inserting ‘‘Fees’’; 
and 


(ii) by striking ‘‘shall be collected by and shall 
be available to the Director’’ and inserting 
‘‘shall be collected by the Director and shall be 
available until expended’’. 


(2) EFFECTIVE DATE.—The amendments made 
by paragraph (1) shall take effect on the later 
of— 


(A) October 1, 2011; or 
(B) the first day of the first fiscal year that 


begins after the date of the enactment of this 
Act. 


(c) USPTO REVOLVING FUND.— 
(1) ESTABLISHMENT.—There is established in 


the Treasury of the United States a revolving 
fund to be known as the ‘‘United States Patent 
and Trademark Office Public Enterprise Fund’’. 
Any amounts in the Fund shall be available for 
use by the Director without fiscal year limita-
tion. 


(2) DERIVATION OF RESOURCES.—There shall 
be deposited into the Fund and recorded as off-
setting receipts, on and after the effective date 
set forth in subsection (b)(2)— 


(A) any fees collected under sections 41, 42, 
and 376 of title 35, United States Code, except 
that— 


(i) notwithstanding any other provision of 
law, if such fees are collected by, and payable 
to, the Director, the Director shall transfer such 
amounts to the Fund; and 


(ii) no funds collected pursuant to section 
10(h) of this Act or section 1(a)(2) of Public Law 
111–45 shall be deposited in the Fund; and 


(B) any fees collected under section 31 of the 
Trademark Act of 1946 (15 U.S.C. 1113). 


(3) EXPENSES.—Amounts deposited into the 
Fund under paragraph (2) shall be available, 
without fiscal year limitation, to cover— 


(A) all expenses to the extent consistent with 
the limitation on the use of fees set forth in sec-
tion 42(c) of title 35, United States Code, includ-
ing all administrative and operating expenses, 
determined in the discretion of the Director to be 
ordinary and reasonable, incurred by the Direc-
tor for the continued operation of all services, 
programs, activities, and duties of the Office re-
lating to patents and trademarks, as such serv-
ices, programs, activities, and duties are de-
scribed under— 


(i) title 35, United States Code; and 
(ii) the Trademark Act of 1946; and 
(B) all expenses incurred pursuant to any ob-


ligation, representation, or other commitment of 
the Office. 


(d) ANNUAL REPORT.—Not later than 60 days 
after the end of each fiscal year, the Director 
shall submit a report to Congress which shall— 


(1) summarize the operations of the Office for 
the preceding fiscal year, including financial 
details and staff levels broken down by each 
major activity of the Office; 


(2) detail the operating plan of the Office, in-
cluding specific expense and staff needs for the 
upcoming fiscal year; 


(3) describe the long-term modernization plans 
of the Office; 


(4) set forth details of any progress towards 
such modernization plans made in the previous 
fiscal year; and 


(5) include the results of the most recent audit 
carried out under subsection (f). 


(e) ANNUAL SPENDING PLAN.— 
(1) IN GENERAL.—Not later than 30 days after 


the beginning of each fiscal year, the Director 
shall notify the Committees on Appropriations 


of both Houses of Congress of the plan for the 
obligation and expenditure of the total amount 
of the funds for that fiscal year in accordance 
with section 605 of the Science, State, Justice, 
Commerce, and Related Agencies Appropriations 
Act, 2006 (Public Law 109–108; 119 Stat. 2334). 


(2) CONTENTS.—Each plan under paragraph 
(1) shall— 


(A) summarize the operations of the Office for 
the current fiscal year, including financial de-
tails and staff levels with respect to major ac-
tivities; and 


(B) detail the operating plan of the Office, in-
cluding specific expense and staff needs, for the 
current fiscal year. 


(f) AUDIT.—The Director shall, on an annual 
basis, provide for an independent audit of the 
financial statements of the Office. Such audit 
shall be conducted in accordance with generally 
acceptable accounting procedures. 


(g) BUDGET.—The Director shall prepare and 
submit each year to the President a business- 
type budget for the Fund in a manner, and be-
fore a date, as the President prescribes by regu-
lation for the Federal budget. 
SEC. 23. SATELLITE OFFICES. 


(a) ESTABLISHMENT.—Subject to available re-
sources, the Director shall, by not later than the 
date that is 3 years after the date of the enact-
ment of this Act, establish 3 or more satellite of-
fices in the United States to carry out the re-
sponsibilities of the Office. 


(b) PURPOSES.—The purposes of the satellite 
offices established under subsection (a) are to— 


(1) increase outreach activities to better con-
nect patent filers and innovators with the Of-
fice; 


(2) enhance patent examiner retention; 
(3) improve recruitment of patent examiners; 
(4) decrease the number of patent applications 


waiting for examination; and 
(5) improve the quality of patent examination. 
(c) REQUIRED CONSIDERATIONS.— 
(1) IN GENERAL.—In selecting the location of 


each satellite office to be established under sub-
section (a), the Director— 


(A) shall ensure geographic diversity among 
the offices, including by ensuring that such of-
fices are established in different States and re-
gions throughout the Nation; 


(B) may rely upon any previous evaluations 
by the Office of potential locales for satellite of-
fices, including any evaluations prepared as 
part of the Office’s Nationwide Workforce Pro-
gram that resulted in the 2010 selection of De-
troit, Michigan, as the first satellite office of the 
Office. 


(2) OPEN SELECTION PROCESS.—Nothing in 
paragraph (1) shall constrain the Office to only 
consider its evaluations in selecting the Detroit, 
Michigan, satellite office. 


(d) REPORT TO CONGRESS.—Not later than the 
end of the third fiscal year that begins after the 
date of the enactment of this Act, the Director 
shall submit a report to Congress on— 


(1) the rationale of the Director in selecting 
the location of any satellite office required 
under subsection (a); 


(2) the progress of the Director in establishing 
all such satellite offices; and 


(3) whether the operation of existing satellite 
offices is achieving the purposes under sub-
section (b). 
SEC. 24. DESIGNATION OF DETROIT SATELLITE 


OFFICE. 
(a) DESIGNATION.—The satellite office of the 


United States Patent and Trademark Office to 
be located in Detroit, Michigan, shall be known 
and designated as the ‘‘Elijah J. McCoy United 
States Patent and Trademark Office’’. 


(b) REFERENCES.—Any reference in a law, 
map, regulation, document, paper, or other 
record of the United States to the satellite office 
of the United States Patent and Trademark Of-
fice to be located in Detroit, Michigan, referred 
to in subsection (a) shall be deemed to be a ref-
erence to the ‘‘Elijah J. McCoy United States 
Patent and Trademark Office’’. 


SEC. 25. PATENT OMBUDSMAN PROGRAM FOR 
SMALL BUSINESS CONCERNS. 


Using available resources, the Director shall 
establish and maintain in the Office a Patent 
Ombudsman Program. The duties of the Pro-
gram’s staff shall include providing support and 
services relating to patent filings to small busi-
ness concerns. 
SEC. 26. PRIORITY EXAMINATION FOR TECH-


NOLOGIES IMPORTANT TO AMER-
ICAN COMPETITIVENESS. 


Section 2(b)(2) of title 35, United States Code, 
is amended— 


(1) in subparagraph (E), by striking ‘‘and’’ 
after the semicolon; 


(2) in subparagraph (F), by inserting ‘‘and’’ 
after the semicolon; and 


(3) by adding at the end the following: 
‘‘(G) may, subject to any conditions prescribed 


by the Director and at the request of the patent 
applicant, provide for prioritization of examina-
tion of applications for products, processes, or 
technologies that are important to the national 
economy or national competitiveness without re-
covering the aggregate extra cost of providing 
such prioritization, notwithstanding section 41 
or any other provision of law;’’. 
SEC. 27. CALCULATION OF 60-DAY PERIOD FOR 


APPLICATION OF PATENT TERM EX-
TENSION. 


(a) IN GENERAL.—Section 156(d)(1) of title 35, 
United States Code, is amended by adding at the 
end the following flush sentence: 
‘‘For purposes of determining the date on which 
a product receives permission under the second 
sentence of this paragraph, if such permission is 
transmitted after 4:30 P.M., Eastern Time, on a 
business day, or is transmitted on a day that is 
not a business day, the product shall be deemed 
to receive such permission on the next business 
day. For purposes of the preceding sentence, the 
term ‘business day’ means any Monday, Tues-
day, Wednesday, Thursday, or Friday, exclud-
ing any legal holiday under section 6103 of title 
5.’’. 


(b) APPLICABILITY.—The amendment made by 
subsection (a) shall apply to any application for 
extension of a patent term under section 156 of 
title 35, United States Code, that is pending on, 
that is filed after, or as to which a decision re-
garding the application is subject to judicial re-
view on, the date of the enactment of this Act. 
SEC. 28. STUDY ON IMPLEMENTATION. 


(a) PTO STUDY.—The Director shall conduct a 
study on the manner in which this Act and the 
amendments made by this Act are being imple-
mented by the Office, and on such other aspects 
of the patent policies and practices of the Fed-
eral Government with respect to patent rights, 
innovation in the United States, competitiveness 
of United States markets, access by small busi-
nesses to capital for investment, and such other 
issues, as the Director considers appropriate. 


(b) REPORT TO CONGRESS.—The Director shall, 
not later than the date that is 4 years after the 
date of the enactment of this Act, submit to the 
Committees on the Judiciary of the House of 
Representatives and the Senate a report on the 
results of the study conducted under subsection 
(a), including recommendations for any changes 
to laws and regulations that the Director con-
siders appropriate. 
SEC. 29. PRO BONO PROGRAM. 


(a) IN GENERAL.—The Director shall work 
with and support intellectual property law asso-
ciations across the country in the establishment 
of pro bono programs designed to assist finan-
cially under-resourced independent inventors 
and small businesses. 


(b) EFFECTIVE DATE.—This section shall take 
effect on the date of the enactment of this Act. 
SEC. 30. EFFECTIVE DATE. 


Except as otherwise provided in this Act, the 
provisions of this Act shall take effect upon the 
expiration of the 1-year period beginning on the 
date of the enactment of this Act and shall 
apply to any patent issued on or after that ef-
fective date. 
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SEC. 31. BUDGETARY EFFECTS. 


The budgetary effects of this Act, for the pur-
pose of complying with the Statutory Pay-As- 
You-Go Act of 2010, shall be determined by ref-
erence to the latest statement titled ‘‘Budgetary 
Effects of PAYGO Legislation’’ for this Act, sub-
mitted for printing in the Congressional Record 
by the Chairman of the House Budget Com-
mittee, provided that such statement has been 
submitted prior to the vote on passage. 


The Acting CHAIR. No amendment 
to the committee amendment is in 
order except those printed in part B of 
House Report 112–111. Each such 
amendment may be offered only in the 
order printed in the report, by a Mem-
ber designated in the report, shall be 
considered read, shall be debatable for 
the time specified in the report equally 
divided and controlled by the pro-
ponent and an opponent, shall not be 
subject to amendment, and shall not be 
subject to a demand for division of the 
question. 


AMENDMENT NO. 1 OFFERED BY MR. SMITH OF 
TEXAS 


The Acting CHAIR. It is now in order 
to consider amendment No. 1 printed in 
part B of House Report 112–111. 


Mr. SMITH of Texas. Madam Chair, I 
have an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 3, line 5, strike ‘‘America Invents 
Act’’ and insert ‘‘Leahy-Smith America In-
vents Act’’. 


Page 4, lines 10 and 22, strike ‘‘5(a)(1)’’ and 
insert ‘‘5(a)’’. 


Page 16, line 1, insert after the period the 
following: ‘‘In appropriate circumstances, 
the Patent Trial and Appeal Board may cor-
rect the naming of the inventor in any appli-
cation or patent at issue.’’. 


Page 25, strike line 13 and all that follows 
through page 27, line 2, and redesignate the 
succeeding subsections accordingly. 


Page 27, line 4, strike ‘‘registration’’. 
Page 27, line 5, strike ‘‘inventor to use’’ 


and insert ‘‘to invent’’. 
Page 27, line 6, insert ‘‘and the useful arts’’ 


after ‘‘science’’. 
Page 27, line 9, strike ‘‘granted by the’’ and 


insert ‘‘provided by the grant of’’. 
Page 27, line 12, strike ‘‘registration’’. 
Page 27, line 13, strike ‘‘inventor to use’’ 


and insert ‘‘to invent’’. 
Page 27, lines 14 and 15, strike ‘‘harmonize 


the United States patent registration system 
with the patent registration systems’’ and 
insert ‘‘improve the United States patent 
system and promote harmonization of the 
United States patent system with the patent 
systems’’. 


Page 27, line 18, strike ‘‘a greater sense of’’ 
and insert ‘‘greater’’. 


Page 36, strike line 10 and all that follows 
through page 40, line 5, and insert the fol-
lowing (and conform the table of contents) 
accordingly: 
SEC. 5. DEFENSE TO INFRINGEMENT BASED ON 


PRIOR COMMERCIAL USE. 
(a) IN GENERAL.—Section 273 of title 35, 


United States Code, is amended to read as 
follows: 


‘‘§ 273. Defense to infringement based on 
prior commercial use 
‘‘(a) IN GENERAL.—A person shall be enti-


tled to a defense under section 282(b) with re-
spect to subject matter consisting of a proc-
ess, or consisting of a machine, manufacture, 
or composition of matter used in a manufac-


turing or other commercial process, that 
would otherwise infringe a claimed invention 
being asserted against the person if— 


‘‘(1) such person, acting in good faith, com-
mercially used the subject matter in the 
United States, either in connection with an 
internal commercial use or an actual arm’s 
length sale or other arm’s length commercial 
transfer of a useful end result of such com-
mercial use; and 


‘‘(2) such commercial use occurred at least 
1 year before the earlier of either— 


‘‘(A) the effective filing date of the claimed 
invention; or 


‘‘(B) the date on which the claimed inven-
tion was disclosed to the public in a manner 
that qualified for the exception from prior 
art under section 102(b). 


‘‘(b) BURDEN OF PROOF.—A person asserting 
a defense under this section shall have the 
burden of establishing the defense by clear 
and convincing evidence. 


‘‘(c) ADDITIONAL COMMERCIAL USES.— 
‘‘(1) PREMARKETING REGULATORY REVIEW.— 


Subject matter for which commercial mar-
keting or use is subject to a premarketing 
regulatory review period during which the 
safety or efficacy of the subject matter is es-
tablished, including any period specified in 
section 156(g), shall be deemed to be commer-
cially used for purposes of subsection (a)(1) 
during such regulatory review period. 


‘‘(2) NONPROFIT LABORATORY USE.—A use of 
subject matter by a nonprofit research lab-
oratory or other nonprofit entity, such as a 
university or hospital, for which the public 
is the intended beneficiary, shall be deemed 
to be a commercial use for purposes of sub-
section (a)(1), except that a defense under 
this section may be asserted pursuant to this 
paragraph only for continued and non-
commercial use by and in the laboratory or 
other nonprofit entity. 


‘‘(d) EXHAUSTION OF RIGHTS.—Notwith-
standing subsection (e)(1), the sale or other 
disposition of a useful end result by a person 
entitled to assert a defense under this sec-
tion in connection with a patent with re-
spect to that useful end result shall exhaust 
the patent owner’s rights under the patent to 
the extent that such rights would have been 
exhausted had such sale or other disposition 
been made by the patent owner. 


‘‘(e) LIMITATIONS AND EXCEPTIONS.— 
‘‘(1) PERSONAL DEFENSE.— 
‘‘(A) IN GENERAL.—A defense under this 


section may be asserted only by the person 
who performed or directed the performance 
of the commercial use described in sub-
section (a), or by an entity that controls, is 
controlled by, or is under common control 
with such person. 


‘‘(B) TRANSFER OF RIGHT.—Except for any 
transfer to the patent owner, the right to as-
sert a defense under this section shall not be 
licensed or assigned or transferred to an-
other person except as an ancillary and sub-
ordinate part of a good-faith assignment or 
transfer for other reasons of the entire enter-
prise or line of business to which the defense 
relates. 


‘‘(C) RESTRICTION ON SITES.—A defense 
under this section, when acquired by a per-
son as part of an assignment or transfer de-
scribed in subparagraph (B), may only be as-
serted for uses at sites where the subject 
matter that would otherwise infringe a 
claimed invention is in use before the later 
of the effective filing date of the claimed in-
vention or the date of the assignment or 
transfer of such enterprise or line of busi-
ness. 


‘‘(2) DERIVATION.—A person may not assert 
a defense under this section if the subject 
matter on which the defense is based was de-
rived from the patentee or persons in privity 
with the patentee. 


‘‘(3) NOT A GENERAL LICENSE.—The defense 
asserted by a person under this section is not 
a general license under all claims of the pat-
ent at issue, but extends only to the specific 
subject matter for which it has been estab-
lished that a commercial use that qualifies 
under this section occurred, except that the 
defense shall also extend to variations in the 
quantity or volume of use of the claimed 
subject matter, and to improvements in the 
claimed subject matter that do not infringe 
additional specifically claimed subject mat-
ter of the patent. 


‘‘(4) ABANDONMENT OF USE.—A person who 
has abandoned commercial use (that quali-
fies under this section) of subject matter 
may not rely on activities performed before 
the date of such abandonment in estab-
lishing a defense under this section with re-
spect to actions taken on or after the date of 
such abandonment. 


‘‘(5) UNIVERSITY EXCEPTION.— 
‘‘(A) IN GENERAL.—A person commercially 


using subject matter to which subsection (a) 
applies may not assert a defense under this 
section if the claimed invention with respect 
to which the defense is asserted was, at the 
time the invention was made, owned or sub-
ject to an obligation of assignment to either 
an institution of higher education (as defined 
in section 101(a) of the Higher Education Act 
of 1965 (20 U.S.C. 1001(a)), or a technology 
transfer organization whose primary purpose 
is to facilitate the commercialization of 
technologies developed by one or more such 
institutions of higher education. 


‘‘(B) EXCEPTION.—Subparagraph (A) shall 
not apply if any of the activities required to 
reduce to practice the subject matter of the 
claimed invention could not have been un-
dertaken using funds provided by the Federal 
Government. 


‘‘(f) UNREASONABLE ASSERTION OF DE-
FENSE.—If the defense under this section is 
pleaded by a person who is found to infringe 
the patent and who subsequently fails to 
demonstrate a reasonable basis for asserting 
the defense, the court shall find the case ex-
ceptional for the purpose of awarding attor-
ney fees under section 285. 


‘‘(g) INVALIDITY.—A patent shall not be 
deemed to be invalid under section 102 or 103 
solely because a defense is raised or estab-
lished under this section.’’. 


(b) CONFORMING AMENDMENT.—The item re-
lating to section 273 in the table of sections 
for chapter 28 of title 35, United States Code, 
is amended to read as follows: 
‘‘273. Defense to infringement based on prior 


commercial use.’’. 
(c) EFFECTIVE DATE.—The amendments 


made by this section shall apply to any pat-
ent issued on or after the date of the enact-
ment of this Act. 


Page 41, line 5, strike ‘‘1 year’’ and insert 
‘‘9 months’’. 


Page 42, line 22, strike ‘‘commence’’ and in-
sert ‘‘be instituted’’. 


Page 43, line 24, and page 44, line 1, strike 
‘‘petitioner, real party in interest, or privy 
of the petitioner’’ and insert ‘‘petitioner or 
real party in interest’’. 


Page 44, lines 3 and 4, strike ‘‘petitioner, 
real party in interest, or privy of the peti-
tioner’’ and insert ‘‘petitioner or real party 
in interest’’. 


Page 44, lines 13 and 14, strike ‘‘petitioner, 
real party in interest, or privy of the peti-
tioner’’ and insert ‘‘petitioner or real party 
in interest’’. 


Page 44, lines 16 and 17, strike ‘‘petitioner, 
real party in interest, or privy of the peti-
tioner’’ and insert ‘‘petitioner or real party 
in interest’’. 


Page 52, line 10, strike ‘‘AMENDED OR NEW 
CLAIM’’ and insert ‘‘INTERVENING RIGHTS’’. 


Page 54, insert the following after line 10: 
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(3) TRANSITION.— 
(A) IN GENERAL.—Chapter 31 of title 35, 


United States Code, is amended— 
(i) in section 312— 
(I) in subsection (a)— 
(aa) in the first sentence, by striking ‘‘a 


substantial new question of patentability af-
fecting any claim of the patent concerned is 
raised by the request,’’ and inserting ‘‘the in-
formation presented in the request shows 
that there is a reasonable likelihood that the 
requester would prevail with respect to at 
least 1 of the claims challenged in the re-
quest,’’; and 


(bb) in the second sentence, by striking 
‘‘The existence of a substantial new question 
of patentability’’ and inserting ‘‘A showing 
that there is a reasonable likelihood that the 
requester would prevail with respect to at 
least 1 of the claims challenged in the re-
quest’’; and 


(II) in subsection (c), in the second sen-
tence, by striking ‘‘no substantial new ques-
tion of patentability has been raised,’’ and 
inserting ‘‘the showing required by sub-
section (a) has not been made,’’; and 


(ii) in section 313, by striking ‘‘a substan-
tial new question of patentability affecting a 
claim of the patent is raised’’ and inserting 
‘‘it has been shown that there is a reasonable 
likelihood that the requester would prevail 
with respect to at least 1 of the claims chal-
lenged in the request’’. 


(B) APPLICATION.—The amendments made 
by this paragraph— 


(i) shall take effect on the date of the en-
actment of this Act; and 


(ii) shall apply to requests for inter partes 
reexamination that are filed on or after such 
date of enactment, but before the effective 
date set forth in paragraph (2)(A) of this sub-
section. 


(C) CONTINUED APPLICABILITY OF PRIOR PRO-
VISIONS.—The provisions of chapter 31 of title 
35, United States Code, as amended by this 
paragraph, shall continue to apply to re-
quests for inter partes reexamination that 
are filed before the effective date set forth in 
paragraph (2)(A) as if subsection (a) had not 
been enacted. 


Page 54, line 17, strike ‘‘patent owner’’ and 
insert ‘‘owner of a patent’’. 


Page 54, line 18, strike ‘‘of a’’ and insert 
‘‘of the’’. 


Page 55, line 10, strike ‘‘1 year’’ and insert 
‘‘9 months’’. 


Page 57, line 3, strike ‘‘commence’’ and in-
sert ‘‘be instituted’’. 


Page 57, line 25, strike ‘‘The’’ and all that 
follows through ‘‘public.’’ on page 58, line 1. 


Page 58, lines 11 and 12, strike ‘‘petitioner, 
real party in interest, or privy of the peti-
tioner’’ and insert ‘‘petitioner or real party 
in interest’’. 


Page 58, lines 15 and 16, strike ‘‘petitioner, 
real party in interest, or privy of the peti-
tioner’’ and insert ‘‘petitioner or real party 
in interest’’. 


Page 58, line 25 and page 59, line 1, strike 
‘‘petitioner, real party in interest, or privy 
of the petitioner’’ and insert ‘‘petitioner or 
real party in interest’’. 


Page 59, lines 3 and 4, strike ‘‘petitioner, 
real party in interest, or privy of the peti-
tioner’’ and insert ‘‘petitioner or real party 
in interest’’. 


Page 63, line 15, strike ‘‘and’’. 
Page 63, line 23, strike the period and in-


sert ‘‘; and’’. 
Page 63, insert the following after line 23: 
‘‘(12) providing the petitioner with at least 


1 opportunity to file written comments with-
in a time period established by the Direc-
tor.’’. 


Page 66, line 24, strike ‘‘AMENDED OR NEW 
CLAIM’’ and insert ‘‘INTERVENING RIGHTS’’. 


Page 68, line 10, strike ‘‘to any patent that 
is’’ and insert ‘‘only to patents’’. 


Page 78, insert the following after line 1 
and redesignate the succeeding subsection 
accordingly: 


(d) CONFORMING AMENDMENTS.— 
(1) ATOMIC ENERGY ACT OF 1954.—Section 152 


of the Atomic Energy Act of 1954 (42 U.S.C. 
2182) is amended in the third undesignated 
paragraph— 


(A) by striking ‘‘Board of Patent Appeals 
and Interferences’’ each place it appears and 
inserting ‘‘Patent Trial and Appeal Board’’; 
and 


(B) by inserting ‘‘and derivation’’ after 
‘‘established for interference’’. 


(2) TITLE 51.—Section 20135 of title 51, 
United States Code, is amended— 


(A) in subsections (e) and (f), by striking 
‘‘Board of Patent Appeals and Interferences’’ 
each place it appears and inserting ‘‘Patent 
Trial and Appeal Board’’; and 


(B) in subsection (e), by inserting ‘‘and der-
ivation’’ after ‘‘established for interference’’. 


Page 86, lines 11 and 12, strike ‘‘examina-
tion fee for the application’’ and insert ‘‘ap-
plicable fee’’. 


Page 86, line 15, insert ‘‘most recently’’ 
after ‘‘as’’. 


Page 86, line 22, strike ‘‘examination fee 
for the application’’ and insert ‘‘applicable 
fee’’. 


Page 87, line 1, insert ‘‘most recently’’ 
after ‘‘as’’. 


Page 87, strike line 18 and all that follows 
through page 88, line 8, and insert the fol-
lowing: 


‘‘(d) INSTITUTIONS OF HIGHER EDUCATION.— 
For purposes of this section, a micro entity 
shall include an applicant who certifies 
that— 


‘‘(1) the applicant’s employer, from which 
the applicant obtains the majority of the ap-
plicant’s income, is an institution of higher 
education as defined in section 101(a) of the 
Higher Education Act of 1965 (20 U.S.C. 
1001(a)); or 


‘‘(2) the applicant has assigned, granted, 
conveyed, or is under an obligation by con-
tract or law, to assign, grant, or convey, a li-
cense or other ownership interest in the par-
ticular applications to such an institution of 
higher education. 


Page 88, line 9, strike ‘‘(2) DIRECTOR’S AU-
THORITY.—The Director’’ and insert ‘‘(e) DI-
RECTOR’S AUTHORITY.—In addition to the lim-
its imposed by this section, the Director’’. 


Page 88, move the text of lines 9 through 21 
2 ems to the left. 


Page 88, line 12, strike ‘‘subsection’’ and 
insert ‘‘section’’. 


Page 88, line 18, strike ‘‘paragraph’’ and in-
sert ‘‘subsection’’. 


Page 89, line 2, strike ‘‘a fee’’ and insert 
‘‘an additional fee’’. 


Page 89, line 17, strike ‘‘This’’ and insert 
‘‘Except as provided in subsection (h), this’’. 


Page 89, line 22, strike ‘‘6-year’’ and insert 
‘‘7-year’’. 


Page 89, add the following after line 23: 
(3) PRIOR REGULATIONS NOT AFFECTED.—The 


termination of authority under this sub-
section shall not affect any regulations 
issued under this section before the effective 
date of such termination or any rulemaking 
proceeding for the issuance of regulations 
under this section that is pending on such 
date. 


Page 96, line 15, strike ‘‘either’’ and all 
that follows through ‘‘patent’’ on line 19 and 
inserting ‘‘by Office personnel’’. 


Page 98, strike lines 3 through 14. 
Page 102, insert the following after line 7 


and redesignate the succeeding subsection 
accordingly: 


(i) APPROPRIATION ACCOUNT TRANSITION 
FEES.— 


(1) SURCHARGE.— 
(A) IN GENERAL.—There shall be a sur-


charge of 15 percent, rounded by standard 


arithmetic rules, on all fees charged or au-
thorized by subsections (a), (b), and (d)(1) of 
section 41, and section 132(b), of title 35, 
United States Code. Any surcharge imposed 
under this subsection is, and shall be con-
strued to be, separate from and in addition 
to any other surcharge imposed under this 
Act or any other provision of law. 


(B) DEPOSIT OF AMOUNTS.—Amounts col-
lected pursuant to the surcharge imposed 
under subparagraph (A) shall be credited to 
the United States Patent and Trademark Ap-
propriation Account, shall remain available 
until expended, and may be used only for the 
purposes specified in section 42(c)(3)(A) of 
title 35, United States Code. 


(2) EFFECTIVE DATE AND TERMINATION OF 
SURCHARGE.—The surcharge provided for in 
paragraph (1)— 


(A) shall take effect on the date that is 10 
days after the date of the enactment of this 
Act; and 


(B) shall terminate, with respect to a fee to 
which paragraph (1)(A) applies, on the effec-
tive date of the setting or adjustment of that 
fee pursuant to the exercise of the authority 
under section 10 for the first time with re-
spect to that fee. 


Page 102, strike lines 1 through 7 and insert 
the following: 


(h) PRIORITIZED EXAMINATION FEE.— 
(1) IN GENERAL.— 
(A) FEE.— 
(i) PRIORITIZED EXAMINATION FEE.—A fee of 


$4,800 shall be established for filing a re-
quest, pursuant to section 2(b)(2)(G) of title 
35, United States Code, for prioritized exam-
ination of a nonprovisional application for 
an original utility or plant patent. 


(ii) ADDITIONAL FEES.—In addition to the 
prioritized examination fee under clause (i), 
the fees due on an application for which 
prioritized examination is being sought are 
the filing, search, and examination fees (in-
cluding any applicable excess claims and ap-
plication size fees), processing fee, and publi-
cation fee for that application. 


(B) REGULATIONS; LIMITATIONS.— 
(i) REGULATIONS.—The Director may by 


regulation prescribe conditions for accept-
ance of a request under subparagraph (A) and 
a limit on the number of filings for 
prioritized examination that may be accept-
ed. 


(ii) LIMITATION ON CLAIMS.— Until regula-
tions are prescribed under clause (i), no ap-
plication for which prioritized examination 
is requested may contain or be amended to 
contain more than 4 independent claims or 
more than 30 total claims. 


(iii) LIMITATION ON TOTAL NUMBER OF RE-
QUESTS.—The Director may not accept in any 
fiscal year more than 10,000 requests for 
prioritization until regulations are pre-
scribed under this subparagraph setting an-
other limit. 


(2) REDUCTION IN FEES FOR SMALL ENTI-
TIES.—The Director shall reduce fees for pro-
viding prioritized examination of nonprovi-
sional applications for original utility and 
plant patents by 50 percent for small entities 
that qualify for reduced fees under section 
41(h)(1) of title 35, United States Code. 


(3) DEPOSIT OF FEES.—All fees paid under 
this subsection shall be credited to the 
United States Patent and Trademark Office 
Appropriation Account, shall remain avail-
able until expended, and may be used only 
for the purposes specified in section 
42(c)(3)(A) of title 35, United States Code. 


(4) EFFECTIVE DATE AND TERMINATION.— 
(A) EFFECTIVE DATE.—This subsection shall 


take effect on the date that is 10 days after 
the date of the enactment of this Act. 


(B) TERMINATION.—The fee imposed under 
paragraph (1)(A)(i), and the reduced fee 
under paragraph (2), shall terminate on the 
effective date of the setting or adjustment of 
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the fee under paragraph (1)(A)(i) pursuant to 
the exercise of the authority under section 10 
for the first time with respect to that fee. 


Page 102, lines 8 and 9, strike ‘‘Except as 
provided in subsection (h),’’ and insert ‘‘Ex-
cept as otherwise provided in this section,’’. 


Page 105, strike lines 1 through 11. 
Page 105, add the following after line 25 


and redesignate the succeeding subsection 
accordingly: 


‘‘(e) FRAUD.—If the Director becomes 
aware, during the course of a supplemental 
examination or reexamination proceeding 
ordered under this section, that a material 
fraud on the Office may have been com-
mitted in connection with the patent that is 
the subject of the supplemental examina-
tion, then in addition to any other actions 
the Director is authorized to take, including 
the cancellation of any claims found to be 
invalid under section 307 as a result of a re-
examination ordered under this section, the 
Director shall also refer the matter to the 
Attorney General for such further action as 
the Attorney General may deem appropriate. 
Any such referral shall be treated as con-
fidential, shall not be included in the file of 
the patent, and shall not be disclosed to the 
public unless the United States charges a 
person with a criminal offense in connection 
with such referral. 


Page 111, strike lines 13 through 24 and in-
sert the following: 


‘‘(c) The marking of a product, in a manner 
described in subsection (a), with matter re-
lating to a patent that covered that product 
but has expired is not a violation of this sec-
tion.’’. 


Page 112, line 2, strike ‘‘any case that is’’ 
and insert ‘‘all cases, without exception, 
that are’’. 


Page 113, line 13, insert ‘‘or privy’’ after 
‘‘interest’’. 


Page 114, lines 15 and 16, strike ‘‘The peti-
tioner in a transitional proceeding,’’ and in-
sert the following: ‘‘The petitioner in a tran-
sitional proceeding that results in a final 
written decision under section 328(a) of title 
35, United States Code, with respect to a 
claim in a covered business method patent,’’. 


Page 114, line 22, strike ‘‘a claim in a pat-
ent’’ and insert ‘‘the claim’’. 


Page 114, lines 23-25, strike ‘‘a transitional 
proceeding that resulted in a final decision’’ 
and insert ‘‘that transitional proceeding’’. 


Page 115, line 18, strike ‘‘10-’’ and insert ‘‘8- 
’’. 


Page 120, strike line 17 and all that follows 
through the matter following line 10 on page 
121 and redesignate succeeding subsections 
accordingly. 


Page 121, line 17, strike ‘‘In any’’ and insert 
‘‘With respect to any’’. 


Page 121, line 22, insert ‘‘, or have their ac-
tions consolidated for trial,’’ after ‘‘defend-
ants’’. 


Page 122, line 9, strike ‘‘or trial’’. 
Page 122, line 10, insert ‘‘, or have their ac-


tions consolidated for trial,’’ after ‘‘defend-
ants’’. 


Page 122, line 11, strike the quotation 
marks and second period. 


Page 122, insert the following after line 11: 
‘‘(c) WAIVER.—A party that is an accused 


infringer may waive the limitations set forth 
in this section with respect to that party.’’. 


Page 126, line 13, strike ‘‘patent,’’ and all 
that follows through the first appearance of 
‘‘and’’ on line 17 and insert ‘‘a patent,’’. 


Page 128, insert the following after line 23 
and redesignate the succeeding subsection 
accordingly: 


(k) ADDITIONAL TECHNICAL AMENDMENTS.— 
Sections 155 and 155A of title 35, United 
States Code, and the items relating to those 
sections in the table of sections for chapter 
14 of such title, are repealed. 


Page 130, strike line 3 and all that follows 
through page 134, line 17, and insert the fol-
lowing: 


SEC. 22. PATENT AND TRADEMARK OFFICE FUND-
ING. 


(a) IN GENERAL.—Section 42(c) of title 35, 
United States Code, is amended— 


(1) by striking ‘‘(c)’’ and inserting ‘‘(c)(1)’’; 
(2) in the first sentence, by striking ‘‘shall 


be available’’ and inserting ‘‘shall, subject to 
paragraph (3), be available’’; 


(3) by striking the second sentence; and 
(4) by adding at the end the following: 
‘‘(2) There is established in the Treasury a 


Patent and Trademark Fee Reserve Fund. If 
fee collections by the Patent and Trademark 
Office for a fiscal year exceed the amount ap-
propriated to the Office for that fiscal year, 
fees collected in excess of the appropriated 
amount shall be deposited in the Patent and 
Trademark Fee Reserve Fund. To the extent 
and in the amounts provided in appropria-
tions Acts, amounts in the Fund shall be 
made available until expended only for obli-
gation and expenditure by the Office in ac-
cordance with paragraph (3). 


‘‘(3)(A) Any fees that are collected under 
sections 41, 42, and 376, and any surcharges 
on such fees, may only be used for expenses 
of the Office relating to the processing of 
patent applications and for other activities, 
services, and materials relating to patents 
and to cover a share of the administrative 
costs of the Office relating to patents. 


‘‘(B) Any fees that are collected under sec-
tion 31 of the Trademark Act of 1946, and any 
surcharges on such fees, may only be used 
for expenses of the Office relating to the 
processing of trademark registrations and 
for other activities, services, and materials 
relating to trademarks and to cover a share 
of the administrative costs of the Office re-
lating to trademarks.’’. 


(b) EFFECTIVE DATE.—The amendments 
made by this section shall take effect on Oc-
tober 1, 2011. 


Page 137, strike lines 1 through 7 and redes-
ignate the succeeding sections (and conform 
the table of contents) accordingly. 


Page 137, lines 8 and 9, strike ‘‘TECH-
NOLOGIES IMPORTANT TO AMERICAN 
COMPETITIVENESS’’ and insert ‘‘IMPOR-
TANT TECHNOLOGIES’’ (and conform the 
table of contents accordingly). 


Page 138, strike lines 1 through 21 and re-
designate succeeding sections (and conform 
the table of contents) accordingly. 


Page 139, insert the following after line 12 
and redesignate the succeeding sections (and 
conform the table of contents) accordingly: 
SEC. 27. STUDY ON GENETIC TESTING. 


(a) IN GENERAL.—The Director shall con-
duct a study on effective ways to provide 
independent, confirming genetic diagnostic 
test activity where gene patents and exclu-
sive licensing for primary genetic diagnostic 
tests exist. 


(b) ITEMS INCLUDED IN STUDY.—The study 
shall include an examination of at least the 
following: 


(1) The impact that the current lack of 
independent second opinion testing has had 
on the ability to provide the highest level of 
medical care to patients and recipients of ge-
netic diagnostic testing, and on inhibiting 
innovation to existing testing and diagnoses. 


(2) The effect that providing independent 
second opinion genetic diagnostic testing 
would have on the existing patent and li-
cense holders of an exclusive genetic test. 


(3) The impact that current exclusive li-
censing and patents on genetic testing activ-
ity has on the practice of medicine, includ-
ing but not limited to: the interpretation of 
testing results and performance of testing 
procedures. 


(4) The role that cost and insurance cov-
erage have on access to and provision of ge-
netic diagnostic tests. 


(c) CONFIRMING GENETIC DIAGNOSTIC TEST 
ACTIVITY DEFINED.—For purposes of this sec-


tion, the term ‘‘confirming genetic diag-
nostic test activity’’ means the performance 
of a genetic diagnostic test, by a genetic di-
agnostic test provider, on an individual sole-
ly for the purpose of providing the individual 
with an independent confirmation of results 
obtained from another test provider’s prior 
performance of the test on the individual. 


(d) REPORT.—Not later than 9 months after 
the date of enactment of this Act, the Direc-
tor shall report to the Committee on the Ju-
diciary of the Senate and the Committee on 
the Judiciary of the House of Representa-
tives on the findings of the study and provide 
recommendations for establishing the avail-
ability of such independent confirming ge-
netic diagnostic test activity. 
SEC. 28. PATENT OMBUDSMAN PROGRAM FOR 


SMALL BUSINESS CONCERNS. 
Using available resources, the Director 


shall establish and maintain in the Office a 
Patent Ombudsman Program. The duties of 
the Program’s staff shall include providing 
support and services relating to patent fil-
ings to small business concerns and inde-
pendent inventors. 


Page 139, insert the following after line 20 
and redesignate the succeeding sections (and 
conform the table of contents) accordingly: 
SEC. 30. LIMITATION ON ISSUANCE OF PATENTS. 


(a) LIMITATION.—Notwithstanding any 
other provision of law, no patent may issue 
on a claim directed to or encompassing a 
human organism. 


(b) EFFECTIVE DATE.— 
(1) IN GENERAL.—Subsection (a) shall apply 


to any application for patent that is pending 
on, or filed on or after, the date of the enact-
ment of this Act. 


(2) PRIOR APPLICATIONS.—Subsection (a) 
shall not affect the validity of any patent 
issued on an application to which paragraph 
(1) does not apply. 
SEC. 31. STUDY OF PATENT LITIGATION. 


(a) GAO STUDY.—The Comptroller General 
of the United States shall conduct a study of 
the consequences of litigation by non-prac-
ticing entities, or by patent assertion enti-
ties, related to patent claims made under 
title 35, United States Code, and regulations 
authorized by that title. 


(b) CONTENTS OF STUDY.—The study con-
ducted under this section shall include the 
following: 


(1) The annual volume of litigation de-
scribed in subsection (a) over the 20-year pe-
riod ending on the date of the enactment of 
this Act. 


(2) The volume of cases comprising such 
litigation that are found to be without merit 
after judicial review. 


(3) The impacts of such litigation on the 
time required to resolve patent claims. 


(4) The estimated costs, including the esti-
mated cost of defense, associated with such 
litigation for patent holders, patent 
licensors, patent licensees, and inventors, 
and for users of alternate or competing inno-
vations. 


(5) The economic impact of such litigation 
on the economy of the United States, includ-
ing the impact on inventors, job creation, 
employers, employees, and consumers. 


(6) The benefit to commerce, if any, sup-
plied by non-practicing entities or patent as-
sertion entities that prosecute such litiga-
tion. 


(c) REPORT TO CONGRESS.—The Comptroller 
General shall, not later than the date that is 
1 year after the date of the enactment of this 
Act, submit to the Committee on the Judici-
ary of the House of Representatives and the 
Committee on the Judiciary of the Senate a 
report on the results of the study required 
under this section, including recommenda-
tions for any changes to laws and regula-
tions that will minimize any negative im-
pact of patent litigation that was the subject 
of such study. 
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The Acting CHAIR. Pursuant to 


House Resolution 316, the gentleman 
from Texas (Mr. SMITH) and a Member 
opposed each will control 5 minutes. 


The Chair recognizes the gentleman 
from Texas. 


Mr. SMITH of Texas. I yield myself 
such time as I may consume. 


Madam Chair, the manager’s amend-
ment consists of numerous technical 
edits and other improvements to the 
bill. Some of the highlights include the 
following provisions: 


Expansion and clarification of prior- 
user rights under section 273 of the 
Patent Act. 


Institutions of higher education qual-
ify for ‘‘micro-entity’’ status when 
paying fees. In other words, an inven-
tor who works for a university or who 
assigns or conveys an invention to a 
university qualifies for lower micro-en-
tity fee status. 


Consolidation of numerous PTO re-
porting requirements. 


Inclusion of ‘‘Weldon amendment’’ 
language that forbids the patenting of 
inventions ‘‘directed to or encom-
passing a human organism.’’ This lan-
guage has been part of the CJS appro-
priations legislation for years. It’s di-
rected as preventing the PTO from ap-
proving inventions related to human 
cloning. 


And deletion of a provision that pro-
vides special treatment to one com-
pany that wants to get additional pat-
ent term protection from the PTO. 


These and other changes in the man-
ager’s amendment smooth out a few 
rough edges and improve the overall 
bill. 


I reserve the balance of my time. 
Mr. WATT. Madam Chair, I rise in 


opposition to the amendment. 
The Acting CHAIR. The gentleman 


from North Carolina is recognized for 5 
minutes. 


Mr. WATT. I yield 2 minutes to the 
gentleman from Wisconsin (Mr. SEN-
SENBRENNER). 


Mr. SENSENBRENNER. Madam 
Chair, this manager’s amendment is 
substantive. It contains provisions that 
should not be buried in a manager’s 
amendment, and it should be defeated. 


First of all, it does maintain the fee 
diversion. It maintains the fee diver-
sion because of an alleged lock box. 
We’ve heard about this before, and I 
have in my hand the CONGRESSIONAL 
RECORD of June 23, 2000, where the 
chairman, at the time, of the State, 
Justice, Commerce Subcommittee stat-
ed that the fees that are generated by 
the Patent Office are not to be used by 
any other agency or any other purpose. 
They remain in that account to be used 
in succeeding years. We are not siphon-
ing off Patent Office fees for other ex-
penditures. 


Well, guess what? It happened. And 
it’s happened in the last 10 to 12 years 
to the tune of $1 billion. And this is ex-
actly the same promise that they’re 
making now. Fool us once, shame on 
them. Fool us twice, shame on us. 


Now, this change relative to the re-
ported bill to what is in the manager’s 


amendment is the thing that is subject 
to the waiver of CutGo to the tune of 
$717 million over the next 5 years. The 
proponents of this amendment say this 
is a mere technical waiver of CutGo. 


b 2110 


$717 million is no mere technical 
waiver of CutGo. 


If you believe in CutGo, you’ve got to 
vote down the manager’s amendment 
where this change was protected by the 
waiver granted for the Rules Com-
mittee. The amendment is substantive, 
it ought to be defeated. 


Mr. SMITH of Texas. Madam Chair, I 
continue to reserve the balance of my 
time. 


Mr. WATT. I yield myself the balance 
of my time. 


Let me first say I agree with Mr. 
SENSENBRENNER. The Rules Committee 
says that this is a technical amend-
ment, that it would make technical 
edits and a few necessary changes to 
more substantive issues. This is a very 
substantive manager’s amendment; 
there is no question about that. 


There are many good parts to this 
bill, and a broad coalition of people 
supported the bill which was reported 
out of committee. But the one and only 
necessary part of the bill is the ability 
to give the Patent and Trademark Of-
fice its full funding. That was the 
whole purpose for which we started off 
this process. 


This whole reform process was con-
ceived to address poor-quality patents 
and to reduce the backlog of patent ap-
plications, which now exceeds a 700,000 
backlog of patent applications. And the 
reason it exceeds 700,000 is because the 
Patent and Trademark Office has not 
had the money because their fees that 
they have been charging have been di-
verted to the general fund. Without a 
clear path to access its own collection 
of fees, the PTO cannot properly plan 
or implement the other changes in the 
bill and fulfill its primary function of 
reducing the backlog and examining 
patent applications. 


The compromise that this manager’s 
amendment proposes has been de-
scribed by a patent news blog as, it 
says, It’s still Lucy—that’s the appro-
priators—holding the football that it 
will never let Charlie Brown have. 
That’s really what we see here. 


This is a mirage, a promise that they 
are going to do something that, if they 
just did it in the bill the way we re-
ported the bill out of the committee, 
you wouldn’t need this subterfuge. 
There is no reason to be doing this. The 
Senate reported it out clean, no diver-
sion, 95–4 they voted it out of the Sen-
ate. 


I don’t even know why we’re here de-
bating this at this point. If we believe 
that the one primary purpose of patent 
reform is to deal with the fee diversion, 
then we need to deal with that first, 
and that’s exactly what we did in the 
Judiciary Committee. 


I don’t know why I’m here defending 
what we, on a broad, bipartisan basis, 


reported out of our committee. It 
ought to be the chairman of the com-
mittee that’s defending what we re-
ported out of the committee. Yet we 
are here, instead of defending what we 
reported out of the committee, the 
manager’s amendment waters it down 
and makes it ineffective, and that’s not 
what we should be doing here. 


Now they said they got these letters 
of support, but the letters came sup-
porting what came out of the com-
mittee, not the manager’s amendment. 
The manager’s amendment is going to 
destroy what came out of the com-
mittee. It is inconsistent with what 
came out of the committee. 


So we’ve got to defeat the manager’s 
amendment and go back to the bill 
that came out of the Judiciary Com-
mittee, and that’s what I’m advo-
cating. 


Mr. SMITH of Texas. I yield myself 
the balance of my time. 


Madam Chair, let me address some of 
the criticisms that have been made 
about the manager’s amendment. 
There are some who want to make 
more changes to the business method 
patent provision in the bill. This topic 
is the primary reason the Judiciary 
Committee launched patent reform 
back in 2005. 


In response to a number of poor-qual-
ity, business-method patents issued 
over the past decade, the bill creates a 
transitional program within PTO to 
evaluate these patents using the best 
prior art available. Bad patents will be 
weeded out, but good ones will become 
gold-plated based on their enhanced 
legal integrity. 


There are others who have sought 
changes to the prior art provisions in 
the First-Inventor-to-File section. The 
language in our bill which replicates 
that in the Senate version has drawn 
support from a large cross-range of in-
dustries and investors. 


Some colleagues have complained 
during this debate about the treatment 
of PTO funding in the manager’s 
amendment. The bill that the House 
Judiciary Committee reported would 
allow the PTO to keep all the revenue 
it raises without having to request 
funding through the normal appropria-
tions process. This is treated as manda-
tory spending and scored savings in ex-
cess of $700 million. 


Because of concerns raised by the Ap-
propriations Committee members, we 
worked with them to develop a com-
promise that eliminates fee diversion 
while permitting the appropriators to 
retain oversight through the tradi-
tional appropriations process. The 
manager’s amendment accomplishes 
this goal, but it means that the manda-
tory spending provisions of the revolv-
ing fund become discretionary spend-
ing under the reserved fund. Because 
this change is contrary to CutGo re-
quirements, we need a waiver for con-
sideration of H.R. 1249. 


I want to emphasize that the bill in-
cludes user fees paid by inventors and 
trademark filers to the PTO in return 
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for services. This isn’t the same thing 
as using tax revenue from the general 
treasury to fund the agency, so I am 
not sure that the CutGo rules even 
apply. 


Very importantly, there is no impact 
on the deficit. The manager’s amend-
ment is constitutionally sound, im-
proves the base text of the bill, and in-
corporates a funding agreement ap-
proved by the leadership to get this bill 
to the floor. It’s important to pass it 
and then move on to the other amend-
ments. 


I urge my colleagues to vote ‘‘aye’’ 
on the amendment. 


Mr. RYAN of Wisconsin. Madam 
Chair, I rise today to provide an expla-
nation of my support for a waiver of 
the Cut-go point of order on the Man-
ager’s Amendment to H.R. 1249, the 
America Invents Act. No matter how 
well-crafted a budget enforcement tool 
may be it can never be immune from 
all unintended consequences. 


There are two reasons I support this 
waiver. First, the violation arises from 
an anomaly associated with converting 
this program from discretionary to 
mandatory. Second, the Manager’s 
Amendment does not cause an increase 
in direct spending relative to current 
law. 


With respect to the first point, CB0 
currently records PTO fee collections 
on an annual basis with the enactment 
of the relevant appropriations bill. As a 
result, CBO shows no deficit impact 
from PTO for fiscal years after FY 2011 
if the funding and fee collections re-
main subject to the appropriations 
process—what we call ‘‘discretionary 
spending.’’ 


The reported bill would have pro-
vided permanent authority to the PTO 
to collect fees and spend the fee collec-
tions. We call spending that is provided 
through permanent law ‘‘mandatory 
spending.’’ CBO estimated this perma-
nent authority for FY 2012–2021 would 
reduce mandatory spending by $712 
million. The savings, however, are the 
result of CBO’s estimate that the agen-
cy will not be able to spend the fees as 
quickly as they are collected, not from 
spending reduction. 


This should be obvious because the 
whole rationale of this bill was to en-
sure the expenditure of all PTO fee col-
lections. If the reported bill was man-
dating that all PTO collections be 
spent, how can it produce budgetary 
savings? It doesn’t. The only savings 
are paper savings, resulting from an ac-
counting change and not an actual re-
duction in spending. 


The Cut-go rule was designed to pre-
vent the total amount of mandatory 
spending in the Federal Budget from 
increasing by requiring a cor-
responding spending reduction for any 
proposal to increase direct spending, 
and not offset with an increase in rev-
enue as was common practice under 
Pay-Go. 


Ironically, the Manager’s Amend-
ment would prevent a discretionary 
program from turning into mandatory 


spending, but because Cut-go is meas-
ured relative to the reported bill and 
not to the baseline, it triggers a Cut-go 
violation. Cut-go was not intended to 
favor mandatory spending over discre-
tionary spending. 


With respect to the second point, the 
Manager’s Amendment maintains the 
same basic fee and spending structure 
as the underlying legislation but keeps 
the program discretionary. CBO esti-
mates the bill, with the Manager’s 
Amendment, would decrease the deficit 
by $5 million over ten years, unrelated 
to the PTO classification. The Com-
mittee could have avoided a Cut-go 
point of order if it reported out a sepa-
rate bill that reflected the Manager’s 
Amendment. 


I do not take waiving budget points 
of order lightly, but in this case it is 
justified. 


Mr. SMITH of Texas. Madam Chair, I 
yield back the balance of my time. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tleman from Texas (Mr. SMITH). 


The question was taken; and the Act-
ing Chair announced that the noes ap-
peared to have it. 


Mr. SMITH of Texas. Madam Chair, I 
demand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Texas will be post-
poned. 


Mr. SMITH of Texas. Madam Chair, I 
move that the Committee do now rise. 


The motion was agreed to. 
Accordingly, the Committee rose; 


and the Speaker pro tempore (Mr. 
GOODLATTE) having assumed the chair, 
Ms. FOXX, Acting Chair of the Com-
mittee of the Whole House on the state 
of the Union, reported that that Com-
mittee, having had under consideration 
the bill (H.R. 1249) to amend title 35, 
United States Code, to provide for pat-
ent reform, had come to no resolution 
thereon. 


f 
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AMERICAN INVOLVEMENT IN 
LIBYA 


The SPEAKER pro tempore. Under 
the Speaker’s announced policy of Jan-
uary 5, 2011, the gentleman from Indi-
ana (Mr. BURTON) is recognized for half 
the time before 10 p.m. as the designee 
of the majority leader. 


Mr. BURTON of Indiana. Mr. Speak-
er, I am not going to take all of the 
time that is allocated for my Special 
Order tonight, but I did want to talk 
about the problem that we are facing 
in Libya right now. 


The President of the United States 
has the authority under the Constitu-
tion to be the Commander in Chief in 
the event that we have to go into a 
military conflict. What the President 
does not have the right to do is to take 
us into a military conflict without con-
sulting with the Congress of the United 
States, unless there is an imminent 


threat to the United States or an at-
tack on the United States. 


The Constitution is pretty clear on 
this subject. Unfortunately, during the 
Nixon administration there was some 
question about whether or not Presi-
dent Nixon exceeded his authority, so 
the Congress of the United States 
passed what was called the War Powers 
Act. The War Powers Act was designed 
to clarify very clearly for President 
Nixon and all future presidents the au-
thority granted them under the Con-
stitution in the event that there was to 
be a conflict. 


The President vetoed that bill be-
cause he thought it was an infringe-
ment. I am talking about President 
Nixon now. He vetoed that bill because 
he thought it was an infringement of 
the constitutional powers of the Presi-
dent. The Congress overwhelmingly 
overrode the President’s veto, and so 
the War Powers Act became law. 


Now, there has been a lot of question 
from some of my colleagues about the 
constitutionality of the War Powers 
Act. I have heard some of my friends in 
the other body say it is not constitu-
tional. I have heard friends of mine 
within the House of Representatives 
say that the War Powers Act is not 
constitutional. The fact of the matter 
is it has never been tested in court. It 
has never gone to the U.S. Supreme 
Court and, as a result, the War Powers 
Act is the law of the land. It is the law 
of the United States of America, and it 
is intended, as I said before, to clarify 
the constitutional powers of the Presi-
dent of the United States where war is 
concerned. 


Now, the President of the United 
States, Mr. Obama, decided that we 
ought to go into Libya for humani-
tarian purposes. There is nothing in 
the Constitution or the War Powers 
Act that gives him the authority to do 
that unless he has the express approval 
and support of the Congress of the 
United States. 


When President Bush was the Presi-
dent and he went into Iraq, he first 
consulted with the Congress. When he 
went into Afghanistan, he first con-
sulted with Congress. But President 
Obama said because of the time ele-
ments and the time concerns about the 
humanitarian problems in Libya, that 
he had to act expeditiously, and he did 
not have the time to consult with Con-
gress. 


Well, for 2 weeks or thereabouts he 
had time to consult with the French, 
the English, the United Nations, 
NATO, and the Arab league, but he did 
not have the time to come and talk to 
the Congress of the United States. So I 
think that was a red herring. I think 
the President did have the time, but he 
chose to move of his own volition into 
Libya and to put the United States in 
effect at war again. They say it is not 
a war, but it is a war. They said it was 
a NATO operation, but if you look at 
the facts, you find that the United 
States is carrying the vast amount of 
the burden of this war. 
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people move on to other topics; that we 
keep that straitjacket in place so we do 
those things that are, again, respon-
sible not only to this generation but 
future generations. 


Thirdly, I hope we figure out a way, 
through some type of amendment, to 
ensure that, on into the future, we 
have put something in place at the 
Federal level which causes us to be fis-
cally responsible in this country. All of 
us know what it means to have to 
make choices. All of us have house-
holds. Many of us have led cities and 
States. Many of us have had busi-
nesses. We all understand what hap-
pens in the real world, and it is some-
thing that certainly needs to happen 
here. That has been sorely lacking for 
a long time. 


So I thank the Chair for the time on 
the floor today, and I hope to talk 
about this many more times. I have 
been doing it, I assure you, throughout 
the State of Tennessee and in multiple 
forums in the Senate. 


I yield the floor, and I suggest the ab-
sence of a quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. CORKER. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Without objection, it is so or-
dered. 


Mr. CORKER. Mr. President, I had 
the opportunity to speak with you in 
the last several moments, and you had 
a couple questions about the CAP Act 
that I was just discussing on the floor. 
The Presiding Officer had some great 
questions about what it takes to over-
come the CAP Act, in the event we 
were able to pass it. 


It is just a 10-page bill. It is very elo-
quent. It doesn’t have a lot of 
‘‘whereases.’’ It is just a business docu-
ment that takes us from where we are 
to where we need to be. But, in essence, 
to override it, it would take a two- 
thirds vote. It would take two-thirds of 
the House and the Senate to actually 
override or get out of the straitjacket, 
if you will. There were previous bills, 
such as Gramm-Rudman and other 
types of bills that tried to keep Wash-
ington fiscally focused, and those bills 
required 60 votes. So this would be a 
higher threshold. 


So, yes, if there was some type of na-
tional emergency and we needed to 
move beyond this straitjacket for 1 
year or 6 months or something like 
that, a two-thirds vote could do that. I 
mean, 67 votes is a pretty tough thresh-
old, and hopefully it is the kind of 
threshold necessary to keep the kind of 
discipline in place that we need. 


So it is a 10-page bill. Again, it is 
very eloquent. I think it lays out a so-
lution for us that hopefully will be a 
part of anything we do over the next 
several months. 


I understand, after talking with the 
Presiding Officer over the last several 


days, while traveling to these various 
countries, that he, along with many of 
our other colleagues—I know I did my-
self—came here to solve problems, not 
to message. In a body such as this, it is 
tough to solve these kinds of problems, 
but the only way to do it is to offer a 
pragmatic solution. 


I know there are some people who are 
interested, sometimes, in messaging. I 
have tried to offer something that I 
think will take us from a place that is 
very much out of line in spending to a 
place that is more appropriate. 


I might also say I thought the Presi-
dent’s deficit reduction commission 
had some very good points as it relates 
to tax reform. I think all of us are 
aware of the $1.2 trillion in tax expend-
itures that exist. 


I was doing an event over the last 
several days, and a gentleman raised 
his hand and asked me: What do you 
mean by tax expenditures? Isn’t the 
money ours until we give it to the Fed-
eral Government? Why would you call 
it a tax expenditure? 


I think people realize in our Tax Code 
there are all kinds of exclusions and 
subsidies and favored companies and 
favored this and favored that. If we did 
away with all of those, there would be 
$1.2 trillion we could use to lower 
everybody’s rate, and we could make 
our Tax Code much more simple. The 
deficit reduction commission says we 
could take our corporate rates from 
where they are down to a level of about 
26 percent—somewhere between 23 and 
29 percent—and lower everybody’s 
rates individually. I think most Ameri-
cans, instead of filling out all these 
forms to see if they benefit from these 
various subsidies and credits, would 
much rather know that everybody is on 
the same playing field; that some fa-
vored company is not in a situation 
where they are more favored than an-
other; that everybody is on the same 
basis. 


I think there has been some good 
work done there. I hope we are able to 
take votes on that over the next sev-
eral months. But there is a very ele-
gant, pragmatic solution that has been 
offered that would go hand in hand 
with these types of measures and would 
cause us, over the next 10 years, to ex-
ercise the kind of fiscal discipline this 
country needs to confront what I think 
threatens our national security, cer-
tainly our economic security, even 
more than the things we saw on the 
ground in the Middle East last week. 


With that, I suggest the absence of a 
quorum. 


The ACTING PRESIDENT pro tem-
pore. The clerk will call the roll. 


The assistant legislative clerk pro-
ceeded to call the roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


Mr. VITTER. I object. 
The ACTING PRESIDENT pro tem-


pore. Objection is heard. 
The clerk will continue to call the 


roll. 


The assistant legislative clerk con-
tinued with the call of the roll. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The ACTING PRESIDENT pro tem-
pore. Is there an objection? 


Without objection, it is so ordered. 
f 


CONCLUSION OF MORNING 
BUSINESS 


The ACTING PRESIDENT pro tem-
pore. Morning business is closed. 


f 


PATENT REFORM ACT OF 2011 


The ACTING PRESIDENT pro tem-
pore. Under the previous order, the 
Senate will now proceed to the consid-
eration of S. 23, which the clerk will re-
port. 


The assistant legislative clerk read 
as follows: 


A bill (S. 23) to amend title 35, United 
States Code, to provide for patent reform. 


The Senate proceeded to consider the 
bill, which had been reported from the 
Committee on the Judiciary with 
amendments; as follows: 


(The parts of the bill intended to be strick-
en are shown in boldface brackets and the 
parts of the bill intended to be inserted are 
shown in italics.) 


Be it enacted by the Senate and House of Rep-
resentatives of the United States of America in 
Congress assembled, 
SECTION 1. SHORT TITLE; TABLE OF CONTENTS. 


(a) SHORT TITLE.—This Act may be cited as 
the ‘‘Patent Reform Act of 2011’’. 


(b) TABLE OF CONTENTS.—The table of con-
tents for this Act is as follows: 
Sec. 1. Short title; table of contents. 
Sec. 2. First inventor to file. 
Sec. 3. Inventor’s oath or declaration. 
Sec. 4. Damages. 
Sec. 5. Post-grant review proceedings. 
Sec. 6. Patent Trial and Appeal Board. 
Sec. 7. Preissuance submissions by third 


parties. 
Sec. 8. Venue. 
Sec. 9. Fee setting authority. 
Sec. 10. Supplemental examination. 
Sec. 11. Residency of Federal Circuit judges. 
Sec. 12. Micro entity defined. 
Sec. 13. Funding agreements. 
Sec. 14. Tax strategies deemed within the 


prior art. 
Sec. 15. Best mode requirement. 
Sec. 16. Technical amendments. 
Sec. 17. Clarification of jurisdiction. 
Sec. [17]18. Effective date; [rule of construc-


tion.] 
SEC. 2. FIRST INVENTOR TO FILE. 


(a) DEFINITIONS.—Section 100 of title 35, 
United States Code, is amended by adding at 
the end the following: 


‘‘(f) The term ‘inventor’ means the indi-
vidual or, if a joint invention, the individ-
uals collectively who invented or discovered 
the subject matter of the invention. 


‘‘(g) The terms ‘joint inventor’ and ‘co-
inventor’ mean any 1 of the individuals who 
invented or discovered the subject matter of 
a joint invention. 


‘‘(h) The term ‘joint research agreement’ 
means a written contract, grant, or coopera-
tive agreement entered into by 2 or more 
persons or entities for the performance of ex-
perimental, developmental, or research work 
in the field of the claimed invention. 


‘‘(i)(1) The term ‘effective filing date’ of a 
claimed invention in a patent or application 
for patent means— 
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‘‘(A) if subparagraph (B) does not apply, 


the actual filing date of the patent or the ap-
plication for the patent containing a claim 
to the invention; or 


‘‘(B) the filing date of the earliest applica-
tion for which the patent or application is 
entitled, as to such invention, to a right of 
priority under section 119, 365(a), or 365(b) or 
to the benefit of an earlier filing date under 
section 120, 121, or 365(c). 


‘‘(2) The effective filing date for a claimed 
invention in an application for reissue or re-
issued patent shall be determined by deem-
ing the claim to the invention to have been 
contained in the patent for which reissue 
was sought. 


‘‘(j) The term ‘claimed invention’ means 
the subject matter defined by a claim in a 
patent or an application for a patent.’’. 


(b) CONDITIONS FOR PATENTABILITY.— 
(1) IN GENERAL.—Section 102 of title 35, 


United States Code, is amended to read as 
follows: 
‘‘§ 102. Conditions for patentability; novelty 


‘‘(a) NOVELTY; PRIOR ART.—A person shall 
be entitled to a patent unless— 


‘‘(1) the claimed invention was patented, 
described in a printed publication, or in pub-
lic use, on sale, or otherwise available to the 
public before the effective filing date of the 
claimed invention; or 


‘‘(2) the claimed invention was described in 
a patent issued under section 151, or in an ap-
plication for patent published or deemed 
published under section 122(b), in which the 
patent or application, as the case may be, 
names another inventor and was effectively 
filed before the effective filing date of the 
claimed invention. 


‘‘(b) EXCEPTIONS.— 
‘‘(1) DISCLOSURES MADE 1 YEAR OR LESS BE-


FORE THE EFFECTIVE FILING DATE OF THE 
CLAIMED INVENTION.—A disclosure made 1 
year or less before the effective filing date of 
a claimed invention shall not be prior art to 
the claimed invention under subsection (a)(1) 
if— 


‘‘(A) the disclosure was made by the inven-
tor or joint inventor or by another who ob-
tained the subject matter disclosed directly 
or indirectly from the inventor or a joint in-
ventor; or 


‘‘(B) the subject matter disclosed had, be-
fore such disclosure, been publicly disclosed 
by the inventor or a joint inventor or an-
other who obtained the subject matter dis-
closed directly or indirectly from the inven-
tor or a joint inventor. 


‘‘(2) DISCLOSURES APPEARING IN APPLICA-
TIONS AND PATENTS.—A disclosure shall not 
be prior art to a claimed invention under 
subsection (a)(2) if— 


‘‘(A) the subject matter disclosed was ob-
tained directly or indirectly from the inven-
tor or a joint inventor; 


‘‘(B) the subject matter disclosed had, be-
fore such subject matter was effectively filed 
under subsection (a)(2), been publicly dis-
closed by the inventor or a joint inventor or 
another who obtained the subject matter dis-
closed directly or indirectly from the inven-
tor or a joint inventor; or 


‘‘(C) the subject matter disclosed and the 
claimed invention, not later than the effec-
tive filing date of the claimed invention, 
were owned by the same person or subject to 
an obligation of assignment to the same per-
son. 


‘‘(c) COMMON OWNERSHIP UNDER JOINT RE-
SEARCH AGREEMENTS.—Subject matter dis-
closed and a claimed invention shall be 
deemed to have been owned by the same per-
son or subject to an obligation of assignment 
to the same person in applying the provi-
sions of subsection (b)(2)(C) if— 


‘‘(1) the subject matter disclosed was de-
veloped and the claimed invention was made 


by, or on behalf of, 1 or more parties to a 
joint research agreement that was in effect 
on or before the effective filing date of the 
claimed invention; 


‘‘(2) the claimed invention was made as a 
result of activities undertaken within the 
scope of the joint research agreement; and 


‘‘(3) the application for patent for the 
claimed invention discloses or is amended to 
disclose the names of the parties to the joint 
research agreement. 


‘‘(d) PATENTS AND PUBLISHED APPLICATIONS 
EFFECTIVE AS PRIOR ART.—For purposes of 
determining whether a patent or application 
for patent is prior art to a claimed invention 
under subsection (a)(2), such patent or appli-
cation shall be considered to have been effec-
tively filed, with respect to any subject mat-
ter described in the patent or application— 


‘‘(1) if paragraph (2) does not apply, as of 
the actual filing date of the patent or the ap-
plication for patent; or 


‘‘(2) if the patent or application for patent 
is entitled to claim a right of priority under 
section 119, 365(a), or 365(b), or to claim the 
benefit of an earlier filing date under section 
120, 121, or 365(c), based upon 1 or more prior 
filed applications for patent, as of the filing 
date of the earliest such application that de-
scribes the subject matter.’’. 


(2) CONTINUITY OF INTENT UNDER THE CREATE 
ACT.—The enactment of section 102(c) of title 35, 
United States Code, under the preceding para-
graph is done with the same intent to promote 
joint research activities that was expressed, in-
cluding in the legislative history, through the 
enactment of the Cooperative Research and 
Technology Enhancement Act of 2004 (Public 
Law 108–453; the ‘‘CREATE Act’’), the amend-
ments of which are stricken by subsection (c). 
The United States Patent and Trademark Office 
shall administer section 102(c) of title 35, United 
States Code, in a manner consistent with the 
legislative history of the CREATE Act that was 
relevant to its administration by the United 
States Patent and Trademark Office. 


ø2¿(3) CONFORMING AMENDMENT.—The item 
relating to section 102 in the table of sec-
tions for chapter 10 of title 35, United States 
Code, is amended to read as follows: 
‘‘102. Conditions for patentability; novelty.’’. 


(c) CONDITIONS FOR PATENTABILITY; NON-
OBVIOUS SUBJECT MATTER.—Section 103 of 
title 35, United States Code, is amended to 
read as follows: 
‘‘§ 103. Conditions for patentability; non-


obvious subject matter 
‘‘A patent for a claimed invention may not 


be obtained, notwithstanding that the 
claimed invention is not identically dis-
closed as set forth in section 102, if the dif-
ferences between the claimed invention and 
the prior art are such that the claimed in-
vention as a whole would have been obvious 
before the effective filing date of the claimed 
invention to a person having ordinary skill 
in the art to which the claimed invention 
pertains. Patentability shall not be negated 
by the manner in which the invention was 
made.’’. 


(d) REPEAL OF REQUIREMENTS FOR INVEN-
TIONS MADE ABROAD.—Section 104 of title 35, 
United States Code, and the item relating to 
that section in the table of sections for chap-
ter 10 of title 35, United States Code, are re-
pealed. 


(e) REPEAL OF STATUTORY INVENTION REG-
ISTRATION.— 


(1) IN GENERAL.—Section 157 of title 35, 
United States Code, and the item relating to 
that section in the table of sections for chap-
ter 14 of title 35, United States Code, are re-
pealed. 


(2) REMOVAL OF CROSS REFERENCES.—Sec-
tion 111(b)(8) of title 35, United States Code, 
is amended by striking ‘‘sections 115, 131, 135, 
and 157’’ and inserting ‘‘sections 131 and 135’’. 


(3) EFFECTIVE DATE.—The amendments 
made by this subsection shall take effect 1 
year after the date of the enactment of this 
Act, and shall apply to any request for a 
statutory invention registration filed on or 
after that date. 


(f) EARLIER FILING DATE FOR INVENTOR AND 
JOINT INVENTOR.—Section 120 of title 35, 
United States Code, is amended by striking 
‘‘which is filed by an inventor or inventors 
named’’ and inserting ‘‘which names an in-
ventor or joint inventor’’. 


(g) CONFORMING AMENDMENTS.— 
(1) RIGHT OF PRIORITY.—Section 172 of title 


35, United States Code, is amended by strik-
ing ‘‘and the time specified in section 
102(d)’’. 


(2) LIMITATION ON REMEDIES.—Section 
287(c)(4) of title 35, United States Code, is 
amended by striking ‘‘the earliest effective 
filing date of which is prior to’’ and inserting 
‘‘which has an effective filing date before’’. 


(3) INTERNATIONAL APPLICATION DESIG-
NATING THE UNITED STATES: EFFECT.—Section 
363 of title 35, United States Code, is amend-
ed by striking ‘‘except as otherwise provided 
in section 102(e) of this title’’. 


(4) PUBLICATION OF INTERNATIONAL APPLICA-
TION: EFFECT.—Section 374 of title 35, United 
States Code, is amended by striking ‘‘sec-
tions 102(e) and 154(d)’’ and inserting ‘‘sec-
tion 154(d)’’. 


(5) PATENT ISSUED ON INTERNATIONAL APPLI-
CATION: EFFECT.—The second sentence of sec-
tion 375(a) of title 35, United States Code, is 
amended by striking ‘‘Subject to section 
102(e) of this title, such’’ and inserting 
‘‘Such’’. 


(6) LIMIT ON RIGHT OF PRIORITY.—Section 
119(a) of title 35, United States Code, is 
amended by striking ‘‘; but no patent shall 
be granted’’ and all that follows through 
‘‘one year prior to such filing’’. 


(7) INVENTIONS MADE WITH FEDERAL ASSIST-
ANCE.—Section 202(c) of title 35, United 
States Code, is amended— 


(A) in paragraph (2)— 
(i) by striking ‘‘publication, on sale, or 


public use,’’ and all that follows through 
‘‘obtained in the United States’’ and insert-
ing ‘‘the 1-year period referred to in section 
102(b) would end before the end of that 2-year 
period’’; and 


(ii) by striking ‘‘the statutory’’ and insert-
ing ‘‘that 1-year’’; and 


(B) in paragraph (3), by striking ‘‘any stat-
utory bar date that may occur under this 
title due to publication, on sale, or public 
use’’ and inserting ‘‘the expiration of the 1- 
year period referred to in section 102(b)’’. 


(h) DERIVED PATENTS.—Section 291 of title 
35, United States Code, is amended to read as 
follows: 
‘‘§ 291. Derived patents 


‘‘(a) IN GENERAL.—The owner of a patent 
may have relief by civil action against the 
owner of another patent that claims the 
same invention and has an earlier effective 
filing date if the invention claimed in such 
other patent was derived from the inventor 
of the invention claimed in the patent owned 
by the person seeking relief under this sec-
tion. 


‘‘(b) FILING LIMITATION.—An action under 
this section may only be filed within 1 year 
after the issuance of the first patent con-
taining a claim to the allegedly derived in-
vention and naming an individual alleged to 
have derived such invention as the inventor 
or joint inventor.’’. 


(i) DERIVATION PROCEEDINGS.—Section 135 
of title 35, United States Code, is amended to 
read as follows: 
‘‘§ 135. Derivation proceedings 


‘‘(a) INSTITUTION OF PROCEEDING.—An appli-
cant for patent may file a petition to insti-
tute a derivation proceeding in the Office. 
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The petition shall set forth with particu-
larity the basis for finding that an inventor 
named in an earlier application derived the 
claimed invention from an inventor named 
in the petitioner’s application and, without 
authorization, the earlier application claim-
ing such invention was filed. Any such peti-
tion may only be filed within 1 year after the 
first publication of a claim to an invention 
that is the same or substantially the same as 
the earlier application’s claim to the inven-
tion, shall be made under oath, and shall be 
supported by substantial evidence. Whenever 
the Director determines that a petition filed 
under this subsection demonstrates that the 
standards for instituting a derivation pro-
ceeding are met, the Director may institute 
a derivation proceeding. The determination 
by the Director whether to institute a deri-
vation proceeding shall be final and non-
appealable. 


‘‘(b) DETERMINATION BY PATENT TRIAL AND 
APPEAL BOARD.—In a derivation proceeding 
instituted under subsection (a), the Patent 
Trial and Appeal Board shall determine 
whether an inventor named in the earlier ap-
plication derived the claimed invention from 
an inventor named in the petitioner’s appli-
cation and, without authorization, the ear-
lier application claiming such invention was 
filed. The Director shall prescribe regula-
tions setting forth standards for the conduct 
of derivation proceedings. 


‘‘(c) DEFERRAL OF DECISION.—The Patent 
Trial and Appeal Board may defer action on 
a petition for a derivation proceeding until 3 
months after the date on which the Director 
issues a patent that includes the claimed in-
vention that is the subject of the petition. 
The Patent Trial and Appeal Board also may 
defer action on a petition for a derivation 
proceeding, or stay the proceeding after it 
has been instituted, until the termination of 
a proceeding under chapter 30, 31, or 32 in-
volving the patent of the earlier applicant. 


‘‘(d) EFFECT OF FINAL DECISION.—The final 
decision of the Patent Trial and Appeal 
Board, if adverse to claims in an application 
for patent, shall constitute the final refusal 
by the Office on those claims. The final deci-
sion of the Patent Trial and Appeal Board, if 
adverse to claims in a patent, shall, if no ap-
peal or other review of the decision has been 
or can be taken or had, constitute cancella-
tion of those claims, and notice of such can-
cellation shall be endorsed on copies of the 
patent distributed after such cancellation. 


‘‘(e) SETTLEMENT.—Parties to a proceeding 
instituted under subsection (a) may termi-
nate the proceeding by filing a written state-
ment reflecting the agreement of the parties 
as to the correct inventors of the claimed in-
vention in dispute. Unless the Patent Trial 
and Appeal Board finds the agreement to be 
inconsistent with the evidence of record, if 
any, it shall take action consistent with the 
agreement. Any written settlement or under-
standing of the parties shall be filed with the 
Director. At the request of a party to the 
proceeding, the agreement or understanding 
shall be treated as business confidential in-
formation, shall be kept separate from the 
file of the involved patents or applications, 
and shall be made available only to Govern-
ment agencies on written request, or to any 
person on a showing of good cause. 


‘‘(f) ARBITRATION.—Parties to a proceeding 
instituted under subsection (a) may, within 
such time as may be specified by the Direc-
tor by regulation, determine such contest or 
any aspect thereof by arbitration. Such arbi-
tration shall be governed by the provisions 
of title 9, to the extent such title is not in-
consistent with this section. The parties 
shall give notice of any arbitration award to 
the Director, and such award shall, as be-
tween the parties to the arbitration, be dis-
positive of the issues to which it relates. The 


arbitration award shall be unenforceable 
until such notice is given. Nothing in this 
subsection shall preclude the Director from 
determining the patentability of the claimed 
inventions involved in the proceeding.’’. 


(j) ELIMINATION OF REFERENCES TO INTER-
FERENCES.—(1) Sections 41, 134, 145, 146, 154, 
305, and 314 of title 35, United States Code, 
are each amended by striking ‘‘Board of Pat-
ent Appeals and Interferences’’ each place it 
appears and inserting ‘‘Patent Trial and Ap-
peal Board’’. 


(2)(A) Sections 146 and 154 of title 35, 
United States Code, are each amended— 


(i) by striking ‘‘an interference’’ each place 
it appears and inserting ‘‘a derivation pro-
ceeding’’; and 


(ii) by striking ‘‘interference’’ each addi-
tional place it appears and inserting ‘‘deriva-
tion proceeding’’. 


(B) The subparagraph heading for section 
154(b)(1)(C) of title 35, United States Code, as 
amended by this paragraph, is further 
amended by— 


(i) striking ‘‘OR’’ and inserting ‘‘OF’’; and 
(ii) striking ‘‘SECRECY ORDER’’ and insert-


ing ‘‘SECRECY ORDERS’’. 
(3) The section heading for section 134 of 


title 35, United States Code, is amended to 
read as follows: 
‘‘§ 134. Appeal to the Patent Trial and Appeal 


Board’’. 
(4) The section heading for section 146 of 


title 35, United States Code, is amended to 
read as follows: 
‘‘§ 146. Civil action in case of derivation pro-


ceeding’’. 
(5) Section 154(b)(1)(C) of title 35, United 


States Code, is amended by striking ‘‘INTER-
FERENCES’’ and inserting ‘‘DERIVATION PRO-
CEEDINGS’’. 


(6) The item relating to section 6 in the 
table of sections for chapter 1 of title 35, 
United States Code, is amended to read as 
follows: 
‘‘6. Patent Trial and Appeal Board.’’. 


(7) The items relating to sections 134 and 
135 in the table of sections for chapter 12 of 
title 35, United States Code, are amended to 
read as follows: 
‘‘134. Appeal to the Patent Trial and Appeal 


Board. 
‘‘135. Derivation proceedings.’’. 


(8) The item relating to section 146 in the 
table of sections for chapter 13 of title 35, 
United States Code, is amended to read as 
follows: 
‘‘146. Civil action in case of derivation pro-


ceeding.’’. 
(k) FALSE MARKING.— 
(1) IN GENERAL.—Section 292 of title 35, 


United States Code, is amended— 
(A) in subsection (a), by adding at the end 


the following: 
‘‘Only the United States may sue for the 


penalty authorized by this subsection.’’; and 
(B) by striking subsection (b) and inserting 


the following: 
‘‘(b) Any person who has suffered a com-


petitive injury as a result of a violation of 
this section may file a civil action in a dis-
trict court of the United States for recovery 
of damages adequate to compensate for the 
injury.’’. 


(2) EFFECTIVE DATE.—The amendments 
made by this subsection shall apply to all 
cases, without exception, pending on or after 
the date of the enactment of this Act. 


(l) STATUTE OF LIMITATIONS.— 
(1) IN GENERAL.—Section 32 of title 35, 


United States Code, is amended by inserting 
between the third and fourth sentences the 
following: ‘‘A proceeding under this section 
shall be commenced not later than the ear-
lier of either 10 years after the date on which 


the misconduct forming the basis for the 
proceeding occurred, or 1 year after the date 
on which the misconduct forming the basis 
for the proceeding is made known to an offi-
cer or employee of the Office as prescribed in 
the regulations established under section 
2(b)(2)(D).’’. 


(2) REPORT TO CONGRESS.—The Director 
shall provide on a biennial basis to the Judi-
ciary Committees of the Senate and House of 
Representatives a report providing a short 
description of incidents made known to an 
officer or employee of the Office as pre-
scribed in the regulations established under 
section 2(b)(2)(D) of title 35, United States 
Code, that reflect substantial evidence of 
misconduct before the Office but for which 
the Office was barred from commencing a 
proceeding under section 32 of title 35, 
United States Code, by the time limitation 
established by the fourth sentence of that 
section. 


(3) EFFECTIVE DATE.—The amendment 
made by paragraph (1) shall apply in all 
cases in which the time period for insti-
tuting a proceeding under section 32 of title 
35, United State Code, had not lapsed prior 
to the date of the enactment of this Act. 


(m) SMALL BUSINESS STUDY.— 
(1) DEFINITIONS.—In this subsection— 
(A) the term ‘‘Chief Counsel’’ means the 


Chief Counsel for Advocacy of the Small 
Business Administration; 


(B) the term ‘‘General Counsel’’ means the 
General Counsel of the United States Patent 
and Trademark Office; and 


(C) the term ‘‘small business concern’’ has 
the meaning given that term under section 3 
of the Small Business Act (15 U.S.C. 632). 


(2) STUDY.— 
(A) IN GENERAL.—The Chief Counsel, in 


consultation with the General Counsel, shall 
conduct a study of the effects of eliminating 
the use of dates of invention in determining 
whether an applicant is entitled to a patent 
under title 35, United States Code. 


(B) AREAS OF STUDY.—The study conducted 
under subparagraph (A) shall include exam-
ination of the effects of eliminating the use 
of invention dates, including examining— 


(i) how the change would affect the ability 
of small business concerns to obtain patents 
and their costs of obtaining patents; 


(ii) whether the change would create, miti-
gate, or exacerbate any disadvantage for ap-
plicants for patents that are small business 
concerns relative to applicants for patents 
that are not small business concerns, and 
whether the change would create any advan-
tages for applicants for patents that are 
small business concerns relative to appli-
cants for patents that are not small business 
concerns; 


(iii) the cost savings and other potential 
benefits to small business concerns of the 
change; and 


(iv) the feasibility and costs and benefits 
to small business concerns of alternative 
means of determining whether an applicant 
is entitled to a patent under title 35, United 
States Code. 


(3) REPORT.—Not later than 1 year after 
the date of enactment of this Act, the Chief 
Counsel shall submit to the Committee on 
Small Business and Entrepreneurship and 
the Committee on the Judiciary of the Sen-
ate and the Committee on Small Business 
and the Committee on the Judiciary of the 
House of Representatives a report regarding 
the results of the study under paragraph (2). 


(n) REPORT ON PRIOR USER RIGHTS.— 
(1) IN GENERAL.—Not later than 1 year after 


the date of the enactment of this Act, the 
Director shall report, to the Committee on 
the Judiciary of the Senate and the Com-
mittee on the Judiciary of the House of Rep-
resentatives, the findings and recommenda-
tions of the Director on the operation of 
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prior user rights in selected countries in the 
industrialized world. The report shall include 
the following: 


(A) A comparison between patent laws of 
the United States and the laws of other in-
dustrialized countries, including members of 
the European Union and Japan, Canada, and 
Australia. 


(B) An analysis of the effect of prior user 
rights on innovation rates in the selected 
countries. 


(C) An analysis of the correlation, if any, 
between prior user rights and start-up enter-
prises and the ability to attract venture cap-
ital to start new companies. 


(D) An analysis of the effect of prior user 
rights, if any, on small businesses, univer-
sities, and individual inventors. 


(E) An analysis of legal and constitutional 
issues, if any, that arise from placing trade 
secret law in patent law. 


(F) An analysis of whether the change to a 
first-to-file patent system creates a par-
ticular need for prior user rights. 


(2) CONSULTATION WITH OTHER AGENCIES.—In 
preparing the report required under para-
graph (1), the Director shall consult with the 
United States Trade Representative, the Sec-
retary of State, and the Attorney General. 


(o) EFFECTIVE DATE.— 
(1) IN GENERAL.—Except as otherwise pro-


vided by this section, the amendments made 
by this section shall take effect on the date 
that is 18 months after the date of the enact-
ment of this Act, and shall apply to any ap-
plication for patent, and to any patent 
issuing thereon, that contains or contained 
at any time— 


(A) a claim to a claimed invention that has 
an effective filing date as defined in section 
100(i) of title 35, United States Code, that is 
18 months or more after the date of the en-
actment of this Act; or 


(B) a specific reference under section 120, 
121, or 365(c) of title 35, United States Code, 
to any patent or application that contains or 
contained at any time such a claim. 


(2) INTERFERING PATENTS.—The provisions 
of sections 102(g), 135, and 291 of title 35, 
United States Code, in effect on the day 
prior to the date of the enactment of this 
Act, shall apply to each claim of an applica-
tion for patent, and any patent issued there-
on, for which the amendments made by this 
section also apply, if such application or pat-
ent contains or contained at any time— 


(A) a claim to an invention having an ef-
fective filing date as defined in section 100(i) 
of title 35, United States Code, earlier than 
18 months after the date of the enactment of 
this Act; or 


(B) a specific reference under section 120, 
121, or 365(c) of title 35, United States Code, 
to any patent or application that contains or 
contained at any time such a claim. 
SEC. 3. INVENTOR’S OATH OR DECLARATION. 


(a) INVENTOR’S OATH OR DECLARATION.— 
(1) IN GENERAL.—Section 115 of title 35, 


United States Code, is amended to read as 
follows: 


‘‘§ 115. Inventor’s oath or declaration 
‘‘(a) NAMING THE INVENTOR; INVENTOR’S 


OATH OR DECLARATION.—An application for 
patent that is filed under section 111(a) or 
commences the national stage under section 
371 shall include, or be amended to include, 
the name of the inventor for any invention 
claimed in the application. Except as other-
wise provided in this section, each individual 
who is the inventor or a joint inventor of a 
claimed invention in an application for pat-
ent shall execute an oath or declaration in 
connection with the application. 


‘‘(b) REQUIRED STATEMENTS.—An oath or 
declaration under subsection (a) shall con-
tain statements that— 


‘‘(1) the application was made or was au-
thorized to be made by the affiant or declar-
ant; and 


‘‘(2) such individual believes himself or 
herself to be the original inventor or an 
original joint inventor of a claimed inven-
tion in the application. 


‘‘(c) ADDITIONAL REQUIREMENTS.—The Di-
rector may specify additional information 
relating to the inventor and the invention 
that is required to be included in an oath or 
declaration under subsection (a). 


‘‘(d) SUBSTITUTE STATEMENT.— 
‘‘(1) IN GENERAL.—In lieu of executing an 


oath or declaration under subsection (a), the 
applicant for patent may provide a sub-
stitute statement under the circumstances 
described in paragraph (2) and such addi-
tional circumstances that the Director may 
specify by regulation. 


‘‘(2) PERMITTED CIRCUMSTANCES.—A sub-
stitute statement under paragraph (1) is per-
mitted with respect to any individual who— 


‘‘(A) is unable to file the oath or declara-
tion under subsection (a) because the indi-
vidual— 


‘‘(i) is deceased; 
‘‘(ii) is under legal incapacity; or 
‘‘(iii) cannot be found or reached after dili-


gent effort; or 
‘‘(B) is under an obligation to assign the 


invention but has refused to make the oath 
or declaration required under subsection (a). 


‘‘(3) CONTENTS.—A substitute statement 
under this subsection shall— 


‘‘(A) identify the individual with respect to 
whom the statement applies; 


‘‘(B) set forth the circumstances rep-
resenting the permitted basis for the filing of 
the substitute statement in lieu of the oath 
or declaration under subsection (a); and 


‘‘(C) contain any additional information, 
including any showing, required by the Di-
rector. 


‘‘(e) MAKING REQUIRED STATEMENTS IN AS-
SIGNMENT OF RECORD.—An individual who is 
under an obligation of assignment of an ap-
plication for patent may include the re-
quired statements under subsections (b) and 
(c) in the assignment executed by the indi-
vidual, in lieu of filing such statements sepa-
rately. 


‘‘(f) TIME FOR FILING.—A notice of allow-
ance under section 151 may be provided to an 
applicant for patent only if the applicant for 
patent has filed each required oath or dec-
laration under subsection (a) or has filed a 
substitute statement under subsection (d) or 
recorded an assignment meeting the require-
ments of subsection (e). 


‘‘(g) EARLIER-FILED APPLICATION CON-
TAINING REQUIRED STATEMENTS OR SUB-
STITUTE STATEMENT.— 


‘‘(1) EXCEPTION.—The requirements under 
this section shall not apply to an individual 
with respect to an application for patent in 
which the individual is named as the inven-
tor or a joint inventor and who claims the 
benefit under section 120, 121, or 365(c) of the 
filing of an earlier-filed application, if— 


‘‘(A) an oath or declaration meeting the re-
quirements of subsection (a) was executed by 
the individual and was filed in connection 
with the earlier-filed application; 


‘‘(B) a substitute statement meeting the 
requirements of subsection (d) was filed in 
the earlier filed application with respect to 
the individual; or 


‘‘(C) an assignment meeting the require-
ments of subsection (e) was executed with re-
spect to the earlier-filed application by the 
individual and was recorded in connection 
with the earlier-filed application. 


‘‘(2) COPIES OF OATHS, DECLARATIONS, 
STATEMENTS, OR ASSIGNMENTS.—Notwith-
standing paragraph (1), the Director may re-
quire that a copy of the executed oath or 
declaration, the substitute statement, or the 


assignment filed in the earlier-filed applica-
tion be included in the later-filed applica-
tion. 


‘‘(h) SUPPLEMENTAL AND CORRECTED STATE-
MENTS; FILING ADDITIONAL STATEMENTS.— 


‘‘(1) IN GENERAL.—Any person making a 
statement required under this section may 
withdraw, replace, or otherwise correct the 
statement at any time. If a change is made 
in the naming of the inventor requiring the 
filing of 1 or more additional statements 
under this section, the Director shall estab-
lish regulations under which such additional 
statements may be filed. 


‘‘(2) SUPPLEMENTAL STATEMENTS NOT RE-
QUIRED.—If an individual has executed an 
oath or declaration meeting the require-
ments of subsection (a) or an assignment 
meeting the requirements of subsection (e) 
with respect to an application for patent, the 
Director may not thereafter require that in-
dividual to make any additional oath, dec-
laration, or other statement equivalent to 
those required by this section in connection 
with the application for patent or any patent 
issuing thereon. 


‘‘(3) SAVINGS CLAUSE.—No patent shall be 
invalid or unenforceable based upon the fail-
ure to comply with a requirement under this 
section if the failure is remedied as provided 
under paragraph (1). 


‘‘(i) ACKNOWLEDGMENT OF PENALTIES.—Any 
declaration or statement filed pursuant to 
this section shall contain an acknowledg-
ment that any willful false statement made 
in such declaration or statement is punish-
able under section 1001 of title 18 by fine or 
imprisonment of not more than 5 years, or 
both.’’. 


(2) RELATIONSHIP TO DIVISIONAL APPLICA-
TIONS.—Section 121 of title 35, United States 
Code, is amended by striking ‘‘If a divisional 
application’’ and all that follows through 
‘‘inventor.’’. 


(3) REQUIREMENTS FOR NONPROVISIONAL AP-
PLICATIONS.—Section 111(a) of title 35, United 
States Code, is amended— 


(A) in paragraph (2)(C), by striking ‘‘by the 
applicant’’ and inserting ‘‘or declaration’’; 


(B) in the heading for paragraph (3), by in-
serting ‘‘OR DECLARATION’’ after ‘‘AND OATH’’; 
and 


(C) by inserting ‘‘or declaration’’ after 
‘‘and oath’’ each place it appears. 


(4) CONFORMING AMENDMENT.—The item re-
lating to section 115 in the table of sections 
for chapter 11 of title 35, United States Code, 
is amended to read as follows: 
‘‘115. Inventor’s oath or declaration.’’. 


(b) FILING BY OTHER THAN INVENTOR.— 
(1) IN GENERAL.—Section 118 of title 35, 


United States Code, is amended to read as 
follows: 
‘‘§ 118. Filing by other than inventor 


‘‘A person to whom the inventor has as-
signed or is under an obligation to assign the 
invention may make an application for pat-
ent. A person who otherwise shows sufficient 
proprietary interest in the matter may make 
an application for patent on behalf of and as 
agent for the inventor on proof of the perti-
nent facts and a showing that such action is 
appropriate to preserve the rights of the par-
ties. If the Director grants a patent on an ap-
plication filed under this section by a person 
other than the inventor, the patent shall be 
granted to the real party in interest and 
upon such notice to the inventor as the Di-
rector considers to be sufficient.’’. 


(2) CONFORMING AMENDMENT.—Section 251 
of title 35, United States Code, is amended in 
the third undesignated paragraph by insert-
ing ‘‘or the application for the original pat-
ent was filed by the assignee of the entire in-
terest’’ after ‘‘claims of the original patent’’. 


(c) SPECIFICATION.—Section 112 of title 35, 
United States Code, is amended— 
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(1) in the first paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(a) IN GENERAL.—The specifica-
tion’’; and 


(B) by striking ‘‘of carrying out his inven-
tion’’ and inserting ‘‘or joint inventor of car-
rying out the invention’’; 


(2) in the second paragraph— 
(A) by striking ‘‘The specification’’ and in-


serting ‘‘(b) CONCLUSION.—The specifica-
tion’’; and 


(B) by striking ‘‘applicant regards as his 
invention’’ and inserting ‘‘inventor or a joint 
inventor regards as the invention’’; 


(3) in the third paragraph, by striking ‘‘A 
claim’’ and inserting ‘‘(c) FORM.—A claim’’; 


(4) in the fourth paragraph, by striking 
‘‘Subject to the following paragraph,’’ and 
inserting ‘‘(d) REFERENCE IN DEPENDENT 
FORMS.—Subject to subsection (e),’’; 


(5) in the fifth paragraph, by striking ‘‘A 
claim’’ and inserting ‘‘(e) REFERENCE IN MUL-
TIPLE DEPENDENT FORM.—A claim’’; and 


(6) in the last paragraph, by striking ‘‘An 
element’’ and inserting ‘‘(f) ELEMENT IN 
CLAIM FOR A COMBINATION.—An element’’. 


(d) CONFORMING AMENDMENTS.— 
(1) Sections 111(b)(1)(A) is amended by 


striking ‘‘the first paragraph of section 112 of 
this title’’ and inserting ‘‘section 112(a)’’. 


(2) Section 111(b)(2) is amended by striking 
‘‘the second through fifth paragraphs of sec-
tion 112,’’ and inserting ‘‘subsections (b) 
through (e) of section 112,’’. 


(e) EFFECTIVE DATE.—The amendments 
made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to patent applications that 
are filed on or after that effective date. 
SEC. 4. DAMAGES. 


(a) DAMAGES.—Section 284 of title 35, 
United States Code, is amended— 


(1) by striking ‘‘Upon finding’’ and insert-
ing the following: ‘‘(a) IN GENERAL.—Upon 
finding’’; 


(2) by striking ‘‘fixed by the court’’ and all 
that follows through ‘‘When the damages’’ 
and inserting the following: ‘‘fixed by the 
court. When the damages’’; 


(3) by striking ‘‘shall assess them.’’ and all 
that follows through ‘‘The court may re-
ceive’’ and inserting the following: ‘‘shall as-
sess them. In either event the court may in-
crease the damages up to 3 times the amount 
found or assessed. Increased damages under this 
subsection shall not apply to provisional rights 
under section 154(d) of this title. The court 
may receive’’; and 


(4) by adding at the end the following: 
‘‘(b) PROCEDURE FOR DETERMINING DAM-


AGES.— 
‘‘(1) IN GENERAL.—The court shall identify 


the methodologies and factors that are rel-
evant to the determination of damages, and 
the court or jury shall consider only those 
methodologies and factors relevant to mak-
ing such determination. 


‘‘(2) DISCLOSURE OF CLAIMS.—By no later 
than the entry of the final pretrial order, un-
less otherwise ordered by the court, the par-
ties shall state, in writing and with particu-
larity, the methodologies and factors the 
parties propose for instruction to the jury in 
determining damages under this section, 
specifying the relevant underlying legal and 
factual bases for their assertions. 


‘‘(3) SUFFICIENCY OF EVIDENCE.—Prior to 
the introduction of any evidence concerning 
the determination of damages, upon motion 
of either party or sua sponte, the court shall 
consider whether one or more of a party’s 
damages contentions lacks a legally suffi-
cient evidentiary basis. After providing a 
nonmovant the opportunity to be heard, and 
after any further proffer of evidence, brief-
ing, or argument that the court may deem 
appropriate, the court shall identify on the 


record those methodologies and factors as to 
which there is a legally sufficient evi-
dentiary basis, and the court or jury shall 
consider only those methodologies and fac-
tors in making the determination of dam-
ages under this section. The court shall only 
permit the introduction of evidence relating 
to the determination of damages that is rel-
evant to the methodologies and factors that 
the court determines may be considered in 
making the damages determination. 


‘‘(c) SEQUENCING.—Any party may request 
that a patent-infringement trial be 
sequenced so that the trier of fact decides 
questions of the patent’s infringement and 
validity before the issues of damages and 
willful infringement are tried to the court or 
the jury. The court shall grant such a re-
quest absent good cause to reject the re-
quest, such as the absence of issues of sig-
nificant damages or infringement and valid-
ity. The sequencing of a trial pursuant to 
this subsection shall not affect other mat-
ters, such as the timing of discovery. This 
subsection does not authorize a party to re-
quest that the issues of damages and willful 
infringement be tried to a jury different than 
the one that will decide questions of the pat-
ent’s infringement and validity. 


ø‘‘(d) WILLFUL INFRINGEMENT.— 
ø‘‘(1) IN GENERAL.—The court may increase 


damages up to 3 times the amount found or 
assessed if the court or the jury, as the case 
may be, determines that the infringement of 
the patent was willful. Increased damages 
under this subsection shall not apply to pro-
visional rights under section 154(d). Infringe-
ment is not willful unless the claimant 
proves by clear and convincing evidence that 
the accused infringer’s conduct with respect 
to the patent was objectively reckless. An 
accused infringer’s conduct was objectively 
reckless if the infringer was acting despite 
an objectively high likelihood that his ac-
tions constituted infringement of a valid 
patent, and this objectively-defined risk was 
either known or so obvious that it should 
have been known to the accused infringer. 


ø‘‘(2) PLEADING STANDARDS.—A claimant 
asserting that a patent was infringed will-
fully shall comply with the pleading require-
ments set forth under Federal Rule of Civil 
Procedure 9(b). 


ø‘‘(3) KNOWLEDGE ALONE INSUFFICIENT.—In-
fringement of a patent may not be found to 
be willful solely on the basis that the in-
fringer had knowledge of the infringed pat-
ent. 


ø‘‘(4) PRE-SUIT NOTIFICATION.—A claimant 
seeking to establish willful infringement 
may not rely on evidence of pre-suit notifi-
cation of infringement unless that notifica-
tion identifies with particularity the as-
serted patent, identifies the product or proc-
ess accused, and explains with particularity, 
to the extent possible following a reasonable 
investigation or inquiry, how the product or 
process infringes one or more claims of the 
patent. 


ø‘‘(5) CLOSE CASE.—The court shall not in-
crease damages under this subsection if the 
court determines that there is a close case as 
to infringement, validity, or enforceability. 
On the motion of either party, the court 
shall determine whether a close case as to 
infringement, validity, or enforceability ex-
ists, and the court shall explain its decision. 
Once the court determines that such a close 
case exists, the issue of willful infringement 
shall not thereafter be tried to the jury. 


ø‘‘(6) ACCRUED DAMAGES.—If a court or jury 
finds that the infringement of patent was 
willful, the court may increase only those 
damages that accrued after the infringement 
became willful.’’.¿ 


(b) DEFENSE TO INFRINGEMENT BASED ON 
EARLIER INVENTOR.—Section 273(b)(6) of title 


35, United States Code, is amended to read as 
follows: 


‘‘(6) PERSONAL DEFENSE.—The defense 
under this section may be asserted only by 
the person who performed or caused the per-
formance of the acts necessary to establish 
the defense as well as any other entity that 
controls, is controlled by, or is under com-
mon control with such person and, except for 
any transfer to the patent owner, the right 
to assert the defense shall not be licensed or 
assigned or transferred to another person ex-
cept as an ancillary and subordinate part of 
a good faith assignment or transfer for other 
reasons of the entire enterprise or line of 
business to which the defense relates. Not-
withstanding the preceding sentence, any 
person may, on its own behalf, assert a de-
fense based on the exhaustion of rights pro-
vided under paragraph (3), including any nec-
essary elements thereof.’’. 


(c) VIRTUAL MARKING.—Section 287(a) of 
title 35, United States Code, is amended by 
inserting ‘‘, or by fixing thereon the word 
‘patent’ or the abbreviation ‘pat.’ together 
with an address of a posting on the Internet, 
accessible to the public without charge for 
accessing the address, that associates the 
patented article with the number of the pat-
ent’’ before ‘‘, or when’’. 


(d) ADVICE OF COUNSEL.—Chapter 29 of title 
35, United States Code, is amended by adding 
at the end the following: 
‘‘§ 298. Advice of Counsel 


‘‘The failure of an infringer to obtain the 
advice of counsel with respect to any alleg-
edly infringed patent or the failure of the in-
fringer to present such advice to the court or 
jury may not be used to prove that the ac-
cused infringer willfully infringed the patent 
or that the infringer intended to induce in-
fringement of the patent.’’. 


(e) EFFECTIVE DATE.—The amendments 
made by this section shall apply to any civil 
action commenced on or after the date of the 
enactment of this Act. 
SEC. 5. POST-GRANT REVIEW PROCEEDINGS. 


(a) INTER PARTES REVIEW.—Chapter 31 of 
title 35, United States Code, is amended to 
read as follows: 


‘‘CHAPTER 31—INTER PARTES REVIEW 
‘‘Sec. 
‘‘311. Inter partes review. 
‘‘312. Petitions. 
‘‘313. Preliminary response to petition. 
‘‘314. Institution of inter partes review. 
‘‘315. Relation to other proceedings or ac-


tions. 
‘‘316. Conduct of inter partes review. 
‘‘317. Settlement. 
‘‘318. Decision of the board. 
‘‘319. Appeal. 
‘‘§ 311. Inter partes review 


‘‘(a) IN GENERAL.—Subject to the provi-
sions of this chapter, a person who is not the 
patent owner may file with the Office a peti-
tion to institute an inter partes review for a 
patent. The Director shall establish, by regu-
lation, fees to be paid by the person request-
ing the review, in such amounts as the Direc-
tor determines to be reasonable, considering 
the aggregate costs of the review. 


‘‘(b) SCOPE.—A petitioner in an inter partes 
review may request to cancel as 
unpatentable 1 or more claims of a patent 
only on a ground that could be raised under 
section 102 or 103 and only on the basis of 
prior art consisting of patents or printed 
publications. 


‘‘(c) FILING DEADLINE.—A petition for inter 
partes review shall be filed after the later of 
either— 


‘‘(1) 9 months after the grant of a patent or 
issuance of a reissue of a patent; or 


‘‘(2) if a post-grant review is instituted 
under chapter 32, the date of the termination 
of such post-grant review. 
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‘‘§ 312. Petitions 


‘‘(a) REQUIREMENTS OF PETITION.—A peti-
tion filed under section 311 may be consid-
ered only if— 


‘‘(1) the petition is accompanied by pay-
ment of the fee established by the Director 
under section 311; 


‘‘(2) the petition identifies all real parties 
in interest; 


‘‘(3) the petition identifies, in writing and 
with particularity, each claim challenged, 
the grounds on which the challenge to each 
claim is based, and the evidence that sup-
ports the grounds for the challenge to each 
claim, including— 


‘‘(A) copies of patents and printed publica-
tions that the petitioner relies upon in sup-
port of the petition; and 


‘‘(B) affidavits or declarations of sup-
porting evidence and opinions, if the peti-
tioner relies on expert opinions; 


‘‘(4) the petition provides such other infor-
mation as the Director may require by regu-
lation; and 


‘‘(5) the petitioner provides copies of any of 
the documents required under paragraphs (2), 
(3), and (4) to the patent owner or, if applica-
ble, the designated representative of the pat-
ent owner. 


‘‘(b) PUBLIC AVAILABILITY.—As soon as 
practicable after the receipt of a petition 
under section 311, the Director shall make 
the petition available to the public. 
‘‘§ 313. Preliminary response to petition 


‘‘(a) PRELIMINARY RESPONSE.—If an inter 
partes review petition is filed under section 
311, the patent owner shall have the right to 
file a preliminary response within a time pe-
riod set by the Director. 


‘‘(b) CONTENT OF RESPONSE.—A preliminary 
response to a petition for inter partes review 
shall set forth reasons why no inter partes 
review should be instituted based upon the 
failure of the petition to meet any require-
ment of this chapter. 
‘‘§ 314. Institution of inter partes review 


‘‘(a) THRESHOLD.—The Director may not 
authorize an inter partes review to com-
mence unless the Director determines that 
the information presented in the petition 
filed under section 311 and any response filed 
under section 313 shows that there is a rea-
sonable likelihood that the petitioner would 
prevail with respect to at least 1 of the 
claims challenged in the petition. 


‘‘(b) TIMING.—The Director shall determine 
whether to institute an inter partes review 
under this chapter within 3 months after re-
ceiving a preliminary response under section 
313 or, if none is filed, within three months 
after the expiration of the time for filing 
such a response. 


‘‘(c) NOTICE.—The Director shall notify the 
petitioner and patent owner, in writing, of 
the Director’s determination under sub-
section (a), and shall make such notice avail-
able to the public as soon as is practicable. 
Such notice shall list the date on which the 
review shall commence. 


‘‘(d) NO APPEAL.—The determination by 
the Director whether to institute an inter 
partes review under this section shall be 
final and nonappealable. 
‘‘§ 315. Relation to other proceedings or ac-


tions 
‘‘(a) INFRINGER’S ACTION.—An inter partes 


review may not be instituted or maintained 
if the petitioner or real party in interest has 
filed a civil action challenging the validity 
of a claim of the patent. 


ø‘‘(b) PATENT OWNER’S ACTION.—An inter 
partes review may not be instituted if the 
petition requesting the proceeding is filed 
more than 3 months after the date on which 
the petitioner, real party in interest, or his 
privy is required to respond to a civil action 
alleging infringement of the patent.¿ 


‘‘(b) PATENT OWNER’S ACTION.—An inter 
partes review may not be instituted if the peti-
tion requesting the proceeding is filed more than 
6 months after the date on which the petitioner, 
real party in interest, or his privy is served with 
a complaint alleging infringement of the patent. 
The time limitation set forth in the preceding 
sentence shall not apply to a request for joinder 
under subsection (c). 


‘‘(c) JOINDER.—If the Director institutes an 
inter partes review, the Director, in his dis-
cretion, may join as a party to that inter 
partes review any person who properly files a 
petition under section 311 that the Director, 
after receiving a preliminary response under 
section 313 or the expiration of the time for 
filing such a response, determines warrants 
the institution of an inter partes review 
under section 314. 


‘‘(d) MULTIPLE PROCEEDINGS.—Notwith-
standing sections 135(a), 251, and 252, and 
chapter 30, during the pendency of an inter 
partes review, if another proceeding or mat-
ter involving the patent is before the Office, 
the Director may determine the manner in 
which the inter partes review or other pro-
ceeding or matter may proceed, including 
providing for stay, transfer, consolidation, or 
termination of any such matter or pro-
ceeding. 


‘‘(e) ESTOPPEL.— 
‘‘(1) PROCEEDINGS BEFORE THE OFFICE.—The 


petitioner in an inter partes review under 
this chapter, or his real party in interest or 
privy, may not request or maintain a pro-
ceeding before the Office with respect to a 
claim on any ground that the petitioner 
raised or reasonably could have raised during 
an inter partes review of the claim that re-
sulted in a final written decision under sec-
tion 318(a). 


‘‘(2) CIVIL ACTIONS AND OTHER PRO-
CEEDINGS.—The petitioner in an inter partes 
review under this chapter, or his real party 
in interest or privy, may not assert either in 
a civil action arising in whole or in part 
under section 1338 of title 28 or in a pro-
ceeding before the International Trade Com-
mission that a claim in a patent is invalid on 
any ground that the petitioner raised or rea-
sonably could have raised during an inter 
partes review of the claim that resulted in a 
final written decision under section 318(a). 
‘‘§ 316. Conduct of inter partes review 


‘‘(a) REGULATIONS.—The Director shall pre-
scribe regulations— 


‘‘(1) providing that the file of any pro-
ceeding under this chapter shall be made 
available to the public, except that any peti-
tion or document filed with the intent that 
it be sealed shall be accompanied by a mo-
tion to seal, and such petition or document 
shall be treated as sealed pending the out-
come of the ruling on the motion; 


‘‘(2) setting forth the standards for the 
showing of sufficient grounds to institute a 
review under section 314(a); 


‘‘(3) establishing procedures for the sub-
mission of supplemental information after 
the petition is filed; 


‘‘(4) in accordance with section 2(b)(2), es-
tablishing and governing inter partes review 
under this chapter and the relationship of 
such review to other proceedings under this 
title; 


‘‘(5) setting a time period for requesting 
joinder under section 315(c); 


‘‘(6) setting forth standards and procedures 
for discovery of relevant evidence, including 
that such discovery shall be limited to— 


‘‘(A) the deposition of witnesses submit-
ting affidavits or declarations; and 


‘‘(B) what is otherwise necessary in the in-
terest of justice; 


‘‘(7) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other im-
proper use of the proceeding, such as to har-


ass or to cause unnecessary delay or an un-
necessary increase in the cost of the pro-
ceeding; 


‘‘(8) providing for protective orders gov-
erning the exchange and submission of con-
fidential information; 


‘‘(9) allowing the patent owner to file a re-
sponse to the petition after an inter partes 
review has been instituted, and requiring 
that the patent owner file with such re-
sponse, through affidavits or declarations, 
any additional factual evidence and expert 
opinions on which the patent owner relies in 
support of the response; 


‘‘(10) setting forth standards and proce-
dures for allowing the patent owner to move 
to amend the patent under subsection (d) to 
cancel a challenged claim or propose a rea-
sonable number of substitute claims, and en-
suring that any information submitted by 
the patent owner in support of any amend-
ment entered under subsection (d) is made 
available to the public as part of the pros-
ecution history of the patent; 


‘‘(11) providing either party with the right 
to an oral hearing as part of the proceeding; 
and 


‘‘(12) requiring that the final determina-
tion in an inter partes review be issued not 
later than 1 year after the date on which the 
Director notices the institution of a review 
under this chapter, except that the Director 
may, for good cause shown, extend the 1-year 
period by not more than 6 months, and may 
adjust the time periods in this paragraph in 
the case of joinder under section 315(c). 


‘‘(b) CONSIDERATIONS.—In prescribing regu-
lations under this section, the Director shall 
consider the effect of any such regulation on 
the economy, the integrity of the patent sys-
tem, the efficient administration of the Of-
fice, and the ability of the Office to timely 
complete proceedings instituted under this 
chapter. 


‘‘(c) PATENT TRIAL AND APPEAL BOARD.— 
The Patent Trial and Appeal Board shall, in 
accordance with section 6, conduct each pro-
ceeding authorized by the Director. 


‘‘(d) AMENDMENT OF THE PATENT.— 
‘‘(1) IN GENERAL.—During an inter partes 


review instituted under this chapter, the 
patent owner may file 1 motion to amend the 
patent in 1 or more of the following ways: 


‘‘(A) Cancel any challenged patent claim. 
‘‘(B) For each challenged claim, propose a 


reasonable number of substitute claims. 
‘‘(2) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted upon the 
joint request of the petitioner and the patent 
owner to materially advance the settlement 
of a proceeding under section 317, or as per-
mitted by regulations prescribed by the Di-
rector. 


‘‘(3) SCOPE OF CLAIMS.—An amendment 
under this subsection may not enlarge the 
scope of the claims of the patent or intro-
duce new matter. 


‘‘(e) EVIDENTIARY STANDARDS.—In an inter 
partes review instituted under this chapter, 
the petitioner shall have the burden of prov-
ing a proposition of unpatentability by a pre-
ponderance of the evidence. 
‘‘§ 317. Settlement 


‘‘(a) IN GENERAL.—An inter partes review 
instituted under this chapter shall be termi-
nated with respect to any petitioner upon 
the joint request of the petitioner and the 
patent owner, unless the Office has decided 
the merits of the proceeding before the re-
quest for termination is filed. If the inter 
partes review is terminated with respect to a 
petitioner under this section, no estoppel 
under section 315(e) shall apply to that peti-
tioner. If no petitioner remains in the inter 
partes review, the Office may terminate the 
review or proceed to a final written decision 
under section 318(a). 
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‘‘(b) AGREEMENTS IN WRITING.—Any agree-


ment or understanding between the patent 
owner and a petitioner, including any collat-
eral agreements referred to in such agree-
ment or understanding, made in connection 
with, or in contemplation of, the termi-
nation of an inter partes review under this 
section shall be in writing and a true copy of 
such agreement or understanding shall be 
filed in the Office before the termination of 
the inter partes review as between the par-
ties. If any party filing such agreement or 
understanding so requests, the copy shall be 
kept separate from the file of the inter 
partes review, and shall be made available 
only to Federal Government agencies upon 
written request, or to any other person on a 
showing of good cause. 
‘‘§ 318. Decision of the board 


‘‘(a) FINAL WRITTEN DECISION.—If an inter 
partes review is instituted and not dismissed 
under this chapter, the Patent Trial and Ap-
peal Board shall issue a final written deci-
sion with respect to the patentability of any 
patent claim challenged by the petitioner 
and any new claim added under section 
316(d). 


‘‘(b) CERTIFICATE.—If the Patent Trial and 
Appeal Board issues a final written decision 
under subsection (a) and the time for appeal 
has expired or any appeal has terminated, 
the Director shall issue and publish a certifi-
cate canceling any claim of the patent fi-
nally determined to be unpatentable, con-
firming any claim of the patent determined 
to be patentable, and incorporating in the 
patent by operation of the certificate any 
new or amended claim determined to be pat-
entable. 
‘‘§ 319. Appeal 


‘‘A party dissatisfied with the final written 
decision of the Patent Trial and Appeal 
Board under section 318(a) may appeal the 
decision pursuant to sections 141 through 144. 
Any party to the inter partes review shall 
have the right to be a party to the appeal.’’. 


(b) TECHNICAL AND CONFORMING AMEND-
MENT.—The table of chapters for part III of 
title 35, United States Code, is amended by 
striking the item relating to chapter 31 and 
inserting the following: 
‘‘31. Inter Partes Review .................... 311.’’. 


(c) REGULATIONS AND EFFECTIVE DATE.— 
(1) REGULATIONS.—The Director shall, not 


later than the date that is 1 year after the 
date of the enactment of this Act, issue regu-
lations to carry out chapter 31 of title 35, 
United States Code, as amended by sub-
section (a) of this section. 


(2) APPLICABILITY.— 
(A) IN GENERAL.—The amendments made 


by subsection (a) shall take effect on the 
date that is 1 year after the date of the en-
actment of this Act and shall apply to all 
patents issued before, on, or after the effec-
tive date of subsection (a). 


(B) EXCEPTION.—The provisions of chapter 
31 of title 35, United States Code, as amended 
by paragraph (3), shall continue to apply to 
requests for inter partes reexamination that 
are filed prior to the effective date of sub-
section (a) as if subsection (a) had not been 
enacted. 


(C) GRADUATED IMPLEMENTATION.—The Di-
rector may impose a limit on the number of 
inter partes reviews that may be instituted 
during each of the first 4 years following the 
effective date of subsection (a), provided that 
such number shall in each year be equivalent 
to or greater than the number of inter partes 
reexaminations that are ordered in the last 
full fiscal year prior to the effective date of 
subsection (a). 


(3) TRANSITION.— 
(A) IN GENERAL.—Chapter 31 of title 35, 


United States Code, is amended— 


(i) in section 312— 
(I) in subsection (a)— 
(aa) in the first sentence, by striking ‘‘a 


substantial new question of patentability af-
fecting any claim of the patent concerned is 
raised by the request,’’ and inserting ‘‘the in-
formation presented in the request shows 
that there is a reasonable likelihood that the 
requester would prevail with respect to at 
least 1 of the claims challenged in the re-
quest,’’; and 


(bb) in the second sentence, by striking 
‘‘The existence of a substantial new question 
of patentability’’ and inserting ‘‘A showing 
that there is a reasonable likelihood that the 
requester would prevail with respect to at 
least 1 of the claims challenged in the re-
quest’’; and 


(II) in subsection (c), in the second sen-
tence, by striking ‘‘no substantial new ques-
tion of patentability has been raised,’’ and 
inserting ‘‘the showing required by sub-
section (a) has not been made,’’; and 


(ii) in section 313, by striking ‘‘a substan-
tial new question of patentability affecting a 
claim of the patent is raised’’ and inserting 
‘‘it has been shown that there is a reasonable 
likelihood that the requester would prevail 
with respect to at least 1 of the claims chal-
lenged in the request’’. 


(B) APPLICATION.—The amendments made 
by this paragraph shall apply to requests for 
inter partes reexamination that are filed on 
or after the date of the enactment of this 
Act, but prior to the effective date of sub-
section (a). 


(d) POST-GRANT REVIEW.—Part III of title 
35, United States Code, is amended by adding 
at the end the following: 


‘‘CHAPTER 32—POST-GRANT REVIEW 
‘‘Sec. 
‘‘321. Post-grant review. 
‘‘322. Petitions. 
‘‘323. Preliminary response to petition. 
‘‘324. Institution of post-grant review. 
‘‘325. Relation to other proceedings or ac-


tions. 
‘‘326. Conduct of post-grant review. 
‘‘327. Settlement. 
‘‘328. Decision of the board. 
‘‘329. Appeal. 
‘‘§ 321. Post-grant review 


‘‘(a) IN GENERAL.—Subject to the provi-
sions of this chapter, a person who is not the 
patent owner may file with the Office a peti-
tion to institute a post-grant review for a 
patent. The Director shall establish, by regu-
lation, fees to be paid by the person request-
ing the review, in such amounts as the Direc-
tor determines to be reasonable, considering 
the aggregate costs of the post-grant review. 


‘‘(b) SCOPE.—A petitioner in a post-grant 
review may request to cancel as 
unpatentable 1 or more claims of a patent on 
any ground that could be raised under para-
graph (2) or (3) of section 282(b) (relating to 
invalidity of the patent or any claim). 


‘‘(c) FILING DEADLINE.—A petition for a 
post-grant review shall be filed not later 
than 9 months after the grant of the patent 
or issuance of a reissue patent. 
‘‘§ 322. Petitions 


‘‘(a) REQUIREMENTS OF PETITION.—A peti-
tion filed under section 321 may be consid-
ered only if— 


‘‘(1) the petition is accompanied by pay-
ment of the fee established by the Director 
under section 321; 


‘‘(2) the petition identifies all real parties 
in interest; 


‘‘(3) the petition identifies, in writing and 
with particularity, each claim challenged, 
the grounds on which the challenge to each 
claim is based, and the evidence that sup-
ports the grounds for the challenge to each 
claim, including— 


‘‘(A) copies of patents and printed publica-
tions that the petitioner relies upon in sup-
port of the petition; and 


‘‘(B) affidavits or declarations of sup-
porting evidence and opinions, if the peti-
tioner relies on other factual evidence or on 
expert opinions; 


‘‘(4) the petition provides such other infor-
mation as the Director may require by regu-
lation; and 


‘‘(5) the petitioner provides copies of any of 
the documents required under paragraphs (2), 
(3), and (4) to the patent owner or, if applica-
ble, the designated representative of the pat-
ent owner. 


‘‘(b) PUBLIC AVAILABILITY.—As soon as 
practicable after the receipt of a petition 
under section 321, the Director shall make 
the petition available to the public. 
‘‘§ 323. Preliminary response to petition 


‘‘(a) PRELIMINARY RESPONSE.—If a post- 
grant review petition is filed under section 
321, the patent owner shall have the right to 
file a preliminary response within 2 months 
of the filing of the petition. 


‘‘(b) CONTENT OF RESPONSE.—A preliminary 
response to a petition for post-grant review 
shall set forth reasons why no post-grant re-
view should be instituted based upon the 
failure of the petition to meet any require-
ment of this chapter. 
‘‘§ 324. Institution of post-grant review 


‘‘(a) THRESHOLD.—The Director may not 
authorize a post-grant review to commence 
unless the Director determines that the in-
formation presented in the petition, if such 
information is not rebutted, would dem-
onstrate that it is more likely than not that 
at least 1 of the claims challenged in the pe-
tition is unpatentable. 


‘‘(b) ADDITIONAL GROUNDS.—The deter-
mination required under subsection (a) may 
also be satisfied by a showing that the peti-
tion raises a novel or unsettled legal ques-
tion that is important to other patents or 
patent applications. 


‘‘(c) TIMING.—The Director shall determine 
whether to institute a post-grant review 
under this chapter within 3 months after re-
ceiving a preliminary response under section 
323 or, if none is filed, the expiration of the 
time for filing such a response. 


‘‘(d) NOTICE.—The Director shall notify the 
petitioner and patent owner, in writing, of 
the Director’s determination under sub-
section (a) or (b), and shall make such notice 
available to the public as soon as is prac-
ticable. The Director shall make each notice 
of the institution of a post-grant review 
available to the public. Such notice shall list 
the date on which the review shall com-
mence. 


‘‘(e) NO APPEAL.—The determination by 
the Director whether to institute a post- 
grant review under this section shall be final 
and nonappealable. 
‘‘§ 325. Relation to other proceedings or ac-


tions 
‘‘(a) INFRINGER’S ACTION.—A post-grant re-


view may not be instituted or maintained if 
the petitioner or real party in interest has 
filed a civil action challenging the validity 
of a claim of the patent. 


ø‘‘(b) PATENT OWNER’S ACTION.—A post- 
grant review may not be instituted if the pe-
tition requesting the proceeding is filed 
more than 3 months after the date on which 
the petitioner, real party in interest, or his 
privy is required to respond to a civil action 
alleging infringement of the patent.¿ 


‘‘(b) PATENT OWNER’S ACTION.—A post-grant 
review may not be instituted if the petition re-
questing the proceeding is filed more than 6 
months after the date on which the petitioner, 
real party in interest, or his privy is served with 
a complaint alleging infringement of the patent. 


VerDate Mar 15 2010 02:38 Mar 01, 2011 Jkt 099060 PO 00000 Frm 00014 Fmt 0624 Sfmt 6333 E:\CR\FM\A28FE6.006 S28FEPT1jb
el


l o
n 


D
S


K
D


V
H


8Z
91


P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATE S943 February 28, 2011 
The time limitation set forth in the preceding 
sentence shall not apply to a request for joinder 
under subsection (c). 


‘‘(c) JOINDER.—If more than 1 petition for a 
post-grant review is properly filed against 
the same patent and the Director determines 
that more than 1 of these petitions warrants 
the institution of a post-grant review under 
section 324, the Director may consolidate 
such reviews into a single post-grant review. 


‘‘(d) MULTIPLE PROCEEDINGS.—Notwith-
standing sections 135(a), 251, and 252, and 
chapter 30, during the pendency of any post- 
grant review, if another proceeding or mat-
ter involving the patent is before the Office, 
the Director may determine the manner in 
which the post-grant review or other pro-
ceeding or matter may proceed, including 
providing for stay, transfer, consolidation, or 
termination of any such matter or pro-
ceeding. In determining whether to institute 
or order a proceeding under this chapter, 
chapter 30, or chapter 31, the Director may 
take into account whether, and reject the pe-
tition or request because, the same or sub-
stantially the same prior art or arguments 
previously were presented to the Office. 


‘‘(e) ESTOPPEL.— 
‘‘(1) PROCEEDINGS BEFORE THE OFFICE.—The 


petitioner in a post-grant review under this 
chapter, or his real party in interest or 
privy, may not request or maintain a pro-
ceeding before the Office with respect to a 
claim on any ground that the petitioner 
raised or reasonably could have raised during 
a post-grant review of the claim that re-
sulted in a final written decision under sec-
tion 328(a). 


‘‘(2) CIVIL ACTIONS AND OTHER PRO-
CEEDINGS.—The petitioner in a post-grant re-
view under this chapter, or his real party in 
interest or privy, may not assert either in a 
civil action arising in whole or in part under 
section 1338 of title 28 or in a proceeding be-
fore the International Trade Commission 
that a claim in a patent is invalid on any 
ground that the petitioner raised during a 
post-grant review of the claim that resulted 
in a final written decision under section 
328(a). 


‘‘(f) PRELIMINARY INJUNCTIONS.—If a civil 
action alleging infringement of a patent is 
filed within 3 months of the grant of the pat-
ent, the court may not stay its consideration 
of the patent owner’s motion for a prelimi-
nary injunction against infringement of the 
patent on the basis that a petition for post- 
grant review has been filed or that such a 
proceeding has been instituted. 


‘‘(g) REISSUE PATENTS.—A post-grant re-
view may not be instituted if the petition re-
quests cancellation of a claim in a reissue 
patent that is identical to or narrower than 
a claim in the original patent from which 
the reissue patent was issued, and the time 
limitations in section 321(c) would bar filing 
a petition for a post-grant review for such 
original patent. 
‘‘§ 326. Conduct of post-grant review 


‘‘(a) REGULATIONS.—The Director shall pre-
scribe regulations— 


‘‘(1) providing that the file of any pro-
ceeding under this chapter shall be made 
available to the public, except that any peti-
tion or document filed with the intent that 
it be sealed shall be accompanied by a mo-
tion to seal, and such petition or document 
shall be treated as sealed pending the out-
come of the ruling on the motion; 


‘‘(2) setting forth the standards for the 
showing of sufficient grounds to institute a 
review under subsections (a) and (b) of sec-
tion 324; 


‘‘(3) establishing procedures for the sub-
mission of supplemental information after 
the petition is filed; 


‘‘(4) in accordance with section 2(b)(2), es-
tablishing and governing a post-grant review 


under this chapter and the relationship of 
such review to other proceedings under this 
title; 


‘‘(5) setting forth standards and procedures 
for discovery of relevant evidence, including 
that such discovery shall be limited to evi-
dence directly related to factual assertions 
advanced by either party in the proceeding; 


‘‘(6) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other im-
proper use of the proceeding, such as to har-
ass or to cause unnecessary delay or an un-
necessary increase in the cost of the pro-
ceeding; 


‘‘(7) providing for protective orders gov-
erning the exchange and submission of con-
fidential information; 


‘‘(8) allowing the patent owner to file a re-
sponse to the petition after a post-grant re-
view has been instituted, and requiring that 
the patent owner file with such response, 
through affidavits or declarations, any addi-
tional factual evidence and expert opinions 
on which the patent owner relies in support 
of the response; 


‘‘(9) setting forth standards and procedures 
for allowing the patent owner to move to 
amend the patent under subsection (d) to 
cancel a challenged claim or propose a rea-
sonable number of substitute claims, and en-
suring that any information submitted by 
the patent owner in support of any amend-
ment entered under subsection (d) is made 
available to the public as part of the pros-
ecution history of the patent; 


‘‘(10) providing either party with the right 
to an oral hearing as part of the proceeding; 
and 


‘‘(11) requiring that the final determina-
tion in any post-grant review be issued not 
later than 1 year after the date on which the 
Director notices the institution of a pro-
ceeding under this chapter, except that the 
Director may, for good cause shown, extend 
the 1-year period by not more than 6 months, 
and may adjust the time periods in this para-
graph in the case of joinder under section 
325(c). 


‘‘(b) CONSIDERATIONS.—In prescribing regu-
lations under this section, the Director shall 
consider the effect of any such regulation on 
the economy, the integrity of the patent sys-
tem, the efficient administration of the Of-
fice, and the ability of the Office to timely 
complete proceedings instituted under this 
chapter. 


‘‘(c) PATENT TRIAL AND APPEAL BOARD.— 
The Patent Trial and Appeal Board shall, in 
accordance with section 6, conduct each pro-
ceeding authorized by the Director. 


‘‘(d) AMENDMENT OF THE PATENT.— 
‘‘(1) IN GENERAL.—During a post-grant re-


view instituted under this chapter, the pat-
ent owner may file 1 motion to amend the 
patent in 1 or more of the following ways: 


‘‘(A) Cancel any challenged patent claim. 
‘‘(B) For each challenged claim, propose a 


reasonable number of substitute claims. 
‘‘(2) ADDITIONAL MOTIONS.—Additional mo-


tions to amend may be permitted upon the 
joint request of the petitioner and the patent 
owner to materially advance the settlement 
of a proceeding under section 327, or upon 
the request of the patent owner for good 
cause shown. 


‘‘(3) SCOPE OF CLAIMS.—An amendment 
under this subsection may not enlarge the 
scope of the claims of the patent or intro-
duce new matter. 


‘‘(e) EVIDENTIARY STANDARDS.—In a post- 
grant review instituted under this chapter, 
the petitioner shall have the burden of prov-
ing a proposition of unpatentability by a pre-
ponderance of the evidence. 
‘‘§ 327. Settlement 


‘‘(a) IN GENERAL.—A post-grant review in-
stituted under this chapter shall be termi-


nated with respect to any petitioner upon 
the joint request of the petitioner and the 
patent owner, unless the Office has decided 
the merits of the proceeding before the re-
quest for termination is filed. If the post- 
grant review is terminated with respect to a 
petitioner under this section, no estoppel 
under section 325(e) shall apply to that peti-
tioner. If no petitioner remains in the post- 
grant review, the Office may terminate the 
post-grant review or proceed to a final writ-
ten decision under section 328(a). 


‘‘(b) AGREEMENTS IN WRITING.—Any agree-
ment or understanding between the patent 
owner and a petitioner, including any collat-
eral agreements referred to in such agree-
ment or understanding, made in connection 
with, or in contemplation of, the termi-
nation of a post-grant review under this sec-
tion shall be in writing, and a true copy of 
such agreement or understanding shall be 
filed in the Office before the termination of 
the post-grant review as between the parties. 
If any party filing such agreement or under-
standing so requests, the copy shall be kept 
separate from the file of the post-grant re-
view, and shall be made available only to 
Federal Government agencies upon written 
request, or to any other person on a showing 
of good cause. 
‘‘§ 328. Decision of the board 


‘‘(a) FINAL WRITTEN DECISION.—If a post- 
grant review is instituted and not dismissed 
under this chapter, the Patent Trial and Ap-
peal Board shall issue a final written deci-
sion with respect to the patentability of any 
patent claim challenged by the petitioner 
and any new claim added under section 
326(d). 


‘‘(b) CERTIFICATE.—If the Patent Trial and 
Appeal Board issues a final written decision 
under subsection (a) and the time for appeal 
has expired or any appeal has terminated, 
the Director shall issue and publish a certifi-
cate canceling any claim of the patent fi-
nally determined to be unpatentable, con-
firming any claim of the patent determined 
to be patentable, and incorporating in the 
patent by operation of the certificate any 
new or amended claim determined to be pat-
entable. 
‘‘§ 329. Appeal 


‘‘A party dissatisfied with the final written 
decision of the Patent Trial and Appeal 
Board under section 328(a) may appeal the 
decision pursuant to sections 141 through 144. 
Any party to the post-grant review shall 
have the right to be a party to the appeal.’’. 


(e) TECHNICAL AND CONFORMING AMEND-
MENT.—The table of chapters for part III of 
title 35, United States Code, is amended by 
adding at the end the following: 
‘‘32. Post-Grant Review ..................... 321.’’. 


(f) REGULATIONS AND EFFECTIVE DATE.— 
(1) REGULATIONS.—The Director shall, not 


later than the date that is 1 year 18 months 
after the date of the enactment of this Act, 
issue regulations to carry out chapter 32 of 
title 35, United States Code, as added by sub-
section (d) of this section. 


(2) APPLICABILITY.—The amendments made 
by subsection (d) shall take effect on the 
date that is ø1 year¿ 18 months after the date 
of the enactment of this Act and shall apply 
only to patents issued on or after that date. 
The Director may impose a limit on the 
number of post-grant reviews that may be 
instituted during each of the 4 years fol-
lowing the effective date of subsection (d). 


(3) PENDING INTERFERENCES.—The Director 
shall determine the procedures under which 
interferences commenced before the effective 
date of subsection (d) are to proceed, includ-
ing whether any such interference is to be 
dismissed without prejudice to the filing of a 
petition for a post-grant review under chap-
ter 32 of title 35, United States Code, or is to 


VerDate Mar 15 2010 02:38 Mar 01, 2011 Jkt 099060 PO 00000 Frm 00015 Fmt 0624 Sfmt 0634 E:\CR\FM\A28FE6.007 S28FEPT1jb
el


l o
n 


D
S


K
D


V
H


8Z
91


P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATES944 February 28, 2011 
proceed as if this Act had not been enacted. 
The Director shall include such procedures 
in regulations issued under paragraph (1). 
For purposes of an interference that is com-
menced before the effective date of sub-
section (d), the Director may deem the Pat-
ent Trial and Appeal Board to be the Board 
of Patent Appeals and Interferences, and 
may allow the Patent Trial and Appeal 
Board to conduct any further proceedings in 
that interference. The authorization to ap-
peal or have remedy from derivation pro-
ceedings in sections 141(d) and 146 of title 35, 
United States Code, and the jurisdiction to 
entertain appeals from derivation pro-
ceedings in section 1295(a)(4)(A) of title 28, 
United States Code, shall be deemed to ex-
tend to final decisions in interferences that 
are commenced before the effective date of 
subsection (d) and that are not dismissed 
pursuant to this paragraph. 


(g) CITATION OF PRIOR ART AND WRITTEN 
STATEMENTS.— 


(1) IN GENERAL.—Section 301 of title 35, 
United States Code, is amended to read as 
follows: 
‘‘§ 301. Citation of prior art and written state-


ments 
‘‘(a) IN GENERAL.—Any person at any time 


may cite to the Office in writing— 
‘‘(1) prior art consisting of patents or 


printed publications which that person be-
lieves to have a bearing on the patentability 
of any claim of a particular patent; or 


‘‘(2) statements of the patent owner filed in 
a proceeding before a Federal court or the 
Office in which the patent owner took a posi-
tion on the scope of any claim of a particular 
patent. 


‘‘(b) OFFICIAL FILE.—If the person citing 
prior art or written statements pursuant to 
subsection (a) explains in writing the perti-
nence and manner of applying the prior art 
or written statements to at least 1 claim of 
the patent, the citation of the prior art or 
written statements and the explanation 
thereof shall become a part of the official 
file of the patent. 


‘‘(c) ADDITIONAL INFORMATION.—A party 
that submits a written statement pursuant 
to subsection (a)(2) shall include any other 
documents, pleadings, or evidence from the 
proceeding in which the statement was filed 
that addresses the written statement. 


‘‘(d) LIMITATIONS.—A written statement 
submitted pursuant to subsection (a)(2), and 
additional information submitted pursuant 
to subsection (c), shall not be considered by 
the Office for any purpose other than to de-
termine the proper meaning of a patent 
claim in a proceeding that is ordered or in-
stituted pursuant to section 304, 314, or 324. If 
any such written statement or additional in-
formation is subject to an applicable protec-
tive order, it shall be redacted to exclude in-
formation that is subject to that order. 


‘‘(e) CONFIDENTIALITY.—Upon the written 
request of the person citing prior art or writ-
ten statements pursuant to subsection (a), 
that person’s identity shall be excluded from 
the patent file and kept confidential.’’. 


(2) EFFECTIVE DATE.—The amendment 
made by this subsection shall take effect ø1 
year¿ 18 months after the date of the enact-
ment of this Act and shall apply to patents 
issued before, on, or after that effective date. 


(h) REEXAMINATION.— 
(1) DETERMINATION BY DIRECTOR.— 
(A) IN GENERAL.—Section 303(a) of title 35, 


United States Code, is amended by striking 
‘‘section 301 of this title’’ and inserting ‘‘sec-
tion 301 or 302’’. 


(B) EFFECTIVE DATE.—The amendment 
made by this paragraph shall take effect ø1 
year¿ 18 months after the date of the enact-
ment of this Act and shall apply to patents 
issued before, on, or after that effective date. 


(2) APPEAL.— 
(A) IN GENERAL.—Section 306 of title 35, 


United States Code, is amended by striking 
‘‘145’’ and inserting ‘‘144’’. 


(B) EFFECTIVE DATE.—The amendment 
made by this paragraph shall take effect on 
the date of enactment of this Act and shall 
apply to appeals of reexaminations that are 
pending before the Board of Patent Appeals 
and Interferences or the Patent Trial and 
Appeal Board on or after the date of the en-
actment of this Act. 
SEC. 6. PATENT TRIAL AND APPEAL BOARD. 


(a) COMPOSITION AND DUTIES.—Section 6 of 
title 35, United States Code, is amended to 
read as follows: 


‘‘§ 6. Patent Trial and Appeal Board 
‘‘(a) There shall be in the Office a Patent 


Trial and Appeal Board. The Director, the 
Deputy Director, the Commissioner for Pat-
ents, the Commissioner for Trademarks, and 
the administrative patent judges shall con-
stitute the Patent Trial and Appeal Board. 
The administrative patent judges shall be 
persons of competent legal knowledge and 
scientific ability who are appointed by the 
Secretary, in consultation with the Director. 
Any reference in any Federal law, Executive 
order, rule, regulation, or delegation of au-
thority, or any document of or pertaining to 
the Board of Patent Appeals and Inter-
ferences is deemed to refer to the Patent 
Trial and Appeal Board. 


‘‘(b) The Patent Trial and Appeal Board 
shall— 


‘‘(1) on written appeal of an applicant, re-
view adverse decisions of examiners upon ap-
plications for patents pursuant to section 
134(a); 


‘‘(2) review appeals of reexaminations pur-
suant to section 134(b); 


‘‘(3) conduct derivation proceedings pursu-
ant to section 135; and 


‘‘(4) conduct inter partes reviews and post- 
grant reviews pursuant to chapters 31 and 32. 


‘‘(c) Each appeal, derivation proceeding, 
post-grant review, and inter partes review 
shall be heard by at least 3 members of the 
Patent Trial and Appeal Board, who shall be 
designated by the Director. Only the Patent 
Trial and Appeal Board may grant re-
hearings. 


‘‘(d) The Secretary of Commerce may, in 
his discretion, deem the appointment of an 
administrative patent judge who, before the 
date of the enactment of this subsection, 
held office pursuant to an appointment by 
the Director to take effect on the date on 
which the Director initially appointed the 
administrative patent judge. It shall be a de-
fense to a challenge to the appointment of an 
administrative patent judge on the basis of 
the judge’s having been originally appointed 
by the Director that the administrative pat-
ent judge so appointed was acting as a de 
facto officer.’’. 


(b) ADMINISTRATIVE APPEALS.—Section 134 
of title 35, United States Code, is amended— 


(1) in subsection (b), by striking ‘‘any reex-
amination proceeding’’ and inserting ‘‘a re-
examination’’; and 


(2) by striking subsection (c). 
(c) CIRCUIT APPEALS.— 
(1) IN GENERAL.—Section 141 of title 35, 


United States Code, is amended to read as 
follows: 


‘‘§ 141. Appeal to the Court of Appeals for the 
Federal Circuit 
‘‘(a) EXAMINATIONS.—An applicant who is 


dissatisfied with the final decision in an ap-
peal to the Patent Trial and Appeal Board 
under section 134(a) may appeal the Board’s 
decision to the United States Court of Ap-
peals for the Federal Circuit. By filing such 
an appeal, the applicant waives his right to 
proceed under section 145. 


‘‘(b) REEXAMINATIONS.—A patent owner 
who is dissatisfied with the final decision in 
an appeal of a reexamination to the Patent 
Trial and Appeal Board under section 134(b) 
may appeal the Board’s decision only to the 
United States Court of Appeals for the Fed-
eral Circuit. 


‘‘(c) POST-GRANT AND INTER PARTES RE-
VIEWS.—A party to a post-grant or inter 
partes review who is dissatisfied with the 
final written decision of the Patent Trial and 
Appeal Board under section 318(a) or 328(a) 
may appeal the Board’s decision only to the 
United States Court of Appeals for the Fed-
eral Circuit. 


‘‘(d) DERIVATION PROCEEDINGS.—A party to 
a derivation proceeding who is dissatisfied 
with the final decision of the Patent Trial 
and Appeal Board on the proceeding may ap-
peal the decision to the United States Court 
of Appeals for the Federal Circuit, but such 
appeal shall be dismissed if any adverse 
party to such derivation proceeding, within 
20 days after the appellant has filed notice of 
appeal in accordance with section 142, files 
notice with the Director that the party 
elects to have all further proceedings con-
ducted as provided in section 146. If the ap-
pellant does not, within 30 days after the fil-
ing of such notice by the adverse party, file 
a civil action under section 146, the Board’s 
decision shall govern the further proceedings 
in the case.’’. 


(2) JURISDICTION.—Section 1295(a)(4)(A) of 
title 28, United States Code, is amended to 
read as follows: 


‘‘(A) the Patent Trial and Appeal Board of 
the United States Patent and Trademark Of-
fice with respect to patent applications, deri-
vation proceedings, reexaminations, post- 
grant reviews, and inter partes reviews at 
the instance of a party who exercised his 
right to participate in a proceeding before or 
appeal to the Board, except that an applicant 
or a party to a derivation proceeding may 
also have remedy by civil action pursuant to 
section 145 or 146 of title 35. An appeal under 
this subparagraph of a decision of the Board 
with respect to an application or derivation 
proceeding shall waive the right of such ap-
plicant or party to proceed under section 145 
or 146 of title 35;’’. 


(3) PROCEEDINGS ON APPEAL.—Section 143 of 
title 35, United States Code, is amended— 


(A) by striking the third sentence and in-
serting the following: ‘‘In an ex parte case, 
the Director shall submit to the court in 
writing the grounds for the decision of the 
Patent and Trademark Office, addressing all 
of the issues raised in the appeal. The Direc-
tor shall have the right to intervene in an 
appeal from a decision entered by the Patent 
Trial and Appeal Board in a derivation pro-
ceeding under section 135 or in an inter 
partes or post-grant review under chapter 31 
or 32.’’; and 


(B) by repealing the second of the two iden-
tical fourth sentences. 


(d) EFFECTIVE DATE.—The amendments 
made by this section shall take effect ø1 
year¿ 18 months after the date of the enact-
ment of this Act and shall apply to pro-
ceedings commenced on or after that effec-
tive date, except that— 


(1) the extension of jurisdiction to the 
United States Court of Appeals for the Fed-
eral Circuit to entertain appeals of decisions 
of the Patent Trial and Appeal Board in re-
examinations under the amendment made by 
subsection (c)(2) shall be deemed to take ef-
fect on the date of enactment of this Act and 
shall extend to any decision of the Board of 
Patent Appeals and Interferences with re-
spect to a reexamination that is entered be-
fore, on, or after the date of the enactment 
of this Act; 


(2) the provisions of sections 6, 134, and 141 
of title 35, United States Code, in effect on 
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the day prior to the date of the enactment of 
this Act shall continue to apply to inter 
partes reexaminations that are requested 
under section 311 prior to the date that is ø1 
year¿ 18 months after the date of the enact-
ment of this Act; 


(3) the Patent Trial and Appeal Board may 
be deemed to be the Board of Patent Appeals 
and Interferences for purposes of appeals of 
inter partes reexaminations that are re-
quested under section 311 prior to the date 
that is ø1 year¿ 18 months after the date of 
the enactment of this Act; and 


(4) the Director’s right under the last sen-
tence of section 143 of title 35, United States 
Code, as amended by subsection (c)(3), to in-
tervene in an appeal from a decision entered 
by the Patent Trial and Appeal Board shall 
be deemed to extend to inter partes reexam-
inations that are requested under section 311 
prior to the date that is ø1 year¿ 18 months 
after the date of the enactment of this Act. 
SEC. 7. PREISSUANCE SUBMISSIONS BY THIRD 


PARTIES. 
(a) IN GENERAL.—Section 122 of title 35, 


United States Code, is amended by adding at 
the end the following: 


‘‘(e) PREISSUANCE SUBMISSIONS BY THIRD 
PARTIES.— 


‘‘(1) IN GENERAL.—Any third party may 
submit for consideration and inclusion in the 
record of a patent application, any patent, 
published patent application, or other print-
ed publication of potential relevance to the 
examination of the application, if such sub-
mission is made in writing before the earlier 
of— 


‘‘(A) the date a notice of allowance under 
section 151 is given or mailed in the applica-
tion for patent; or 


‘‘(B) the later of— 
‘‘(i) 6 months after the date on which the 


application for patent is first published 
under section 122 by the Office, or 


‘‘(ii) the date of the first rejection under 
section 132 of any claim by the examiner dur-
ing the examination of the application for 
patent. 


‘‘(2) OTHER REQUIREMENTS.—Any submis-
sion under paragraph (1) shall— 


‘‘(A) set forth a concise description of the 
asserted relevance of each submitted docu-
ment; 


‘‘(B) be accompanied by such fee as the Di-
rector may prescribe; and 


‘‘(C) include a statement by the person 
making such submission affirming that the 
submission was made in compliance with 
this section.’’. 


(b) EFFECTIVE DATE.—The amendments 
made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to patent applications filed 
before, on, or after that effective date. 
SEC. 8. VENUE. 


(a) CHANGE OF VENUE.—Section 1400 of title 
28, United States Code, is amended by adding 
at the end the following: 


‘‘(c) CHANGE OF VENUE.—For the conven-
ience of parties and witnesses, in the interest 
of justice, a district court shall transfer any 
civil action arising under any Act of Con-
gress relating to patents upon a showing 
that the transferee venue is clearly more 
convenient than the venue in which the civil 
action is pending.’’. 


(b) TECHNICAL AMENDMENTS RELATING TO 
VENUE.—Sections 32, 145, 146, 154(b)(4)(A), and 
293 of title 35, United States Code, and sec-
tion 21(b)(4) of the Act entitled ‘‘An Act to 
provide for the registration and protection of 
trademarks used in commerce, to carry out 
the provisions of certain international con-
ventions, and for other purposes’’, approved 
July 5, 1946 (commonly referred to as the 
‘‘Trademark Act of 1946’’ or the ‘‘Lanham 
Act’’; 15 U.S.C. 1071(b)(4)), are each amended 


by striking ‘‘United States District Court for 
the District of Columbia’’ each place that 
term appears and inserting ‘‘United States 
District Court for the Eastern District of 
Virginia’’. 


(c) EFFECTIVE DATE.—The amendments 
made by this section shall take effect upon 
the date of the enactment of this Act and 
shall apply to civil actions commenced on or 
after that date. 
SEC. 9. FEE SETTING AUTHORITY. 


(a) FEE SETTING.— 
(1) IN GENERAL.—The Director shall have 


authority to set or adjust by rule any fee es-
tablished or charged by the Office under sec-
tions 41 and 376 of title 35, United States 
Code, or under section 31 of the Trademark 
Act of 1946 (15 U.S.C. 1113), or any other fee 
established or charged by the Office under 
any other provision of law, notwithstanding 
the fee amounts established or charged 
thereunder, for the filing or processing of 
any submission to, and for all other services 
performed by or materials furnished by, the 
Office, provided that patent and trademark 
fee amounts are in the aggregate set to re-
cover the estimated cost to the Office for 
processing, activities, services and materials 
relating to patents and trademarks, respec-
tively, including proportionate shares of the 
administrative costs of the Office. 


(2) SMALL AND MICRO ENTITIES.—The fees 
established under paragraph (1) for filing, 
processing, issuing, and maintaining patent 
applications and patents shall be reduced by 
50 percent with respect to their application 
to any small entity that qualifies for reduced 
fees under section 41(h)(1) of title 35, United 
States Code, and shall be reduced by 75 per-
cent with respect to their application to any 
micro entity as defined in section 123 of that 
title. 


(3) REDUCTION OF FEES IN CERTAIN FISCAL 
YEARS.—In any fiscal year, the Director— 


(A) shall consult with the Patent Public 
Advisory Committee and the Trademark 
Public Advisory Committee on the advis-
ability of reducing any fees described in 
paragraph (1); and 


(B) after the consultation required under 
subparagraph (A), may reduce such fees. 


(4) ROLE OF THE PUBLIC ADVISORY COM-
MITTEE.—The Director shall— 


(A) submit to the Patent Public Advisory 
Committee or the Trademark Public Advi-
sory Committee, or both, as appropriate, any 
proposed fee under paragraph (1) not less 
than 45 days before publishing any proposed 
fee in the Federal Register; 


(B) provide the relevant advisory com-
mittee described in subparagraph (A) a 30- 
day period following the submission of any 
proposed fee, on which to deliberate, con-
sider, and comment on such proposal, and re-
quire that— 


(i) during such 30-day period, the relevant 
advisory committee hold a public hearing re-
lated to such proposal; and 


(ii) the Director shall assist the relevant 
advisory committee in carrying out such 
public hearing, including by offering the use 
of Office resources to notify and promote the 
hearing to the public and interested stake-
holders; 


(C) require the relevant advisory com-
mittee to make available to the public a 
written report detailing the comments, ad-
vice, and recommendations of the committee 
regarding any proposed fee; 


(D) consider and analyze any comments, 
advice, or recommendations received from 
the relevant advisory committee before set-
ting or adjusting any fee; and 


(E) notify, through the Chair and Ranking 
Member of the Senate and House Judiciary 
Committees, the Congress of any final rule 
setting or adjusting fees under paragraph (1). 


(5) PUBLICATION IN THE FEDERAL REG-
ISTER.— 


(A) IN GENERAL.—Any rules prescribed 
under this subsection shall be published in 
the Federal Register. 


(B) RATIONALE.—Any proposal for a change 
in fees under this section shall— 


(i) be published in the Federal Register; 
and 


(ii) include, in such publication, the spe-
cific rationale and purpose for the proposal, 
including the possible expectations or bene-
fits resulting from the proposed change. 


(C) PUBLIC COMMENT PERIOD.—Following 
the publication of any proposed fee in the 
Federal Register pursuant to subparagraph 
(A), the Director shall seek public comment 
for a period of not less than 45 days. 


(6) CONGRESSIONAL COMMENT PERIOD.—Fol-
lowing the notification described in para-
graph (3)(E), Congress shall have not more 
than 45 days to consider and comment on 
any final rule setting or adjusting fees under 
paragraph (1). No fee set or adjusted under 
paragraph (1) shall be effective prior to the 
end of such 45-day comment period. 


(7) RULE OF CONSTRUCTION.—No rules pre-
scribed under this subsection may diminish— 


(A) an applicant’s rights under title 35, 
United States Code, or the Trademark Act of 
1946; or 


(B) any rights under a ratified treaty. 
(b) FEES FOR PATENT SERVICES.—Division B 


of Public Law 108–447 is amended in title VIII 
of the Departments of Commerce, Justice, 
and State, the Judiciary, and Related Agen-
cies Appropriations Act, 2005— 


(1) in subsections (a), (b), and (c) of section 
801, by— 


(A) striking ‘‘During’’ and all that follows 
through ‘‘ 2006, subsection’’ and inserting 
‘‘Subsection’’; and 


(B) striking ‘‘shall be administered as 
though that subsection reads’’ and inserting 
‘‘is amended to read’’; 


(2) in subsection (d) of section 801, by strik-
ing ‘‘During’’ and all that follows through ‘‘ 
2006, subsection’’ and inserting ‘‘Sub-
section’’; and 


(3) in subsection (e) of section 801, by— 
(A) striking ‘‘During’’ and all that follows 


through ‘‘2006, subsection’’ and inserting 
‘‘Subsection’’; and 


(B) striking ‘‘shall be administered as 
though that subsection’’. 


(c) ADJUSTMENT OF TRADEMARK FEES.—Di-
vision B of Public Law 108–447 is amended in 
title VIII of the Departments of Commerce, 
Justice and State, the Judiciary and Related 
Agencies Appropriations Act, 2005, in section 
802(a) by striking ‘‘During fiscal years 2005, 
2006 and 2007’’, and inserting ‘‘Until such 
time as the Director sets or adjusts the fees 
otherwise,’’. 


(d) EFFECTIVE DATE, APPLICABILITY, AND 
TRANSITION PROVISIONS.—Division B of Pub-
lic Law 108–447 is amended in title VIII of the 
Departments of Commerce, Justice and 
State, the Judiciary and Related Agencies 
Appropriations Act, 2005, in section 803(a) by 
striking ‘‘and shall apply only with respect 
to the remaining portion of fiscal year 2005, 
2006 and 2007’’. 


(e) STATUTORY AUTHORITY.—Section 
41(d)(1)(A) of title 35, United States Code, is 
amended by striking ‘‘, and the Director may 
not increase any such fee thereafter’’. 


(f) RULE OF CONSTRUCTION.—Nothing in this 
section shall be construed to affect any other 
provision of Division B of Public Law 108–447, 
including section 801(c) of title VIII of the 
Departments of Commerce, Justice and 
State, the Judiciary and Related Agencies 
Appropriations Act, 2005. 


(g) DEFINITIONS.—In this section, the fol-
lowing definitions shall apply: 


(1) DIRECTOR.—The term ‘‘Director’’ means 
the Director of the United States Patent and 
Trademark Office. 


VerDate Mar 15 2010 02:38 Mar 01, 2011 Jkt 099060 PO 00000 Frm 00017 Fmt 0624 Sfmt 0634 E:\CR\FM\A28FE6.007 S28FEPT1jb
el


l o
n 


D
S


K
D


V
H


8Z
91


P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATES946 February 28, 2011 
(2) OFFICE.—The term ‘‘Office’’ means the 


United States Patent and Trademark Office. 
(3) TRADEMARK ACT OF 1946.—The term 


‘‘Trademark Act of 1946’’ means an Act enti-
tled ‘‘Act to provide for the registration and 
protection of trademarks used in commerce, 
to carry out the provisions of certain inter-
national conventions, and for other pur-
poses’’, approved July 5, 1946 (15 U.S.C. 1051 
et seq.) (commonly referred to as the Trade-
mark Act of 1946 or the Lanham Act). 


(h) ELECTRONIC FILING INCENTIVE.— 
(1) IN GENERAL.—Notwithstanding any 


other provision of this section, a fee of $400 
shall be established for each application for 
an original patent, except for a design, plant, 
or provisional application, that is not filed 
by electronic means as prescribed by the Di-
rector. The fee established by this subsection 
shall be reduced 50 percent for small entities 
that qualify for reduced fees under section 
41(h)(1) of title 35, United States Code. All 
fees paid under this subsection shall be de-
posited in the Treasury as an offsetting re-
ceipt that shall not be available for obliga-
tion or expenditure. 


(2) EFFECTIVE DATE.—This subsection shall 
become effective 60 days after the date of the 
enactment of this Act. 


(i) EFFECTIVE DATE.—Except as provided in 
subsection (h), the provisions of this section 
shall take effect upon the date of the enact-
ment of this Act. 
SEC. 10. SUPPLEMENTAL EXAMINATION. 


(a) IN GENERAL.—Chapter 25 of title 35, 
United States Code, is amended by adding at 
the end the following: 
‘‘§ 257. Supplemental examinations to con-


sider, reconsider, or correct information 
‘‘(a) IN GENERAL.—A patent owner may re-


quest supplemental examination of a patent 
in the Office to consider, reconsider, or cor-
rect information believed to be relevant to 
the patent. Within 3 months of the date a re-
quest for supplemental examination meeting 
the requirements of this section is received, 
the Director shall conduct the supplemental 
examination and shall conclude such exam-
ination by issuing a certificate indicating 
whether the information presented in the re-
quest raises a substantial new question of 
patentability. 


‘‘(b) REEXAMINATION ORDERED.—If a sub-
stantial new question of patentability is 
raised by 1 or more items of information in 
the request, the Director shall order reexam-
ination of the patent. The reexamination 
shall be conducted according to procedures 
established by chapter 30, except that the 
patent owner shall not have the right to file 
a statement pursuant to section 304. During 
the reexamination, the Director shall ad-
dress each substantial new question of pat-
entability identified during the supple-
mental examination, notwithstanding the 
limitations therein relating to patents and 
printed publication or any other provision of 
chapter 30. 


‘‘(c) EFFECT.— 
‘‘(1) IN GENERAL.—A patent shall not be 


held unenforceable on the basis of conduct 
relating to information that had not been 
considered, was inadequately considered, or 
was incorrect in a prior examination of the 
patent if the information was considered, re-
considered, or corrected during a supple-
mental examination of the patent. The mak-
ing of a request under subsection (a), or the 
absence thereof, shall not be relevant to en-
forceability of the patent under section 282. 


‘‘(2) EXCEPTIONS.— 
‘‘(A) PRIOR ALLEGATIONS.—This subsection 


shall not apply to an allegation pled with 
particularity, or set forth with particularity 
in a notice received by the patent owner 
under section 505(j)(2)(B)(iv)(II) of the Fed-
eral Food, Drug, and Cosmetic Act (21 U.S.C. 


355(j)(2)(B)(iv)(II)), before the date of a sup-
plemental-examination request under sub-
section (a) to consider, reconsider, or correct 
information forming the basis for the allega-
tion. 


‘‘(B) PATENT ENFORCEMENT ACTIONS.—In an 
action brought under section 337(a) of the 
Tariff Act of 1930 (19 U.S.C. 1337(a)), or sec-
tion 281 of this title, this subsection shall 
not apply to any defense raised in the action 
that is based upon information that was con-
sidered, reconsidered, or corrected pursuant 
to a supplemental-examination request 
under subsection (a) unless the supplemental 
examination, and any reexamination ordered 
pursuant to the request, are concluded before 
the date on which the action is brought. 


‘‘(d) FEES AND REGULATIONS.—The Director 
shall, by regulation, establish fees for the 
submission of a request for supplemental ex-
amination of a patent, and to consider each 
item of information submitted in the re-
quest. If reexamination is ordered pursuant 
to subsection (a), fees established and appli-
cable to ex parte reexamination proceedings 
under chapter 30 shall be paid in addition to 
fees applicable to supplemental examination. 
The Director shall promulgate regulations 
governing the form, content, and other re-
quirements of requests for supplemental ex-
amination, and establishing procedures for 
conducting review of information submitted 
in such requests. 


‘‘(e) RULE OF CONSTRUCTION.—Nothing in 
this section shall be construed— 


‘‘(1) to preclude the imposition of sanctions 
based upon criminal or antitrust laws (in-
cluding section 1001(a) of title 18, the first 
section of the Clayton Act, and section 5 of 
the Federal Trade Commission Act to the ex-
tent that section relates to unfair methods 
of competition); 


‘‘(2) to limit the authority of the Director 
to investigate issues of possible misconduct 
and impose sanctions for misconduct in con-
nection with matters or proceedings before 
the Office; or 


‘‘(3) to limit the authority of the Director 
to promulgate regulations under chapter 3 
relating to sanctions for misconduct by rep-
resentatives practicing before the Office.’’. 


(b) EFFECTIVE DATE.—This section shall 
take effect 1 year after the date of the enact-
ment of this Act and shall apply to patents 
issued before, on, or after that date. 


øSEC. 11. RESIDENCY OF FEDERAL CIRCUIT 
JUDGES. 


ø(a) RESIDENCY.—The second sentence of 
section 44(c) of title 28, United States Code, 
is repealed. 


ø(b) FACILITIES.—Section 44 of title 28, 
United States Code, is amended by adding at 
the end the following: 


ø‘‘(e)(1) The Director of the Administrative 
Office of the United States Courts shall pro-
vide— 


ø‘‘(A) a judge of the Federal judicial cir-
cuit who lives within 50 miles of the District 
of Columbia with appropriate facilities and 
administrative support services in the Dis-
trict of the District of Columbia; and 


ø‘‘(B) a judge of the Federal judicial circuit 
who does not live within 50 miles of the Dis-
trict of Columbia with appropriate facilities 
and administrative support services— 


ø‘‘(i) in the district and division in which 
that judge resides; or 


ø‘‘(ii) if appropriate facilities are not avail-
able in the district and division in which 
that judge resides, in the district and divi-
sion closest to the residence of that judge in 
which such facilities are available, as deter-
mined by the Director. 


ø‘‘(2) Nothing in this subsection may be 
construed to authorize or require the con-
struction of new facilities.’’.¿ 


SEC. 11. RESIDENCY OF FEDERAL CIRCUIT 
JUDGES. 


(a) IN GENERAL.—Section 44(c) of title 28, 
United States Code, is amended— 


(1) by repealing the second sentence; and 
(2) in the third sentence, by striking ‘‘state’’ 


and inserting ‘‘State’’. 
(b) EFFECTIVE DATE.—This section shall take 


effect on the date of enactment of this Act. 
SEC. 12. MICRO ENTITY DEFINED. 


Chapter 11 of title 35, United States Code, 
is amended by adding at the end the fol-
lowing new section: 
‘‘§ 123. Micro entity defined 


‘‘(a) IN GENERAL.—For purposes of this 
title, the term ‘micro entity’ means an appli-
cant who makes a certification under either 
subsection (b) or (c). 


‘‘(b) UNASSIGNED APPLICATION.—For an un-
assigned application, each applicant shall 
certify that the applicant— 


‘‘(1) qualifies as a small entity, as defined 
in regulations issued by the Director; 


‘‘(2) has not been named on 5 or more pre-
viously filed patent applications; 


‘‘(3) has not assigned, granted, or con-
veyed, and is not under an obligation by con-
tract or law to assign, grant, or convey, a li-
cense or any other ownership interest in the 
particular application; and 


‘‘(4) does not have a gross income, as de-
fined in section 61(a) of the Internal Revenue 
Code (26 U.S.C. 61(a)), exceeding 2.5 times the 
average gross income, as reported by the De-
partment of Labor, in the calendar year im-
mediately preceding the calendar year in 
which the examination fee is being paid. 


‘‘(c) ASSIGNED APPLICATION.—For an as-
signed application, each applicant shall cer-
tify that the applicant— 


‘‘(1) qualifies as a small entity, as defined 
in regulations issued by the Director, and 
meets the requirements of subsection (b)(4); 


‘‘(2) has not been named on 5 or more pre-
viously filed patent applications; and 


‘‘(3) has assigned, granted, conveyed, or is 
under an obligation by contract or law to as-
sign, grant, or convey, a license or other 
ownership interest in the particular applica-
tion to an entity that has 5 or fewer employ-
ees and that such entity has a gross income, 
as defined in section 61(a) of the Internal 
Revenue Code (26 U.S.C. 61(a)), that does not 
exceed 2.5 times the average gross income, as 
reported by the Department of Labor, in the 
calendar year immediately preceding the 
calendar year in which the examination fee 
is being paid. 


‘‘(d) INCOME LEVEL ADJUSTMENT.—The 
gross income levels established under sub-
sections (b) and (c) shall be adjusted by the 
Director on October 1, 2009, and every year 
thereafter, to reflect any fluctuations occur-
ring during the previous 12 months in the 
Consumer Price Index, as determined by the 
Secretary of Labor.’’. 
SEC. 13. FUNDING AGREEMENTS. 


(a) IN GENERAL.—Section 202(c)(7)(E)(i) of 
title 35, United States Code, is amended— 


(1) by striking ‘‘75 percent’’ and inserting 
‘‘15 percent’’; and 


(2) by striking ‘‘25 percent’’ and inserting 
‘‘85 percent’’. 


(b) EFFECTIVE DATE.—The amendments 
made by this section shall take effect on the 
date of enactment of this Act and shall apply 
to patents issued before, on, or after that 
date. 
SEC. 14. TAX STRATEGIES DEEMED WITHIN THE 


PRIOR ART. 
(a) IN GENERAL.—For purposes of evalu-


ating an invention under section 102 or 103 of 
title 35, United States Code, any strategy for 
reducing, avoiding, or deferring tax liability, 
whether known or unknown at the time of 
the invention or application for patent, shall 
be deemed insufficient to differentiate a 
claimed invention from the prior art. 
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(b) DEFINITION.—For purposes of this sec-


tion, the term ‘‘tax liability’’ refers to any 
liability for a tax under any Federal, State, 
or local law, or the law of any foreign juris-
diction, including any statute, rule, regula-
tion, or ordinance that levies, imposes, or as-
sesses such tax liability. 


(c) EFFECTIVE DATE; APPLICABILITY.—This 
section shall take effect on the date of enact-
ment of this Act and shall apply to any pat-
ent application pending and any patent 
issued on or after that date. 
SEC. 15. BEST MODE REQUIREMENT. 


(a) IN GENERAL.—Section 282 of title 35, 
United State Code, is amended in its second 
undesignated paragraph by striking para-
graph (3) and inserting the following: 


‘‘(3) Invalidity of the patent or any claim 
in suit for failure to comply with— 


‘‘(A) any requirement of section 112, except 
that the failure to disclose the best mode 
shall not be a basis on which any claim of a 
patent may be canceled or held invalid or 
otherwise unenforceable; or 


‘‘(B) any requirement of section 251.’’. 
(b) CONFORMING AMENDMENT.—Sections 


119(e)(1) and 120 of title 35, United States 
Code, are each amended by striking ‘‘the 
first paragraph of section 112 of this title’’ 
and inserting ‘‘section 112(a) (other than the 
requirement to disclose the best mode)’’. 


(c) EFFECTIVE DATE.—The amendments 
made by this section shall take effect upon 
the date of the enactment of this Act and 
shall apply to proceedings commenced on or 
after that date. 
SEC. 16. TECHNICAL AMENDMENTS. 


(a) JOINT INVENTIONS.—Section 116 of title 
35, United States Code, is amended— 


(1) in the first paragraph, by striking 
‘‘When’’ and inserting ‘‘(a) JOINT INVEN-
TIONS.—When’’; 


(2) in the second paragraph, by striking ‘‘If 
a joint inventor’’ and inserting ‘‘(b) OMITTED 
INVENTOR.—If a joint inventor’’; and 


(3) in the third paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(c) CORRECTION OF ERRORS IN APPLICA-
TION.—Whenever’’; and 


(B) by striking ‘‘and such error arose with-
out any deceptive intent on his part,’’. 


(b) FILING OF APPLICATION IN FOREIGN 
COUNTRY.—Section 184 of title 35, United 
States Code, is amended— 


(1) in the first paragraph— 
(A) by striking ‘‘Except when’’ and insert-


ing ‘‘(a) FILING IN FOREIGN COUNTRY.—Except 
when’’; and 


(B) by striking ‘‘and without deceptive in-
tent’’; 


(2) in the second paragraph, by striking 
‘‘The term’’ and inserting ‘‘(b) APPLICA-
TION.—The term’’; and 


(3) in the third paragraph, by striking 
‘‘The scope’’ and inserting ‘‘(c) SUBSEQUENT 
MODIFICATIONS, AMENDMENTS, AND SUPPLE-
MENTS.—The scope’’. 


(c) FILING WITHOUT A LICENSE.—Section 185 
of title 35, United States Code, is amended by 
striking ‘‘and without deceptive intent’’. 


(d) REISSUE OF DEFECTIVE PATENTS.—Sec-
tion 251 of title 35, United States Code, is 
amended— 


(1) in the first paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(a) IN GENERAL.—Whenever’’; and 
(B) by striking ‘‘without any deceptive in-


tention’’; 
(2) in the second paragraph, by striking 


‘‘The Director’’ and inserting ‘‘(b) MULTIPLE 
REISSUED PATENTS.—The Director’’; 


(3) in the third paragraph, by striking 
‘‘The provisions’’ and inserting ‘‘(c) APPLICA-
BILITY OF THIS TITLE.—The provisions’’; and 


(4) in the last paragraph, by striking ‘‘No 
reissued patent’’ and inserting ‘‘(d) REISSUE 
PATENT ENLARGING SCOPE OF CLAIMS.—No re-
issued patent’’. 


(e) EFFECT OF REISSUE.—Section 253 of title 
35, United States Code, is amended— 


(1) in the first paragraph, by striking 
‘‘Whenever, without any deceptive inten-
tion’’ and inserting ‘‘(a) IN GENERAL.—When-
ever’’; and 


(2) in the second paragraph, by striking ‘‘in 
like manner’’ and inserting ‘‘(b) ADDITIONAL 
DISCLAIMER OR DEDICATION.—In the manner 
set forth in subsection (a),’’. 


(f) CORRECTION OF NAMED INVENTOR.—Sec-
tion 256 of title 35, United States Code, is 
amended— 


(1) in the first paragraph— 
(A) by striking ‘‘Whenever’’ and inserting 


‘‘(a) CORRECTION.—Whenever’’; and 
(B) by striking ‘‘and such error arose with-


out any deceptive intention on his part’’; and 
(2) in the second paragraph, by striking 


‘‘The error’’ and inserting ‘‘(b) PATENT VALID 
IF ERROR CORRECTED.—The error’’. 


(g) PRESUMPTION OF VALIDITY.—Section 282 
of title 35, United States Code, is amended— 


(1) in the first undesignated paragraph— 
(A) by striking ‘‘A patent’’ and inserting 


‘‘(a) IN GENERAL.—A patent’’; and 
(B) by striking the third sentence; 
(2) in the second undesignated paragraph, 


by striking ‘‘The following’’ and inserting 
‘‘(b) DEFENSES.—The following’’; and 


(3) in the third undesignated paragraph, by 
striking ‘‘In actions’’ and inserting ‘‘(c) NO-
TICE OF ACTIONS; ACTIONS DURING EXTENSION 
OF PATENT TERM.—In actions’’. 


(h) ACTION FOR INFRINGEMENT.—Section 288 
of title 35, United States Code, is amended by 
striking ‘‘, without deceptive intention,’’. 


(i) REVISER’S NOTES.— 
(1) Section 3(e)(2) of title 35, United States 


Code, is amended by striking ‘‘this Act,’’ and 
inserting ‘‘that Act,’’. 


ø(2) Section 202(b)(3) of title 35, United 
States Code, is amended by striking ‘‘the 
section 203(b)’’ and inserting ‘‘section 
203(b)’’.¿ 


(2) Section 202 of title 35, United States Code, 
is amended— 


(A) in subsection (b)(3), by striking ‘‘the sec-
tion 203(b)’’ and inserting ‘‘section 203(b)’’; and 


(B) in subsection (c)(7)— 
(i) in subparagraph (D), by striking ‘‘except 


where it proves’’ and all that follows through ‘‘; 
and’’ and inserting: ‘‘except where it is deter-
mined to be infeasible following a reasonable in-
quiry, a preference in the licensing of subject in-
ventions shall be given to small business firms; 
and’’; and 


(ii) in subparagraph (E)(i), by striking ‘‘as de-
scribed above in this clause (D);’’ and inserting 
‘‘described above in this clause;’’. 


(3) Section 209(d)(1) of title 35, United 
States Code, is amended by striking 
‘‘nontransferrable’’ and inserting ‘‘non-
transferable’’. 


(4) Section 287(c)(2)(G) of title 35, United 
States Code, is amended by striking ‘‘any 
state’’ and inserting ‘‘any State’’. 


(5) Section 371(b) of title 35, United States 
Code, is amended by striking ‘‘of the treaty’’ 
and inserting ‘‘of the treaty.’’. 


(j) UNNECESSARY REFERENCES.— 
(1) IN GENERAL.—Title 35, United States 


Code, is amended by striking ‘‘of this title’’ 
each place that term appears. 


(2) EXCEPTION.—The amendment made by 
paragraph (1) shall not apply to the use of 
such term in the following sections of title 
35, United States Code: 


(A) Section 1(c). 
(B) Section 101. 
(C) Subsections (a) and (b) of section 105. 
(D) The first instance of the use of such 


term in section 111(b)(8). 
(E) Section 157(a). 
(F) Section 161. 
(G) Section 164. 
(H) Section 171. 
(I) Section 251(c), as so designated by this 


section. 


(J) Section 261. 
(K) Subsections (g) and (h) of section 271. 
(L) Section 287(b)(1). 
(M) Section 289. 
(N) The first instance of the use of such 


term in section 375(a). 
(k) EFFECTIVE DATE.—The amendments 


made by this section shall take effect 1 year 
after the date of the enactment of this Act 
and shall apply to proceedings commenced 
on or after that effective date. 
SEC. 17. CLARIFICATION OF JURISDICTION. 


(a) SHORT TITLE.—This section may be cited 
as the ‘‘Intellectual Property Jurisdiction Clari-
fication Act of 2011’’. 


(b) STATE COURT JURISDICTION.—Section 
1338(a) of title 28, United States Code, is amend-
ed by striking the second sentence and inserting 
the following: ‘‘No State court shall have juris-
diction over any claim for relief arising under 
any Act of Congress relating to patents, plant 
variety protection, or copyrights.’’. 


(c) COURT OF APPEALS FOR THE FEDERAL CIR-
CUIT.—Section 1295(a)(1) of title 28, United 
States Code, is amended to read as follows: 


‘‘(1) of an appeal from a final decision of a 
district court of the United States, the District 
Court of Guam, the District Court of the Virgin 
Islands, or the District Court of the Northern 
Mariana Islands, in any civil action arising 
under, or in any civil action in which a party 
has asserted a compulsory counterclaim arising 
under, any Act of Congress relating to patents 
or plant variety protection;’’. 


(d) REMOVAL.— 
(1) IN GENERAL.—Chapter 89 of title 28, United 


States Code, is amended by adding at the end 
the following new section: 
‘‘§ 1454. Patent, plant variety protection, and 


copyright cases 
‘‘(a) IN GENERAL.—A civil action in which any 


party asserts a claim for relief arising under any 
Act of Congress relating to patents, plant vari-
ety protection, or copyrights may be removed to 
the district court of the United States for the 
district and division embracing the place where 
such action is pending. 


‘‘(b) SPECIAL RULES.—The removal of an ac-
tion under this section shall be made in accord-
ance with section 1446 of this chapter, except 
that if the removal is based solely on this sec-
tion— 


‘‘(1) the action may be removed by any party; 
and 


‘‘(2) the time limitations contained in section 
1446(b) may be extended at any time for cause 
shown. 


‘‘(c) REMAND.—If a civil action is removed 
solely under this section, the district court— 


‘‘(1) shall remand all claims that are neither a 
basis for removal under subsection (a) nor with-
in the original or supplemental jurisdiction of 
the district court under any Act of Congress; 
and 


‘‘(2) may, under the circumstances specified in 
section 1367(c), remand any claims within the 
supplemental jurisdiction of the district court 
under section 1367.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 89 of title 28, United States 
Code, is amended by adding at the end the fol-
lowing new item: 
‘‘1454. Patent, plant variety protection, and 


copyright cases.’’. 


(e) TRANSFER BY COURT OF APPEALS FOR THE 
FEDERAL CIRCUIT.— 


(1) IN GENERAL.—Chapter 99 of title 28, United 
States Code, is amended by adding at the end 
the following new section: 


‘‘§ 1632. Transfer by the Court of Appeals for 
the Federal Circuit 
‘‘When a case is appealed to the Court of Ap-


peals for the Federal Circuit under section 
1295(a)(1), and no claim for relief arising under 
any Act of Congress relating to patents or plant 
variety protection is the subject of the appeal by 
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any party, the Court of Appeals for the Federal 
Circuit shall transfer the appeal to the court of 
appeals for the regional circuit embracing the 
district from which the appeal has been taken.’’. 


(2) CONFORMING AMENDMENT.—The table of 
sections for chapter 99 of title 28, United States 
Code, is amended by adding at the end the fol-
lowing new item: 
‘‘1632. Transfer by the Court of Appeals for the 


Federal Circuit.’’. 
(f) EFFECTIVE DATE.—The amendments made 


by this section shall apply to any civil action 
commenced on or after the date of the enact-
ment of this Act. 
SEC. ø17.¿18. EFFECTIVE DATEø; RULE OF CON-


STRUCTION. 
ø(a) EFFECTIVE DATE.¿—Except as other-


wise provided in this Act, the provisions of 
this Act shall take effect 1 year after the 
date of the enactment of this Act and shall 
apply to any patent issued on or after that 
effective date. 


ø(b) CONTINUITY OF INTENT UNDER THE CRE-
ATE ACT.—The enactment of section 102(c) of 
title 35, United States Code, under section 
(2)(b) of this Act is done with the same in-
tent to promote joint research activities 
that was expressed, including in the legisla-
tive history, through the enactment of the 
Cooperative Research and Technology En-
hancement Act of 2004 (Public Law 108–453; 
the ‘‘CREATE Act’’), the amendments of 
which are stricken by section 2(c) of this 
Act. The United States Patent and Trade-
mark Office shall administer section 102(c) of 
title 35, United States Code, in a manner 
consistent with the legislative history of the 
CREATE Act that was relevant to its admin-
istration by the United States Patent and 
Trademark Office.¿ 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the com-
mittee-reported amendments be agreed 
to, the motions to reconsider be consid-
ered made and laid upon the table, with 
no intervening action or debate; fur-
ther, that the amended version be con-
sidered original text for the purposes of 
further amendment. 


The ACTING PRESIDENT pro tem-
pore. Is there an objection? 


Without objection, it is so ordered. 
The committee-reported amendments 


were agreed to. 
Mr. LEAHY. Mr. President, the Sen-


ate today is turning its attention to a 
measure that will help create jobs, en-
ergize the economy, and promote inno-
vation. The Patent Reform Act, which 
has also come to be called the America 
Invents Act, is a key part of any jobs 
agenda. 


We can help unleash innovation and 
promote American invention, all with-
out adding a penny to the deficit. This 
is commonsense and bipartisan legisla-
tion. During the next few days, the 
Senate can come together to pass this 
needed legislation, and do so in a bipar-
tisan manner. It represents the finest 
traditions of the Senate. 


I thank the majority leader for pro-
ceeding to this measure, and the Re-
publican leader for his cooperation. 


This is a bill that was reported 
unanimously by the members of the 
Judiciary Committee. Republicans and 
Democrats alike recognize that it is 
important to our country’s continued 
economic recovery, and to our ability 
to successfully compete in the global 
economy. America needs a 21st century 


patent system in order to lead. The 
last reform of our patent system was 
nearly 60 years ago, and I think it is 
about time the patent system caught 
up with the needs of this country and 
what the rest of the world has already 
done. 


In his State of the Union Address, 
President Obama challenged the Na-
tion to out-innovate, out-build, and 
out-educate. Enacting the America In-
vents Act is a key to meeting this chal-
lenge. 


Reforming the Nation’s antiquated 
patent system will promote American 
innovation, it will create American 
jobs, and it will grow America’s econ-
omy. I thank the President and his ad-
ministration for their help and support 
for the Leahy-Hatch-Grassley America 
Invents Act. 


Commerce Secretary Locke has been 
a strong partner in our efforts, and Di-
rector Kappos of the Patent and Trade-
mark Office has been an indispensable 
source of wise counsel. 


Innovation drives the Nation’s econ-
omy, and that entrepreneurial spirit 
can only be protected by a patent sys-
tem that promotes invention and spurs 
new ideas. We need to reform our pat-
ent system so that these innovations 
can more quickly get to market. 


A modernized patent system—one 
that puts American entrepreneurs on 
the same playing field as those 
throughout the world—is a key to that 
success. This is an idea that cuts 
across the political spectrum. 


Our bipartisan Senate cosponsors in-
clude Senator KOHL of Wisconsin, Sen-
ator KLOBUCHAR of Minnesota, Senator 
GILLIBRAND of New York, the distin-
guished Acting President pro tempore, 
Senator COONS of Delaware, as well as 
Senator KYL, the assistant Republican 
leader, Senator SESSIONS of Alabama, 
Senator LIEBERMAN of Connecticut, 
Senator FRANKEN of Minnesota, Sen-
ator BLUMENTHAL of Connecticut, and 
Senator HARKIN of Iowa. 


Republicans and Democrats from big 
States and small, and from all ends of 
the political spectrum, are coming to-
gether to support American innova-
tion. 


The Senate Judiciary Committee 
unanimously approved this legislation 
on February 3, 2011. But this effort ex-
tends back several years. Our current 
congressional efforts to reform the Na-
tion’s patent system began in 2005. In-
deed, our bill is the product of years of 
work and compromise. The Senate Ju-
diciary Committee has reported patent 
reform legislation to the Senate in 
each of the last three Congresses. And 
the House has seen efforts over the 
same period led by Congressmen 
LAMAR SMITH of Texas and HOWARD 
BERMAN of California. The legislation 
we are considering today, in fact, is 
structured on the original House bill 
and contains many of the original pro-
visions. 


From the beginning, we each recog-
nized the need for a more effective and 
efficient patent system, one that im-


proves patent quality and provides in-
centives for entrepreneurs to create 
jobs. 


A balanced and efficient intellectual 
property system that rewards inven-
tion and promotes innovation through 
high-quality patents is crucial to our 
Nation’s economic prosperity and job 
growth. It is how we win the future—by 
unleashing the American inventive 
spirit. This bill, the America Invents 
Act, will allow our inventors and 
innovators to flourish, and it will do so 
without adding a penny to the deficit. 


Not a dime in taxpayer money is 
spent on the Patent and Trademark Of-
fice reforms. They are all funded by 
patent fees, not taxes. 


The America Invents Act will accom-
plish three important goals, which 
have been at the center of the patent 
reform debate from the beginning: It 
will improve and harmonize operations 
at the Patent and Trademark Office; it 
will improve the quality of patents 
that are issued; and it will provide 
more certainty in litigation. 


Particularly, this legislation will 
transition our Nation’s patent system 
to a first-inventor-to-file system. It 
will also make changes to improve the 
quality of patents that are issued, and 
it will provide the PTO with the re-
sources it needs to work through its 
backlog. 


The America Invents Act provides 
the tools the PTO needs to separate the 
inventive wheat from the chaff, to help 
businesses bring new products to mar-
ket and create jobs. 


This is interesting because this is a 
piece of legislation that is supported by 
both business and labor—something we 
all want to see in this Chamber—in-
cluding the National Association of 
Manufacturers, the United Steel-
workers, the National Venture Capital 
Association, the AFL–CIO, the Associa-
tion of American Universities, and 
companies representing all sectors of 
the patent community that have been 
urging action on patent reform pro-
posals for years. 


Innovation has always been at the 
heart of America and American suc-
cess. From the founding of our Nation, 
we recognized the importance of pro-
moting and protecting innovation. The 
Constitution explicitly grants Congress 
the power to ‘‘promote the progress 
and science and useful arts, by securing 
for limited times to . . . inventors the 
exclusive right to their respective . . . 
discoveries.’’ It is not a creature of the 
legislature but an integral part of our 
Constitution. 


The patent system plays a key role 
in encouraging innovation and bringing 
new products to market. The discov-
eries made by American inventors and 
research institutions, commercialized 
by our companies, and protected and 
promoted by our patent laws, have 
made our system the envy of the world. 


In spite of this, a Newsweek study 
last year found that only 41 percent of 
Americans believe the United States is 
staying ahead of China in innovation. 
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A Thompson Reuters analysis has al-
ready predicted that China will out-
pace the United States in patent filings 
this year. 


China has a specific plan not just to 
overtake the United States in patent 
applications, but to more than quad-
ruple its patent filings over the next 5 
years—all the more reason why we 
must act now. This is not something 
that should be delayed. We should act 
on it. Delaying it is saying we want 
China to overtake the United States. 
Moving forward says we want to be 
competitive. 


It is astonishing to consider that 
China has been modernizing its patent 
laws and promoting innovation, but 
the United States has failed to keep 
pace. I said before, it has been 60 years 
since we last enacted reform of Amer-
ican patent law. We can no longer wait. 
We can no longer remain complacent 
and expect to stay on top. 


In many areas that were highly con-
tentious when the patent reform de-
bate began, the courts have acted. 
Their decisions reflect the concerns 
heard in Congress that questionable 
patents were too easily obtained, too 
difficult to challenge. The courts have 
moved the law in a generally positive 
direction, more closely aligned with 
the text of the statutes. 


More recently, the Federal circuit 
aggressively moved to constrain run-
away damage awards, which plagued 
the patent system by basing awards on 
unreliable numbers, untethered to the 
reality of licensing decisions. 


The courts have addressed issues 
where they can, but in some areas only 
Congress can take the necessary steps. 
Our act will both speed the application 
process and, at the same time, improve 
patent quality. It will provide the 
USPTO with the resources it needs to 
work through its application backlog, 
while also providing for greater input 
from third parties to improve the qual-
ity of patents issued and that remain 
in effect. 


High quality patents are the key to 
our economic growth. They benefit 
both patent owners and users, who can 
be more confident in the validity of 
issued patents. Patents of low quality 
and dubious validity, by contrast, en-
able patent trolls who extort unreason-
able licensing fees from legitimate 
businesses, and constitute a drag on in-
novation. Too many dubious patents 
also unjustly cast doubt on truly high 
quality patents. 


The Department of Commerce issued 
a report indicating that these reforms 
will create jobs without adding to the 
deficit. The Obama administration sup-
ports these efforts, as do industries and 
stakeholders from all sectors of the 
patent community. Congressional ac-
tion can no longer be delayed. 


Innovation and economic develop-
ment are not uniquely Democratic or 
Republican objectives, so we worked 
together to find the proper balance for 
America, for our economy, for our in-
ventors, for our consumers. 


Thomas Friedman wrote not too long 
ago in the New York Times that the 
country which ‘‘endows its people with 
more tools and basic research to invent 
new goods and services . . . is the one 
that will not just survive but thrive 
down the road. . . . We might be able 
to stimulate our way back to stability, 
but we can only invent our way back to 
prosperity.’’ 


I think of the country’s first patent, 
which was issued to a Vermonter. 
Thomas Jefferson, the Secretary of 
State, examined the application, and 
President George Washington signed it. 


A recent Judiciary Committee meet-
ing on this measure was on the anni-
versary of the day Thomas Edison re-
ceived the historic patent for the prin-
ciples of his incandescent lamp that 
paved the way for the bulb that has il-
luminated our homes, offices, and 
venues in our country and around the 
world. 


This week is when the patent was 
issued for lifesaving improvements to 
the diver’s suit. It was magician Harry 
Houdini who devised a mechanism that 
allowed divers in distress to safely es-
cape a diving suit. 


So we can smooth the path for more 
interesting and great American inven-
tions. That is what the bipartisan com-
prehensive patent reform bill would do. 


I wish to recognize in particular the 
work of Senator HATCH, who is here on 
the Senate floor—and he has been a 
longtime partner of mine on intellec-
tual property issues—and Senator 
GRASSLEY, the ranking Republican on 
our committee. The bill has also re-
ceived tremendous input from Senator 
KYL, Senator KLOBUCHAR, Senator SES-
SIONS and many others. We are working 
together, along with those on both 
sides of the aisle in the House, to reach 
the goal of improving patent quality 
and the operations at the PTO, and to 
address the related unpredictability of 
litigation that has been harming inno-
vation. 


No one claims that ours is a perfect 
bill. It is a compromise that will make 
key improvements in the patent sys-
tem. Over the course of the next couple 
of days, the Senate will have the oppor-
tunity to consider amendments. 


Senator COBURN intends to bring an 
amendment on the use of patent fees. 
Other Senators who disagree with the 
move to a first-to-file system may seek 
to reverse that progress. I urge those 
Senators that have amendments to 
come forward, agree to time agree-
ments and proceed without delay. 


We should be able to complete action 
on this bill this week and I would hope 
by Wednesday night. Then the Senate 
will need to move on to other impor-
tant matters. So after a brief period for 
opening statements to outline the bill 
and frame the debate, I will call for 
Senators to come forward with any 
amendments they may have to the bill. 
This bill is important and its sched-
uling comes as no surprise. It was more 
than 10 days ago that the Senate 
unanimously agreed to its consider-
ation. 


So, let us do our job, and get to the 
task of considering and completing ac-
tion on this important bill in order to 
help create jobs, encourage innovation 
and promote American invention. 


Mr. President, some of the Nation’s 
leading innovators and inventors have 
expressed strong support for S. 23, the 
America Invents Act. The Coalition for 
Patent and Trademark Information 
Dissemination, whose members are 
patent and trademark holders, recently 
wrote to the Senate Judiciary Com-
mittee in support of the bill, stating 
that its members have ‘‘an interest in 
a more efficient system that produces 
higher-quality patents and trade-
marks.’’ The Intellectual Property 
Owners Association, one of the largest 
trade associations devoted to intellec-
tual property rights also recently 
wrote to Senators endorsing important 
provisions in the bill, including the 
first-to-file system. I ask that these 
letters, as well as a statement of sup-
port from the Coalition for 21st Cen-
tury Patent Reform be printed in the 
RECORD at this time. I also ask that a 
list of cross-sector manufacturers and 
innovators that support S. 23 be print-
ed in the RECORD. 


There being no objection, the mate-
rial was ordered to be printed in the 
RECORD, as follows: 


COALITION FOR PATENT AND TRADE-
MARK INFORMATION DISSEMINA-
TION, 


February 1, 2011. 
Hon. PATRICK J. LEAHY, 
Chairman, Judiciary Committee, 
U.S. Senate, Washington, DC. 
Hon. CHARLES GRASSLEY 
Ranking Member, Judiciary Committee, 
U.S. Senate, Washington, DC. 


DEAR CHAIRMAN LEAHY AND RANKING MEM-
BER GRASSLEY: The Coalition writes in sup-
port of S. 23, the Patent Reform Act of 2011. 


Coalition members are information serv-
ices and workflow solution provider compa-
nies that offer value-added patent and trade-
mark information services. Our services are 
aimed at enabling patent and trademark ap-
plicants to find and make available the most 
relevant information related to their 
claimed inventions and marks through the 
data enhancements and state of the art 
search tools provided. Members also are pat-
ent and trademark holders with growing 
numbers of patent and trademark applica-
tions who have an interest in a more effi-
cient system that produces higher-quality 
patents and trademarks. 


Patent quality is directly related to the 
adequacy of the prior art presented to exam-
iners. When applicants conduct a patent-
ability search and disclose all relevant prior 
art to examiners, examiners will have a sig-
nificantly increased likelihood of making 
the right decision about patentability. A 
major positive addition to patent law would 
be the provisions in S. 23 allowing submis-
sion of patents or other publications by third 
parties while applications are still under 
consideration by the USPTO. This should 
further add to the prior art made available 
to the examiner and has the potential to 
greatly enhance patent quality. 


Additionally, we applaud the inclusion of 
supplemental examination provisions in the 
bill. This will allow patent holders to request 
a review of patents where pertinent history 
or information may have been intentionally 
omitted in original requests. The inclusion 
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of this provision will further strengthen our 
laws to prevent unlawful infringement. 


We are delighted that a provision dis-
allowing outsourcing of USPTO searches no 
longer seems to be under consideration. Coa-
lition members believe that the USPTO 
should be able to contract with private com-
panies to perform searches, whether as part 
of the PCT process, as is now currently per-
mitted, or possibly for national searches at 
some future time. USPTO operational flexi-
bility with PCT searches has proven to dras-
tically reduce pendency rates. Achieving 
quality, speed, and cost-effectiveness in 
USPTO processes is a goal to encourage. 
USPTO management should be empowered to 
use the best source or sources for searches. 


There is one addition to S. 23 that we 
would hope to see as the legislation ad-
vances. Coalition members believe that full 
disclosure of prior art information to exam-
iners is constrained by concerns about in-
equitable conduct liability. We urge Con-
gress to reform the inequitable conduct de-
fense in order to remove the disincentive for 
full disclosure of all prior art. 


We appreciate this opportunity to express 
our positions on patent reform issues, and 
the members of the Coalition stand ready to 
work with the Senate Judiciary Committee 
as it considers patent reform legislation. 


Sincerely, 
MARLA GROSSMAN, 


Executive Director, Coalition for Patent 
and Trademark Information Dissemination. 


INTELLECTUAL PROPERTY 
OWNERS ASSOCIATION, 


February 25, 2011. 
Re amendments to S. 23, the ‘‘Patent Reform 


Act of 2011’’ 
The Hon. llll 


U.S. Senate, 
Washington, DC. 


DEAR SENATOR llll: Intellectual Prop-
erty Owners Association (IPO) is pleased 
that the Senate is planning to proceed with 
consideration of S. 23, the ‘‘Patent Reform 
Act of 2011.’’ 


IPO is one of the largest and most diverse 
trade associations devoted to intellectual 
property rights. Our 200 corporate members 
cover a broad spectrum of U.S. companies in 
industries ranging from information tech-
nology to consumer products to pharma-
ceuticals and biotechnology. 


We wish to give you our advice on amend-
ments that we understand might be offered 
during consideration of S. 23: 


Vote AGAINST any amendment to delete 
the ‘‘first-inventor-to-file’’ and related pro-
visions in section 2 of the bill. First-inven-
tor-to-file, explained in a 1-page attachment 
to this letter, is central to modernization 
and simplification of patent law and is very 
widely supported by U.S. companies. 


Vote FOR any amendment guaranteeing 
the U.S. Patent and Trademark Office access 
to all user fees paid to the agency by patent 
and trademark owners and applicants. Cur-
rent delays in processing patent applications 
are totally unacceptable and the result of an 
underfunded Patent and Trademark Office. 


Vote AGAINST any amendment that 
would interpose substantial barriers to en-
forcement of validly-granted ‘‘business 
method’’ patents. IPO supports business 
method patents that were upheld by the U.S. 
Supreme Court in the recent Bilski decision. 


For more information, please call IPO at 
202–507–4500. 


Sincerely, 
DOUGLAS K. NORMAN, 


President. 


INTELLECTUAL PROPERTY 
OWNERS ASSOCIATION, 


February 25, 2011. 


FIRST-INVENTOR-TO-FILE IN S. 23, THE 
‘‘PATENT REFORM ACT OF 2011’’ 


Section 2 of S. 23 simplifies and modernizes 
U.S. patent law by awarding the patent to 
the first of two competing inventors to file 
in the U.S. Patent and Trademark Office 
(PTO), a change from the traditional system 
of awarding the patent, in theory, to the 
first inventor to invent. First-inventor-to- 
file in S. 23 has these advantages: 


Eliminates costly and slow patent inter-
ferences proceedings conducted in the PTO 
and the courts to determine which inventor 
was the first to invent. 


Creates legal certainty about rights in all 
patents, the vast majority of which never be-
come entangled in interference proceedings 
in the first place, but which are still subject 
to the possibility under current law that an-
other inventor might come forward and seek 
to invalidate the patent on the ground that 
this other inventor, who never applied for a 
patent, was the first to invent. 


Encourages both large and small patent 
applicants to file more quickly in order to 
establish an early filing date. Early filing 
leads to early disclosure of technology to the 
public, enabling other parties to build on and 
improve the technology. (Applicants who 
plan to file afterward in other countries al-
ready have the incentive to file quickly in 
the U.S.) 


Makes feasible the introduction of post- 
grant opposition proceedings to improve the 
quality of patents, by reducing the issues 
that could be raised in a post-grant pro-
ceeding, thereby limiting costs and delay. 


Follows up on changes already made by 
Congress that (1) established inexpensive and 
easy-to-file provisional patent applications 
and, (2) in order to comply with treaty obli-
gations, allowed foreign inventors to partici-
pate in U.S. patent interference proceedings. 


THE COALITION FOR 21ST 
CENTURY PATENT REFORM 


BIPARTISAN EFFORTS MOVE STRONG PATENT 
REFORM BILL FORWARD IN SENATE—COALI-
TION SUPPORTS COMMITMENT TO IMPROVE 
PATENT SYSTEM FOR ALL INVENTORS 


Washington, DC.—Gary Griswold of the Co-
alition for 21st Century Patent Reform today 
released the following statement after the 
Senate Judiciary Committee overwhelm-
ingly approved S. 23, The Patent Reform Act 
of 2011. The Coalition appreciates the strong 
bipartisan support of the bill in the com-
mittee and the recognition by the Senators 
that patent reform will spur innovation and 
help create jobs across all business sectors. 


‘‘Our Coalition is grateful for the bipar-
tisan vote in support of the legislation and 
the Senators’ hard work to craft legislation 
that will improve the patent system for all 
the nation’s innovators. It is very encour-
aging to have the committee’s overwhelming 
support for the legislation as it moves to the 
Senate floor. We recognize Senators will con-
tinue to fine-tune the language of the bill 
and we look forward to working actively 
with them to address outstanding issues. 


The members of our Coalition will be 
working with other inventors and innovators 
in the coming weeks to communicate with 
all Senators as well as members of the House 
about the importance of this legislation for 
jobs, promoting innovation, and solidifying 
our global competitiveness.’’ 


CROSS-SECTOR MANUFACTURERS & 
INNOVATORS IN SUPPORT OF S. 23 


3M, Air Liquide, Air Products, BP, 
Bridgestone American Holdings, Inc., 


Cargill, Caterpillar, Coalition for Patent and 
Trademark Information Dissemination, Coa-
lition for 21st Century Patent Reform, 
Cummins. 


The Dow Chemical Company, DuPont, 
Eastman Chemical Company, ExxonMobil, 
General Electric, General Mills, Henkel Cor-
poration, Honeywell, Intellectual Property 
Owners Association. 


Illinois Tool Works, Kodak, Milliken and 
Company, Monsanto, Northrop Grumman, 
PepsiCo, Inc., Proctor & Gamble, United 
Technologies, USG Corporation, Weyer-
haeuser. 


AMENDMENT NO. 114 
Mr. LEAHY. Mr. President, as part of 


the housekeeping measures we have, I 
send to the desk an amendment and 
ask for its immediate consideration. 


The PRESIDING OFFICER (Mr. 
BLUMENTHAL). The clerk will report. 


The assistant legislative clerk read 
as follows: 


The Senator from Vermont [Mr. LEAHY] 
proposes an amendment numbered 114. 


Mr. LEAHY. Mr. President, I ask 
unanimous consent that the reading of 
the amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To improve the bill) 


On page 1, strike line 5, and insert the fol-
lowing: ‘‘ ‘America Invents Act’ ’’. 


On page 79, strike lines 1 through 17, and 
insert the following: 


(1) IN GENERAL.—The Director shall have 
authority to set or adjust by rule any fee es-
tablished, authorized, or charged under title 
35, United States Code, and the Trademark 
Act of 1946 (15 U.S.C. 1051 et seq.), notwith-
standing the fee amounts established, au-
thorized, or charged thereunder, for all serv-
ices performed by or materials furnished by, 
the Office, provided that patent and trade-
mark fee amounts are in the aggregate set to 
recover the estimated cost to the Office for 
processing, activities, services, and mate-
rials relating to patents and trademarks, re-
spectively, including proportionate shares of 
the administrative costs of the Office. 


Mr. LEAHY. Mr. President, I see the 
distinguished senior Senator from Utah 
on the Senate floor, a man who has 
worked for years on this issue and has 
made every effort to keep it bipartisan. 


I yield to the Senator from Utah. 
The PRESIDING OFFICER. The Sen-


ator from Utah. 
Mr. HATCH. Mr. President, I thank 


the distinguished chairman of the Judi-
ciary Committee. He has been one of 
the leaders the whole time I have been 
on that committee with regard to in-
tellectual property issues. It has al-
ways been a pleasure to work with him 
and his staff. They are good people. 


This is a particularly important bill. 
It is only the first step, once we bring 
it up and hopefully pass it, and then 
the House will bring up their bill. 
There are likely to be differences be-
tween the two, and we will have to get 
together in conference to resolve those 
differences. So those who might have 
some angst about this particular bill, 
give it time. We will be working dili-
gently—the distinguished Senator from 
Vermont, myself, and others, includ-
ing, of course, our ranking member, 
Senator GRASSLEY—we will be working 
diligently to try and resolve these 


VerDate Mar 15 2010 04:38 Mar 01, 2011 Jkt 099060 PO 00000 Frm 00022 Fmt 0624 Sfmt 0634 E:\CR\FM\A28FE6.020 S28FEPT1jb
el


l o
n 


D
S


K
D


V
H


8Z
91


P
R


O
D


 w
ith


 S
E


N
A


T
E







CONGRESSIONAL RECORD — SENATE S951 February 28, 2011 
problems and hopefully we will end up 
with a bill that everybody in this coun-
try should recognize as what needs to 
be done to keep us at the forefront of 
all technological innovation in this 
world. 


I rise today to express my support for 
the pending patent reform legislation 
before us. As many know, several of my 
colleagues and I have been working to-
gether on this bill for several Con-
gresses. I especially wish to recognize 
the ongoing efforts of our Judiciary 
Committee chairman, PAT LEAHY. Over 
the years he and I have worked tire-
lessly to bring about long overdue re-
form to our Nation’s patent system. I 
also wish to recognize the efforts of the 
Judiciary Committee ranking member, 
CHUCK GRASSLEY, as well as many of 
my Senate colleagues who have been 
instrumental in forging the com-
promise before us today which, in my 
opinion, is the first step in trying to 
arrive at a final consensus bill. 


Similarly, no enumeration would be 
complete without recognizing the con-
siderable work that has been done by 
our colleagues over in the House of 
Representatives. House Judiciary Com-
mittee chairman LAMAR SMITH has 
been a leader on patent reform legisla-
tion for many years. His vision, his ex-
pertise, and his leadership are highly 
respected and appreciated by me, by 
my colleagues as well, and by many 
throughout the patent community. 


I also wish to specifically acknowl-
edge the invaluable contributions of 
Representatives JOHN CONYERS, HOW-
ARD BERMAN, BOB GOODLATTE, HOWARD 
COBLE, DARRELL ISSA, and ZOE 
LOFGREN. They have all been very ef-
fective people with regard to these very 
important issues. They have been stal-
warts in underscoring the vital need to 
reform our patent system. I look for-
ward to seeing the results of their proc-
ess and working with them to complete 
this important task. 


Most of us are very familiar with the 
history of patent legislation, but it 
bears repeating that we have not had 
meaningful reform to our patent sys-
tem in well over a half century—not 
any meaningful reform whatsoever, 
even though many things have changed 
during these intervening years—courts 
have instituted welcome changes to 
our patent system, a lot of technology 
has changed, and a lot of innovation 
has occurred. 


I am not going to spend my time 
today on a history lesson. Instead, I 
urge everyone to consider not the past, 
but to look forward to the future, and 
that future begins with examining our 
present. The Nation’s current economic 
situation requires that we take advan-
tage of our ingenuity that has made 
America the economic envy of the 
world. 


If enacted, the American Invents Act 
would move the United States to a 
first-inventor-to-file system, which 
will create a system that is more 
transparent, objective, and predictable 
for the patentee. In addition, 


transitioning to a first-to-inventor-to- 
file system will facilitate harmoni-
zation with other patent offices across 
the world and contribute to ongoing 
work-sharing processes. 


The bill will also establish another 
means to administratively challenge 
the validity of a patent at the U.S. 
Patent and Trademark Office, 
USPTO—creating a cost-effective al-
ternative to formal litigation, which 
will further enhance our patent sys-
tem. 


Patent owners will be able to im-
prove the quality of their patents 
through a new supplemental examina-
tion process. The bill further prevents 
patents from being issued on claims for 
tax strategies and provides fee-setting 
authority for the USPTO Director to 
ensure the Office is properly funded. 


This bipartisan bill also contains pro-
visions on venue to curb forum shop-
ping; changes to the best mode disclo-
sure requirement; increased incentives 
for government laboratories to com-
mercialize inventions; restrictions on 
false marking claims, and removes re-
strictions on the residency of Federal 
Circuit judges. 


For me, it is pretty simple. Patent 
reform is more than words on paper. It 
is about jobs and the positive impact 
they have on our economy. Chairman 
LEAHY understands this connection and 
has wisely named the bill the America 
Invents Act of 2011. 


While we debate this important legis-
lation, it is crucial that we keep the 
creation of jobs and economic pros-
perity at the forefront of our thoughts. 
After all, patents encourage techno-
logical advancement by providing in-
centives to invent, to invest in, and to 
disclose new technology. Now more 
than ever we must ensure efficiency 
and increased quality in the issuance of 
patents. This, in turn, will create an 
environment that fosters entrepreneur-
ship and the creation of new jobs, 
thereby contributing to growth within 
all sectors of our economy. 


If we think about it, one single de-
ployed patent has a ripple effect that 
works like this: A properly examined 
patent, promptly issued by the USPTO, 
creates jobs—jobs that are dedicated to 
developing and producing new products 
and services. Unfortunately, the cur-
rent USPTO backlog now exceeds 
700,000 applicants. The sheer volume of 
the patent applications not only re-
flects the vibrant, innovative spirit 
that has made America a worldwide in-
novative leader in science, education, 
and technology, but the patent backlog 
also represents dynamic economic 
growth waiting to be unleashed. We 
cannot afford to go down this path any 
longer. We need to take advantage of 
this opportunity to expand our econ-
omy. 


During consideration of the America 
Invents Act, I encourage my colleagues 
to be mindful that legislation is rarely 
without its imperfections, and we have 
a tremendous chance to take much 
needed action. To those who believe 


otherwise, rest assured my intent is to 
do no harm. But I want the legislative 
process to move forward. It is long 
overdue. 


I urge my colleagues to participate in 
the debate and vote on the amend-
ments they think will strengthen the 
bill. There are some proposals that I 
believe merit serious consideration by 
all of us. At the end of the day, the pas-
sage of this bill will update our patent 
system, help strengthen our economy, 
and provide a springboard for further 
improvements to our intellectual prop-
erty laws. 


I have every confidence that we can 
come together and act in a bipartisan 
manner. The stakes are simply too 
high for us not to seize this moment. 


Mr. President, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Iowa. 
Mr. GRASSLEY. Mr. President, I rise 


to speak on S. 23. We probably have a 
lot of amendments, but right now we 
are talking about the bill. The America 
Invents Act is what it is called. I 
should express my gratitude to those 
others who have helped so much on 
this and, quite frankly, more involved 
on this bill than I have been, including 
Chairman LEAHY, Senator HATCH, Sen-
ator SESSIONS, and Senator KYL. 


This is a bipartisan bill. Over the 
past 5 years or so, the Senate Judiciary 
Committee has been considering com-
prehensive patent reform. Chairman 
LEAHY has engaged Senators on both 
sides of the aisle as well as a wide 
range of groups on the outside. His ef-
forts have been pivotal in bringing to-
gether diverse views and crafting a rea-
sonable compromise bill. In fact, the 
bill is supported by a large number of 
industries and other stakeholders from 
the U.S. patent community. 


I commend the leadership of Chair-
man LEAHY as well as the leadership of 
Senator HATCH for getting us to where 
we are at this point. Intellectual prop-
erty rights are extremely important to 
our Nation’s economy. An effective and 
efficient patent system will help pro-
mote innovation and technological ad-
vancement in America and make life 
better for us all. An effective and effi-
cient patent system also will help pro-
vide stimulus for businesses and obvi-
ously generate many new jobs. Every-
one agrees we need a well-functioning 
patent and trademark office within our 
government so that it can complete its 
work in a timely manner. 


We should find ways to help the Pat-
ent and Trademark Office speed up the 
patent application process and elimi-
nate the current backlog it is experi-
encing. We should reduce costs and de-
crease abusive litigation and improve 
certainty in the patent process and 
strengthen patent quality. The Amer-
ica Invents Act will help do all of these 
things. 


The bipartisan bill before us will up-
date and upgrade the U.S. patent sys-
tem. It will enhance transparency and 
patent quality, and it will ensure that 
the Patent and Trademark Office has 
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the tools and funding it needs to cut its 
backlog and process patent applica-
tions more quickly. 


The improvements to the patent sys-
tem contained in our bill will help spur 
economic prosperity and job creation. I 
am pleased to support it. 


Specifically, the bill would improve 
patent quality by establishing the op-
portunity for third parties to submit 
prior art and other information related 
to a pending application for consider-
ation by a patent examiner. By allow-
ing prior art to be submitted earlier in 
the process and explained to the office, 
patent examiners will be able to issue 
higher quality patents. 


The bill would create a ‘‘first win-
dow’’ post-grant opposition proceeding 
open for 9 months after the grant of a 
patent. This would allow the Patent 
and Trademark Office to weed out pat-
ents that should not have been issued 
in the first place. 


This new post-grant review process— 
which was recommended in a 2004 re-
port issued by the National Academy of 
Sciences—would enable early chal-
lenges to patents, but also protect the 
rights of inventors and patent owners 
against endless litigation. The reason 
we want to ensure that the Patent and 
Trademark Office issues high quality 
patents is to incentivize investment in 
truly innovative technological ad-
vances and provide more certainty for 
investors in these inventions. 


In addition, the bill would improve 
the current inter partes administrative 
process for challenging the validity of 
a patent. It would establish an adver-
sarial inter partes review, with a high-
er threshold for initiating a proceeding 
and procedural safeguards to prevent a 
challenger from using the process to 
harass patent owners. It also would in-
clude a strengthened estoppel standard 
to prevent petitioners from raising in a 
subsequent challenge the same patent 
issues that were raised or reasonably 
could have been raised in a prior chal-
lenge. The bill would significantly re-
duce the ability to use post-grant pro-
cedures for abusive serial challenges to 
patents. These new procedures would 
also provide faster, less costly alter-
natives to civil litigation to challenge 
patents. 


The bill would institute a gate-
keeping role for the court to assess the 
legal basis for damages and jury in-
structions. This would provide more 
certainty in damages calculation and 
promote uniformity and fairness. The 
bill also would transition the United 
States to a first-inventor to file sys-
tem, simplifying the application proc-
ess and coordinating it with our trad-
ing partners. This change will reduce 
costs and help improve the competi-
tiveness of American inventors abroad. 


Further, the bill would provide fee 
setting authority for the Patent Trade-
mark Office Director to ensure that the 
Patent and Trademark Office is prop-
erly funded and can reduce its current 
backlog of patent applications. 


The bill also would mandate a reduc-
tion of fees by 50 percent for small en-
tities and 75 percent for micro-entities. 


I want to particularly thank Chair-
man LEAHY for working with me and 
Senator BAUCUS on a provision that 
would curtail patents on tax strategies. 
These patents encumber the ability of 
taxpayers and their advisers to use the 
tax law freely, interfering with the vol-
untary tax compliance system. Tax 
strategy patents undermine the fair-
ness of the Federal tax system by re-
moving from the public domain ways 
to satisfy a taxpayer’s legal obliga-
tions. If firms or individuals hold pat-
ents for these strategies, some tax-
payers could face fees simply for com-
plying with the Tax Code. Moreover, 
tax patents provide windfalls to law-
yers and patent holders by granting 
them exclusive rights to use tax loop-
holes, which could provide some busi-
nesses with an unfair advantage in our 
competitive market system. 


Our provision would ensure that all 
taxpayers will have equal access to 
strategies to comply with the Tax 
Code. 


This provision was carefully drafted 
with the help of the Patent and Trade-
mark Office not to cover software prep-
aration and other software, tools or 
systems used to prepare tax or infor-
mation returns or manage a taxpayer’s 
finances. 


In conclusion, the America Invents 
Act will protect inventors’ rights and 
encourage innovation and investment 
in our economy. The bill will improve 
transparency and third party participa-
tion in the patent application review 
process. This, in turn, will strengthen 
patent quality and result in more fair-
ness for both patent holders and patent 
challengers. The bill will institute ben-
eficial changes to the patent process to 
curb litigation abuses and improve cer-
tainty for investors and innovators. It 
will help companies do business more 
efficiently on an international basis. 


The bill also will enhance operations 
of the Patent and Trademark Office 
with administrative reforms and will 
give the office fee setting authority to 
reduce backlogs and better manage its 
business. 


I am pleased to support this hard 
fought bipartisan legislation, and I 
urge my colleagues to support it as 
well. 


I yield the floor. 
Mr. LEAHY. Mr. President, I thank 


the distinguished Senator from Iowa. 
As I noted before he got on the floor, 
he has been extremely important in 
working on this issue. 


Mr. President, just so I can have a 
moment to speak with the Senator 
from Louisiana, I suggest the absence 
of a quorum. 


The PRESIDING OFFICER. The 
clerk will call the roll. 


The legislative clerk proceeded to 
call the roll. 


Mr. VITTER. Mr. President, I ask 
unanimous consent that the order for 
the quorum call be rescinded. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


AMENDMENT NO. 112 
Mr. VITTER. Mr. President, pursuant 


to a conversation with the distin-
guished committee chairman, I ask 
unanimous consent to temporarily set 
aside the pending amendment to call 
up the Toomey-Vitter amendment. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The clerk will report. 
The legislative clerk read as follows: 
The Senator from Louisiana [Mr. VITTER], 


for himself and Mr. TOOMEY, proposes an 
amendment numbered 112. 


Mr. VITTER. Mr. President, I ask 
unanimous consent that reading of the 
amendment be dispensed with. 


The PRESIDING OFFICER. Without 
objection, it is so ordered. 


The amendment is as follows: 
(Purpose: To require that the Government 


prioritize all obligations on the debt held 
by the public in the event that the debt 
limit is reached) 


At the appropriate place, insert the fol-
lowing: 
SEC. lll. FULL FAITH AND CREDIT ACT. 


(a) SHORT TITLE.—This section may be 
cited as the ‘‘Full Faith and Credit Act’’. 


(b) PRIORITIZE OBLIGATIONS ON THE DEBT 
HELD BY THE PUBLIC.—In the event that the 
debt of the United States Government, as de-
fined in section 3101 of title 31, United States 
Code, reaches the statutory limit, the au-
thority of the Department of the Treasury 
provided in section 3123 of title 31, United 
States Code, to pay with legal tender the 
principal and interest on debt held by the 
public shall take priority over all other obli-
gations incurred by the Government of the 
United States. 


Mr. VITTER. Mr. President, this 
Toomey-Vitter amendment is the Full 
Faith and Credit Act—the concept that 
has been discussed for several weeks 
prior to this week. It is very timely, as 
we are all rightly focused on the spend-
ing and debt issue with the Thursday 
deadline coming up. 


No one that I know of wants the gov-
ernment to be shut down in any way, 
shape, or form. No one that I know of 
wants any massive, significant disrup-
tion. But lots of people that I know of, 
including many in Louisiana, want us 
to change business as usual in Wash-
ington, starting with spending and 
debt. This full faith and credit amend-
ment is an important step in that re-
gard. Because of the time limitations 
in front of us before we move to other 
pending business at 4:30, I have agreed 
to come back at a later time to fully 
lay out this Toomey-Vitter amend-
ment, as well as a second-degree Vitter 
amendment that I will advance with 
regard to Social Security. 


It is very important to discuss this 
spending, to put it on the floor and 
start this debate with vigor about 
spending and debt, changing the fiscal 
policy of this country so that we can 
get on a more sustainable path. There 
is only one thing certain about this de-
bate; that is, if we don’t change the fis-
cal path we are on, it will lead to an 
economic disaster. 
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I urge us to debate these important 


proposals immediately, well before the 
Thursday deadline, and come to a 
strong, positive resolution. I will be 
back on the floor soon with Senator 
TOOMEY to fully explain this amend-
ment, as well as the Vitter second-de-
gree amendment. 


Mr. President, I yield the floor. 
The PRESIDING OFFICER. The Sen-


ator from Utah. 
Mr. LEE. Mr. President, I send a mo-


tion to the desk. 
The PRESIDING OFFICER. The Sen-


ator from Vermont. 
Mr. LEAHY. Mr. President, I under-


stand we have a unanimous consent 
agreement at 4:30 p.m. to go to two ju-
dicial nominations. 


The PRESIDING OFFICER. The Sen-
ator is correct. 


Mr. LEAHY. I ask for the regular 
order. 


f 


EXECUTIVE SESSION 


NOMINATION OF AMY TOTENBERG 
TO BE UNITED STATES DISTRICT 
JUDGE FOR THE NORTHERN DIS-
TRICT OF GEORGIA 


NOMINATION OF STEVE C. JONES 
TO BE UNITED STATES DISTRICT 
JUDGE FOR THE NORTHERN DIS-
TRICT OF GEORGIA 


The PRESIDING OFFICER. Under 
the previous order, the Senate will pro-
ceed to executive session to consider 
the following nominations, which the 
clerk will report. 


The legislative clerk read the nomi-
nations of Amy Totenberg, of Georgia, 
to be United States District Judge for 
the Northern District of Georgia and 
Steven C. Jones, of Georgia, to be 
United States District Judge for the 
Northern District of Georgia. 


The PRESIDING OFFICER. Under 
the previous order, there will now be 1 
hour of debate, equally and divided and 
controlled in the usual form. 


The Senator from Vermont. 
Mr. LEAHY. There is both good news 


and bad news represented by today’s 
debate. The good news is that we begin 
another week by considering two of 
President Obama’s judicial nomina-
tions. With judicial vacancies remain-
ing over 100, nearly half of them judi-
cial emergencies, the Senate’s action 
today on 2 outstanding nominees to fill 
judicial emergency vacancies in Geor-
gia is much needed. 


The bad news is that we did not con-
sider these nominations earlier, and 
that we are not considering any of the 
other 8 judicial nominees awaiting 
final Senate consideration and con-
firmation. Two of those nominees, Sue 
Myerscough and James Shadid, were 
each nominated to fill emergency va-
cancies on the Central District of Illi-
nois. Their confirmations would help 
relieve the chief judge of that district, 
who is the only active judge in the en-


tire district. Chief Judge McCuskey 
wrote to Senator DURBIN in November 
urging the Senate to take action to fill 
those vacancies, but we did not. De-
spite the desperate need in that dis-
trict, neither of these nominations re-
ceived final Senate votes when they 
were reported unanimously by the Ju-
diciary Committee last year. Both have 
now been reported unanimously again, 
and we should not further delay taking 
care of this overburdened court and the 
hard-working Americans who depend 
on it. 


I do thank, in particular, the major-
ity leader for scheduling this time, and 
also thank the Republican leader for 
his cooperation. I also commend our 
ranking Republican on the Judiciary 
Committee. Senator GRASSLEY has 
worked with me on each of the judicial 
nominations that President Obama re-
nominated this January. 


All 13 of the judicial nominations 
that were unanimously reported last 
year have now been unanimously re-
ported, again, this year. To date, five 
of those nominations have been con-
firmed and with the confirmation of 
Amy Totenberg and Steve Jones, we 
will have reconsidered and confirmed 7 
of those 13 unanimously reported judi-
cial nominees. 


The Judiciary Committee has also 
now considered the renomination of 
Susan Carney of Connecticut to the 
Second Circuit and Michael Simon to 
be a district court judge in Oregon. 
More than half of the Republicans on 
the Judiciary Committee voted in 
favor of those nominations. They 
should be debated and confirmed with-
out delay, as well. 


Working with Senator GRASSLEY, I 
also expect to be able to move forward 
with Judiciary Committee consider-
ation of the renominations of two dis-
trict court nominees, Edward Chen of 
California and Jack McConnell of 
Rhode Island, in the next few weeks. 
The renomination of Goodwin Liu of 
California to the Ninth Circuit will be 
reexamined at a Judiciary Committee 
hearing this week, at the request of our 
Republican members, and then recon-
sidered by the committee, as well. 


We will be holding our third con-
firmation hearing of the year this 
week. It will include Professor Liu and 
four other judicial nominees from Ten-
nessee, Florida, and New Jersey. At the 
earlier two hearings we considered 
eight additional judicial nominees who 
now await committee approval and 
Senate consideration. We are holding 
hearings every 2 weeks and hope finally 
to begin to bend the curve and start to 
lower judicial vacancies across the 
country. 


I also commend the Senator from 
Iowa for his statement on February 14 
during which he urged the Senate to 
turn the page and not revisit the re-
criminations from administrations 
past. I agree. 


The nominees we consider today are 
both from Georgia. They were both re-
ported unanimously by the Judiciary 


Committee this year. Actually, they 
were also reported unanimously by the 
Judiciary Committee last year. They 
were among the 19 judicial nominees 
who were ready to be confirmed by the 
Senate last year but were not. When 
there was objection to proceeding last 
year, the vacancies persisted, the 
President had to renominate them and 
the Judiciary Committee had to recon-
sider their nominations. I expect the 
Senate will confirm them both tonight. 
I hope we do so unanimously. Both 
have the support of their home State 
Senators. Senators ISAKSON and Sen-
ator CHAMBLISS worked with me and 
with President Obama in connection 
with these nominations. 


While I am encouraged that the Sen-
ate is proceeding today, I am dis-
appointed that we did not consider 
these nominees and other nominees 
from California, North Carolina, and 
the District of Columbia before the 
Presidents Day recess. We used to be 
able to clear the calendar of nomina-
tions before a recess. All six of these 
judicial nominees were approved unani-
mously by every Republican and every 
Democrat on the Judiciary Committee 
weeks before the recess. When they are 
considered, I fully expect they will be 
confirmed unanimously by the Senate. 
With persistently high judicial vacan-
cies around the country, the Senate 
should be considering judicial nomina-
tions without unnecessary delays. Liti-
gants all over the country are having a 
hard time getting their cases heard in 
court because of the high number of va-
cancies. There are nominees pending on 
the calendar with unanimous support 
by both Republicans and Democrats on 
the Senate Judiciary Committee. We 
ought to at least vote on these nomina-
tions to fill the vacancies. 


In fact, when these 2 nominations are 
confirmed, there will still be nearly 100 
Federal judicial vacancies around the 
country. That is too many and they 
have persisted for too long. That is 
why Chief Justice Roberts, Attorney 
General Holder, White House Counsel 
Bob Bauer, and many others, including 
the President of the United States, 
have spoken out and urged the Senate 
to act. 


Nearly one out of every eight Federal 
judgeships is vacant. That puts at seri-
ous risk the ability of Americans all 
over the country to have a fair hearing 
in court. The real price being paid for 
these unnecessary delays is that the 
judges who remain are overburdened 
and the American people who depend 
on them are being denied hearings and 
justice in a timely fashion. These 
delays affect everyone; whether you 
are a plaintiff, a prosecutor, or a de-
fendant. 


Regrettably, the progress we made 
during the first 2 years of the Bush ad-
ministration has not been duplicated, 
and the progress we made over the 8 
years from 2001 to 2009 to reduce judi-
cial vacancies from 110 to a low of 34 
was reversed. The vacancy rate we re-
duced from 10 percent at the end of 
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Turner 
Upton 
Visclosky 
Walberg 
Walden 
Walsh (IL) 
Webster 


West 
Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 
Wolf 
Womack 


Woodall 
Yoder 
Young (AK) 
Young (FL) 
Young (IN) 


NOES—173 


Ackerman 
Andrews 
Baca 
Bachmann 
Baldwin 
Barrow 
Bass (CA) 
Becerra 
Berkley 
Berman 
Bishop (NY) 
Blumenauer 
Boswell 
Brady (PA) 
Braley (IA) 
Brown (FL) 
Butterfield 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carson (IN) 
Castor (FL) 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Cohen 
Connolly (VA) 
Conyers 
Cooper 
Costa 
Costello 
Courtney 
Critz 
Crowley 
Cuellar 
Cummings 
Davis (CA) 
Davis (IL) 
DeFazio 
DeGette 
DeLauro 
Deutch 
Dingell 
Doggett 
Doyle 
Edwards 
Ellison 
Engel 
Eshoo 
Farr 
Fattah 
Filner 
Frank (MA) 


Fudge 
Garamendi 
Gonzalez 
Green, Al 
Green, Gene 
Grijalva 
Gutierrez 
Hanabusa 
Hastings (FL) 
Heinrich 
Higgins 
Himes 
Hinchey 
Hinojosa 
Hirono 
Hochul 
Holt 
Honda 
Hoyer 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Johnson (GA) 
Johnson, E. B. 
Kaptur 
Keating 
Kildee 
Kind 
Kucinich 
Langevin 
Larson (CT) 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 
Loebsack 
Lofgren, Zoe 
Lowey 
Luján 
Lynch 
Maloney 
Markey 
Matsui 
McCarthy (NY) 
McCollum 
McDermott 
McGovern 
McNerney 
Meeks 
Michaud 
Miller (NC) 
Miller, George 
Moore 
Moran 
Murphy (CT) 
Nadler 
Neal 
Olver 


Owens 
Pallone 
Pascrell 
Pastor (AZ) 
Payne 
Pelosi 
Perlmutter 
Peters 
Pingree (ME) 
Polis 
Price (NC) 
Quigley 
Rahall 
Reyes 
Richardson 
Richmond 
Rothman (NJ) 
Roybal-Allard 
Ruppersberger 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schrader 
Schwartz 
Scott (VA) 
Scott, David 
Serrano 
Sewell 
Sherman 
Sires 
Slaughter 
Speier 
Stark 
Sutton 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Van Hollen 
Velázquez 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Wilson (FL) 
Woolsey 
Wu 
Yarmuth 


NOT VOTING—7 


Giffords 
Gingrey (GA) 
Holden 


Hurt 
Napolitano 
Rangel 


Stivers 


ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 
The SPEAKER pro tempore (during 


the vote). There are 2 minutes remain-
ing in this vote. 


b 1351 


Mr. BERMAN changed his vote from 
‘‘aye’’ to ‘‘no.’’ 


Mr. MCINTYRE changed his vote 
from ‘‘no’’ to ‘‘aye.’’ 


So the resolution was agreed to. 
The result of the vote was announced 


as above recorded. 
A motion to reconsider was laid on 


the table. 
Stated for: 
Mrs. BACHMANN. Mr. Speaker, when roll-


call vote 480 was called, I registered my vote 
as ‘‘aye’’ and then proceeded to an Intel-
ligence briefing. When I returned to the floor, 
it was my intention to vote ‘‘no’’ on the next 


amendment and I registered my vote as such. 
Unfortunately, due to a staffing error, it was 
still the same rollcall vote 480, and my ‘‘aye’’ 
was mistakenly changed to ‘‘no.’’ To be clear, 
I do support the rule providing for consider-
ation of the FY2012 Department of Defense 
Appropriations Bill. 


Stated against: 
Ms. NAPOLITANO. Mr. Speaker, on Thurs-


day, June 23, 2011, I was absent during roll-
call vote No. 480 in order to attend my 
grandson’s graduation. Had I been present, I 
would have voted ‘‘no’’ on H. Res. 320—Rule 
providing for consideration of H.R. 2219—De-
partment of Defense Appropriations Act, 2012. 


f 


AMERICA INVENTS ACT 


The SPEAKER pro tempore (Mr. 
WOODALL). Pursuant to House Resolu-
tion 316 and rule XVIII, the Chair de-
clares the House in the Committee of 
the Whole House on the State of the 
Union for the further consideration of 
the bill, H.R. 1249. 


b 1351 


IN THE COMMITTEE OF THE WHOLE 


Accordingly, the House resolved 
itself into the Committee of the Whole 
House on the State of the Union for the 
further consideration of the bill (H.R. 
1249) to amend title 35, United States 
Code, to provide for patent reform, 
with Mr. POE of Texas (Acting Chair) in 
the chair. 


The Clerk read the title of the bill. 
The Acting CHAIR. When the Com-


mittee of the Whole rose on Wednes-
day, June 22, 2011, a request for a re-
corded vote on amendment No. 1 print-
ed in part B of House Report 112–111 of-
fered by the gentleman from Texas 
(Mr. SMITH) had been postponed. 


AMENDMENT NO. 1 OFFERED BY MR. SMITH OF 
TEXAS 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, proceedings will 
now resume on the amendment printed 
in part B of House Report 112–111 on 
which further proceedings were post-
poned. 


The unfinished business is the de-
mand for a recorded vote on the 
amendment offered by the gentleman 
from Texas (Mr. SMITH) on which fur-
ther proceedings were postponed and 
on which the noes prevailed by voice 
vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The vote was taken by electronic de-


vice, and there were—ayes 283, noes 140, 
not voting 8, as follows: 


[Roll No. 481] 


AYES—283 


Ackerman 
Adams 
Aderholt 
Alexander 
Altmire 


Austria 
Bachus 
Barletta 
Barrow 
Bartlett 


Barton (TX) 
Bass (NH) 
Benishek 
Berkley 
Biggert 


Bilirakis 
Bishop (GA) 
Bishop (UT) 
Black 
Blackburn 
Bonner 
Bono Mack 
Boren 
Boswell 
Boustany 
Brady (TX) 
Braley (IA) 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Burton (IN) 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capuano 
Carnahan 
Carney 
Carter 
Cassidy 
Chabot 
Chaffetz 
Chandler 
Cicilline 
Coble 
Coffman (CO) 
Cohen 
Cole 
Conaway 
Connolly (VA) 
Cooper 
Costello 
Courtney 
Cravaack 
Crawford 
Crenshaw 
Critz 
Crowley 
Cuellar 
Culberson 
Davis (KY) 
DeLauro 
Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dicks 
Dold 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (TN) 
Ellmers 
Emerson 
Engel 
Farenthold 
Fattah 
Fincher 
Fitzpatrick 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frelinghuysen 
Gallegly 
Gardner 
Gerlach 
Gibbs 
Gibson 
Gohmert 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 


Guthrie 
Hall 
Hanabusa 
Hanna 
Harper 
Harris 
Hastings (WA) 
Hayworth 
Heck 
Hensarling 
Herger 
Herrera Beutler 
Himes 
Hinchey 
Hochul 
Hoyer 
Huelskamp 
Huizenga (MI) 
Hultgren 
Inslee 
Issa 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson (OH) 
Johnson, Sam 
Jordan 
Keating 
Kelly 
King (NY) 
Kingston 
Kinzinger (IL) 
Kissell 
Kline 
Labrador 
Lamborn 
Langevin 
Lankford 
Larsen (WA) 
Larson (CT) 
Latham 
LaTourette 
Latta 
Lewis (CA) 
LoBiondo 
Loebsack 
Long 
Lowey 
Lucas 
Luetkemeyer 
Lummis 
Lungren, Daniel 


E. 
Maloney 
Marchant 
Marino 
Matheson 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McCotter 
McGovern 
McHenry 
McIntyre 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Meeks 
Mica 
Michaud 
Miller (MI) 
Miller, Gary 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Neal 
Neugebauer 
Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Olver 
Owens 
Palazzo 


Paulsen 
Pearce 
Pence 
Perlmutter 
Peterson 
Petri 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Price (GA) 
Price (NC) 
Quayle 
Quigley 
Rahall 
Reed 
Rehberg 
Reichert 
Renacci 
Ribble 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Runyan 
Ruppersberger 
Rush 
Ryan (WI) 
Sánchez, Linda 


T. 
Sarbanes 
Scalise 
Schilling 
Schmidt 
Schrader 
Schwartz 
Schweikert 
Serrano 
Sessions 
Sewell 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Southerland 
Stutzman 
Sullivan 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Upton 
Visclosky 
Walberg 
Walden 
Walsh (IL) 
Wasserman 


Schultz 
Welch 
West 
Westmoreland 
Whitfield 
Wilson (FL) 
Wilson (SC) 
Wittman 
Wolf 
Womack 
Woodall 
Wu 
Yarmuth 
Yoder 
Young (AK) 
Young (FL) 
Young (IN) 


NOES—140 


Akin 
Amash 
Andrews 
Baca 
Bachmann 
Baldwin 


Bass (CA) 
Becerra 
Berg 
Berman 
Bilbray 
Bishop (NY) 


Blumenauer 
Brady (PA) 
Brooks 
Broun (GA) 
Brown (FL) 
Capps 
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Cardoza 
Carson (IN) 
Castor (FL) 
Chu 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Conyers 
Costa 
Cummings 
Davis (CA) 
Davis (IL) 
DeFazio 
DeGette 
Deutch 
Dingell 
Doggett 
Doyle 
Duncan (SC) 
Edwards 
Ellison 
Eshoo 
Farr 
Filner 
Flake 
Frank (MA) 
Franks (AZ) 
Fudge 
Garamendi 
Garrett 
Gonzalez 
Green, Al 
Green, Gene 
Grijalva 
Gutierrez 
Hartzler 
Hastings (FL) 
Heinrich 
Higgins 


Hinojosa 
Hirono 
Holt 
Honda 
Hunter 
Israel 
Jackson (IL) 
Johnson (IL) 
Johnson, E. B. 
Jones 
Kaptur 
Kildee 
Kind 
King (IA) 
Kucinich 
Lance 
Landry 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 
Lofgren, Zoe 
Luján 
Lynch 
Mack 
Manzullo 
Markey 
Matsui 
McClintock 
McDermott 
McNerney 
Miller (FL) 
Miller (NC) 
Miller, George 
Moore 
Nadler 
Pallone 
Pascrell 
Pastor (AZ) 
Paul 
Payne 


Pelosi 
Peters 
Pingree (ME) 
Polis 
Posey 
Reyes 
Rohrabacher 
Roybal-Allard 
Royce 
Ryan (OH) 
Sanchez, Loretta 
Schakowsky 
Schiff 
Schock 
Scott (SC) 
Scott (VA) 
Scott, David 
Sensenbrenner 
Sherman 
Slaughter 
Speier 
Stark 
Stearns 
Sutton 
Terry 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Turner 
Van Hollen 
Velázquez 
Walz (MN) 
Waters 
Watt 
Waxman 
Webster 
Woolsey 


NOT VOTING—8 


Giffords 
Gingrey (GA) 
Holden 


Hurt 
Napolitano 
Rangel 


Scott, Austin 
Stivers 


ANNOUNCEMENT BY THE ACTING CHAIR 
The Acting CHAIR (Mrs. CAPITO) 


(during the vote). There are 2 minutes 
remaining in this vote. 


b 1410 


Mr. MACK changed his vote from 
‘‘aye’’ to ‘‘no.’’ 


Messrs. BARTLETT and MULVANEY 
changed their vote from ‘‘no’’ to ‘‘aye.’’ 


So the amendment was agreed to. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mr. AUSTIN SCOTT of Georgia. Madam 


Chair, on rollcall No. 481 I was unavoidably 
detained. Had I been present, I would have 
voted ‘‘nay.’’ 


Mrs. NAPOLITANO. Madam Chair, on 
Thursday, June 23, 2011, I was absent during 
rollcall vote No. 481 in order to attend my 
grandson’s graduation. Had I been present, I 
would have voted ‘‘nay’’ on the Smith (TX) 
Manager’s Amendment. 


AMENDMENT NO. 2 OFFERED BY MR. CONYERS 


The Acting CHAIR. It is now in order 
to consider amendment No. 2 printed in 
part B of House Report 112–111. 


Mr. CONYERS. Madam Chairman, I 
have an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 24, strike line 3 and all that follows 
through page 25, line 12, and insert the fol-
lowing: 


(n) EFFECTIVE DATE.— 
(1) IN GENERAL.—The amendments made by 


this section— 
(A) shall take effect 90 days after the date 


on which the President issues an Executive 


order containing the President’s finding that 
major patenting authorities have adopted a 
grace period having substantially the same 
effect as that contained under the amend-
ments made by this section; and 


(B) shall apply to all applications for pat-
ent that are filed on or after the effective 
date under subparagraph (A). 


(2) DEFINITIONS.—In this subsection: 
(A) MAJOR PATENTING AUTHORITIES.—The 


term ‘‘major patenting authorities’’ means 
at least the patenting authorities in Europe 
and Japan. 


(B) GRACE PERIOD.—The term ‘‘grace pe-
riod’’ means the 1-year period ending on the 
effective filing date of a claimed invention, 
during which disclosures of the subject mat-
ter by the inventor or a joint inventor, or by 
others who obtained the subject matter dis-
closed directly or indirectly from the inven-
tor or a joint inventor, do not qualify as 
prior art to the claimed invention. 


(C) EFFECTIVE FILING DATE.— The term ‘‘ef-
fective filing date of a claimed invention’’ 
means, with respect to a patenting authority 
in another country, a date equivalent to the 
effective filing date of a claimed invention as 
defined in section 100(i) of title 35, United 
States Code, as added by subsection (a) of 
this section. 


(3) RETENTION OF INTERFERENCE PROCE-
DURES WITH RESPECT TO APPLICATIONS FILED 
BEFORE EFFECTIVE DATE.—In the case of any 
application for patent that is filed before the 
effective date under paragraph (1)(A), the 
provisions of law amended by subsections (h) 
and (i) shall apply to such application as 
such provisions of law were in effect on the 
day before such effective date. 


Page 11, lines 21-23, strike ‘‘upon the expi-
ration of the 18-month period beginning on 
the date of the enactment of this Act,’’ and 
insert ‘‘on the effective date provided in sub-
section (n)’’. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Michigan (Mr. CONYERS) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentleman 
from Michigan. 


Mr. CONYERS. I ask unanimous con-
sent that the gentleman from Cali-
fornia, DANA ROHRABACHER, be added to 
this amendment as a cosponsor. 


The Acting CHAIR. The Chair would 
advise the gentleman that amendments 
do not have cosponsors. 


Mr. CONYERS. I yield myself 21⁄2 
minutes. 


Ladies and gentlemen, this bipar-
tisan amendment adds an important 
provision to H.R. 1249. It would permit 
the conversion of the United States to 
a first-to-file system only upon a Presi-
dential finding that other nations have 
adopted a similar one-year grace pe-
riod. This one-year grace period pro-
tects the ability of an inventor to dis-
cuss or write about his or her ideas for 
a patent up to a year before he or she 
actually files for patent protection. 
And without this grace period, an in-
ventor could lose his or her own pat-
ent. 


This grace period provision within 
H.R. 1249 would grant an inventor a 
one-year period between the time he 
first publishes his invention to the 
time when he’s required to file a pat-
ent. During this time, this would pro-
hibit anyone else from seeing this pub-
lication, stealing the idea, and quickly 


filing a patent behind the inventor’s 
back. Yet the only way for American 
inventors to benefit from the grace pe-
riod provision contained in 1249 is to 
ensure that the foreign countries adopt 
a similar grace period as well. 


The amendment would encourage 
other countries to adopt a similar pe-
riod in their patent system consistent 
with a recommendation by the Na-
tional Academy’s National Research 
Council. Current law in the United 
States allows a grace period of 1 year, 
during which an applicant can disclose 
or commercialize an invention before 
filing for a patent. Japan offers a lim-
ited grace period, and Europe provides 
none. 


If the first-to-file provision in the 
bill is implemented, we must ensure 
that American inventors are not dis-
advantaged. Small American inventors 
and universities are disadvantaged 
abroad in those nations where there is 
no grace period. 


The grace period provision within H.R. 1249 
would grant an inventor a one-year period be-
tween the time he first publishes his invention 
to the time when he is required to file a pat-
ent. 


During this time, this would prohibit anyone 
else from seeing this publication, stealing the 
idea, and quickly filing a patent behind the in-
ventor’s back. 


Yet, the only way for American inventors to 
benefit from the grace period provision con-
tained in H.R. 1249 is to ensure that foreign 
countries adopt a grace period, as well. 


Small American inventors and universities 
are disadvantaged abroad in those nations 
where there is no grace period. As a result, 
they often lose the right to patent because 
these other countries do not care about pro-
tecting small business and university research. 


The United States needs to do more to pro-
tect the small inventor and universities not just 
here but abroad. 


Unfortunately, other countries will not do it 
on their own even though they want the 
United States to convert to a ‘‘first-to-file’’ sys-
tem. 


If H.R. 1249 passes without my Amend-
ment, we will be giving away a critical bar-
gaining chip that we can use to encourage 
other countries to follow our lead. 


My Amendment ensures that the only way 
to benefit from the grace period in H.R. 1249 
is to have foreign countries adopt a grace pe-
riod. 


Without this Amendment, we will be unilater-
ally transitioning the United States to a ‘‘first- 
to-file’’ system with a weak grace period with-
out any incentive for foreign countries to adopt 
a grace period. 


I should also note that identical language 
was included in H.R. 1908, the ‘‘Patent Re-
form Act of 2007,’’ which the House passed 
on September 7, 2007. 


Accordingly, I urge my colleagues to support 
this Amendment. 


Mr. SMITH of Texas. I rise in opposi-
tion to the amendment. 


The Acting CHAIR. The gentleman is 
recognized for 5 minutes. 


Mr. SMITH of Texas. Madam Chair, 
the Conyers amendment to tie the 
changes proposed in the America In-
vents Act to future changes that would 
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be made in foreign law is unworkable. 
I oppose providing a trigger in U.S. law 
that leaves our patent system at the 
mercy of actions to be taken at a fu-
ture date by the Chinese, Russians, 
French, or any other country. It is our 
constitutional duty to write the laws 
for this great land. We cannot delegate 
that responsibility to the whims of for-
eign powers. 


I know that this idea has been float-
ed in the past, but after working on 
several pieces of patent legislation 
over the past several Congresses, and 
particularly this year on H.R. 1249, it 
has become clear that this type of trig-
ger idea is simply not workable and is 
counterproductive. 


The move to a first-inventor-to-file 
system creates a more efficient and re-
liable patent system that benefits all 
inventors, including independent in-
ventors. The bill provides a more trans-
parent and certain grace period, a key 
feature of U.S. law, and a more definite 
filing date that enables inventors to 
promote, fund, and market their tech-
nology, while making them less vulner-
able to costly patent challenges that 
disadvantage independent inventors. 


Under first-inventor-to-file, an inven-
tor submits an application to the Pat-
ent Office that describes their inven-
tion and how to make it. That, along 
with a $110 fee, gets them a provisional 
application and preserves their filing 
date. This allows the inventor an en-
tire year to complete the application, 
while retaining the earlier filing date. 
By contrast, the cost of an interference 
proceeding before the PTO often runs 
to $500,000. 


The current first-to-invent system 
harms small businesses and inde-
pendent inventors. Former PTO Com-
missioner Gerald Mossinghoff con-
ducted a study that proves smaller en-
tities are disadvantaged in PTO inter-
ference proceedings that arise from dis-
putes over patent ownership under the 
current system. Independent inventors 
and small companies lose more often 
than they win in these disputes, plus 
bigger companies are better able to ab-
sorb the cost of participating in these 
protracted proceedings. 


In addition, many inventors also 
want protection for their patents out-
side the United States. If you plan on 
selling your product overseas, you need 
to secure an early filing date. If you 
don’t have a clear filing date, you can 
be shut off from the overseas market. 
A change to first-inventor-to-file will 
help our businesses grow and ensure 
that American goods and services will 
be available in markets across the 
globe. 


In the last 7 years, only one inde-
pendent inventor out of 3 million pat-
ent applications filed has prevailed 
over the inventor who filed first. One 
out of 3 million. So there is no need for 
this amendment. Independent inven-
tors lose to other applicants with deep-
er pockets that are better equipped to 
exploit the current complex legal envi-
ronment. 


So the first-to-file change makes it 
easier and less complicated for U.S. in-
ventors to get patent protection 
around the world. And it eliminates 
the legal bills that come with the in-
terference proceedings under the cur-
rent system. It is a key provision of 
this bill that should not be contingent 
upon actions by foreign powers and 
delay what would be positive reforms 
for independent inventors and our pat-
ent system. 


The first-inventor-to-file provision is 
necessary for U.S. competitiveness and 
innovation. It makes our patent sys-
tem stronger, increases patent cer-
tainty, and reduces the cost of frivo-
lous litigation. 


However, if you support the U.N. hav-
ing military control over our troops, or 
if you support the concept of an inter-
national court at The Hague, then you 
would support this amendment’s pro-
posal of a trigger that subjects U.S. do-
mestic law to the whims of govern-
ments in Europe, China, or Russia. 


It really would be unprecedented to 
hold U.S. law hostage to legal changes 
made overseas, and would completely 
go against what this great country 
stands for and what our Founders 
fought for: the independent rights and 
liberties we have today. 


For these reasons, Madam Chair, I 
am strongly opposed to the amend-
ment. 


I yield back the balance of my time. 
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Mr. CONYERS. I yield the balance of 
my time to the gentleman from Cali-
fornia (Mr. ROHRABACHER). 


The Acting CHAIR. The gentleman 
from California is recognized for 21⁄2 
minutes. 


Mr. ROHRABACHER. Let’s just note 
that Ms. LOFGREN last night presented 
a case to this body which I felt dem-
onstrated the danger that we have in 
this law. A move to first-to-file system, 
which is what this bill would do, with-
out a corresponding 1-year grace period 
in other countries dramatically under-
mines the patent protection of Amer-
ican inventors. Some of us believe 
that’s the purpose of this bill because 
they want to harmonize American law 
with the weak systems overseas. 


Well, without this amendment that 
we are talking about right now, with-
out the Conyers-Rohrabacher amend-
ment, if an inventor discloses his dis-
coveries, perhaps to potential inves-
tors, his right to patent protection is 
essentially gone. It’s not gone from 
just Americans. Yes, he would be pro-
tected under American law; but from 
all those people in foreign countries 
without a similar grace period to what 
we have here in our system, these peo-
ple are not restricted. Thus, they 
could, once an American inventor dis-
closes it, at any time they can go and 
file a patent and steal our inventors’ 
discoveries. 


The only way for American inventors 
to benefit from a grace period here, 
which this bill is all about, is to ensure 


that foreign countries adopt the same 
grace period. And that’s what this 
amendment would do. It would say our 
bill, which will make our inventors 
vulnerable to foreign theft, will not go 
into place until those foreign countries 
have put in place a similar grace pe-
riod, which then would prevent them 
and their citizens from coming in and 
stealing our technology. Ms. LOFGREN 
detailed last night in great detail how 
that would work. 


I call this bill basically the Unilat-
eral Disclosure Act, if not the Patent 
Rip-Off Act, because we are disclosing 
to the world what we’ve got. And our 
people can’t follow up on it because 
there’s a grace period here, but over-
seas they don’t have that same grace 
period. So what we’re saying is, to pre-
vent foreigners from stealing American 
technology, this will not go into effect 
until the President has issued a state-
ment verifying that the other coun-
tries of the world have a similar grace 
period so they can’t just at will rip off 
America’s greatest entrepreneurs and 
inventors. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tleman from Michigan (Mr. CONYERS). 


The question was taken; and the Act-
ing Chair announced that the noes ap-
peared to have it. 


Mr. CONYERS. Madam Chair, I de-
mand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Michigan will be 
postponed. 


AMENDMENT NO. 3 OFFERED BY MS. BALDWIN 
The Acting CHAIR. It is now in order 


to consider amendment No. 3 printed in 
part B of House Report 112–111. 


Ms. BALDWIN. Madam Chair, I have 
an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Strike section 5 (‘‘Defense to Infringement 
Based on Prior Commercial Use’’), as amend-
ed, and redesignate succeeding sections and 
references thereto (and conform the table of 
contents) accordingly. 


Page 68, line 9, strike ‘‘section 18’’ and in-
sert ‘‘section 17’’. 


Page 115, line 10, strike ‘‘6(f)(2)(A)’’ and in-
sert ‘‘5(f)(2)(A)’’. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentlewoman 
from Wisconsin (Ms. BALDWIN) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentle-
woman from Wisconsin. 


Ms. BALDWIN. I yield myself 31⁄2 
minutes. 


Madam Chair, I rise to urge adoption 
of the Baldwin-Sensenbrenner amend-
ment that strikes section 5 in the 
America Invents Act. Section 5 ex-
pands the prior-user rights defense 
from its present narrow scope to broad-
ly apply to all patents with minimal 
exceptions. 


As we work to rebuild our economy, 
Congress should be doing all that it can 
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to foster small business innovation and 
investment. I believe that section 5 
will do just the opposite. Expanding 
prior-user rights will be disastrous for 
small American innovators, as well as 
university researchers, and ultimately 
slow job creation. 


Despite current challenges, the U.S. 
patent system remains the envy of the 
world. Since the founding of our Na-
tion, inventions have been awarded ex-
clusive rights in exchange for public 
disclosure. This system also creates in-
centives for investing in new ideas, fos-
tering new ways of thinking, and en-
couraging further advancement and 
disclosures. It promotes progress. 


If proponents of expanding prior-user 
rights have their way with this legisla-
tion, they will give new rights to those 
who have previously developed and 
used the same process or product even 
if they never publicly divulged their in-
novation and never even applied for a 
patent. It will transform our patent 
system from one that values trans-
parency to one that rewards secrecy. 


To understand why expanding prior- 
user rights runs counter to the public 
interest, it is important to reiterate 
how critical exclusive rights are for in-
ventions to gain marketplace value and 
acquire capital. For start-ups and 
small businesses, raising necessary 
capital is vital and challenging. The 
expansion of prior-user rights would 
only make that task all the more dif-
ficult. 


Under the system proposed in the 
American Invents Act, investors would 
have no way of determining whether 
anyone had previously developed and 
used the process or product that they 
were seeking to patent. In such a sce-
nario, a patent might be valuable or 
relatively worthless; and the inventor 
and potential investors would have no 
means of determining which was true. 


Madam Chairwoman, I would like to 
boast for a moment if I could about 
Stratatech, a fiercely innovative small 
business in Madison run by a top re-
searcher at the University of Wisconsin 
who, through her research there, devel-
oped a human living skin substitute. 
This living skin is a groundbreaking 
treatment method that we hope will ul-
timately save the lives of American 
troops who have suffered burns while 
serving in Iraq and Afghanistan. 


The company was recently awarded 
nearly $4 million to continue clinical 
trials for their tissue product. And 
what can save lives in a desert combat 
setting abroad will assuredly transform 
the way doctors save lives of burn vic-
tims in hospitals around our country 
and around the world. 


Now, I wonder if Stratatech would 
have been able to drive this phe-
nomenal innovation and life-saving 
technology as far as they have with a 
patent that provides only conditional 
exclusivity. Would investors have felt 
as secure advancing this technology in 
a system shrouded in secrecy? What if 
Stratatech’s patent was subject to the 
claims of an unlimited number of peo-


ple or companies who could later claim 
‘‘prior use’’? 


The Acting CHAIR. The time of the 
gentlewoman has expired. 


Ms. BALDWIN. I yield myself 15 addi-
tional seconds. 


If we let section 5 stand, it is unclear 
to me whether a similar company 
would ever secure the funding that 
they need to grow. 


I urge my colleagues to adopt the 
Baldwin-Sensenbrenner amendment. 


I reserve the balance of my time. 
Mr. SMITH of Texas. I rise in opposi-


tion to the amendment. 
The Acting CHAIR. The gentleman is 


recognized for 5 minutes. 
Mr. SMITH of Texas. Madam Chair, 


this amendment strikes the prior-user 
rights provision from the bill. I strong-
ly oppose this amendment. 


The bill expands prior-user rights—a 
strong, pro-job, pro-manufacturing pro-
vision. This provision will help bring 
manufacturing jobs back to this coun-
try. It allows factories to continue 
using manufacturing processes without 
fear of costly litigation. It is abso-
lutely a key component of this bill. 


This provision has the strong support 
of American manufacturers and the 
support of all the major university as-
sociations and technology-transfer as-
sociations. These include the Associa-
tion of American Universities, Amer-
ican Council on Education, Association 
of American Medical Colleges, Associa-
tion of Public and Land Grant Univer-
sities, Association of University Tech-
nology Managers, and the Council on 
Government Relations representing the 
vast majority of American Univer-
sities. Prior-user rights ensure that the 
first inventor of a new process or prod-
uct using manufacturing can continue 
to do so. 


This provision has been carefully 
crafted between stakeholders and the 
university community. The language 
provides an effective exclusion for 
most university patents, so this provi-
sion focuses on helping those in the 
private sector. 


The prior-use defense is not overly 
expansive and will protect American 
manufacturers from having to patent 
the hundreds or thousands of processes 
they already use in their plants. 


After getting initial input from the 
university community, they rec-
ommended that we make the addi-
tional changes reflected in this bill to 
ensure that prior-user rights will work 
effectively for all private sector stake-
holders. 


Prior-user rights are important as 
part of our change to a first-to-file sys-
tem. I believe it is important to ensure 
that we include these rights to help our 
job-creating manufacturers across the 
United States. The philosophical objec-
tions of a lone tech-transfer office in 
Wisconsin should not counter the po-
tential of this provision for job cre-
ation throughout America. 


There are potentially thousands or 
hundreds of thousands of unemployed 
Americans who are looking for manu-


facturing jobs and could benefit from 
this provision. Without this provision, 
businesses say they may be unable to 
expand their factories and hire Amer-
ican workers if they are prevented 
from continuing to operate their facili-
ties the way they have for years. 


b 1430 


For many manufacturers, the patent 
system presents a catch-22. If they pat-
ent a process, they disclose it to the 
world and foreign manufacturers will 
learn of it and, in many cases, use it in 
secret without paying licensing fees. 
The patents issued on manufacturing 
processes are very difficult to police, 
and oftentimes patenting the idea sim-
ply means giving the invention away to 
foreign competitors. On the other 
hand, if the U.S. manufacturer doesn’t 
patent the process, then under the cur-
rent system a later party can get a pat-
ent and force the manufacturer to stop 
using a process that they independ-
ently invented and used. 


In recent years, it has become easier 
for a factory owner to idle or shut 
down parts of his plant and move oper-
ations and jobs overseas rather than 
risk their livelihood through an inter-
ference proceeding before the PTO. The 
America Invents Act does away with 
these proceedings and includes the pro- 
manufacturing and constitutional pro-
vision of prior-user rights. 


This provision creates a powerful in-
centive for manufacturers to build new 
plants and new facilities in the United 
States. Right now, all foreign countries 
recognize prior-user rights, and that 
has played a large role in attracting 
American manufacturing jobs and fa-
cilities to these countries. H.R. 1249 fi-
nally corrects this imbalance and 
strongly encourages businesses to cre-
ate manufacturing jobs in this country. 


The prior-user rights provision pro-
motes job creation in America. Prior- 
user rights will help manufacturers, 
small business and other innovative in-
dustries strengthen our economy. It 
will help our businesses grow and allow 
innovation to flourish. 


I strongly support prior-user rights, 
and so I oppose this amendment. 


I yield back the balance of my time. 
Ms. BALDWIN. I yield the balance of 


my time to the gentleman from Wis-
consin (Mr. SENSENBRENNER). 


The Acting CHAIR. The gentleman 
from Wisconsin is recognized for 11⁄4 
minutes. 


Mr. SENSENBRENNER. Madam 
Chair, this expansion of prior-user 
rights is a step in the wrong direction. 
It goes against what this House deter-
mined 4 years ago when we last debated 
this issue, and also it is different than 
what the Senate has done in March of 
this year. 


The fundamental principle of patent 
law is disclosure, and the provision in 
this bill that the amendment seeks to 
strike goes directly against disclosure 
and instead encourages people who 
may invent not to even file for a pat-
ent, and that will slow down research 
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and expanding the knowledge of hu-
mans. 


The gentleman from Texas talks 
about manufacturing. I am all for man-
ufacturing. I think we all are all for 
manufacturing. But what this does is it 
helps old manufacturing, which we 
need to help, but it also puts new man-
ufacturing in the deep freeze because 
they use the disclosures that are re-
quired as a part of a patent applica-
tion. 


You vote for the amendment if you 
want disclosure and advancement of 
human knowledge. You vote against 
the amendment if you want secrecy in 
this process. 


The Acting CHAIR. All time has ex-
pired. 


The question is on the amendment 
offered by the gentlewoman from Wis-
consin (Ms. BALDWIN). 


The question was taken; and the Act-
ing CHAIR announced that the noes ap-
peared to have it. 


Ms. BALDWIN. Madam Chair, I de-
mand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentlewoman from Wisconsin will 
be postponed. 


AMENDMENT NO. 4 OFFERED BY MS. MOORE 
The Acting CHAIR. It is now in order 


to consider amendment No. 4 printed in 
part B of House Report 112–111. 


Ms. MOORE. Madam Chair, I have an 
amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 139, insert the following after line 12 
and redesignate succeeding sections (and 
conform the table of contents) accordingly: 
SEC. 29. ESTABLISHMENT OF METHODS FOR 


STUDYING THE DIVERSITY OF AP-
PLICANTS. 


The Director shall, not later than the end 
of the 6-month period beginning on the date 
of the enactment of this Act, establish meth-
ods for studying the diversity of patent ap-
plicants, including those applicants who are 
minorities, women, or veterans. The Director 
shall not use the results of such study to pro-
vide any preferential treatment to patent ap-
plicants. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentlewoman 
from Wisconsin (Ms. MOORE) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentle-
woman from Wisconsin. 


Ms. MOORE. Madam Chair, I yield 
myself such time as I may consume. 


My amendment would ensure that we 
have the proper data to identify and 
work with sectors of the U.S. economy 
that are participating in the patent 
process at significantly lower rates. 


Specifically, my amendment allows 
the USPTO to develop methods for 
ways to track the diversity of patent 
applicants. It also specifically pro-
hibits the office from using any such 
results for any preferential treatment 
in the application process. 


I certainly do applaud the USPTO for 
their outreach to the Women’s Cham-


ber of Commerce and to the National 
Minority Enterprise Development Con-
ferences to try to increase diversity 
with utilizing the patent process. But 
some recent data have raised concern 
that minorities and women-owned busi-
nesses are just not keeping up with the 
patent process. 


Preliminary data from a 2009 
Kauffman Foundation survey of new 
businesses show that minority-owned 
technology companies hold fewer pat-
ents and copyrights after the fifth year 
of starting than comparable non-
minority businesses. In fact, the 
Kauffman data show that minority- 
owned firms with patents hold only 
two on average, compared with the 
eight of their counterparts. Another 
survey uses National Science Founda-
tion data to suggest that women com-
mercialize their patents 7 percent less 
than their male counterparts. 


Now, the best example I can think of 
this is the late great George Wash-
ington Carver, who we all know discov-
ered 300 uses for peanuts and hundreds 
more for other plants. He went on to 
help local farmers with many improve-
ments to their farm equipment, ingre-
dients, and chemicals. However, Carver 
only applied for three patents. 


Some historians have written on 
whether or not Eli Whitney was, in-
deed, the original inventor of the cot-
ton gin or whether the invention could 
have originated from the slave commu-
nity. At the time, slaves were unable 
to register an invention with the Pat-
ent Office, and the owner could not 
patent on their behalf because of the 
requirement to be an original inventor. 


Now, African Americans and women 
have a long history of inventing some 
of the most influential products in our 
society, but we also simply do not have 
enough information to further explore 
and explain these results. And as our 
government and industry leaders look 
into these problems and possibly fix 
these deficiencies, they run into a 
major hurdle. 


Currently, the Patent and Trade Of-
fice only knows the name and general 
location of a patent applicant. In most 
cases, only the physical street address 
that the office collects is for the listed 
patent attorney on the application. 
Such limited information prevents us 
from fully understanding the nature 
and scope of the underrepresentation of 
minority communities in intellectual 
property. Until we can truly under-
stand the nature of this problem, we 
cannot address it or do the appropriate 
outreach. 


Mr. SMITH of Texas. Will the gentle-
woman yield? 


Ms. MOORE. I yield to the gentleman 
from Texas. 


Mr. SMITH of Texas. Madam Chair, I 
just want to say to the gentlewoman 
from Wisconsin that I appreciate her 
offering the amendment, and I urge my 
colleagues to support it. 


Ms. MOORE. I certainly again want 
to commend efforts from Director 
Kappos and the Patent and Trade Of-


fice that, despite their not having to do 
it, they do reach out to women and mi-
nority communities to try to get them 
to utilize the Patent Office. 


I can say that the ability to innovate 
and create is just one part of the equa-
tion. The key to success for minorities 
in our community as a whole also de-
pends upon the ability to get protec-
tion for their intellectual property. 


I urge the body to vote for this 
amendment. 


I would yield back the balance of my 
time. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tlewoman from Wisconsin (Ms. MOORE). 


The amendment was agreed to. 
AMENDMENT NO. 5 OFFERED BY MS. JACKSON 


LEE OF TEXAS 
The Acting CHAIR. It is now in order 


to consider amendment No. 5 printed in 
part B of House Report 112–111. 


Ms. JACKSON LEE of Texas. I have 
an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as 
follows: 


Page 139, insert the following after line 12 
and redesignate succeeding sections (and 
conform the table of contents) accordingly: 
SEC. 29. SENSE OF CONGRESS. 


It is the sense of Congress that the patent 
system should promote industries to con-
tinue to develop new technologies that spur 
growth and create jobs across the country 
which includes protecting the rights of small 
businesses and inventors from predatory be-
havior that could result in the cutting off of 
innovation. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentlewoman 
from Texas (Ms. JACKSON LEE) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentle-
woman from Texas. 


Ms. JACKSON LEE of Texas. Madam 
Chair, as I rise to offer my amendment, 
I take just a moment of personal privi-
lege to say that, whatever side Mem-
bers are on on this issue, I know that 
Members want to protect the genius of 
America. 


I would like to thank my ranking 
member, Mr. CONYERS, for that com-
mitment, as he comes from one of the 
original genius proponents, and that is 
the auto industry that propelled Amer-
ica into the job creation of the cen-
tury, and to the chairperson of the 
committee, Mr. SMITH, who ventured 
out in efforts to provide opportunities 
for protecting, again, the opportunities 
for invention and genius. 


b 1440 
My amendment speaks, I think, in 


particular to the vast population of 
startups and small businesses that are 
impacted by this legislation. In par-
ticular, it is a reinforcement of Con-
gress’ position that indicates that the 
patent system should promote indus-
tries to continue to develop new tech-
nologies that spur growth and create 
jobs across the country, which includes 
protecting the rights of small busi-
nesses and inventors from predatory 
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behavior that could result in the cut-
ting off of innovation. 


We recognize that small and minor-
ity businesses and women-owned busi-
nesses, which dominate the landscape 
of America, are really major job cre-
ators. Small business is thriving in my 
own home State of Texas, as well. 
There were 386,422 small employers in 
Texas in 2006, accounting for 98.7 per-
cent of the State’s employers and 46.8 
of its private sector employment. We 
know that there are a large number of 
women-owned businesses and as well 
growing African American and Latino. 
But we need more growth—with Asian 
businesses, small businesses, Hispanic, 
Native American, African American— 
all forms of businesses that are part of 
growing this economy. 


Small business makes up a large por-
tion of our employer network. It is im-
portant to understand how they will be 
impacted as a result of patent reform. 
In this first-to-file, for example, small 
businesses may in fact be concerned 
about trying to get investors. As they 
get investors, they may have to dis-
close. This sense of Congress will put 
us on notice that we need to be careful 
that we allow at least the opportunity 
for these investors, and that we con-
tinue to look at the bill to ensure that 
it responds to that opportunity. We 
must recognize again, as I said, that 
small businesses create jobs. And the 
number of new jobs that they have cre-
ated are 64 percent of net jobs over the 
past 15 years. My amendment, again, 
reinforces the idea that small busi-
nesses can survive in this climate. 


I did offer an amendment which pro-
vided for a transitional review program 
for 5 years or add for that to be 
sunsetted. It was all about trying to 
protect our small businesses. But I be-
lieve this amendment, with its firm 
statement, gathers Congress around 
the idea that nothing in this bill will 
inhibit small businesses from being 
creative. We can as well recognize all 
of the growth that has come about 
from the ideas of small businesses. 


I think my amendment also rein-
forces that we do not wish to engage in 
any undue taking of property because 
we indicate that we want to see the in-
novativeness of American businesses 
continue. I believe this is an important 
statement, because the bill is about in-
novation, genius, creation, job cre-
ation, and it should be about small 
businesses. Small businesses should be 
as comfortable with going to the Pat-
ent Office as our large businesses. In 
years to come, because of this major 
reform, we should see small businesses 
creating opportunity for growth as 
they develop not into small-and me-
dium-sized but huge international com-
panies. 


So I am asking my colleagues to sup-
port this amendment, and as well I am 
recognizing that we do have the oppor-
tunity to turn the corner and to put a 
stamp of new job creation on America. 


I rise today to offer an amendment to H.R. 
1249, the ‘‘America Invents Act.’’ My amend-


ment adds a section to the end of the bill ex-
pressing the sense of Congress that ‘‘the pat-
ent system should promote industries to con-
tinue to develop new technologies that spur 
growth and create jobs across the country, 
which includes protecting the rights of small 
businesses and inventors from predatory be-
havior that could result in the cutting off of in-
novation.’’ 


We must always be mindful of the impor-
tance of ensuring that small companies have 
the same opportunities to innovate and have 
their inventions patented and that the laws will 
continue to protect their valuable intellectual 
property. Several studies, including those by 
the National Academy of Sciences and the 
Federal Trade Commission, recommended re-
form of the patent system to address what 
they thought were deficiencies in how patents 
are currently issued. 


The U.S. Department of Commerce defines 
small businesses as businesses which employ 
less than 500 employees. 


According to the Department of Commerce 
in 2006 there were 6 million small employers 
representing around 99.7% of the nation’s em-
ployers and 50.2% of its private-sector em-
ployment. 


In 2002 the percentage of women who 
owned their business was 28% while black 
owned was around 5%. Between 2007 and 
2008 the percent change for black females 
who were self employed went down 2.5% 
while the number for men went down 1.5%. 


Small business is thriving in my home state 
of Texas as well. There were 386,422 small 
employers in Texas in 2006, accounting for 
98.7% of the state’s employers and 46.8% of 
its private-sector employment. 


In 2009, there were about 468,000 small 
women-owned small businesses compared to 
over 1 million owned by men. 


88,000 small business owners are black, 
77,000 are Asian, 319,000 are Hispanic, and 
16,000 are Native Americans. 


Since small businesses make up such a 
large portion of our employer network, it is im-
portant to understand how they will be im-
pacted as a result of patent reform. 


Given the current state of the economy, we 
cannot afford to overlook the opportunities for 
job growth that small businesses create. 


According to the Bureau of Labor Statistics, 
between the 1992 and 2005, small businesses 
accounted for 65% of quarterly net employ-
ment growth in the private sector. 


Even in unsteady economic times, small 
businesses can be counted on for job cre-
ation. Between 1992 and 2004, the net job 
creation rate was the highest at the smallest 
establishments. 


Small Businesses Create Jobs. It is a fact. 
According to the Small Business Administra-
tion, small businesses: 


Represent 99.7 percent of all employer 
firms. 


Employ just over half of all private sector 
employees. 


Generated 64 percent of net new jobs over 
the past 15 years. 


Create more than half of the nonfarm pri-
vate gross domestic product (GDP). 


Hire 40 percent of high tech workers (such 
as scientists, engineers, and computer pro-
grammers). 


Made up 97.3 percent of all identified ex-
porters and produced 30.2 percent of the 
known export value in FY 2007. 


Produce 13 times more patents per em-
ployee than large patenting firms; these pat-
ents are twice as likely as large firm patents 
to be among the one percent most cited. 


Many successful business owners will credit 
at least part of their success to the ability to 
innovate—in technologies, in strategies, and in 
business models. A huge part of this innova-
tion comes from the ability to create and pat-
ent ideas. 


According to a study conducted by Business 
Week, half of all business innovation re-
sources are dedicated to creating new prod-
ucts or services. 


Patents are the driving force behind this 
product innovation, and without strong patent 
protection, businesses will lack the incentive to 
attract customers and contribute to economic 
growth. 


While I am happy to be here debating this 
all important amendment to this bill, it is unfor-
tunate that some of my other amendments 
supporting small businesses and acknowl-
edging the ‘‘takings clause’’ in the U.S. Con-
stitution were not accepted. In yesterday’s 
Rules Committee meeting, I offered a number 
of amendments: 


I offered amendments that ensure the inclu-
sion of minority and women owned businesses 
in the definition of ‘‘small entities’’ to ensure 
they receive the benefits of reduced user fees. 


I also offered an amendment ensuring the 
inclusion of Historically Black Colleges and 
Universities and Hispanic Serving Institutions 
amongst entities that receive fee discounts. 


Another pro-small business amendment I of-
fered would have extended the grace period 
for small businesses from one year to 18 
months, enabling them enough time to secure 
financial support and develop their invention in 
order to bring it to market. 


Section 18 of the bill, which creates a transi-
tional review program for business method 
patents, has raised concerns about the poten-
tial to create situations which could run afoul 
of the ‘‘takings clause’’ in the U.S. Constitu-
tion. To address these concerns, I offered a 
number of amendments: 


One of my amendments would have short-
ened the sunset on Section 18 from 10 years 
to 5 years. 


I also introduced an amendment that would 
have required the Director of the USPTO to 
make a determination of whether or not a con-
dition causing an unlawful taking is created by 
this section. 


Lastly, I introduced a sense of Congress 
amendment that affirms that no provisions in 
this bill should create a unconstitutional taking. 


Despite my concerns with certain provisions 
in this bill, overall, I believe H.R. 1249 will 
usher in the reforms needed to improve the 
patent system, making it more effective and 
efficient, and therefore encouraging innovation 
and job creation. 


I yield back the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


claim the time in opposition, although 
I support the amendment. 


The Acting CHAIR. Without objec-
tion, the gentleman is recognized for 5 
minutes. 


There was no objection. 
Mr. SMITH of Texas. Madam Chair, I 


understand the underlying point of the 
Member’s amendment, and I want to 
make it clear that my interpretation of 
this amendment and its intent is to 
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highlight the problem posed by entities 
that pose as financial or technological 
businesses but whose sole purpose is 
not to create but to sue. I am talking 
about patent trolls—those entities that 
vacuum up patents by the hundreds or 
thousands and whose only innovations 
occur in the courtroom. This sense of 
Congress shows how these patent trolls 
can hurt small businesses and inde-
pendent inventors before they even 
have a chance to get off the ground. 
This bill is designed to help all inven-
tors and ensure that small businesses 
will continue to be a fountain for job 
creation and innovation. 


For these reasons, Madam Chair, I 
support the amendment. 


I yield back the balance of my time. 
The Acting CHAIR. The question is 


on the amendment offered by the gen-
tlewoman from Texas (Ms. JACKSON 
LEE). 


The question was taken; and the Act-
ing Chair announced that the ayes ap-
peared to have it. 


Ms. JACKSON LEE of Texas. Madam 
Chair, I demand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentlewoman from Texas will be 
postponed. 


AMENDMENT NO. 6 OFFERED BY MR. LUJÁN 


The Acting CHAIR. It is now in order 
to consider amendment No. 6 printed in 
part B of House Report 112–111. 


Mr. LUJÁN. Madam Chair, I have an 
amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 135, line 22, strike the period and in-
sert a semicolon. 


Page 135, after line 22, insert the following: 
(C) shall evaluate and consider the extent 


to which the purposes of satellite offices list-
ed under subsection (b) will be achieved; 


(D) shall consider the availability of sci-
entific and technically knowledgeable per-
sonnel in the region from which to draw new 
patent examiners at minimal recruitment 
cost; and 


(E) shall consider the economic impact to 
the region. 


Page 136, line 9, insert before the semicolon 
the following: ‘‘, including an explanation of 
how the selected location will achieve the 
purposes of satellite offices listed under sub-
section (b) and how the required consider-
ations listed under subsection (c) were met’’. 


The CHAIR. Pursuant to House Reso-
lution 316, the gentleman from New 
Mexico (Mr. LUJÁN) and a Member op-
posed each will control 5 minutes. 


The Chair recognizes the gentleman 
from New Mexico. 


Mr. LUJÁN. Madam Chair, I rise 
today in support of my amendment to 
H.R. 1249, the America Invents Act. 
The America Invents Act provides for 
the creation of United States Patent 
and Trademark Office satellite offices. 
For many small businesses and inde-
pendent inventors, navigating the pat-
ent application process can be chal-
lenging. Small businesses, entre-
preneurs, and innovators are the foun-


dation of our economy but do not al-
ways have the resources that larger 
corporations or institutions have to as-
sist them in obtaining a patent. By im-
proving access to the United States 
Patent and Trademark Office, satellite 
offices have the potential to help small 
businesses and independent inventors 
navigate the patent application proc-
ess. However, this bill essentially pro-
vides no guidance to determine the lo-
cation of such satellites offices. 


While the language in the bill con-
tains stated purposes for satellite of-
fices, it does not specify that these pur-
poses be part of the selection process. 
This amendment makes it explicit that 
the purposes of the satellite offices, 
which are included in the underlying 
bill, such as increasing outreach activi-
ties to better connect patent filers and 
innovators with the USPTO, be part of 
the selection process. It also specifies 
that the economic impact to the region 
be considered, as well as the avail-
ability of knowledgeable personnel, so 
that the new patent examiners can be 
hired at minimal recruitment costs, 
saving taxpayers money. 


The selection of USPTO satellite of-
fices should be done in a way that sup-
ports economic growth and puts inves-
tors and inventors on a path to success. 
I think this is a commonsense amend-
ment, and I urge the adoption. 


I reserve the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


rise to claim the time in opposition, 
though I am in favor of the amend-
ment. 


The Acting CHAIR. Without objec-
tion, the gentleman is recognized for 5 
minutes. 


There was no objection. 
Mr. SMITH of Texas. Madam Chair, 


section 23 of the bill requires the PTO 
Director to establish three or more sat-
ellite offices in the United States, sub-
ject to available resources. The provi-
sion lists criteria that the Director 
must take into account when selecting 
each office. This is a good addition to 
H.R. 1249, and I urge my colleagues to 
support it. I also hope that one of those 
offices is in Austin, Texas. 


I yield back the balance of my time. 
Mr. LUJÁN. Madam Chair, I yield 


back the balance of my time. 
The Acting CHAIR. The question is 


on the amendment offered by the gen-
tleman from New Mexico (Mr. LUJÁN). 


The amendment was agreed to. 
Ms. JACKSON LEE of Texas. Madam 


Chair, because of the graciousness of 
the ranking member, Mr. CONYERS, and 
the chairman, Mr. SMITH, of agreeing 
to my amendment, Jackson Lee No. 5 
that was just debated, I ask unanimous 
consent to withdraw my request for a 
record vote. 


The Acting CHAIR. Is there objection 
to the request of the gentlewoman 
from Texas? 


Without objection, the request for a 
recorded vote on amendment No. 5 is 
withdrawn and the amendment stands 
adopted by the voice vote thereon. 


There was no objection. 


b 1450 
AMENDMENT NO. 7 OFFERED BY MR. PETERS 
The Acting CHAIR. It is now in order 


to consider amendment No. 7 printed in 
part B of House Report 112–111. 


Mr. PETERS. I have an amendment 
at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 139, insert the following after line 12 
and redesignate succeeding sections (and 
conform the table of contents) accordingly: 
SEC. 29. USPTO STUDY ON INTERNATIONAL PAT-


ENT PROTECTIONS FOR SMALL 
BUSINESSES. 


(a) STUDY REQUIRED.—The Director, in con-
sultation with the Secretary of Commerce 
and the Administrator of the Small Business 
Administration, shall, using the existing re-
sources of the Office, carry out a study— 


(1) to determine how the Office, in coordi-
nation with other Federal departments and 
agencies, can best help small businesses with 
international patent protection; and 


(2) whether, in order to help small busi-
nesses pay for the costs of filing, maintain-
ing, and enforcing international patent ap-
plications, there should be established ei-
ther— 


(A) a revolving fund loan program to make 
loans to small businesses to defray the costs 
of such applications, maintenance, and en-
forcement and related technical assistance; 
or 


(B) a grant program to defray the costs of 
such applications, maintenance, and enforce-
ment and related technical assistance. 


(b) REPORT.—Not later than 120 days after 
the date of the enactment of this Act, the 
Director shall issue a report to the Congress 
containing— 


(1) all findings and determinations made in 
carrying out the study required under sub-
section (a); 


(2) a statement of whether the determina-
tion was made that— 


(A) a revolving fund loan program de-
scribed under subsection (a)(2)(A) should be 
established; 


(B) a grant program described under sub-
section (a)(2)(B) should be established; or 


(C) neither such program should be estab-
lished; and 


(3) any legislative recommendations the 
Director may have developed in carrying out 
such study. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Michigan (Mr. PETERS) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentleman 
from Michigan. 


Mr. PETERS. While the America In-
vents Act makes a number of impor-
tant changes to our patent system 
which are targeted at reducing the 
USPTO’s backlogs and driving innova-
tion, I believe that we must do more to 
help our Nation’s small businesses 
compete in the global marketplace. 
Success in the global economy depends 
more and more on IP assets. America’s 
IP-intensive industries employ nearly 
18 million workers at all education and 
skill levels and represent 60 percent of 
U.S. exports. 


While obtaining a U.S. patent is a 
critical first step for our innovators to-
wards recouping their R&D costs, cap-
italizing on their inventions and cre-
ating jobs, a U.S. patent only provides 
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protection against infringement here 
at home. If inventors do not register in 
a foreign market, such as China, they 
have no protection there if the Chinese 
economy begins production of their 
patented inventions. Not only is a for-
eign patent protection necessary to en-
sure the ability to enforce patent 
rights abroad; it is necessary to defend 
American inventors against foreign 
lawsuits. 


High costs, along with language and 
technical barriers, prevent many 
American small businesses from filing 
for foreign patent protection. Lack of 
patent protection both at home and 
abroad increases uncertainty for 
innovators and the likelihood of pi-
racy. While we must reduce backlogs at 
the USPTO to make domestic patent 
protection more attainable, we must 
also look forward to find ways to help 
our manufacturers and other IP-inten-
sive industries compete globally. 


This is why I am offering a common-
sense, bipartisan amendment to the 
America Invents Act along with my 
colleague, Representative RENACCI, 
whom I would also like to thank for 
working with me on this important 
issue. 


This amendment mandates a USPTO- 
led study with SBA to determine the 
best method to help small businesses 
obtain, maintain and enforce foreign 
patents. This study is to be conducted 
using existing resources at no cost to 
the taxpayers, and does not alter the 
score of the bill. I believe our amend-
ment will help Congress and the 
USPTO determine the best ways to 
help American small businesses protect 
their IP assets, compete globally and 
boost exports. 


I would like to thank Chairman 
SMITH and Ranking Member CONYERS 
for working with us on this amend-
ment; and I urge passage of the Peters- 
Renacci amendment. 


I yield my remaining time to my col-
league from Ohio, Representative 
RENACCI. 


The Acting CHAIR. The gentleman 
from Ohio is recognized for 21⁄2 min-
utes. 


Mr. RENACCI. I thank the gentleman 
for yielding and also for his hard work 
on the amendment on behalf of Amer-
ican small businesses. 


I rise today in strong support of the 
Peters-Renacci amendment—a com-
monsense, no-cost study to determine 
the best method for American small 
businesses to obtain and enforce patent 
protections in foreign countries. 


Industries that rely on intellectual 
property employ nearly 18 million 
American workers and represent 60 per-
cent of American exports. As these in-
dustries continue to grow globally, for-
eign patent protection will become in-
creasingly important to protect these 
workers’ jobs, promote exports and ex-
pand our economy. 


Our economy is becoming more glob-
al by the day, with foreign innovators 
testing the outer reaches of imagina-
tion and enjoying the strong support of 


their home nations. China, for exam-
ple, is becoming increasingly aggres-
sive at protecting their innovators’ in-
tellectual property rights and is sub-
sidizing applications for foreign pat-
ents. We must develop a way here at 
home to make American small busi-
nesses equally competitive in the for-
eign marketplace. In order to compete 
with China, we have to stand behind 
our innovators with equal force. 


Our amendment simply directs the 
U.S. Patent and Trademark Office to 
conduct a joint study with the Small 
Business Administration to issue rec-
ommendations on how America can do 
just that. Furthermore, this study is to 
be completed within 120 days, giving 
the 112th Congress ample time to im-
plement its recommendations. 


Not only are jobs and the economy 
paramount, but promoting American 
innovation is also important. Innova-
tion is about much more than eco-
nomic growth. It breaks boundaries, 
connects people from distant lands, 
fires the imagination, and sends a mes-
sage of hope to those who need it most. 
Americans should be on the cutting 
edge of innovation, and this amend-
ment is a good first step toward that 
direction. 


I would again like to thank Mr. 
PETERS as well as Chairman SMITH and 
Ranking Member CONYERS. I urge sup-
port of the amendment. 


Mr. SMITH of Texas. Madam Chair, I 
claim the time in opposition, although 
I support the amendment. 


The Acting CHAIR. Without objec-
tion, the gentleman is recognized for 5 
minutes. 


There was no objection. 
Mr. SMITH of Texas. Madam Chair, I 


understand the underlying point of the 
Member’s amendment, but other legis-
lation and patent reform in particular 
have taught us that even small changes 
can have unintended consequences un-
less they have been vetted and have 
gone through the regular committee 
process. 


The problem is in the details. This 
amendment is drafted as a study. I 
agree with the first part of the amend-
ment but not the second because its ob-
jectives are written very much like a 
piece of legislation. It seeks to create 
support for a new program whereby 
taxpayer funds would be used to pay 
patent fees in foreign countries. 


I am strongly committed to helping 
our small businesses and independent 
inventors secure their rights and have 
a level playing field abroad, but I can’t 
support a result that could create a 
new entitlement program, a new bu-
reaucracy and the transferring of tax-
payer dollars directly to the treasuries 
of foreign governments. We should not 
use taxpayer funds to pay patent filing 
fees to foreign governments. 


I do agree with the first part of this 
study, and am interested to see how 
the PTO, in coordination with other 
agencies, can figure out ways to help 
small businesses with international 
patent protection. I hope that this will 


be the focus of the study. The results of 
this study will show that small busi-
ness outreach and educational and 
technical assistance programs are the 
most effective tools for small business 
and independent inventors. 


I think that the PTO needs to con-
tinue its efforts to reach out to small 
businesses and independent inventors. 
This bill includes a provision which 
creates a permanent small business 
ombudsman at the PTO to work with 
small businesses to help them secure 
their patent rights. The PTO also con-
ducts small business outreach pro-
grams throughout the country, teach-
ing small businesses about IP enforce-
ment and how to protect their intellec-
tual property both at home and abroad. 


Though I do not agree with the pol-
icy outline in the second part of the 
study and will strongly recommend 
that the PTO and SBA determine that 
such a program should not be estab-
lished, I will support this amendment 
to initiate the study, and I hope that 
the bulk of it will focus on how to bet-
ter utilize existing government re-
sources for education and technical as-
sistance to help small businesses with 
international patent protection. 


Before I yield back the balance of my 
time, I hope that the movers of this 
amendment might be willing to reas-
sure me and others about the intent 
and goals of this study. 


I yield back the balance of my time. 
The Acting CHAIR. The gentleman 


from Michigan has 15 seconds remain-
ing. 


Mr. PETERS. I just appreciate the 
support for this amendment. It is an 
important amendment that will give us 
information we can then use to support 
our small businesses as they’re doing 
business abroad, and I urge its adop-
tion. 


I yield back the balance of my time. 
The Acting CHAIR. The question is 


on the amendment offered by the gen-
tleman from Michigan (Mr. PETERS). 


The amendment was agreed to. 
AMENDMENT NO. 8 OFFERED BY MR. POLIS 


The Acting CHAIR. It is now in order 
to consider amendment No. 8 printed in 
part B of House Report 112–111. 


Mr. POLIS. I have an amendment at 
the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as 
follows: 


Page 108, beginning on line 18, strike 
‘‘pending on, or filed on or after,’’ and insert 
‘‘filed on or after’’. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Colorado (Mr. POLIS) and a Mem-
ber opposed each will control 5 min-
utes. 


The Chair recognizes the gentleman 
from Colorado. 


Mr. POLIS. Madam Chair, H.R. 1249 
correctly changes the policy involving 
tax strategy patents. Under current 
law, although it was current law that 
was never specifically contemplated by 
lawmakers, tax strategy methods are 
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patentable. Now these tax strategy 
patents have complicated the tax filing 
process and have allowed commonsense 
filing techniques to be patentable, so 
H.R. 1249 removes this complication by 
mandating that tax strategies are 
deemed insufficient to differentiate a 
claimed invention from the prior art. 


I strongly support this provision. 
However, there are a number of folks 
who are currently involved with the 
process of applying for tax strategy 
patents, and in effect, we risk changing 
the rules of the game retroactively for 
them, a form of takings. There are cur-
rently 160 tax strategy patent applica-
tions in the process. Many of the inven-
tors have decided to devote thousands 
of hours of time to disclose their inno-
vations. Again, had this window of pat-
entability never been opened—and it 
never should have been—this would not 
have been an issue because these inven-
tors would have retained their innova-
tions as trade secrets. 


b 1500 


However, you can’t blame them for 
saying, okay, there’s a window on pat-
entability; I will disclose so that I can 
have the 17-year exclusive. And now 
the risk is that that calculation that 
they made to disclose is being changed 
retroactively insofar as they will no 
longer have the ability to protect their 
innovation as a trade secret. 


In their patent applications, these 
applicants have described how to make 
and use their invention. Many have 
even provided computer programs, in-
cluding code, to carry them out. The 
patent applications have been pub-
lished, and some of them are pending 
for many years. Changing the law mid-
stream fundamentally hurts these ap-
plicants who did all that was proper 
under the law at the time they filed 
their patent application. 


The underlying bill as drafted would 
make those patent applications use-
less; and because the patent applica-
tions have been published, the patent 
applicant will get nothing for dis-
closing their secrets, except the ex-
pense of pursuing a patent and of 
course the ability of others to replicate 
their innovation. Competitors will be 
free to use their disclosures in the pub-
lished patent application process. 


Changing the law midstream simply 
sends the wrong message to inventors 
that one cannot trust the law that is in 
place when they file a patent. Congress 
would be sending a message, unless my 
amendment is incorporated into the 
underlying bill, that all inventors on 
any subject matter may have their dis-
closures taken away from them after 
they have made the decision to apply 
for a patent by retroactively negating 
the possibility of them receiving a pat-
ent. 


Tax strategy patents should never 
have been allowed under the law. I 
think there’s broad agreement among 
all of us in this Chamber on that topic. 
It’s unfortunate that there was a win-
dow. However, rational inventors, mak-


ing a conscious choice, said, hey, in 
favor of disclosing, I will then accept a 
17-year monopoly, and are now being 
penalized for making what was a very 
reasonable decision. 


Restore equity to the America In-
vents Act by supporting my amend-
ment. I hope Members on both sides of 
the aisle will support this, which effec-
tively addresses only those 160 applica-
tions that are in effect now. It cer-
tainly continues and am in support of 
the ban on future patents for tax strat-
egies, but there seem to be very few al-
ternatives or remedies to the takings 
that would otherwise occur under this 
bill unless my amendment is incor-
porated. 


I strongly urge a ‘‘yes’’ vote on the 
amendment. 


I yield back the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


rise in opposition to the amendment. 
The Acting CHAIR. The gentleman is 


recognized for 5 minutes. 
Mr. SMITH of Texas. I yield 2 min-


utes to the gentleman from Virginia 
(Mr. GOODLATTE), who is the chairman 
of the Intellectual Property Sub-
committee of the Judiciary Com-
mittee. 


Mr. GOODLATTE. Madam Chairman, 
I rise in strong opposition to this 
amendment. 


Increasingly, individuals and compa-
nies are filing patents to protect tax 
strategies. When one individual or 
business is given the exclusive right to 
a particular method of complying with 
the Tax Code, it increases the costs and 
complexity for every other citizen or 
tax preparer to comply with the Tax 
Code. It is not difficult to foresee a sit-
uation where taxpayers are forced to 
choose between paying a royalty in 
order to reap the best tax treatment 
and complying with the Tax Code in 
another, less favorable way. Tax strat-
egy patents add additional costs and 
complications to an already overly 
complex process, and this is not what 
Congress intended when it passed the 
Federal tax laws or the patent laws. 


The problem of tax strategy patents 
has been a growing concern for over a 
decade. Over 140 tax strategy patents 
have already been issued, and more ap-
plications are pending. Tax strategy 
patents have the potential to affect 
tens of millions of everyday taxpayers, 
many who do not even realize these 
patents exist. The Tax Code is already 
complicated enough without also ex-
pecting taxpayers and their advisers to 
become ongoing experts in patent law. 


That is why I advocated for inclusion 
in H.R. 1249 of a provision to ban tax 
strategy patents. H.R. 1249 contains 
such a provision which deems tax 
strategies insufficient to differentiate 
a claimed invention from the prior art. 
This will help ensure that no more tax 
strategy patents are granted by the 
PTO. 


Importantly, the House worked hard 
to find a compromise that will ensure 
Americans have equal access to the 
best methods of complying with the 


Tax Code, while also preserving the 
ability of U.S. technology companies to 
develop innovative tax preparation and 
financial management solutions. I be-
lieve the language in H.R. 1249 does 
just that. 


This amendment would allow any tax 
strategy patent that was filed as of the 
date of enactment of the bill to move 
toward issuance by the PTO. However, 
tax strategy patents are bad public pol-
icy whether they were filed the day be-
fore or the day after this bill happens 
to be enacted. The effective date in the 
underlying bill rightly applies to any 
patent applications pending on the 
date of enactment. 


In order to reduce the cost of filing 
taxes for all Americans and to restore 
common sense to our patent system, I 
urge my colleagues to oppose this 
amendment. 


Mr. SMITH of Texas. Madam Chair, I 
yield 1 minute to the gentleman from 
California (Mr. SHERMAN). 


Mr. SHERMAN. I have tremendous 
respect for the gentleman from Colo-
rado, but I rise in opposition to this 
amendment. 


This amendment would cover not 
only those patent applications that 
were on file yesterday but, as I under-
stand it, also those that are filed to-
morrow. Tax strategy patents are a bad 
idea, as the American Institute of Cer-
tified Public Accountants states. ‘‘It’s 
bad public policy. No one should be 
granted a monopoly over a form of 
compliance with the Federal Tax 
Code.’’ 


This amendment is opposed not only 
by the American Institute of Certified 
Public Accountants but also my col-
league, co-chair of the CPA Caucus, 
MIKE CONAWAY, and a majority of the 
CPA and accountants caucus, together 
with the American College of Trusts 
and Estate Counsel and the Certified 
Financial Planner Board of Standards. 


Keep in mind, the purpose of a patent 
is to encourage innovation. What inter-
est does the Federal Government have 
in encouraging innovative ways to 
avoid paying taxes to the Federal Gov-
ernment? It is now time to draw a line 
against patents on tax compliance. 


Mr. SMITH of Texas. I yield myself 
the balance of my time. 


Madam Chair, I oppose the amend-
ment to change the effective date for 
the tax strategy method section of the 
bill. 


It is possible to patent tax strategy 
methods, but it is bad policy. It is not 
fair to permit patents on techniques 
regularly used to satisfy a government 
mandate, such as one that requires in-
dividuals and businesses to pay taxes. 


Tax preparers, lawyers, and planners 
have a long history of sharing their 
knowledge regarding how to file re-
turns, plan estates, and advise clients. 
They maintain that allowing the pat-
entability of tax strategy methods will 
complicate the tax filing process and 
inhibit the ability of preparers to pro-
vide quality services for their clients. 


The effective date applies to any pat-
ent application that is pending on, or 
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filed on or after, the date of enactment 
and to any patent that is issued on or 
after that date. 


The gentleman’s amendment elimi-
nates the application of this provision 
to those applications pending on the 
date of enactment. These applications 
have not been approved so I disagree 
with excluding these patents-in-wait-
ing. 


It was a mistake for the PTO to issue 
these patents in the first place, given 
their potential to harm individual tax-
payers and tax return preparers. We 
shouldn’t leave the door ajar by allow-
ing more applications in. This just 
compounds the very problem we’re try-
ing to solve. 


I oppose the gentleman’s amendment, 
and I urge my colleagues to vote 
against it. 


I yield back the balance of my time. 
The Acting CHAIR. The question is 


on the amendment offered by the gen-
tleman from Colorado (Mr. POLIS). 


The amendment was rejected. 
AMENDMENT NO. 9 OFFERED BY MR. CONYERS 


The Acting CHAIR. It is now in order 
to consider amendment No. 9 printed in 
part B of House Report 112–111. 


Mr. CONYERS. Madam Chairman, I 
have an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Add at the end the following new section 
(and conform the table of contents accord-
ingly): 
SEC. 32. CALCULATION OF 60-DAY PERIOD FOR 


APPLICATION OF PATENT TERM EX-
TENSION. 


(a) IN GENERAL.—Section 156(d)(1) of title 
35, United States Code, is amended by adding 
at the end the following flush sentence: 


‘‘For purposes of determining the date on 
which a product receives permission under 
the second sentence of this paragraph, if 
such permission is transmitted after 4:30 
P.M., Eastern Time, on a business day, or is 
transmitted on a day that is not a business 
day, the product shall be deemed to receive 
such permission on the next business day. 
For purposes of the preceding sentence, the 
term ‘business day’ means any Monday, 
Tuesday, Wednesday, Thursday, or Friday, 
excluding any legal holiday under section 
6103 of title 5.’’. 


(b) APPLICABILITY.—The amendment made 
by subsection (a) shall apply to any applica-
tion for extension of a patent term under 
section 156 of title 35, United States Code, 
that is pending on, that is filed after, or as 
to which a decision regarding the application 
is subject to judicial review on, the date of 
the enactment of this Act. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Michigan (Mr. CONYERS) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentleman 
from Michigan. 


Mr. CONYERS. This bipartisan 
amendment makes a technical revision 
to H.R. 1249. It addresses the confusion 
regarding the calculation of the filing 
period for patent term extension appli-
cations under the Hatch-Waxman Act. 
By eliminating confusion regarding the 


deadline for patent term extension ap-
plications, this amendment provides 
the certainty necessary to encourage 
costly investments in life-saving med-
ical research. It also is consistent with 
the only court case to address this 
issue entitled, The Medicines Co. v. 
Kappos. As a result of this amendment, 
all applications and cases will be treat-
ed henceforth in the same manner. 


I also want to point out that this 
exact language has passed the House 
overwhelmingly on a voice vote in the 
past, and the prior version of the provi-
sion was unanimously passed by the 
House on two previous occasions and 
was also in another instance voted out 
by the Senate Judiciary Committee on 
a bipartisan basis. It was also accepted 
in a voice vote by the House Judiciary 
Committee at a markup earlier this 
year. 


b 1510 


Madam Chair, I reserve the balance 
of my time. 


Mr. SMITH of Texas. Madam Chair, I 
rise in opposition to the amendment. 


The Acting CHAIR. The gentleman is 
recognized for 5 minutes. 


Mr. SMITH of Texas. Madam Chair, 
in 2001, a biotech entity called the 
Medicines Company, or MedCo, sub-
mitted an application for a patent ex-
tension that the PTO ruled was 1 day 
late. This application would have ex-
tended patent protection for a drug the 
company developed called Angiomax. 
In August 2010, a U.S. district court or-
dered the PTO to use a more consistent 
way of determining whether the patent 
holder submitted a timely patent ex-
tension application. The PTO is imple-
menting that decision and believes the 
court’s decision resolves the problem 
for MedCo. Because of this ongoing liti-
gation, the manager’s amendment 
struck language pertaining to MedCo. 
The Conyers amendment seeks to re-
insert that provision. 


The Conyers amendment essentially 
codifies the district court’s decision, 
but it ignores the fact that this case is 
on appeal. We need to let the courts re-
solve the pending litigation. It is 
standard practice for Congress not to 
interfere when there is ongoing litiga-
tion. If the Federal circuit rules 
against MedCo, generic manufacturers 
of the drug could enter the market-
place immediately rather than waiting 
another 5 years. This has the potential 
to save billions of dollars in health 
care expenses. While the amendment is 
drafted so as to apply to other compa-
nies similarly situated, as a practical 
matter, this is a special fix for one 
company. 


Finally, it would be more appropriate 
for this to be considered as a private 
relief bill. Private relief bills are de-
signed to provide benefits to a specific 
individual or corporate entity. The 
House and the Judiciary Committee 
have procedures in place to ensure that 
such bills are properly vetted. This 
amendment ignores those procedures 
and denies Members the opportunity to 


know the consequences of what they 
are voting on. 


To summarize, Madam Chair, we 
should not interfere with ongoing liti-
gation which may be unprecedented, 
and we should give this issue regular 
process in the Judiciary Committee. 


I oppose the amendment and urge my 
colleagues to defeat it. 


I yield back the balance of my time. 
Mr. CONYERS. I would like to yield 


1 minute to the distinguished gen-
tleman from Massachusetts, ED MAR-
KEY, of the Energy and Commerce Com-
mittee. 


Mr. MARKEY. Madam Chairman, 
this amendment eliminates confusion 
regarding the deadline for filing patent 
term extensions under the Hatch-Wax-
man Act and provides the certainty 
needed to encourage critical medical 
research. It also promotes good govern-
ment by ensuring that the Patent Of-
fice and the FDA adopt consistent in-
terpretations of the very same statu-
tory language. And finally, this amend-
ment is consistent with the only court 
decision addressing this issue. The 
court stated that the interpretation 
that is reflected in this amendment— 
this is from the court—is ‘‘consistent 
with the statute’s text, structure, and 
purpose.’’ 


Right now, America’s next Lipitor or 
Prozac could be bottled up at the Pat-
ent Office and never made available be-
cause of uncertainty regarding the pat-
ent term extension process. In order to 
uncork American innovation and in-
vention, we need a patent extension 
process that is clear, consistent, and 
fair. That’s exactly what the Conyers 
amendment does. It enjoys broad bipar-
tisan support, and it confirms and 
clarifies existing law. It is cost-neu-
tral. 


I urge support for the amendment. 
Mr. CONYERS. I yield, unfortunately 


only 75 seconds, to my good friend, also 
from Massachusetts, Mr. RICHARD 
NEAL. 


Mr. NEAL. Madam Chair, I under-
stand Mr. SMITH’s position here, but 
the truth is that when he suggests that 
we’re doing things that are interfering 
with ongoing court tests, there have 
been a series of votes here already 
about the health care law and guaran-
teed to have more coming in this insti-
tution. So I’m not going to spend a lot 
of time on that suggestion. 


But I rise today in support of the 
amendment. It addresses the deadline 
for filing patent term extension appli-
cations under the Hatch-Waxman Act. 
By adopting a clear standard, the 
amendment would provide the oppor-
tunity and certainty needed to allow 
innovators to conduct the time-con-
suming and expensive medical research 
necessary to bring new lifesaving drugs 
to market. 


The amendment clarifies the law in a 
manner that tracks the only court de-
cision to have addressed this particular 
provision. It will ensure that all appli-
cations and all cases are treated the 
same. Because the amendment merely 
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confirms existing law, it is budget-neu-
tral. 


The amendment enjoys broad support 
on both sides of the aisle. I hope that 
all of my colleagues will join me in 
supporting it. 


Mr. CONYERS. Madam Chair, I am 
proud now to yield 30 seconds to the 
distinguished gentleman from Kansas, 
MIKE POMPEO. 


Mr. POMPEO. I rise in support of this 
amendment. 


As a former business owner, compli-
ance with senseless government regula-
tions was one of my biggest frustra-
tions and, honestly, one of the primary 
reasons I ran for Congress. But it is im-
possible to comply with regulations 
when you get two different interpreta-
tions from two different agencies, and 
that’s what we have here with this in-
tellectual property rule. 


The PTO and the FDA have estab-
lished two different standards, and this 
amendment simply seeks to fix that, to 
give an identical outcome from two dif-
ferent agencies that resulted from dif-
ferent interpretations of the Hatch- 
Waxman Act of 1984. 


Inventors shouldn’t have to guess. 
We can make a clean deadline. I urge 
my colleagues to support this amend-
ment. 


Mr. CONYERS. I yield the balance of 
my time to the distinguished gen-
tleman from New Jersey, SCOTT GAR-
RETT. 


The Acting CHAIR. The gentleman 
from New Jersey is recognized for 45 
seconds. 


Mr. GARRETT. Madam Chair, the 
Hatch-Waxman Act provides for the ex-
tension of patent terms covering drug 
products that must be approved by the 
FDA. And the extension that we’re 
talking about here, while seemingly 
straightforward, the Patent Office and 
the FDA have interpreted it, as we 
have said, in two different ways, cre-
ating uncertainty that has led to mis-
calculations. 


So our amendment, consistent with a 
court ruling, will clarify that when the 
FDA provides the final approval after 
normal business hours, the 60-day 
clock begins on the next business day. 
So by doing this, by ensuring that pat-
ent holders will not lose their rights 
prematurely, what this amendment 
does is it will not only resolve a long-
standing problem but will encourage 
the development of innovative new 
drugs as well. 


With that, I urge the adoption of this 
very commonsense amendment. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tleman from Michigan (Mr. CONYERS). 


The question was taken; and the Act-
ing Chair announced that the noes ap-
peared to have it. 


Mr. CONYERS. Madam Chair, I de-
mand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Michigan will be 
postponed. 


AMENDMENT NO. 10 OFFERED BY MS. SPEIER 
The Acting CHAIR. It is now in order 


to consider amendment No. 10 printed 
in part B of House Report 112–111. 


Ms. SPEIER. Madam Chair, I have an 
amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 16, line 3, insert before the period the 
following: ‘‘, including requiring parties to 
provide sufficient evidence to prove and 
rebut a claim of derivation’’. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentlewoman 
from California (Ms. SPEIER) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentle-
woman from California. 


Ms. SPEIER. Madam Chair, my 
amendment enhances the derivations 
proceedings provision in the first-in-
ventor-to-file section of the bill. 


As we know, the U.S. Patent Office is 
a vital tool that facilitates universities 
and businesses of all sizes to turn ideas 
and discoveries into successful prod-
ucts. Having said that, we must ensure 
that our patent system provides strong 
and predictable intellectual property 
protections. 


This act creates a new process called 
‘‘derivation,’’ by which a party can de-
feat an earlier filed patent application 
by showing that the invention in the 
earlier application was derived from 
the party’s invention or concept. The 
bill requires a party to support a peti-
tion for derivation by ‘‘substantial evi-
dence’’ in order to initiate a pro-
ceeding. 


The derivation proceedings in this 
legislation must be a process that is 
fair, reliable, and permits the Patent 
and Trademark Office to make a deci-
sion based on a solid record of relevant 
evidence. This amendment helps to ac-
complish this by requiring the PTO to 
provide rules for the exchange of rel-
evant information by both parties. 


The substantial evidence threshold at 
the petition stage of the proceedings 
may not be reasonable in some cir-
cumstances. For example, consider a 
situation where an inventor discloses 
an invention to a venture capitalist 
who declines to invest in it. The ven-
ture capitalist has conversations with 
several other VCs about the invention, 
and eventually a company funded by 
one of those VCs files a patent applica-
tion for something very much like the 
original invention. If a company funded 
by the original VC has filed the appli-
cation, the inventor would be able to 
show substantial evidence of derivation 
through the disclosure to the VC and 
the link between the VC and the com-
pany filing the application. However, 
in the instance when an inventor did 
not personally make a disclosure to 
other VCs or the company that filed an 
application, it would be difficult for 
the inventor to show substantial evi-
dence, particularly relevant to disclo-
sures about which the inventor is un-
aware. 


The public’s interest in fostering in-
novation requires that the derivation 
proceedings be equitable to both par-
ties and that the PTO have a complete 
record of evidence on which to make 
its decision. Inventors must have a fair 
chance to prove their claim, and de-
fending parties must be able to provide 
evidence to rebut claims. This amend-
ment accomplishes these goals by re-
quiring the PTO to provide rules for 
the exchange of relevant information 
and evidence by both parties. 


b 1520 
I reserve the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


claim the time in opposition, although 
I support the amendment. 


The Acting CHAIR. Without objec-
tion, the gentleman is recognized for 5 
minutes. 


There was no objection. 
Mr. SMITH of Texas. Madam Chair, I 


think this is a good amendment. I urge 
my colleagues to support it. 


I yield back the balance of my time. 
Ms. SPEIER. Madam Chair, I yield 


the balance of my time to the gen-
tleman from Maryland (Mr. HOYER). 


The Acting CHAIR. The gentleman 
from Maryland is recognized for 21⁄2 
minutes. 


Mr. HOYER. I thank the gentle-
woman for yielding. 


Madam Chair, I rise in support of this 
legislation. 


I am a strong supporter, as many of 
you know, of what we call our Make It 
In America agenda. ‘‘Make It In Amer-
ica’’ simply means that we’re going to 
provide jobs, we’re going to provide op-
portunities, and we’re going to build 
the manufacturing sector of our econ-
omy. In order to do that, we also need 
to enhance the inventive, innovative, 
and development phases of our econ-
omy. This bill, I think, will facilitate 
this. 


I congratulate the gentlewoman from 
California for this amendment as well, 
which I think improves this bill, and I 
rise in strong support and urge my col-
leagues to support this piece of legisla-
tion. I congratulate all of those who 
have worked on this legislation. 


It is, obviously, not perfect. But then 
again, no piece of legislation that we 
adopt is perfect. It is, however, a sig-
nificant step forward to make sure that 
America remains the inventive, inno-
vative, development capital of the 
world. In order to do that, we need to 
manufacture goods here in America; 
manufacture the goods that we invent, 
innovate, and develop. Because if we 
continue to take them to scale over-
seas, then the inventors, innovators, 
and developers will themselves move 
overseas. 


So I thank Mr. SMITH, I thank Mr. 
WATT, and I thank others who have 
worked so hard on this legislation, Ms. 
LOFGREN as well, who have dedicated 
themselves to try to make sure that we 
have a context and environment in 
America which will facilitate the in-
ventive, innovative sector of our econ-
omy. 
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The Acting CHAIR. The question is 


on the amendment offered by the gen-
tlewoman from California (Ms. SPEIER). 


The amendment was agreed to. 
AMENDMENT NO. 11 OFFERED BY MR. WATT 


The Acting CHAIR. It is now in order 
to consider amendment No. 11 printed 
in part B of House Report 112–111. 


Mr. WATT. Madam Chair, we were 
expecting Congresswoman WATERS. I 
would ask unanimous consent that this 
amendment be delayed until we can de-
termine whether she is still planning 
to offer it. 


The Acting CHAIR. The Committee 
of the Whole is unable to reorder the 
amendments. 


Mr. WATT. In that case, I offer the 
amendment as the designee of the gen-
tlewoman from California. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 139, insert the following after line 12 
and redesignate succeeding sections (and 
conform the table of contents) accordingly: 
SEC. 29. SEVERABILITY. 


If any provision of this Act or amendment 
made by this Act, or the application of a pro-
vision or amendment to any person or cir-
cumstance, is held to be unconstitutional, 
the remainder of this Act and amendments 
made by this Act, and the application of the 
provisions and amendment to any person or 
circumstance, shall not be affected by the 
holding. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from North Carolina (Mr. WATT) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentleman 
from North Carolina. 


Mr. WATT. Madam Chair, I yield my-
self such time as I may consume solely 
to say that this is a straightforward 
amendment that provides that if one 
part of the bill is determined to be un-
constitutional, it can be severable from 
the rest of the bill and it doesn’t bring 
the rest of the provisions down. That’s 
a standard policy to put in most legis-
lation. 


With that, I reserve the balance of 
my time. 


Mr. SMITH of Texas. Madam Chair, I 
rise to claim the time in opposition, al-
though I support the amendment. 


The Acting CHAIR. Without objec-
tion, the gentleman is recognized for 5 
minutes. 


There was no objection. 
Mr. SMITH of Texas. I thank the gen-


tleman for offering the amendment, 
and I urge my colleagues to support it. 


I yield back the balance of my time. 
Mr. WATT. Madam Chair, I have just 


been advised that we were mistaken in 
the desire of Ms. WATERS to offer the 
amendment. She didn’t want me to 
offer it in her stead, and that’s why she 
didn’t show up. 


I would just ask unanimous consent 
to withdraw the amendment, unless 
the chairman has an objection. 


The Acting CHAIR. Without objec-
tion, the amendment is withdrawn. 


There was no objection. 


AMENDMENT NO. 12 OFFERED BY MR. 
SENSENBRENNER 


The Acting CHAIR. It is now in order 
to consider amendment No. 12 printed 
in part B of House Report 112–111. 


Mr. SENSENBRENNER. Madam 
Chair, I have an amendment at the 
desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Strike section 3 (‘‘First Inventor to File’’), 
as amended, beginning on page 5, line 1, and 
redesignate succeeding sections and ref-
erences thereto (and conform the table of 
contents) accordingly. 


Page 68, line 9, strike ‘‘section 18’’ and all 
that follows through ‘‘3(n)(1)’’ on line 11 and 
insert ‘‘section 17 and in paragraph (3), shall 
apply to any patent for which an application 
is filed on or after that effective date’’. 


Page 74, line 3, strike ‘‘derivation’’ and in-
sert ‘‘interference’’. 


Page 74, line 7, strike ‘‘derivation’’ and in-
sert ‘‘interference’’. 


Page 76, line 7, strike ‘‘DERIVATION’’ and 
insert ‘‘INTERFERENCE’’. 


Page 76, lines 7 and 8, strike ‘‘a derivation’’ 
and insert ‘‘an interference’’. 


Page 76, lines 12 and 25, strike ‘‘derivation’’ 
and insert ‘‘interference’’. 


Page 77, line 6, strike ‘‘a derivation’’ and 
insert ‘‘an interference’’. 


Page 77, line 10, strike ‘‘derivation’’ and in-
sert ‘‘interference’’. 


Page 77, line 23, strike ‘‘a derivation’’ and 
insert ‘‘an interference’’. 


In section 7 (‘‘Patent Trial and Appeal 
Board’’), as amended, strike subsection (d) 
(‘‘Conforming Amendments’’) and insert the 
following: 


(d) CONFORMING AMENDMENTS.— 
(1) AMENDMENTS TO TITLE 35.—Sections 134, 


145, 146, 154, and 305 of title 35, United States 
Code, are each amended by striking ‘‘Board 
of Patent Appeals and Interferences’’ each 
place that term appears and inserting ‘‘Pat-
ent Trial and Appeal Board’’. 


(2) ATOMIC ENERGY ACT OF 1954.—Section 152 
of the Atomic Energy Act of 1954 (42 U.S.C. 
2182) is amended, in the third undesignated 
paragraph, by striking ‘‘Board of Patent Ap-
peals and Interferences’’ each place it ap-
pears and inserting ‘‘Patent Trial and Appeal 
Board’’. 


(3) TITLE 51.—Section 20135 of title 51, 
United States Code, is amended, in sub-
sections (e) and (f), by striking ‘‘Board of 
Patent Appeals and Interferences’’ each 
place it appears and inserting ‘‘Patent Trial 
and Appeal Board’’. 


Page 113, line 20, strike ‘‘as in effect’’ and 
all that follows through ‘‘3(n)(1),’’ on line 22. 


Page 113, line 25, strike ‘‘(as in’’ and all 
that follows through ‘‘date)’’ on page 114, 
line 1. 


Page 114, line 9, strike ‘‘(as in effect’’ and 
all that follows through ‘‘3(n)(1)’’ on line 11. 


Page 115, line 10, strike ‘‘6(f)(2)(A)’’ and in-
sert ‘‘5(f)(2)(A)’’. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Wisconsin (Mr. SENSENBRENNER) 
and a Member opposed each will con-
trol 5 minutes. 


The Chair recognizes the gentleman 
from Wisconsin. 


Mr. SENSENBRENNER. I yield my-
self 11⁄2 minutes. 


Madam Chair, section 3 of this bill 
creates a first-to-file patent system. 
The sponsors believe that the United 
States should harmonize with other 


countries’ first-to-file systems. There’s 
no reason to do that. 


Our patent system is the strongest in 
the world, and it’s based upon the first 
recognition of the Constitution in any 
country that inventors should be pro-
tected. I think that the Constitution 
empowers Congress to give patents 
only to inventors. We had a significant 
constitutional argument on this issue 
yesterday. If the amendment is not 
adopted, the issue will be litigated all 
the way up to the Supreme Court. 


The current first-to-invent system 
has been key in encouraging entrepre-
neurial innovation and evens the play-
ing field for individual inventors who 
are not represented by a major indus-
try. The first-inventor-to-file system 
violates the Constitution because it 
would award a patent to the winner of 
the race to the PTO and not the actual 
inventor who makes the first dis-
covery. 


If we change to a first-to-file system, 
inventors who believe they do not have 
sufficient resources to win the race to 
the PTO will not have any motivation 
at all to continue developing the new 
invention. This will stifle innovation, 
and given the current state of our 
economy, that’s the last thing we need. 


The Acting CHAIR. The time of the 
gentleman has expired. 


Mr. SENSENBRENNER. I yield my-
self an additional 15 seconds. 


First-to-file also invites excessive fil-
ing and will add to the burden of the 
USPTO by increasing the examiner’s 
workload. We already have financing 
problems there. If this amendment is 
not adopted, it will be worse. 


I reserve the balance of my time. 
Mr. SMITH of Texas. I rise in opposi-


tion to the amendment. 
The Acting CHAIR. The gentleman is 


recognized for 5 minutes. 
Mr. SMITH of Texas. Madam Chair, 


the gentleman’s amendment strikes 
the first-inventor-to-file provisions 
from the bill. I strongly oppose the 
amendment. 


The move to a first-inventor-to-file 
system creates a more efficient and re-
liable patent system that benefits all 
inventors, including independent in-
ventors. This provision provides a more 
transparent and certain grace period, a 
key feature of U.S. law, and a more 
definite filing date that enables inven-
tors to promote, fund, and market 
their technology while making them 
less vulnerable to costly patent chal-
lenges that disadvantage independent 
inventors. 


The first-inventor-to-file system is 
absolutely consistent with the Con-
stitution’s requirement that patents be 
awarded to the inventor. Former At-
torney General Michael Mukasey has 
stated that the ‘‘provision is constitu-
tional and helps assure that the patent 
laws of this country accomplish the 
goal set forth in the Constitution: ‘to 
promote the Progress of Science and 
useful Arts.’ ’’ 


Under first-inventor-to-file, patent 
rights are reserved to someone who 
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independently conceived of an inven-
tion before it was in the public domain. 
And under the Constitution, that is 
what is required to be considered an 
‘‘inventor.’’ 


b 1530 
In fact, early American patent law, 


that of our Founders’ generation, did 
not concern itself with who was the 
first to invent. The U.S. operated under 
a first-inventor-to-register system for 
nearly half a century, starting in 1790. 
The first-inventor-to-register system is 
similar to first-inventor-to-file, a sys-
tem that the Founders themselves sup-
ported early in our Nation’s history. 


The courts did not even concern 
themselves with who was the first per-
son to invent until 1870, with the cre-
ation of interference proceedings. 
Those proceedings are the ones that 
disadvantage independent inventors 
and small businesses. And over the 
years, and in subsequent revisions of 
the law, those proceedings have 
morphed into a costly litigation tactic. 


Under first-inventor-to-file, an inven-
tor submits an application to the Pat-
ent Office that describes their inven-
tion and how to make it. That, along 
with just a $110 fee, gets them a provi-
sional application and preserves their 
filing date. This allows the inventor an 
entire year to complete the applica-
tion, while retaining the earlier filing 
date. By contrast, the cost of an inter-
ference proceeding in today’s law could 
run an inventor $500,000. 


Accusations that the bill doesn’t pre-
serve the 1-year grace period are sim-
ply false. This bill provides a stronger, 
more transparent and certain 1-year 
grace period for disclosures. This en-
hances protection for inventors who 
have made a public or private disclo-
sure of their invention during the grace 
period. 


The grace period protects the ability 
of an inventor to discuss or write about 
their ideas for a patent up to 1 year be-
fore they file for patent protection. 
These simple requirements create a 
priority date that is fixed and public so 
that everyone in the world can meas-
ure the patent against competing ap-
plications and patents and relevant 
prior art. 


In addition, many inventors also 
want protection for their patents out-
side of the United States. If you plan 
on selling your product overseas, you 
need to secure an early filing date. If 
you don’t have a clear filing date, you 
can be shut out from the overseas mar-
ket. A change to a first-inventor-to-file 
system will help our businesses grow 
and ensure that American goods and 
services will be available in markets 
across the globe. 


The current first-to-invent system 
seriously disadvantages small busi-
nesses and independent inventors. 
Former PTO Commissioner Gerald 
Mossinghoff conducted a study that 
proved smaller entities are disadvan-
taged in PTO interference proceedings 
that arise from disputes over patent 
ownership under the current system. 


In the last 7 years, only one inde-
pendent inventor out of 3 million pat-
ent applications filed has proved an 
earlier date of invention than the in-
ventor who filed first. 


Madam Chair, let me repeat that: in 
the last 7 years, only one independent 
inventor out of 3 million patent appli-
cations filed has proved an earlier date 
of invention than the inventor who 
filed first. Independent inventors lose 
to other applicants with deeper pockets 
that are better equipped to exploit the 
current complex legal environment. 


So the first-inventor-to-file change 
makes it easier and less complicated 
for U.S. inventors to secure their pat-
ent rights, and it protects their patents 
overseas. And it eliminates the legal 
bills that come with interference pro-
ceedings under the current system. It 
is a key provision of this bill. 


Madam Chair, the amendment should 
not be approved, and I urge my col-
leagues to vote against it. 


I yield back the balance of my time. 
Mr. SENSENBRENNER. Madam 


Chair, I yield 1 minute to the gen-
tleman from California (Mr. SCHIFF). 


Mr. SCHIFF. Madam Chair, I find 
myself in reluctant opposition to my 
colleague from Texas in support of the 
Sensenbrenner amendment. Section 3 
shifts our patent system from the 
unique first-to-invent system to a first- 
to-file system. 


As I speak to inventors, startups, 
venture capitalists and angel investors 
in California, I’m convinced that the 
proposed transition to first-to-file 
would be harmful to innovation and 
burdensome to the most dynamic and 
innovative sector of our economy. 


With the shift to first-to-file, the 
rush to the Patent Office will lead to 
new costs for small businesses as they 
prepare applications for inventions 
that they may ultimately find imprac-
tical. For small startups, the cost of 
retaining outside counsel for this pur-
pose will be a drain on their limited re-
sources and mean less money for hiring 
and the actual act of innovation. 


Supporters of first-to-file argue in-
ventors can turn to provisional appli-
cations to protect their patent rights. 
But from talking to small inventors, I 
have learned that good provisional ap-
plications require substantial legal fees 
and time investment on the part of the 
inventor to make them sufficiently de-
tailed to be of use. 


The Acting CHAIR. The time of the 
gentleman has expired. 


Mr. SENSENBRENNER. I yield the 
gentleman an additional 15 seconds. 


Mr. SCHIFF. I appreciate the hard 
work that has gone into the bill by the 
gentleman from Texas. However, I re-
main deeply concerned that the shift to 
first-to-file will have lasting negative 
consequences for small investors, and I 
urge the House to improve the bill by 
adopting the Sensenbrenner amend-
ment. 


Madam Chair, following is my statement in 
its entirety: I rise in support of the Sensen-
brenner amendment to strike Section 3 of the 


underlying legislation. Section 3 shifts our pat-
ent system from our unique First to Invent sys-
tem to a First to File system. As I speak to in-
ventors, startups, venture capitalists and angel 
investors in California, I am convinced that the 
proposed transition to First to File would be 
harmful to innovation and burdensome to the 
most dynamic and innovative sector of our 
economy. 


With the shift to First to File, the rush to the 
patent office will lead to new costs for small 
businesses as they prepare applications for in-
ventions that they ultimately find impractical. 
The result will be more and lower quality pat-
ent applications, undermining the improved 
patent quality H.R. 1249 seeks to achieve. For 
small startups, the costs of retaining outside 
counsel for this purpose will be a drain on 
their limited resources, and it will mean less 
money for hiring and the actual act of inven-
tion. 


Supporters of First to File argue that it will 
increase certainty in the patent process, but I 
am skeptical that any such gains in efficiency 
will result. The interference proceedings at the 
PTO that are used to resovle disputes regard-
ing patent rights are rare, representing only a 
tiny fraction of patent filings. Moreover, there 
is an established, century old body of law on 
FIrst to Invent. It will take years, if not dec-
ades, for similar clarity to develop on a First 
to File. 


Supporters of First to File argue that inven-
tors can turn to provisional applications to pro-
tect their patent rights. That sounds good in 
theory, but from talking to small inventors I 
have learned that good provisional applica-
tions require substantial legal fees and time in-
vestment on the part of the inventor to make 
them sufficiently detailed to be of any use 
should another entity file a similar patent appli-
cation. 


Madam Chair, I appreciate the hard work 
that has gone into this bill and the leadership 
of the gentleman from Texas. However, I re-
main deeply concerned that the shift to First to 
File will have lasting negative consequences 
for small inventors, and I urge the House to 
improve the bill by adopting the Sensen-
brenner amendment. 


Mr. SENSENBRENNER. Madam 
Chair, I yield 1 minute to the gentle-
woman from California (Ms. ZOE LOF-
GREN). 


Ms. ZOE LOFGREN of California. 
Madam Chair, I rise in support of the 
Sensenbrenner amendment. Actually, I 
don’t agree that first-to-file is uncon-
stitutional, and I, in general, am not 
opposed to the idea of first-to-file. 


But, unfortunately, the bill is flawed, 
and you cannot have first-to-file with-
out robust prior-user rights and a 
broad prior-user rights used in the 
grace period. We don’t have that in this 
bill. 


And so what we will have are estab-
lished businesses having to either re-
veal trade secrets or be held up, have 
to license their own trade secrets. For 
startups this is a very serious problem. 
And coming from Silicon Valley, I’ll 
tell you I’ve heard from a lot of 
startups and the venture world that 
supports them that this provision is de-
fective. 


There were other remedies. They 
were not adopted. All we can do now is 
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to strike the first-to-file provision. I do 
that without any reluctance. It will 
serve our economy best. And I thank 
the gentleman for offering his amend-
ment. 


Mr. SENSENBRENNER. I yield my-
self the balance of the time. 


Madam Chair, the reason that first- 
to-invent is important is that it allows 
an inventor to talk to investors, con-
duct trial and error innovation and 
deal with leaks, because commercially 
important patent rights are deter-
mined by ordinary, nonburdensome 
business activities. 


Where this hurts the ordinary inven-
tor by going to first-to-file is that he 
needs to get his venture capital to-
gether, and then go ahead and file for a 
patent. With first-to-file, he has to put 
all of the money up front to file in 
order to protect himself; and what that 
will do is have a chilling effect on the 
small inventor who needs to get capital 
in order to perfect a patent and in 
order to market it. That’s why this 
amendment should be adopted. I urge 
the Members to do so. 


I yield back the balance of my time. 
The Acting CHAIR. The question is 


on the amendment offered by the gen-
tleman from Wisconsin (Mr. SENSEN-
BRENNER). 


The question was taken; and the Act-
ing Chair announced that the noes ap-
peared to have it. 


Mr. SENSENBRENNER. Madam 
Chair, I demand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Wisconsin will be 
postponed. 
AMENDMENT NO. 13 OFFERED BY MR. MANZULLO 


The Acting CHAIR. It is now in order 
to consider amendment No. 13 printed 
in part B of House Report 112–111. 


Mr. MANZULLO. Madam Chair, I 
have an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Strike section 10 (beginning on page 81, 
line 14; ‘‘Fee Setting Authority’’), as amend-
ed, and insert the following (and conform the 
table of contents accordingly): 
SEC. 10. ELECTRONIC FILING INCENTIVE. 


(a) IN GENERAL.—An additional fee of $400 
shall be established for each application for 
an original patent, except for a design, plant, 
or provisional application, that is not filed 
by electronic means as prescribed by the Di-
rector. The fee established by this subsection 
shall be reduced by 50 percent for small enti-
ties that qualify for reduced fees under sec-
tion 41(h)(1) of title 35, United States Code. 
All fees paid under this subsection shall be 
deposited in the Treasury as an offsetting re-
ceipt that shall not be available for obliga-
tion or expenditure. 


(b) EFFECTIVE DATE.—This section shall 
take effect upon the expiration of the 60-day 
period beginning on the date of the enact-
ment of this Act. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Illinois (Mr. MANZULLO) and a 
Member opposed each will control 5 
minutes. 


The Chair recognizes the gentleman 
from Illinois. 


Mr. MANZULLO. Madam Chair, there 
are a lot of problems with this bill as 
we have heard about already. In fact, 
on the wall of my office here in Wash-
ington, I have two pictures, among 
many. One is a picture of W. Edwards 
Deming and myself, taken just before 
he passed away in 1993—the real inven-
tor of Lee Manufacturing. The other is 
of Dr. Ray Damadian, the inventor of 
the MRI who, when examining this leg-
islation, said if the new changes had 
taken place in the patent law, had they 
been part of the patent system when he 
invented the MRI, the MRI never would 
have been invented. He knows more 
than anybody how flawed this bill is. 


I want to focus in particular on sec-
tion 10 of the bill, which allows the Di-
rector of the Patent Office to set fees. 
I’m very concerned about this because, 
in the last patent fight, in 2004, when I 
chaired the House Small Business Com-
mittee, in return for supporting higher 
fees with a reduced rate structure for 
small businesses, the provision in that 
bill allowing the PTO Director to set 
fees was removed. 


b 1540 


This new bill abrogates that hard- 
won compromise and allows the direc-
tor of the PTO to set the fees. It is not 
wise for the legislative branch to give 
up more power and authority to the ex-
ecutive branch. I know it’s inconven-
ient to have Congress set fees, but 
that’s the job of Congress, not the job 
of an unelected bureaucrat. 


When I chaired the House Small 
Business Committee, I continued the 
tradition of preventing the SBA from 
unilaterally being able to set fees to 
whatever level they sought. I don’t see 
why we have to do this with the PTO. 
Now in the present bill, section 11 actu-
ally lowers fees for small business peo-
ple and has a good patent fee structure. 
However, section 10 would allow the 
PTO Director to proceed with the ad-
ministrative process to eviscerate that 
section and impose its own fees. 


To compound the problem, the Pat-
ent Office has been saying for years 
that if they had the authority to raise 
fees, they would. In 2002, the PTO stra-
tegic plan said they needed to have a 
fee based upon a progressive system 
aimed at limiting applications. In 2010, 
in the white paper on patent reform, 
they said the same thing. 


The Patent Office’s idea of cutting 
back on the backlog is to raise fees. 
That doesn’t make sense. But let’s 
eliminate that authority from the Pat-
ent Office. Let’s leave that authority 
with the United States Congress. 


I reserve the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


rise in opposition to the amendment. 
The Acting CHAIR. The gentleman is 


recognized for 5 minutes. 
Mr. SMITH of Texas. Madam Chair, I 


oppose the gentleman’s amendment to 
strike the PTO fee-setting authority 
from H.R. 1249. 


Although the PTO has the ability to 
set certain fees by regulation, most 
fees are set by Congress. History has 
shown that such a scheme does not 
allow the PTO to respond to the chal-
lenges that confront it. 


The PTO, most stakeholders, and the 
Judiciary Committee have agreed for 
years that the agency must have fee- 
setting authority to address its grow-
ing workload. This need is critical. The 
agency’s backlog exceeds 1 million pat-
ent applications. This means it takes 3 
years to get a patent in the United 
States—far too long. The wasted time 
leads to lost commercial opportunities, 
fewer jobs, and fewer new products for 
American consumers. Moreover, the 
new fee structure will not only retain 
the existing 50 percent discount for 
small businesses, it creates a new 75 
percent discount for micro entities. 
This benefit helps independent inven-
tors and small businesses. 


The bill allows the PTO to set or ad-
just all of its fees, including those re-
lated to patents and trademarks, so 
long as they do no more than reason-
ably compensate the agency for the 
services performed. 


To the charge that we are aban-
doning our oversight of the process, I 
urge the Members to review the over-
sight mechanisms in the bill. For ex-
ample, prior to setting such fees, the 
director must give notice to and re-
ceive input from the Patent Public Ad-
visory Committee or the Trademark 
Public Advisory Committee. The direc-
tor may also reduce fees for any given 
fiscal year, but only after consultation 
with the advisory committees. 


The bill details the procedures for 
how the director shall consult with the 
advisory committees, which includes 
providing for public hearings and the 
dissemination to the public of any rec-
ommendations made by either advisory 
committee. 


Fees shall be prescribed by rule. Any 
proposed fee change shall be published 
in the Federal Register and include the 
specific rationale and purpose for the 
proposed change. 


The director must seek public com-
ments for no less than 45 days. The di-
rector must also notify Congress of any 
final decision regarding proposed fees. 
Congress shall have no more than 45 
days to consider and comment on any 
proposed fee, but no proposed fee shall 
be effective prior to the expiration of 
this 45-day period. 


Congress will remain part of the 
process, but PTO is better able to re-
spond to their own resource needs, 
which, after all, will benefit patent 
holders and subsequently the economy. 


I urge my colleagues to oppose the 
amendment. 


Madam Chair, I yield the balance of 
my time to the gentleman from Vir-
ginia (Mr. GOODLATTE), the chairman of 
the Intellectual Property Sub-
committee. 


The Acting CHAIR. The gentleman 
from Virginia is recognized for 21⁄2 min-
utes. 
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Mr. GOODLATTE. I thank the chair-


man for yielding. 
Madam Chairman, I rise in opposi-


tion to this amendment. 
The Senate-passed patent bill grant-


ed the PTO fee-setting authority into 
perpetuity. The Senate’s goal was laud-
able. It wanted to allow the PTO to 
have control over the fees that it 
charges so that it would have more cer-
tainty about rolling out new programs 
and hiring new examiners to deal with 
pendency and quality issues. We have, 
as you know, a very long backlog—3 
years, 1 million patents. However, I 
had strong concerns with granting this 
much authority to a government agen-
cy. 


Currently, the PTO must come before 
Congress to request any fee increases. 
This forces the PTO to use its current 
resources in the most efficient manner 
and also strengthens Congress’ hand 
when it comes to oversight over the 
agency. Thus, I worked to get a provi-
sion into the House bill that would 
sunset the PTO’s fee-setting authority. 
The bill now terminates the fee-setting 
authority after 7 years unless Congress 
proactively acts to extend it. This will 
allow the PTO sufficient time to struc-
ture its fees but will ensure that Con-
gress continues to have a strong influ-
ence over that process. 


And I might add that the manager’s 
amendment to the bill also strengthens 
Congress’ hand and limits the objective 
of the PTO to arbitrarily raise its fees 
because the Congress still appropriates 
the funds and can only escrow funds— 
can’t divert them to another purpose, 
but escrows them. PTO will have to 
come back to the Congress and justify 
additional funds it receives. 


I believe the bill, as it is written 
right now, strikes the right balance. 
And I urge Members to oppose this 
amendment, which would altogether 
eliminate PTO fee-setting authority. 


Mr. MANZULLO. I yield myself the 
balance of my time. 


Madam Chair, you don’t strike the 
right balance between an inventor’s 
constitutional right to file for an in-
vention and giving a patent czar the 
authority to keep him out of the box 
by allowing him to raise the fees. Mr. 
SMITH from Texas said it himself; he 
coupled patent backlog with the ability 
of the patent director to set the fees. 
That can only lead to one conclusion: 
They’re going to raise the fees in order 
to cut down on the patent backlog. It 
doesn’t make sense. 


This is the people’s House. The Pat-
ent Office is the people’s house for the 
little inventor. He must have every op-
portunity to exercise his constitutional 
right and file that patent. But if Con-
gress cedes the authority to set those 
fees to a new authority of the patent 
director—or we can call him now the 
patent czar—that patent czar will con-
trol for 7 years, at the minimum, the 
flow of traffic coming through his of-
fice. And you know who gets slowed? 
Do you know who gets hurt? It’s the 
little guy. And the purpose of my 


amendment is to protect the little guy 
to make sure those fees are not raised, 
and also to make sure that the people 
in this country elect representatives in 
Congress because it’s our job to set the 
fees, not the job of an unelected person, 
the person in charge of the Patent Of-
fice. 


I would therefore urge my colleagues 
to vote for the Manzullo amendment, 
to support the little inventor, to sup-
port the spirit of entrepreneurship in 
this country. 


Madam Chair, I yield back the bal-
ance of my time. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tleman from Illinois (Mr. MANZULLO). 


The question was taken; and the Act-
ing Chair announced that the noes ap-
peared to have it. 


Mr. MANZULLO. Madam Chair, I de-
mand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Illinois will be 
postponed. 


AMENDMENT NO. 14 OFFERED BY MR. 
ROHRABACHER 


The Acting CHAIR. It is now in order 
to consider amendment No. 14 printed 
in part B of House Report 112–111. 


Mr. ROHRABACHER. Madam Chair-
man, I have an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 73, after line 2, insert the following 
new subsection: 


(i) INAPPLICABILITY OF POST-GRANT REVIEW 
TO CERTAIN SMALL ENTITIES.— 


(1) IN GENERAL.—Notwithstanding any 
other provision of law, a patent granted to a 
United States citizen, an individually law-
fully admitted for permanent residence in 
the United States, or a United States com-
pany with less than 100 employees shall not 
be subject to any form of post-grant review 
or reexamination. 


(2) RULEMAKING.—The Director shall issue 
such regulations as may be necessary to 
carry out this subsection. 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from California (Mr. ROHRABACHER) and 
a Member opposed each will control 5 
minutes. 


The Chair recognizes the gentleman 
from California. 


Mr. ROHRABACHER. In this debate, 
Madam Chairman, we have heard over 
and over and over again about the grid-
lock at the Patent Office, which is sup-
posedly what we’re trying to correct 
with this legislation, H.R. 1249, which I 
have been contending is not designed 
to help the Patent Office, but to har-
monize American law with the rest of 
the world and make it weaker patent 
protection for our people. 


But what does it do about the back-
log, if that’s really what people are 
concerned about? H.R. 1249 would actu-
ally tremendously add to the PTO 
backlog by requiring further post-grant 
review proceedings at the Patent Of-
fice, proceedings which would consume 


even more limited personnel and 
money. Added procedures add to the 
gridlock at the PTO, at the Patent Of-
fice, and it will also do what? It will 
break the back of small inventors and 
startup companies who are trying to 
get a new product on the market. 


b 1550 


It will empower the multinational 
and foreign corporations who can grind 
down the little guy, because what we 
are doing in this bill is adding even fur-
ther procedures they have to go 
through, even after they have got their 
patent issued to them. 


This is the big guy versus little guy 
legislation. That was even pointed out 
by the Hoover Institution, which did an 
analysis of this bill and said, ‘‘The 
American Invents Act will protect 
large entrenched companies at the ex-
pense of market challenging competi-
tors.’’ 


‘‘A patent should be challenged in court, not 
in the U.S. Patent Office.’’ 


‘‘A politicized patent system will further en-
trench those companies with the largest lob-
bying shops on K Street.’’ 


‘‘The bill wreaks havoc on property rights, 
and predictable property rights are essential 
for economic growth.’’ 


‘‘If America weakens its patent enforcement 
at home, it will set a dangerous precedent 
overseas.’’ 


‘‘The America Invents Act would inject mas-
sive uncertainty into the patent system.’’ 


This is a travesty. It is an attack on 
American well-being, because we de-
pend on our small inventors to come up 
with the ideas. The Kaptur-Rohr-
abacher amendment limits this new 
burden. If we can’t get rid of it, at least 
we can limit this new burden of all 
these post-grant reviews they are going 
to add to companies that have more 
than 100 employees. It frees up the Pat-
ent Office personnel to do their job, 
helps with that gridlock, and protects 
the small business man and small in-
ventors at the same time. 


I would ask my colleagues to support 
the Kaptur-Rohrabacher amendment. 


I yield such time as she may consume 
to the gentlewoman from Ohio (Ms. 
KAPTUR). 


Ms. KAPTUR. I thank the gentleman 
for yielding and urge my colleagues to 
support the Rohrabacher-Kaptur 
amendment, which ensures fairness for 
small and independent inventors. With-
out it, this bill will destroy American 
job creation and innovation since it 
throws out 220 years of patent protec-
tions for individual inventors. 


Our amendment addresses a major 
shortcoming of the bill by eliminating 
the burden of post-grant reviews and 
reexaminations on individual inventors 
and small businesses with 100 or fewer 
employees. 


The new procedures and regulations 
in this bill will make it extremely dif-
ficult for the average citizen to ever 
get a patent or defend one without our 
amendment. Our amendment clearly 
gives the Patent Office the authority 
to issue appropriate regulations that 
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ensure that the new regulatory burdens 
in this bill do not disproportionately 
impact individual inventors. This 
amendment is about ensuring fairness 
for small inventors. 


We urge our colleagues to support 
the Kaptur-Rohrabacher amendment so 
all inventors in America have a chance 
to realize their dreams, and, in real-
izing their dreams, assuring that we 
will have robust innovation and job 
creation in our country. 


The Acting CHAIR. The gentleman 
from California has 11⁄2 minutes re-
maining. 


Mr. ROHRABACHER. Let me just 
note, our amendment empowers the Di-
rector of the Patent Office to extend 
this 100-employee standard to other 
small businesses and individual inven-
tors overseas if this is required by a 
treaty; yes, small businesses and indi-
vidual inventors overseas. So our 
amendment does nothing to violate 
any treaty obligations by giving our 
own people special rights over foreign 
individuals. 


What it does do, however, is prevent 
foreign corporations from grinding 
down our inventors here, like they 
grind down their inventors overseas. 
This is what we are doing to prevent a 
harmonization of our laws, because we 
don’t want weaker patent protection 
for our people. They already got it 
overseas against their foreign corpora-
tions that grind them down. We want 
to protect our own people. 


I reserve the balance of my time. 
Mr. SMITH of Texas. Madam Chair, I 


rise in opposition to the amendment. 
The Acting CHAIR. The gentleman is 


recognized for 5 minutes. 
Mr. SMITH of Texas. Madam Chair, 


almost everyone in Congress wants to 
help small businesses. They are the 
foundation of our economy and are the 
primary job creators. But this amend-
ment includes certain terms or phrases 
that have nothing to do with the un-
derlying goal that it purports to 
achieve. 


This amendment appears to focus on 
small businesses, but in reality the 
amendment attempts to provide the 
trial lawyer lobby and patent trolls 
with an exemption from PTO reexam-
ination, allowing them to continue 
suing job creators using frivolous or 
questionable patents. This amendment 
has nothing to do with small busi-
nesses and everything to do with pro-
viding an exemption for some of the 
worst offenders of our patent system. 


This amendment will not help inde-
pendent inventors or small businesses. 
Small businesses need the PTO reex-
amination proceedings. Those pro-
ceedings strengthen patents, and 
strong patents are what investors look 
for when making decisions about 
whether or not to provide venture cap-
ital funding. 


The argument that reexam pro-
ceedings harass or hurt small busi-
nesses is just plain wrong. The reexam 
proceedings are a cheaper, quicker, 
better alternative to resolve questions 


of patentability than costly litigation 
in Federal court, which can run into 
the millions of dollars and last for 
years. This amendment is an immunity 
agreement for patent trolls, those enti-
ties who do not create jobs or innova-
tion but simply game the legal system. 


Additionally, this amendment ap-
pears to violate our international obli-
gations under the TRIPS agreement. 
Under TRIPS, we are obligated not to 
discriminate against any field of tech-
nology or categories of patent holders. 
By providing an exemption from all re-
examination proceedings for techno-
logical patents granted to patent trolls 
or nonpracticing entities, this would 
create a clear violation of our legal ob-
ligations. 


Our patent system should be designed 
to ensure that it produces strong pat-
ents and patent certainty. The PTO re-
examination proceedings help ensure 
that these important goals are accom-
plished. This amendment bars any form 
of reexam for U.S.-owned patents and, 
thus, would also prevent U.S. inventors 
themselves from using supplemental 
examination to even be able to correct 
errors in the record about their own 
patents. 


This amendment creates a huge loop-
hole in our patent system by exempt-
ing entities with 100 or fewer employ-
ees. This will not help small businesses 
but will allow patent troll entities, for-
eign companies, and foreign govern-
ments to manipulate our patent sys-
tem. It would bar use of the business- 
methods transitional proceeding 
against most business-method patents. 


This amendment is a recipe for al-
lowing patent trolls and foreign compa-
nies and their governments to bypass 
normal post-grant challenges and en-
ables weak or questionable patents to 
bypass further scrutiny. There is no le-
gitimate public policy objective in ex-
empting large numbers of those who 
manipulate our patent system from the 
rules of the road. It is for these reasons 
that I strongly oppose this amendment. 


I yield the balance of my time to the 
gentleman from Virginia (Mr. GOOD-
LATTE). 


The Acting CHAIR. The gentleman 
from Virginia is recognized for 2 min-
utes. 


Mr. GOODLATTE. Madam Chairman, 
I rise in strong opposition to this 
amendment, which is a bad idea. Post- 
grant review is one of the most impor-
tant provisions in this bill. It allows 
third parties, for a limited window of 9 
months after a patent is issued, to sub-
mit evidence that the patent should 
not have been granted in the first 
place. 


This allows third parties, many of 
whom will be small businesses them-
selves who are familiar with the sub-
ject matter, to provide a check on pat-
ent examiners. If the evidence shows 
that the patent is indeed invalid, then 
the patent applicant should never have 
received the patent in the first place. If 
the evidence shows that the patent is 
valid, then the patent is made stronger 


and more certain by surviving a post- 
grant review. 


The amendment would exempt small 
businesses from the post-grant opposi-
tion proceeding. However, the quality 
of a patent examination does not hinge 
on the size of the applicant, whether it 
was a small business, an independent 
inventor, or a large corporation. It 
hinges on the PTO job of scrutinizing 
that patent. A bogus patent held by an 
independent inventor is no less deserv-
ing of a second look than a bogus pat-
ent held by a Fortune 500 company. 


For these reasons, I urge opposition 
to this very bad amendment. 


The Acting CHAIR. The gentleman 
from California has 30 seconds remain-
ing. 


Mr. ROHRABACHER. I yield the bal-
ance of my time to the gentlewoman 
from Ohio (Ms. KAPTUR). 


Ms. KAPTUR. I would like to refute 
Mr. SMITH’s argument. In fact, he has 
manufactured an argument against our 
amendment that says it will violate 
WTO obligations, specifically citing 
TRIPS. He seems to object to the use 
of references to American citizens and 
U.S. companies, but obviously failed to 
read the entire amendment which al-
lows the Patent Office to issue relevant 
regulations for properly implementing 
this amendment. And if he was so con-
cerned about WTO compliance, he 
should strike section 18 of his own bill 
which is clearly WTO noncompliant be-
cause it creates a special class for only 
one industry, the banking industry. 


I urge my colleagues to vote against 
the bill and for the Rohrabacher-Kap-
tur amendment. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tleman from California (Mr. ROHR-
ABACHER). 


The question was taken; and the Act-
ing Chair announced that the noes ap-
peared to have it. 


Mr. ROHRABACHER. Madam Chair, I 
demand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from California will be 
postponed. 


AMENDMENT NO. 15 OFFERED BY MR. SCHOCK 


The Acting CHAIR. It is now in order 
to consider amendment No. 15 printed 
in part B of House Report 112–111. 


Mr. SCHOCK. Madam Chairwoman, I 
have an amendment at the desk. 


The Acting CHAIR. The Clerk will 
designate the amendment. 


The text of the amendment is as fol-
lows: 


Page 112, strike line 18 and all that follows 
through page 118, line 2, and redesignate suc-
ceeding sections and references thereto (and 
conform the table of contents) accordingly. 


Page 68, line 9, strike ‘‘in section 18 and’’. 


b 1600 


The Acting CHAIR. Pursuant to 
House Resolution 316, the gentleman 
from Illinois (Mr. SCHOCK) and a Mem-
ber opposed each will control 5 min-
utes. 
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The Chair recognizes the gentleman 


from Illinois. 
Mr. SCHOCK. I thought when we 


started this Congress that we had 
agreed to no more earmarks, no more 
handouts, no more special privileges 
for any specific industry. But based on 
reading H.R. 1249, it’s obvious to see 
that it includes controversial language 
which does just that—section 18, which 
sets forth a new and different process 
for certain business method patents for 
any other patents seeking approval. 


Section 18 carves out a niche of busi-
ness method patents covering tech-
nology used specifically in the finan-
cial industry and would create a spe-
cial class of patents in the financial 
services field subject to their own dis-
tinctive post-grant administrative re-
view. This new process allows for retro-
active reviews of already-proven pat-
ents that have undergone initial scru-
tiny, review, and have even been 
upheld in court. Now these patents will 
be subjected to an unprecedented new 
level of interrogation. 


The other side will argue that some-
how magically a number of these finan-
cially related patents breezed through 
the patent office and thus must be re-
viewed. Well, nothing could be further 
from the truth. In fact, the allowance 
rate for these business method patents 
is the smallest of any of the art forms. 
In fact, roughly 10 percent of those 
business method patents applied for are 
actually approved. 


At a time when these small entre-
preneurs and innovators need to be 
dedicating their resources and new ad-
vancements to innovation, they will in-
stead, because of section 18, be required 
to divert research funds to lawyers to 
fight the deep pockets of Wall Street, 
who will now attempt to attack their 
right to hold these financially related 
patents. 


With that, Madam Chair, I reserve 
the balance of my time. 


Mr. SMITH of Texas. Madam Chair, I 
rise in opposition to the amendment. 


The Acting CHAIR. The gentleman is 
recognized for 5 minutes. 


Mr. SMITH of Texas. I yield myself 1 
minute. 


Madam Chair, I strongly oppose this 
amendment. It strikes a useful provi-
sion that would provide a way to re-
view the validity of certain business 
method patents. The proceeding would 
create an inexpensive and faster alter-
native to litigation, allowing parties to 
resolve their disputes rather than 
spending millions of dollars that litiga-
tion now costs. In the process, the pro-
ceeding would also prevent nuisance or 
extortion lawsuits. 


This provision is strongly supported 
by community banks, credit unions, 
and other institutions that are an im-
portant source of lending to home-
owners and small businesses. Finally, 
this bill only creates a new mechanism 
for reviewing the validity of business 
method patents. It does not alter the 
validity of those patents. Under settled 
precedent, the transitional review pro-
gram is absolutely constitutional. 


Madam Chair, I now yield 1 minute 
to the gentleman from New York (Mr. 
GRIMM), a member of the Financial 
Services Committee. 


Mr. GRIMM. I rise today to call on 
my colleagues to oppose the Schock- 
Waters amendment. This amendment 
would strike one of the legislation’s 
most important reforms, a crackdown 
on low-quality business method pat-
ents, which have weakened the patent 
system and cost companies and their 
customers millions of dollars. Infa-
mous patent trolls—people who aggres-
sively try to enforce patents through 
courts in friendly venues—have made 
business method patents their spe-
cialty in recent years. These same pat-
ent trolls have funded an elaborate 
propaganda campaign targeting the re-
forms in section 18. 


Let us simply set the record straight. 
Section 18 allows patent experts to re-
examine through temporary pilot pro-
grams legally questionable business 
method patents, a problem that the 
Patent Office has already said it is 
ready and willing to tackle. Opponents 
have asserted that the measure would 
help only the banks. This isn’t true. 
The National Retail Federation and 
the U.S. Chamber of Commerce have 
endorsed this provision. Companies im-
pacted include McDonald’s, Walmart, 
Costco, Home Depot, Best Buy, and 
Lowes. These don’t sound like banks to 
me. 


Opponents also claim that this sec-
tion is unconstitutional. 


The Acting CHAIR. The time of the 
gentleman has expired. 


Mr. SMITH of Texas. I yield the gen-
tleman an additional 15 seconds. 


Mr. GRIMM. Again, there has been a 
tremendous propaganda campaign basi-
cally to sell untruths that we simply 
need to get past. The truth is, this is 
best for the small guy. If we really care 
about the small inventors that create 
innovation in this country, then we 
should oppose this amendment. 


Don’t take my word for it—read the words of 
Judge Michael McConnell—once the most in-
fluential federal appeal court judge in the na-
tion—and now the head of the Constitutional 
Law Center at Stanford Law School: 


He said, ‘‘There is nothing novel or unprece-
dented, much less unconstitutional, about the 
procedures proposed,’’ and ‘‘we can state with 
confidence that the proposed legislation is 
supported by settled precedent.’’ 


I think it is time we stop listening to patent 
trolls who abuse our court system, and start 
listening to the businesses that drive job cre-
ation and economic growth in this country. 


Madam Chairman, I strongly urge my col-
leagues to support this bill and oppose the 
Schock-Waters amendment to strike Section 
18. 


Mr. SCHOCK. Madam Chair, I yield 1 
minute to my friend, the cosponsor of 
this amendment, the gentlewoman 
from California (Ms. WATERS). 


Ms. WATERS. As a member of the 
Judiciary Committee, I rise in strong 
support of the Schock-Boren-Waters- 
Sensenbrenner-Franks-Kaptur amend-
ment to strike section 18. For years, 


the too-big-to-fail banks have at-
tempted to eliminate their patent in-
fringement liabilities to smaller com-
panies and inventors that have pat-
ented financial services-related busi-
ness method patents. They are now 
coming to Congress in hopes that you 
will help them steal a specific type of 
innovation and legislatively take other 
financial services-related business 
method patents referenced in H.R. 1249, 
section 18. This is simply wrong. 


Elected Members of Congress should 
not allow the banks to use us to steal 
legally issued and valid patents. Finan-
cial services-related business method 
patents have saved financial services 
companies billions of dollars. But 
that’s not enough for the banks. Be-
cause the banks have failed at every 
attempt to void these patents, they’re 
attempting to use their power to write 
into law what they could not achieve 
at PTO or in the courts. 


Don’t be tricked, don’t be fooled, and 
don’t be used. I urge my colleagues to 
listen to the floor debates. 


Mr. SMITH of Texas. Madam Chair, I 
yield 11⁄2 minutes to the gentleman 
from New York (Mr. CROWLEY), who is 
a member of the Ways and Means Com-
mittee. 


Mr. CROWLEY. I thank the gen-
tleman for yielding. 


Madam Chair, I rise in strong opposi-
tion to the amendment that would 
eliminate section 18 of the underlying 
patent reform bill. Section 18 empow-
ers the Patent and Trademark Office to 
review the validity of so-called busi-
ness method patents. This language 
was drafted in close cooperation with 
the Patent and Trademark Office and 
the Department of Commerce. It also 
enjoys the wide bipartisan support of 
the Judiciary Committee, which de-
feated a similar amendment during 
committee consideration of this bill. 


Further, this amendment does not 
hurt any legitimate inventors. It only 
allows for the review of abstract pat-
ents issued since 1988 when a Federal 
court ruled that business methods 
could be patented—a ruling which the 
U.S. Supreme Court limited signifi-
cantly last year. 


What are these business methods I’m 
talking about? In one case, a business 
method patent was issued for inter-
active fund-raising across a data pack-
et transferring computer network. 
Once obtained, the patent holder sued 
the Red Cross for soliciting charitable 
contributions on the Internet, claiming 
that his patent covers this entire field. 
In another example, a patent was 
granted covering the printing of mar-
keting materials on billing statements. 


These patents, and many others in 
this space, are not legitimate patents 
that help advance America. They are 
nuisance patents used to sue legitimate 
businesses and nonprofit business orga-
nizations like the Red Cross or any 
other merchants who engage in normal 
activity that should never be patented. 
In fact, this language will not go after 
any legitimate patent, but only allow a 
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review of illegitimate patents, like 
those looking to patent the ‘‘office 
water cooler discussion.’’ No legitimate 
inventor needs to worry about a post- 
grant review. In fact, under this sec-
tion, the PTO cannot even look at a 
patent unless they determine that it 
‘‘more likely than not’’ would be in-
valid. That’s a very high standard. 


Let’s help America grow and succeed 
and oppose this amendment. 


Mr. SCHOCK. Mr. Chairman, I yield 
30 seconds to my friend and cosponsor 
of this amendment, the gentleman 
from Oklahoma (Mr. BOREN). 


Mr. BOREN. Mr. Chairman, I rise 
today in support of the amendment 
that I’ve coauthored with Mr. SCHOCK. 
During my time in Congress I have 
been a consistent supporter of small 
businesses. Here on the House floor we 
are told nearly every day that small 
businesses are the engine of our Na-
tion’s economy, and there’s no dis-
counting that fact. 


If included in the final bill, I believe 
section 18 will pose a devastating 
threat to America’s small business 
community. Business method patents 
already endure a lengthy approval 
process, and section 18 would only 
make it more difficult for inventors to 
defend their patents. 


I ask my colleagues to support this 
amendment. 


Mr. SMITH of Texas. Mr. Chairman, I 
yield the balance of my time to the 
gentleman from Virginia (Mr. GOOD-
LATTE). 


The Acting CHAIR (Mr. YODER). The 
gentleman from Virginia is recognized 
for 11⁄4 minutes. 


Mr. GOODLATTE. Mr. Chairman, I 
rise in opposition to this amendment. 
There is no doubt that the PTO has 
issued business method patents of ques-
tionable merit over the years. Many of 
these patents are still on the books. 
Unfortunately, many of these patents 
are being used by aggressive trial law-
yers to extort money from deep pock-
ets. Section 18 of the bill simply cre-
ates a process that allows experts at 
the PTO to reexamine the types of 
business method patents that the PTO 
believes to be of the poorest quality. 
This section was drafted in close co-
ordination with the USPTO and is a 
pilot program that simply allows them 
to review certain business methods 
patents against the best prior art in a 
reexamination process. 


b 1610 
Why would anyone oppose a process 


that allows low-quality patents, as 
identified by the USPTO, to be re-
viewed by the experts? 


Business method patents on financial 
activities are the type of patents that 
are the subject of lawsuits and abuse 
most often. They are litigated at a rate 
39 times greater than any other pat-
ents. Section 18 is designed to correct a 
fundamental flaw in the system that is 
costing consumers millions each year. 
The provision is supported by a broad 
bipartisan coalition that includes the 
U.S. Chamber of Commerce. 


I urge Members to reject this amend-
ment, which strikes an important liti-
gation reform provision in the under-
lying bill. 


Mr. SCHOCK. Mr. Chairman, I would 
like to inquire of my time remaining. 


The Acting CHAIR. The gentleman 
from Illinois has 11⁄2 minutes remain-
ing. 


Mr. SCHOCK. I now yield 1 minute to 
my friend from California (Mr. LUN-
GREN). 


Mr. DANIEL E. LUNGREN of Cali-
fornia. Mr. Chairman, I might just say 
that, in answer to the question raised 
by my friend from Virginia ‘‘why would 
anyone oppose this?’’ it is because of 
the Constitution. 


This provision, section 18, is clearly 
violative of the Constitution. It would 
have you believe that you could go to 
court, an article III court, and have a 
final decision—a final judgment—ren-
dered by a court, including a jury. 
Then after that, there’s not an appeal 
to an appellate court but an appeal 
somehow back to an administrative 
agency? 


Does anybody sense there is a viola-
tion of the separation of powers? Does 
anybody understand what the Court 
said in the Plaut case, which said that 
the Constitution gives the Federal ju-
diciary the power to not merely rule on 
cases but to decide them subject to re-
view only by superior courts in article 
III hierarchy? 


You can argue all you want, but 
that’s what the Supreme Court says. 


This is an obvious, blatant violation 
of the Constitution. That’s the answer 
to my friends who say we have to have 
this provision. Yes, it may be that the 
U.S. Constitution is the inconvenient 
truth here. We are not allowed to vio-
late it even though we do it with the 
best of intentions. 


The Acting CHAIR. The gentleman 
from Illinois is recognized for 30 sec-
onds. 


Mr. SCHOCK. Mr. Chairman, for so 
many reasons, this provision of the bill 
is flawed. I ask my colleagues to join 
me in supporting the repeal of section 
18, and simply ask this: 


Regardless of where your support lies 
as to the underlying bill, why are we 
doing something separate for financial 
services patents? Why are we doing 
something separate for the business 
method patents? Shouldn’t all reforms 
affect all patents and all industries? 


I would argue this is an earmark and 
a special provision for one industry, 
and for so many reasons would ask for 
a ‘‘yes’’ vote on my amendment. 


Mr. SMITH of Texas. Mr. Chair, I want to 
clarify that Section 18 is designed to address 
the problem of low-quality business method 
patents that are commonly associated with the 
Federal Circuit’s 1998 State Street decision. 
Not all business method patents are eligible 
for review by the patent office under Section 
18. Towards that end, Section 18 of the bill 
specifically exempts ‘‘patents for technological 
inventions’’ from review. 


Patents for technological inventions are 
those patents whose novelty turns on a tech-


nological innovation over the prior art and are 
concerned with a technical problem which is 
solved with a technical solution. The techno-
logical innovation exception does not exclude 
a patent simply because it recites technology. 
Inventions related to manufacturing and ma-
chines that do not simply use known tech-
nology to accomplish a novel business proc-
ess would be excluded from review under 
Section 18. 


Section 18 would not cover patents related 
to the manufacture and distribution of machin-
ery to count, sort, and authenticate currency. 
It is the intention of Section 18 to not review 
mechanical inventions related to the manufac-
ture and distribution of machinery to count, 
sort and authenticate currency like change 
sorters and machines that scan currency 
whose novelty turns on a technological inno-
vation over the prior art. These types of pat-
ents would not be eligible for review under this 
program. 


Mr. SHUSTER. Mr. Chair, I would like to 
place in the record my understanding that the 
definition of ‘‘covered business method pat-
ent,’’ Section 18(d)(1) of H.R. 1249, the Amer-
ica Invents Act, is intended to be narrowly 
construed to target only those business meth-
od patents that are unique to the financial 
services industry in the sense that they are 
patents which only a financial services pro-
vider would use to furnish a financial product 
or service. The example that I have been 
given is a patent relating to electronic check 
scanning, which is the type of invention that 
only the financial services industry would uti-
lize as a means of providing improved or more 
efficient banking services. In contrast, Section 
18 would not encompass a patent that can be 
used in other industries, but which a financial 
services provider might also use. Lastly, it is 
also my understanding from discussions with 
the Committee that Section 18 is targeted only 
towards patents for non-technological inven-
tions. 


Mr. GRIMM. Mr. Chair, I rise in strong sup-
port of the America Invents Act. This is a his-
toric bill. It will drive innovation, create jobs, 
improve patent quality, and reduce frivolous 
litigation. This is a good bill for current and fu-
ture patent holders—big and small. 


I do rise today with some disappointment, 
however, that opponents of this bill have reck-
lessly spread misinformation about the bill and 
some of its most important provisions. The 
move to first inventor to file is wholly constitu-
tional and it will strengthen the patent system 
for entrepreneurs and small businesses. They 
will no longer have to compete with big busi-
ness to prove the validity of their patents after 
filing. 


Mr. Chair, I would also like to speak to one 
of the legislation’s most important reforms—a 
crackdown on low-quality business-method 
patents, which have weakened the patent sys-
tem and cost companies and their customers 
millions of dollars in extra fees. Infamous ‘‘pat-
ent trolls’’—people who aggressively try to en-
force patents through the courts in friendly 
venues—have made business-method patents 
their specialty in recent years. 


These same patent trolls have funded an 
elaborate propaganda campaign targeting the 
reforms in Section 18. Let us set the record 
straight—Section 18 simply allows patent ex-
perts to re-examine—through a temporary, 
pilot program—legally questionable business- 
method patents. A problem the patent office 
has said it is ready and willing to tackle. 
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Opponents have asserted that the measure 


would help only banks. That isn’t true. The 
National Retail Federation and the U.S. Cham-
ber of Commerce have endorsed this bill. 
Companies impacted include Wal-Mart, 
Costco, McDonalds, Best Buy, Home Depot, 
and Lowes. Do any of these companies sound 
like banks to you? They don’t to me, either. 


Opponents also claim that this section too is 
unconstitutional—another untruth. Don’t take 
my word for it—read the words of Judge Mi-
chael McConnell—once the most influential 
federal appeal court judge in the nation—and 
now the head of the Constitutional Law Center 
at Stanford Law School: He said, ‘‘There is 
nothing novel or unprecedented, much less 
unconstitutional, about the procedures pro-
posed,’’ and ‘‘we can state with confidence 
that the proposed legislation is supported by 
settled precedent.’’ 


I think it is time we stop listening to patent 
trolls who abuse our court system, and start 
listening to the businesses that drive job cre-
ation and economic growth in this country. 
Support this bill and oppose the Schock- 
Waters amendment to strike Section 18. 


Mr. SCHOCK. I yield back the bal-
ance of my time. 


The Acting CHAIR. The question is 
on the amendment offered by the gen-
tleman from Illinois (Mr. SCHOCK). 


The question was taken; and the Act-
ing Chair announced that the ayes ap-
peared to have it. 


Mr. SMITH of Texas. Mr. Chairman, I 
demand a recorded vote. 


The Acting CHAIR. Pursuant to 
clause 6 of rule XVIII, further pro-
ceedings on the amendment offered by 
the gentleman from Illinois will be 
postponed. 


ANNOUNCEMENT BY THE ACTING CHAIR 
The Acting CHAIR. Pursuant to 


clause 6 of rule XVIII, proceedings will 
now resume on those amendments 
printed in part B of House Report 112– 
111 on which further proceedings were 
postponed, in the following order: 


Amendment No. 2 by Mr. CONYERS of 
Michigan. 


Amendment No. 3 by Ms. BALDWIN of 
Wisconsin. 


Amendment No. 9 by Mr. CONYERS of 
Michigan. 


Amendment No. 12 by Mr. SENSEN-
BRENNER of Wisconsin. 


Amendment No. 13 by Mr. MANZULLO 
of Illinois. 


Amendment No. 14 by Mr. ROHR-
ABACHER of California. 


Amendment No. 15 by Mr. SCHOCK of 
Illinois. 


The Chair will reduce to 2 minutes 
the time for any electronic vote after 
the first vote in this series. 


AMENDMENT NO. 2 OFFERED BY MR. CONYERS 
The Acting CHAIR. The unfinished 


business is the demand for a recorded 
vote on the amendment offered by the 
gentleman from Michigan (Mr. CON-
YERS) on which further proceedings 
were postponed and on which the noes 
prevailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 
The Acting CHAIR. A recorded vote 


has been demanded. 


A recorded vote was ordered. 
The vote was taken by electronic de-


vice, and there were—ayes 105, noes 316, 
not voting 10, as follows: 


[Roll No. 482] 


AYES—105 


Akin 
Andrews 
Bachmann 
Baldwin 
Bartlett 
Bass (CA) 
Becerra 
Benishek 
Berman 
Bilirakis 
Brady (PA) 
Broun (GA) 
Carson (IN) 
Clarke (MI) 
Clyburn 
Coffman (CO) 
Conyers 
Costa 
Costello 
Cravaack 
Cummings 
Davis (CA) 
Davis (IL) 
DeFazio 
DeLauro 
Doyle 
Duncan (TN) 
Edwards 
Ellison 
Emerson 
Eshoo 
Farr 
Filner 
Frelinghuysen 
Fudge 


Garrett 
Gohmert 
Gonzalez 
Graves (GA) 
Green, Al 
Green, Gene 
Grijalva 
Hanabusa 
Hartzler 
Hirono 
Honda 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Jackson (IL) 
Johnson, E. B. 
Jones 
Kaptur 
Kildee 
King (IA) 
Kucinich 
Lee (CA) 
Lipinski 
Lofgren, Zoe 
Long 
Luján 
Manzullo 
Markey 
Matsui 
McClintock 
McNerney 
Miller, George 
Moore 
Pastor (AZ) 


Paul 
Payne 
Pelosi 
Petri 
Pingree (ME) 
Polis 
Posey 
Rehberg 
Rohrabacher 
Roybal-Allard 
Royce 
Rush 
Ryan (OH) 
Sanchez, Loretta 
Schiff 
Schilling 
Schock 
Sensenbrenner 
Sewell 
Sherman 
Slaughter 
Southerland 
Sutton 
Thompson (CA) 
Thompson (MS) 
Tierney 
Towns 
Turner 
Visclosky 
Waters 
Waxman 
West 
Wolf 
Woolsey 
Yarmuth 


NOES—316 


Ackerman 
Adams 
Aderholt 
Alexander 
Altmire 
Amash 
Austria 
Baca 
Bachus 
Barletta 
Barrow 
Barton (TX) 
Bass (NH) 
Berkley 
Biggert 
Bilbray 
Bishop (GA) 
Bishop (NY) 
Bishop (UT) 
Black 
Blackburn 
Blumenauer 
Bonner 
Bono Mack 
Boren 
Boswell 
Boustany 
Brady (TX) 
Braley (IA) 
Brooks 
Brown (FL) 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Burton (IN) 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carter 
Cassidy 
Castor (FL) 
Chabot 
Chaffetz 
Chandler 


Chu 
Cicilline 
Clarke (NY) 
Clay 
Cleaver 
Coble 
Cohen 
Cole 
Conaway 
Connolly (VA) 
Cooper 
Courtney 
Crawford 
Crenshaw 
Critz 
Crowley 
Cuellar 
Culberson 
Davis (KY) 
DeGette 
Denham 
Dent 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dingell 
Doggett 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (SC) 
Ellmers 
Engel 
Farenthold 
Fattah 
Fincher 
Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frank (MA) 
Franks (AZ) 
Gallegly 
Garamendi 
Gardner 
Gerlach 
Gibbs 
Gibson 
Goodlatte 


Gosar 
Gowdy 
Granger 
Graves (MO) 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Gutierrez 
Hall 
Hanna 
Harper 
Harris 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinojosa 
Hochul 
Holt 
Hoyer 
Hurt 
Inslee 
Israel 
Issa 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jordan 
Keating 
Kelly 
Kind 
King (NY) 
Kingston 
Kinzinger (IL) 
Kissell 
Kline 
Labrador 
Lamborn 
Lance 
Landry 
Langevin 
Lankford 


Larsen (WA) 
Larson (CT) 
Latham 
LaTourette 
Latta 
Levin 
Lewis (CA) 
Lewis (GA) 
LoBiondo 
Loebsack 
Lowey 
Lucas 
Luetkemeyer 
Lummis 
Lungren, Daniel 


E. 
Lynch 
Mack 
Maloney 
Marchant 
Marino 
Matheson 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McCotter 
McDermott 
McGovern 
McHenry 
McIntyre 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Meeks 
Mica 
Michaud 
Miller (FL) 
Miller (MI) 
Miller (NC) 
Miller, Gary 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nugent 


Nunes 
Nunnelee 
Olson 
Olver 
Owens 
Palazzo 
Pallone 
Pascrell 
Paulsen 
Pearce 
Pence 
Perlmutter 
Peters 
Peterson 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Price (GA) 
Price (NC) 
Quayle 
Quigley 
Rahall 
Reed 
Reichert 
Renacci 
Reyes 
Ribble 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Runyan 
Ruppersberger 
Ryan (WI) 
Sarbanes 
Scalise 
Schakowsky 
Schmidt 
Schrader 
Schwartz 


Schweikert 
Scott (SC) 
Scott (VA) 
Scott, Austin 
Scott, David 
Serrano 
Sessions 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Speier 
Stark 
Stearns 
Stutzman 
Sullivan 
Terry 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Tonko 
Tsongas 
Upton 
Van Hollen 
Velázquez 
Walberg 
Walden 
Walsh (IL) 
Walz (MN) 
Wasserman 


Schultz 
Watt 
Webster 
Welch 
Westmoreland 
Whitfield 
Wilson (FL) 
Wilson (SC) 
Wittman 
Womack 
Woodall 
Wu 
Yoder 
Young (AK) 
Young (FL) 
Young (IN) 


NOT VOTING—10 


Berg 
Dold 
Giffords 
Gingrey (GA) 


Hinchey 
Holden 
Napolitano 
Rangel 


Sánchez, Linda 
T. 


Stivers 


ANNOUNCEMENT BY THE ACTING CHAIR 


The Acting CHAIR (during the vote). 
The Chair notes a disturbance in the 
gallery in contravention of the laws 
and rules of the House. The Sergeant at 
Arms will remove those persons re-
sponsible for the disturbance and re-
store order to the gallery. 


ANNOUNCEMENT BY THE ACTING CHAIR 


The Acting CHAIR (during the vote). 
The Chair notes a disturbance in the 
gallery in contravention of the laws 
and rules of the House. The Sergeant at 
Arms will remove those persons re-
sponsible for the disturbance and re-
store order to the gallery. 


ANNOUNCEMENT BY THE ACTING CHAIR 


The Acting CHAIR (during the vote). 
The Chair notes a disturbance in the 
gallery in contravention of the laws 
and rules of the House. The Sergeant at 
Arms will remove those persons re-
sponsible for the disturbance and re-
store order to the gallery. 


ANNOUNCEMENT BY THE ACTING CHAIR 


The Acting CHAIR (during the vote). 
The Chair notes a disturbance in the 
gallery in contravention of the laws 
and rules of the House. The Sergeant at 
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Arms will remove those persons re-
sponsible for the disturbance and re-
store order to the gallery. 


ANNOUNCEMENT BY THE ACTING CHAIR 
The Acting CHAIR (during the vote). 


The Chair notes a disturbance in the 
gallery in contravention of the laws 
and rules of the House. The Sergeant at 
Arms will remove those persons re-
sponsible for the disturbance and re-
store order to the gallery. 


b 1641 


Messrs. AUSTRIA, WHITFIELD, 
BLUMENAUER, Mrs. CAPPS, Messrs. 
GARAMENDI, NUGENT, FLEMING, 
MEEHAN, BRALEY, Ms. SCHA-
KOWSKY, Messrs. DICKS and LAN-
GEVIN changed their vote from ‘‘aye’’ 
to ‘‘no.’’ 


Ms. ESHOO, Messrs. HONDA, PAUL, 
MCNERNEY, and Mrs. BACHMANN 
changed their vote from ‘‘no’’ to ‘‘aye.’’ 


So the amendment was rejected. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mr. DOLD. Mr. Chairman, on rollcall No. 


482, I was unavoidably detained. Had I been 
present, I would have voted ‘‘no.’’ 


Mrs. NAPOLITANO. Mr. Chair, on Thursday, 
June 23, 2011, I was absent during rollcall 
vote No. 482 in order to attend my grandson’s 
graduation. Had I been present, I would have 
voted ‘‘no’’ on the Conyers (MI)/Rohrabacher 
(CA) Amendment (No. 2). 


(By unanimous consent, Mrs. EMER-
SON was allowed to speak out of order.) 


CONGRESSIONAL WOMEN’S SOFTBALL GAME 
Mrs. EMERSON. Mr. Chairman, I am 


happy to have an announcement that’s 
not quite as exciting as that which 
we’ve just been watching. However, 
this is the Congressional Women’s 
Softball Team, and JOE BACA is an hon-
orary member of the team. He is one of 
our coaches. 


DEBBIE WASSERMAN SCHULTZ and I, 
who are the cocaptains, wanted to, 
number one, tell you all that we will be 
playing the Washington news media to-
night at 7 o’clock at Watkins Recre-
ation Park up at 12th and D Streets 
Southeast. 


We invite everybody to come and 
cheer us on. We are going to win this 
year. We’re good. 


Probably more than anything else, 
this has been a wonderful opportunity 
for us to really bond as friends and as 
colleagues, not in any partisan way. 
And we’re just very excited and happy 
that we’re playing tonight. We need all 
of your support. 


I yield to the gentlewoman from 
Florida, DEBBIE WASSERMAN SCHULTZ. 


Ms. WASSERMAN SCHULTZ. Mr. 
Chair, I want to thank all the women 
and our male coaches. We’ve been prac-
ticing for 3 months, two or three times 
a week at 7 in the morning, all to raise 
money for a great cause, for the Young 
Survival Coalition, which helps young 
women who are struggling with breast 
cancer or who have survived breast 
cancer. All of you know that I am a 
breast cancer survivor, along with SUE 
MYRICK on the other side of the aisle. 


But this game is our opportunity to 
come together as women, as sisters, as 
a bipartisan representation in the fight 
against breast cancer. We invite you 
all out to come to the game tonight, 7 
p.m. at Watkins Recreation Center, 
and watch us beat the Capitol press 
corps. 


AMENDMENT NO. 3 OFFERED BY MS. BALDWIN 


The Acting CHAIR. Without objec-
tion, 2-minute voting will continue. 


There was no objection. 
The Acting CHAIR. The unfinished 


business is the demand for a recorded 
vote on the amendment offered by the 
gentlewoman from Wisconsin (Ms. 
BALDWIN) on which further proceedings 
were postponed and on which the noes 
prevailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The Acting CHAIR. This will be a 2- 


minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 81, noes 342, 
not voting 8, as follows: 


[Roll No. 483] 


AYES—81 


Bachmann 
Baldwin 
Bartlett 
Bilirakis 
Broun (GA) 
Buerkle 
Cardoza 
Carson (IN) 
Clarke (MI) 
Clarke (NY) 
Coffman (CO) 
Conyers 
Critz 
Duffy 
Duncan (TN) 
Edwards 
Ellison 
Ellmers 
Emerson 
Engel 
Filner 
Franks (AZ) 
Fudge 
Garamendi 
Garrett 
Gibson 
Gonzalez 
Gosar 


Green, Gene 
Hartzler 
Hinchey 
Hirono 
Huelskamp 
Hultgren 
Hunter 
Jackson (IL) 
Jones 
Kaptur 
Kildee 
Kind 
King (IA) 
Kucinich 
Larson (CT) 
Lee (CA) 
Long 
Lummis 
Manzullo 
McClintock 
McNerney 
Moore 
Payne 
Pearce 
Petri 
Pingree (ME) 
Polis 
Posey 


Quigley 
Rehberg 
Ribble 
Rohrabacher 
Royce 
Rush 
Ryan (WI) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Schiff 
Schilling 
Schrader 
Sensenbrenner 
Southerland 
Stark 
Terry 
Towns 
Turner 
Waters 
Webster 
West 
Woodall 
Woolsey 
Wu 
Yarmuth 


NOES—342 


Ackerman 
Adams 
Aderholt 
Akin 
Alexander 
Altmire 
Amash 
Andrews 
Austria 
Baca 
Bachus 
Barletta 
Barrow 
Barton (TX) 
Bass (CA) 
Bass (NH) 
Becerra 
Benishek 
Berkley 
Berman 
Biggert 
Bilbray 
Bishop (GA) 
Bishop (NY) 


Bishop (UT) 
Black 
Blackburn 
Blumenauer 
Bonner 
Bono Mack 
Boren 
Boswell 
Boustany 
Brady (PA) 
Brady (TX) 
Braley (IA) 
Brooks 
Brown (FL) 
Buchanan 
Bucshon 
Burgess 
Burton (IN) 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 


Capito 
Capps 
Capuano 
Carnahan 
Carney 
Carter 
Cassidy 
Castor (FL) 
Chabot 
Chaffetz 
Chandler 
Chu 
Cicilline 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Cole 
Conaway 
Connolly (VA) 
Cooper 
Costa 
Costello 


Courtney 
Cravaack 
Crawford 
Crenshaw 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (CA) 
Davis (IL) 
Davis (KY) 
DeFazio 
DeGette 
DeLauro 
Denham 
Dent 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dingell 
Doggett 
Dold 
Donnelly (IN) 
Doyle 
Dreier 
Duncan (SC) 
Eshoo 
Farenthold 
Farr 
Fattah 
Fincher 
Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frank (MA) 
Frelinghuysen 
Gallegly 
Gardner 
Gerlach 
Gibbs 
Gohmert 
Goodlatte 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Green, Al 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Gutierrez 
Hall 
Hanabusa 
Hanna 
Harper 
Harris 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinojosa 
Hochul 
Holt 
Honda 
Hoyer 
Huizenga (MI) 
Hurt 
Inslee 
Israel 
Issa 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, E. B. 
Johnson, Sam 


Jordan 
Keating 
Kelly 
King (NY) 
Kingston 
Kinzinger (IL) 
Kissell 
Kline 
Labrador 
Lamborn 
Lance 
Landry 
Langevin 
Lankford 
Larsen (WA) 
Latham 
LaTourette 
Latta 
Levin 
Lewis (CA) 
Lewis (GA) 
Lipinski 
LoBiondo 
Loebsack 
Lofgren, Zoe 
Lowey 
Lucas 
Luetkemeyer 
Luján 
Lungren, Daniel 


E. 
Lynch 
Mack 
Maloney 
Marchant 
Marino 
Markey 
Matheson 
Matsui 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McCotter 
McDermott 
McGovern 
McHenry 
McIntyre 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Meeks 
Mica 
Michaud 
Miller (FL) 
Miller (MI) 
Miller (NC) 
Miller, Gary 
Miller, George 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Olver 
Owens 
Palazzo 
Pallone 
Pascrell 
Pastor (AZ) 
Paul 
Paulsen 
Pelosi 
Pence 
Perlmutter 
Peters 
Peterson 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Price (GA) 


Price (NC) 
Quayle 
Rahall 
Reed 
Reichert 
Renacci 
Reyes 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Roybal-Allard 
Runyan 
Ruppersberger 
Ryan (OH) 
Sarbanes 
Scalise 
Schakowsky 
Schmidt 
Schock 
Schwartz 
Schweikert 
Scott (SC) 
Scott (VA) 
Scott, Austin 
Scott, David 
Serrano 
Sessions 
Sewell 
Sherman 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Slaughter 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Speier 
Stearns 
Stutzman 
Sullivan 
Sutton 
Thompson (CA) 
Thompson (MS) 
Thompson (PA) 
Thornberry 
Tiberi 
Tierney 
Tipton 
Tonko 
Tsongas 
Upton 
Van Hollen 
Velázquez 
Visclosky 
Walberg 
Walden 
Walsh (IL) 
Walz (MN) 
Wasserman 


Schultz 
Watt 
Waxman 
Welch 
Westmoreland 
Whitfield 
Wilson (FL) 
Wilson (SC) 
Wittman 
Wolf 
Womack 
Yoder 
Young (AK) 
Young (FL) 
Young (IN) 


NOT VOTING—8 


Berg 
Giffords 
Gingrey (GA) 


Grijalva 
Holden 
Napolitano 


Rangel 
Stivers 
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ANNOUNCEMENT BY THE ACTING CHAIR 


The Acting CHAIR (during the vote). 
There is 1 minute remaining in this 
vote. 


b 1648 


So the amendment was rejected. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mrs. NAPOLITANO. Mr. Chair, on Thursday, 


June 23, 2011, I was absent during rollcall 
vote No. 483 in order to attend my grandson’s 
graduation. Had I been present, I would have 
voted ‘‘no’’ on the Baldwin (WI)/Sensen-
brenner (WI) Amendment. 


AMENDMENT NO. 9 OFFERED BY MR. CONYERS 


The Acting CHAIR. The unfinished 
business is the demand for a recorded 
vote on the amendment offered by the 
gentleman from Michigan (Mr. CON-
YERS) on which further proceedings 
were postponed and on which the noes 
prevailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The Acting CHAIR. This is a 2- 


minute vote. 
The vote was taken by electronic de-


vice, and a result was announced, when 
the following occurred. 


POINT OF ORDER 


Mr. JACKSON of Illinois. Mr. Chair-
man, point of order. 


The Acting CHAIR. The gentleman 
will state his point of order. 


Mr. JACKSON of Illinois. The gentle-
lady was in the well attempting to cast 
her vote. The Chair did not acknowl-
edge that the gentlelady was in the 
well and continued to conclude the 
vote. I think it’s appropriate that the 
House of Representatives, consistent 
with its rules, and Lord knows, I’ve 
been in your position many times, and 
I’ve had to stop the vote because a 
Member was in the well. 


It is the tradition of the House to ac-
knowledge a Member in the well when 
they are casting their ballot, and it 
does not get shut off. 


I would like to make a motion that 
we reconsider the vote. 


The Acting CHAIR. The Chair is con-
strained to advise the gentleman that a 
motion to reconsider is not available in 
the Committee of the Whole. 


Ms. ZOE LOFGREN of California. Mr. 
Chairman, I would ask unanimous con-
sent that the vote be retaken. We had 
a tremendous effort that consumed 
money and time for a similar incident 
in a previous Congress. The smart 
thing to do would be to recognize this 
was error, and redo the vote so that we 
can all move forward in comity. 


Mr. CANTOR. Mr. Chairman, I sup-
port the request for unanimous con-
sent. 


The Acting CHAIR. Without objec-
tion, the proceedings are vacated to 


the end that the question be put de 
novo. 


There was no objection. 
The Acting CHAIR. The Clerk will re-


designate the amendment. 
The Clerk redesignated the amend-


ment. 
The Acting CHAIR. The question is 


on the amendment. 
The question was taken; and the Act-


ing Chair announced that the noes ap-
peared to have it. 


RECORDED VOTE 


Mr. HOYER. Mr. Chairman, I demand 
a recorded vote. 


A recorded vote was ordered. 
The Acting CHAIR. Without objec-


tion, 2-minute voting will continue. 
There was no objection. 
The vote was taken by electronic de-


vice, and there were—ayes 223, noes 198, 
not voting 10, as follows: 


[Roll No. 485] 


AYES—223 


Alexander 
Andrews 
Baca 
Bachmann 
Baldwin 
Bartlett 
Bass (CA) 
Becerra 
Berman 
Bishop (GA) 
Bishop (NY) 
Blackburn 
Blumenauer 
Boustany 
Brady (PA) 
Braley (IA) 
Broun (GA) 
Brown (FL) 
Buerkle 
Burton (IN) 
Calvert 
Cantor 
Capps 
Capuano 
Cardoza 
Carnahan 
Carson (IN) 
Castor (FL) 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Coffman (CO) 
Cohen 
Cole 
Connolly (VA) 
Conyers 
Cooper 
Costa 
Costello 
Courtney 
Critz 
Crowley 
Cuellar 
Cummings 
Davis (CA) 
Davis (IL) 
Davis (KY) 
DeFazio 
DeGette 
DeLauro 
Deutch 
Dicks 
Dingell 
Doggett 
Doyle 
Duncan (TN) 
Edwards 
Ellison 
Emerson 
Eshoo 
Farr 
Fattah 
Filner 


Fitzpatrick 
Fortenberry 
Frank (MA) 
Franks (AZ) 
Frelinghuysen 
Fudge 
Gallegly 
Garamendi 
Garrett 
Gohmert 
Gonzalez 
Graves (GA) 
Green, Al 
Green, Gene 
Griffith (VA) 
Grijalva 
Gutierrez 
Hanabusa 
Harris 
Hastings (FL) 
Heinrich 
Hensarling 
Higgins 
Hinchey 
Hinojosa 
Hirono 
Holt 
Honda 
Hoyer 
Huelskamp 
Hultgren 
Hunter 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson, E. B. 
Jones 
Kaptur 
Keating 
Kildee 
Kind 
King (IA) 
Kingston 
Kissell 
Kucinich 
Lance 
Langevin 
Larsen (WA) 
Larson (CT) 
Latham 
Lee (CA) 
Levin 
Lewis (CA) 
Lewis (GA) 
Lipinski 
Lofgren, Zoe 
Long 
Luján 
Lungren, Daniel 


E. 
Lynch 
Maloney 
Manzullo 
Markey 


Matsui 
McCarthy (CA) 
McClintock 
McDermott 
McGovern 
McHenry 
McNerney 
Meehan 
Michaud 
Miller (MI) 
Miller (NC) 
Miller, George 
Moore 
Moran 
Nadler 
Neal 
Olver 
Pallone 
Pascrell 
Pastor (AZ) 
Paul 
Payne 
Pelosi 
Pence 
Perlmutter 
Peters 
Petri 
Poe (TX) 
Polis 
Pompeo 
Posey 
Price (GA) 
Quigley 
Rahall 
Rehberg 
Renacci 
Reyes 
Richardson 
Richmond 
Rogers (MI) 
Rohrabacher 
Roskam 
Rothman (NJ) 
Roybal-Allard 
Royce 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Scott (VA) 
Scott, David 
Sensenbrenner 
Serrano 
Sessions 
Sewell 
Sherman 
Slaughter 
Smith (NE) 
Smith (NJ) 
Smith (WA) 
Southerland 
Speier 
Stark 


Sutton 
Terry 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Turner 


Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Webster 


Welch 
Wilson (FL) 
Wolf 
Woodall 
Woolsey 
Wu 
Yarmuth 
Yoder 


NOES—198 
Ackerman 
Adams 
Aderholt 
Akin 
Altmire 
Amash 
Austria 
Bachus 
Barletta 
Barrow 
Barton (TX) 
Bass (NH) 
Benishek 
Berkley 
Biggert 
Bilbray 
Bilirakis 
Bishop (UT) 
Black 
Bonner 
Bono Mack 
Boren 
Boswell 
Brady (TX) 
Brooks 
Buchanan 
Bucshon 
Burgess 
Butterfield 
Camp 
Campbell 
Canseco 
Capito 
Carney 
Carter 
Cassidy 
Chabot 
Chaffetz 
Chandler 
Coble 
Conaway 
Cravaack 
Crawford 
Crenshaw 
Culberson 
Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dold 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (SC) 
Ellmers 
Engel 
Farenthold 
Fincher 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Foxx 
Gardner 
Gerlach 
Gibbs 


Gibson 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (MO) 
Griffin (AR) 
Grimm 
Guinta 
Guthrie 
Hanna 
Harper 
Hartzler 
Hastings (WA) 
Hayworth 
Heck 
Herger 
Herrera Beutler 
Himes 
Hochul 
Huizenga (MI) 
Hurt 
Inslee 
Issa 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jordan 
Kelly 
King (NY) 
Kinzinger (IL) 
Kline 
Labrador 
Lamborn 
Landry 
Lankford 
LaTourette 
Latta 
LoBiondo 
Loebsack 
Lowey 
Lucas 
Luetkemeyer 
Lummis 
Mack 
Marchant 
Marino 
Matheson 
McCarthy (NY) 
McCaul 
McCollum 
McCotter 
McKeon 
McKinley 
McMorris 


Rodgers 
Meeks 
Mica 
Miller (FL) 
Miller, Gary 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Neugebauer 
Noem 
Nugent 


Nunes 
Nunnelee 
Olson 
Owens 
Palazzo 
Paulsen 
Pearce 
Peterson 
Pingree (ME) 
Pitts 
Platts 
Price (NC) 
Quayle 
Reed 
Reichert 
Ribble 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rokita 
Rooney 
Ros-Lehtinen 
Ross (AR) 
Ross (FL) 
Runyan 
Ruppersberger 
Ryan (WI) 
Scalise 
Schilling 
Schmidt 
Schock 
Schrader 
Schwartz 
Schweikert 
Scott (SC) 
Scott, Austin 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Smith (TX) 
Stearns 
Stutzman 
Sullivan 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Upton 
Walberg 
Walden 
Walsh (IL) 
West 
Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 
Womack 
Young (AK) 
Young (FL) 
Young (IN) 


NOT VOTING—10 
Berg 
Giffords 
Gingrey (GA) 
Hall 


Holden 
McIntyre 
Napolitano 
Rangel 


Stivers 
Waxman 


b 1659 
So the amendment was agreed to. 
The result of the vote was announced 


as above recorded. 
Stated for: 
Ms. NAPOLITANO. Mr. Chair, on Thursday, 


June 23, 2011, I was absent during rollcall 
vote #485 in order to attend my grandson’s 
graduation. Had I been present, I would have 
voted ‘‘aye’’ on the Conyers (MI)/Markey (MA)/ 
Neal (MA)/Pompeo (KS)/Garrett (NJ) Amend-
ment (#9). 
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AMENDMENT NO. 12 OFFERED BY MR. 


SENSENBRENNER 


The Acting CHAIR. The unfinished 
business is the demand for a recorded 
vote on the amendment offered by the 
gentleman from Wisconsin (Mr. SEN-
SENBRENNER) on which further pro-
ceedings were postponed and on which 
the noes prevailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The Acting CHAIR. This will be a 2- 


minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 129, noes 295, 
not voting 7, as follows: 


[Roll No. 486] 


AYES—129 


Aderholt 
Akin 
Amash 
Bachmann 
Baldwin 
Bartlett 
Benishek 
Bilbray 
Bilirakis 
Bishop (UT) 
Blackburn 
Brady (PA) 
Brooks 
Broun (GA) 
Buerkle 
Burgess 
Burton (IN) 
Chaffetz 
Clarke (MI) 
Coble 
Coffman (CO) 
Cole 
Conyers 
Costello 
Cravaack 
Davis (CA) 
Davis (KY) 
DeFazio 
Doyle 
Duncan (TN) 
Edwards 
Ellmers 
Emerson 
Eshoo 
Farr 
Filner 
Flake 
Fortenberry 
Franks (AZ) 
Frelinghuysen 
Garamendi 
Garrett 
Gibson 
Gohmert 


Gonzalez 
Gosar 
Graves (GA) 
Green, Gene 
Grijalva 
Hanabusa 
Harper 
Hartzler 
Hinchey 
Hirono 
Honda 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Johnson, E. B. 
Jones 
Kaptur 
Kildee 
King (IA) 
Kingston 
Kucinich 
Labrador 
Landry 
Lee (CA) 
Lipinski 
Lofgren, Zoe 
Long 
Luján 
Lummis 
Lungren, Daniel 


E. 
Manzullo 
Marchant 
Markey 
Matsui 
McClintock 
McCotter 
McNerney 
Miller (FL) 
Miller, George 
Moore 
Nunnelee 
Pastor (AZ) 


Paul 
Payne 
Pearce 
Pelosi 
Petri 
Pingree (ME) 
Pitts 
Poe (TX) 
Polis 
Posey 
Rehberg 
Rohrabacher 
Royce 
Rush 
Ryan (OH) 
Sanchez, Loretta 
Schiff 
Schilling 
Schmidt 
Schock 
Scott, Austin 
Sensenbrenner 
Slaughter 
Smith (NE) 
Southerland 
Speier 
Sullivan 
Terry 
Thompson (PA) 
Tierney 
Turner 
Visclosky 
Webster 
West 
Westmoreland 
Wilson (FL) 
Wilson (SC) 
Wolf 
Woodall 
Woolsey 
Young (AK) 
Young (FL) 


NOES—295 


Ackerman 
Adams 
Alexander 
Altmire 
Andrews 
Austria 
Baca 
Bachus 
Barletta 
Barrow 
Barton (TX) 
Bass (CA) 
Bass (NH) 
Becerra 
Berkley 
Berman 
Biggert 
Bishop (GA) 
Bishop (NY) 
Black 
Blumenauer 


Bonner 
Bono Mack 
Boren 
Boswell 
Boustany 
Brady (TX) 
Braley (IA) 
Brown (FL) 
Buchanan 
Bucshon 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capps 
Capuano 
Cardoza 
Carnahan 


Carney 
Carson (IN) 
Carter 
Cassidy 
Castor (FL) 
Chabot 
Chandler 
Chu 
Cicilline 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Cohen 
Conaway 
Connolly (VA) 
Cooper 
Costa 
Courtney 
Crawford 
Crenshaw 


Critz 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (IL) 
DeGette 
DeLauro 
Denham 
Dent 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dingell 
Doggett 
Dold 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (SC) 
Ellison 
Engel 
Farenthold 
Fattah 
Fincher 
Fitzpatrick 
Fleischmann 
Fleming 
Flores 
Forbes 
Foxx 
Frank (MA) 
Fudge 
Gallegly 
Gardner 
Gerlach 
Gibbs 
Goodlatte 
Gowdy 
Granger 
Graves (MO) 
Green, Al 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Gutierrez 
Hall 
Hanna 
Harris 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinojosa 
Hochul 
Holt 
Hoyer 
Hurt 
Inslee 
Israel 
Issa 
Jackson (IL) 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jordan 


Keating 
Kelly 
Kind 
King (NY) 
Kinzinger (IL) 
Kissell 
Kline 
Lamborn 
Lance 
Langevin 
Lankford 
Larsen (WA) 
Larson (CT) 
Latham 
LaTourette 
Latta 
Levin 
Lewis (CA) 
Lewis (GA) 
LoBiondo 
Loebsack 
Lowey 
Lucas 
Luetkemeyer 
Lynch 
Mack 
Maloney 
Marino 
Matheson 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McDermott 
McGovern 
McHenry 
McIntyre 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Meeks 
Mica 
Michaud 
Miller (MI) 
Miller (NC) 
Miller, Gary 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nugent 
Nunes 
Olson 
Olver 
Owens 
Palazzo 
Pallone 
Pascrell 
Paulsen 
Pence 
Perlmutter 
Peters 
Peterson 
Platts 
Pompeo 
Price (GA) 
Price (NC) 
Quayle 
Quigley 
Rahall 
Reed 
Reichert 


Renacci 
Reyes 
Ribble 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Roybal-Allard 
Runyan 
Ruppersberger 
Ryan (WI) 
Sánchez, Linda 


T. 
Sarbanes 
Scalise 
Schakowsky 
Schrader 
Schwartz 
Schweikert 
Scott (SC) 
Scott (VA) 
Scott, David 
Serrano 
Sessions 
Sewell 
Sherman 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Stark 
Stearns 
Stutzman 
Sutton 
Thompson (CA) 
Thompson (MS) 
Thornberry 
Tiberi 
Tipton 
Tonko 
Towns 
Tsongas 
Upton 
Van Hollen 
Velázquez 
Walberg 
Walden 
Walsh (IL) 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Whitfield 
Wittman 
Womack 
Wu 
Yarmuth 
Yoder 
Young (IN) 


NOT VOTING—7 


Berg 
Giffords 
Gingrey (GA) 


Holden 
Napolitano 
Rangel 


Stivers 


b 1703 


Mr. THOMPSON of California 
changed his vote from ‘‘aye’’ to ‘‘no.’’ 


So the amendment was rejected. 
The result of the vote was announced 


as above recorded. 
Stated for: 
Mr. WOODALL. Mr. Chair, on rollcall No. 


486, had I been present, I would have voted 
‘‘yes.’’ 


Stated against: 


Mrs. NAPOLITANO. Mr. Chair, on Thursday, 
June 23, 2011, I was absent during rollcall 
vote No. 486 in order to attend my grandson’s 
graduation. Had I been present, I would have 
voted ‘‘nay’’ on the Sensenbrenner (WI) 
Amendment. 
AMENDMENT NO. 13 OFFERED BY MR. MANZULLO 


The Acting CHAIR. The unfinished 
business is the demand for a recorded 
vote on the amendment offered by the 
gentleman from Illinois (Mr. MAN-
ZULLO) on which further proceedings 
were postponed and on which the noes 
prevailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The Acting CHAIR. This will be a 2- 


minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 92, noes 329, 
not voting 10, as follows: 


[Roll No. 487] 


AYES—92 


Adams 
Amash 
Baldwin 
Bartlett 
Barton (TX) 
Benishek 
Bilbray 
Bilirakis 
Boren 
Brooks 
Broun (GA) 
Buerkle 
Burgess 
Burton (IN) 
Cardoza 
Chaffetz 
Coffman (CO) 
Cole 
Conyers 
Costa 
Cravaack 
Davis (IL) 
Dold 
Duffy 
Duncan (SC) 
Duncan (TN) 
Ellmers 
Emerson 
Engel 
Farenthold 
Flake 


Franks (AZ) 
Frelinghuysen 
Garrett 
Gibson 
Gosar 
Gowdy 
Graves (GA) 
Harris 
Hartzler 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Jenkins 
Jones 
Kaptur 
Kingston 
Landry 
Lipinski 
Long 
Lummis 
Mack 
Manzullo 
McClintock 
McCotter 
Miller (FL) 
Moore 
Mulvaney 
Nugent 
Nunnelee 
Paul 


Pearce 
Petri 
Polis 
Posey 
Rehberg 
Ribble 
Rohrabacher 
Rokita 
Royce 
Ryan (WI) 
Sanchez, Loretta 
Schilling 
Schmidt 
Schock 
Scott (SC) 
Scott, Austin 
Sensenbrenner 
Stutzman 
Terry 
Thompson (PA) 
Towns 
Turner 
Walsh (IL) 
Webster 
West 
Westmoreland 
Wilson (SC) 
Wolf 
Young (FL) 
Young (IN) 


NOES—329 


Ackerman 
Aderholt 
Akin 
Alexander 
Altmire 
Andrews 
Austria 
Baca 
Bachmann 
Bachus 
Barletta 
Barrow 
Bass (CA) 
Bass (NH) 
Becerra 
Berkley 
Berman 
Biggert 
Bishop (GA) 
Bishop (NY) 
Bishop (UT) 
Black 
Blackburn 
Blumenauer 
Bonner 
Bono Mack 
Boswell 
Boustany 


Brady (PA) 
Brady (TX) 
Braley (IA) 
Brown (FL) 
Buchanan 
Bucshon 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capps 
Capuano 
Carnahan 
Carney 
Carson (IN) 
Carter 
Cassidy 
Castor (FL) 
Chabot 
Chandler 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 


Cleaver 
Clyburn 
Coble 
Cohen 
Conaway 
Connolly (VA) 
Cooper 
Costello 
Courtney 
Crawford 
Crenshaw 
Critz 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (CA) 
Davis (KY) 
DeFazio 
DeGette 
DeLauro 
Denham 
Dent 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dingell 
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Doggett 
Donnelly (IN) 
Doyle 
Dreier 
Edwards 
Ellison 
Eshoo 
Farr 
Fattah 
Filner 
Fincher 
Fitzpatrick 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frank (MA) 
Fudge 
Gallegly 
Garamendi 
Gardner 
Gerlach 
Gibbs 
Gohmert 
Gonzalez 
Goodlatte 
Granger 
Graves (MO) 
Green, Al 
Green, Gene 
Griffin (AR) 
Griffith (VA) 
Grijalva 
Grimm 
Guinta 
Guthrie 
Gutierrez 
Hall 
Hanabusa 
Hanna 
Harper 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinchey 
Hinojosa 
Hirono 
Hochul 
Holt 
Honda 
Hoyer 
Hurt 
Inslee 
Israel 
Issa 
Jackson (IL) 
Jackson Lee 


(TX) 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, E. B. 
Johnson, Sam 
Jordan 
Keating 
Kelly 
Kildee 
Kind 
King (IA) 
King (NY) 
Kinzinger (IL) 
Kissell 
Kline 
Kucinich 


Labrador 
Lamborn 
Lance 
Langevin 
Lankford 
Larsen (WA) 
Larson (CT) 
Latham 
LaTourette 
Latta 
Lee (CA) 
Levin 
Lewis (CA) 
Lewis (GA) 
LoBiondo 
Loebsack 
Lofgren, Zoe 
Lowey 
Lucas 
Luetkemeyer 
Luján 
Lungren, Daniel 


E. 
Lynch 
Maloney 
Marchant 
Marino 
Markey 
Matheson 
Matsui 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McDermott 
McGovern 
McHenry 
McIntyre 
McKinley 
McNerney 
Meehan 
Meeks 
Mica 
Michaud 
Miller (MI) 
Miller (NC) 
Miller, Gary 
Miller, George 
Moran 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nunes 
Olson 
Olver 
Owens 
Palazzo 
Pallone 
Pascrell 
Pastor (AZ) 
Paulsen 
Payne 
Pelosi 
Pence 
Perlmutter 
Peters 
Peterson 
Pingree (ME) 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Price (GA) 
Price (NC) 
Quayle 
Quigley 
Rahall 
Reed 
Reichert 


Renacci 
Reyes 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Roybal-Allard 
Runyan 
Ruppersberger 
Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sarbanes 
Scalise 
Schakowsky 
Schiff 
Schrader 
Schwartz 
Schweikert 
Scott (VA) 
Scott, David 
Serrano 
Sessions 
Sewell 
Sherman 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Slaughter 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Southerland 
Speier 
Stark 
Stearns 
Sullivan 
Sutton 
Thompson (CA) 
Thompson (MS) 
Thornberry 
Tiberi 
Tierney 
Tipton 
Tonko 
Tsongas 
Upton 
Van Hollen 
Velázquez 
Visclosky 
Walberg 
Walden 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Watt 
Waxman 
Welch 
Whitfield 
Wilson (FL) 
Wittman 
Womack 
Woolsey 
Wu 
Yarmuth 
Yoder 
Young (AK) 


NOT VOTING—10 


Berg 
Giffords 
Gingrey (GA) 
Holden 


McKeon 
McMorris 


Rodgers 
Napolitano 


Rangel 
Stivers 
Woodall 


b 1707 
So the amendment was rejected. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mrs. NAPOLITANO. Mr. Speaker, on Thurs-


day, June 23, 2011, I was absent during roll-
call vote No. 487 in order to attend my 


grandson’s graduation. Had I been present, I 
would have voted ‘‘nay’’ on the Manzullo (IL) 
Amendment. 


AMENDMENT NO. 14 OFFERED BY MR. 
ROHRABACHER 


The Acting CHAIR. The unfinished 
business is the demand for a recorded 
vote on the amendment offered by the 
gentleman from California (Mr. ROHR-
ABACHER) on which further proceedings 
were postponed and on which the noes 
prevailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The Acting CHAIR. This will be a 2- 


minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 81, noes 342, 
not voting 8, as follows: 


[Roll No. 488] 


AYES—81 


Akin 
Bachmann 
Baldwin 
Bartlett 
Barton (TX) 
Benishek 
Bilbray 
Bilirakis 
Bishop (UT) 
Brady (PA) 
Burgess 
Coffman (CO) 
Cole 
Conyers 
Costello 
Duncan (SC) 
Duncan (TN) 
Edwards 
Ellison 
Emerson 
Fattah 
Filner 
Flake 
Franks (AZ) 
Frelinghuysen 
Garamendi 
Gibson 


Gohmert 
Gosar 
Green, Gene 
Grijalva 
Hall 
Harris 
Hartzler 
Hirono 
Holt 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Inslee 
Jones 
Kaptur 
King (IA) 
Kingston 
Kissell 
Kucinich 
Landry 
Latham 
Lipinski 
Manzullo 
Markey 
McCotter 
McNerney 


Miller (FL) 
Pastor (AZ) 
Paul 
Pearce 
Petri 
Polis 
Posey 
Rehberg 
Reyes 
Rohrabacher 
Royce 
Ryan (OH) 
Sanchez, Loretta 
Schilling 
Scott, Austin 
Sensenbrenner 
Southerland 
Stutzman 
Sutton 
Thompson (PA) 
Tonko 
Turner 
Walsh (IL) 
Waters 
Webster 
West 
Wolf 


NOES—342 


Ackerman 
Adams 
Aderholt 
Alexander 
Altmire 
Amash 
Andrews 
Austria 
Baca 
Bachus 
Barletta 
Barrow 
Bass (CA) 
Bass (NH) 
Becerra 
Berkley 
Berman 
Biggert 
Bishop (GA) 
Bishop (NY) 
Black 
Blackburn 
Blumenauer 
Bonner 
Bono Mack 
Boren 
Boswell 
Boustany 
Brady (TX) 
Braley (IA) 
Brooks 
Broun (GA) 
Brown (FL) 
Buchanan 


Bucshon 
Buerkle 
Burton (IN) 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carson (IN) 
Carter 
Cassidy 
Castor (FL) 
Chabot 
Chaffetz 
Chandler 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Conaway 
Connolly (VA) 
Cooper 


Costa 
Courtney 
Cravaack 
Crawford 
Crenshaw 
Critz 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (CA) 
Davis (IL) 
Davis (KY) 
DeFazio 
DeGette 
DeLauro 
Denham 
Dent 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dingell 
Doggett 
Dold 
Donnelly (IN) 
Doyle 
Dreier 
Duffy 
Ellmers 
Engel 
Eshoo 
Farenthold 
Farr 


Fincher 
Fitzpatrick 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frank (MA) 
Fudge 
Gallegly 
Gardner 
Gerlach 
Gibbs 
Gonzalez 
Goodlatte 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Green, Al 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Gutierrez 
Hanabusa 
Hanna 
Harper 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinchey 
Hinojosa 
Hochul 
Honda 
Hoyer 
Hurt 
Israel 
Issa 
Jackson (IL) 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, E. B. 
Johnson, Sam 
Jordan 
Keating 
Kelly 
Kildee 
Kind 
King (NY) 
Kinzinger (IL) 
Kline 
Labrador 
Lamborn 
Lance 
Langevin 
Lankford 
Larsen (WA) 
Larson (CT) 
LaTourette 
Latta 
Lee (CA) 
Levin 
Lewis (CA) 
Lewis (GA) 
LoBiondo 
Loebsack 
Lofgren, Zoe 
Long 


Lowey 
Lucas 
Luetkemeyer 
Luján 
Lummis 
Lungren, Daniel 


E. 
Lynch 
Mack 
Maloney 
Marchant 
Marino 
Matheson 
Matsui 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McClintock 
McCollum 
McDermott 
McGovern 
McHenry 
McIntyre 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Meeks 
Mica 
Michaud 
Miller (MI) 
Miller (NC) 
Miller, Gary 
Miller, George 
Moore 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Olver 
Owens 
Palazzo 
Pallone 
Pascrell 
Paulsen 
Payne 
Pelosi 
Pence 
Perlmutter 
Peters 
Peterson 
Pingree (ME) 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Price (GA) 
Price (NC) 
Quayle 
Quigley 
Rahall 
Reed 
Reichert 
Renacci 
Ribble 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 


Rogers (KY) 
Rogers (MI) 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Roybal-Allard 
Runyan 
Ruppersberger 
Rush 
Ryan (WI) 
Sánchez, Linda 


T. 
Sarbanes 
Scalise 
Schakowsky 
Schiff 
Schmidt 
Schock 
Schrader 
Schwartz 
Schweikert 
Scott (SC) 
Scott (VA) 
Scott, David 
Serrano 
Sessions 
Sewell 
Sherman 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Slaughter 
Smith (NE) 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Speier 
Stark 
Stearns 
Sullivan 
Terry 
Thompson (CA) 
Thompson (MS) 
Thornberry 
Tiberi 
Tierney 
Tipton 
Towns 
Tsongas 
Upton 
Van Hollen 
Velázquez 
Visclosky 
Walberg 
Walden 
Walz (MN) 
Wasserman 


Schultz 
Watt 
Waxman 
Welch 
Westmoreland 
Whitfield 
Wilson (FL) 
Wilson (SC) 
Wittman 
Womack 
Woodall 
Woolsey 
Wu 
Yarmuth 
Yoder 
Young (AK) 
Young (FL) 
Young (IN) 


NOT VOTING—8 


Berg 
Garrett 
Giffords 


Gingrey (GA) 
Holden 
Napolitano 


Rangel 
Stivers 


b 1712 


So the amendment was rejected. 
The result of the vote was announced 


as above recorded. 
Stated against: 
Mrs. NAPOLITANO. Mr. Chair, on Thursday, 


June 23, 2011, I was absent during rollcall 
vote No. 488 in order to attend my grandson’s 
graduation. Had I been present, I would have 
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voted ‘‘nay’’ on the Rohrabacher (CA)/Kaptur 
(OH) Amendment. 


AMENDMENT NO. 15 OFFERED BY MR. SCHOCK 


The Acting CHAIR. The unfinished 
business is the demand for a recorded 
vote on the amendment offered by the 
gentleman from Illinois (Mr. SCHOCK) 
on which further proceedings were 
postponed and on which the ayes pre-
vailed by voice vote. 


The Clerk will redesignate the 
amendment. 


The Clerk redesignated the amend-
ment. 


RECORDED VOTE 


The Acting CHAIR. A recorded vote 
has been demanded. 


A recorded vote was ordered. 
The Acting CHAIR. This will be a 2- 


minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 158, noes 262, 
answered ‘‘present’’ 1, not voting 10, as 
follows: 


[Roll No. 489] 


AYES—158 


Aderholt 
Akin 
Amash 
Andrews 
Baca 
Bachmann 
Baldwin 
Bartlett 
Becerra 
Berman 
Bilirakis 
Bishop (UT) 
Bono Mack 
Boren 
Brady (PA) 
Brown (FL) 
Buerkle 
Burgess 
Capps 
Carson (IN) 
Chandler 
Chu 
Clarke (MI) 
Coffman (CO) 
Cole 
Conyers 
Costello 
Crawford 
Critz 
Davis (CA) 
Davis (IL) 
DeFazio 
DeLauro 
Denham 
Dent 
Dingell 
Doggett 
Doyle 
Duncan (TN) 
Edwards 
Ellison 
Ellmers 
Emerson 
Eshoo 
Farr 
Fattah 
Filner 
Flake 
Fortenberry 
Franks (AZ) 
Fudge 
Gallegly 
Garamendi 
Garrett 


Gonzalez 
Gosar 
Grijalva 
Gutierrez 
Hanabusa 
Harris 
Hartzler 
Hinchey 
Hirono 
Honda 
Huelskamp 
Hunter 
Inslee 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Jones 
Kaptur 
Kildee 
King (IA) 
Kingston 
Kucinich 
Labrador 
Lankford 
Larsen (WA) 
Lee (CA) 
Levin 
Lipinski 
Lofgren, Zoe 
Long 
Luján 
Lummis 
Lungren, Daniel 


E. 
Manzullo 
Markey 
Matsui 
McClintock 
McDermott 
McNerney 
Michaud 
Miller (FL) 
Miller (NC) 
Miller, George 
Moore 
Nunes 
Nunnelee 
Olver 
Pallone 
Pascrell 
Pastor (AZ) 
Paul 
Payne 


Pearce 
Pelosi 
Petri 
Pingree (ME) 
Poe (TX) 
Polis 
Quigley 
Rahall 
Rehberg 
Rogers (MI) 
Rohrabacher 
Rokita 
Ross (AR) 
Rothman (NJ) 
Roybal-Allard 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schilling 
Schock 
Scott, Austin 
Sensenbrenner 
Serrano 
Shimkus 
Slaughter 
Smith (NE) 
Smith (WA) 
Southerland 
Speier 
Stark 
Stutzman 
Sutton 
Thompson (CA) 
Thompson (PA) 
Tierney 
Tsongas 
Turner 
Van Hollen 
Visclosky 
Waters 
Waxman 
Webster 
West 
Wolf 
Woolsey 
Yarmuth 
Young (AK) 
Young (FL) 
Young (IN) 


NOES—262 


Ackerman 
Adams 
Alexander 
Altmire 
Austria 
Bachus 
Barletta 
Barrow 


Barton (TX) 
Bass (NH) 
Benishek 
Berkley 
Biggert 
Bilbray 
Bishop (GA) 
Bishop (NY) 


Black 
Blackburn 
Blumenauer 
Bonner 
Boswell 
Boustany 
Brady (TX) 
Braley (IA) 


Brooks 
Broun (GA) 
Buchanan 
Bucshon 
Burton (IN) 
Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capuano 
Cardoza 
Carnahan 
Carney 
Carter 
Cassidy 
Castor (FL) 
Chabot 
Chaffetz 
Cicilline 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Conaway 
Connolly (VA) 
Cooper 
Costa 
Courtney 
Cravaack 
Crenshaw 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (KY) 
DeGette 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dold 
Donnelly (IN) 
Dreier 
Duffy 
Duncan (SC) 
Engel 
Farenthold 
Fincher 
Fitzpatrick 
Fleischmann 
Fleming 
Flores 
Forbes 
Foxx 
Frank (MA) 
Frelinghuysen 
Gardner 
Gerlach 
Gibbs 
Gibson 
Gohmert 
Goodlatte 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Green, Al 
Green, Gene 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Hall 
Hanna 


Harper 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinojosa 
Hochul 
Holt 
Hoyer 
Huizenga (MI) 
Hultgren 
Hurt 
Issa 
Jenkins 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, E. B. 
Johnson, Sam 
Jordan 
Keating 
Kelly 
Kind 
King (NY) 
Kinzinger (IL) 
Kissell 
Kline 
Lamborn 
Lance 
Landry 
Langevin 
Larson (CT) 
Latham 
LaTourette 
Latta 
Lewis (CA) 
Lewis (GA) 
LoBiondo 
Loebsack 
Lowey 
Lucas 
Luetkemeyer 
Lynch 
Mack 
Maloney 
Marchant 
Marino 
Matheson 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McCotter 
McGovern 
McHenry 
McIntyre 
McKeon 
McMorris 


Rodgers 
Meehan 
Meeks 
Mica 
Miller (MI) 
Miller, Gary 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nugent 


Olson 
Owens 
Palazzo 
Paulsen 
Pence 
Perlmutter 
Peters 
Peterson 
Pitts 
Platts 
Pompeo 
Posey 
Price (GA) 
Price (NC) 
Quayle 
Reed 
Reichert 
Renacci 
Reyes 
Ribble 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (FL) 
Royce 
Runyan 
Ruppersberger 
Rush 
Ryan (WI) 
Scalise 
Schmidt 
Schrader 
Schwartz 
Schweikert 
Scott (SC) 
Scott (VA) 
Scott, David 
Sessions 
Sewell 
Sherman 
Shuler 
Shuster 
Simpson 
Sires 
Smith (NJ) 
Smith (TX) 
Stearns 
Sullivan 
Terry 
Thompson (MS) 
Thornberry 
Tiberi 
Tipton 
Tonko 
Towns 
Upton 
Velázquez 
Walberg 
Walden 
Walsh (IL) 
Walz (MN) 
Wasserman 


Schultz 
Westmoreland 
Whitfield 
Wilson (FL) 
Wilson (SC) 
Wittman 
Womack 
Woodall 
Wu 
Yoder 


ANSWERED ‘‘PRESENT’’—1 


Watt 


NOT VOTING—10 


Bass (CA) 
Berg 
Giffords 
Gingrey (GA) 


Holden 
McKinley 
Napolitano 
Rangel 


Stivers 
Welch 


b 1715 
So the amendment was rejected. 
The result of the vote was announced 


as above recorded. 
Stated for: 
Mrs. NAPOLITANO. Mr. Chair, on Thursday, 


June 23, 2011, I was absent during rollcall 
vote No. 489 in order to attend my grandson’s 


graduation. Had I been present, I would have 
voted ‘‘yea’’ on the Schock (IL)/Boren (OK)/ 
Waters (CA)/Sensenbrenner (WI)/Franks (AZ)/ 
Kaptur (OH) Amendment. 


The Acting CHAIR. The question is 
on the committee amendment in the 
nature of a substitute, as amended. 


The amendment was agreed to. 
The Acting CHAIR. Under the rule, 


the Committee rises. 
Accordingly, the Committee rose; 


and the Speaker pro tempore (Mr. 
LATHAM) having assumed the chair, Mr. 
YODER, Acting Chair of the Committee 
of the Whole House on the State of the 
Union, reported that that Committee, 
having had under consideration the bill 
(H.R. 2149) to amend title 35, United 
States Code, to provide for patent re-
form, and, pursuant to House Resolu-
tion 316, reported the bill back to the 
House with an amendment adopted in 
the Committee of the Whole. 


The SPEAKER pro tempore. Under 
the rule, the previous question is or-
dered. 


Is a separate vote demanded on any 
amendment to the amendment re-
ported from the Committee of the 
Whole? 


If not, the question is on the com-
mittee amendment in the nature of a 
substitute, as amended. 


The amendment was agreed to. 
The SPEAKER pro tempore. The 


question is on the engrossment and 
third reading of the bill. 


The bill was ordered to be engrossed 
and read a third time, and was read the 
third time. 


MOTION TO RECOMMIT 


Mr. MILLER of North Carolina. Mr. 
Speaker, I have a motion to recommit 
at the desk. 


The SPEAKER pro tempore. Is the 
gentleman opposed to the bill? 


Mr. MILLER of North Carolina. I am, 
in its current form. 


The SPEAKER pro tempore. The 
Clerk will report the motion to recom-
mit. 


The Clerk read as follows: 
Mr. MILLER of North Carolina moves to 


recommit the bill H.R. 1249 to the Com-
mittee on the Judiciary with instructions to 
report the same back to the House forthwith 
with the following amendment: 


Add at the end of the bill the following 
(and conform the table of contents accord-
ingly): 
SEC. 34. PRIORITY IN PROCESSING PATENT AP-


PLICATIONS. 


(a) PRIORITY.—The Director shall prioritize 
patent applications filed under title 35, 
United States Code, by entities that pledge 
to develop or manufacture their products, 
processes, and technologies in the United 
States, including, specifically, those filed by 
small businesses and individuals. 


(b) DENIAL OF PRIORITY.—The Director 
shall not grant prioritization for patent ap-
plications filed under title 35, United States 
Code, by foreign entities that are nationals 
of any country that the Director has found 
to deny— 


(1) adequate and effective protection for 
patent rights; or 


(2) fair and equitable access for persons 
that rely on patent protection. 
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b 1720 


The SPEAKER pro tempore. The gen-
tleman from North Carolina is recog-
nized for 5 minutes. 


Mr. MILLER of North Carolina. The 
consideration of this bill has been bi-
partisan to this point, and that cer-
tainly does not need to change now. 
This motion to recommit does not real-
ly send it back to committee. It cer-
tainly doesn’t kill it. It is consistent 
with the spirit of the bill. This is sim-
ply the last amendment and should be 
considered in the same bipartisan way 
all the other amendments have been 
considered. 


Mr. Speaker, our future prosperity 
does depend upon our being the most 
innovative country in the world, the 
most innovative economy in the world. 
American scientists and American en-
gineers are doing great work. We are 
doing some of the most advanced, so-
phisticated research in the world. For 
instance, we lead the world in solar cell 
research. We are making some of the 
greatest breakthroughs in that tech-
nology. Much of it is funded by the De-
partment of Energy or by other Fed-
eral research programs. But 80 percent 
of the manufacturing of solar cells is 
being done in Asia, mostly in China. 


What is happening is that firms are 
getting Federal funds to do research to 
improve solar cell technology. They’re 
developing advanced technology, but 
when the time comes to manufacture a 
product coming out of that research, 
those firms are contracting with Chi-
nese manufacturers to make the prod-
ucts. That is just one example of com-
panies that are doing research here but 
manufacturing somewhere else when 
American workers need good manufac-
turing jobs. 


Mr. Speaker, the benefit of innova-
tion should not just be higher profits 
for American corporations. The benefit 
should be good jobs for American work-
ers. Under this motion to recommit, 
those companies will still get their 
patents, but they don’t go to the front 
of the line. The people who go to the 
front of the line are those who will 
pledge that they will do their manufac-
turing here in the United States, cre-
ating good jobs for American workers. 


Second, we all know that there are 
countries in the world that don’t really 
respect American patent rights and 
that don’t treat American inventors 
fairly when they try to get patents in 
those countries. This motion to recom-
mit will still allow those inventors, 
people from those countries, to get pat-
ents. We will treat them better than 
their countries treat American inven-
tors. But they go to the back of the 
line. They do not get priority when it 
comes time to have their patents con-
sidered. 


Help American workers share in the 
prosperity that comes from American 
innovation from our research, from our 
innovation. Support this motion to re-
commit. 


I yield back the balance of my time. 
Mr. SMITH of Texas. Mr. Speaker, I 


rise in opposition to the motion. 


The SPEAKER pro tempore. The gen-
tleman is recognized for 5 minutes. 


Mr. SMITH of Texas. Mr. Speaker, I 
oppose the motion to recommit and 
urge my colleagues to defeat it. The 
America Invents Act is the culmina-
tion of 6 years of effort. During this 
time, the House and Senate Judiciary 
Committees conducted 23 hearings on 
patent reform and brokered numerous 
negotiations among Members and 
stakeholders. H.R. 1249 has garnered bi-
partisan and widespread support. This 
bill improves patent integrity in PTO 
operations. The bill helps businesses 
from a broad range of industries, inde-
pendent inventors, and universities. 


But the biggest winners are the 
American people. They will get more 
job opportunities and greater consumer 
choices. This amendment would mean 
that U.S. companies and inventors 
would be discriminated against all over 
the world when they file. It would be 
open season on American innovators 
and businesses. We would no longer be 
able to sell products abroad, and IP 
theft of U.S. goods would become ramp-
ant. 


Mr. Speaker, this motion to recom-
mit also consigns our patent system to 
the one created in the 1952 Patent Act, 
an era of landline telephones, TVs that 
offered three fuzzy black-and-white 
channels, and the manual typewriter. 
We need to update our patent system, 
and we need to do it now. 


Oppose the motion to recommit and 
support H.R. 1249. 


I yield back the balance of my time. 
The SPEAKER pro tempore. Without 


objection, the previous question is or-
dered on the motion to recommit. 


There was no objection. 
The SPEAKER pro tempore. The 


question is on the motion to recommit. 
The question was taken; and the 


Speaker pro tempore announced that 
the noes have it. 


RECORDED VOTE 


Mr. MILLER of North Carolina. Mr. 
Speaker, I demand a recorded vote. 


A recorded vote was ordered. 
The SPEAKER pro tempore. Pursu-


ant to clause 9 of rule XX, the Chair 
will reduce to 5 minutes the minimum 
time for any electronic vote on the 
question of passage. 


The vote was taken by electronic de-
vice, and there were—ayes 172, noes 251, 
not voting 8, as follows: 


[Roll No. 490] 


AYES—172 


Ackerman 
Altmire 
Andrews 
Baca 
Baldwin 
Barrow 
Bass (CA) 
Becerra 
Berkley 
Bishop (GA) 
Bishop (NY) 
Blumenauer 
Boswell 
Brady (PA) 
Braley (IA) 
Brown (FL) 
Butterfield 


Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carson (IN) 
Castor (FL) 
Chandler 
Chu 
Cicilline 
Clarke (MI) 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Connolly (VA) 
Conyers 


Costello 
Courtney 
Critz 
Crowley 
Cummings 
Davis (CA) 
Davis (IL) 
DeFazio 
DeGette 
DeLauro 
Deutch 
Dicks 
Dingell 
Doggett 
Donnelly (IN) 
Doyle 
Edwards 


Ellison 
Engel 
Fattah 
Filner 
Fudge 
Garamendi 
Green, Al 
Green, Gene 
Grijalva 
Gutierrez 
Hanabusa 
Hastings (FL) 
Heinrich 
Higgins 
Himes 
Hinchey 
Hinojosa 
Hirono 
Hochul 
Honda 
Hoyer 
Inslee 
Israel 
Jackson (IL) 
Jackson Lee 


(TX) 
Johnson (GA) 
Johnson, E. B. 
Jones 
Kaptur 
Keating 
Kildee 
Kind 
Kissell 
Kucinich 
Langevin 
Larsen (WA) 
Larson (CT) 
Lee (CA) 
Levin 
Lewis (GA) 
Lipinski 


Loebsack 
Lowey 
Luján 
Lynch 
Maloney 
Markey 
Matsui 
McCarthy (NY) 
McCollum 
McDermott 
McGovern 
McIntyre 
McNerney 
Meeks 
Michaud 
Miller (NC) 
Miller, George 
Moore 
Moran 
Murphy (CT) 
Nadler 
Neal 
Olver 
Owens 
Pallone 
Pascrell 
Pastor (AZ) 
Payne 
Pelosi 
Perlmutter 
Peters 
Pingree (ME) 
Polis 
Price (NC) 
Quigley 
Rahall 
Richardson 
Richmond 
Ross (AR) 
Rothman (NJ) 
Roybal-Allard 
Ruppersberger 


Rush 
Ryan (OH) 
Sánchez, Linda 


T. 
Sanchez, Loretta 
Sarbanes 
Schakowsky 
Schiff 
Schrader 
Schwartz 
Scott, David 
Serrano 
Sewell 
Sherman 
Shuler 
Sires 
Slaughter 
Smith (WA) 
Speier 
Stark 
Sutton 
Thompson (CA) 
Thompson (MS) 
Tierney 
Tonko 
Towns 
Tsongas 
Van Hollen 
Velázquez 
Visclosky 
Walz (MN) 
Wasserman 


Schultz 
Waters 
Waxman 
Welch 
Wilson (FL) 
Woolsey 
Wu 
Yarmuth 


NOES—251 


Adams 
Aderholt 
Akin 
Alexander 
Amash 
Austria 
Bachmann 
Bachus 
Barletta 
Bartlett 
Barton (TX) 
Bass (NH) 
Benishek 
Berman 
Biggert 
Bilbray 
Bilirakis 
Bishop (UT) 
Black 
Blackburn 
Bonner 
Bono Mack 
Boren 
Boustany 
Brady (TX) 
Brooks 
Broun (GA) 
Buchanan 
Bucshon 
Buerkle 
Burgess 
Burton (IN) 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Carter 
Cassidy 
Chabot 
Chaffetz 
Coble 
Coffman (CO) 
Cohen 
Cole 
Conaway 
Cooper 
Costa 
Cravaack 
Crawford 
Crenshaw 
Cuellar 
Culberson 
Davis (KY) 


Denham 
Dent 
DesJarlais 
Diaz-Balart 
Dold 
Dreier 
Duffy 
Duncan (SC) 
Duncan (TN) 
Ellmers 
Emerson 
Eshoo 
Farenthold 
Farr 
Fincher 
Fitzpatrick 
Flake 
Fleischmann 
Fleming 
Flores 
Forbes 
Fortenberry 
Foxx 
Frank (MA) 
Franks (AZ) 
Frelinghuysen 
Gallegly 
Gardner 
Garrett 
Gerlach 
Gibbs 
Gibson 
Gohmert 
Gonzalez 
Goodlatte 
Gosar 
Gowdy 
Granger 
Graves (GA) 
Graves (MO) 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Hall 
Hanna 
Harper 
Harris 
Hartzler 
Hastings (WA) 
Hayworth 
Heck 
Hensarling 
Herger 


Herrera Beutler 
Holt 
Huelskamp 
Huizenga (MI) 
Hultgren 
Hunter 
Hurt 
Issa 
Jenkins 
Johnson (IL) 
Johnson (OH) 
Johnson, Sam 
Jordan 
Kelly 
King (IA) 
King (NY) 
Kingston 
Kinzinger (IL) 
Kline 
Labrador 
Lance 
Landry 
Lankford 
Latham 
LaTourette 
Latta 
Lewis (CA) 
LoBiondo 
Lofgren, Zoe 
Long 
Lucas 
Luetkemeyer 
Lummis 
Lungren, Daniel 


E. 
Mack 
Manzullo 
Marchant 
Marino 
Matheson 
McCarthy (CA) 
McCaul 
McClintock 
McCotter 
McHenry 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Mica 
Miller (FL) 
Miller (MI) 
Miller, Gary 
Mulvaney 
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Murphy (PA) 
Myrick 
Neugebauer 
Noem 
Nugent 
Nunes 
Nunnelee 
Olson 
Palazzo 
Paul 
Paulsen 
Pearce 
Pence 
Peterson 
Petri 
Pitts 
Platts 
Poe (TX) 
Pompeo 
Posey 
Price (GA) 
Quayle 
Reed 
Rehberg 
Reichert 
Renacci 
Reyes 
Ribble 
Rigell 
Rivera 


Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rohrabacher 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (FL) 
Royce 
Runyan 
Ryan (WI) 
Scalise 
Schilling 
Schmidt 
Schock 
Schweikert 
Scott (SC) 
Scott (VA) 
Scott, Austin 
Sensenbrenner 
Sessions 
Shimkus 
Shuster 
Simpson 
Smith (NE) 
Smith (NJ) 
Smith (TX) 


Southerland 
Stearns 
Stutzman 
Sullivan 
Terry 
Thompson (PA) 
Thornberry 
Tiberi 
Tipton 
Turner 
Upton 
Walberg 
Walden 
Walsh (IL) 
Watt 
Webster 
West 
Westmoreland 
Whitfield 
Wilson (SC) 
Wittman 
Wolf 
Womack 
Woodall 
Yoder 
Young (AK) 
Young (FL) 
Young (IN) 


NOT VOTING—8 


Berg 
Giffords 
Gingrey (GA) 


Holden 
Lamborn 
Napolitano 


Rangel 
Stivers 


ANNOUNCEMENT BY THE SPEAKER PRO TEMPORE 


The SPEAKER pro tempore (during 
the vote). There are 2 minutes remain-
ing in this vote. 


b 1743 


Mr. FRANK of Massachusetts 
changed his vote from ‘‘aye’’ to ‘‘no.’’ 


So the motion to recommit was re-
jected. 


The result of the vote was announced 
as above recorded. 


Stated for: 
Mrs. NAPOLITANO. Mr. Speaker, on Thurs-


day, June 23, 2011, I was absent during roll-
call vote No. 490 in order to attend my 
grandson’s graduation. Had I been present, I 
would have voted ‘‘yea’’ on the Motion to Re-
commit H.R. 1249—America Invents Act. 


The SPEAKER pro tempore (Mr. 
YODER). The question is on the passage 
of the bill. 


The question was taken; and the 
Speaker pro tempore announced that 
the ayes appeared to have it. 


RECORDED VOTE 


Mr. SMITH of Texas. Mr. Speaker, I 
demand a recorded vote. 


A recorded vote was ordered. 
The SPEAKER pro tempore. This 


will be a 5-minute vote. 
The vote was taken by electronic de-


vice, and there were—ayes 304, noes 117, 
not voting 10, as follows: 


[Roll No. 491] 


AYES—304 


Ackerman 
Adams 
Alexander 
Altmire 
Austria 
Baca 
Bachus 
Barletta 
Barrow 
Barton (TX) 
Bass (CA) 
Bass (NH) 
Becerra 
Berkley 
Berman 
Biggert 


Bilbray 
Bishop (GA) 
Bishop (NY) 
Black 
Blackburn 
Blumenauer 
Bonner 
Bono Mack 
Boren 
Boswell 
Boustany 
Brady (TX) 
Braley (IA) 
Brown (FL) 
Buchanan 
Bucshon 


Butterfield 
Calvert 
Camp 
Campbell 
Canseco 
Cantor 
Capito 
Capps 
Capuano 
Cardoza 
Carnahan 
Carney 
Carson (IN) 
Carter 
Cassidy 
Castor (FL) 


Chabot 
Chandler 
Chu 
Cicilline 
Clarke (NY) 
Clay 
Cleaver 
Clyburn 
Coble 
Cohen 
Cole 
Conaway 
Connolly (VA) 
Cooper 
Costa 
Courtney 
Crawford 
Crenshaw 
Critz 
Crowley 
Cuellar 
Culberson 
Cummings 
Davis (CA) 
Davis (IL) 
DeLauro 
Dent 
DesJarlais 
Deutch 
Diaz-Balart 
Dicks 
Dingell 
Doggett 
Dold 
Donnelly (IN) 
Doyle 
Dreier 
Duffy 
Ellison 
Ellmers 
Engel 
Farenthold 
Fattah 
Fincher 
Fitzpatrick 
Fleischmann 
Fleming 
Flores 
Forbes 
Foxx 
Frank (MA) 
Frelinghuysen 
Fudge 
Gallegly 
Gardner 
Gerlach 
Gibbs 
Goodlatte 
Gowdy 
Granger 
Graves (MO) 
Green, Al 
Griffin (AR) 
Griffith (VA) 
Grimm 
Guinta 
Guthrie 
Gutierrez 
Hall 
Hanabusa 
Hanna 
Harper 
Harris 
Hastings (FL) 
Hastings (WA) 
Hayworth 
Heck 
Heinrich 
Hensarling 
Herger 
Herrera Beutler 
Higgins 
Himes 
Hinojosa 
Hochul 
Holt 
Hoyer 


Huizenga (MI) 
Hurt 
Inslee 
Israel 
Issa 
Jackson (IL) 
Jackson Lee 


(TX) 
Jenkins 
Johnson (GA) 
Johnson (IL) 
Johnson (OH) 
Johnson, E. B. 
Johnson, Sam 
Jordan 
Keating 
Kelly 
King (NY) 
Kinzinger (IL) 
Kissell 
Kline 
Labrador 
Lance 
Langevin 
Lankford 
Larsen (WA) 
Larson (CT) 
Latham 
LaTourette 
Latta 
Levin 
Lewis (CA) 
Lewis (GA) 
LoBiondo 
Loebsack 
Long 
Lowey 
Lucas 
Luetkemeyer 
Lynch 
Maloney 
Marino 
Matheson 
McCarthy (CA) 
McCarthy (NY) 
McCaul 
McCollum 
McDermott 
McGovern 
McHenry 
McIntyre 
McKeon 
McKinley 
McMorris 


Rodgers 
Meehan 
Mica 
Michaud 
Miller (MI) 
Miller (NC) 
Miller, Gary 
Moran 
Mulvaney 
Murphy (CT) 
Murphy (PA) 
Myrick 
Nadler 
Neal 
Neugebauer 
Noem 
Nugent 
Nunes 
Olson 
Olver 
Owens 
Palazzo 
Pallone 
Pascrell 
Paulsen 
Pence 
Perlmutter 
Peters 
Peterson 
Platts 
Poe (TX) 
Pompeo 
Price (GA) 


Price (NC) 
Quayle 
Quigley 
Rahall 
Reed 
Reichert 
Renacci 
Reyes 
Ribble 
Richardson 
Richmond 
Rigell 
Rivera 
Roby 
Roe (TN) 
Rogers (AL) 
Rogers (KY) 
Rogers (MI) 
Rokita 
Rooney 
Ros-Lehtinen 
Roskam 
Ross (AR) 
Ross (FL) 
Rothman (NJ) 
Roybal-Allard 
Runyan 
Ruppersberger 
Ryan (WI) 
Sánchez, Linda 


T. 
Sarbanes 
Scalise 
Schakowsky 
Schmidt 
Schrader 
Schwartz 
Schweikert 
Scott (SC) 
Scott (VA) 
Scott, David 
Serrano 
Sessions 
Sewell 
Shimkus 
Shuler 
Shuster 
Simpson 
Sires 
Smith (NJ) 
Smith (TX) 
Smith (WA) 
Speier 
Stearns 
Stutzman 
Sullivan 
Thompson (CA) 
Thompson (MS) 
Thornberry 
Tiberi 
Tierney 
Tipton 
Tonko 
Towns 
Upton 
Van Hollen 
Walberg 
Walden 
Walsh (IL) 
Walz (MN) 
Wasserman 


Schultz 
Watt 
Welch 
Westmoreland 
Whitfield 
Wilson (FL) 
Wilson (SC) 
Wittman 
Womack 
Woodall 
Wu 
Yarmuth 
Yoder 
Young (AK) 
Young (IN) 


NOES—117 


Aderholt 
Akin 
Amash 
Andrews 
Bachmann 
Baldwin 
Bartlett 
Benishek 
Bilirakis 
Bishop (UT) 


Brady (PA) 
Brooks 
Broun (GA) 
Buerkle 
Burgess 
Burton (IN) 
Chaffetz 
Clarke (MI) 
Coffman (CO) 
Conyers 


Costello 
Cravaack 
Davis (KY) 
DeFazio 
DeGette 
Denham 
Duncan (SC) 
Duncan (TN) 
Edwards 
Emerson 


Eshoo 
Farr 
Filner 
Flake 
Fortenberry 
Franks (AZ) 
Garamendi 
Garrett 
Gibson 
Gohmert 
Gonzalez 
Gosar 
Graves (GA) 
Green, Gene 
Grijalva 
Hartzler 
Hinchey 
Hirono 
Honda 
Huelskamp 
Hultgren 
Hunter 
Jones 
Kaptur 
Kildee 
Kind 
King (IA) 
Kingston 
Kucinich 
Lamborn 


Landry 
Lee (CA) 
Lipinski 
Lofgren, Zoe 
Luján 
Lummis 
Lungren, Daniel 


E. 
Mack 
Manzullo 
Marchant 
Markey 
Matsui 
McClintock 
McCotter 
McNerney 
Miller (FL) 
Miller, George 
Moore 
Nunnelee 
Pastor (AZ) 
Paul 
Payne 
Pearce 
Pelosi 
Petri 
Pingree (ME) 
Posey 
Rehberg 
Rohrabacher 


Royce 
Rush 
Ryan (OH) 
Sanchez, Loretta 
Schiff 
Schilling 
Schock 
Scott, Austin 
Sensenbrenner 
Sherman 
Slaughter 
Smith (NE) 
Southerland 
Stark 
Sutton 
Terry 
Thompson (PA) 
Tsongas 
Turner 
Velázquez 
Visclosky 
Waters 
Waxman 
Webster 
West 
Wolf 
Woolsey 
Young (FL) 


NOT VOTING—10 


Berg 
Giffords 
Gingrey (GA) 
Holden 


Meeks 
Napolitano 
Pitts 
Polis 


Rangel 
Stivers 


b 1749 


So the bill was passed. 
The result of the vote was announced 


as above recorded. 
A motion to reconsider was laid on 


the table. 
Stated for: 
Mrs. NAPOLITANO. Mr. Speaker, on Thurs-


day, June 23, 2011, I was absent during roll-
call vote No. 491 in order to attend my 
grandson’s graduation. Had I been present, I 
would have voted ‘‘yea’’ on H.R. 1249—Amer-
ica Invents Act. 


Mr. GINGREY of Georgia. Mr. Speaker, on 
rollcall No. 491 on final passage of H.R. 1249, 
the America Invents Act, I am not recorded 
because I was absent due to a death in my 
family which required me to immediately return 
to Georgia. Had I been present, I would have 
vote ‘‘aye.’’ 


f 


AUTHORIZING THE CLERK TO 
MAKE CORRECTIONS IN EN-
GROSSMENT OF H.R. 1249, AMER-
ICA INVENTS ACT 


Mr. SMITH of Texas. Mr. Speaker, I 
ask unanimous consent that the clerk 
be authorized to make technical cor-
rections in the engrossment of H.R. 
1249, to include corrections in spelling, 
punctuation, section numbering and 
cross-referencing, the insertion of ap-
propriate headings, and the insertion of 
the word ‘‘written’’ in the appropriate 
place in the instruction in amendment 
No. 1 to strike material on lines 23 
through 25 on page 114. 


The SPEAKER pro tempore. Is there 
objection to the request of the gen-
tleman from Texas? 


There was no objection. 
f 


THE JOURNAL 


The SPEAKER pro tempore. Pursu-
ant to clause 8 of rule XX, the unfin-
ished business is the question on agree-
ing to the Speaker’s approval of the 
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